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MlLLIGAN  1.  NEBDBHtfGHATTS  BT  AL. 

38  o.  a,  103. 

L  BBFUSAL  OF  A  WmnaS  TO  BB  Cboss-bxambbd— Tbstimohy  sxcludbd. 

u  Where  a  witness  is  called  to  give  his  deposition,  it  examined  in  chief  in  rela- 
-   tion  to  b  subjeot  properly  involved  in  the  controversy,  and  upon  cross-examina- 
tton  refuses  to  answer  a  proper,  pertinent,  and  material  question,  his  testimony 
will  not  he  considered  "  at  the  hearing. 

8.  OBJBOTIOHS  TO  IBBBGULABLY-TAKBH  DBPOSITOOHS. 

When  a  deposition  is  taken  irregolarly  Bnd  without  authority,  or  shows  on  its 
foes  reasons  why  it  can  not  and  should  not  he  considered,  or  where  an  entire  dep- 
osition is  irrelevant,  unless  there  has  been  a  waiver,  an  objection  at  the  hearing 
would  be  entertained. 
a  Samb— By  Motion  to  Suffrbss. 

Ordinarily  objections  whioh  may  be  obviated  by  issuing  a  new  commission  end 
re-examining  the  witness,  as  well  as  formal  objections  to  the  interrogatories  and 
answers,  should  be  raised  by  motion  to  suppress. 
4.  Samb— Oobbbctiok  of  Dspoamoir. 

Such  motion  to  suppress  should  be  made  without  unreasonable  delay,  so  that 
the  omissions  may  be  corrected  by  a  further  examination. 
6.  Samb. 

The  better  and  sate  praotioe  in  a  case  like  the  present,  where  the  witness  de- 
clined to  answer  a  proper,  pertinent,  and  material  oross-interrogatory,  is  to  move 
for  the  suppression  of  the  deposition  in  advance  of  the  hearing,  and  as  soon  as 
reasonably  possible  after  soon  deposition  be  taken. 

Appbal  from  the  Examiner  of  Interferences. 

bkamxl  nov  WABS. 

Application  of  Henry  Milligan  filed  March  25, 1884.    Application 
of  Niedringhans  and  Niedringhaas  filed  December  13, 1883. 
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Mr.  William  0.  MclnUrt  for  Milligan;  Mr.  M.  Bailey,  Mr.  Frsmk 
Me  Arthur j  and  Mr.  Ernest  C.  Webb  of  oounseL 

Mr.  V.  D.  Moody  and  Messrs.  Dyrenforih  A  Dgrenforth  for  Niedring- 
hans and  Niedringhaus;  Mr.  Douglas  Dyrmforth  and  Mr.  B.  Q.  Dyre+ 
forth  of  counsel. 

Montgomery,  Commissioner: 

All  parties  agree  that  prior  to  the  taking  of  testimony  in  this  oaas> 
Milligan  had  assigned  his  entire  invention,  and  thereafter  had  really 
no  interest  in  the  result  of  this  controversy.  He  was  subp®naed  to 
give  evidence  in*  the  interference  proceeding  and  called  as  the  first 
witness  in  behalf  of  his  assignee.  On  the  conclusion  of  his  direst  tes- 
timony counsel  for  Niedringhaus  and  Niedringhaus  proceeded  to  cross- 
examine  him.  He  answered  several  questions  and  then  peremptorily 
declined  to  answer  others,  which  were  manifestly  proper  ones.  Upon 
such  refusal  counsel  for  Niedringhans  and  Niedringhans  gave  notice 
and  caused  to  be  noted  on  the  record  that — 

owing  to  the  refusal  of  Milligan  to  answer  certain  questions  on  the  owns  examina- 
tion they  would  move  to  have  his  entire  deposition  stricken  from  the  record. 

The  cross-examination  then  proceeded  at  considerable  length  and  to 
s\  conclusion,  although  the  questions  which  the  witness  had  declined  to 
answer  were  not  repeated.  This  occurred  on  the  26th  of  March,  1886. 
The  testimony  on  behalf  of  Milligan  and  his  assignee  was  concluded 
on  .the  31st  day  of  the  same  month,  and  filed  in  the  Patent  Office  on 
the  10th  of  February,  1886.  His  adversaries  took  no  testimony  on  the 
question  of  priority.  It  is  admitted,  however,  that  within  three  or  four 
months  after  the  taking  of  the  testimony  of  Milligan  all  the  testimony 
was  printed  and  a  copy  thereof  furnished  counsel  for  Niedringhans  and 
Niedringhans.  After  the  fifing  of  this  testimony  the  parties  proceeded 
to  prepare  for  a  hearing  upon  the  merits  before  the  Examiner  of  Inter- 
ferences. Such  hearing  was  finally  fixed  by  stipulation  of  oounsel,  it  is 
said,  for  the  28th  of  July  last  On  the  27th  of  July  oounsel  for  Nied- 
ringhans and  Niedringhans  moved  orally  to  strike  out  Milligsn's  depo- 
sition, because  of  his  refusal  to  answer  the  questions  on  cross-examina- 
tion. This  motion  was  denied  by  the  Examiner  of  Interferences,  and 
an  appeal  from  such  denial  taken  to  the  Commissioner. 

The  situation  summarized  is  as  follows : 

First,  Milligan  without  excuse  refused  to  answer  a  pertinent,  proper, 
and  material  cross-interrogatory. 

Seoon&j  Niedringhaus  and  Niedringhans  then  and  there  gave  notice 
that  they  woqld  "  move  to  have  his  entire  deposition  stricken  from  the 
record." 

Third.  They  did  not  so  move  until  the  day  next  preceding  the  final 
hearing  upon  the  merits. 

Fourth.  They  gave  no  uotice  then  or  thereafter  that  they  would  olgeet 
i>the  hearing  of  the  deposition  or  move  to  suppress  it  it  the  hemrimg. 


DIGZ8ION8  OF  THE  COMMISSIONER  OF  PATEHTB.  3 

Ftftk.  They  did  not  even  remain  silent  until  the  hearing  and  then 
object  to  the  reading  of  the  deposition. 

Sixth.  They  gave  notice  at  the  time  of  the  declination  of  the  witness 
that  they  would  thereafter  move  to  suppress  his  deposition,  and  then 
proceeded  at  once  to  still  farther  cross-examine  the  witness  and  add  to 
the  deposition  which  they  declared  they  would  move  to  suppress,  and 
after  its  completion  they  waited  sixteen  months— five  and  one  half 
months  after  the  deposition  was  actually  filed— and  until  the  case  was 
ready  for  hearing  upon  the  merits  and  the  hearing  fixed  for  the  follow- 
ing day,  and  then  they  made  the  motion  to  suppress  which  they  had 
promised  to  make. 

Under  these  circumstances,  did  not  Milligan's  assignee  have  the  right 
to  believe  that  they  had  waived  their  objection  to  the  deposition  and 
had  abandoned  the  idea  of  moving  to  suppress  itf 

It  seems  to  be  well  settled  that  where  a  witness  is  called  to  give  his 
deposition,  is  examined  in  chief  in  relation  to  a  subject  properly  in- 
volved in  the  controversy,  and  upon  cross-examination  refuses  to  an- 
swer  a  proper,  pertinent,  and  material  question  his  testimony  will  not 
be  considered.  (Weeks  on  the  Law  of  Deposition,  paragraph  405,  Nick- 
*b*»  v.  De$obray,  14  La.  An.  B.,  81.)  It  is  not,  however,  by  any  means 
so  certain  as  to  how  the  objection  to  the  desosition  must  be  taken. 
Where  a  deposition  is  taken  irregularly  and  without  authority,  or 
.  shows  on  its  face  reasons  why  it  can  not  and  should  not  be  considered, 
manifestly,  unless  there  has  been  a  waiver,  an  objection  at  the  bearing 
would  be  in  time.  In  other  eases,  where  the  entire  deposition  is  in*le» 
vast,  an  objection  made  at  the  time  it  is  offered  in  evidence  would  bo 
entertained  (Weeks  on  the  Law  of  Deposition,  paragraph  395).  Ob- 
jections, however,  which  may  be  obviated  by  issuing  a  new  commission 
and  re-examining  the  witness,  as  well  as  formal  objections  to  the  inter- 
rogatories and  answers,  will  not  be  heard  after  the  case  is  called  for 
trial,  but  shpuld  be  raised  by  motion  to  suppress.  {lb.)  Such  motion 
to  suppress  should  be  made  without  unreasonable  delay,  so  that  the 
omissions  may  be  corrected  by  a  further  examination.  (16.,  paragraph 
4U>i  TOmarv.&tari,6lN.Y.,564;  York  Co.  v.  Central B. R., 3  Wall., 
lOff;  OlaxUm  v.  Ad*m,  1  MaoArthur,  486;  Blackburn  v.  Grawford$y3 
Wall,  175.) 

Ike  general  rule  is  declared  to  be  as  follows : 

If  the  deposition  is  regularly  token  in  conformity  to  the  rales  of  lew,  but  under 
drrosntsnims  that  would  indnoe  the  oourt  to  think  that  injustice  would  be  done  by 
using  It,  the  oourt  in  Its  discretion  msy  suppress  it. 

In  a  case  like  the  one  under  consideration  probably  no  prudent  prac- 
titfsaer  would  care  to  take  the  risk  of  waiting  until  the  hearing  to  make 
hie  ejection  or  motion  to  suppress,  even  though  he  had  given  due  no- 
tic*  that  he  would  do  so,  but  he  would  rather  move  for  such  suppres- 
sion in  advance  of  the  hearing  and  as  soon  as  was  reasonably  possible 
the  deposition  was  taken.    (Zk,  870.)    However,  I  am  not  now 
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oould  be  considered  kad  Niedringkans  and  Niedringkaus  given  doe 
notice  at  the  time  of  tke  refusal  of  tke  witness  to  answer  that  they  would 
at  tke  hearing  move  to  suppress  or  then  object  to  the  reading  of  Milli- 
gan's  deposition.  The  question  here  is  simply  this:  Shall  this  motion 
to  suppress  prevail,  notwithstanding  counsel  for  Niedringkaus  and 
Kiedringkaus  proceeded  witk  and  concluded  tke  cross-examination  of 
the  witness  after  his  declination  to  answer  and  then  postponed  their 
motion  until  tke  case  kad  been  prepared  for  hearing  npon  the  merits 
for  tke  following  day  f  Had  counsel  for  Niedringhausand  Niedringkaus 
declined  to  proceed  further  witk  tke  cross  examination  after  tke  refusal 
of  tke  witness  to  answer,  and  had  they  followed  this  up  by  a  seasonable 
motion  to  suppress,  it  must  have  been  allowed. 

In  view  of  the  facts,  however,  as  tkey  exist,  I  tkink  tke  examiner  of 
interferences  rightly  declined  to  suppress  this  deposition,  and  his  de- 
cision must  be  affirmed. 


Ex  Pabtb  Harris. 

Deoided  December  22,1886. 
38  O.  G.,  104. 

4PPKALS  TO  EXAMINEES  IN-CHIXF. 

An  application  (or  patent  npon  "a  design  for  ornamenting  the  snrfaoe  of  tke 
walls  of  rail  way-can,"  etc,  whioh,  in  tho  opinion  of  the  examiner,  contains  noth- 
ing whieh  can  "  constitute  proper  subject-matter  for  a  design  patent"  should  he 
by  such  examiner  rejected.  From  such  rejection  an  appeal  will  lie  to  the  hoard 
of  examiners-in-chief,  as  in  ordinary  cases  of  the  rejection  of  claims. 

On  Petition. 

dbsiow  ion  ouuiODraro  tan  mjbtacb  or  ins  walls  or  cabs,  arc. 

Application  of  Azariak  B.  Harris  filed  July  19, 1886,  No.  208,603 

Meun.  Chopin  dk  Co.  and  Mr.  W.  A.  BartleU  for  tke  applicant 

Montgomery,  Cammiuioner: 

Applicant  asks  for  a  patent  npon  a  design  for  ornamenting  tke  sur- 
face of  tke  walls  of  railway  cars,  etc  His  design  consists  of  colors  in 
combination  npon  a  dark  ground  to  produce  on  walls  a  frosted  effect. 
July  27, 1886,  applicant  was  informed  by  office  letter  that  a  considera- 
tion of  kis  case  was  refused  for  tke  reason  tkat,  in  tke  opinion  of  tke 
examiner,  tke  tking  proposed  could  "in  no  sense  constitute  proper  sub- 
ject-matter for  a  design  patent"  Since  this  action  on  tke  part  of  tke 
examiner  tke  same  has  been  substantially  repeated  several  times,  tho 
last  time  on  tke  16th  of  last  montk.  On  tke  following  day  applicant 
filed  a  petition,  in  wkick  ke  asked,  in  substance,  tke  Commissioner  to 
"instruct"  tke  examiner  tkat  tke  design  wbick  ke  presented  did  <( con- 
stitute proper  subject-matter  for  a  design  patent,"  and  therefore  an  ex- 
•minatkm  of  the  state  of  tke  art  should  be  made.    Tke  situation  seems 
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to  be  as  follows:  The  primary  examiner  refuses  to  either  pass  or  reject 
this  application,  for  the  reason  that,  in  his  opinion,  the  thing  proposed 
to  be  patented  can  "  in  no  sense  constitute  proper  subject-matter  for  m 
design  patent"  This  statement,  properly  interpreted,  simply  means 
that,  in  the  opinion  of  the  examiner,  applicant  presents  nothing  patent- 
able. He  does  not  find  fault  with  the  form  in  which  the  thing  proposed 
is  presented.  He  requires  no  correction  of  the  specification  or  claim. 
He  simply  says  "the  thing  which  you  bring  here  is  not  patentable.9 
This  objection  is  in  no  sense  a  formal  one,  but  one  which  goes  to  the 
very  life  of  the  application  itself.  If  the  examiner  is  correct  in  his 
opinioh  that  applicant  presents  nothing  which  "  constitutes  proper  sub- 
ject-matter for  a  design  patent,"  very  clearly  consideration  of  the  case 
should  not  be  refhsed,  but  the  application  should  be  considered  and  re- 
jected: It  need  hardly  be  said  that  if  the  examiner  is  right  there  can 
be  no  occasion  to  examine  the  state  of  the  art 
The  statute,  section  4909,  provides  in  expre$$  terms  that— 

•very  applicant  for  a  patent    •    •    •    any  of  the  olatms  of  which  have  been  twice 
rejected    •    •    •    may  appeal    •    •    •    to  the  board  of  examiners-in-chief, 

Section  4933  declares  that— 

all  the  legolations  aod  provisions  whioh  apply  to  obtaining    *    •    •    patents  for  in* 
veations   •    •    •    shaU  apply  to  patents  for  designs. 

The  case  will  go  back  to  the  primary  examiner.  If  he  shall  remain 
of  the  opinion  that  the  thing  which  applicant  proposes  to  patent  does 
not "  constitute  proper  subject-matter  for  a  design  patent,"  he  will  re- 
ject for  that  reason.  From  such  rejection  applicant  has  the  absolute 
right  of  appeal,  not  to  the  Commissioner  direct,  but  to  the  board  of . 
examiners-in-chief,  thence  to  the  Commissioner,  and,  lastly,  to  the 
supreme  court  of  the  District  of  Columbia. 


Ex  Parte  Holt. 

Decided  January  4,  1887. 
38  0.  G.,  229. 
Bsopskiko  of  Casks  Dbcided  bt  Examiners-in-Chief— Authority  of  Comas* 

8IONSB  REQUIRED. 

Ordinarily,  oases  which  have  been  appealed  from  the  Primary  Examiner  to  the 

Examlners-in-Chief,  and  been  heard  and  decided  by  them,  can  be  reopened  by 

such  Primary  Examiner  only  by  authority  of  the  Commissioner,  npon  a  certain 

showing  and  lor  a  certain  purpose,  as  provided  in  Role  137. 

Primary  Examineb  mat  Receive  Amendment  within  thk  Recommendation 

OF  TUB  EXAMHrBBS*Uf*CHIE9. 

In  such  appeal  cases,  however,  when  the  Examiners-in-Chief  have  annexed  to 
their  decision  the  "statement "  and  "  recommendation  "  mentioned  in  Rule  134, 
applicant  may,  if  he  do  not  appeal  further,  without  authority  from  the  Commis- 
sioner go  bask  to  the  Primary  Examiner  and  propose  what  seems  to  be  within  tha 
?  SMh  SMsmmendatlon. 


6  bttClSlOtfd  6*  ftfE  CdHMI88tOMtt  6*  *Af*m 

.3.  If  Hb  Dbcldiss,  Pbtition  mat  bb  Madb  to  Commission**— If  Hb  Bsjbcts, 

Appeal  may  bb  Madb  to  Examinbrs-in-Chibf. 

If  the  Primary  Examiner  "  ehonld  refute  to  receive  an  amendment  which  might  be 
eo  recommended  by  the  Board,  or  should  reftiaeto  act  at  all  in  pursuance  thereof, 
applicant  may  petition  the  Commissioner  to  order  the  same  in  the  usual  way ; 
or,  if  he  should  receire  an  amendment  in  conformity  to  such  reeemmendation 
and  then  reject,  appiioant  might  again  go  to  tne  Board  on  appeal." 

4.  AMBNDMBHTB  IN  ACOOBDAHCB  WITH  THE  RBCOMMB2TDATI0N  OF  EXAMINBBS-IN- 

Cbibf  only  Receivable. 

A  mere  suggestion  upon  the  part  of  the  Examiners-in-Chief,  however,  unac- 
companied by  any  recommendation,  would  not  authorise  the  reopening  of  the) 
ease  without  the  authority  of  the  Commissioner. 

On  Reference. 

LOOM-efTOTTLB. 

Application  of  George  E.  Holt  filed  November  13, 1885,  No.  182^577. 
Mr.  R.  H.  Eddy  and  Mr.  W.  H.  Singleton  for  the  applicant 

Mohtgoxkby,  Commissioner : 

On  the  10th  day  o?  Jane  applicants  sole  claim  was  finally  rejected 
by  the  Bxaminer.  He  appealed  to  the  Examiners-in-Chief;  and  there 
such  rejection  was  affirmed,  IntheopinionoftheBoard,Uwassoggeeted 
that  there  was  a  donbt  as  to  whether  or  not  the  Bxaminer  was  correct  in 
holding  that  a  certain  feature  in  the  application  was  shown  in  the  refer- 
ences cited*  The  Examiners-in-Chief  made  no  "  recommendation,"  how* 
ever,  but  simply  added  that  such  feature  did  not  "  seem  to  have  been 
considered  of  sufficient  importance  to  be  made  the  ground  of  a  daint* 
The  case  then  went  back  to  the  Principal  Examiner.  Thereafter,  and 
undoubtedly  because  of  this  suggestion  of  the  Board,  applicant  pro* 
posed  an  amendment,  which  asked,  substantially,  the  erasure  of  there* 
jected  claim  and  the  insertion  instead  of  one  in  all  respects  like  that 
suggested  by  the  Examiners-in-Chief.  This  amendment  was  not  entered 
by  the  Examiner,  but  was  forwarded  by  him  to  the  Commissioner,  with 
a  request "  for  instructions  as  to  the  course  to  be  followed*9 

The  presentation  of  this  proposed  amendment  to  the  Examiner  direct 
indicates  that  applicant  assumes  that  the  suggestion  of  the  Examinem- 
in-Chief;  above  mentioned,  entitles  him  to  make  the  same  as  matter  «/ 
right.  Bale  137  provides,  generally,  that  'f  eases  which  have  been  de- 
cided by  the  Examiners  in-Chief  •  •  •  will  not  be  reopened  by  the 
Primary  Examiner"  without  authority  from  the  Commissioner.  Bute 
134,  after  requiring  the  ExaminersinCliie£;  in  cases  of  appeal  from  re- 
jections by  the  Principal  Examiner,  to  "affirm  or  reverse"  his  decision 
"only  on  the  points  on  which  appeal  shall  have  been  taken,"  provides 
that  such  Examiners-in-Chief,  in  case  "  they  shall  discover  any  apparent 
ground  not  involved  in  the  appeal  for  granting  or  refturing  letters  patent," 
shall "  annex  to  their  decision  a  '  statement '  to  that  effect,  (together) 
with  such  'recommendation'  as  they  shall  deem  proper." 

TUa  Bale  134  farther  provides  that "  from  any  judgment  of  ti»  Pit 
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mary  Examiner  *  adverse  to  appellant  on  points  "  embraced  in  the  rtoom- 
mmtoMbm?  "appeal  may  be  taken9  in  the  nana!  w*y. 

The  meaning  of  these  rales  is  not  obscare.*  Ordinarily,  as  suggested 
above,  eases  which  have  been  heard  and  determined  by  the  Examiners- 
in-Chief  or  by  the  Oommissioner  will  not  be  thereafter  reopened.  In 
these  ordinary  cases  the  Principal  Examiner  is  not  authorized  to  "  re- 
open9 or  proceed  unless  directed  by  the  Commissioner,  or  unless  he  be 
authorised  so  to  do  upon  a  certain  showing  and  for  a  certain  pur- 
pose j  but  in  the  exceptional  cases  those  cases  mentioned  in  Rule  134, 
cases  in  which  the  Examiners-in-Ohief  have  annexed  to  their  de- 
cision the  "statement*  and  the  "recommendation"  above  referred 
to—applicant  may,  if  he  do  not  appeal  further,  without  authority 
from  the  Commissioner,  go  back  with  his  application  to  the  Primary  Ex* 
aminer  and  there  propose  what  seems  to  be  within  the  contemplation  of 
such  recommendation.  Of  course,  the  Primary  Examiner  is  not  bound 
to  observe  such  recommendation ;  butin  most  cases  he  would  probably 
do  so.  If  he  should  reftase  to  receive  an  amendment  which  might  be  so 
recommended  by  the  Board,  or  should  refuse  to  act  at  all  in  pursuance 
thereof,  applicant  may  petition  the  Commissioner  to  order  the  same  in 
the  usual  way;  or,  if  he  should  receive  an  amendment  in  conformity  to 
such  recommendation  and  then  reject,  applicant  might  again  go  to  the 
Board  on  appeal.  However,  in  the  case  under  consideration  no  recom- 
mendation was  made.  The  case  falls  squarely  within  the  provisions  of 
Bule  137,  and  is  not  one  of  the  cases  contemplated  by  Bule  134,  and  the 
Principal  Examiner  has  no  right  to  reopen  the  case  or  to  rtceivt  the 
amendment  If  applicant  desires  to  have  such  amendment  received 
and  considered,  he  should  petition  the  Oommissioner  therefor,  and  if 
"sufficient  cause"  be  shown,  the  Oommissioner  might  authorize  the  re* 
opening  of  the  case  for  the  "consideration  of  matters  not  already  ad- 
judicated upon;9  or  he  might  authorize  the  Primary  Examiner  to  hear 
the  application  and  showing,  and  if  he  should  be  of  opinion  that  suffi- 
cient cause  therefor  was  shown  and  that  the  matter  presented  had  not 
been  already  adjudicated  upon,  he  should  reopen  the  case;  or  the  Com- 
missioner might  refer  the  petition  and  showing,  or  any  part  thereof,  to 
the  Primary  Examiner  for  advice; 


Ex  Paste  Banks. 

Decided  January  10,  1887.      . 
38  0.  G.,  329. 

!•  Anomv  of  Sxooan  Should  Appoint  "Associate." 

An  "aatoeiate  attorney"  can  not  be  nominated  by  an  applicant  without  the 
content  of  the  ra/ator  attorney. 
t.  8am*— With  Cohskkt  of  Client. 

The  regular  conree  would  be  for  such  principal  attorney  to  nominate  his 
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3.  Cuknt  Cannot  Appoint  "Associate  Attorney." 

The  nomination  of  an  "associate  attorney'1  made  by  applicant  without  the 
consent  of  the  principal  attorney  can  not  be  recognized  or  acted  upon. 

On  Reference. 

WATM-MOTOB. 

Application  of  Elbridge  F.  Ranks,  No.  197,474,  filed  April  1, 1886. 
Mr.  W.  E.  Clifford  tor  the  applicant 
Montgomery,  Commissioner : 

This  application,  when  filed,  waa  accompanied  by  the  usual  power  of 
attorney,  in  which  William  H.  Clifford  was  duly  and  regularly  nominated 
by  applicant  as  his  "attorney  with  full  power  of  substitution  and  revo- 
cation to  prosecute  this  application." 

On  the  31st  of  December  last  a  paper  was  received  and  filed  in  this 
office,  of  which  the  following  is  a  copy : 

I  hereby  appoint  8.  W.  Bates,  of  Portland,  Me.,  associate  attorney  in  this  case,  and 
request  that  ail  communications  be  addressed  to  him. 

ELBRIDGE  F.  RANKS. 

This  attempted  appointment  of  Mr.  Bates  seems  to  have  been  made 
without  the  knowledge  or  consent  of  Mr.  Clifford. 
Role  7  of  this  Office  reads  as  follows : 

When  an  attorney  shall  have  filed  his  power  of  attorney,  dnly  executed,  the  cor- 
respondence will  be  held  with  him. 

Rule  8  declares  that— 

A  double  correspondence    •    •    •    with  two  attorneys  can  not  generally  be  allowed. 

Rule  19  provides  thatr- 

Substitution  or  association  can  be  made  by  an  attorney  npon  the  written  authorisa- 
tion of  his  principal. 

The  question  under  consideration,  therefore,  is  the  following :  Can  an 
applicant  who  lias  regularly  nominated  an  attorney  to  prosecute  his 
case,  and  whose  power  is  not  revoked  or  attempted  to  be  revoked,  be 
permitted  to  appoint  a  second  attorney,  who  shall  be  recognized  by 
the  office  as  the  associate  of  his  former  attorney  without  the  written 
consent,  duly  filed,  of  such  former  attorney?  Rule  19  seems  to  be 
specific  upon  this  subject  It  is  not  contemplated  that  applicant  shall 
name  an  associate  at  all.  It  is  contemplated  that  an  associate,  if  nomi- 
nated, shall  be  designated  by  the  principal  attorney.  I  think  I  can 
see  excellent  reasons  why  the  requirements  of  this  rule  shall  be  sub- 
stantially observed.  Suppose,  for  instance,  an  applicant  be  permitted 
to  name  two  independent  attorneys,  each  with  equal  power  to  conduct 
bis  case.  If  he  may  do  this,  he  may  name  three  or  any  other  num- 
ber. The  result  might,  and  perhaps  would  be,  that  a  disagreement 
would  ari&e  as  to  what  course  should  be  pursued  in  the  case  and 
serious  confusion  would  ensue.  One  of  the  attorneys  might  think 
proper  to  file  a  certain  amendment,  while  the  second  one  would  think 
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proper  to  file  another  and  wholly  different  amendment.  The  object  of 
Kale  19  manifestly  is  to  prevent  the  possibility  of  inharmonious  action 
among  the  representatives  of  applicant,  and  for  that  reason  it  is  intended 
that  the  associate  shall  be  named  by  the  principal  attorney  npon  the 
consent  or  authority  of  the  client. 

It  follows  that  the  instrument  under  consideration,  executed  by  ap- 
plicant Banks  on  the  29th  of  December  last,  can  not  be  acted  npon. 
Before  Mr.  Bates  can  be  recognized  as  associate  attorney  the  Office 
most  be  furnished  with  a  written  instrument,  in  which  Mr.  Clifford,  un- 
less his  power  be  revoked,  shall  name,  or  at  least  assent,  to  the  nomi- 
nation of  the  associate. 


Ex  Parte  Barbioklo. 

Decided  July  7,  1886. 
38  O.  G.,  417. 

1.  Practice  in  the  Patent  Office. 

When  an  alleged  invention  is  asserted  to  have  been  in  publio  use  or  on  sale  for 
more  than  two  years  prior  to  the  filing  of  application,  which  assertion  is  predi- 
cated npon  affidavits  or  a  similar  ex  parte  showiug,  the  same  should  be  called  to 
the  attention  of  the  Commissioner,  that  he  may,  in  case  the  proceeding  seems  to  be 
warranted ,  call  npon  the  applicant  to  show  canse  why  an  inquiry  into  this  ques- 
tion Bhonld  not  bo  directed. 

2.  Affidavits. 

In  cases  where  the  Commissioner  of  Pateots  is  compelled  to  "acquire  his  in- 
formation (in  regard  to  public  use  and  sale)  through  the  testimony  of  others," 
would  he  ever  be  justified  in  rejecting  an  application  upon  affidavits  or  other  ex 
parte  showing  which  seemed  to  fairly  establish  such  fact  f 

On  Reference  for  instructions. 

MASUFACTUHE  OF  WINDOW-BHADBA. 

Application  of  Andrew  Barricklo,  No.  192,475,  filed  February  18, 
1886. 

Mr.  W.  R.  Barricklo  for  the  applicant. 

Montgomery,  Commissioner  : 

While  this  application  was  pending  varions  affidavits  were  received 
and  filed,  in  which  it  was  asserted  that  the  alleged  invention  was  in 
fact  old  and  had  been  in  common  use  and  on  sale  in  this  country  for 
more  than  two  years  prior  to  the  filing  of  the  application.  The  Prin- 
cipal Examiner,  on  the  5th  day  of  May  last,  in  reliance  upon  these 
affidavits,  advised  applicant  that  such  affidavits  had  been  received,  and 
that  in  view  of  the  showing  thereiu  contained  he  was  satisfied  of  the 
fact  of  such  common  use  and  sale,  and  the  application  was  therefore  re- 
jected. Upon  receiving  this  letter  of  May  5,  applicant  wrote  the  Office 
ft  letter  of  inquiry,  in  whicii  he  urged  that  he  thought  he  should  have 
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Mi  opportunity  to  be  heard  upon  such  question  of  public  use  and  sale, 
and  that  he  ought  to  be  entitled  to  cross-examine  the  various  affiants. 
The  Examiner  forwarded  this  last-mentioned  letter  to  the  Commissioner 
for  instruction. 

Some  years  ago  the  application  of  one  Alteneok  was  rejected  "on 
the  ground  that  his  alleged  invention  was  in  public  use  and  on  sale  for 
more  than  two  yearfe  before  the  time  when  his  application  for  a  patent 
was  filed,"  The  case  was  appealed  to  the  Supreme  Court  of  the  District 
of  Columbia.  It  was  there  held,  substantially,  that  While  the  Commis- 
sioner of  Patents  might  act  upon  his  personal  knowledge  "of  the  prior 
use  and  sale,  or  other  fact  pertinent  to  the  question  of  patentability," 
nevertheless,  where  he  was  compelled  to  "  acquire  his  information  through 
the  testimony  of  others,"  the  question  should  "  be  determined  by  proof 
which  conforms  to  the  fundamental  canons  of  the  law  of  evidence." 
(See  Ex  parte  Alteneok,  23  O.  G.,  269.)  The  decision  concludes  by  hold- 
ing that,  inasmuch  as  the  Commissioner  of  Patents  had  authority  to  in- 
stitute an  "  inquiry  into  allegations  of  public  use  or  sale  of  an  invention 
upon  which  a  patent  is  claimed,"  and  inasmuch  as  no  such  examination 
had  been  made  in  that  case,  "  in  which  the  usual  methods  of  examina- 
tion and  cross  examination  under  oath  were  resorted  to,"  the  Commis- 
sioner was  not  justified  in  "  finally  rejecting  Alteneck's  application  for 
a  patent" 

.  Following  the  plain  intent  of  this  decision,  therefore,  it  must  be  held 
'  that  where  an  alleged  invention  is  asserted  to  have  been  in  public  use 
and  on  sale  for  more  than  two  years  before  filing  the  application  in  the 
Patent  Office,  which  assertion  is  predicated  upon  affidavits  or  a  similar 
ex  parte  showing,  the  same  should  be  called  to  the  attention  of  the  Com- 
njissioner  that  he  may,  in  case  the  proceeding  seems  to  be  warranted, 
call  upon  applicant  to  show  cause  why  an  inquiry  into  these  questions 
under  the  statute  should  not  be  directed.  I  think  this  should  be  re- 
garded as  the  settled  practice  of  the  Office.  I  can  not  believe,,  however, 
that  the  supreme  court  of  the  District  meant  to  be  understood  as  hold- 
ing that  the  rejection  o  f  an  application  for  patent  upon  the  ground  that  the 
alleged  invention  was  old,  and  had  been  in  public  use  and  on  sale  in  the 
United  States  for  more  than  two  years  prior  to  the  filing  of  the  applica- 
tion, would  never,  under  any  circumstances,  be  warranted,  unless  the 
fact  of  such  use  or  sale  had  been  established  "by  proof  which  con- 
forms to  the  fundamental  can  one  of  the  law  of  evidence."  For  instance, 
suppose  in  the  present  case  the  ex  parte  affidavits  already  filed  should 
show  dearly  and  conclusively  the  fact  of  such  public  use  and  sale;  that 
the  order  to  show  cause  should  be  made,  to  which  order  applicant 
should  fail  or  refuse  to  respond  j  that  upon  such  failure  and  refusal  an 
order  should  be  made  directing  such  investigation ;  that  for  some  reason 
the  witnesses  who  had  made  the  affidavits  could  not  be  found,  either 
through  or  without  the  fault  of  applicant,  is  it  true  that  in  such  a  case, 
and  in  all  such  cases,  notwithstanding  the  fact,  if  it  should  be  a  feet, 
that  the  affidavits  established  beyond  question  and  beyond  chance  of 
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toistake  the  fact  of  such  public  cue  and  sale,  the  Commissioner,  in  the 
face  of  this  showing  and  in  the  face  of  his  conviction  to  the  contrary, 
must  issue  a  patent  t  However,  it  will  be  sufficient  to  deal  with  such  a 
case  as  is  supposed  above  when  it  arises.  I  do  not  intend  to  intimate 
that  a  prima  facie  showing  of  such  public  use  or  sale  has  been  made  or 
exists  in  this  case,  for,  indeed,  I  have  not  read  any  of  the  affidavits.  In> 
pursuance,  however,  of  the  practice  suggested,  let  the  flies  of  the  case,' 
indading  all  the  affidavits,  be  sent  to  the  Commissioner,  that  he  may 
determine  whether  or  not  a  fair  prima  facie  presumptive  case  of  such 
public  use  or  sale  is  shown.  If  it  be  so  shown,  then  an  order  to  show 
cause,  as  above  suggested,  will  undoubtedly  be  made. 
Let  a  copy  of  this  order  be  sent  to  counsel  for  applicant 


Edison  and  Gilliland  v.  Phelps. 

ItoMa*  Jamtutrg  19,  1867. 

38  O.  0.t  539. 

L  Mono*  to  Dissolve  Interference— Whew  to  be  Transmitted  to  Prucabt 
Examines. 

Motions  to  dissolve  an  interference  upon  either  one  of  the  grounds  mentioned 
in  Bale  116— vis :  Ftost,  that  no  interference  in  feet  exists ;  -oon&,  that  there  has 
been  sncli  irregularity  in  declaring  the  same  as  will  preolnde  a  proper  determin- 
ation of  the  question  rf  priority  between  the  parties;  third,  or  which  deny  the 
patentability  of  applicant's  claims;  fourth,  or  which  deny  applicant's  right  to 
make  the  olaims—wiU,  when  in  proper  form,  be  transmitted  by  the  Examiner  of 
sfttesfsnaees  to  the  Primary  Examiner  for  his  determination. 
%  Same — 8ame. 

It  is  not  intended  by  the  rnle  that  every  motion  to  dissolve  an  interference,  even 
although  the  interference  may  have  been  irregularly  deolared,  shall  be  transmitted 
to  the  Primary  Examiner.  The  rnle  refers  only  to  those  motions  where  the  irreg- 
ularity is  of  that  character  which  will  preclude  the  proper  determination  of  the 
question  of  priority, 
a.  Same— When  not  to  be  TnANSMiTTSD  to  Pbimabt  Examiner. 

Motions  to  dissolve  an  interference  upon  grounds  other  than  those  mentioned 
in  Rule  116  should  not  be  transmitted  to  the  Primary  Examiner  by  the  ] 
of] 


Appeal  from  Examiner  of  Interferences. 

0T0TBMB  OV  EAILWAT-CieMAUmO. 

Application  of  Thomas  A.  Edison  and  Esra  T.  Gilliland  filed  April  7, 
1885.  Applications  of  Lucius  J.  Phelps  filed  March  13, 1884,  February 
20, 1885,  March  31, 1885,  and  November  2, 1885. 

Messrs.  Dyer  &  BeAp  for  Edison  and  Gilliland. 

Mr.H.  O.  Townsendaud  Messrs.  Baldwin,  Hopkins  &  Peyton  for  Phelps. 

MoirrooifHY,  Commissioner: 

The  application  of  Edison  and  Gilliland  was  filed  on  the  7th  day  of 
Afrily  1885.    Phelps  filed  one  application  on  the  13th  day  of  March, 
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1884.  He  filed  a  second  application  on  the  20th  day  of  Pebrnary,  1885* 
still  another  on  the  3d  day  of  March,  in  the  same  year,  and,  lastly,  an- 
other on  the  2d  day  of  November,  1885.  In  dne  time  the  last  three  ap- 
plications so  filed  by  Phelps  were  pat  in  interference  with  the  applica- 
tion of  Edison  and  Gilliland.  This  left  oat,  and  not  involved  in  the 
interference,  the  application  filed  March  13, 1884.  The  interference  was 
declared,  proceeded  with,  the  testimony  taken,  and  the  question  has 
been  argued  before  and  submitted  to  the  Examiner  of  Interferences. 
Meantime,  the  application  of  Phelps,  which  was  filed,  as  above  stated, 
on  the  13th  of  March,  1884,  had  been  amended,  so  that  on  the  25th  day 
of  September  last  this  application  $lso  was  adjudged  to  interfere  with 
such  application  of  Edison  and  Gilliland,  and,  not  withstanding  the  fact 
that  the  old  interference  proceeding  was  in  progress  and  that  the  testi- 
mony on  both  sides  had  been  nearly,  if  not  all,  taken  and  filed,  such  in- 
terference was  declared  and  the  first  case  of  Phelps— the  one  filed  March 
13, 1884— included  therein. 

On  the  10th  day  of  November  last  Edison  and  Gilliland  filed  a  motion 
to  dissolve  this  last-mentioned  interference,  of  which  the  following  is  a 
copy: 

In  the  above-entitled  case  it  is  moved  on  behalf  of  Edison  and!  Oilliland  as  follows: 
1.  That  the  interference  be  dissolved,  for  the  reason  that  the  invention  in  oontro- 
versy  is  the  same  as  that  in  controversy  between  the  same  parties  in  another  and  prior 
interference,  known  as  "Case  A,"  wherein  testimony  has  been  taken  by  both  parties 
and  the  oase  has  been  argnod  ou  its  merits  and  is  now  awaiting  the  decision  of  the 
Examiner  of  Interferences. 

On  the  same  day  the  Examiner  of  Interferences,  on  motion  of  Phelps, 
and  after  argument  by  counsel  for  respective  parties,  directed  that  the 
same  must  be  transmitted  to  the  Primary  Examiner,  under  Enle  116^ 
for  his  determination. 

On  the  13th  day  of  November  counsel  for  Edison  and  Gilliland  ap- 
pealed to  the  Commissioner  from  such  order  of  the  Examiner  of  Inter- 
ferences transmitting  the  motion  to  dissolve  to  the  Primary  Examiner. 
In  such  appeal  they  request "  that  the  Examiner  of  Interferences  be 
directed  to  determine  said  motion  No.  1  (the  motion  to  dissolve)  in  ac- 
cordance with  Rule  117,"  and  this  request  is  now  under  consideration. 

Rule  116  provides  that  a  motion  to  dissolve  an  interference  upon  the 
ground,  first,  that  no  interference  in  fact  exists ;  second,  that  there  has- 
been  such  irregularity  in  declaring  the  same  as  will  preclude  a  proper 
determination  of  the  question  of  priority  between  the  parties;  third, 
or  which  denied  the  patentability  of  applicant's  claims;  fourth,  or 
which  denied  applicant's  right  to  make  the  claims,  will,  when  in  proper 
form,  etc.,  be  transmitted  to  the  Primary  Examiner  for  his  determina- 
tion. If,  therefore,  the  motion  to  dissolve  under  consideration  is  baaed 
upon  either  one  of  the  grounds  above  mentioned,  it  was  properly  trans- 
mitted. Was  it  so  based  f  In  the  first  place,  there  will  be  no  difficulty 
in  determining  that  this  is  not  a  motion  to  dissolve  upon  the  grooad 
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that  do  interference  in  fact  existed  between  the  applications  of  respect- 
ive parties.  In  the  second  place,  it  is  not  based  upon  the  grouud  that 
applicant's  claims  were  not  patentable,  and  in  the  third  place,  it  is  not 
based  upon  the  ground  that  applicant  had  no  right  to  make  the  claims. 
No  one  will  assert  this.  It  is  insisted,  however,  that  it  is  based  upon 
the  second  ground  above  mentioned,  viz,  that  there  had  been  "  such 
irregularity  in  declaring  the  same  as  would  preclude  the  proper  deter- 
mination of  the  question  of  priority  between  the  parties." 

It  is  not  intended  by  the  rule  that  every  motion  to  dissolve  an  inter- 
ference, even  although  the  interference  may  have  been  irregularly  de- 
clared, shall  be  transmitted  to  the  Primary  Examiner.  The  rule  refers 
only  to  those  motions  where  the  irregularity  is  of  that  character  which 
will  preclude  the  proper  determination  of  the  question  of  priority  be- 
tween the  parties. 

It  is  very  clear  that  an  interference  may  be  declared  irregularly  and 
at  the  same  time  the  question  of  priority  may  be  completely  settled  and 
disposed  of.  For  instance,  it  is  provided  by  Bule  93  that  an  interfer- 
ence between  a  pending  application  and  an  unexpired  patent,  which 
may  be  cited  as  a  reference,  will  be  declared  when  the  applicant "  shall 
file  an  affidavit  showing  that  he  made  the  invention  before  the  patentee's 
application  was  filed."  Suppose,  however,  that  such  interference  be- 
tween an  application  and  a  patent  should  be  declared  without  requiring 
this  affidavit  to  be  filed.  While  this  declaration  would  be  very  clearly 
irregular  and  unauthorized,  and  while  probably  the  patentee  would 
have  the  right  to  insist  upon  the  dissolution  thereof,  the  irregularity 
would  by  no  means  "preclude  the  proper  determination  of  the  question 
of  priority  between  the  parties."  On  the  contrary,  if  the  interference 
should  proceed,  the  question  of  priority  CQuld  be  determined  as  well 
and  precisely  the  same  as  though  the  interference  had  been  properly 
and  regularly  declared  and  as  though  such  affidavit  had  been  filed.  If, 
however,  the  patentee  should  move  to  dissolve  the  interference  upon 
the  ground  that  it  had  been  declared  without  requiring  the  affidavit  to 
be  filed,  this  motion  would  certainly  not  be  transmitted  to  the  Primary 
Examiner. 

Bule  116  has  reference  to  a  case  where,  in  consequence  of  some  de- 
fect, some  misdescription,  some  error  in  describing  the  thing  alleged  to 
be  the  subject  of  the  interference,  or  something  of  that  character,  a 
proper  solution  of  the  question  of  priority  of  invention  can  not  be 
reached.  If,  for  instance,  either  of  the  parties  to  the  interference 
should  be  of  the  opinion  that  the  inventions  claimed  were  not  the  same 
and  did  not  interfere,  or  if  of  the  opinion  that  there  was  a  misdescrip- 
tion or  improper  description  of  the  subject-matter  which  would  preclude 
the  determination  of  the  question  of  priority,  or  if  one  party  should  claim 
that  the  device  in  controversy  was  not  patentable,  or  that  the  claim  of 
his  adversary  involved  in  the  interference  Was  unauthorized  by  his 
specification,  questions  of  this  character  concerning  which,  from  hispo- 
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aition  and  from  bis  experience,  the  primary  examiner  must  be  assumed 
to  be  advised  and  expert,  should  go  to  him  for  determination. 

It  may  be  that  the  interference  under  consideration  was  declared 
irregularly  and  without  authority.  Rule  121  provides  that  «  a  second 
.  interference  will  not  be  declarep  upon  a  new  application  oh  the  same 
invention  filed  by  either  party,  •  •  •  except  in  accordance  with  the 
principles  governing  the  granting  of  new  trials."  Rule  123  provides 
that "  no  new  parties  will  be  added  after  the.  taking  of  testimony  with- 
out the  special  order  of  the  Commissioner." 

I  think  it  will  be  agreed  that  this  interference  would  not  be  alleged 
to  have  been  irregularly  declared  were  it  not  for  the  provisions  of  Rule 
121  or  Rule  123.  If  the  provisions  or  if  the  spirit  of  either  of  these  rules 
has  been  violated  in  declaring  this  interference,  such  violation  can  not 
be  said  to  constitute  such  an  irregularity  as  would  preclude  the  proper 
determination  of  the  question  of  priority  between  these  parties,  but  it 
would  rather  tend  to  show  that  the  interference  was  without  authority. 

If  these  views  be  correct,  it  would  be  the  duty  of  the  Examiner  of  In- 
terferences, instead  of  transmitting  the  motion  to  dissolve  to  the  Pri- 
mary Examiner,  to  dispose  of  it  himself. 

In  conclusion,  I  do  not  desire  to  be  understood  as  saying  that  this 
declaration  of  interference  was  unlawful  and  unauthorized.  1  mean  to 
Bay  that  there  was  no  stich  irregularity  in  declaring  the  same  as  would 
preclude,  within  the  meaning  of  Rule  116,  the  proper  determination  of 
the  question  of  priority  between  these  parties.  It  may  have  been  un- 
lawful and  irregular.  Whether  or  not  it  was  so  unlawful  and  irregular 
does  not  belong  to  the  Primary  Examiner  to  determine,  but  to  the  Ex- 
aminer of  Interferences.  The  order,  therefore,  transmitting  the  motion 
to  dissolve  to  the  Primary  Examiner  will  be  vacated. 


Reed  v.  Jordan. 

Decided  January  28,  1887. 
38  O.  G.,  661. 

New  Party  to  an  Interference. 

When  an  application  is  reoeived  in  this  office  which,  in  the  opinion  of  the  Pri- 
mary Examiner  in  charge,  should  be  included  in  a  pending  interference,  the  fact 
and  date  of  the  filing  of  snch  application  should  be  reported  by  such  examiner  to 
the  Examiner  of  Interferences,  together  with  a  request  for  a  saspensiou  of  the 
interference  proceeding  for  the  purpose  of  adding  such  new  party. 

Same— Ajteb  Testimony  has  been  taken. 

If  the  files  in  the  interference  disclose  that  testimony  has  actually  been  taken, 
the  Examiner  of  Interferences  should  forward  to  the  Commissioner  a  report  to  that 
effect,  accompanied  by  the  report  of  the  Primary  Examiner  to  himself,  together 
with  his  recommendation  as  to  whether  or  not,  in  his  opinion,  the  new  party 
should  be  added.  Digitized  by  Google      


DECISIONS  OF  THE  COMMISSIOHEB  OF  PATEHT8.  15 

3.  Same— Samb. 

If  the  interference  filet  do  not  disclose  the  fact  that  any  testimony  has  bean 
taken,  the  Examiner  of  Interferences  will  advise  the  parties  to  the  proceeding 
that  each  new  application  has  been  filed,  that  it  should  probably  be  included  la 
the  interference,  that  it  is  necessary  to  know  whether  or  not  any  testimony  has 
been  taken,  and  if  so,  when,  where,  and  abeut  how  mnoh,  together  with  the 
names  of  the  witnesses  who  have  been  sworn ;  and  if  not,  when  and  where  the 
first  testimony  is  expected  to  be  taken. 

4.  Same— Matter  or  Takixo  Txotimoht  mat  bs  DjETuanxxDi 

The  Examiner  of  Interferences  may,  if  he  think  necessary,  take  additional  steps 
to  asBnre  himself  as  to  the  met  of  whether  or  not  testimony  has  been  taken.  ' 

5.  Sams— Hat  bs  addbd  bt  Examine*  or  Ihtsstsbeiigbs  ir  no  Testimony 

TAKEN. 

If,  after  proper  inquiry,  the  Examiner  of  Interferences  is  satisfied  that  no  testi- 
mony has  been  taken,  he  may  grant  the  suspension,  and  the  new  party  may  bis , 
added  to  the  interference  without  the  direction  of  the  Commissioner. 

6.  Same— If  Testimony  has  been  taken  Commissioner  determines. 

If,  on  the  contrary,  after  such  inquiry  the  Examiner  of  Interferences  is  satis- 
fied that  testimony  has  been  taken,  he  should  report  the  facts,  together  with  his 
conclusions  and  recommendations,  to  the  Commissioner. 

7.  Same— No  Testimony  taken— When  Primary  Examinee  mat  add. 

When  no  testimony  has  been  taken,  the  Primary  Examiner  may,  after  suspen- 
sion of  the  interference,  add  such  new  party  thereto  without  the  order  of  the) 
Commissioner. 

8.  Same— Ir  Testimony  taken— Commissioner  only  can  add. 

If,  however,  testimony  has  been  taken,  no  new  party  oan  be  added  to  the  in- 
terference without  the  order  of  the  Commissioner. 

On  Reference. 

BVTIOE»H0UI  •EWIIG-MAOBinUB. 

Application  of  James  H.  Reed  filed  February  1, 1886,  No.  190,52ft 
Application  of  Charles  B.  Jordan  filed  July  2, 1886,  No.  170*488. 

Me$*r$.  Clarke  &  Raymond  for  Reed. 
Mr.  H.  Calver  for  Jordan. 

Montgomery,  Oomm iirioner : 

This  interference  was  declared  on  the  24th  day  of  September  last. 
On  the  1st  day  of  December  the  preliminary  statements  were  approved 
and  a  time  fixed  for  taking  testimony  and  for  final  bearing,  as  follows; 
Beed  was  to  close  his  testimony-in-chief  on  the  1st  day  of  January  in- 
stant, Jordan  twenty  days  later,  Beed  to  conclcde  his  rebuttal  Febru- 
ary 5  next,  and  final  hearing  to  be  had  twenty  days  thereafter.  De- 
cember 31  these  respective  dates  were  extended  twenty  days. 

On  the  15th  day  of  January  instant  the  Primary  Examiner  addressed  a 
communication  to  the  Examiner  of  Interferences  requesting  "under  the 
provisions  of  Bule  123  •  •  •'  a  suspension  of  the  interference 
•  •  •  for  the  purpose  of  adding  a  new  party  or  parties.*  Two 
days  later  this  request  was  indorsed  by  the  Examiner  of  Interferences 
in  substance  that— 

hi  the  absenoe  of  any  information  to  the  contrary,  it  mast  be  presumed  that  ai  leant 
the  testimony  of  Beed  has  been  taken,  and  therefore,  in  the  absence  of  direction  from 
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The  Primary  Examiner  then  forwarded  the  papers  to  the  Commis- 
sioner, together  with  a  communication,  in  which  he  stated  that — 
the  record  of  the  interference  shows  that  a  stipulation  between  the  parties  exists, 
postponing  the  times  originally  set  for  the  taking  of  testimony  for  the  period  of 
twenty  days,  respectively ; 

and  the  Primary  Examiner  being  advised  by  the  attorneys  for  Beed  that 
no  testimony  had  been  taken,  requested  the  Commissioner  to  make  "  a 
special  order  granting  the  suspension  asked  for." 

Assuming^  therefore,  that  such  a  stipulation  exists,  it  will  be  observed 
that  the  time  of  Beed,  the  junior  applicant,  to  take  and  close  his  testi- 
mony-in-chief will  not  expire  until  the  10th  day  of  February  next  There 
is  nothing  in  the  files  to  indicate  whether  or  not  any  testimony  has  been 
taken.  At  the  outset  it  may  be  said  that  if  no  testimony  has  been  taken 
the  Primary  Examiner  does  not  need  the  authority  of  the  Commissioner 
to  enable  him  to  add  the  new  party  or  parties.  It  is  only  "  after  the 
taking  of  testimony  "  that  the  "  special  order  of  the  Commissioner"  is 
required.  (See  Bule  123.)  Upon  the  main  question  the  rule  is  plain 
and  explicit— that  is  to  say : 

First.  Where  an  application  is  received  which  should  be  included  in 
a  pending  interference,  the  Examiner  of  Interferences  may  suspend  the 
interference,  and  the  Primary  Examiner  may  add  such  ne  v  parly  with- 
out the  order  of  the  Commissioner,  unless  the  "  taking  of  testimony"  has 
begun. 

Second.  If  testimony  has  so  been  taken,  then  such  new  party  can  not 
be  added  without  the  "  special  order"  of  the  Commissioner. 

The  rules  are  entirely  silent  upon  the  subject  of  how  the  necessary 
information  as  to  the  status  of  such  a  case  shall  be  obtained.  The  prac- 
tice in  the  office  does  not  seem  to  have  been  uniform.  I  have  given  the 
matter  some  reflection,  and  I  would  suggest  the  following :  Whenever 
an  application  is  filed  which,  in  the  opinion  of  the  Primary  Examiner, 
should  be  included  in  a  pending  interference,  the  fact  and  date  of 
such  filing  will  be  reported  by  such  Primary  Examiner  to  the  Exam- 
iner of  Interferences,  with  a  request  for  the  suspension  of  the  inter- 
ference for  the  purpose  of  adding  the  new  party.  If  the  files  in  the 
interference  disclose  that  testimony  has  actually  been  taken,  the  Ex- 
aminer of  Interferences  will  forward  to  the  Commissioner  a  report  to 
that  effect,  accompanied  by  such  report  of  the  Primary  Examiner  to 
himself,  together  with  a  recommendation  as  to  whether  or  not,  in 
his  opinion,  the  new  party  should  be  added.  If  the  interference  files 
do  not  disclose  that  any  testimony  has  been  taken,  the  Examiner  of 
Interferences  will  advise  the  parties  to  the  proceeding  that  an  appli- 
cation has  been  received  which  should  probably  be  included  in  the 
interference,  and  that,  for  the  purpose  of  determining  what  course 
should  be  pursued,  it  is  necessary  to  know  whether  or  not  any  testimony 
has  been  taken,  and,  if  so,  when,  where,  and  about  how  mudh  has  been 

>  taken,  and  the  names  of  the  witnesses  who  have  been  sworn.    If 

fit.  wfiAft  and  wham  fha  flrat.  tAAftimnnv  ia  **w*ww»4-A-a  *~  v~  x_i 
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The  Examiner  of  Interferences  may  find  it  necessary  to  take  some 
additonal  steps  to  assure  himself  as  to  the  facts ;  bat  when  so  assured, 
if  satisfied  that  no  testimony  has  been  taken,  he  may  grant  the  suspen- 
sion and  the  party  may  be  added  without  the  authonty  of  the  Commis- 
sioner. If,  on  the  contrary,  he  is  satisfied  that  testimony  has  been 
taken,  he  will  report  the  facts,  together  with  his  conclusions  and  rec- 
ommendation, to  the  Commissioner.  Upon  receiving  such  report  the 
Commissioner  may,  and  probably  will,  in  case  of  any  controversy,  in- 
vite the  parties  to  be  heard  upon  the  question  of  whether  or  not  such 
new  party  shall  be  added  to  the  interference.  Should  it  so  happen 
that  a  new  party  should  be  added  to  a  pending  interference  by  misap- 
prehension and  without  the  order  of  the  Commissioner,  it  is  hardly  nec- 
essary to  remark  that  a  motion  to  dissolve  will  correct  the  error. 

Let  the  practice  indicated  above  as  applicable  to  the  case  under  con- 
sideration be  followed,. and  let  the  practice  herein  pointed  out  be  here- 
after observed. 


Ex  Pabte  Jewett. 

Bedded  February  1, 1887. 
38  O.  O.,  781. 

1.  RBOOGHITIOX  OF  ATrORXBT*  WHBX  TWO  OR  MORB  A.KE  APPOINTED  AS  PRINCIPAL 

Attorneys. 

When  two  or  more  attorneys  are  empowered  to  act  in  a  case,  the  applicant 
should  designate  with  which  correspondence  should  he  held. 

8.  EUECTION  BY  THS  OFFICE. 

Failing  to  do  this,  the  Office  will,  if  either  reside  in  this  city,  reoogoize  the  resi- 
dent attorney. 

On  Refbrxnob. 

MEDICAL  COMPOOTD. 

Application  of  Pamelia  8.  Jewett  filed  October  30,  1886,  No. 
217,832. 

Messrs.  Dewey  &  Co.  and  Messrs.  A.  H.  Evans  &  Go.  for  the  applicant. 
Vangk,  Acting  Commissioner : 

In  the  power  of  attorney  accompanying  this  application,  when  filed, 
Messrs.  Dewey  &  Co.,  of  San  Francisco,  Gal.,  and  Messrs.  A.  H.  Evans 
&  Co.,  of  this  city,  were  nominated  as  applicant's  attorneys.  In  this 
applicant  exercised  a  right  which  she  undoubtedly  had  of  nominating 
one  firm  of  attorneys  residing  and  doing  business  at  San  Francisco,  OaL, 
and  another  and  independent  firm*  residing  and  doing  business  in  the 
city  of  Washington. 

It  seems  that  the  examiner  in  charge  of  the  division  where  this  appli- 
cation is  pending  declined  to  correspond  with  the  last-mentioned  firm 
upon  the  ground  that "  the  mme  qf  Dewey  &  Co,  ^as  first  \n  &e  pow^r 
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of  attorney,"  and  that  under  the  provisions  of  Botes  8  and  18,  respect- 
ively, correispondence  shonld  be  held  with  but  one  Arm,  and,  in  the  ab» 
senee  of  any  designation  by  the  applicant  or  by  the  Attorneys  themselves 
as  to  which  Arm,  he  had  thought  proper  to  correspond  with  the  one 
whose  name  first  appeared  in  the  instrument. 

,  As  said  above,  applicant  had  the  undoubted  right  to  name  as  her  at- 
torneys two  independent  firms.  While  this  is  true,  it  does  not  seem  to 
be  a  vert  desirable  practice.  The  reason  is  obvious,  and  it  is  this :  In 
such  cases  it  is  very  doubtful  at  least  whether  or  not  an  amendment  to 
the  ease  can  properly  be  made  unless  the  same  be  signed  or  authorised 
by  both  attorneys.  All  this  difficulty  can  be  easily  obviated  and  the 
services  of  both' the  attorneys  at  the  same  time  secured  by  nominating 
one  as  the  principal  and  the  proper  designation  of  the  other  as  the  as- 
sociate attorney.  If,  however,  two  or  more  independent  attorney*  or 
two  or  more  independent  firms  are  nominated  by  an  applicant  as  prin- 
cipal attorneys,  it  would  certainly  be  well  for  applicant  or  for  the  attor- 
neys themselves  to  direct  with  whom  correspondence  is  expected  to  be 
conducted  by  the  Office,  For  instance,  in  this  case  had  applicant  or 
had  Dewey  &  Go.  indicated  that  the,  correspondence  should  be  con. 
ducted  with  Messrs.  Evans  &  Co.,  of  course  the  Office  would  have  made 
no  objection  and  the  direction  would  have  been  observed.  Nothing  of 
this  kind,  however,  appears  in  the  case.  The  Office  was  left  to  guess 
with  which  firm  its  correspondence  was  desired. 

There  can  be  no  objection  to  directing,  and  ft  is  hereby  so  directed, 
that  the  correspondence  in  this  case  be  conducted,  as  requested,  with 
Messrs.  Evans  &  Go. 

Simply  as  A  matter  of  practice,  it  would  be  well,  undoubtedly,  where, 
like  the  present  case,  one  independent  firm  located  in  some  other  city 
and  another  independent  firm  located  in  this  city  are  each  and  both 
nominated  as  principal  attorneys,  for  the  Office,  in  the  absence  of  any 
direction  or  indication  of  the  intention  or  wishes  of  applicant  or  of  the 
attorneys  themselves,  to  conduct  its  correspondence  with  the  resident 
firm. 


Ex,  Parte  Fischbb. 

Decided  March  5, 1887. 

38  O.  G.,  1237. 

L  Adverse  Party  mat  have  Access  to  Papers. 

UnderBale  186,  when  an  application  in  involved  in  an  interference,  the  advene 
party  thereto  will  be»"  permitted  to  see  or  obtain  copies  of  the  interfering  claims 
and  of  so  mnoh  of  the  specifications  as  relate  thereto."  , 

&  8AMS-7BUT  HO  OTHER  PARTY. 

Daring  the  pendency  of  an  interference  proceeding,  and  at  any  time  Wore 
patent  issues,  the  interference  files,  while  accessible  to  each  of  the  parties  to  ensjfe 
proceeding,  are  not  accessible  to  any  other,  person.      ^^  by  Goode 

Oh  Bequest. 
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CUMK  OB  WATCH  DIALS. 

Application  of  August  Fischer  filed  August  26, 1884. 
Mr.  Jamea  Coleman  for  the  applicant 

Montgomery,  Ckmmwioner: 

Applicant  has  been  in  interference  with  one  Bannantjne  and  one 
Lewis,  respectively.  The  interference  proceeding  has  been  concluded 
sod  priority  Anally  awarded  to  Fischer.  Since  such  final  award  Fischer 
has  been  made  a  party  to  another  interference,  and  thereafter,  and  on 
the  10th  day  of  February  last,  counsel  for  Fischer  addressed  a  commu- 
nication to  the  Commissioner  asking  that,  inasmuch  as  the  old  inter* 
ference  had  been  "  finally  decided  in  favor  of  Fischer,  and  the  said 
Fischer  having  been  placed  in  another  interference  upon  the  same 
matter,"  an  order  should  be  made  directing  the  sealing  of  the  files  in 
the  old  interference  case.  On  the  day  of  the  presentation  of  this 
request  to  the  Commissioner  it  was  referred  to  the  Examiner  of  Inter- 
ferences for  his  report  and  .recommendation.  That  officer  reports  to 
the  Commissioner  that  it  seems  to  him  desirable  "  that  an  order  be 
made  to  the  effect  that  the  files  in  that  interference  should  be  sealed  up 
and  remain  sealed  until  the  determination  of  the  new  interference.9 

The  respective  applications  of  Bannantjne,  Lewis*  and  Fischer  are 
still  pending  applications.  There  is  no  reason  why  the  files  of  any  of 
these  applications,  or  of  the  interference  proceeding,  or  any  partor  por- 
tion of  either,  should  be  open  to  the  inspection  of  any  one  except  the 
respective  parties  to  the  interference,  and  to  each  of  them  only  such 
files,  or  such  portion  of  his  adversaries'  files,  as  have  been  actually  in- 
volved in  the  interference  and  accessible  to  him  during  its  continuance. 

It  is  somewhat  difficult  to  point  out  specifically  just  what  part  or  por- 
tion of  an  adversary's  files  is  made  accessible  to  an  applicant  by  the  in- 
stitution of  an  interference  proceeding.  It  is  provided  by  Bule  120 
that  when  an  application  is  involved  in  interference  the  adverse  party 
will  be  "  permitted  to  see  or  obtain  copies  of  the  interfering  claims  and 
of  so  much  of  the  specifications  as  relate  thereto."  The  result  of  the  rule 
is  to  practically  open  the  entire  files  to  the  inspection  of  the  several 
parties  to  the  interference,  although  this  is  not  true  of  necessity.  For 
instance,  where  one  of  several  claims  involving  one  of  several  features 
of  an  invention  is  in  interference,  the  adverse  party  has  the  right  of 
access  only  to  such  claim  so  involved  and  to  such  portion  of  the  specifi- 
cation as  "  relates  thereto."  To  illustrate :  Suppose  such  an  applicant 
should  furnish  to  the  Office  for  the  interference  file,  ftrrt,  a  copy  of  the 
claim  so  involved ;  seoond,  a  full  and  clear  extract,  and,  if  necessary,  an 
elaboration  of  that  part  of  the  specification  which  relates  to  such  claim, 
which  shall  fully  and  clearly  set  forth  that  part  or  feature  of  the  inven- 
tion ;  and,  thirjl,  a  copy  of  so  much  of  his  drawing  as  may  be  necessary 
to  completely  illustrate  such  portion  so  involved.    In  such  a  case  there 
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would  be  no  occasion  for  tbe  interfering  parly  to  be  permitted  access  to 
the  entire  flies  of  the  application. 

Now  as  to  the  case  under  consideration.  While  there  may  be  some 
practical  difficulty  in  "  sealing  up  "  the  interference  flies  themselves,  for 
the  reasxra  that  such  files  should  probably,  after  the  termination  of  the 
interference  proceeding  as  well  as  during  its  pendency,  be  accessible  to 
all  the  parties  thereto,  there  is  no  doubt  that  until  the  issue  of  patent 
such  files  should  be  kept  in  some  manner  so  that  their  inspection  by 
outside  parties  will  be  impossible. 


Ex  Parte  Mabsioks  and  Gbooke. 

Deoided  March  IS,  1807. 

38  O.  G..  1489. 

1.  Old  and  New  Elements  Should  bs  Distinguished. 

In  an  application  for  patent  for  "  a  mere  improvement "  the  Primary  Examiner 
may  require  applicant,  in  conformity  to  Bole  36,  to  "  broadly  point  oat  the  parte 
to  which  it  (the  improvement)  relates,"  and  "by  explicit  language  distinguish 
between  what  is  old  and  what  is  claimed  as  new.* 
8.  Acknowledgment  that  Elements  abb  Old  can  not  be  Expected. 

Said  Primary  Examiner,  however,  should  not  and  has  no  right  to  require  appli.  . 
cant  to  "  acknowledge  the  subject-matter  shown  to  be  old  by  the  references,"  nor, 
indeed,  to  acknowledge  anything  else. 

3.  Examinee  Mat  Reject  nr  He  Believes  them  Old. 

In  such  cases,  if  applioant  "  should  olaim  things  as  new  which  the  examiner 
clearly  thought  to  be  old,  this  would  constitute  no  reason  why  the  examiner 
should  require  an  acknowledgment  or  recognition  on  the  part  of  applicant  that 
suoh  things  in  dispute  were  really  old.    He  should  rather  reject  for  that  reason." 

4.  INTEBTEBENCE  WITH  A  PATENT— ONLY  AVTEB  REJECTION. 

An  applicant  for  patent  is  not  entitled  to  an  interference  wjth  an  unexpired  do- 
mestic patent  until  he  has  been  actually  rejeoted  on  such  patent. 

On  Petition. 

HOT-BLAST  STOW. 

Application  of  Horace  llassieks  and  Walter  Orooke  filed  October 
29, 1886,  No.  217,838. 

Mean.  BaiceweU  A  Kerr  and  Jfr.  James  K.  Bdkewdl  for  tbe  applicants. 

Montgomery,  Commissioner: 

On  tbe  20th  day  of  October  last  these  parties  came  to  this  office  with 
an  application  for  patent  on  an  alleged  improvement  in  hot  blast  stoves. 
They  presented  two  claims  as  follows : 

1.  In  a  vertical  hot-blast  stove,  the  combination,  with  a  gas-inlet  and  floes  leading 
therefrom,  of  a  final  uptake-fine,  a  chimney-fine  leading  therefrom  at  the  top  of  the 
stove,  and  valves  controlling  the  flow  of  the  air  and  gas  to  au4  from  the  stove,  snb* 
«m>U*n7  m  »M  frr  fee  ptupoM  4««ibod. 
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X.  In  a  vertical  hot-blast  stove,  wall- work  arranged  to  form  an  odd  number  of  pa 
a  chimney-connection  and  a  cold-blast  inlet  at  the  top  4>f  the  stove,  a  gas-inlet  and 
hot-blast  outlet  at  the  base  of  the  stove,  and  valves  for  controlling  the  flow  of  gas  to 
and  from  the  stove,  substantially  as  and  for  the  purpose  described. 

November  30  last  they  were  informed  by  Office  letter  of  certain  pat- 
ents which  were  supposed  to  meet  their  claims,  and  then  advised  that — 

In  the  further  prosecution  of  the  application  the  subject-matter  shown  to  be  old  by 
the  references  should  be  acknowledged  by  an  amendment  to  be  inserted  in  the  speci- 
fication, which  should  clearly  distinguish  between  the  subject-matter  of  the  references 
and  applicant's  alleged  improvement,  and  should  also  state  the  advantages  or  results 
incidental  to  such  differences. 

On  the  16th  of  December  last  applicants  filed  an  affidavit  evidently 
intended  to  secure  them  an  interference  with  patent  to  one  Gordon, 
which  was  one  of  the  references  cited  by  the  Examiner.  On  the  20th 
day  of  the  same  month  they,  were  informed  by  Office  letter  that  their 
communication  of  the  16th  instant  was  u  not  an  answer  to  the  official 
letter,"  and  that  the  affidavit  appeared  to  be  unnecessary.  Applicants 
evidently  understood  this  last  Office  communication  to  be,  as  it  prob- 
ably was,  a  substantial  repetition  of  the  requirement  of  November  30, 
that— 

the  subject-matter  shown  to  be  old  by  the  references  should  be  acknowledged  by 
an  amendment  to  be  inserted  in  the  specification,  which  should  clearly  distinguish 
between  the  subject  matter  of  the  references  and  applicants'  alleged  improvement, 
and  should  also  state  the  advantages  or  results  incidental  to  such  differences ; 

and  thereupon,  and  on  the  2d  instant,  applicants  presented  to  the  Com- 
missioner a  petition,  in  which,  after  alleging  the  facts,  they  pray  "  that 
the  Examiner  be  required  to  vacate  his  objections  to  the  application," 
and  to  declare  an  interference  with  the  Gordon  patent 

I  do  not  think  that  the  Examiner  has  very  happily  expressed  what  he 
evidently  intended  to  say.  I  understand  that  he  intended  to  suggest 
to  applicants  that  their  specification  should  be  corrected  so  that,  in  con- 
formity to  Bale  36,  it  would  "  particularly  point  out  the  parts  to 
which  it  (the  improvement)  relates,"  and  "  by  explicit  language  distin- 
guish between  what  is  old  and  what  is  claimed  as  new."  I  infer  that 
the  Examiner  is  evidently  of  the  opinion  that  applicants  have  not  com- 
plied with  the  provisions  of  this  rule. 

On  the  18th  day  of  November  last  the  right  of  this  same  Examiner  to 
make  the  precise  requirement,  and  in  the  terms  in  which  the  same  has 
been  made  in  this  case,  was  before  the  Commissioner,  when  it  was  said: 

Of  course  it  need  not  be  said  that  the  examiner  has  no  right  to  insist  upon  appli- 
cant's acknowledging  anything  to  he  old.  He,  however,  has  the  clear  right  to  insist 
that  applicant  shall  distinctly  specify  what  he  claim*  to  be  his  own  improvement,  and  if 
it  be  true  that  his  process  fails  to  explicitly  distinguish  between  what  he  admits  to 
be  old  or  claims  as  new,  then  the  examiner  has  the  right  to  require  an  amendment 
in  that  particular.  It  need  hardly  be  said,  however,  that  if  applicant  should  claim 
things  as  new  which  the  examiner  clearly  thought  to  be  old,  this  would  constitute 
no  reason  why  the  examiner  should  require  au  acknowledgment  or  recognition  on 
the  part  of  applicant  that  such  things  in  dispute  were  really  old.    He  should  rather 
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I  have  do  doubt  about  the  correctness  of  that  doctrine.  The  exaui- 
iner  should  employ  «omeotheif  form  of  expression  to  convey  toanapplii 
cant  the  information  that  he  was  required  to  comply  with  the  pro. 
visions  of  Bale  36.  Applicant's  request  for  an  interference  can  not  be 
granted  at  present 

Rale  93  directs  interferences  to  be  declared— 

,  Between  an  original  application'  and  an  unexpired  patent,  wben  the  applicant, 
tiaving  been  rejected  on  the  patent,  shall  file  an  affidavit  showing  that  he  made  the  in- 
vention before  the  patentee's  application  was  filed.. 

This  application  has  not  been  refected  at  all.  Indeed,  it.  would  have 
been  irregular  to  reject  until  all  formal  requirements  had  been  attended 
to.    (Hx  parte  SiUiman,  34  O.  G.,  1389.) 

This  case  will  go  back  to  the  Primary  Examiner.  Applicants  will 
not  be  required  to  "acknowledge*  "the  subject-matter  shown  to  be  t>ld 
by  the  references,"  nor,  indeed,  to  acknowledge  anything  else.  If  the 
examiner  is  of  the  opinion  that  the  specification  does  not  "  particularly 
point  out  the  parts  to  which  it  (the  improvement)  relates,"  or  if  it  does 
not  "by  explicit  language  distinguish  between  what  is  old  and  what  is 
claimed  as  new"  he  will  so  inform  applicants  and  require  the  correc- 
tion. 


Ex  Pabte  Ransom. 

Decided  Map  26, 1884. 
39  O.  G.,  119. 

1.  Subsequent  Patents  should  not  be  Issued  for  Subject- matteb  shown  nr 

Prior  Patent  to  Same  Party. 

Decision  in  ex  parte  Holt,  April  26*  1884,  reiterated.  A  patent  should  not  is- 
sue upon  an  application  covering  snbjeot*matter  shown  in  a  prior  patent  to  the 
same  party,  bat  not  constituting  a  proper  division  of  said  patent. 

2.  Rejected  Claims  should  be  Prosecuted  by  Appeal,  not  by  a  New  Appli- 

cation. 

Claims  rejected  during  the  pendency  of  an  application  should  be  prosecuted 
under  the  regular  course  of  appeal  pending  the  issue  of  the  patent,,  and  not  by  a 
separate  application  on  a  so-called  division  after  the  issue  of  the  patent. 

Appeal  from  Examiners-in-Chief. 

FABB-BKGIBTRBS. 

Application  of  Newman  A.  Ransom,  filed  September  2, 1883. 

Meters.  Baldwin,  Hopkins  &  Peyton  for  the  applicant. 

Buttbbworth,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners  in-Chief  refus- 
ing a  patent  upon  the  ground  that  the  subject-matter  of  the  application 
is  an  indivisible  part  of  the  subject-matter  of  a  patent  already  issued 
to  the  applicant. 
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The  Ex&minere-in-Ohief  say: 

The c?a?ms  ap?**M  ire: 

1.  The  combination,  substantially  as  hereinbefore  set  forth,  of  the  trip-register, 
itie  alarm.  Bounded  fo~  each  aotaation  of  said  register,  and  mechanism  which  indicates 
the  n  nmber  of  times  the  trip-register  is  reset  to  commence  registering  anew,  and  the 
number  of  fares  registered  between  the  times  of  re-setting. 

2.  The  combination,  substantially  as  hereinbefore  set  forth,  of  the.  trip-register, 
the  total-register,  the  alarm  sounded  for  each  actuation  of  said  trip  and  total  regis- 
ters, and  mechanism  which  indicates  the  total  number  of  times  the  trip-register  is  re- 
set to  commence  registering  anew,  and  the  number  of  fares  registered  between  the 
times  of  re-setting. 

The  appeal  to  this  tribunal  was  correctly  taken,  the  matter  at  issue  going  really  to 
the  merits  and  patentability  of  the  claims.  We  do  not  find  it,  on  examination,  to  be 
a  case  of  division  properly  speaking,  but  a  oase  of  rejection  on  reference  to  prior  pat- 
ents, said  .patents  being  to  the  same  applicant,  but  which  fact  the  Supreme  Court 
(U.  8)  has  declared  to  be  an  immaterial  one.    ( Campbell  v.  Jama. ) 

The  patents  cited  against  the  application  are  primarily  applicant's  patent  of  April 
80, 1880,  No.  236,620,  and  Division  B  of  the  same,  viz,  Patent  No.  265,145,  in  which 
the  same  subject-matter  was  also  disclosed.  The  present  application  is  now  claimed 
to  be  a  division  of  the  latter  patent,  although  it  was  not  filed  till  after  the  said  pat- 
ent had  been  passed  to  issue.  There  is  no  indication  in  the  said  patent  that  a  di  vision 
of  the  same  was  contemplated  or  outstanding,  nor  is  there  any  sepsrable  line  of  division 
discernible  in  the  claim  to  invention,  the  latter  relating  to  the  same  unitary  device 
and  elemental  combinations  as  the  patent  referred  to,  although  conched  in  leas  specific 
terms,  In  fact,  the  record  shows  that  these  identical  claims  were  made  in  said  former 
application,  rejected  by  the  examiner  on  reference  to  British  Patent  No.  2,136, 1869, 
(June  16, 1882),  canceled  by  applicant  July  15, 1882,  and  the  patent  passed  for  issue 
July  18, 1882,  and  again  August  5, 1882,  having  been  recalled  for  supplemental  oath. 
The  present  so-called  division  was  filed  just  previous  to  official  issue  of  the  patent, 
namely,  September  2, 1882,  the  patent  being  dated  September  26, 1832. 

Applicant  admits  that  he  could  not  re-issue  his  former  patents  disclosing  this  mat- 
ter, to  cover  it,  the  same  being  operative  and  valid  to  their  fall  extent,  and  also  it 
would  seem  being  estopped  by  his  former  prosecution  of  these  claims  and  his  acquies- 
cence in  their  removal  from  the  patent,  which  precludes  the  oath  to  inadvertence  or 
mistake  prerequisite  to  such  a  re-issue  application.  But  he  seems  to  be  of  opinion 
that,  although  he  may  be  barred  by  the  holding  of  the  courts  from  reclaiming  by  re- 
issue matter  once  so  disclosed  to  the  public  in  a  valid  and  operative  patent,  if  not 
omitted  by  mistake,  suoh  matter  ma^  be  recouped  from  the  public  by  the  device  of 
an  entirely  new  application  and  patent,  basing  such  opinion  on  a  strained  construc- 
tion of  Justice  Bradley's  remarks  in  James  v.  Campbell.  Could  this  be  lawfully  done 
it  would  form  an  inviting  remedy  for  applicant's  benefit,  since,  instead  of  obtaining 
a  corrected  patent  for  the  residue  of  the  term  contracted  for  with  the  public  as  the 
prise  of  disclosure  with  the  surrender  of  the  old  patent  and  all  its  oauses  of  action, 
he  would  actually  have  a  new  monopoly  for  a  full  term  of  seventeen  years  from  date, 
and  the  old  patent  still  in  force  besides,  thus  maintaining  and  intensifying  all  the 
evils  of  enlargements  of  patents  by  re-issue  fulminated  against  by  the  Supreme  Court 
in  its  recent  decisions.  It  would  seem  to  be  a  dear  proposition,  on  the  contrary,  that 
any  estoppel  whioh  would  militate  against  a  new  patent  by  re-issue,  or  any  dedica- 
tion to  the  public  by  disclosure  and  omission  to  claim,  would  a  fortiori  apply  to  an 
entire  new  patent  for  full  term  for  the  matter  so  dedicated  or  so  forfeited,  since  all 
the  evils  of  re-issue  decried  in  strong  language  by  the  courts  could  thns  be  perpetu** 
ated  and  intensified  by  a  mere  subterfuge  in  all  cases  where  notorious  public  nse  had 
not  supervened  for  two  entire  years.  A  new  title  deed  of  land,  with  new  metes  and 
bounds  conflicting  with  and  surrounding  the  old  estate,  with  the  old  deed  still  in 
force,  could  only  introduce  confusion  and  the  worst  evils.    So  with  the  title  to  in- 
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tangible  property ;  and  hence  we  see  tbe  care  taken  bj  the  court  in  the  judgment 
preceding  the  statute  providing  for  re- issues  to  secure  the  surrender  and  cancellation 
of  the  old  deed  prior  to  issuing  tbe  corrected  one ;  and,  scrutinizing  the  recent  dicta 
of  the  Supreme  Court  in  Campbell  v.  James  and  other  cases  referred  to,  we  make  no 
doubt  that  the  same  care  is  still  designed  to  be  exercised.  What  says  the  court  f  In 
the  paragraph  quoted  from  Giant  Powder  Co.  v.  VigorH Powder  Co.  (18  O.  Q.f  1339), 
Justice  Field  says :  If  he  [the  inventor]  has  invented  or  discovered  something  be- 
yond his  original  specifications  and  claims,  his  course  is  not  to  endeavor  to  cover  it  by 
a  re-issue,  but  to  seek  a  separate  patent  for  it."  That  is,  he  is  not  to  introduce  a  new 
invention  into  his  old  patent  by  re-issue,  nor  an  old  invention  into  a  new  patent  by 
duplication.  Can  it  be  said  that  in  the  present  case  what  the  applicant  is  olaiming 
is  "  something  beyond  his  original  specifications  ani  claims  f  "  And  what  does  Justice 
Bradley,  in  Jamee  v.  Campbell  (21  O.  G.,  337),  the  decision  mainly  relied  on,  say  f  "If 
he  was  the  author  of  any  other  invention  than  that  which  he  specifically  deeoribee  and 
claim*,  though  he  might  have  asked  to  have  it  patented  at  the  same  time  and  in  the 
same  patent,"  [by  describing  it]  "  yet  if  he  has  not  done  so  and  afterward  desires  to 
secure  it,  he  is  bound  to  make  a  new  and  distinct  application  for  that  purpose." 

Again,  "having  obtained  a  patent  on  his  specific  device  an  1  combination,  if  he 
afterwards  wished  to  claim  the  general  combination,  and  had  not  already  abandoned 
it  by  taking  a  narrower  patent,  he  was  bound  to  make  a  new  application  for  that  pur. 
pose."  And  to  avoid  all  ambiguity  he  says :  "  It  is  hardly  necessary  to  remark  that 
the  patentee  could  not  include  in  a  subsequent  patent  any  invention  embraced  in  a 
prior  one  granted  to  himself  any  more  than  he  could  an  invention  embraced  or  de- 
scribed, in  a  prior  patent  granted  to  a  third  person.  Indeed, 'not  so  well,  because  he 
might  get  a  patent  for  an  invention  before  patented  to  a  third  person  in  this  country 
if  he  could  show  that  he  was  the  first  and  original  inventor,  and  if  he  should  have  an 
interference  declared."  That  is,  his  former  patents  are  references  for  his  new  applica- 
tions precisely  toHhe  same  extent  that  they  would  be  if  they  had  been  issued  to  other 
parties.  And  this  leads  us  to  scrutinize  these  references  on  which  the  examiner  bases 
his  rejection  of  the  case.  Were  they  patents  to  other  parties  there  could  be  no  doubt 
of  their  pertinency  and  anticipatory  character.  The  drawings  are  identical,  the 
mechanism  disclosed,  with  all  its  functions  and  parts,  is  identical,  and  the  numerous 
claims  relate  specifically  to  the  same  substantial  device  now  claimed  so  far  as  it  could 
be  covered  in  view  of  the  existing  state  of  the  art.  At  least  that  was  the  deliberate 
judgment  of  the  Office,  substantiated  by  citation  of  reference  when  these  identical 
claims  were  under  official  consideration,  and  acquiesced  in  by  the  withdrawal  of  the 
said  claims,  and  the  acceptance  of  the  patent,  and  its  publication  to  the  world  with  a 
deliberate  statement  of  what"  was  claimed  as  the  invention.  This  judgment  must  be 
accepted  as  res  judicata,  for  it  was  not  traversed  by  appeal  to  this  Board,  the  lawful 
remedy  if  deemed  erroneous.  We  can  not  go  behind  this  acceptance  to  look  into  the 
British  patent  formerly  cited,  for  applicant  has  never  appealed  from  such  citation,  and 
it  stands  good  and  valid  evidence  of  want  of  novelty  in  the  record  until  it  can  be  onset 
by  proof  showing  error,  inadvertence,  accident,  and  mistake  in  its  citation  in  impair- 
ment of  the  patent  of  its  full  rightful  effect,  which  is  the  remedy  by  surrender  and 
re-issue  provided  by  the  law  against  honest  error.  We  do  not  overlook  the  fact  that 
applicant,  by  a  paper  on  file  in  the  former  record,  while  withdrawing  the  controverted 
olaimsand  aooepting  the  patent,  signified  his  Intention  of  making  the  same  claims  in 
a  future  application ;  but  we  hold  that  he  could  not  so  waive  his  legal  remedy  with- 
out waiving  his  right,  at  least  without  recall  of  the  patent  from  issue  and  the  mak- 
ing of  the  proper  division,  with  the  sanction  of  the  Office,  and  the  insertion  of  some 
notice  to  the  public  of  the  reserved  rights  in  the  patent  itself  >  The  patent  was  not 
beyond,  recall)  and  the  question  of  proper  division  is  not  one  purely  optional  with  an 
applicant,  but  to  be  determined  by  the  Office  in  view  of  the  character  of  the  inven- 
tion and  the  circumstances  of  the  case:  In  this  case  we  see  no  lines  of  division,  and 
no  reason  whatever  for  division,  except  that  out  of  nineteen  claims  the  two  claims  in 
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question  were  refosed  upon  reference,  the  pertinency  of  which,  if  traversed,  wee  to 
be  settled  in  a  manner  prescribed  by  law  to  issue  of  patent  and  disclosure  of  the  in- 
vention to  the  public,  to  avoid  impairment  of  the  deed  and  give  full  -protection  of 
rights,  as  well  as  to  obviate  the  evils  of  giving  the  public  possession  without  duo  no- 
tice of  rights  afterward  to  be  restricted,  perhaps  after  valuable  interests  had  become 
vested. 

We  must  find,  therefore,  that  the  examiner  was  correct  in  holding  this  application 
not  to  be  a  proper  division  of  the  former  patents,  and  in  rejecting  it  upon  said  pat- 
ents, and  we  affirm  his  decision  refusing  the  patent. 

I  have  carefully  read  the  able  and  exhaustive  argument  of  the  attor- 
neys in  the  case,  but  do  not  agree  with  them  that  the  ruling  in  Appleby 
v.  Strunk  v.  Withington,  referred  to,  is  erroneous.  The  attorneys  cite 
thejcaseof  the  Vermont  Machine  Company  etaLv.  Marble,  Commissioner 
of  Patents  (27  O.  G.,  621),  as  sustaining  their  views,'  but  it  may  be  re- 
marked that  the  case  of  Swift  \.  Jerries  et  al  in  the  same  Qazette&nd  im- 
mediately succeeding  the  decision  cited,  is  directly  contra. 

The  whole  question  here  presented  has  been  exhaustively  considered 
in  the  case  of  Hol%  ex  parte,  decided  April  26, 1884,  and,  as  shown  by 
the  Examiner-in-Chief,  and  in  the  Holt  decision,  just  referred  to,  a  pat- 
ent should  not  issue  upon  an  application  which  is  not  properly  a  divis- 
ion of  the  subject-matter  of  a  patent  to  the  same  party,  even  though  the 
application  upon  which  the  patent  was  granted  was  concurrent 

The  decision  of  the  Examiners  in-Chief  must  be  affirmed. 


Ex  Pabte  Dolph. 

Decided  April  4, 1887. 

39  O.  G.v  230. 

1.  Usb  of  Tsrm  "  Equivalent  Db  vices." 

The  words  "  or  equivalent  devices  n  should  not  he  employed  in  a  elaim  unless 
such  equivalent  devices  are  clearly  described  in  the  specification. 

2.  Sams. 

When  so  clearly  described,  and  when  the  employment  of  one  in  the  combina- 
tion and  a  grant  of  patent  thereon  would  be  a  complete  bar  to  the  granting  of 
patent  for  the  same  combination  with  the  employment  of  the  other,  snob  words 
are  permissible. 

Oh  Petition. 

BSLT-SHirrnio  dstocb. 

Application  of  Alexander  M.  Dolph  filed  November  27, 1886,  Serial 
No,  220,080. 

Mr.  W.  H.  Fisher  and  Mr.  W.  A.  Bartlett  for  the  applicant 

Montgomsbt,  Commissioner : 

This  ease  was  amended  on  the  15th  day  of  .February  last  As 
amended,  claims  6  and  8,  respectively,  read  as  follows : 

6.  In  a  belt-shifting  devise,  the  wings  B  %  supported  on  a  bracket  or  equivalent  de- 
vice sad  having  a  notch  between  them,  the  bar  Wf  baring  flngera,  clutch  Pt  i  " 
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to  engage  tbe  reciprocating*  piece  and  finger  F,  which  rooks  into  the  notch  between 
the  wings  IP,  rod  K,  and  loops  supported  by  bar  ,8'  and  the  fast  and  loose  pulleys, 
substantially  as  described. 

8.  The  driving-shaft  and  its  fixed  and  loose  pulleys,  the  reciprocating  piece  actu- 
ated from  said  shaft;  the  bar  8',  having  belt-controlling  loops,  a  clateh  intermediate 
the  reciprocating  piece  and  bar  8',  a  finger  on  said  bar,  wings  projecting  from  the 
bracket  or  equivalent  part  and  having  an  inclined  notch  between  them  into  which 
such  finger  may  be  swung,  and  a  weight  secured  to  bar  8'  so  as  to  cause  it  to  turn  in 
its  bearings,  all  in  combination,  substantially  as  set  forth. 

On  the  19th  day  of  February  applicant  was  informed  that  the  words 
'<  or  equivalent  part n  in  claim  8  were  objectionable,  inasmuch  as  "  equiv- 
alents of  the  parte  referred  to  are  not  shown  nor  described" ;  that, "  fur- 
thermore, the  words  quoted  are  unnecessary,  because  equivalents  qpe 
embraced  by  the  claims,  whether  specified  or  not."  On  the  26th  day  of 
February  applicant  asked  for  reconsideration.  On  the  8th  instant  he 
was  informed  that  the  case  had  been  reconsidered,  and  that  the  objec- 
tions made  to  claims  6  and  8  were  repeated.  Thereupon,  and  on  the 
11th  instant,  applicant  petitioned  theUommissioner  "  that  the  examiner 
be  required  to  pass  upon  the  merits  of  the  claims  as  presented." 

In  the  case  of  Ex  parts  Haa*z  (O.  D.  1873,  170)  Commissioner  Leg- 
gett,  after  declaring  that  he  knew  of  no— 

role  or  reason  for  prescribing  or  proscribing  the  use  of  any  particular  word  or  phrase 
in  oonheotion  with  a  specification  or  claim, 

declared  that  whenever  these  particular  words— 

ooonr  in  such  a 'connection  as  to  have  an  equivocal  signification,  their  employment  in 
tfrst  connection  must  be  inhibited. 

He  further  declared  that  it  was  a  well-known  legal  proposition- 
that  equivalents  are  comprehended  in  every  claim,  whether  specified  or  not,  and  that 
the  use  of  a  word  in  a  claim  can  not  enlarge  its  legal  scope. 

He  further  said  that— 

its  employment  in  a  claim  will  seldom  be  fonnd  to  b»  «*W  than  useless  or  mischiev- 
ous. 

He  concluded  by  holding  that  in  case  the  specification  should  be  so 
amended  as  to  limit  the  equivalents  to  those  therein  described  the  words 
would  probably  be  permissible,  but  not  otherwise. 

In  Ex  parte  Walton  (10  O.  G.,  165)  Acting  Commissioner  Doolittle 
held  that  the  words  "or  equivalent  devices,"  employed  in  a  claim,  were 
not  objectionable,  for  the  reason  that  in  that  ease  the  specification  dearly 
described  and  illustrated  what  was  meant  by  equivalents. 

In  the  case  of  Ex  parte  BmeaA  (Ms.  Vol.  31, 261)  the  present  Commis- 
sioner permitted  the  words  "  or  equivalent  means  "  to  be  retained  in  a 
claim  presented  by  applicant  In  the  opini6n,  however,  it  was  said  as 
follows: 

I  have,  however,  serious  doubt  about  whether  the  employment**  these  words  can 
servo  any  useful  purpose.  As  a  general  proposition,  whatever  follows  of  necessity 
need  not  be  stated  or  asserted.  No  w,  if  it  be  true  that  applicant  is  entitled  to  every- 
vhing  which  is  the  fair  equivalent  of  tbe  particular  means  described; ,is  it  not  plain 

at  the  insertion  of  tbe  words  "  or  equivalent  mesas  "  really  confers  upon  him ,  no 

Iditional  rights  whatever  T 
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In  the  Smead  ease,  however,  eapli  and  both  the  feature*  allegad  to  be 
substantially  equivalent  were  described  and  illustrated.  Betides, 
neither  was  distinctly  patentable— that  is  to  say,  a  combiiiation  em- 
bodying one  of  them  having  been  patented,  the*  same  combination  em- 
bodying the  other  would  not  entitle  applicant  to  another  patent 

The  cat?  under  consideration  differs  from  the  Smead  cane  in  the  par- 
ticulars above  pointed  out  I  think,  therefore,  the  words  "  or  equiya- 
lent  means  *  should  not  be  permitted,  and  the  requirement  of  the  Exam- 
iner is  affirmed. 


Ex  Pabtb  Firm* 

Derided  Mag  2:t,  1887. 

30  O.  G.,  1199. 

1.  Bejectbd  Matter  need  not  be  Disclaimed. 

When,  after  an  interference  has  been  decided,  the  losing  party  thereto! 
hie  application  and  cancels  the  claims  which  had  been  in  each  interference,  he 
should  not  be  required  to  formally  disclaim  the  subject-matter  described  therein 
and  which  he  has  so-  canceled. 
8.  8am. 

There  is  no  law  or  rule  which  requires  an  applicant  nnder  such  cinramstanees 
to  enter  a  disclaimer.  If  the  specification  is  too  broad,  if  it  covers  any  of  the  mat- 
ter which  has  been  in.  interference,  or  if  it  is  so  indistinct,  informal,  or  ambigu- 
ous that  the  pnblio  may  be  imposed  upon  by  the  issuance  of  a  patent,  it  is  the 
doty  of  the  examiner  to  require  correction  and  modification,  so  as  to  bring  the 
ease  within  the  roles  of  the  office,  and  if  sneh  modification  be  not  made  to  refuse- 
the  patent. 

3.  Same— Coestbuction  of  Rule. 

Bole  96  contains  nothing  indicating  that  in  presenting,  an  application  for  a 
patent,  the  invention  being  a  mere  improvement,  the  applicant  is  required  to  die* 
claim  anything  that  may  be  old.  That  rule  only  requires  that  the  particular  and 
specific  claim  of*  the  applicant  shall  be  put  in  such  clear  and  unambiguous  form 
that  the  pnblio  and  any  person  called  upon  to  construct  the  machine  or  device 
may  be  able  to  distinguish  between  the  thing  claimed;  as  new  and  that  which  is 
old. 

4.  Same— Same. 

Neither  Bale  48  nor  Rule  104  has  any  application  in  the  present  case.  The  dis- 
claimers contemplated  by  the  former  are  between  several  applications  of  the  same 
individual,  covering,  either  by  claiming  or  showing,  the  same  device  or  invention* 
and  the  rule  was  adopted  to  prevent  the  party  from  procuring  a  prolongation  of 
the  monopoly  of  his  patent  by  securing  two  patents  for  the  same  thing,  and  also 
'to  prevent  an  abuse  whioh  occasionally  might  occur  of  a  re- issue  upon  a  patent 
which  showed  but  did  not  claim  the  whole  invention.  - 

5.  CoHOTBUcnoH  of  Bulb  104.  *  - 

The  effect  of  Bale  104  is  simply  to  allbw  one  of  the  applicants  to  anticipate  the 
award  of  priority  in  the  interference,  and  to  place  himself  in  the  condition  ha 
would  be  in  had  the  proceedings  continued  regularly  and  the  award  been  made ; 
but  it  certainly  can  not  be  extended  by  implication. 

On  Petition. 

PKD1TO16-PBK88S8. 

Application  of  Joseph  L.  Firm  filed  July  9, 1886,  No.  171,086. 
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Hall,  CommUtumer: 

On  the  27th  day  of  January,  1880,  applicant  was  put  in  interference 
with  one  Dale,  and  on  the  22d  day  of  May  following  priority  was 
awarded  to  Dale  by  the  Examiner  of  Interferences.  This  award  was 
afterward  affirmed  by  the  Examiners-inChief,  and  finally  on  appeal  by 
the  Commissioner  on  the  28th  of  October  last.  The  cases  then  went 
back  to  the  Primary  Examiner. 

On  the  20th  of  January,  1887,  the  applicant  canceled  all  the  claims 
which  had  been  in  interference  and  inserted  others  instead,  and  on  the 
14th  of  March  applicant  amended  his  specification.  Thereupon  he  was 
advised  by  the  Primary  Examiner  that  the  claims  were  free  from  objec- 
tion, but  that  a  statement  should  be  inserted  into  the  specification  set- 
ting forth  that  the  applicant  does  not  claim  the  subject-matter  which 
had  been  described  in  the  interference  and  wherein  priority  of  inven- 
tion had  been  awarded  to  the  other  party  to  the  interference.  This  the 
applicant  declined  to  do,  and  took  an  appeal  to  the  Commissioner. 

Upon  consideration  the  Commissioner  made  the  following  ruling': 

Let  this  case  go  back  to  the  Principal  Examiner.  If  in  his  opinion  applicant's  speci- 
fication is  Indistinct,  informal,  or  ambiguous,  he  should  require  it  to  be  corrected  to 
remove  the  difficulty.  This  can  probably  be  done  without  the  employment  of  a  dis- 
claimer.   If  not,  then  the  disclaimer  should  be  insisted  upon. 

Pursuant  to  this  order  of  the  Commissioner  remanding  the  case,  it 
was  found  by  the  Primary  Examiner  that  the  specification  was  indis- 
tinct, informal,  and  ambiguous,  and  he  still  insisted  upon  his  require- 
ment that  a  statement  should  be  embodied  in  the  specification  setting 
forth  that  the  applicant  did  not  claim  the  subject-matter  which  was  de- 
scribed in  the  interference  and  wherein  priority  of  invention  had  been 
awarded  to  the  other  party.  It  is  from  this  ruling  of  the  examiner  that 
the  applicant  again  appeals  to  the  Commissioner,  and  insists  in  his  ap- 
peal that  the  Office  has  no  right  or  power  to  require  a  disclaimer. 

It  will  be  observed  that  there  is  no  claim  on  the  part  of  the  Examiner 
that  the  original  declaration  of  interference  was  not  broad  enough  and 
did  not  cover  everything  that  was  the  subject  of  interference  between 
the  two  parties ;  but  he  insists  that  after  the  award  of  interference  has 
been  made,  and  after  the  party  has  canceled  his  claim  so  far  as  it  was 
affected  by  that  interference,  in  consequence  of  the  fact  that  the  descrip- 
tion remaining  in  the  case  is  indistinct  or  ambiguous,  he  has  the  power 
to  require  the  award  of  interference  to  be  strengthened  and  emphasized 
by  a  disclaimer  on  the  part  of  the  applicant. 

The  examiner  states,  in  his  opinion,  that  it  has  been  the  long-estab- 
lished practice  of  the  Office  to  require  disclaimers  of  this  kind ;  but  I  am 
not  satisfied  from  the  information  which  I  receive  that  such  has  been 
the  general  or  uniform  practice,  and,  consequently,  do  not  stop  to  con- 
sider that.  The  statute  requires  that  the  description  of  the  invention 
shall  be  such  as  to  distinguish  it  from  other  inventions.  Rule  36  re- 
quires that  the  specification  must,  by  explicit  language,  distinguish  be- 
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tween  what  is  old  and  what  is  claimed  as  new ;  bat  I  do  not  conclude 
from  these  rales  that  there  is  present  in  them  any  purpose  to  -require 
an  applicant  to  disclaim  anything  which  was  old.  A  disclaimer  may  iu 
many  instances  reach  much  farther  than  simply  to  affect  the  status  of 
the  applicant  in  his  application  for  a  patent  It  may  extend  so  far  as 
to  affect  him  as  a  member  of  the  public  in  restraining  the  claims  of  the 
party  to  whom  priority  was  awarded,  for  proceedings  in  interference  are 
only  conclusive  upon  an  applicant  in  so  for  as  they  prevent  him  from 
obtaining  a  patent;  but  they  are  not  conclusive  upon  the  courts,  when- 
ever the  successful  party  in  interference  shall  attempt  to  proceed  against 
the  other  party  or  the  public  for  infringement,  and  hence  a  disclaimer 
ought  not  to  be  required  except  in  those  circumstances  where  the  stat- 
ute or  the  rule  allows  or  requires  a  disclaimer  to  be  made. 

Bole  36  provides : 

In  case  of  a  mere  improvement,  the  specification  most  particularly  point  ont  the 
parte  to  which  it  relates,  and  must  by  explicit  language  distinguish  between  what  is 
old  and  what  is  claimed  as  new,  and  the  description  and  the  drawings,  as  well  as  the 
claims,  should  be  confined  to  the  specific  improvement  and  such  parts  as  necessarily 
co-operate  with  it. 

In  my  judgment  this  rule  contains  nothing  indicating  that  in  pre- 
senting an  application  for  a  patent,  the  invention  being  a  mere  improve- 
ment, the  applicant  is  required  to  disclaim  anything  that  may  be  old, 
and  I  think  the  decisions,  so  far  as  I  have  been  able  to  And  them,  sus- 
tain me  in  this  proposition.  In  the  case  of  George  W.  Brown  v.  Rufus 
Guild,  executor,  etc.  (6  O.  6.,  392),  Justice  Bradley,  of  the  Supreme 
Court  of  the  United  States,  uses  this  language  pursuant  to  the  subject: 

It  is  objected  to  several  of  the  patents  under  consideration  that  they  do  not  state 
what  parts  of  the  machine  patented  are  new  and  what  parts  are  old,  and  that  they 
ere  therefore  void.  There  is  nothing  in  the  parent  law  which  in  terms  requires 
the  patentee  to  do  this.  The  language  of  the  act  o{  1836,  under  which  these  patents 
were  drawn,  is  that  before  any  inventor  shall  receive  a  patent  for  his  invention  or 
discovery  he  shall  deliver  a  description  thereof,  and  of  the  manner  and  process  of 
making,  constructing,  using,  and  compounding  the  same  in  such  full,  clear,  and 
exact  terms  as  to  enable  a  person  skilled  in  the  art  to  reproduce  it;  and  the  act 
directs  that  the  inventor  shall  "particularly  specify  and  point  ont  the  part,  im- 
provement, or  combination  which  he  claims  as  his  own  invention  or  discovery," 
This  of  course  involves  an  elimination  of  what  he  olaims  as  new  from  what  he 
admits  to  be  old.  But  what  can  be  a  more  explicit  declaration  of  what  is  new  and 
what  is  old  than  the  summary  of  the  patentee's  claim  at  the  close  of  the  specifica- 
tion, if  that  is  made  in  clear  and  distinct  terms,  or  in  terms  so  clear  and  distinct 
as  to  be  fairly  understood.  It  implies  that  all  the  rest  is  old,  or,  if  not  old,  that 
the  applicant  does  not  claim  it  so  far  as  that  patent  is  concerned.  If  the  patentee, 
by  hie  specification,  including  the  summary  claim  at  its  close,  poiuts  out  and  dis- 
tinguishes what  he  claims  as  his  own  invention,  it  is  all  that  is  required.  That,  if  we 
can  find  it  without  difficulty  or  embarrassment,  is  what  he  claims  as  new ;  the  rest  he 
impliedly,  if  he  does  not  expressly,  disclaims  as  old.  No  particular  form  of  words  is 
necessary  if  the  meaning  is  clear.  These  observations  apply  equally  to  patents  for 
combinations  and  patents  for  improvements.  Where  a  patentee,  after  describing  a 
machine,  claims  as  his  invention  a  certain  combination  of  elements,  or  a  certain  de- 
vise or  Bart  of  the  machine,  this  is  an  implied  declaration  as  conclusive,  so  far  as 
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that  patent  is  concerned,  ae  if  it  w«w  expressed,  that,  the  specUlo  combination  op* 
tttng  claimed  it  the  only  part  which  the  patentee  regard*  as  new.  True*  he  or  some 
other  pereon  may  here  a  distinct  patent  for  the  portion*  not  covered  by  this ;  bat 
that  will  speak  for  itself.  So  far  as  the  patent  in  question  is  concerned,  the  remain- 
ing parts  are  old  or  common  and  pnblio. 

In  the  case  of  Hogg  et  ml.  v.  Emerson  (6  Hew.,  437),  on  page  486  the 
court  declared  the  patentee— 

need  Ubt  desoribe  partieolarly  and  disclaim  all  the  parts  (7  Wheat.,  435 ;  Phil,  on 
Pat,  270,  and  eases  cited),  and  the  more  especially  is  that  unnecessary  when  each 
disclaimer  is  manifestly  in  substance  the  result  of  his  claiming  as  new  only  the  por- 
tions which  he  does  not  describe  specially.  All  of  which  is  required  on  principle  in 
order  to  be  exact  and  not  ambiguous  thus  becomes  so. 

In  the  case  of  Paries  et  al.  v.  Booth  (17  O.  6.,  1089)  the  Supreme 
Court  of  the  United  States  say?: 

Inventions  sometimes  embrace  an  entire  machine,  and  in  such  oases  it  is  sufficient 
if  it  appears  that  the  claim  is  co-extensive  with  the  patented  improvement.  Other 
inventions  embrace  only  one  or  more  parts  of  a  machine,  and  in  suoh  cases  the  part  or 
parts  claimed  must  be  Specified  and  pointed  out,  so  that  constructors,  other  inventors, 
and  the  publio  may  know  what  the  invention  is  and  what  is  withdrawn  from  gen- 
eral use.  Patented  inventions  are  also  made  which  embrace  both  anew  devioakor 
element  and  a  new  combination  of  old  devices  embodied  in  the  same  apparatus  or 
machine*  Particular  description /of  the  improvement  is  required  in  such  a  case,  as 
the  property  of  the  patentee  in  such  a  case  consists  not  only  in  the  new  device,  but 
also  in  the  new  combination. 

,  The  language  of  Bale  36>  which  provides  that  the  applicant  most  in 
explicit  language  distinguish  between  what  is  old  and  what  is  claimed 
as  new,  in  my  opinion,  only  requires  that  the  particular  and  specific 
claim  of  the  applicant  shall  be  put  in  such  clear  and  unambiguous  form 
that  the  public  and  any  person  called  upon  to  construct  the  machine  or 
device  may  be  able  to  distinguish  between  the  thing  claimed  as  new 
and  that  which  is  old.  This  is  >  the  necessary  result  of  presenting  a 
distinct,  specific,  and  well-defined  claim. 

The  examiner  cites  Bale  42,  which  is  as  follows : 

When  an  applicant  makes  two  or  more  applications  relating  to  the  sameeubject- 
matter  of  invention,  aU  showing,  but  only  one  claiming,  the  same  thing,  those  not 
claiming  it  must  contain  disclaimers  thereof,  with,  .references  to  the  application 
claiming  it. 

It  is  apparent  that  this  rale  can  have  no  application  in  the  present 
case.  The  disclaimers  contemplated  by  it  are  between  several  applica- 
tions of  the  .same  individual,  covering,  either  by  claiming  or  showing, 
the  same  device  or  invention,  and  the  rule  was  adopted  to  prevent  the 
party  from  procuring  a  prolongation  of  the  monopoly  of  his  patent  by 
securing  two  patents  for  the  same  thing,  and  also  to  prevent  an  abuse 
which  occasionally  might  occur  of  a  re-issue  upon  a  patent  which  showed 
but  did  not  claim  the  whole  invention.  Neither  am  I  able  to  see  that 
Bide  104  has  any  bearing  upon  the  case.    The  rule  declares  that : 

An  applicant  involved  in  an  interference  may,  with  the  written  eonsent  of  the  as- 
signee, when  there  has  been  an  assignment,  before  the  date  fixed  for  the  filing  of  hit 
statement,  in  order  to  avoid  the  continuance  of  the  interference,  disclaim  under  his 
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own  signature,  attested  by  two  witnesses,  the  invention  of  the  particular  matter  in 
issue,  and  upon  sneh  disclaimer  and  the  cancellation  of  any  claims  involving  such  in- 
terfering matter  judgment  shall  be  rendered  against  him,  and  the  disclaimer  shall  be 
embodied  in  and  form,  part  ef  his  specification. 

It  is  evident  that  the  effect  of  this  rale  is  simply  to  allow  one  of  the 
applicants  to  anticipate  the  award  of  priority  in  the,  interference,  and  to 
place  himself  in  the  condition  he  wonld  be  in  had  the  proceedings  eon- 
tinned  regularly  and  the  award  been  made;  bat  it  certainly  can  not  be 
extended  by  implication. 

In  my  judgment  there  is  no  law  or  rule  which  requires  an  applicant, 
under  the  circumstances  presented  in  this  case,  to  enter  a  disclaimer. 
What,  then,  is  the  course  to  be  pursued  t  If  the  specification  is  too  broad, 
if  it  covers  any  of  the  matter  that  has  been  in  interference,  or  if  it'is  so 
indistinct,  informal,  or  ambiguous  that  the  public  maybe  imposed  upon 
by  the  issuance  of  a  patent,  it  is  the  duty  of  the  Examiner  to  require 
correction  and  modification  so  as  to  bring  the  case  within  the  rules  of 
the  Office,  and  if  such  correction  and  modification  be  not  made  to  re- 
fuse the  patent  I  therefore  reverse  the  action  of  the  Examiner  in  so  far 
as  he  requires  the  applicant  to  enter  a  formal  disclaimed  and  direct 
him  to  proceed  and  require  such  corrections  and  amendments  as  he  has 
power  to  do  to  bring  the  application  into  the  form  which  his  judgment 
dictates. 


Ex  Parte  Pratt. 

Decided  June  6, 1887. 
39  O.  G.,  1549. 

I.  Delay  in  Pbosecuting  an  Application. 

The  word  "  unavoidable  "  as  used  in  section  4894,  Revised  Statutes,  should  not  be. 
construed  in  its  broad  significance.  The  statutes  itself  is  one  regulating  a  mere 
practice  in  the  Office  and  is  not  intended  to  affect  mbstantial  rights 

&  Be-instateiient  or  an  Application. 

When  an  application  hao  become  abandoned  by  statutory  limitation  and  it  is 
shown  to  the  satisfaction  of  the  Commissioner  that  both  applicant  and  his  attor- 
ney, acting  in  the  .utmost  good  faith,  nsing  such  care  and  diligence  as  are  gen- 
erally used  and  observed  by  prudent  and  careful  nieu  iu  relation  to  their  most 
important  business,  and  relying  upon  the  ordinary  and  trustworthy  agencies 
usually  employed  in  such  cases,  have  unsuccessfully  endeavored  within  the  time 
of  limitation  to  comply  with  a  requirement  of  the  Office,  the  case  should  be  re-in- 
stated. 

3.  8amb— Unavoidable  Delay. 

A  trustworthy  and  reliable  employe"  in  an  attorney's  office  is  suoh  an  agency 
and  if  unexpectedly,  through  his  unforeseen  neglect  and  omission  to  obey  the 
instructions  of  his  principal,  there  occurs  a  failure,  it  may  be  said  to  bo  "  unavoid 
able"  within  the  meaning  of  the  statute,  all  the  other  conditions  of  good  faith- 
being  present. 

4.  Same— Practice  in  the  Patent  Office. 

The  Office,  although  not  inclined  to  extend  this  freedom  of  construction,  will 
not.  exeent  noon  greater  consideration,  restrict  it.  _ 
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On  Bequest. 

ilktkical  tblcpbovu. 

Application  of  H.  P.  Pratt,  filed  December  19, 1884,  No.  150,774. 
Mr.  E.  M.  Marble  for  the  applicant. 

Hall,  Commissioner ; 

This  application  relates  to  an  improvement  in  telephone-transmitters. 
It  was  filed  December  19, 1884,  and  received  action  on  April  6, 1886. 
No  farther  action  was  had  nntil  January,  1887,  when  the  applicant  and 
his  attorney  had  a  personal  conference  with  a  view  to  meeting  the  re- 
quirement of  the  Office  in  striking  out  certain  portions  of  the  specifi- 
cation. The  fotm  and  details  of  the  amendment  were  agreed  upon, 
and  counsel  for  applicant  gave  the  proper  explanations  and  directions 
to  his  clerk  to  prepare  and  file  the  same.  Both  the  applicant  and  his 
attorney,  acting  in  the  utmost  good  faith,  believed  the  amendment  had 
been  prepared  and  filed  in  January,  immediately  following  the  inter- 
view and  directions  given,  as  above  stated,  and  from  that  time  were 
awaiting  the  further  action  of  the  Office  upon  the  amendment  The 
counsel  was  absent  from  the  city  almost  continuously  from  that  date, 
attending  to  important  business  elsewhere,  returning  home  in  the  mean 
time  only  for  a  day  or  two  at  a  time.  May  25  counsel  was  advised  that 
the  application  had  become  abandoned,  the  last  action  having  been  had 
on  April  6, 1885,  and  he  then  for  the  first  time  ascertained  that  the 
amendment  which  he  had  directed  and  supposed  to  have  been  filed  had 
not  been  filed;  owing  to  the  neglect  or  omission  of  his  clerk.  The  clerk 
who  had  been  instructed  to  file  the  amendment  left  the  employment  of 
the  counsel  for  applicant  February  1, 1887,  and  the  failure  to  amend 
within  the  time  requisite  was  due  entirely  to  the  omissioQ  of  the  clerk, 
the  absence  of  the  counsel  from  the  city,  and  the  reliance  upon  the  be- 
lief that  the  directions  had  been  complied  with  and  the  amendment 
filed. 

The  word  "  unavoidable"  as  used  in  section  4894,  Revised  Statutes, 
is  one  of  very  broad  significance.  In  its  application  to  many  relations 
it  would  exclude  everything  but  the  "  King's  enemies"  or  an  act  of  God. 
I  do  not  believe  such  a  construction  would  be  a  fair  interpretation  of 
the  statute.  The  statute  is  one  regulating  a  mere  practice  in  the  Office, 
and  is  not  intended  to  affect  substantial  rights  as  between  different  per- 
sons or  between  persons  and  the  Government  It  is  rather  a  provision 
by  which  a  statutory  limitation  may  be  removed.  Its  purpose  is  to  en-, 
courage  diligence  in  proceedings  before  the  Office.  If  the  broad  and 
unlimited  meaning  of  the  word  unavoidable  were  to  prevail,  it  is  difficult 
to  conceive  when  an  abandoned  case  could  be  re-instated  under  this  sec- 
tion. In  my  opinion,  the  word  is  used  in  a  more  limited  sense.  It  is 
applicable  to  ordinary  human  affairs,  and  requires  no  more  or  greater 
oare  op  diUgeqoe  than  is  geqetflly  used  *qd  oljserv^i  by  prudent  and 
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careful  men  in  relation  to  their  most  important  business.  It  permits 
them  in  the  exercise  of  this  care  to  rely  npon  the  ordinary  and  trust- 
worthy agencies  of  mail. and  telegraph,  worthy  and  reliable  employes, . 
and  such  other  means  and  instrumentalities  as  are  usually  employed  is 
such  important  business.  If  unexpectedly,  or  through  the  unforeseen 
fault  or  imperfection  of  these  agencies  and  instrumentalities,  there  oc- 
curs a  failure,  it  may  properly  be  said  to  be  unavoidable,  all  the  other 
conditions  of  good  faith  and  promptness  in  its  rectification  being  present. 
In  the  present  case  I  do  not  regard  the  rule  that  the  act  or  omission  of 
the  agent  is  that  of  the  principal  applicable.  There  was  no  neglect  or 
omission  of  the  attorney  to  be  made  that  of  the  principal  by  construc- 
tion. The  fault  was  that  of  a  clerk,  an  instrument,  as  much  as  if  a  train 
should  be  derailed  or  a  common  carrier  should  lose  a  model  or  package 
ao  it  could  not  be  delivered  in  time  It  has  been  the  practice  of  the  Office 
to  give  a  liberal  construction  to  this  statute.  (See  Ex  parte  Clara  K. 
Waring,  20  M8.  Dec,,  236.)  I  am  not  inclined  to  extend  tb is- freedom  of 
construction,  but  will  not,  except  upon  greater  consideration,  restrict  it. 
The  case  is  re-instated. 


Faubb  v.  Bradley  and  Crocker  v.  Cowles  and  Cowles. 

Decided  June  10,1887. 

40  0.  Gm  243. 

Intkbfebences— Practice  in  the  Patent  Office— Statement. 
A  motion  was  made  to  dissolve  an  interference  upon  the  ground  that  the  opposing 
applioant  had  no  right  to  make  the  claims  in  issue,  which  motion  under  the 
rules  was  transmitted  to  the  Primary  Examiner,  who  denied  it.  Theieupon 
the  defeated  party  took  an  appeal  to  the  Examiners-  in-Chief,  who  dismissed  the 
same  for  want  of  Jurisdiction.  The  defeated  party  then  applied  to  the  Com- 
missioner for  an  order  upon  the  Examiners-in-Chief  to  hear  and  determine  the 
appeal,  whioh  order  was  refused  hy  the  Commissioner. 

1.  PHACTICK  UXDEft  BULKS  116  AND  120. 

When  an  interference  is  remanded  to  the  Primary  Examiner  under  Rules  116  and 
190  ou  proper  motion  or  other  reference,  and  said  motion  is  granted,  the  inter- 
ference is  dissolved  pro  hao  vice,  the  applications  involved  become  ex  parte,  the 
original  jurisdiction  of  the  Examiner  again  attaches,  Rule  95  applies,  and  the  same 
right  of  appeal  follows  as  in  other  ex  parte  cases. 
ft.  Same. 

The  decision  of  the  Primary  Examiner  in  such  case  is  an  adverse  decision  if  it 
denies  the  patentability  of  the  invention  or  the  right  of  an  applicant  to  make  the 
olaim,  from  which  there  exists  no  right  of  appeal.  To  permit  an  appeal  under 
such  circumstances  would  be  a  dear  departure  from  a  marked  and  peculiar  feat- 
ure in  the  procedure  of  the  office,  distinctly  recognized  in  the  statutes  and  rules 
relating  to  the  subject.  An  applicant  who  has  been  in  interference  has  no  greater 
fight  in  defeating  the  grant  of  a  patent  to  his  adversary  than  any  other  member 
of  the  public.  The  presumption  is  that  the  Office  w(U  guard  against  the  improper 
issuance  of  patents.  Di  itized  b  Gooole 
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3.  Section  482,  Revised  Statutes. 

This  section  does  not  provide  for  an  Appeal  in  each  oases  to  the  Examipers-in- 
Chief. 

4.  8kction8  4904  and  4909,  Revised  Statutes: 

The  Primary  Examiner  mentioned  in  section  4904  is  the  Examiner  of  Interfer- 
ences, while  the  Primary  Examiner  mentioned  in  section  4909  is  one  of  the  Pri- 
mary Examiners  named  in  section  440.  Revised  Statutes. 

On  Petition 

ELECTRIC  rUKKACIB  AND  METHODS  OF  OFIBATXKO  TOT  SAMS. 

Application  of  Camille  A.  Faure  flledMay  10, 1886,  No.  201,888.  Ap- 
plication of  Charles  S.  Bradley  and  F.  B.  Crocker  filed  March  14, 1885, 
No.  158,805.  Applications  of  Eugene  H.  Cowles  and  Alfred  H.  Cowles 
filed  December  24, 1884,  and  April  7, 1885;  patents  Nos.  310,795  and 
324,658  granted  June  9, 1885,  and  August  18,  I88~>. 

Mr.  A.  Sliedlock  and  Mr.  W.  D.  Baldwin  for  Faure. 

Messrs.  Paine  &  Ladd  for  Bradley  and  Crocker,  and  for  Cowles  and 
Cowles. 
Hall,  Commissioner: 

After  the  declaration  of  interference  in  this  case — uainely,  February 
28, 1887— Bradley  and  Crocker  and  Cowles  and  Cowles,  parties  to  the 
interference,  filed  a  motion  to  dissolve,  upon  the  ground  that  Camille 
A.  Fanre,  the  applicant,  has  no  right  to  make  the  claims  in  issue,  and 
as  ground  for  this  motion  they  assigned  several  causes,  which  nee  I  not 
now  be  set  forth;  but  the  various  facts  involved  came  to  the  knowledge 
of  the  parties  moving  after  the  declaration  of  interference,  and  are  not, 
as  I  understand,  a  part  of  the  record  upon  which  the  interference  was 
declared.  Subsequently  the  motion  to  dissolve  was  transmitted  to  the 
Primary  Examiner,  who,  on  May  6, 1887,  held  that  the  grounds  for  dis- 
solving the  interference  were  insufficient  and  denied  the  motion.  There- 
upon the  parties  moving  appealed  from  the  decision  of  the  Primary 
Examiner  to  the  Examiners-in-Chief.  On  May  23  the  Examinere-in- 
Clrief,  upon  consideration,  made  the  following  order :  * 

The  appellants  have  mistaken  their  remedy.  Rule  118  governs  appeals  on  motions, 
aud  from  a  decision  affirming  an  applicant's  right  to  make  his  claims  no  appeal  can 
bo  taken.  (Sec.  462  R.  S.)  The  points  raised  by  appellants  regarding  the  pertinency 
ef  the  British  pal  en  t  are  Biich  as  will  properly  be  determined  by  the  trial  on  its  mer- 
its of  the  interference  itself,  which  no  doubt  legitimately  exists  between  the  United 
States  parties  thereto.    The  appeal  on  the  motion  is  dismissed. 

Not  satisfied  with  this  decision  of  the  Examiners  in  Chief,  Bradley  and 
Crocker  and  Cowles  and  Cowles  present  a  petition  to  the  Commissioner 
setting  forth  the  facts  and  the  .history  of  the  case  as  above  narrated, 
and  ask  an  order  of  the  Commissioner  directing  that  the  Examiners-in- 
Chief  be  ordered  by  the  Commissioner  of  Patents  to  enter  such  appeal 
and  duly  consider  the  same  according  to  law.  The  question  presented 
is  as  to  the  regularity  and  propriety  of  the  action  of  the  Examiners-in- 
Chief. 

When  an  interference  caseis  sent  back  to  the  Primary  Examiner  on  a 
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Commissioner  upon  the  allegation  that  there  exists  a  statutory  bar  to 
the  claim,  or  that  the  claim  is  not  patentable,  or  that  applicant  has  no 
right  to  make  the  claim  (Rales  116, 120),  which  motion  is  granted  by 
the  Examiner,  the  interference  is  pro  hoc  vice  dissolved,  and  the  appli- 
cations involved  become  ex  parte.  The  original  jurisdiction  with  refer- 
ence to  the  question  submitted  again  attaches,  and  Rule  05  applies  as 
it  did  before  the  interference  was  declared,  providing  that  all  prelimi- 
nary questions  must  be  settled  and  the  indention  must  be  decided,  to  be 
patentable.  The  decision  of  the  Primary  Examiner  upon  the  new  ques- 
tion referred  to  him  occupies  the  same  relation  to  the  applicant  and  the 
Office  as  if  it  had  arisen  and  been  determined  by  him  originally  before 
the  interference  was  declared.  The  same,  and  only  the  same,  right  of 
appeal  exists  as  before,  and  to  be  exercised  by  the  same  party  and  ho 
other.  It  is  a  decision  in  an  ex  parte  case,'  and  if  it  denies  the  patent- 
ability of  the  invention,  or  denies  tlje  right  of  the  applicant  to  make 
the  claim,  it  is  an  "  adverse  decision,"  but  otherwise  not.  The  fact  that 
the  adverse  party  has  been  in  Interference  with  this  application,  which 
is  that  remanded  to  the  Primary  Examiner,  can  give  him  no  greater 
interest  in  the  question  of  patentability  or  the  applicant's  right  to  make 
the  claim  than  if  no  interference  had  been  declared  or  the  question  had 
lieen  passed  upon  origiually  before  interference  was  declared. 

No  appeal  is  allowed  the  Office  or  the  public  when  the  decision  is  adverse 
to  it,  for  the  presumption  is  that  the  issuance  of  patents  for  unpatent- 
able inventions,  or  where  the  applicant  has  no  right  to  make  tbe  claim, 
will  be  properly  guarded  against  in  all  the  divisions  and  by  all  the  pro- 
cesses of  the  Office.  The  applicant  who  has  been  in  interference  in  such 
a  case  has  no  greater  right  in  defeatiug  the  grant  of  a  patent  to  his  ad- 
versary for  an  unpatentable  invention  than  any  other  member  of  the 
public  This  equal  protection  he  receives  in  the  agency  of  the  Pateut 
Office,  and  to  permit  him  to  appeal  from,  such  a  decision,  which  is  not 
adverse  to  him  in  any  legal  sense,  would  not  only  confer  on  him  an  ex- 
ceptional privilege,  but  would  be  a  clear  departure  from  a  marked  aud 
peculiar  feature  in  the  procedure  of  the  Office,  distinctly  recognized  in 
the  statutes  and  rules  relating  to  the  subject. 

Appellaut  is  interested  only  in  his  own  invention  and  in  securing  a 
patent  for  it  Every  provision  and  appliance  exist  for  his  protection 
in  this  respect.  He  can  have  no  personal  or  legal  interest  as  a  party 
or  otherwise  in  the  invention  or  application  of  other  persons  in  the 
Office.  If  it  happens  that  he  and  they  are  applicants  for  the  same  in- 
vention, he  is  still  fully  protected,  as,  being  placed  in  interference,  hd  is 
given  every  opportunity  to  establish  the  priority  of  his  own  invention, 
aud  thus  clear  the  way  to  the  securement  of  his  patent.'  If  he  can 
not  do  this  and  priority  is  awarded  against  him,  his  status  in  the  Office 
is  gone.  He  ceases  to  be  a  party,  and  the  successful  application  goes 
back  and  again  becomes  ex  parte. 

When  considered  in  connection  with  the  whole  context,  section  482 
Revised  Statutes  appears  to  be  free*  from  uncertainty,  aud  does  not  far- 


36  DECISIONS   OF  THE   COMMISSIONER  OF  PATENTS. 

nish  warrant  for  the  right  of  appeal  as  claimed  in  the  case.  Appel- 
lant urges  that  an  appeal  is  granted  under  section  4900  Revised  Statutes, 
and  the  argument  is  made  that  by  section  4904  the  question  of  priority 
is  to  be  decided  by  the  Primary  Examiner,  and  in  consequence  section 
4909  recognizes  and  allows  an  appeal  from  a  decision  of  the  Primary 
Examiner  in  interference  cases.  It  is  very  clear  that  the  term  "  Pri- 
mary Examiner"  is  used  interchangeably  in  several  sections  with 
Principal  Examiner  or  Examiner  of  Interferences.  "  Principal  Exam- 
iner" is  probably  a  designation  to  distinguish  such  an  examiner  from 
the  Assistant  Examiners.  In  this  sense  there  are  no  Assistant  Exami- 
ners of  Interferences.  So  of  the  Examiner  of  Trade-Marks.  But  the 
statute  creates  and  provides  for  certain  divisions  in  the  Office,  each 
of  which  is  presided  over  by  a  chief—one  who  acts  for  and  repre- 
sents the  whole  division.  In  him  is  vested  the  entire  jurisdiction 
of  that  division.  Such  an  examiner  is  a  "  Primary  Examiner,"  with- 
in the  meaning  of  section  4904.  The  term  is  used  in  its  general 
sense.  Having  reached  tlm  conclusion,  it  harmonizes  with  the  other 
sections  of  the  statute,  the  rules,  and  the  system.  The  Examiner 
of  Interferences  ("  Primary  Examiner")  has  exclusive  jurisdiction  over 
the  subject  of  interferences,  and  the  right  of  appeal  from  his  decision 
is  governed  by  the  sections  of  the  statute  and  the  rules  applicable  to 
that  jurisdiction.  SUie  Principal  Examiner  ("  Primary  Examiner")  has 
exclusive  jurisdiction  of  the  patentability  of  inventions,  and  the  right 
of  appeal  from  his  decision  must  be  governed  by  the  law  and  rules 
applicable  to  that  jurisdiction,  one  of  which  is  that  no  appeal  is  allowed 
except  it  be  one  denying  the  right  of  the  applicant  to  a  patent.  It  is 
tnen  adverse  aud  appealable.  But  such  clearly  is  not  the  present  case. 
The  action  of  the  examiners  in-chief  in  dismissing  the  appeal  is  ap- 
proved, and  the  petition  of  Bradley  and  Crocker  and  Cowles  add  Cowles 
is  dismissed. 


Ex  Parte  Pearson. 

Decided  June  29,  1887. 

40  O.  G..  244. 

Practice  in  Patent  Office— Statement. 
Upon  appeal  to  the  Examiners-in-Chief  from  the  action  of  the  Primary  Examiner  finally 
rejecting  a  claim  tbe  action  of  the  Primary  Examiner  was  affirmed,  with  a  sug- 
gestion that  the  claim  with  a  different  presentation  might  be  patentable.  The 
applicant  promptly  petitioned  the  Examiners-in-Chief  to  recommend  an  amend- 
ment which  he  presented,  bnt  before  action  npon  the  petition  the  application 
papers  had  gone*  back  to  the  Primary  Examiner,  who  refused  to  entertain  the 
amendment,  one  ground  of  refusal  being  that  the  Examiners-in-Chief  had  made 
no  recommendation  of  the  amendment.  Thereupon  the  applicant  petitioned 
the  Commissioner  to  direct  the  Primary  Examiner  to  act  upon  the  amendment, 
a  recommendation  having  been  iudorsed  upon  the  petition  by  the  Examiners- 
in-Chief.  Tbe  Commissioner  referred  the  petition  to  the  Primary  Examiner, 
who  reported  that  the  amendment  was  irregular  under  Buk  67.  The  Commis- 
sioner then  dismissed  the  petition,  holding— 


DECISIONS   OF  THE   COMMISSIONER   OF   PATENTS.  37 

1.  Bulk  134— Construction  of. 

Since  April  27,  1880,  all  ex  parte  eases  appealed  to  the  Examiners-in -Chief  are 
within  the  jurisdiction  of  the  Primary  Examiner  immediately  after  a  decision  by 
the  Examiners-in-Chief. 

2.  Prdcakt  Examiner— Jurisdiction  of. 

The  Primary  Examiners  possess  the  whole  jurisdiction  of  determining  whether 
questions  presented  by  offered  amendments  involve  matters  which  were  res  «f- 
judicata,  and  have  the  power  to  refuse  to  consider  or  act  upon  them  whether  the 
question  is  referred  to  them  by  recommendation  from  the  Examiners-in-Chief  or 
the  Commissioner;  but  from  this  refusal  there  is  a  right  of  appeal. 

3.  Examikbbs-ix-Chief—  Effect  of  Statemkxts  and  Kscoxhrndations. 

Where  the  Examiners-in-Chief  annex  to  their  decisions  a  statement  and  a  rec- 
ommendation of  an  amendment,  the  applicant  in  presenting  the  same  to  the 
Primary  Examiner  is  not  required  to  make  any  showing,  under  Rule  67,  why  the 
amendment  was  not  sooner  presented. 

4.  Exaxiner&-in-Chief-- Statements  and  Recommendations  Must  be  Certain 

and  Distinct. 

Where  the  Examiners-in-Chief  do  not  make  such  statement  and  recommenda- 
tion, a  doubtful  or  uncertain  suggestion  by  them  will  not  relieve  the  amendment 
from  the  requirements  of  Rule  67. 

On  Petition. 

LOOMS  FOB  WlAVDfO  DOUBLS  PIL1  FABRICS. 

Application  of  Charles  Pearson  filed  December  5, 1884,  Na  149,546. 
Mr.  Sector  T.  Fenton  for  the  applicant 

Hall,  Commissioner: 

This  application  contained  two  claims,  one  of  which  was  allowed  by 
the  Examiner ;  bnt  the  other,  No.  1,  after  several  amendments,  was  finally 
rejected.  An  appeal  was  taken  to  the  Examiners-in-Chief,  who  affirmed 
the  decision  of  the  Primary  Examiner.  In  rendering  their  decision, 
after  pointing  ont  certain  minor  differences  between  the  construction  of 
applicant's  claim  and  that  shown  in  the  anticipating  patents,  they  sug- 
gested: 

It  is  possible  that  by  these  differences  of  construction  something  is  gained  in  a 
patentable  sense;  but  if  there  is  appellant  has  failed  to  bring  it  out,  and  we  are 
therefore  impelled  to  agree  with  the  examiner  that  they  are  merely  colorable. 

Under  the  practice  it  is  supposed  that  a  case  decided  by  the  Examiners- 
in-Chief  goes  back  at  once  under  such  circumstances  to  the  Primary 
Examiner,  tad  their  jurisdiction  ceases,  notwithstanding  the  fact  that 
the  applicant  whose  claim  has  been  denied  has  the  right  to  appeal  for 
a  period  of  two  years.  At  first  I  was  of  opinion  that  jurisdiction  re- 
mained with  the  Examiners-in-Chief  for  at  least  a  reasonable  period  to 
enable  the  defeated  applicant  to  take  an  appeal  or  go  back  and  ask 
action  before  the  Primary  Examiner ;  but  the  history  of  Rule  134  and  the 
practice  which  has  obtained  under  it  since  its  modification  of  December 
1,  1879,  convince  me  that  this  view  is  not  probably  correct.  Apparently 
laboring  under  this  impression,  the  applicant's  attorney  prepared  a 
petition  in  the  nature  of  a  motion  to  reconsider,  with  au  amendment 
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which  lie  desired  to  have  the  Examiners  in-Chief  recommend,  and  v^L: 
dressed  it  to  them  for  their  consideration ;  but  before  this  petition 
reached  the  Office  the  case,  under  the.  practice  above  alluded  to*  had 
gone  into  the  hands  of  the  Primary  Examiner  and  this  petition  was  acted 
upon  by  him,  and  he,  on  the  10th  of  January,  1887,  refused  to  admit  the 
amendment  for  reasons  which  are  set  forth  in  his  letter  of  that  date. 
Complying  with  the  suggestions  in  this  letter  that  the  Examiners-in- 
Ghief  had  made  no  recommendation  that  would  authorize  the  re-opening 
of  the  case  without  authority  of  the  Commissioner,  applicant  prepared 
a  petition  to  (he  Commissioner,  dated  January  14, 1887,  requesting  him 
tq-  authorize  and  direct  the  examiner  to  allow  and  act  upon  the  amend- 
ment tendered  by  him.  This  petition  had  been  placed  before  the  Ex- 
aminers in-Chief  informally,  and  before  the  following  indorsement: 

The  practice  in  coses  of  this  kind  being  to  petition  the  Commissioner  to  authorize 
,the  examiner  to  enter  and  consider  the  amendment,  this  case  is  hereby  transmitted  to 
the  Commissioner  with  the  recommendation  that  the  petition  be  granted. 

EOBEET  J.  FISHER,  Jr., 

Far  Examimer  in  Chief: 

January  14,  1887. 

The  petition  was  then  referred  by  the  Commissioner  to  the  Primary 
Examjner  in  the  usual  way  for  his  report  of  the  facts  and  for  his  recom- 
mendation. In  his  answer  the  Examiner  of  coarse  makes  no  allusion 
to  the  merits  of  the  amendment,  and  the  condition  of  the  case  must  be 
considered  upon  the  assumption  that  possibly  there  may  be  something 
involved  of  a  patentable  sense  in  {he  amendment;  but  he  insists  with 
much  force  that — 

there  is  an  obvions  propriety  in  the  limit  fixed  by  Rule  67.  The  law  requires  the  ap- 
plicant for  a  patent  to  claim  that  which  is  the  invention  he  has  made  and  seeks  to 
monopolize.  The  examiner's  first  rejection  of  the  application  notifies  the  applicant 
of  the  state  of  the  art  so  far  as  it  bears  npon  the  invention  claimed.  Having  the 
state  of  the  art  thus  exhibited  to  him,  the  wav  is  clear  for  the  applicant  by  amend- 
ment to  present  his  actual  invention  more  sharply  and  distinctly  or  restrictedly.  It 
is  then  his  duty  when  amending  to -present  his  case  in  the  shape  upon  which  he  pro- 
poses to  rest,  so  that  the  next  consideration  of  the  case  npon  its  merits  by  the  exam- 
iner may  permit  the  case  to  be  finally  disposed  of,  so. far  as  the  latter  is  concerned, 
either  by  an  allowance  or  by  a  final  rejection. 

•  •  •  •  »  «  «x 

The  second  rejection  of  an  application  is  not  given  until  after  a  careful  review  of 
the  claim  or  claims  and  of  the  grounds  of  rejection.  After  receiving  this  action  the 
applicant  has  received  all  tq  which  he  is  entitled  from  the  examiner. 

He  then  proceeds  to  show  that  the  allowance  of  amendments  under 
such  circumstauces  re-opens  the  case  and  involves  a  re-examination  of 
the  merits,  and  that — 

after  the  extensive  round  of  actions  already  made  in  the  case  the  examiner  would 
substantially  have  to  begin  anew' with  the  treatment  thereof.  x 

He  also  insists  that  the  applicant  has  not  shown  good  find  sufficient 
cause  for  the  amendment  as  contemplated  by  Rule  67. 

Digitized  by  VjQOQlC 
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In  these  views  of  tiic  examiner  in  their  general  application  I  fully 
concur.  The  only  doubt  I  had  entertained  was  whether  under  the  cir- 
cumstances, the  applicant  having  promptly  and  diligently  presented  his 
petition  to  the  Examiners  in-Chief  with  a  view  to  securing  their  recom- 
mendation, they  did  not  retain  jurisdiction  for  that  purpose,  and  in  con- 
sequence of  an  early  and  unexpected  remanding  of  the  case  to  the  Pri- 
mary Examiner  he  (applicant)  had  not  been  deprived  of  this  right 

1  find  that  Bale  134  originally  contained  a  clause  requiring  the  Exam- 
mers-in-Chief  in  rendering  a  decision  adverse  to  an  applicant  to  fix  the 
expiration  of  the  limit  of  appeal,  during  which  time  the  case  would  not 
be  remanded  to  the  Primary  Examiner,  but  jurisdiction  would  remain 
with  them,  and  had  the  rule  continued  in  this  form  at  the  present  time 
I  entertain  the  opinion  that  this  petition  of  the  applicant  would  have, 
received  consideration,  and  the  record  discloses  the  fact  that  in  all 
probability  a  recommendation  favoring  the  indorsement  of  the  amend- 
ment by  the  Primary  Examiner  would  have  been  made.  • 

The  clause  in  Rule  134  alluded  to  as  having  been  stricken  out  was  as 
follows : 

If  tax  appeal  shall  not  be  taken  from  their  (the  Board's)  deoision  to  the  Commis- 
sioner, the  Primary  Examiner  will  at  the  expiration  of  the  limit  of  appeal  resume 
Jurisdiction  of  the  ease  and  proceed  therewith  in  accordance  with  such  decision. 

On  April  27, 1880,  this  clause  was  stricken  from  the  rule  by  amend- 
ment approved  by  the  Secretary  of  the  Interior,  so  that  thereafter  np 
to  the  present  time  ex  parte  cases  have  been  regarded  as  within  the  ju- 
risdiction of  the  Primary  Examiner  immediately  after  the  case  had  been 
decided  by  the  Examinersin-Chief.  See  Ex  parte  Reynolds  (0.  D.  1883, 
56),  in  which  case,  after  referring  to  the  change  of  rules  in  1879,  the 
Commissioner  says : 

Previous  to  that  time  ft  was  necessary  in  all  oases  where  it  was  proposed  to  amend 
an  application  after  an  adverse  decision  by  an  appellant  tribnnal,  whether  subject  to 
suggestions  or  otherwise,  to  first  obtain  the  "recommendation"  of  the  tribnnal  last 
acting  upon  the  case  and  also  the  "  approval /f  of  the  Commissioner.  It  was  deemed 
expedient,  however,  upon  the  revision  of  the  rales,  to  dispense  with  these  multiplied 
proceedings,  which  were  in  most  cases  a  mere  form,  and  to  remit  the  whole  matter  to 
the  jurisdiction  of  the  Primary  Examiner.  This  purpose  is  indicated  in  the  omission 
from  the  Rule  67  of  the  following  clause,  which  formed  a  part  of  the  corresponding 
Rule  31  of  the  old  edition : 

"After  a  second  rejection,  and  at  any  time  before  the  issuance  of  a  patent,  special 
amendments  may  be  received  for  examination  by  the  approval  of  the  Commissioner ; 
but  such  amendments  must  first  be  submitted  to  the  tribunal  last  acting  upon  the 
ease  for  recommendation  or  objection,  and  will  be  subject  to  revision  and  restriction 
-the  same  as  original  amendments." 

It  can  not  be  doubted,  either  under  the  old  practice  or  the  present,  but 
that  the  Primary  Examiner  possesses  the  whole  jurisdiction  of  determin- 
ing whether  questious  presented  by  offered  amendments  involve  mat- 
ters which  were  res  adjudicate  and  has  the  power  to  refuse  to  consider  or 
act  upon  them,  whether  the  question  is  referred  to  him  by  recommenda- 
tion from  the  Examiners-iu-Ohief  or  from  the  Commissioner.    Of  coarse 
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in  case  of  his  refusal  there  exists  the  right  of  appeal.    Iu  support  of 
these  views  see  Ex  parte  Hitt  (C\  D.  1883,  70),  in  irhich  it  is  stated: 

All  amendments  to  applications  should  first  be  considered  by  the  Primary  Exam- 
iner, notwithstanding  the  case  might  have  been  on  appeal  to  the  Exaininers-in-Chief 
or  to  the  Commissioner  in  person.  •  •  •  The  examiner  shonld  ascertain  whether 
the  subject- matter  presented  by  the  amendment  is  substantially  the  same  as  that 
theretofore  presented  and  rejected.  If  so,  the  amendment  shonld  be  refused.  Appli- 
cants will  not.be  permitted,  simply  by  a  change  in  the  form  of  their  claims  or  in  the 
title  of  their  inventions,  to  have  amendments  admitted  and  considered  on  the  merits 
after  the  subject-matter  in  fact  has  been  rejected  either  by  the'examiner  or  by  the 
other  tribunals  of  the  Office. 

There  are  other  cases  bearing  upon  this  question,  bat  th*y  need  not 
be  cited* 

It  is  clear  that  the  Examiners  in-Chief  have  not  annexed  to  their  de- 
cision a  statement  relative  to  the  applicant's  case,  nor  any  recommenda- 
tion as  to  what  they  deem  properly  should  be  done ;  bat,  as  just  shown, 
bad  they  done  so  this  would  not  have  been  binding  upon  the  Primary 
Examiner.  The  petition,  then,  which  was  addressed  to  the  Examiners- 
in-Ohief,  bat  which  was  acted  upon  by  the  Primary  Examiner,  mast  be 
regarded  as  having  been  dealt  with  in  the  proper  jurisdiction,  and  the 
Office  has  been  famished  with  the  decision  of  the  Primary  Examiner 
upon  that  question.  It  is  evident  that  a  case  where  the  Examiners- 
in-Chief  annex  to  their  decision  a  statement  relative  to  the  case  and  a 
recommendation,  the  applicant  in  asking  the  Primary  Examiner  to  act 
accordingly  is  not  required  to  make  any  showing  of  cause  or  give  any 
reason  why  an  amendment  has  not  been  sooner  presented,  the  statement 
and  recommendation  of  the  Examiners  in  Chief  being  sufficient  under 
those  circumstances ;  but  when  such  statement  and  recommendation  are 
not  made  and  there  is  nothing  it  most  but  a  doubtful  and  uncertain 
suggestion,  as  in  the  case  now  dnder  consideration,  it  seems  undoubted 
that  Bale  67,  cited  by  the  Examiner,  governs,  and  that  the  Examiner 
acted  properly  in  refusing  to  consider  the  amendment  without  the  show- 
ing required  by  that  rule.  I  therefore  affirm  the  action  of  the  Primary 
Examiner  and  dismiss  the  petition  in  this  case. 


Hicks  v.  Keating  v.  Purvis  and  Bilgram 

Decided  Suns  28,  1887. 

40  O.  G.,  343. 

Suspending  and  Dissolving  Interferences— Joint  Applicants  not  Joint 
Inventors. 

Practice  under  Rales  116  and  120  in  cased  where,  from  preliminary  statement*, 
evidence,  or  otherwise,  it  appears  that  one  of  the  applicants  is  not  an  inventor, 
or  joint  applicants  are  not  joint  inventors,  etc.,  statutory  bar,  etc. 
Judgment  op  Priority. 

Rale  219  is  paramount,  and  when  formal  declaration  of  interference  has  been 
made  the  proceeding  should  not  bo  determined  without  judgment  of  priority,  ex- 
oent  when  clearlv  and  certainly  reqnired  by  Rales  116  and  120. 
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3.  PAKTD5S  TO  IXTKBrSREXCX. 

An  interference  is  declared  between  the  applications  or  inventions  involved 
rather  than  feet  ween  the  applicants  or  patentees.  The  question  it,  which  in- 
vention as  claimed  was  first  invented,  rather  than  who  has  the  ownership  or 
title.  Such  inquiry  may  disclose  a  reason  why  one  of  the  parties  personally  is 
not  entitled  to  a  patent,  and  at  the  same  time  not  raise  the  consideration  of  a 
statutory  bar. 

4.  Rule  120— Bar  to  Patents. 

Rule  120,  in  so  for  as  it  authorizes  the  suggestion  of  a  statutory  bar  to  the 
grant  of  a  patent  as  a  cause  for  suspending  or  dissolving  an  interference,  relates 
to  such  facts  as  are  purely  a  bar,  us  contradistinguished  from  questions  of  title  or 
joint  inventors — a  bar  which,  under  the  old  rule,  would  operate  against  aU  the 
applicants  in  interference ;  but  such  a  statutory  bar  to  the  claims  of  either  one  of 
the  parties  to  the  interference  is  sufficient  to  call  into  exercise  the  action  contem- 
plated by  the  rule. 

5.  Sams— Action  bt  Examiner, 

Rnle  120  does  not  require  the  Examiner  of  Interferences  to  act  immediately  upon 
being  advised  of  the9  existence  of  a  state  of  facts  which  might  justify  action 
looking  toward  suspension  or  dissolution  of  the  interference. 

6.  Practice  iw  the  Patext  Office. 

A  history  of  the  practice  of  the  Office  in  this  particular,  as  shown  in  Commis- 
sioners' decisions  since  Pugk  v.  Hamilton  etal,  C.  D.,  1870,  153. 

7.  Motion  to  Dissolve  Interference. 

When  a  motion  to  dissolve  is  made  under  Rule  110,  showing  a  prima  facie  case 
in  which  there  seems  to  be  a  statutory  bar  to  the  claims  of  the  adverse  party, 
the  Examiner  of  Interferences  has  no  discretion,  but  must  at  once  refer  the  mo- 
tion to  the  Primary  Examiner. 

&  Bulb  120— Discretion  of  Examiner. 

But  when  the  question  arises  under  Rule  120,  the  Examiner  of  Interferences 
should  exercise  his  discretion.  If  it  presents  Itself  upon  the  preliminary  state- 
ments, showing  that  the  joint  applicants  were  not  joint  inventors,  or  other  simi- 
lar state  of  facts,  the  Examiner's  discretion  »bould  have  in  view  the  saving  of 
time,  avoiding  delays,  and  protecting  the  rights  of  the  parties  and  tho  public. 
Such  statements  should  not  be  approved  without  first  giving  the  parties  an  oppor- 
tunity to  correct  them  by  amendment.  If  not  amended  and  no  disclaimer  or  con- 
cession of  priority  is  made,  the  statement  should  be  approved  and  the  interfer- 
ence formally  declared.  If,  on  final  hearing,  priority  should  be  awarded  to  one 
party  when  there  was  reason  to  believe  he  was  not  the  first  inventor,  or  that 
there  was  a  statutory  bar  to  his  application,  the  Examiner  of  Interferences  should 
call  attention  to  the  fact  in  his  decision,  ns  required  by  the  rule. 

0.  Same. 

Should  the  same  or  other  similar  elate  of  facts  be  developed  by  the  evidence, 
the  discretion  of  the  Examiner  of  Interferences  bhould  bo  exercised  in  the  direc- 
tion of  reaching  a  determination  of  tho  interference  aud  awarding  priority  under, 
Rule  119,  uuless  a  statutory  bar,  as  herein  defined,  is  most  conclusively  shown,  and 
to  proceed  with  the  interference  would  impose  unusual  and  unnecessary  trouble 
and  expense  upon  the  parties.  The  rule  (120)  does  not  rt quire  the  Examiner  of 
Interferences  to  act  before  rendering  his  decision,  nor  that  the  Commissioner  shall 
suspend  the  interference  before  such  decision.  The  interest  of  the  public  is  gen- 
erally conserved  by  permitting  tho  interference  to  take  its  conrso  to  final  hearing 

On  Reference. 

FOLDBl)  l'ACKAGF.3  OF  PATER. 

APPLICATION  of  Oliver  H.  Hicks  filed  March  27,  18SG,  tfo.  190,799. 
APPLICATION  of  lioberfc  M.  Keating  filed  March  2fi,  1886,  No.  19C,C40. 
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Application  of  William  B/Purvis  and  Hugo  Bilgrara  filed  February 
6,  1886,  No.  191,003. 

Messrs.  Church  A  Church  for  Hicks. 
Messrs.  Chapin  &  Cq.  for  Keating. 

Hall,  Commissioner : 

Under  Bale  120  the  Examiner  ot  Interferences  has  directed  the  atten- 
tion of  the  Commissioner  to  a  state  of  facts  in  this  case  which,  in  the 
Examiner's  opinion,  shows  that  no  interference  exists,  and  he  requests 
instructions  as  to  the  proper  coarse  to  be  pursued.  The  question  pre- 
sented is  whether  the  interference  should  be  suspended  or  dissolved,  or 
the  interference  should  be  formally  declared  and  award  of  priority  made. 

The  circumstances  upon  which  this  question  bus  arisen  are  as  follows : 
February  11, 1887,  an  interference  was  declared  between  the  joint  appli- 
cation of  Purvis  aud  Bilgrara,  filed  February  C,  188C,  the  sole  appltca 
tion  of  Keating,  filed  March  26,  and  the  sole  application  of  Hicks,  filed 
March  27, 1886,  these  dates  indicating  who  are  junior  and  senior  parties 
to  the  interference.  The  usual  notices  of  the  interference  were  given 
and  the  parties  have  filed  their  respective  preliminary  statements,  those 
of  Hicks  and  Keating  having  been  approved  March  14, 1887.  Bat  it 
appears  from  the  preliminary  statements  of  Purvis  and  Bilgram  that 
they  were  not  joint  inventors,  so  far  as  the  claims  involved  in  this  inter- 
ference are  concerned,  but  that  the  subject  of  their  joint  claim  in  this 
respect  was  the  sole  invention  of  Purvis.  These  preliminary  statements 
have  not  been  approved,  and  the  formal  declaration  of  interference,  by 
fixing  dates  for  evidence  and  final  hearing,  has  not  been  made. 

What  is  the  correct  practice  under  such  circumstances f  Although 
in  the  present  case  the  question  arises  in  an  interference  between  par- 
ties all  of  whom  are  applicants  for  a  patent,  yet  it  may  arise  between 
applicants  for  patents  or  for  the  reissue  of  patents  on  the  one  side  and 
those  who  are  patentees  on  the  other,  or  in  any  of  the  cases  which  are 
recognized  under  Bule  93.  It  may  also  present  itself  upou  an  inspection 
of  the  preliminary  statements,  or  from  the  consideration  of  the  evidence 
taken  by  the  parties  to  the  interference.  The  rule  which  is  supposed 
to  be  applicable  is  as  follows : 

Bale  1'40.  In  their  decision  of  the  questiou  of  the  propriety,  or  before  each  decis- 
ion, the  Examiner  of  Interferences  and  the  Exarainers-in-Chief  wilt  direct  the  Attention 
of  the  Commissioner  to  any  matter  not  r  da  tiny  to  priority  which  may  have  come  to 
their  notice,  and  which,  in  their  opinion,  establishes  the  fact  that  no  interference  exists 
or  that  there  has  been  irregularity  in  declaring  the  same  (Rule  116),  or  which  amounts 
to  a  statutory  bar  to  the  grant  of  a  patent  to  either  of  the  parties  for  the  claim  or  claims 
in  interference.  The  Commissioner  may,  before  judgment  on  the  question  of  priority 
of  invention,  suspend  the  interference  and  remand  the  case  to  the  Primary  Examiner 
for  his  consideration  of  the  matters  to  which  attention  has  beou  directed,  and  his  de- 
cision will  be  subject  to  appeal,  as  in  other  cases.  If  the  case  shall  not  be  so  remanded, 
the  Primary  Examiner  will,  after  judgment,  consider  any  matter  affecting  the  rights 
of  either  party  to  a  patent  which  may  have  been  called  to  his  attention,  unless  tb» 
same  shall  have  been  previously  disposed  of  by  the  Commissioner. 
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This  is  not  tiki  only  rule  designed  to  call  the  attention  of  the  Office 
to  matters  aftecting  the  regularity  of  the  interference  or  which  should 
rdsult  in  its  dissolution.  Rale  116  permits  motions  by  the  parties  to  dis- 
solve the  interference  upon  very  similar,  if  not  identically  the  same, 
gronnd8  as  those  specified  in  Sale  120.  Bat  both  rales  are  evidently 
controlled  by  Bale  119,  which  provides  that  when  the  interference  is 
finally  declared,  after  all  irregularities  have  been  corrected  and  dates 
for  evidence  >and  final  hearing  Axed,  it  will  not  be  determined  (ended 
or  decided)  without  judgment  or  priority.  Bale  130  expressly  declares 
that  all  the  matters  to  be- called  to  the  attention  of  the  Commissioner 
are  those  "  not  relating  to  priority."  Not  only  this,  but  every  question 
thus  arising  for  consideration  under  either  Bale  110  or  120  goes  to  the 
Primary  Examiner  for  consideration  as  if  the  case  were  resolved  into 
an  ex  parte  one  again/ and  appeals  may  be  taken  where  the  decision  is 
adverse  to  the  claim  of  a  party  to  a  patent,  so  that  the  formulating  of 
the  declaration  of  an  interference  and  the  determination  of  the  patent- 
ability of  an  invention  are  at  all  times  carefully  retained  Within  the  orig- 
inal jurisdiction  of  the  Primary  Examiner,  and  the  sole  matter  left  for 
the  Examiner  of  Interferences  is  the  question  of  priority  of  invention. 

Although  it  is  contemplated  that  all  these  questions  shall  be  disposed 
of  preliminary  to  final  judgment  in  interference,  or  may  terminate  the 
interference,  yet  even  after  an  award  of  priority,  when  the  case  comes 
back  to  the  primary  examiner,  the  latter  is  required  to  consider  any 
such  matters  in  much  the  same  manner  as  if  the  Commissioner  had  re- 
ferred them  to  him.  Bo  it  seems  clear  that  while  in  a"  proper  case  of 
interference  the  right  to  an  award  of  priority  is  paramount  under  Bute 
119,  tho  action  to  be  invoked  under  Bule  120  relates  to  matters  wholly 
independent  of  the  question  of  priority.  It  proceeds  upon  the  clear  rec- 
ognition of  the  rule  requiring  the  primary  examiner  to  determine  the 
patentability  of  all  claims  before  declaring  an  interference  and  to  form- 
ulate the  interference.  The  whole  Office  is  to  be  at  all  times  on  the  alert 
to  prevent  any  claims  for  a  patent  to  which  there  is  a  statutory  bar  from 
having  any  foothold  or  standing,  and  if  by  error,  oversight,  or  other- 
wise such  an  application  is  brought  into  interference  it  at  once  becomes 
the  dnty  of  the  Office  to  take  such  steps  by  either  suspending  or  dissolv- 
ing the  interference  or  directing  an  investigation  of  the  facts  to  be  made 
as  will  preclude  a  patent  issuing.  There  is  also  involved  in  the  rule  the 
purpose  of  saving  the  time  and  expenses  that  would  be  lost  in  a  useless 
contest  in  interference!  The  conditions  to  which  the  rule  applies1  are, 
first,  the  fact  that  no  interference  in  fact  exists ;  second,  that  there  has 
been  irregularity  in  declaring  the  interference ;  third,  that  there  exists 
a  statutory  bar  to  the  grant  of  a  patent  to  either  of  the  parties  for  the 
claims  in  interference. 

The  first  involves  a  review  or  reconsideration  of  the*  examiner's  dec- 
laration of  the  interference,  and  must  be  determined  from  a  considera- 
tion of  the  claims  involved,  from  which  alone  it  can  be  known  if  there 
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is  an  interference.  The  second  condition  is  of  tbe  same  character,  ex- 
cept that  it  relates  rather  to  the  form  or  extent  of  the  interference  and 
looks  to  its  modification  or  reformation.  The  third  and  most  material 
condition  is  that  relating  to  the  statutory  bar.  What  is  meant  by  statu- 
tory bar  as  used  in  this  rule  f 

It  must  be  "  a  statutory  bar  to  the  grant  of  a  patent  to  either  of  the 
parties  for  the  claim  or  claims  in  interference."  When  the  nature  and 
purpose  of  an  interference  are  considered,  it  will  be  difficult,  as  between 
applicants  for  a  pateut,  to  ascertain  what  would  be  a  statutory  bar  to 
one  which  would  not  also  bar  the  other,  and  on  first  impression  it  would 
seem  that  the  term  "  either  of  the  parties"  was  equivalent  to  "  all  the 
parties."  It  is  settled  that  an  abandoned  or  rejected  application  is  not 
a  publication.  A  former  patent  does  not  bar  an  applicant  who  makes 
tbe  required  affidavit.  True,  in  a  case  between  an  applicant  and  a  pat- 
entee there  might  be  a  statutory  bar  to  the  applicant  which  technically 
would  not  bar  the  patentee ;  but  this  is  because  the  Office  has  no  power 
to  bar  or  affect  a  patent  when  once  issued.  That  this  view — that  the 
statutory  bar  should  affect  all  the  parties  to  the  interference — was  once 
the  rule  and  practice,  of  the  Office  is  clear.  As  late  as  1859  Bale  59, 
part  of  which  is  now  Time  120,  was  as  follows : 

If  during  tbe  continuance  of  an  interference  it  shall  appear  that  neither  party  is 
entitled  to  a  patent  by  reason  of  abandonment,  pnblic  nee,  Qr  any  other  statutory 
bar,  tbp  Examiner  of  Interferences  or  Examiners-in*Chief,  as  the  ease  may  be,  will 
direct  tbe  attention  of  the  Commissioner  to  tbe  facts  either  by  a  report,  if  before  the 
bearing,  or  in  tbe  decision  of  the  question  of  priority,  if  tbe  interference  comes  to  a 
regular  bearing.  Tbe  Commissioner,  if  in  his  judgment  it  is  necessary,  will  then 
suspend  tbe  interference  and  remand  the  case  to  the  Principal  Examiner  for  deter- 
mination of  any  of  these  questions. 

In  a  well-considered  case  arising  under  this  rule,  Little  v.  Lillie 
et  al.  (G.  D.  1876,  207),  Commissioner  Duell  held : 

Should  it  appear  that  only  one  of  tbe  two  or  more  parties  to  the  interference  was 
not  entitled  to  a  patent,  it  would  be  useless  to  suspend  proceedings,  for  the  question 
of  priority  of  invention  would  still  remain  undetermined.  One  of  tbo  parties  may 
be  tbe  prior  inventor  and  still  not  be  entitled  to  a  patent,  but  that  fact  would  be  no 
warrant  for  tbo  Office  to  grant  tbe  patent  to  a  subsequent  investor,  or  to  a  person 
whose  status  is  undetermined.  Moreover,  should  it  appear  that  the  prior  inventor 
bad  given  bis  Invention  to  tbe  public,  it  would  be  contrary  to  tbe  spirit  and  policy 
of  tbo  patent  law  to  grant  a  patent  to  another  who  is  clearly  not  entitled  to  it,  being 
a  subsequent  inventor. 

Whether  tbe  party  to  whom  priority  of  invention  is  awarded  shall  receive  a  patent 
therefor  is  not  to  be  decided  by  the  interference  proceeding,  but  as  an  ex  parte  mat- 
ter. The  Commissioner  is  authorized  by  section  4904  to  issno  a  patent  to  the  party 
adjudged  to  be  tbe  prior  inventor ;  ho  is  not  required  to  do  so,  however.  It  merely 
disposes  of  one  of  the  many  questions  that  arise  upon  the  examination  of  an  appli- 
cation.   •    •    • 

If  neither  party  is  entitled  to  a  patent  for  the  invention  involved,  tbe  necessity  for 
an  interference  ceases,  as  this  proceeding  is  instituted  simply  for  the  purpose  of  guid- 
ing tbe  Office  in  granting  or  refusing  the  patent  to  those  applying  for  it. 

His  conclusion  was  that  so  long  as  there  was  one  party  insisting  upon 
"•  claim  to  an  invention  for  which  there  was  another  interfering  appli- 
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cation  pending  in  the  Office  the  question  of  priority  of  invention  re- 
mained undecided.  The  rule  remained  unchanged  in  this  particular 
until  1877,  when  it  was  so  amended  that  the  words  u  abandonment "  and 
"  public  use  "  were  omitted  from  their  association  with  "  any  other  statu- 
tory bar,"  probably  a*  tautological,  and  the  expression  u  if  it  shall  ap- 
pear that  neither  party  is  entitled  to  a  patent "  became  "  a  statutory  bar 
to  either  of  the  parties."  At  first  I  was  inclined  to  the  opinion  that 
while  the  phraseology  of  the  rule  had  changed,  yet  when  properly  con- 
strued its  meaning  continued  the  same.  This  impression  seemed  to  re- 
sult from  a  consideration  of  the  nature  and  purpose  of  an  interference 
and  the  correct  meaning  of  "a  statutory  bar."  - 

An  interference  is  declared  between  the  applications  or  the  inven- 
tions involved  rather  than  between  the  applicants  or  patentees.  It  is 
a  contention  as  to  which  invention  was  first  made  in  point  of  time, 
rather  than  the  ownership  or  title  of  the  applicants.  Whether  the  ap- 
plicant is  the  true  owner,  or  has  transferred  his  whole  interest  to  an 
assignee  (Sawyer  A  Man  v.  Edison,  C.  D.  1883,  80),  or  the  invention  is 
joint  or  sole,  is  a  matter  personal  to  the  applicant.  In  such  inquiry 
may  be  found  a  reason  why  the  applicant  individually  is  not  entitled  to 
a  patent;  but  it  does  not  raise  the  consideration  of  a  statutory  bar. 
The  bar  is  to  the  issuance  of  the  patent,  and  applies  to  all  applicants 
involved  in  interference.  There  may  be  several  applicants,  each  the  in- 
ventor of  the  same  invention,  each  in  a  sense  the  owner  of  his  inven- 
tion, and  yet  all  of  them  equally  affected  by  a  statutory  bar.  A  former 
patent  may  as  a  patent  or  as  a  publication  bar  subsequent  applications; 
but  such  bar  can  be  removed  by  an  affidavit  so  far  as  to  authorize  an 
interference  between  the  two,  and  from  thence  on  in  the  investigation 
the  sole  question  presented  is,  who  was  the  first  inventor!  I  have 
therefore  concluded  that  the  question  of  statutory  bar  as  contem- 
plated in  Rule  120  relates  to  matter  that  is  purely  a  bar  as  contradis- 
tinguished from  title,  or  whether  the  applicants  are  joint  inventors — a 
bar  which  under  the  old  rule  as  interpreted  by  Duell,  Commissioner, 
in  Little  v.  LiUie  et  oZ.,  supra,  must  have  been  such  as  would  have 
barred  all  the  applicants  in  interference.  But  I  also  hold  that  under 
the  present  rule  a  statutory  bar  to  either  one  of  the  parties  in  interfer- 
ence may  call  into  exercise  the  action  authorized  by  it.  But  in  reach- 
ing this  conclusion  the  true  function  of  an  interference  must  be  kept 
in  view.  It  involves  only  the  sole  question  of  priority.  Every  rule 
of  the  Office  relating  to  the  subject  is  specific  in  directing  that  that 
question  shall  not  be  involved  or  complicated  with  any  other.  To 
illustrate  this  in  its  application  to  the  present  case,  it  will  be  remem- 
bered that  there  are  pending  three  applications  for  the  same  invention. 
The  interference  was  necessarily  and  properly  declared,  because  each 
application  covered  the  same  invention.  When  the  preliminary  state- 
ments of  Purvis  and  Bilgram  came  in,  they  disclosed  the  fact  that  the 
unit  composed  of  those  joint  applicants  had  not  made  the  invention,  but 
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that  it  was  inade  by  one  of  them.  This  gave  their  case  a  double  as- 
pect; first,  upon  its  merits  as  an  ex  parte  application  before  or  after  in- 
terference no  patent  could  lawfully  issue  to  them;  second,  as  parties  to 
the  interference  (without  ameuding  their  preliminary  statement)  no 
award  of  priority  could  be  given  them,  not  {>ecause  no  invention  bad 
been  made,  but  because  the  nnit  composed  of  both  joint  applicants 
had  not  made  an  invention  at  any  time,  and  therefore  not  prior  in 
time  to  the  other  applicants.  But  should  there  be  a  dissolution  of  the 
interference  for  this  reason  f  This  is  not  a  case  where  one  of  the  par- 
ties makes  a  motion  uuder  Rule  116  to  dissolve  the  interference,  de- 
nying the  patentability  of  an  applicant's  claim,  or  his  tight  to  make  the 
claim.  Such  a  motion  must  be  made^without  delay,  and  takes  the  course 
indicated  by  that  rule.  It  may  be  made  and  will  then  have  to  be  con- 
sidered. The  present  questidn  relates  to  the  action  of  the  Office  on  its 
own  motion. 

I  do  not  think  the  Examiner  is  required  to  act  at  once  in  the  direc- 
,  tion  of  a  suspension  or  dissolution  of  the  interference.  In  preparing 
.  their  preliminary  statement  Purvis  and  Bilgram  have  been  moreiutent 
upon  the  dates  of  conception  and  disclosure,  etc.,  and  the  statement 
relative  to  their  joint  invention  may  yet  be  corrected  so  as  to  show  a 
joint  invention.  Besides,  if  there  is  any  course  by  which  to  avoid  it, 
the  other  parties  to  thfe  interference  ought  not  to  be  delayed  in  judg- 
inent  of  priority  by  reference  to  the  Examiner  or  Commissioner.  As. 
stated,  it  is  not  a  case  of  actual  statutory  bar  and  is  not  strictly  within 
the  rule. 

Suppose  the  fact  of  non-joint  invention  had  been  developed  in  the  evi- 
dence taken  in  the  interference  instead  of  iu  the  preliminary  statement. 
The  joint;  applicants  may  be  senior  or  junior;  the  day  of  final  heariug 
has  not  been  reached ;  no  motion  calling  for  action  presented ;  the  case 
is  at  issue;  dates  fixed,  and  evidence  .being  taken.  Why  shall  the  Ex- 
aminer of  Interference  take  premature  action  in  the  direction  of  disso- 
lution f  In  the  present  case  no  statutory  bar  is  presented.  But  sup- 
pose it  were.  A  dissolution  of  interference  restores  the  parties  to  their 
conditions  of  ex  parte  applicants,  and  the  joint  applicants  may  still  be 
able  to  satisfy  the  Primary  Examiner  that  they  were  joint  inventors  and 
'  entitled  to  patent.  See  Crane  &  Rogers  (0.  D.  1871,  230),  where  Com- 
missioner Leggett  says : 

Where  the  joint  applicants  are  or  are  not  joint  inventors  is,  during  the  pendency 
of  their  application,  a  qnestion  solely  between  them  and  the  Office,  with  which  tho 
other  party  to  the  interference  has  nothing  to  do ;  nor  was  it  a  legitimate  issue  be- 
tween the  parties  before  the  Examiner  of  Interferences. 

In  case  the  senior  parties  to  the  interference  are  joint  patentees,  add 
it  should  appear  from  their  statements  or  evidence  tliat  they  were  not 
joint  inventors,  a  dissolution  of  the  interference  would  not  only  not 
avail  anything,  but  would  leave  the  applicants,  who  are  the  only  per- 
sons the  Office  can  protect  <tf  affect,  in  a  worse  condition  than  before. 


P&C1S10N8  OF  THE  COMMISSIONER  OF  PATENT8.  47 

It  leaves  them  with  a  prior  anticipating  patent  barring  their  claims, 
and  denies  them  the  right  to  avoid  it  by  judgment  of  priority  of  inter- 
ference. In  one  case  Commissioner  Doolittle  avoided  this  dilemma  by 
dissolviog  the  interference  and  then  allowing  the  junior  applicant  to 
prove  ex  parte  and  without  interference  priority  of  invention  over  the 
prior  patent  as  a  publication.  ( Walter  v.  Dennis,  C.  D.  1879,265.)  Yet 
the  former  patent  remained  as  such,  and  an  invention  was  disclosed 
which  may  have  been  a  statutory  bar  to  the  pending  application.  So, 
also,  in  some  other  cases  the  difficulty  has  been  obviated  by  holding 
that  a  dissolution  of  the  interference  in  sucli  a  case  was  equivalent  to 
an  award  of  priority  against  both  parties  to  the  interference',  but  not  in 
favor  of  either.  Such  was  the  case  of  Crane  it  Rogers,  supra.  But 
clearly  there  can  be  no  award  of  priority  a  against  party,  except  as  it 
results  from  an  award  in  favor  of  the  adverse  party.  A  dissolution  of 
interference  is  a  refusal  to  consider  thfe  question  of  priority,  and  can  not 
be  deemed  the  equivalent  of  an  award  in  favor  of  or  agains  teither  party. 
The  question  under  consideration  has  presented  itself  in  a  variety  of 
phases  to  former  Commissioners,  and  their  conclusions  are  by  no  means 
in  harmony.  During  the  period  covered  by  these  decisions  the  rules 
have  been  changed  and  modified ;  but  this  fact  will  not  explain  the  con- 
flict in  them. 

Pugh  v.  Hamilton  ct  al.  (C.  D.  1870, 163)  was  an  interference  between 
four  joint  patentees  and  Pugh,  a  sole  applicant  After  a  full  review  of 
the  evidence  the  Examiner  of  Interferences  found  that  the  invention  had 
not  been  made  by  the  joint  patentees,  but  by  one  of  them  only  in  Janu- 
ary, 18G7,  while  Pugh  did  nothing  until  the  summer  of  that  year,  ^heu 
be  made  some  drawings.  The  Examiner  of  Interferences  referred  the 
question  as  one  of  practice  to  Commissioner  Fisher,  who  announced  the 
following  views  upon  the  subject: 

It  is  therefore  submitted  to  the  Commissioner,  as  a  question  ui  practice,  whether 
the  action  of  the  Examiner  was  correct.  Of  course  no  appeal  is  taken  to  me  upon 
the  findings  of  the  Examiner  npon  the  evidence.  I  may  therefore  assume  as  proven 
that  tho  four  joint  patentees  were  not  joint  inventors,  but  that  two  of  them  weref 
and  that  tho  two  made  their  invention  before  their  opponent  in  the  interference.  The 
counsel  for  the  Hamilton*  says  that  in  the  present  case  he  supposed  that  his  clients 
were  "  only  required  to  show  cause  why  a  patent  should  not  issue  to  Pugh  for  the  same 
invention  patented  to  them.  Accordingly,  on  being  informed  that  Pugh  had  taken 
testimony  tending  to  prove  that  all  the  original  patentees  did  not  participate  in  make 
iug  the  invention,  I  advised  my  clients  that  no  such  issue  was  involved  in  this  inter- 
ference, and  that  it  was  unnecessary  for  them  to  pay  any  attention  to  that  point,  inas- 
much as  it  was  just  as  fatal  to  Pugh's  application  to  show  that  any  pne,  two,  or  three  of 
them  made  the  invention  before  he  did,  as  to  show  that  they  all  made  it  jointly."  In 
another  case  before  me  a  few  days  ago  the  counsel  of  the  party  opposed  to  the  joint  in* 
ventors  complained,  under  like  circa  instances,  that  he  advised  his  client  that  he  was 
only  required  to  prove  that  the  other  parties  were  not  joint  inventors,  as  they  claimed 
to  be,  and  that  as  that  was  fully  proven,  he  did  not  go  into  the  proofs  as  to  the  date 
of  his  client's  invention.  These  opposite  views  of  counsel  sufficiently  indicate  the 
nature  of  the  true  rule  to  be  adopted.  *  The  issue  in  an  interference  is  between  the 
parties  in  the  characters  in  which  they  appear  as  applicants  before  the  office.    If  A 
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claims  to  have  made  an  invention,  and  B  and  C  also  claim  to  have  made  it  jointly,  ant 
the  parties  are  pnt  into  interference,  the  issue  presented  is,  whether  A  alone,  or  whetbei 
B  and  G  together  first  invented  it.  The  issue  is  not  whether  B  or  C,  separately,  made 
the  invention  before  A.  There  is  no  such  question  before  the  Office.  Neither  B.nor  C 
makes  application  nor  holds  a  patent  for  a  sole  invention,  and  under  the  statute  tho 
interference  can  only  be  with  a  "pending  application"  or  an  "unexpired  patent." 
It  is  not  a  fishing  process,  to  ascertain  if  any  person  made  tho  invention  before  either 
of  the  contestants,  but  only  to  determine  which  of  them,  in  the  character  as  to  solo 
or  joint  invention  in  which  they  have  appeared  in  the  office,  is  the  prior  inventor. 
It  is  just  as  improper,  therefore,  in  such  a  case,  to  award  priority  to  one  of  several 
joint  patentees  or  applicants  as  it  would  be  to  award  it  to  a  party  not  in  the  interfer- 
ence at  all,  but  concerning  whose  invention  proof  bad  been  given  by  either  party.  It 
sometimes  happens  in  the  course  of  proof  in  a  case  between  two  contestants,  A  and  B, 
that  it  appears  that  the  first  invention  was  iu  fact  made  by  a  third  party,  C.  This 
does  not,  however,  justify  the  award  of  priority  to  C.  Iu  such  oases  the  usual  course 
has  been  to  dissolve  the  interference.  The  true  practice,  however,  is  to  decide  the  Is- 
sue between  the  contestants  in  the  character  in  which  they  present  themselves,  and  to 
do  nothing  more.  If,  for  example,  it  appears  in  an  interference  between  A  on  the  ono 
hand  and  the  joint  application  of  B  and  C  on  the  other  that  B  and  C  made  no  joint  in- 
vention, but  that  C  made  a  sole  invention  earlier  than  A,  the  Examiner  shonld  award 
priority  to  A ;  for  on  the  issue  as  it  stands,  between  his  sole  application  and  the  joint 
application  of  his  opponents,  it  appears  that  he  made  an  invention  aud  they  mado 
bone.  If  C  chooses  to  come  in  subsequently  with  a  sole  application,  the  matter  can 
be  tested  as  between  him  and  A ;  or,  if  he  does  not,  A  may  be  rejected  by  the  Primary- 
Examiner,  on  the  record,  as  furnishing  sworn  evidence  of  the  existence  of  a  prior  in- 
vention, just  as  he  would  reject  the  application  on  an  affidavit,  patent,  or  printed 
publication.  This  evidence  A  may  rebut,  if  he  can,  by  copnter  affidavits ;  but  tho 
question  is  th  en  removed  from  the  domain  of  interferences,  and  is  to  be  treated  as  an 
ordinary  ex  parte  application.  Tho  same  course  is  to  be  pursued  when  proof  of  the 
invention  of  a  third  party  is  offered.  Strictly  speaking,  this  is  not  relevant  to  tho 
issue  tendered  by  the  interference.  It  is  not  to  be  considered  in  determining  tho 
question  of  priority  between  the  parties ;  but  snch  proof  affords  good  ground  for  tho 
rejection  of  the  successful  party,  unless  hois  able  subsequently  to  disprove  it.  Any 
other  course  would  lead  to  a  multiplicity  of  issues  in  a  matter  which  it  is  desirable  to 
simplify  as  much  as  possible.  In  tho  present  case  the  four  joiut  patentees  were  to  bo 
treated  as  one — as  a  unit ;  and  it  was  that  unit,  regarded  as  a  single  inventor  and 
not  as  four  separate  and  independent  inventors,  that  the  applicant  was  called  upon 
to  meet.  The  interference  was  single,  not  quadruple.  When,  therefore,  he  found 
that  the  unit  composed  of  tho  four  patentees  had  made  no  invention,  his  work  was 
done,  and  he  was  entitled  to  judgment.  It  is  (rue  that  the  other  party  might  choose 
to  go  on  and  prove  that  one,  or  two,  or  threo  of  them  had  made  a  prior  invention ; 
but  into  this  region  of  proof  the  sole  applicant  was  not  bound  to  follow  them  until 
invited  by  an  application  regularly  made  and  an  interference  regularly  declared. 
The  error  of  the  Examiner,  if  any,  iu  {his  case  was  in  making  any  statement  in  re- 
gard to  the  question  of  priority,  except  to  decide  that  question  as  it  was  presented 
by  the  precise  issue  before  him. 

In  Weston  v.  Hunt  and  Turner  (C.  D.  1871,  68),  the  case  came  before 
the  Commissioner  on  appeal  from  the  Examiners-in-Chief.  The  evi- 
dence in  the  interference  showed  Hunt  alone  to  have  made  the  inven- 
tion, and  not  the  joint  applicants,  Hunt  and  Tamer,  and  that  he  made 
the  invention  before  Westor*  did  j  bat  Hant  was  not  a  party  to  the  in- 
terference, and  could  be  known  only  as  a  witness.  Commissioner  Leg- 
gett  held : 

I  can  not  adopt  the  reasonings  of  my  predecessor  in  the  case  of  Pagh  v.  Hamilton 
U,  November  8, 1870,  for  it  seems  to  me  dear  that,  when  it  is  satisfactorily  proven^ 
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by  legitimate  testimony  that  neither  of  the  contestants  in  the  interference  made  the 
invention  in  question,  priority  can  be  declared  in  favor  of  neither.  In  the  case  of  Pugh 
▼.  Hamilton  el  al.  the  application  of  Pngh  and  the  patent  of  John,  Joseph,  and  O.  W. 
Hamilton  and  L.  E.  Hanson  embraced  substantially  the  same  snbject-niatter  and 
covered  the  same  invention ;  hence,  upon  the  face  of  the  papers,  the  first  question 
Which  of  the  two  parties  was  the  prior  inventor  f  and  they  were  pot  in  inter* 
to  determine  that  question.  The  proof  showed  that  two  of  the  Hamilton* 
the  invention  and  explained  it  to  Pngh  prior  to  Pugh's  whcaUed  invention. 
Tfaia  proof  was  legitimate,  and  was  as  fatal  to  the  application  of  Pagh  as  to  the  pat- 
ent of  John,  Joseph,  and  G.  W.  Hamilton  and  L.  E.  Hanson.  It  proved  that  neither 
of  the  parties  in  the  case  were  the  inventors,  and'oonsequently  there  could  be  no 
question  of  priority  between  them.  At  that  point  I  think  interference  ceased,  and  the 
proper  judgment  would  have  been  dissolution.  Where  the  proof  shows  that  neither 
party  made  the  invention,  the  question  of  priority  is  at  an  end,  and  there  can  be  no 
further  interference.  The  Judgment  in  interference  must  be  either  priority  or  disso- 
The  interference  is  therefore  dissolved,  and  the  Examiner,  in  his  further  es» 
of  the  two  applications,  will  take  cognisance  of  the  testimony  in  this 

While  it  may  be  true  that  the  joint  parties  were  shown  to  have  made 
no  invention,  and  so  were  in  a  condition  to  go  "out  of  court,"  yet  they 
would  more  properly  go  oat  of  the  Primary  Examiner's  "  court."  So, 
alao,  though  the  same  evidence  Bhowed  that  Weston  was  not  the  first 
inventor,  and  so  not  entitled  to  a  patent,  that  question  was  not  involved 
in  the  interference  and  could  better  be  determined  before  either  the  Pri- 
mary Examiner  or  the  Commissioner  as  an  ex  parte  case.  The  dissolu- 
tion left  Hunt  and  Turner,  and  also  Weston,  the  possibility  of  going 
back  to  the  Primary  Examiner  and  establishing  their  right  to  a  patent^ 
notwithstanding  the  evidence  in  the  interference.  That  evidence  con- 
cluded no  one,  and  could  conclude  no  one,  except  as  to  the  one  single 
question  of  priority. 

The  case  of  Pugh  v.  Hamilton  et  al.  came  again  before  the  Commis- 
sioner on  appeal  (C.  D.  1871, 116).  Commissioner  Leggett,  without  cit- 
ing bis  views  expressed  in  Weston  v.  Hunt  and  Turner,  found  as 
matter  of  fact  that  no  joint  invention  had  been  made  by  the  joint  ap- 
plicants, and  that  Pugh  had  made  no  invention  at  all.  It  was  a  case 
where  neither  party  had  made  the  invention.    He  concludes : 

Hence,  as  neither  party  in  the  case  made  the  invention,  priority  can  be  declared  in 
ffevor  of  neither.  The  interference  is  therefore  dissolved,  and  in  the  farther  consid- 
eration of  Pngh's  application  the  examiner's  attention  is  called  to  this  decision,  and 
to  the  testimony  in  the  case. 

This  decision  can  not  be  questioned.  It  is  a  case  where  neither  party 
to  the  interference  invented  the  subject-matter  involved.  Conimis- 
aioner  Thatcher  made  a  precisely  similar  decision  in  Waters  et  al  v.  Tost 
et  ah  (C.  D.  1875, 59);  but  these  were  decisions  of  the  issues  in  inter- 
ference upon  their  merits,  and  priority  was  not  awarded,  because  it  could 
not  be.  The  dissolution  was  not  upon  motion  or  suggestion,  such  as 
we  are  now  considering. 

What  would  have  been  the  ruling  in  the  former  case  had  the  Com* 
missioner  fouud  that  Pugh  bad  made  the  invention,  but  later  than 
22336  pat— —4 
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Hamilton,  is  not  quite  certain,  unless  we  suppose  that  lie  would  have 
adhered  to  his  views  in  Weston  v.  Hunt  and  Turner.  The  doubt  just 
expressed  is  justified  by  bis  views  in  the  subsequent  case  of  Crane  and 
Rogers  v.  Allen  (C.  D.  1871,  230).  The  evidence  showed  that  there  was 
no  joint  invention,  and  that  one  of  the  joint  patentees,  Crane,  had  made 
the  invention  before  Allen,  the  sole  applicant,  did;  but  the  examiner 
dissolved  the  interference,  giving  the  parties  thirty  days  to  appeal.  No 
appeal  being  taken,  Crane  and  Sogers  went  before  the  Primary  Exam-, 
iner  and  satisfied  him  that  they  were  joint  inventory,  and  he  passed 
their  case  to  issne.  Allen,  hearing  of  this,  presented  a  motion  to  the 
Commissioner  requesting  him  to  enforce  the  judgmeut  of  the  Examiner 
of  Interferences  by  suspending  and  prohibiting  the  issne  of  a  patent  to 
Crane  and  Rogers. 

The  object  of  an  interference  is,  by  the  law  and  by  the  Office  rales  of  practice, 
solely  for  the  pnrpose  of  determining  priority  of  invention  between  contending  par- 
ties. There  is  no  law  for  declaring  or  continuing  an  interference  on  any  other  qnee- 
tion.  The  Examiner  of  Interferences  has  uo  Jurisdiction  of  other  matters,  and  there- 
fore can  give  no  final  judgmeut  except  apon  questions  of  priority  of  invention  and 
such  preliminary  and  interlocutory  questions  oh  may  be  necessary  in  determining 
priority.  The  Board  of  Examiners-in-Chief  and  the  Commissioner,  while  acting  in 
his  judicial  capacity,  are  subject  to  the  same  limitations  when  trying  interference 
cases.  The  question  of  sole  or  joint  invention  is  not  a  question  at  issne  between  the 
parties  to  an  interference,  and  can  not  become  one,  and  sbonld  not  be  discussed  by  the 
parties  at  tbe  hearing. .  Whether  Crane  and  Rogers  are  or  are  not  joint  inventors,  is, 
during  the  pendency  of  their  application,  a  questiou  solely  between  them  and  tbe 
Office,  with  which  Allen  has  nothing  to  do,  and  has  no  business  to  intermeddle.  The 
question  of  several  or  joint  invention  upon  the  cart  of  Crane  and  Rogers  wa*  not 
a  legitimate  issue  between  the  parties  before  the  Examiner  of  Interferences,  and  waa 
not,  therefore,  a  matter  upon  which  he  could  give  a  decision ;  and  when  viewed  in 
the  light  of  the  law  and  the  rules,  this  question  was  not  decided  by  him.  He  decided 
positively  that  Allen  was  not  the  prior  inventor,  and  if  Allen  was  not  satisfied  with  this 
decision,  he  should  have  taken  his  appeal.  Allen  being  out  of  the  question,  the  exam- 
iner then  proceeded  to  ascertain  whether  he  could  give  priority  to  Crane  and  Rogers. 
Judging  from  the  testimony  taken  on  the  question  of  priority,  and  with  no  reference  to 
that  of  joint  or  several  invention,  ho  was  of  the  opinion  that  Crane  alone  invented  the 
device  in  question,  and,  therefore,  he  could  not  give  priority  to  Crane  and  Rogers ;  and 
as  the  judgment  in  interference  must  be  either  priority  or  dissolution,  his  judgment 
was  dissolution.  8o  far  as  the  examiner  considered  the  matter  of  joint  invention,  he 
considered  it  as  an  ex  parte  question— a  question  solely  between  him  and  Crane  and 
Rogers,  with  which  Allen  had  nothing  to  do.  Had  priority  been  given  to  Allen,  the 
question  of  joint  invention  would  not  have  been  discussed.  .As  it  was,  this  question  ilid 
'  not  arise  in  the  mind  of  the  examiner  until  after  he  had  decided  the  whole,  controversy 
between  Allen  on  the  one  side  and  Crane  and  Rogers  on  the  other,  by  deciding  priority 
against  Allen.  Allen  was  not  a  party  in  any  opinion  or  decision  tbe  examiner  may 
have  given  as  to  whether  Crane  alone,  or  Crane  and  Rogers  Jointly,  were  the  invent- 
on,  and  had  no  right  to  make  any  motion  nor  in  auy  other  way  interfere  in  any  mat- 
ter pertaining  to  such  opinion  or  decision.  Jf  Allen  was  dissatisfied  with  the  oxanrtn- 
er*s  decision  on  the  questiou  of  priority,  he  had  his  remedy  in  appeal  As  to  the 
judgment  of  priority,  Crane  and  Rogers  were  satisfied.  An  appeal  from  tbe  examin- 
er's opinion  or  dicta  on  the  matter  of  joint  invention  would  have  l>een  irregular,  and 
could  have  furnished  no  relief.  After  the  expiration  of  the  thirty  days  granted  for  ap- 
peal, the  interference  stood  dissolved,  and  of  course  Allen  went  out  of  the  office  with 
his  patent,  and  Crane  and  Rogers'  application  went  back  to  the  examiner*  where  if 
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was  prior- to  the  declaration*  of  interference,  with  the  question  of  priority  decided 
against  Alien,  in  which  decision  Allen  acquiesced,  and  a  strong  presumption  raised 
thai  Crane  and  Rodgers  were  not  joint  inventors.  Allen's  attorneys  refer  with  great 
assurance  to  the  Comintsioner's  decision  in  the  oases  of  Weston  v.  Hunt  and  Turner, 
May  14, 1871,  and  Pugk  v.  Hamilton  et  at,  May  19,  1871 ;  bat  a  more  careful  exami- 
nation of  these  decisious  would  have  disclosed  to  them  the  fact  that  the  action  of 
the  Office  in  the  matter  of  Crane  and  Rogers'  application  has  been  in  exact  accord- 
ance with  those  decisions.  In  the  case  of  Weeton  v.  Hunt  and  Turner  both  parties 
were  applicants  for  patents.  The  Commissioner  decided  priority  against  Weston,  but 
the  testimony  in  the  case  clearly  showed  that  Hunt  was  the  first  and  only  inventor ; 
hence  the  Commissioner  declined  to  give  priority  to  Hunt  and  Turner,  and  dissolved 
the  interference,  and  closed  the  decision  with  these  words:  "The  examiner,  in  his 
further  examination  of  the  applications,  will  take  cognisance  of  the  testimony  in  this 
ease.'9  The  closing  of  tbe  decision  in  the  case  of  Pngk  v.  Hamilton  et  al  was  substan- 
tially the  same,  >oth  decisions  clearly  indicating  that  the  question  of  joint  invention 
would  be  the  subject  of  further  examination  by  tbe  Primary  Examiner,.  Any  other 
course  would  be  grossly  unjust.  When  Hunt  and  Turner  were  taking  their  testi- 
mony, their  attention  was  alone  called  to  the  question  of  priority  of  invention,  that 
being  the  only  question  at  issue,  and  on  all  other  questions  they  were  careless  and 
indifferent;  aud  when  the  Commissioner  raised  the  question  as  to  whether  they  were 
joint  inventors,  they  had  a  right  to  be  heard  on  that  question,  and  to  present  addi- 
tional testimony,*if  necessarjjr.  This  being  an  ex  parte  matter,  Weston  had  no  inter- 
est or  concern  in  it.  The  same  is  true  in  the  case  of  Allen  v.  Crane  and  Roger*.  In 
the  case  of  Weston  v.  Hunt  and  Turner,  the  words  "  decision  and"  ought  to  have  been 
iuserted  before  the  word  "  testimony "  in  that  part  of  the  decision  quoted  above. 
These  words  are  in  the  Pngh  ▼.  Hamilton  decision.  Against  Weston  in  the  first  case 
and  Pugh  in  the  other  the  decisions  were  final ;  but  the  questions  of  joint  invention 
were  referred  to  the  Primary  Examiner,  and  his  attention  called  to  the  testimony  on 
that  subject  in  the  interference  oases.  I  regard  the  course  pursued  in  the  matter  of 
Crane  and  Rogers'  application  as  regular  and  proper,  and  in  perfect  harmony  with 
the  prior  decisions  of  the  Office,  and  hence  overrule  the  motion. 

I  have  quoted  this  in  extenso,  for  it  illustrates  the  difficulty  and  how 
eddy  it  is  to  confuse  ideas  which  are  closely  allied.  Clearly,  what  is 
said  about  the  examiner's  decision  having  been  against  Allen  is  without 
force.  He  dissolved  the  interference,  and  that  was  all  he  did.  The 
eole  question  before  the  Office  was  whether  Crane  and  Rogers  should 
have  a  patent.  Allen  already  had  his  patent,  and  was  beyond  the 
action  of  the  Office  to  affect  him  *K  but  in  guiding  itself  as  to  whether  a 
patent  should  issue  to  Crane  and  Sogers  the  interference  was  declared. 
The  repeatedly  expressed  opinion  is  that  "the  question  of  sole  or  joint 
invention  is  not  at  issue  between  the  parties  to  an  interference."  Why 
then  was  not  Allen  entitled  to  an  award  of  priority  f  Had  Crane  and 
Sogers  presented  the  same  evidence  in  the  interference  proceedings  that 
they  subsequently  did  before  the  examiner,  the  award  of  priority  would 
have  been  made  to  them ;  and  the  fact  that  they  did  not  was  their  own 
omission,  and  affords  no  ground  for  sympathy  in  that  an  award  of 
priority  to  Allen  would  have  prevented  them  from  going  back,  as  they 
subsequently  did,  and  making  out  a  new  case  of  joint  invention  before, 
the  Primary  Examiner,  while  if,  as  matter  of  fact,  there  was  no  joint 
invention,  the  award  of  priority  would  not  have  precluded  the  real  sole 
inventor,  Crane,  from  making  application  and  securing  a  patent    If 
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Crane  and  Rogers  bad  not  been  joint  inventors,  they  should  have  gone 
out  of  tbe  Office  either  by  judgment  of  priority  against  them  in  inter- 
ference or  by  action  of  the  Primary  Examiner  on  the  merits. 

It  is  to  be  observed  that  the  foregoing  cases  were  decided  under  the 
Rule  59  before  it  assumed  its  present  form  as  120,  when  a  dissolution 
was  ordered  only  because  neither  party  to  the  interference  appeared  en- 
titled to  a  patent.  See  Little  v.  LiUie  et  ol.  (0.  D.,  1876,  207),  in  which 
Commissioner  Duell  says : 
N  If  neither  party  is  entitled  to  a  patent  for  the  invention  involved,  the  necessity  for 
an  interference  ceases,  as  this  proceeding  is  instituted  simply  for  the  purpose  of  guid- 
ing the  Office  iu  granting  or  refusing  the  patent  to  those  applying  for  it.  Formerly 
it  was  the  practice  to  dissolve  the  interference  under  these  circumstances,  but  it  some- 
times happened  that  the  suppos  od  bar  to  the  grant  did  not  in  fact  exist,  in  which  case 
it  was  necessary  to  redcclare  tbe  interference,  and  all  the  testimony  that  had  been 
taken  in  the  first  case  was  lost.  To  avoid  this  tax  upon  inventors,  it  was  provided 
that  the  interference  should  be  suspended  until  the  matter  was  settled,  aud  conld  be 
resumed  again  should  the  necessity  for  it  occur.  There  is  not  the  slightest  conflict 
between  the  rule  as  thus  explained  and  the  law.  It  is  the  right  of  all  applicants  to 
have  their  claims  considered,  and  the  duty  of  the  Commissioner  to  declare  an  inter- 
ference whenever,  in  his  judgment,  an  application  interferes  with  another  application 
or  an  unexpired'  patent.  Little  and  LiUie  having  in  all  respects  complied  with  the, 
law  in  presenting  their  applications,  and  there  being  an  undoubted  interference,  they 
are  entitled  to  show,  when  they  made  their  inventions,  and  the  Office  is  bound  to  re- 
fuse a  patent  to  each  and  every  one  of  thep  until  the  question  of  priority  has  been  de- 
termined in  the  manner  pointed  out  by  the  statute.  •  •  *  My  conclusions  on  this 
matter  are  that  the  examiner's  action  was  correct  in  refusing  to  dissolve  the  interference 
upon  the  ground  that  Little  and  Lillie  were  not  entitled  to  a  patent  by  reason  of  two 
years1  public  use  before  filing  his  application,  as  he  had  no  jurisdiction  over  the  ques- 
tion, and  that  it  is  not  a  matter  now  to  be  considered  whether  those  parties  are  entitled 
to  a  patent,  so  long  as  Sargent  insists  upon  a  claim  to  an  inveution  for  which,  there  is 
another  interfering  application  pending  in  the  Office,  the  question  of  priority  of  inven- 
tion remaining  undecided* 

It  is  clear  that  under  the  old  rule  there  were  more  cogent  reasons  for 
dissolving  an  interference  than  under  the  present,  for  then  it  was  done 
only  when  all  the  parties  were  barred,  and  not  any  one  was  entitled  to 
a  patent ;  but  now  a  dissolution  may  be  ordered  when  either  party  is 
barred.  There  may  be  a  number  of  parties,  and  the  bar  to  one  may 
furnish  no  necessity  for  a  dissolution.  That  party  may  disclaim  or  all 
the  parties  may  prefer  proceeding  in  the  interference  rather  than  the 
delay  of  a  suspension.  In  such  case  none  of  the  parties  would  make 
the  motion  under  Rule  116,  and  the  Examiner  would  not  make  any  sug- 
gestion under  Rule  120  until  making  his  decision,  and  not  then  unless  to 
prevent  a  patent  issuing  to  the  successful  party  on  the  ground  of  some 
bar  to  patentability. 

The  next  case  at  all  in  point  was  Walton  v.  Dennis  (0.  D.,  1879,  265). 
Commissioner  Doolittle  distinctly  approves  the  decision  of  Commissioner 
Fisher  in  Pugh  v.  Hamilton  et  al.  (C.  D.,  1870, 143) ;  but  he  holds  that  the 
case  before  him  is  exceptional  because  a  judgment  of  priority  would  be 
of  no  avail. 

A  judgment  of  priority  would  be  proper  if  a  patent  could  issue  upon  such  judgment  ,* 
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Btall  bo  confronted  by  tbo  fact  of  the  patent  as  a  printed  publication  bearing  date 
prior  to  bis  application,  and  thna  prima  facio  evidence  of  invention  by  others  prior 
to  such  a  dato.  For  the  reason  of  the  frnitlessness  of  a  judgment  of  priority  in  sach 
a  case  the  practice  indicated  in  the  decision  above  cited  is  departed  from. 

He  then  allowed  the  applicant  (who  had  been  defeated  in  the  interfer- 
ence before  the  Examiners-in-Chief )  to  go  before  the  Primary  Examiners 
and  overcome  the  prior  patent  as  a  publication  by  ex  parte  affidavits. 
But  this  was  the  result  probably  of  the  action  of  the  Examiner  of  Interfer- 
ences in  not  declaring  an  interference  proper  and  refusing  to  allow  the 
parties  to  take  evidence,  for  otherwise  the  decision  can  not  be  supported 
by  the  rules  and  practice.  It  is  suggested  that  the  Commissioner  in 
that  case  should  have  held  that  the  action  of  the  Examiner  of  Interfer- 
ences in  awarding  priority  before  formal  declaration  of  interference  and 
without  evidence  or  written  concession  of  priority  was  irregular  and 
void,  and  gave  no  jurisdiction  by  appeal  to  the  Examiners-in-Chief.  Had 
he  then  directed  the  Examiner  to  restore  the  case  and  declare  the  for- 
mal interference  and  proceed,  this  would  have  given  the  sole  applicant 
the  required  opportunity  to  establish  priority  over  the  anticipatory 
patent  as  a  publication  or  otherwise,  and  the  award  would  not  have 
been  "fruitless." 

In  the  latest  case  of  Harrison  v.  Hogan  (C.  D.,  1880, 191)  priority  as 
to  part  of  the  invention  in  issue  was  awarded,  although  the  Commis- 
sioner fonnd,  as  matter  of  fact,  that  one  of  the  joint  parties  was  not  a 
joint  inventor;  but  he  directed  the  Primary  Examiner  before  Anal  action 
to  consider  and  determine  whether  a  statutory  bar  to  letters  patent  to 
the  successful  party  existed. 

Beturning,  then,  to  this  class  of  cases  involved  in  interferences,  it  is 
evident  that  the  attention  of  the  Examiner  of  Interferences  may  be 
called  to  these  questions  before  disclosure  of  the  preliminary  state- 
ments is  made  public,  before  the  parties  have  any  opportunity  to  move 
to  dissolve  under  Bule  116,  or,  it  may  be,  after  that  period  has  elapsed 
and  without  any  motion  being  made.  If  a  motion  is  made  by  the  par- 
ties to  dissolve,  making  a  prima  facie  case,  in  which  there  seems  to  be 
a  statutory  bar  to  the  claims  of  either  party,  I  do  not  see  that  there  is 
any  discretion  in  the  Examiner  of  Interferences.  The  matter,  under 
Bule  116,  must  be  referred  to  the  Primary  Examiner  for  determination. 

If  the  question  presents  itself  upon  the  preliminary  statements  the 
Examiner  of  Interferences  should  exercise  his  discretion,  with  a  view 
to  saving  time,  avoiding  delays,  and  securing  the  rights  of  the  parties 
and  the  public.  In  the  present  case  he  should  not  at  first  approve  the 
preliminary  statement  of  the  joint  parties,  but  should  advise  them  of 
the  defect,  so  that  if  they  can  they  may  correct  their  statement.  Find- 
ing the  situation  they  are  in,  they  may  disclaim.  If  they  do  not  amend 
and  correct  the  statement  it  should  then  be  approved,  if  correct  in 
other  particulars,  and  the  formal  interference  declared,  dates  fixed,  etc. 
When  the  statements  are  made  public,  the  adverse  parties  may  then 
move  to  dissolve  upon  the  ground  that  the  joint  applicants  have  no 
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right  to  make  the  claim.  If  the  joint  applicant 8  arc  prior  patentees, 
they  would  be'  entitled  to  the  prima  facie  case  of  tlidr  patent.  But 
preliminary  statements  answer  the  purpose  of  pleadings,  and  the  ad- 
verse parties  could  well  go  to  trial  upon  such  statements  without 
moving  to  dissolve.  If  in  any  contingency  award  of  priority  should  be 
given  either  of  the  parties  where  it  was  believed  he  was  not  the  first 
inventor,  or  there  was  a  statutory  bar,  the  Examiner  of  Interferences 
should  call  attention  to  the  fact  in  his  decision,  and  thus  guard  the 
office  against  the  issuance  of  an  unlawful  patent. 

Where  no  motion  is  made  to  dissolve  by  one  of  the  parties  and  the 
question  of  statutory  bar  to  the  claim  of  one  of  the  parties  is  developed 
in  the  evidence,  .the  Examiner  of  Interferences  should  exercise  his  dis- 
cretion so  as  to  reach  the  determination  of  the  interference  and  award 
priority  under  Rule  119,  unless  the  existence  of  the  bar  seemed  most 
conclusively  shown  and  to  proceed  to  the  determination  would  impose 
unusual  and  unnecessary  trouble  and  expense  upon  the  parties.  The 
rale  does  not  require  the  Examiner  of  Interferences  to  act  before  his  de- 
cision, nor  that  the  Commissioner  shall  suspend  the  interference  before 
such  decision.'  In  almost  every  case  the  interest  of  the  public  will  be 
conserved  by  letting  the  case  take  its  regular  course  to  final  hearing 
and  award  of  priority.  The  taking  of  the  evidence  discloses  the  state  of 
the  parties,  public  use,  and  abandonment,  and  enables  the  Office  to 
consider  and  determine  more  satisfactorily  any  question  of  statutory 
bar  called  to  attention  in  the  decision  of  the  Examiner  of  Interferences. 

It  is  certain  that  no  general  rule  can  be  laid  down  for  the  guidance 
of  the  Examiner  of  Interferences.  I  think  I  have  sufficiently  indicated 
what  should  be  done  in  the  present  case.  The  former  decisions  cited 
and  the  comments  upon  them  will  probably  also  aid  in  guiding  in  other 
classes  of  cases  when  they  may  arise.  Rule  119  should  always  be  held 
iii  view.  So  long  as  there  is  an  interference  a  party  to  the  issue,  after 
it  is  formally  declared,  is  entitled  to  a  determination,  and  he  should  not 
be  denied  this  by  suspension  or  dissolution  of  interference  unless  a  clear 
and  satisfactory  case  is  presented  under  Rule  120  and  for  urgent  and 
proper  reasons. 


Ex  Tarte  M.  Bloch  &  Co. 

Decided  J*hj  9,  1837. 
40  0.  G.,  443. 

1.  Trade-Marks— -Lawfulness  of. 

In  all  jtho  legislation  of  Congress  upon  this  subject  thero  is  contained  acquire- 
ment that  a  trade-mark  offered  for  registration  in  the  Patout  Otticc  shall  be  law- 
ful, not  calculated  to  deceive  the  public.  "  The  Commissioner  of  Patents  shall 
decide  the  presumptive  lawfulness  or  claim  to  the  alleged  trade-mark," 

2.  Same— Common  Law. 

There  is  no  legislation  defining  what  constitutes  a  Jawfnl-  trade-mark,  and  to 
determine  this,  resort  must,  be  had  to  the  coin n ion  law  as  disclosed  in  commercial 
nftJKTAA  find  nlimvn  bv  the  commentators  and  the  decisions  of  courts. 
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3.  Officb  or  a  Traox-BtAitir. 

The  office  ot  a  trade- mark  is  to  point  out  distinctively,  either  by  itself  or  by 
association,  the  origin  or  ownership  of  the  article  to  which  it  u»  affixed,  or,  in 
other  wor  da,  to  give  notice  who  was  the  producer.  While  this  may  be  doue  in 
many  cases  by  a  name,  a  mark,  or  a  device  well  kuowo,  but  not  previously  ap- 
plied to  the  same  article,  it  is  not  necessary  that  the  word  or  device  should  be  a 
new  creation  never  before  known  or  used.  (Canal  Company  v.  C larky  13  Wall., 
388.) 

4.  Fraudulkct  Trade-Marks. 

A  trade-mark  which  contains  a  misrepresentation,  clearly  and  distinctly  re- 
ferring the  o  rigin  or  ownership  of  the  article  to  another  person,  class  of  persons, 
or  nationality  than  the  true  one,  and  thereby  evidently  depriving  the  pnblic  from 
freedom  of  choice  and  the  exercise  of  discrimination  iir  selection  and  purchase, 
according  to  their  tastes  and  judgment,  is  a  fraudulent  and  unlawful  trade-mark 
not  entitled  to  registry. 

5.  8amy. 

The  fraud  or  misrepresentation  which  renders  a  trade-mark  unlawful  is  not  re- 
stricted to  cases  where  the  trade-mark  eo  nearly  resembles  that  of  another  as  to 
be  caleula  ted  to  deceive,  but  embraces  those  that  mislead  or- deceive  the  public 
in  any  of  the  particulars  by  which  they  would  mislead  or  deprive  people  from  en- 
Joying  and  realising  their  choice  of  selection  ad  to  quality,  character,  etc.,  of  the 
article  marked  or  as  to  its  origin,  ownership,  etc.  It  is  not  essential  to  the  un- 
lawfulness of  such  trade-mark  that  the  articles  sought  to  be  purchased  by  the 
pnblic  do  not  actually  possess  the  superior  qualities  attributed  to  them.  It  is 
sufficient  that  they  are  believed  to  possess  them. 

&  Same. 

A  trade-mark  adopted  by  a  manufacturer  or  dealer  in  distilled  spirits  at  Mil- 
waukee, Wis.,  in  commerce  with  Germany,  which  contains  the  legends  "  Knights 
of  Labor  Whisky  n  and  "  K.  of  L.  Distillery,  Sour  Mash/'  and  which  clearly  and 
distinctly  refers  the  origin  and  ownership  of  the  spirits  so  marked  to  the  Knights 
of  Labor  of  the  United  States,  so  that  the  public  would  be  induced  to  purchase 
under  the  belief  that  they  were  manufactured  by  or  under  the  auspices  of  that 
association,  and  therefore  possessed  the  excellence  or  superior  qualities  usually 
characterising  the  productions  or  workmanship  of  artisacs,  workmen,  etc.,  be- 
longing to  that  association,  and  also  from  sympathy  with  its  sentiments  and  prin- 
ciples, is  fraudulent  and  unlawful,  and  must  be  denied  registry. 

7.  Same. 

No  rule  can  be  adopted  by  which  to  determine  what  is  or  is  not  a  lawful  trade 
mark.  In  many  cases  the  misrepresentation  may  not  appear  upon  the  face  of  the 
trade-mark  and  accompanying  application,  and  the  Office  may  not  be  in  posses- 
sion of  the  facts  which  would  enable  it  to  guard  against  the  registry  of  a  false 
trade-mark ;  but  whenever  it  clearly  and  distinctly  appears  that  the  proposed 
trade-mark  constitutes  a  misrepresentation  of  such  a  character  that  it  would  not 
be  protected  in  a  court  of  equity,  it  is  the  duty  of  the  Office  to  refuse  its  registra- 
tion. Probably  doubtful  cases  should  be  resolved  favorably  to  applicants,  leav- 
ing all  parties  affected  to  their  remedies  in  the  courts. 

On  Petition. 

TRADE  MASK  FOR  niSTILLRD  SPIRITS. 

Application  of  M.  Block  &  Go.  filed  Jnly  15, 1886. 
Messrs.  Abraham  &  Mayer  for  the  applicant. 

Haix,  Commissioner : 
Applicants  seek  to  register  a  trademark  containing  the  following 

a  ir™  Jo-Ufa   g\f   T»*lw\i»W  form  Mi  a 
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upper  segment  of  a  circle,  the  word  "  Whisky"  forming  the  lower  seg- 
ment. Within  the  circle  as  a  central  line  are  inserted  the  word  and 
letters  "  K.  of  L.,"  above  which,  within  the  circle,  is  the  word  "  Distill- 
ery,"  and  below  are  the  words  "  Sour  Mash."  In  the  application  it  is 
stated  that  applicants  have  used  this  trade-mark  continuously  in  their 
business  in  commerce  with  Germany  since  May,  1SSG,  branding  the 
same  upon  vessels  containing  distilled  spirits  and  printing  it  upon  in- 
voices, billheads,  cards,  etc. 

The  examiner  rejected  the  application.  He  held  it  to  be  clear  from 
the  legends  and  characters  used  that  applicants  designed  to  refer  the 
public  with  whom  they  dealt  to  another  origin  as  to  the  manufacture 
and  character  of  the  article  marked  than  the  true  one,  and  to  induce  the 
belief  that  the  article  was  the  product  of  a  class  of  persons,  artisans, 
manufacturers,  etc.,  known  and  associated  in  the  United  States  as 
"  Knights  of  Labor,"  the  initials  of  whose  association  has  become  the 
commou  and  well-known  "  K.  of  L.,"  and  that  this  would  tend  to  de- 
ceive and  constitute  a  fraud.  He  also  held  that  the  legend  or  name  so 
attempted  to  be  employed  belonged  to  those  associations  and  was  used 
by  many  of  them  in  identifying  certain  manufactures,  and  while  not 
technically  a  trade-mark  was  yet  so  far  their  property  that  applicants 
could  not  lawfully  appropriate  it  and  make  it  their  own.  This  action 
being  repeated  by  the  examiner,  applicants  appeal  to  the  Commissioner. 

Prior  to  the  act  of  Congress  approved  March  3, 18SI,  legislation  pro- 
vided for  the  registration  of  trade-marks  already  in  use,  as  well  as  those 
intended  to  be  adopted.  But  this  was  so  far  changed  by  the  above  act 
that  the  right  to  register  was  limited  to  trademarks  actually  used  at 
the  time  of  application  for  the  registration.  Congress  has  never  at- 
tempted to  provide  any  definition  of  a  trade-mark.  Legislation  in  this 
particular  has  been  of  a  negative  character,  limiting  or  restricting*,  de- 
claring what  may  not  be  used.  To  determine  what  is  a  proper  trade- 
mark and  what  may  be  registered,  reference  must  be  had  to  the  com- 
mon law  as  disclosed  in  the  commercial  usages  and  shown  by  the  com- 
mentators  and  in  the  decisions  of  courts. 

In  all  the  legislation  of  Congress  upon  the  subject  the  requirement  has 
been  that  the  registry  must  be  of  a  lawful  trade-mark.  The  act  of  July, 
1870,  found  in  sections  4937-4946,  Revised  Statutes,  though  declared 
unconstitutional  in  the  trademark  cases  (100  XT.  S.,  82),  has  never  been 
expressly  repealed.  It  may  well  be  doubted  if  section  4938,  which 
affects  the  Commissioner  of  Patents  only,  is  not  still  in  force.  It  ex- 
pressly declares  that  the  Commissioner  shall  not  receive  and  record  any 
proposed  trade-mark  which  is  not  and  can  not  become  a  lawful  trade- 
mark, etc.  The  entire  act  expresses  a  clear  inhibition  upon  the  reg- 
istry of  an  unlawful  trade-mark,  or  one  calculated  to  deceive  the  pub- 
lic.   The  act  of  March  3, 1881,  is*  equally  clear : 

The  Commissioner  of  Patents  shall  decide  the  presumptive  lawfulness  or  claim  to 
the  alleged  trade-mark. 

Digitized  by  VjOOQIC 
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Sec.  &  No  action  or  suit  shall  be  maintained  under  the  provisions  of  this  act  in  any 
case  when  the  trade-mark  is  used  in  any  unlawful  business  or  upon  any  article  inju- 
rious in  itself  or  which  mark  has  been  used  with  the  design  of  deceiving  the  publio 
in  the  purchase  of  merchandise,  or  under  any  certificate  of  registry  fraudulently  ob- 
tained. 

It  must  follow  from  the  consideration  of  tbeso  and  many  other  similar 
provisions  of  the  statute,  that  upon  the  presentation  of  each  application 
for  registry  of  a  trade- mark,  it  is  the  duty  of  the  office  to  determine 
whether  the  proposed  trade-mark  is  a  lawful  one.  It  mast  appear  to 
be  law/My  used  by  such  applicant  in  foreign  commerce,  or  commerce 
with  the  Indian  tribes,  and  mnst  not  be  merely  the  name  of  the  appli- 
cant, nor  ideutical  with  a  registered  or  known  trade-mark  of  another  and 
appropriated  to  tbe  same  merchandise,  nor  must  it  so  nearly  resemble 
the  lawful  trade  mark  of  another  as  to  be  likely  to  cause  confusion  or 
mistake  in  the  mind  of  the  public,  or  to  deceive  purchasers.  (Sec.  3, 
act  March  3,1881.) 

What  is  a  lawful  trademark  f  As  was  remarked  by  an  eminent 
judge,  it  is  easier  to  point  out  what  is  not  a  lawful  trade-mark  than  to 
define  what  i$.  In  Canal  Company  v.  Clark  (13  Wall.,  322),  Justice 
Strong  says: 

The  office  of  the  trade-mark  is  to  point  out  distinctively  the  origin,  or  ownership  of 
the  article  to  which  it  is  affixed ;  or,  in  other  words,  to  give  notice  who  was.  the  pro- 
ducer. This  may,  in  many  cases,  be  done  by  a  name,  a  mark,  or  a  device  well  known, 
but  nofrpreviously  applied  to  the  same  article. 

But  though  it  is  not  necessary  that  the  word  adopted  as  a  trade-mark  should  be  a 
new  creation^  never  before  known  or  used,  there  are  some  limits  to  the  right  of  selec- 
tion. This  will  be  manifest  when  it  is  considered  that  in  all  oases  whore  rights  to 
the  exclusive  use  of  a  trade-mark  are  invaded,  it  is  invariably  held  that  the  essence 
of  the  wrong  consists  In  the  sale  of  tbe  goods  of  one  manufacturer  or  vendor  as  those 
.  of  another ;  and  that  it  is  only  when  this  false  representation  is  directly  or  indirectly 
made  that  the  party  who  appeals  to  a  court  of  equity  can  have  relief.  This  is  the 
doctrineofalJtb«  authorities.  (Citing  Amo$keag  Manufacturing  Co.  v.  Spear,  28anford's 
Supreme  Court,  589;  floardmaa  v.  Maiden  Britannia  Company,  35  Connecticut,  40B; 
Farina  v.  SUwrlock,  39  English  Law  and  Equity,  514.)  Hence  tho  trade-mark  mnst 
either  by  itself,  or  by  association,  point  distinctively  to  the  origin  or  ownorsliip  of 
tbe  article  to  which  it  is  applied.  The  reason  of  this  is  that  unless  it  does,  neither 
can  he  who  first  adopted  it  be  injured  by  any  appropriation  or  imitation  of  it  by 
others,  nor  can  the  public  be.deceived.  *  •  •  The  trade-mark  must  therefore  bo 
distinctive  in  its  original  signification,  pointing  to  the  origin  of  the  article,  or  it  mast 
have  become  such  by  association.  And  there  are  two  rules  which  are  not  to  be  over- 
looked. No  one  can  claim  protection  for  the  exclusive  use  of  a  trade-mark  or  trado 
name  which  would  practically  give  him  a  monopoly  in  the  sale  of  any  goods  other 
than  those  produced  or  made  by  himself.  If  he  could,  the  public  would  bo  injured 
rather  than  protected,  for  competition. would  be  destroyed. 

In-  the  present  case  the  applicants  represent  themselves  as  being  domi- 
ciled and  doing  business  at  Milwaukee,  Wisconsin.  There  is  no  pre- 
tense that  they  are  Knights  of  Labor,  or  are  engaged  in  business  with 
them  or  nnder  their  auspices.  The  extent  and  nature  of  the  association* 
known  in  the  United  States  as  Knights  of  L^bor  are  well  understood 
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and  need  not  be  amplified.  They  not  only  exist  in  this  country  to  as- 
sociations interested  in  the  protection  of  laboring  men,  and  for  improv- 
ing and  elevating  the  condition  of  the  laboring  classes,'  bnt  their  exist- 
ence and  organizations  are  well  known  in  Germany  and  other  parts  of 
Europe.  It  is  clear  that  this  trade-mark  points  distinctively  to  their 
labor  associations,  or  to  their  members  as  a  class,  as  the  origin  or  own- 
ership of  the  articles  to  which  it  is  applied.  The  trade-mark  contains 
no  other  reference  or  indication  except  that  the  distillery  at  which  the 
whisky  is  manufactured  belongs  to  and  is  managed  by  the  Kuights  of 
Labor,  and  that  the  whisky  is  originally  sold  by  them.  Knights  of  La- 
bar  Whisky  is  the  legend  composing  the  outer  circle  of  the  trade-mark; 
JT.  o/L.  Distillery,  Sour  Mash,  is  that  within  the  circle.  Such  was  its 
significance  when  applicants  first  began  the  use  of  the  trade-mark,  in 
1886,  and  if  any  portion  of  the  public  has  since  learned  the  true  origin 
of  the  article,  or  the  trademark  has  been  become  known  by  "associa- 
tion,'' it  still  remains  a  false  representation  and  a  deception  as  to  the 
geueral  public  In  other  words,  this  trade-mark  is  in  the  nature  of  a 
false  representation,  for  it  induces  the  public  to  purchase  and  deal  with 
the  article  put  forth  by  applicants  under  the  belief  that  it  is  the  arti- 
cle or  manufacture  of  another  or  a  class  of  persons  whose  articles  they 
prefer  to  buy. 

Bat  it  is  said  the  Knights  of  Labor  do  not  manufacture  or  sell  distilled 
spirits.  They  are  not  eu gaged  in  trade ^or  commerce,  and  the  public 
can  not  be  said  to  be  deceived  into  the  belief  that  they  are  purchasing 
the  manufactures  of  Knights  of  Labor  until  it  first  be  shown  that  the 
public  have  knowledge  that  the  Knights  of  Labor  manufacture  or  sell 
the  articles  in  question.  It  is  tiue  there  are  some  provisions  in  the 
statute  tending  to  suggest  this  view.  For  instance,  in  section  2,  act  of 
March  3, 1881,  it  is  required  that  applicant  must  show  that  no  person 
has  the  right  tb  use  any  trade-mark  so  nearly  resembling  that  claimed 
"as  might  be  calculated  to  deceive.*  So,  also,  in  section  3.  In  both 
of  these  specific  cases  provided  against  there  is,  no  doubt,  involved  the 
idea  that  the  person  falsely  referred  to  by  a  false  trade-mark  must  be 
a  person  dealing  in  a  similar  article  of  trade  or  commerce,  for  otherwise 
there  could  be  no  deception  in  that  particular.  But  the  statute  has  a 
broader  meaning.  It  relates  to  deception  in  other  res|>ects  than  the 
question  whether  the  origin  or  person  referred  to  actually  manufactures 
or  sells  the  article.  It  embraces  all  false  statements  and  suggestions 
that  mislead  the  public  and  deprive  the  people  dealing  with  the  article 
from  the  exercise  of  the  choice  and  freedom  of  discrimination  in  select- 
ing and  purchasing  according  to  their  tastes  and  judgment.  A  cosmetic 
sold  under  the  trademark  of  "  The  Balm  of  a  Thousand  Flowers"  may 
have  been  quite  as  acceptable  and  useful  though  made  of  oil,  ashes,  and 
alcohol  as  if  made  by  distillation  of  flowers.  But  in  Fetridge  v.  Wells 
(4  Abbott,  New  York,  144)  the  court  said  that  it  was  evident  the  name 
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given  it  was  to  deceive  the  public,  to  attract  and  impose  upon  pur- 
chasers; 

that  no  representation  could  be  store  material  than  that  of  the  ingredients  of  a  com- 
pound recommended  and  eold  as  a  medicine ;  that  there  was  none  so  likely  to  induce 
confidence  in  its  nee,  and  none,  when  false,  that  wonld  more  probably  be  attended 
with  injurious  consequences.  *  •  *  An  exclusive  privilege  for  deceiving  the  pub- 
lic is  assuredly  not  one  that  a  court  of  equity  can  be  required  to  aid  or  sanction. 

So  in  relation  to  the  present  trade-mark.  The  Knights  of  Labor  as 
an  association  are  recognized  as  comprehending  every  kuown  class  <5f 
workmen — artificers  and  manufacturers  of  highest  skill  and  merit.  The 
productions  of  their  labor  and  their  manufactures  as  mere  citizens  and 
individuals  are  known  and  recoguized  in  many  parts  of  the  United 
States,  and  in  Germany  and  other  countries,  as  possessing  superior 
qualities,  and  also  from  sympathy  with  the  movement  and  sentiments 
adopted  by  this  organization.  It  is  not  essential  to  this  consideration 
that  articles  and  manufactures  shall  actually  possess  the  supposed  qual- 
ities. It  is  sufficient  that  in  the  belief  and  wishes  of  the'  people  who 
deal  with  them  they  do.  The  citizens  of  France  who  have  made  this 
their  adopted  country  retain  a  natural  preference  for  the  manufactures 
of  their  native  country,  founded  upon  a  knowledge  or  belief  in  .their 
superior  excellence.  A  trade-mark  upon  English  goods,  plainly  but 
felsely  referring  their  origin  to  French  manufacturers  would  be  a  fraud. 
It  would  be  a  fraud  wholly  regardless  of  the  question  whether  such 
trade-mark  nearly  resembled  trade-marks  of  individual  manufacturers 
in  France  or  whether  the  French  used  trade-marks  to  be  copied  or  im- 
itated. 

The  general  purpose  of  the  statute  as  to  fraud  or  deception  can  be 
illustrated  by  other  considerations.  Under  it  the  owner  of  a  lawful 
trade-mark  is  protected  against  invasion  of  his  right  of  property  in  its 
use,  first,  by  the  statute,  which  refuses  registry  by  another  of  a  trade- 
mark so  nearly  resembling  it  as  to  be  calculated  to  deceive,  it  also 
gives  him  a  remedy  in  the  courts  against  any  one  who  fraudulently  uses 
orimitates  his  trade-mark;  but  the  deception  or  fraud  upon  the  public 
is  of  a  somewhat  different  character.  The  public  or  the  individuals 
composing  it  have  no  trade-mark  in  the  sense  just  explained.  The  En- 
glish trader  who  uses  a  false  label  to  give  his  goods  a  French  origin  in- 
vades no  property  right  in  trade-marks  when  he  imposes  his  articles 
upon  the  American  public ;  but  he  defrauds  and  deceives  them.  A 
duly  registered  trade-mark  aids  him  in  the  deception,  and  to  some  ex- 
tent makes  the  Government  a  party  to  the  imposition.  Against  such 
deception  the  persons  injured  have  no  adequate  remedy  in  the  courts. 
No  action  would  lie  for  damages  against  one  using  a  false  trade-mark ; 
bat  the  remedy  wonld  be  for  deceit  or  rescission  of  the  contract  of  pur- 
chase for  fraud,  involving  infinite  multiplication  of  litigation,  while  the 
amounts  involved  in  each  individual  case  would  be  too  small  to  justify 
it.    That  there  would  be  some*  protection  against  such  trade-marks  cal- 
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ciliated  to  deceive  the  general  public  can  not  be  doubted,  and  that  it  is 
famished  in  the  legislation  of  Congress  so  far  as  to  require  the  Com- 
missioner of  Patents  to  refuse  registration  of  trade-marks  of  that  char- 
acter is  very  clear. 

In  Manhattan  Medicine  Co.  v.  Wood  (108  U.  S.,  218)  the  court  held  a 
trade-mark  unlawful  and  entitled  to  no  protection  in  the  courts  when 
it  was  false  as  to  the  place  of  manufacture.  The  trade-mark  involved 
in  that  case  was  exployed  by  Moses  Atwood,  of  Georgetown,  Mass., 
upon  medicines  manufactured  by  him  at  that  place.  It  was  "  Atwood's 
Vegetable  Physical  Jaundice  Bitters,"  and  was  always  accompanied  by. 
a  label  showing  by  whom  and  at  what  place  it  was  prepared.  After- 
ward, by  transfers  and  assignments,  the  formula  for  the  medicine  and 
trade-mark  and  labels  came  to  be  the  property  of  the  Manhattan  Medi- 
cine Company,  of  New  York,  who  continued  the  manufacture  at  the  lat- 
ter city,  but  retained  the  old  trademark  and  labels,  which  represented 
the  ipediciue  as  still  being  manufactured  at  Georgetown,  Mass.,  by  Moses 
Atwood,  when,  in  fact,  it  was  manufactured  in  New  York  by  the  Man- 
hattan Medicine  Company.  The  court  held  that  such  a  representation 
was  a  fraud,  not  upon  some  rival  manufacturer  possessing  a  similar 
trademark  or  label,  but  upon  the  public.  The  court  uses  the  follow- 
ing language : 

The  object  of  the  trade-mark  being  to  indicate,  by  its  meaning  or  association,  the 
origin  or  ownership  of  the  article,  it  would  seem  that  when  a  right  to  its  use  is  trans- 
ferred to  others,  either  by  act  of  the  original  manufacturer  or  by  operation  of  law, 
the  fact  of  transfer  should  be  stated  in  connection' with  its  use;  otherwise  a  decep- 
tion would  be  practiced  upon  the  public,  and  the  very  fraud  accomplished  to  prevent 
which  courts  of  equity  interfere  to  protect  the  exclusive  rights  of  the  original  manu- 
facturer. If  one  affix  to  goods  of  his  own  manufacture  signs  or  marks  which  indi- 
cate that  they  are  the  manufacture  of  others,  he  is  deceiving  the  pnblio  and  attempt- 
ing to  pass  upon  them  goods  as  possessing  a  quality  and  merit  which  another's  skin 
has  given  to  similar  articles,  and  which  his  own  manufacture  does  not  possess  in  the 
estimation  of  purchasers.  To  put  forth  a  statement,  therefore,  in  the  form  of  a  cir- 
cular or  label,  attached  to  an  article,  that  it  is  manufactured  in  a  particular  place, 
by  a  person  whose  manufacture  there  had  acquired  a  great  reputation,  when,  in  fact, 
it  is  manufactured  by  a  different  person  at  a  different  place,  is  a  fraud  upon  the  pnb- 
lio which  no  court  of  equity  wiU  countenance. 

This  doctrine  is  illustrated  and  asserted  in  the  case  of  The  Leather  Cloth  Company 
{Limited),  v.  The  American  Leather  Cloth  Company  (Limited),  which  was  elaborately 
considered  by  Lord  Chancellor  Westbury,  and  afterward  in  the  House  of  Lords,  on 
appeal  from  his  decree.    (4  De  G.  J.  &  8.,  137,  and  11  House  of  Lords  Cases,  623.) 

The  decision  is  that  such  a  trade-mark  or  label  is  unlawful. 
The  court  cites  and  quotes  from  the  case  of  the  Leather  Cloth  Com- 
pany  v.  The  American  Cloth  Company  (4  De  G.  J.  &  S.,  137,  and  11 
House  of  Lords  Gases,  523),  which  was  a  case  where  the  complainants 
used  a  trade-mark  or  label  representing  that  the  articles  stamped  with 
it  were  manufactured  at  another  place  and  by  other  .parties.  It  was 
held  to  be  a  fraud  upon  the  public,  and,  notwithstanding  the  trade- 
mark was  imitated  by  a  rival  company  so  nearly  "  as  to  be  calculated 
to  deceive"  as  between  the  goods  of  the  two  parties, relief  was  refused. 
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(See,  also,  Pidding  y.  How,  8  Simons,  477;  Perry  v.  Truefitt,  6  Beav., 
Ci6;  Fetridge  v.  Wells,  4  Abbott,  144 ;  Seabury  v.  Groevenor,  14  Blatch., 
262;  Cannell  v.  Reed,  128  Mass.,  477;  Palmer  v.  Harris,  60  Penn.  St.,  156.) 

It  is  to  be  observed  that  in  many  instances  the  existence  of  the  fraud 
or  misrepresentation  would  not  appear  or  be  disclosed  upon  the  face  of 
the  trade-mark  or  in  the  application  for  registry.  In  snch  cases  the 
Office  might  not  be  able  to  guard  against  the  registration,  and  it  would 
be  allowed.  The  only  remedy  to  be  had  would  be  found  in  the  right  of 
the  public  to  disregard  snch  trade-marks,  for,  as  shown  in  the  cases 
cited,  the  owner  of  such  .a  trade-mark  would  be  afforded  no  protection 
in  the  courts.    His  trade-mark  is  not  a  trademark,  because  unlawful. 

From  this  consideration  and  upon  the  authorities  referred  to,  I  con- 
clude that  before  any  trade-mark  can  be  entitled  to  registry  it  must  be  a 
lawful  one  within  the  meaning  of  the  general  law  upon  the  subject,  and 
when  it  appears  that  the  proposed  trade-mark  clearly  and  palpably  tends 
to  mislead  and  deceive  the  public  as  to  the  origiu  of  the  article  or  manu- 
facture in  respect  of  the  place  where,  or  person  or  class  of  persons  by 
whom,  manufactured,  the  nationality  or  other  quality  or  characteristic, 
that  would  govern  the  public  or  any  considerable  portion  of  the  public 
iu  the  selection  and  purchase  of  the  class  of  articles  to  wbich  it  belongs, 
it  is  au  uulawful  trade-mark,  which  would  be  refused  protection  in  the 
courts,  and  should  be  refused  registration  by  the  Commissioner  of  Pat- 
ents. 

No  rule  can  be  adopted  by  which  to  be  governed  in  its  application  to 
such  cases  of  trade-marks.  Each  must  rest  upon  its  own  circumstances. 
It  may  sometimes  be  difficult  to  determine  whether  the  proposed  trade- 
mark constitutes  a  misrepresentation.  Perhaps  doubtful  cases  should 
be  resolved  favorably  to  the  applicants,  leaving  all  persons  affected  to 
their  remedies  in  the  courts;  but  where  the  misrepresentation  is  mani- 
fest aud  undoubted,  no  registration  should  be  allowed. 

The  action  of  the  Examiner  is  affirmed. 


Ex  Parte  Roberts. 

Decided  June  11, 1887. 
40  O.  G.,  573. 
Disclaimer  when  Application  Shows  but  does  not  Claim  Invention. 
Rale  42,  requiring  disclaimers  in  cases  where  two  or  more  applications  are 
pending,  all  showing  bnt  only  one  claiming  the  same  subject-matter  of  inven- 
tion, is  directory  and  not  jurisdictional,  and  the  issue  of  the  first  patent  is  not  a 
bar  to  the  issue  of  the  second. 
Subsequent  Patents— Invention  Described  but  not  Claimed. 

But  where  the  subject:matter  of  invention  is  one,  integral  and  indivisible,  the 
issuance  of  the  first  patent  barn  all  subsequent  applications,  whether  concur- 
rent with  the  first  or  filed  subsequently.  This  results  not  from  the  force  of  Rule 
42,  bnt  because  the  law  conclusively  infers  from  the  issuance  of  the  first  patent 
that  the  inventor,  dedicated  to  the  public  the  unclaimed  features  of  his  inven- 
tion. It  is  against  public  policy  to  permit  the  inventor  in  such  case  to  prolong 
the  monopoly  of  his  invention  by  a  second  or  repeated  patents. 
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3.  Reservation— Sbcond  Application. 

In  Oases  of  iuveutious  capable  of  division,  the  presumption  of  dedication  to  the 
public  resulting  from  taking  out  a  patent  for  part  of  tko  invention  may  be  re- 
butted by  incorporating  in  tho  first  *  application  a  reservation  of  the  right  to  apply 
for  the  unclaimed  features  in  u  second  application  or  by  filing  subsequently  a 
second  application. 

4.  Subsequent  Applications. 

Distinction  between  Ex  part*  Derby  (C.  D.  1884,  21 ;  26  O.  G.,  1208),  as  illus- 
trating one  class  of  these  cases,  and  Ex  parte  Ransom  (39  O.  O.,  119)  and  Export* 
Holt  (C.  D.  1884,  43 ;  29  0. 6.,  171)  the  other  class,  pointed  out  and  explained. 

Appeal  from  Primary  Examiner. 

6MOKS-COJWUMB*. 

Application  of  Benjamin  Roberts,  filed  March  12, 1887,  No.  230,736. 
Mr.  Chester  Bradford  for  the  applicant 

Hall,  C<mmi**ioner : 

On  January  10, 1887,  an  application,  Serial  No.  217,773,  previously 
filed  by  applicant,  was  allowed,  showing  and  describing  a  certain  con- 
struction of  a  smoke-condenser,  comprised  of  a  number  of  parts,  which, 
though  they  could  be  used  together  as  a  complete  and  practicable  ap- 
paratus, were  so  far  independent  as  to  one  or  two  of  them  that  they 
could  be  used  separately.  The  application  was  capable  of  division.  One 
of  these  features,  called  the  "  globular  revolving  sprinkler,"  or  "  central 
chamber,"  had  not  been  claimed  specifically,  though  in  the  second  claim 
it  was  mentioned  in  combination  with  another  feature. 

On  February  8, 1887,  applicant  petitioned  the  Commissioner  for  per- 
mission to  withdraw  the  case  from  issue,  and  to  amend  by  adding  claims 
embodying  this  feature.  The  request  was  disapproved  by  the  Examiner, 
and  the  Commissioner  denied  the  petition  upon  the  ground,  stated  in 
his  decision,  that  applicant's  remedy  was  to  file  a  separate  application 
for  this  feature  of  his  invention.  It  will  not  escape  notice  that  there 
was  no  reservation  in  the  original  application,  and  in  this  state  of  the 
case  applicant  had  no  other  alternative  but  to  rely  upon  a  second  ap- 
plication, which  he  did,  filing  the  same  on  March  12, 1887,  a  few  days 
before  the  patent  in  the  original  case  issued.  The  Office  required  no 
cross-references  and  none  were  filed.  The  Examiner  rejected  this  second 
application,  holdiug  that  wh6n  two  applications  are  pending,  one  show- 
ing but  not  claiming  an  invention  clamed  in  the  other,  if  cross-disclaim- 
ers are  not  filed  under  Rule  42,  a  patent  issued  upon  the  former  appli- 
cation is  a  bar  to  the  issuance  of  a  patent  upon  the  latter.  He  accord- 
ingly refused  to  consider  the  application,  his  decision  being  expressed 
as  follows : 

The  above  application  can  not  be  considered,  as  applioant  has  failed  to  insert  a 
disclaimer  in  application  filed  November  2,  1886,  now  Patent  No.  360,062,  as  required 
by  Bnle  42.    (See  Ex  parte  Ba*eomf  39  O.  6.,  119. ) 

From  this  decision  applicant  appeals  to  the  Commissioner. 
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Bale  42  provides  that  when  tberte  are  two  or. more  applications  pend- 
ing— 

relating  to  the  same  sultjee't-matter  of  invention,  all  showing  bnt  only  one  claiming 
the  bum  tiling,  those  not  claiming  it  most  contain  disclaimers  thereof,  with  refer- 
ences to  the  application  claiming  it. 

But  there  is  nothing  in  the  roles,  nor  is  there  any  statutory  provision 
to  the  effect  that  a  failure  to  file  such  disclaimer  should  deprive  ap- 
plicant of  his  right  to  a  patent,  or  invalidate  one  issued  upon  the  sec- 
ond application.  The  rule  does  not  and  could  not  constitute  a  statutory 
bar. 

The  real  questions  involved  are— 

First.  Whether  the  issuance  of  die  first  patent  constituted  a  dedica- 
tion to  the  public  of  the  unclaimed  feature ;  or,  if  not, 

Second.  Whether  the  second  application,  if  issued,  would  cover  the 
same  invention  as  that  protected  by  the  first  patent,  and  would  in  effect 
be  a  prolongation  of  the  monopoly. 

It  is  undoubtedly  true  that  when  a  patent  issues  for  an  invention,  all 
of  which  is  shown  but  only  part  of  which  is  claimed,  there  is  a  dedica- 
tion to  the  public  of  that  part  whioh  is  unclaimed.  In  such  case  the 
law  conclusively  infers  an  intention  to  inake  the  dedication  and  the  in- 
ference can  not  be  overcome  by  evidence.  The  applicant,  however,  al- 
ways has  it  in  his  power  in  a  certain  class  of  cases  to  prevent  this  in- 
ference from  arising  if  he  acts  in  time.  Iu  cases  which  are  divisional — 
that  is,  when  as  in  the  present  case  the  features  not  claimed  in  the  first 
application  are  independent  of  those  claimed— an  applicant  may  ex- 
pressly assert  in  his  application  a  reservation  of  his  right  to  claim  them 
in  another  or  subsequent  application,  and  he  should  present  and  prose- 
cute such  application  without  delay.  He  may  also  file  his  second  ap- 
plication so  ad  to  have  it  pending  concurrently  with  the  first.  Such 
course  anticipates  and  prevents  the  inference  of  dedication.  This  prop- 
osition is  fully  sustained  by  many  authorities.  (The  Suffolk  Co.  v. 
Harden,  3  Wall.,  316;  Singer  &  Clark  v.  Braunsdorf A  Weil,  7  Blatch., 
521 ;  McMillen  et  al.  v.  Ree$e  et  al.9 17  O.  G.,  1223;  Graham  v.  McCor- 
mick,llFed.Jtep.,8&9;  Hatch  v.  Jfq#tt,15Fed.  Rep.,  252;  ex  parte  Emer- 
am,  17  O.  G.f  1467 ;  ex  parte  Derby,  26  O.  G.,  1208;  ex  parte  Holt  C.  D., 
1884,  43;  29  O.  G.,  171.)  It  is  to  be  observed,  however,  in  this  connec- 
tion that  the  practice  of  inserting  reservation  clauses  is  not  intended 
hereby  to  be  sanctioned  or  approved.  It  not  only  increases  the  labor 
of  the  Office,  but  endangers  the  rights  of  the  patentee.  Should  he  be 
in  error  as  to  the  fact  of  divisibility  of  his  invention,  not  only  does  he 
increase  the  cost  and  expense  of  procuring  his  patents,  but  his  first  pat- 
ent foils  to  cover  the  scope  of  his  invention,  and  his  second  patent  is 
void.  Even  though  the  invention  be  divisible,  slight  negligence  or  de- 
lay in41ing  his  second  application  may  be  held  equivalent  to  abandon- 
ment in  the  courts  and  his  patent  declared  void. 

But  when  the  invention  is  not  capable  of  division  and  a  patent  issues, 
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a  different  rule  applies.  (Sickcls  v.  The  Falls  Co.,  4  Blatch.,  508 ;  VReilly 
v.  Morse,  15  How.,  C2 ;  Odiorne  v.  The  Amesbury  Nail  Factory^  1  Robb, 
300  j  Smith  v.  Ely,  5  McLean,  70 ;  Jones  v.  Seicall,  3  Cliff.,  575 ;  James  v. 
Campbell,  104  U.  S.,  356 ;  ex  parte  Ransom,  39  O.  G.,  11 9  ante  22.)  Where 
the  invention  is  one,  integral  and  indivisible!  whether  it  relates  to  differ- 
ent parts  of  a  single  organization  or  combination,  or  process  and  product, 
or  genus  and  species,  a  prior  patent  which  claims  or  covers  part  of  the 
whole  invention,  in  legal  contemplation,  takes  the  whole  invention  out 
of  the  field  of  patentability,  whether  the  subsequent  applicant  be  the 
original  patentee  or  some  other  person.  The  examiner  has,  in  my  opin- 
ion, confounded  this  distinction  and  misapplied  the  authorities  relied 
on  by  him.  The  applicant  has  never  intentionally  abandoned  or  dedi- 
cated bis  claim  to  the  feature  shown  in  his  former  application.  By 
tiling  his  second  application  before  the  patent  issued  upon  the  first 
he  avoided  and  prevented  the  legal  inference  of  dedication  from  aris- 
ing, which  otherwise  would  have  been  the  case.  This  must  be  so,  espec- 
ially in  view  of  his  efforts  to  withdraw  from  the  issue  and  amend  the 
first  application  before  patent  issued,  in  view  of  the  authorities  cited 
supra,  uuless  the  invention  is  not  capable  of  division. 

Examination  of  the  secoud  and  third  claims  in  the  present  application 
shows  that  the  inventions  covered  thereby  are  separate  and  independ- 
ent of  those  claimed  in  the  patent.  It  is  possible  that  the  first  claim 
in  the  present  application  is  so  broad  as  to  include  some  of  the  features 
covered  in' the  patent  Upon  this  I  do  not  pass,  but  refer  it  to  the  Pri- 
mary Examiner  for  consideration.  Were  applicant  to  limit  or  restrict 
this  claim  to  conform  to  the  fourth  claim  presented  in  his  request  to  the 
Commissioner  when  he  sought  to  withdraw  the  first  case  from  issue,  it 
is  probable  that  no  suggestion  of  interference  would  arise  between  the 
patent  and  his  present  application. 

The  action  of  the  examiuer  is  reversed,  and  the  case  is  remanded, 
with  directions  to  consider  the  application  and  to  proceed  in  its  con- 
sideration in  accordance  with  the  principles  announced  in  this  decision. 


Ex  Parte  Johnston. 

Decided  June  30,  1887. 

40  O.G.,  574. 

1.  Generic  and  Specific  Claims— Requirement  to   Elkct  Ons  of  Latter 
Irrboclar. 

When  an  application  contains  claim*  both  for  genus  and  for  several  species, 
one  of  which  latter  claims  imperfectly  describes  a  feat  lire  clearly  illustrated  in 
tho  drawings,  it  is  irregular  on  the  part  of  the  examiner  to  first  require  appli- 
cant to  elect  which  of  the'species  he  will  retain  and  prosecute. 
3.  8ame— Amendment  of  Specific  Claim. 

The  first  proper  action  in  such  c:iro  is  for  the  examiner  to  require  applicant  to 
amend  such  claim  so  as  to  disclose  the  snbject-mattcr  thereof  more  clearly. 
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3.  ACQOIB8CMCE  fil  I^KSOtJLAK  REQUIRXHKNT— EFFECT  OF. 

If,  however,  Instead  of  asserting  his  rights  by  taking  an  appeal  from  snoh 
irregular  requirement  applieant  acquiesced  therein,  and  in  accordance  therewith 
eliminates  the  olaim  from  the  application,  he  can  not  upon  final  rejection  re-assert 


4.  Claims  Rkjbctsd  and  Eliminated  can  not  bb  Restored. 

The  decisions  are  numerous  to  the  effect  that  an  applicant  can  not  re-assert  a 
claim  after  a  final  rejection  wjiich  he  had  previously  voluntarily  erased.  In  such 
case  he  must  file  a  new  application. 

On  Petition. 


Application  of  Joseph  Johnston  filed  February  14,  1887,  No, 
237,581. 

Messrs.  0.  A.  Snow  A  do.  for  the  applicant* 

Hall,  Commissioner : 

This  application  originally  contained  two  generic  claims  and  four 
claims  for  several  species.  March  26, 1887,  the  examiner  advised  appli- 
cant that— 

The  fifth  clause  of  the  claim  in  not  fonnd  described  or  illustrated  in  the  drawing. 
Furthermore,  said  clause  appears  to  be  for  a  separate  species  from  that  covered  by 
the  other  claims,  and  before  further  examination  on  the  merits  applicant  will  be 
required  to  elect  which  of  the  species  he  will  retain  and  prosecute. 

In.  this  action  there  was  irregularity,  in  my  opinion.  The  fifth  claim, 
while  not  sufficiently  clear,  did  not  yet  describe  a  feature  clearly  illus 
trated  in  the  drawings,  bnt  imperfectly.  The  Examiner  should  have 
required  the  fifth  claim  to  be  amended  so  as  to  disclose  the  subject-mat- 
ter thereof  more  clearly  before  requiring  the  applicant  to  elect  which 
of  the  several  species  he  would  claim  and  prosecute. 

April  3, 1887,  the  applicant  filed  an  amendment  canceling  claim  5 
and  substituting  two  claims  in  lieu  thereof,  in  one  of  which  he  made 
clear  the  defects  and  uncertainties  of  the  original  claim  5.  This  in- 
creased the  number  of  claims  to  7. 

April  4, 1887,  the  Examiner  informed  applicant  that  the  fifth  claim 
introduced  by  the  amendment  was  "for  a  separate  and  distinct  species 
from  that  covered  by  the  other  claims,"  and  concluded  his  letter  with 
the  following  direction :  "  It  will  be  necessary  for  applicant  to  eliminate 
the  objectionable  claim.19  This  was  clearly  erroneous,  for  while  it  was  a 
separate  and  distinct  speoies  from  others  claimed,  as  was  original  claim 
5,  from  which  it  was  not  a  departure,  yet,  instead  of  requiring  appli- 
cant to  eliminate  this  claim,  the  Examiner  should  have  given  him  free 
election  which  of  the  several  species  he  would  claim  in  connection  with 
his  generic  claim.  Not  only  this,  but  the  fact  that  throughout  the  Office 
action  had  been  directed  against  this  claim  alone  and  the  other  claims 
were  not  alluded  to,  together  with  this  premature  direction  to  eliminate 
claim  5,  would  naturally  create  the  impression  with  applicant  that  some 
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of  the  remaining  claims  possessed  patentable  features.  This  possibility 
may  have  misled  applicant  and  induced  him  the  more  readily  to  cancel 
claim  5,  as  required,  instead  of  asserting  his  rights,  as  he  might  have 
done,  and  appealing  from  the  action  making  that  requirement  This 
he  did  not  do,  but  acquiesced  in  the  improper  requirement  of  the  Exam- 
iner, and  voluntarily  eliminated  the  objectionable  claim  on  the  8th  of 
April  In  this  condition  the  application  received  examination  on  its 
merits  and  all  of  the  claims  were  rejected. 

April  29  an  amendment  was  filed,  making  changes  in  the  specification 
and  canceling  all  the  claims,  but  substituting  a  new  claim  substantially 
the  same  as  the  canceled  claim  5,  and  erasing  all  the  figures  of  the  draw- 
ings, except  figures  4  and  6,  which  illustrated  the  original  claim  5  as 
amended  and  also  the  last  claim  tendered.  Thereupon,  May  7,  the  Ex- 
aminer advised  applicant  that,  having  claimed  one  construction  as  the 
species  of  his  invention,  he  could  not  in  the  same  application  claim  the 
modified  form  of  his  device,  and  that  the  matter  sought  to  be  claimed 
in  the  amendment  of  April  29  could  only  be  claimed  in  a  separate 
application.    This  action  being  repeated,  applicant  appeals. 

It  will  thus  be  seen  that  the  applicant  voluntarily  eliminated  and  can- 
celed in  his  application  the  claim  for  species,  which,  after  action  upon 
and  rejection  of  the  generic  claim  and  the  other  claims  for  other  species, 
he  now  seeks  to  restore.  It  is  true  the  Examiner's  action  was  irregular 
iu  requiring  the  elimination  of  that  claim  originally ;  but  the  applicant 
acquiesced  in  it  and  took  no  appeal,  and  he  can  not  obviate  that  action 
and  his  acquiescence  by  the  course  he  now  takes— amending  and  re- 
incorporating the  claim. 

The  decisions  are  numerous  to  the  effect  that  an  applicant  can  not 
re-assert  a  claim  after  final  rejection  which  he  had  previously  volunta- 
rily erased.  •  In  such  case  he  most  file  a  new  application.  The  action 
of  the  Examiner  is  affirmed. 


Ex  Paste  Fredericks  and  Burns. 

Decided  July  26,  1887. 
40  O.  G.,  691. 

1.  Office  of  Primary  Examiner  is  Continuing. 

The  office  of  Primary  Examiner  in  the  Patent  Office  is  continuing,  and  does  not 
change  with  the  person  of  the  incumbent.  An  application  is  not  assigned  to  the 
Examiner  as  an  individual,  but  to  the  division  over  which  he  presides,  and,  not- 
withstanding the  resignation  of  an  iucnmbent  who  has  taken  action  upon  a  oase 
aud  the  appointment  of  his  successor,  the  jurisdiction  continues  unaffected  by  the 
change. 

2.  Primary  Examiner  the  Vicr-Rbprbsbntative  ok  the  Commissioner. 

An  application  continues  in  the  Patent  Office,  and  in  acting  upon  it  the  Primary 
Examiner  is  the  vice-representative  of  the  Commissioner,  and  until  reversed  or 
modified  his  action  or  decision  is  that  of  tlie  Commissioner.  This  jurisdiction  of 
the  Primary  Examiner  continues  until  the  case  is  taken  out  of  his  division  by 
the  superior  jurisdiction  operating  through  the  rules  of  the  Office  or  by  special 
order. 
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3.  JoRiSDumoK  of  Prdcakt  Examiner  ovbb  Applications. 

An  Examiner  has  jurisdiction  until  the  case  is  allowed  and  passed  to  issue.  It 
is  not  until  the  Examiner  signs  the  file-wrapper  and  forwards  the  application  to 
the  Issue  Division  that  he  can  he  said  to  have  rendered  a  favorable  decision.  He 
may  have  formed  an. opinion  in  its  favor  or  expressed  an  oral  or  eveu  a  written 
suggestion  in  the  same  direction ;  but  these  do  not  constitute  his  formal  favorable 
decision.     (Citing  Ex  parte  Starr,  C.  D.,  1879,  91 ;  Ex  parte  Budl,  86  O.  O.,  437.) 

4.  Pbimaky  Examiner  hot  Bound  by  Acts  of  His  Predecessor. 

When  the  Examiner,  after  action  upon  a  case,  had  advised  the  applicant  that 
his  application  "  was  now  in  condition  for  allowance,  but  requ  ed  a  new  draw- 
ing," but  had  not  signed  the  file-wrapper  and  forwarded  the  case  to  the  Issue  Di- 
vision, JBsfld,  this  did  not  deprive  the  successor  in  office  of  the  Primary  Examiner 
of  jurisdiction  to  reconsider  and  reject  the  application. 

On  Petition. 

ruixAcss  ios  BAxmo  cabbom. 

Application  of  Rowland  W.  Fredericks  and  John  Barns,  filed  Sep- 
tember 4, 1886,  No.  212,756. 

Mr.  J.  T.  Frederick*  and  Messrs.  Presbrey  A  Green  for  the  applicants. 

H  al  V  Commissioner : 

On  March  26, 1887,  while  Examiner  Eintner  was  an  officer  of  this  Bu- 
reau, the  following  Office  letter  was  sent  to  applicants  from  his  divis- 
ion: 

This  application  is  now  in  condition  for  allowance,  bat  a  new  drawing  will  be  re- 
quired before  the  case  can  be  passed  to  issue,  as  the  lines  of  the  drawing  are  pale  and 
rough,  and  the  signatures  are  placed  in  wrong  position  on  the  sheet. 

Subsequently,  on  April  8,  an  amendment  was  filed  substituting  a 
proper  drawing  in  place  of  the  informal  one  before  presented.  Mean* 
while  Examiner  Kintner  resigned  and  Examiner  Brown  was  assigned  to 
the  division.  Shortly  after  Examiner  Brown  took  charge  of  the  division 
he  was  called  upon  to  pass  the  case  to  issue  in  accordance  with  the  action 
and  suggestion  of  his  predecessor.  This  he  declined  to  do  until  he  could 
examine  the  application  and  assure  himself  that  it  should  be  allowed. 
This  course  was  deemed  by  him  the  proper  one,  because  of  his  official 
responsibility  for  ail  action  in  the  division  after  he  became  the  chief. 
He  thereupon  carefully  examined  the  case,  and,  in  view  of  certain  pat- 
ents, reached  the  conclusion  that  the  subject-matter  of  the  application 
was  not  patentable,  of  which  conclusion  applicants  were  formally  noti- 
fied April  23, 1887. 

Applicants  complain  of  this  action  of  Examiner  Brown  on  the  ground 
that  he  had  no  jurisdiction  to  review  the  decision  of  his  predecessor, 
aud  by  a  petition,  addressed  to  the  Commissioner  in  person,  ask  that 
the  rejection  of  the  case  be  vacated,  and  that  the  application  go  to  issue 
upofl  the  action  of  Examiner  Kintner,  dated  March  26, 1887. 

The  office  of  Primary  Examiner  in  the  Patent  Office  is  a  continuing 
one,  and  does  not  change  with  the  person  of  the  incumbent  The  ap- 
plication under  consideration  was  not  assigned  or  referred  to  Examiner 
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Kintner  as  an  individual,  but  to  the  division  of  which  he  was  the  Prin- 
cipal Examiner.  The  jurisdiction  of  the  Office  over  the  case  did  not 
cease  or  change  when  Mr.  Kintner  resigned  or  when  Mr.  Brown  as- 
sumed charge  of  said  division.  Each  examiner  when  discharging  his 
official  duty  in  examining  an  application  is  the  vice-representative  of 
the  Commissioner  of  Patents,  and  his  action  and  decision,  until  reversed 
or  modified,  are  those  of  the  Commissioner.  When  the  chief  of  a  divis- 
ion resigns,  no  vacancy  is  created  which  affects  the  matter  of  jurisdic- 
tion. The  a  plication  coutinnes  in  the  Patent  Office,  subject  to  its 
jurisdiction,  aud  it  remains  in  that  division,  subject  to  the  jurisdiction 
6f  that  division,  until  it  has  been  taken  away  by  the  superior  jurisdic- 
tion acting  through  the  rules  of  the  Office,  or  by  special  order.  So  that 
it  seems  the  question  of  resignation  of  an  examiner  really  has  nothing 
to  do  with  the  subject.  If  the  rejection  of  the  application  would  have 
been  valid  or  within  the  jurisdiction  of  Mr.  Kintner  bad  he  not  resigned, 
then  it  was  equally  within  the  power  of  Mr.  Brown,  who  succeeded  him. 
At  what  time,  then,  or  by  what  official  action  on  the  part  of  an  exam- 
iner, does  his  jurisdiction  over  an  application  cease  f  It  is  to  be  borne 
in  mind  that  the  duties  of  an  examiner  are  executive  and  ministerial. 
He  is  not  a  judicial  officer  when  considering  an  application.  He  is 
called  upon  to  take  successive  steps  and  actions  in  considering  whether 
a  patent  should  issue  to  an  applicant.  But  none  of  these  are  conclu- 
sive adjudications,  bindiug  upou  the  Office.  Nor  are  bis  actions  binding 
upon  himself  so  long  as  he  retains  jurisdiction  of  the  case.  He  may  re- 
consider, revise,  and  reverse  so  long  as  he  may  act  at  alL  It  seems  to 
be  the  settled  law  of  the  Office  that — 

An  examiner  has  jurisdiction  of  a  case  until  it  is  passed  and  allowed.  It  is  not 
nntil  the  Examiner  signs  the  file- wrapper  and  forwards  the  ease  to  the  Issne  Division 
that  he  can  be  considered  as  having  rendered  a  favorable  judjtu\ent  opon  it.  He  may 
have  formed  an  opinion  in  its  favor  or  expressed  an  oral  or  even  a  -written  suggestion 
in  the  same  direction,  bnt  these  do  not  constitute  his  formal  favorable  decision. 
(See  Ex  parte  Starr,  C.  D.,  1879,  91 ;  Ex  parte  Bucll,  26  O.  G.,  437.) 

This  final  favorable  opinion  of  the  Examiner  had  not  been  reached  in 
the  preseut  case,  and  there  seems  to  be  no  reason  .to  doubt  the  jurisdic- 
tion of  Examiner  Brown. 

In  the  argument  on  appeal  the  applicants  call  attention  to  the  ques- 
tionable propriety  of  permitting  a  new  examiner  to  review  the  actions 
of  the  ex-examiner,  who  may  have  spent  his  whole  life  in  a  special  class 
of  work.  But  the  real  question  at  every  stage  of  an  application  is.  Is 
the  applicant  entitled  to  a  patent  f  New  examiners  must  be  introduced ; 
old  ones  die  and  resign.  If  these  applicants  are  entitled  to  a  patent, 
the  action  ot  Examiner  Brown  refusing  it  is  not  final.  An  appeal  lies, 
and  the  reasonable  inference  is  that  if  Mr.  Brown  has  erred,  a  correc- 
tion of  that  error  will  be  made.  In  the  very  cases  cited  by  applicants, 
even  in  what  is  called  the  ludicrous  case  of  Perry,  Letters  Patent  No. 
366,327,  this  rectification  of  the  irregular  or  erroneous  action  of  the  Ex- 
aminer was  attained  by  appeal.    But  if,  as  matter  of  fact,  Examiner 
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Brown's  action  was  correct  and  applicants  are  not  entitled  to  a  patent, 
his  action  shows  the  wisdom  of  a  practice  which,  while  it  may  not  al- 
ways reach  correct  conclusions,  will  do  so  in  a  vast  majority  of  cases. 
The  petition  is  denied. 


Ex  Paste  Peterson. 

Decided  August  1, 1887. 
40  O.  G.,  692. 

1.  To  Amend  under  Rule  134. 

To  authorize  the  Primary  Examiner  to  re-open  a  cane  for  amendment,  under  Rule 
134,  after  appeal  and  affirmance  by  the  Examiners-in-Chief,  the  statement  and  rec- 
ommendation of  the  Board  must  point  out  with  reasonable  olearnoss  and  certainty 
"  the  apparent  grounds,  not  involved  in  the  appeal,  for  granting  "  letters  patent," 
so  as  to  enable  the  Examiner,  who,  upon  a  careful  examinati6nr  has  rejected  the 
case,  and  whose  decision  is  affirmed  by  the  Board,  to  understand  what  feature  or 
invention  in  the  form  as  claimed  or  in  any  other  form,  is  recommended  for  amend- 
ment or  consideration. 

2.  Amendments— Rule  67— Suggestions. 

A  mere  suggestion  in  the  following  form  :  "  If  applicant  has  improved  upon 
8tover  (the  reference  cited),  he  should  dearly  set  forth  the  improvement,  as  pro- 
vided by  statute,"  does  not  come  within  the  rule,  nor  does  it  obviate  the  necessity 
for  the  applicant,  when  presenting  his  amendment,  to  make  a  showing  and  fur- 
nish reasons  why  it  was  not  offered  earlier,  as  required  by  Rule  67.  Such  a  sug- 
gestion could  be  made  in  every  oase,  and  would  leave  the  Examiner  to  re-open 
the  application  generally,  limited,  if  at  all,  only  by  the  decision. 

3.  Jurisdiction. 

The  marginal  indorsement  "  Approved, n  signed  by  the  Board  and  the  Acting 
Commissioner,  Held  not  to  give  any  additional  force  to  the  suggestion  in  the  de- 
cision. The  case  being  ex  parte,  the  jurisdiction  of  the  Examiners-in-Chief  ceased 
after  their  decision,  and  the  case  was  not  before  the  Aoting  Commissioner  by  pe- 
tition or  otherwise. 
*4.  Same— Appeal. 

The  jurisdiction  to  pass  upon  amendments  in  such  cases  is  with  the  Primary  Ex- 
aminer, subject  to  the  applicant's  right  of  appeal,  following  Ex  parte  Peareon  (40 
O.  G.,  244  ante  36)  and  other  cases  cited. 

ON  PETITION. 

WINDMILLS. 

Application  of  James  Peterson,  No.  209,843,  filed  August  3, 1886. 
Messrs.  Louis  Bagger  &  Co.  for  the  applicant 

Hall,  Commissioner: 

The  application  was  finally  rejected  January  6, 1887,  and  was  appealed 
to  the  Board  of  Examiners  -in-Chief,  On  June  6, 1887,  the  decision  of 
the  Board  was  rendered  as  follows : 

The  claim  as  presented  is  fully  met  by  the  references.  The  same  combination  of 
features — and  applicant,  in  fact,  only  nrges  that  he  has  improved  some  of  those  feat- 
ures, notably  on  the  shank  of  the  tail-vane  and  the  construction  and  arrangement  of 
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the  weight-levers.  Bat  this  does  not  make  a  new  combination.  If  he  has  improved 
on  Stover,  he  should  dear]  j  set  forth  and  claim  the  improvement,  as  provided  by 
statete.  •  As  the  ease  now  stands,  we  most  affirm  the  decision,  subject  to  the  above 
suggestions. 

On  Jane  15, 1887,  without  any  showing  or  reason  why  the  same  was 
not  earlier  presented,  as  required  under  Boles  67  and  137,  bat  relying 
wholly  apon  the  above  suggestion  of  the  Examiners-in-Chief,  applicant 
filed  an  amendment  "  embodying,"  as  he  asserts,  "  the  suggestion  of  the 
Examiners-in-Ohief  after  approval  by  said  board,  and  also  by  the  Act- 
ing Commissioner." 

The  amendment  has  apon  its  margin  the  following  memoranda : 

Approved  for  the  Examiner.    R.  L.  B.  Clark,  for  Board  of  Appeal. 
Approved.    B.  B.  Vance,  Acting  Commissioner. 

On  July  12, 1887,  the  Primary  Examiner  refused  admission  or  con- 
sideration of  the  amendment  in  the  following  decision: 

The  proposed  amendment  in  the  ease  must  he  refused  admission  for  the  reason  that 
the  Examiners-ui-Chief  not  having  made  any  such  statement  or  recommendation  as 
contemplated  by  Rule  134,  the.  Primary  Examiner  is  not  authorised  to  re-open  the 
ease.  Attention  is  called  to  the  Commissioner's  decision  in  Ex  parte  Pearson  (40  O.  G., 
844). 

From  this  decision  the  applicant  appeals  to  the  Commissioner. 

Under  the  decision  in  Ex  parte  Pearson  it  must  be  held  that  the  decis- 
ion of  the  Examtnersin-Chief  does  not  contain  any  statement  aud  rec- 
ommendation such  as  is  contemplated  and  required  by  Bale  134.  That 
rale  seems  clear  and  explicit. 

If  they  (the  Board)  shall  discover  any  apparent  grounds  not  involved  in  the  ap- 
peal for  granting  or  refusing  letters  patent  in  the  form  claimed,  or  in  any  other  form, 
they  will  annex  to  their  decision  a  statement  to  that  effect,  with  such  recommenda- 
tions as  they  shall  deem  proper. 

The  intent  of  the  rale  is  evident.  It  is  to  save  and  secure  to  the  ap- 
plicant his  right  to  a  patent  for  whatsoever  invention  shall  be  patent- 
able, as  shown  in  his  application,  notwithstanding  the  affirmance  of  the 
decision  of  the  Examiner.  Bat  an  affirmance  covers  the  entire  case  on 
appeal.  To  authorize  the  Primary  Examiner  to  re-open  the  case  and 
allow  an  amendment,  notwithstanding  the  decision,  the  Board  mast 
annex  to  their  decision  a  "  statement "  and  a  "  recommendation."  Such 
a  statement  should,  with  reasonable  clearness  and  certainty,  point  oat 
u  the  apparent  grounds  not  involved  in  the  appeal  for  grauting  letters 
patent."  This  should  be  done  with  such  definiteness  as  to  enable  the 
Examiner  who,  upon  a  fall  and  careful  examination,  has  rejected  the 
case  to  know  what  feature  in  the  form  as  claimed,  or  in  any  other  form, 
is  intended  to  be  recommended  for  amendment  or  allowance.  Take,  for 
illustration,  the  suggestion  of  the  Board : 

If  applicant  has  improved  on  Stover,  he  should  clearly  set  forth  the  improvement, 
as  provided  by  statute. 

It  is  not  asserted  that  the  invention,  or  any  part  of  it,  as  disclosed  in 
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the  application,  is  an  improvement  on  Stover,  nor  what  part  or  feature 
is  referred  to.  The  suggestion  is  one  that  oonld  be  made  in  all  cases. 
The  examiner  is  iuformed  that  his  decision  is  affirmed,  subject  to  the 
above  suggestion.  But  there  is  do  Statement  or  recommendation  from 
the  Board  to  advise  him  what  they  mean  or  to  guide  or  assist  him.  If 
be  regards  the  case  as  re-opened,  he  must  act  as  if  it  was  generally 
opened  up,  limited  only  by  the  decision,  if  at  all. 

I  am  not  able  to  regard  the  marginal  indorsements  as  adding  anything 
to  the  right  of  petitioner  to  file  his  amendment.  It  being  an  exparte 
case,  it  seems  settled  that  the  board  lost  jurisdiction  after  their  decis- 
ion, and  the  application  was  not  before  the  Acting  Commissioner,  by 
petition  or  otherwise.  The  jurisdiction  to  pass  upon  amendments  in 
such  cases  is  with  the  Primary  Examiner,  subject,  of  course,  to  appeal 
(See  Ex  parte  Farquhareon,  C.  D.,  1876,  218;  Ex  parte  Dodge,  0.  D., 
1872,  202 ;  Ex  parte  Dysart,  34  O.  ».,  1390 ;  Moffat*  aud  Gardner,  M. 
8.  Bee,  Yol.  33, 56 ;  Ex  parte  Holt,  38  O.  G.,  229  ante  5 ;  Ex  parte  Pear- 
eon,  40  O.  G.,  244  ante  36.) 

The  decision  of  the  Examiner  is  affirmed. 


Ex  Paetb  Paige. 

Decided  Augusts,  1887. 
40  O.  G.,  807. 

iNDsraiiTB  Claims. 

A  claim  in  the  following  form— The  combination  of  the  following  elements : 
mechanism,  substantially  as  described,  for  *  *  * ;  mechanism,  substantially 
as  described,  for  *  *  *,  drc— covering  four  groups  of  mechanism,  condemned 
as  indefinite.  Claims  covering  all  mechanism  which  will  perform  the  same  func- 
tions or  accomplish  the  same  result  are  not  sufficiently  limited  or  restricted  by 
the  words  "  substantially  as  described."  Such  olaims  would  suppress  all  further 
improvements  in  mechanism  that  could  accomplish  the  same  results.  The  same 
principles  relative  to  vague  and  broad  olaims  prevail  in  original  as  in  re-issue  ap- 
plications. 

Same. 

Comprehensive  terms  and  phrases  to  denote  mechanical  equivalents  are  re- 
garded ae  proper,  provided  when  so  need  they  clearly  and  distinctly  express  the 
invention.  The  words  "  means"  and  " mechanism "  may  be  proper  where  they 
refer  to  mere  adjunctive  devices  readily  understood ;  bnt  in  olaims  for  combina- 
tions of  mechanism  composed  of  several  elements  the  words  "  means  "  and  "  mech- 
anism "  alone  used  as  defining  the  element  of  inventions  are  vague  and  indefi- 
nite. 
,  Former  Decisions  Affirmrd. 

Commissioners'  decisions  in  Ex  parte  Dimming,  (CD.,  1884, 18 ;  26  O.  G.,  1907) ; 
Ex  parte  Kerr  (id.,  27;  28  O.  6.,  95) ;  Ex  parte  Holt  (id.,  43 ;  29  O.  G.,  171) ;  and 
Ex  parte  Wilkin  (id,,  71;  290.  G.,  950),  approved. 
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Or  Petition. 

XACHtn  FOB  WTTDTa,  DIBTBIBUTOfO,  AKD  JUSTIFYING  TTPB. 

Application  of  James  W.  Paige  filed  December  5, 1882,  No.  78,527. 

Messrs.  H.  W.  Beadle  it  Co.  for  the  applicant. 
Hall,  Commissioner : 

The  machinery  embodying  the  invention  for  which  the  applicant 
seeks  to  obtain  a  patent  is  very  complicated.  It  maybe  termed  a  u  ma- 
chine for  setting,  justifying,  and  distributing  type."  It  possesses  the 
function  or  power  to  remove  the  type  from  the  case  or  font,  carry  them 
to  their  appropriate  places  in  the  stick  or  form,  remove  them  from  the 
stick  or  form,  distribute  them,  and  return  them  to  their  proper  place  in 
the  case.  In  other  words,  it  substitutes  mechanical  contrivance  in 
setting,  distributing,  and  justifying  type  for  the  human  hands. 

The  machine  is  illustrated  in  thirty-one  sheets  of  drawings  contain- 
ing one  hundred  and  thirty-three  figures.  The  application  contains 
oue  hundred  and  twenty-eight  claims,  of  which  ninety  have  been  acted 
upon  by  the  Examiner;  but  consideration  of  the  remaining  thirty  eight 
has  been  refused  on  the  ground  that  they  are  in  their  terms  too  vague 
and  indefinite  to  meet  the  requirement  of  the  statute  (section  4888)  as 
defined  in  the  Commissioner's  decision  in  Ex  parte  Demming  (26  O.  6., 
1207)  and  Ex  parte  Holt  (29  O.  G.,  171). 

It  is  asserted  by  the  Examiner  that  the  applicant  concedes  that  his 
action  is  supported  by  these  decisions ;  but  he  denies  the  correctness 
of  the  decisions.  In  order  to  present  the  question  in  its  simplest  form, 
the  applicant  has,  with  the  consent  of  the  examiner,  taken  oue  of  the 
claims — the  105th — as  fairly  typical  of  the  entire  thirty -eight  claims, 
and  now  petitions  the  Commissioner  to  disregard  the  authority  of  tlie 
decisions  above  cited,  and  to  direct  the  examiner  to  consider  the  claims 
as  in  proper  form,  and  to  enter,  allow,  or  reject  the  claims. 

The  105th  claim  is  stated  as  follows : 

The  combination  of  the  following  elements :  mechanism,  substantially  as  described, 
for  conveying  the  type  along  the  raceway ;  mechanism,  substantially  as  described, 
fcr  guiding  the  same  in  its  movement  along  the  raceway  ;  mechanism,  substantially 
as  described,  for  trying  and  ejecting  the  type  from  the  raceway  at  the  proper  }>oint, 
and  mechanism,  substantially  as  described,  for  receiving  the  ejected  type  aud  lifting 
it  into  the  type-case. 

The  position  of  applicant  is  that,  having  made  a  patentable  inven- 
tion, the  law  confers  npou  him  the  right  to  demand  and  receive  a  pat* 
ent  for  it  from  the  Commissioner  of  Patents.  He  insists  that,  in  pre- 
sentiug  his  application  containing  his  specification  and  claims,  he  is  at 
liberty  to  employ  snch  language  and  phrases  as  he  sees  proper,  and  to 
describe  his  invention  and  frame  his  claims  in  his  own  way,  subject 
only  to  the  statutory  requirement,  that  this  must  be  done— 
in  such  full,  clear,  concise,  and  exact  terms  as  to  enable  any  person  skilled  in  the  art 
•*r  science  to  which  it  appertains,  or  with  which  it  is  most  nearly  connected,  to  make, 
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construct,  compound,  and  ue  the  same  •  •  •  •  and  he  shall  particularly  point 
oat  slid  distinctly  claim  the  part,  improvement,  or  combination  which  he  claims  as 
his  invention  or  discovery, 

and  as  to  this  requirement  ho  claims  to  be  his  own  judge.  Having  done 
this  he  insists  that  the  Office  has  no  right  or  power  to  object  to  a  claim 
because  it  is  not  formal ;  that  he  has  the  right  to  insist  it  is  formal,  that 
it  is  a  valid  claim,  and  to  demand  it  shall  be  allowed  or  rejected  in  the 
form  in  which  he  elects  to  present  his  claim.  His  argument  is  that, 
unless  his  position  be  tenable,  an  error  of  the  Office  deprives  him  of  sub- 
stantial rights.  What  the  Office  deems  to  be  an  objection  to  form  may 
really  be  one  as  to  merit.  He  may  be  required  to  cancel  or  strike  out 
material  matter,  and  because  it  is  asserted  by  the  Office  to  relate  to  form 
and  an  allowance  or  rejection  denied  him,  his  right  of  appeal  ulti- 
mately to  the  Supreme  Court  of  the  District  is  denied  and  he  is  reme- 
diless. 

The  different  functions  of  specifications  and  claims  under  the  Ameri- 
can patent  system  are  well  understood.  Indeed,  the  purposes  of  and 
distinctions  between  them  are  clearly  pointed  out  in  that  portion  of  the 
law  just  quoted.  (Revised  Statutes,  sec.  4888.)  In  his  specification 
an  applicant  must  give  a — 

written  description  of  the  same  [his  invention]  and  of  tne  manner  and  process  of 
making  •  •  ••  and  using  it  in  snob  fall,  clear,  concise,  and  exact  terms  as  to  en- 
able any  person  skilled  in  the  art  *  •  *  to  make,  construct,  compound,  and  use 
the  same. 

This  has  reference  to  the  construction  and  use  of  the  machine,  device, 
method,  process,  or  product  But  as  to  the  claim  another  thing  is  re- 
quired : 

He  shall  particularly  point  out  and  distinctly  claim  the  part,  improvement,  or  combi- 
nation which  he  claims  as  his  invention  or  discovery. 

Tbis  does  not  relate  to  construction  and  use  alone.  Its  object  is  to  pro- 
tect the  public  in  two  important  and  essential  particulars:  First,  to 
define  the  invention  as  a  property,  the  manufacture,  sale,  and  use  of 
which  have  become  a  monopoly  by  virtue  of  the  patent,  so  as  to  pro- 
tect the  public  who  deal  with  it ;  second,  to  define  and  mark  out  clearly 
the  field  of  invention  with  reference  to  the  subject-matter  involved,  so 
that  the  public  inventive  genius  of  the  people  may  not  be  deluded  by 
indefinite  claims  or  frightened  or  deterred  from  following  inventive 
pursuits  by  claims  apparently  covering  matter,  extent,  or  scope  not 
possessed  or  not  patentable. 

There  is  no  occasion  to  dwell  upon  or  emphasize  the  wisdom  and  use- 
fulness of  these  two  requirements,  so  clearly  and  distinctly  embodied 
in  the  statute.  No  one  at  all  familiar  with  the  increasing  growth  and 
importance  of  inventions  and  patents,  the  constant  efforts  on  the  part 
of  applicants  to  enlarge  and  expand  their  claims  and  secure  the  great- 
est possible  scope  for  their  patents,  and  cover  processes,  products, 
methods,  and  functions,  and  the  increasing  litigation  in  the  courts 
growing  out  of  such  matters,  can  have  any  doubt  as  to  the  importance 
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of  these  requirements  and  the  necessity  for  their  observance  and  en- 
forcement The  statute  .distinctly  recognizes  the  requirements,  and  by 
necessary  implication  provides  that  the  duty  of  enforcing  them  is 
lodged  with  the  Commissioner  of  Patents.  There  must  be  some  per- 
son, office,  or  tribunal  who  has  the  power  of  determining  when  the  ap- 
plicant has  complied  with  the  statute,  and  filed  a  written  description  of 
his  invention  in  such  full,  clear,  and  exact  terms,  etc,  and  has  particu- 
larly pointed  out  and  claimed  the  part,  improvement,  or  combination 
which  he  claims  as  his  discovery  or  invention.  An  inventor's  applica- 
tion is  required  to  be  addressed  to  the  Commissioner  of  Patents.  There 
is  no  other  officer  or  tribunal  provided  with  whom  it  can  be  lodged  or 
by  whom  it  can  be  acted  on  and  allowed  or  rejected. 

When  $uc&  an  application  it  filed  *  *  •  the  CommiaBioner  of  Patents  shall  cause 
an  examination  to  be  made  of  the  alleged  new  invention  or  discovery.  (8ec  4893, 
R.8.) 

Here  is  a  distinct  recognition  of  the  proposition  that  until  such  an  ap- 
plication— i.  e.,  an  application  in  proper  compliance  with  the  two  re- 
quirements under  consideration — is  filed,  the  duty  of  the  Commissioner 
to  proceed  and  consider  the  case  upon  the  merits  does  not  arise. 

This  view  is  also  in  accord  with  the  distinctive  feature  of  the  system 
of  allowing  and  issuing  patents  under  the  American  system.  In  many 
countries  the  patent  office  is  little  more  than  an  office  for  the  registra- 
tion of  patents.  Applicants  are  permitted  to  formulate  their  descrip- 
tion, or  specifications,  without  any  formal  claims,  in  their  own  way,  and, 
except  in  certain  cases,  patents  issue  as  of  course.  Their  construction, 
scope,  and  validity  are  left  for  the  consideration  of  the  courts  when  the 
results  of  conflicting  patents,  or  the  annoyance  to  the  public,  and  con- 
sequent litigation,  bring  them  before  them.  But  with  us,  while  the 
courts  are  not  in  any  manner  deprived  of  their  jurisdiction,  nor  is  the 
action  of  the  Office  in  anywise  conclusive  upon  them,  yet  one  great  pur- 
pose of  the  system  is  to  protect  the  people  against  invalid  patents  and 
unjust  monopolies,  and  to  avoid  the  annoyance  to  the  public  which 
necessarily  grows  out  of  conflicting  claims  for  the  same  inventions.  To 
accomplish  this,  as  already  suggested,  clearness  and  definiteness  of  the 
claims  in  applications  and  patents  are  the  most  essential  and  practical 
means  devised. 

Practically  concurrent  with  these  provisions  of  law  and  promotive  of 
the  pprpose  of  the  system  rules  of  the  Office  have  existed. 

Rule  63,  under  which  the  action  of  the  Office  under  consideration  was 
had,  is  as  follows  : 

The  first  step  in  the  examination  of  an  application  will  be  to  determine  whether  it 
is  in  all  respects  in  proper  form.  If,  however,  the  objections  as  to  form  are  not  vital, 
the  Examiner  may  proceed  to  the  consideration  of  the  application  on  its  merits ;  bat 
in  Bach  case  he  mast,  if  possible,  in  his  first  letter  to  the  applicant,  state  all  his 
objections,  whether  formal  or  otherwise,  and  until  the  formal  objections  are  disposed 
of  no  farther  action  will  be  taken  upon  its  merits  without  the  order  of  the  Coaunisv 
loner. 
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Under  these  rules  the  practice  in  the  Office  has  been  continuous  and 
uniform.  No  authorities  are  cited  in  which  the  power  and  duty  of  the 
Commissioner  to  require  definiteness  and  certainty  in  specifications  and 
claims  are  denied.  The  statute  seems  clear  and  positive,  and  there  are 
no  rights  involved,  either  private  or  public,  which  make  necessary  any 
other  or  different  epnstruction.  It  is  true  the  Examiner  may  occa- 
sionally commit  an  error  and  in  objecting  to  the  form  of  a  claim  encroach 
upon  the  merits,  but  his  action  is  open  to  appeal  and  correction.  The 
objection  that  the  error  may  not  be  corrected  by  the  Commissioner,  or 
elsewhere  in  -the  Office,  can  be  equally  made  to  the  supreme  court  of 
the  District— to  all  the  courts ;  but  the  right  to  demand  and  receive  a 
patent,  however  absolute  and  valuable,  is  necessarily  limited  by  the 
general  proposition  that  the  application  most  be  approved,  both  as  to 
form  and  merits,  by  the  office  or  tribunal  designated  by  Congress  and 
in  the  manner  prescribed.  The  suggestion  that  in  such  cases  the  ap- 
plicant is  without  remedy  is  not  believed  to  be  sound.  The  presump- 
tion is  that  the  final  action  of  the  officers  with  whom  the  subject  is  in- 
trusted is  correct.  This  action  of  the  Office  is  the  remedy  and  the  only 
remedy  Congress  intended  to  give. 

If  the  position  of  applicant  in  this  particular  (that  the  Office  has  no 
right  to  refuse  action)  is  correct,  then  it  is  quite  certain  mandamus 
would  lie,  commanding  the  Commissioner  to  act  upon  the  merits  and 
allow  or  reject  a  claim ;  but  until  there  is  higher  authority  than  any 
known  or  presented,  the  well-established  and  long-continued  practice 
of  making  objections  to  form,  with  the  view  of  securing  certainty  and 
definiteness  in  specifications  and  claims,  can  not  be  abandoned  or  omit- 
ted. 

But  applicant  insists  that  his  claims  are  not  vague  and  indefinite,  and 
that  they  are  in  form  as  recognized  by  repeated  decisions  of  the  office. 
He  also  contests  the  correctness  of  several  of  the  decisions  referred  to 
by  the  Examiner  and  denies  the  applicability  of  others.  It  will  be  well 
to  refer  again  to  the  claim  itself: 

The  combination  of  the  following  elements :  Mechanism,  substantially  as  described, 
for  conveying  the  type  along  the  raceway ;  mechanism,  substantially  as  described,  for 
guiding  the  same  in  its  movement  along  the  raceway ;  mechanism,  substantially  as 
described,  for  trying  and  ejecting  the  type  from  the  raceway  at  the  proper  point ;  and 
mechanism,  substantially  as  described,  for  receiving  the  ejected  type  and  lifting  it 
into  the  type;  esse, 

Now,  what  invention  is  claimed  by  this  language  f  What  does  the 
inventor  mean  to  claim,  and  what  understanding  will  the  general  public 
derive  from  the  words  employed T  That  the  invention  involved  relates 
to  a  method,  means,  or  mechanism  for  setting  and  distributing  type  is 
clear.  That  the  inventor  refers  to  machinery— mechanism — by  which 
the  operation  of  setting  and  distributing  type  is  accomplished  is  equally 
dear.  But  there  may  be  an  invention  of  a  process  distinct  from  that 
of  the  apparatus ;  of  a  method  distinct  from  the  machine  which  carries 
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it  oat;  and  there  may  be  an  article  of  manufacture  or  product  distinct 
from  the  method  or  process  by  which  they  are  made.  There  can  be  no 
doubt  that  in  all  such  classes  of  cases  the  claim  of  an  applicant  should 
clearly  point  out  and  definitely  show  whether  he  claims  the  process  or 
the  apparatus,  the  method  or  the  machine,  etc.  In  the  present  case  the 
applicant  does  not,  as  understood,  claim  a  method  or  process;  bathe  is 
endeavoring  to  claim  something  more  and  beyond  the  mere  mechanism 
or  machinery.    Stated  in  his  own  language,  it  is  as  follows : 

This  (invention)  coven  a  group  of  four  mechanisms  for  effecting  the  movement  of 
type  from  a  certain  point  npon  the  raceway  to  its  final  position  in  the  type-case. 

For  each  separate  mechanism  In  the  gronp  other  specific  mechanisms  might  be  em- 
ployed without  affecting  the  substance  of  the  invention.  Take,  for  instance,  the  first 
mechanism  referred  to  in  the  claim— that  for  conveying  the  type  along  the  raceway.. 
The  specific  mechanism  actually  employed  is  the  invention  of  the  applicant,  but  other 
equivalent  mechanisms  also  for  this  purpose  might  readily  be  devised  by  him  (and 
others  also). 

The  breadth  of  this  invention  extends  beyond  the  specific  mechanism  actually  em- 
ployed, and  a  grievous  wrong  is  inflicted  upon  him  if  his  invention  is  so  limited  as  to 
restrict  him  to  that. 

The  same  state  of  facts  exists  in  regard  to  the  mechanisms  for  guiding  the  type  in 
its  movements  along  the  raceway,  for  trying  and  ejecting  the  type  from  the  raceway 
at  the  proper  point,  and  the  mechanisms  for  receiving  the  ejected  type  and  lifting  it 
Into  the  type-case. 

It  is  not  known  how  adequate  protection  can  be  obtained  for  inventions  of  this 
kind  without  the  use  of  the  general  terms  in  the  claims. 

It  is  evident  from  this  quotation  and  from  the  entire  argument  of  ap- 
plicant that  he  seeks  to  cover  not  only  the  specific  mechanism  consti- 
tuting the  four  groups  or  elements  of  his  combination,  but  all  mechan- 
ism that  will  perform  the  same  functions  or  accomplish  the  same  results ; 
but  when  attention  is  called  to  this  he  insists,  while  still  adhering  to 
this  broad  claim,  that  his  claims  are  legally  and  sufficiently  limited  and 
restricted  by  the  employment  of  the  words  <(  substantially  as  described," 
which  follow  the  word  "  mechanism  "  wherever  used. 

It  is  to  be  borne  in  min  d  that  the  Examiner  has  not  held  that  this 
claim,  if  allowed,  would  not  be  a  valid  claim  or  would  not  be  upheld  in 
the  courts.  If  allowed  in  its  present  vague,  uncertain,  broad  form,  it 
would  be  held  to  cover  and  protect  only  the  specific  mechanism  or  ma- 
chine, and  the  courts  would  sustain  and  uphold  it  by  giving  it  a  narrow 
and  specific  construction,  not  because  they  approve  such  claims,  but  out 
of  gracious  necessity  to  the  patentee,  ut  majis  res  valeat  quampereaL 

If  the  applicant  can  take  out  a  valid  patent  with  as  broad  claims  as 
contended  for  in  this  case,  be  would  in  effect  suppress  all  further  im- 
provements for  mechanism  that  could  accomplish  the  same  results.  No 
one  denies  his  right  to  cover  the  combination  of  the  four  mechanical 
organisms  and  their  equivalents;  but  the  word  "  equivalents  v  does  not 
comprehend  all  mechanism  that  produces  the  same  effect  It  matters 
not,  it  is  believed,  whether  such  vague,  broad,  claims  are  introduced  in 
original  applications  or  in  those  for  re  issues  the  same  principles  pre. 
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vail.  They  are  objectionable  and  meet  the  express  and  repeated  con- 
demnation of  the  highest  courts.  (See  Burr  v.  Duryee,  1  Wall..  535; 
MeOarmiek  v.  Tofoott,  20  Howard,  406 ;  and  Case  v.  Brown,  2  Wall.,  230.) 
In  the  latter  case  the  court  used  the  following  language : 

We,have  had  occasion  to  remark  in  a  late  case  (Burr  v.  Darves,  1  Wall.,  p.  535 ; 
see  also  McCorwUck  v.  Tolcott,  20  Howard,  p.  405)  on  this  new  art  of  expanding  pat- 
enta  for  machines  into  patents  for  "  a  mode  of  operation/'  a  function,  a  principle,  an 
effect  or  result,  so  that  by  an  equivocal  nse  of  the  term  "  eqivalent"  a  patentee  of  an 
improved  machine  may  suppress  all  further  improvements.  It  is  not  necessary  agai  n 
to  expose  the  fallacy  of  the  arguments  by  which  these  attempts  are  sought  to  be  sup- 
ported, though  we  can  not  hinder  their  repetition. 

.  But  while  such  claims  can  not  be  expanded,  or  will  not  receive  recog- 
nition in  the  courts,  and  the  public  can  prevail  against  their  broad  con- 
struction when  they  resist  them  before  the  courts,  this  fact  does  not 
give  due  protection  against  them  nor  prevent  the  public  from  imposi- 
tion and  annoyance.  Such  broad  claims  do  mislead,  vex,  and  harass 
the  general  public  in  the  particulars  to  guard  against  which  the  pecu- 
liar American  patent  system  was  adopted,  as  hereinbefore  explained. 
They  render  uncertain  what  rights  of  property  the  public  acquire  under 
such  patents,  and  either  deter  other  inventors  from  patenting  their  in- 
ventions or  cast  a  cloud  upon  their  patents. 
Says  Judge  Grier  in  Burr  v.  Duryee  (*upra) : 

Here  we  have  the  first  experiment  in  the  art  of  expansion  by  an  equivocal  claim, 
whioh  may  be  construed  a  claim  for  a  result  or  product  of  a  machine  or  for  its  princi- 
ple or  mode  of  operation.  By  this  construction  another  inventor  may  be  frightened 
from  jfche  course.  But  when  challenged  in  a  court  of  justice  a$  too  brood,  the  words 
'<  substantially  as  herein  described  "  may  be  resorted  to  as  qualifying  this  claim  of  a 
function,  result,  or  principle,  and  arguing  that,  as  the  specification  described  a  ma- 
chine, it  meant  nothing  more. 

A  machine  is  not  a  principle  or  an  idea.  The  use  of  ill-defined  abstract  phraseology 
is  the  frequent  source  of  error.  It  requires  no  great  ingenuity  to  mystify  a  subject 
by  the  nse  of  abstract  terms  of  indefinite  or  equivocal  means.  Because  the  law  re- 
quires a  patentee  to  explain  the  mode  of  operation  of  his  machine,  which  distinguishes 
it  from  others,  it  does  not  authorize  a  patent  for  a  mode  of  operation  as  exhibited  in  a 
machine.  Much  less  can  any  inference  be  drawn  from  the  statute  that  an  inventor  who 
has  made  an  improvement  in  a  machine  and  thus  effects  a  desired  result  in  a  better 
and  cheaper  manner  than  before  can  include  all  previous  inventions  and  have  a  claim 
to  the  whole  art,  discovery,  or  machine  whioh  he  has  improved.  All  others  have  an 
equal  right  to  make  improved  machines,  provided  they  do  not  embody  the  same,  or 
substantially  the  same,  devices  or  combination  of  devices  whioh  constitute  the  pecu- 
liar characteristics  of  the  previous  invention. 

I  can  not  resist  the  conclusion  that  the  present  case  is  illustrative  of 
the  art  of  expansion  by  equivocal  claims  pointed  out  by  Justice  Gricr. 
It  is  an  effort  to  secure  a  claim  which,  though  really  and  legally  only 
covering  the  specific  device,  will  apparently  and  ex  impudentia  cover  all 
mechanism  now  known  or  hereafter  invented  that  will  accomplish  sub- 
stantially the  same  results.  Having  such  a  patent  the  patentee  is  en- 
abled to  secure  a  monopoly  by  construction,  with  the  sanction  of  the 
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Patent  Office,  apparently  covering  any  and  all  mechanism  broadly, 
frightening  all  other  inventors  from  the  course,  and  misleading  the  pub- 
lic, when  dealing  with  the  subject,  into  the  belief  that  they  are  acquir- 
ing a  right  and  property  which  does  not  really  exist  But  when 
challenged  in  a  court  of  justice,  as  suggested  in  Burr  v.  Dutyee^  and 
the  court  18  asked  to  declare  the  patent  void  as  being  too  broad  or  cov- 
ering claims  not  allowed  by  the  patent  laws,  the  patentee  hastily  re- 
sorts to  the  words  "  substantially  as  described,"  and  insists  that  the 
specifications  describe  a  specific  machine  and  the  claims  mean  noth- 
ing more.  Such  is  the  nature  of  the  argumeut  presented  in  the  present 
case. 

Authorities  are  cited  and  argument  urged  in  support  of  the  propo- 
sition that  "  whether  a  claim  is  too  broad  or  not  must  depend  upon 
the  state  of  the  art"  Scott  v.  Ford  (O.  D.,  1878, 106;  14  O.  6.,  413)  is 
relied  upon,  with  a  number  of  others.  Commissioner  Spear's  language 
in  that  case  is  quoted : 

Whether  a  claim  is  too  broad  or  not  most  depend  upon  the  state  of  the  art.  If  the 
thing  claimed  be  in  its  nature  patentable,  then  it  can  be  defeated  only  by  showing 
that  other  inventions  are  included  in  its  terms  which  are  already  in  the  knowledge 
of  the  public. 

But  this  language  should  relate  to  the  patentability  of  the  invention 
and  its  scope.  Its  meaning  is  that  when  a  proper  claim  is  presented, 
free  from  vagueness  and  ambiguity,  in  which  the  invention  claimed  is 
described  or  identified  with  proper  certainty,  then  the  question  whether 
the  claim  is  too  broad  or  not  must  depend  upon  tbe  state  of  the  art ; 
but  when  the  question  relates  to  the  form  of  the  claim,  which  is  vague 
and  uncertain,  or  that  it  claims  more,  or  a  different  invention,  or  a  dif- 
ferent feature  of  invention,  than  that  shown  and  described,  or  ap- 
parently claims  a  "mode"  or  "method"  or  "movement,"  or  some 
indefinite  and  indefinable  quality  above  and  "beyond  the  specific  mech- 
anism actually  employed,"  then  it  is  too  broad  in  another  and  equally 
as  proper  sense.  If  the  present  claim  105  distinctly  claimed  a  method 
or  moyemeut  or  fanction,  it  could  be  acted  upon  on  it*  merits  and 
would  be  rejected  or  allowed.  But  it  does  not  It  is  vague  and  indefi- 
nite because  it  does  not  do  this.  It  seems  to  have  a  double  aspect— not 
seems,  but  does.  Ap  already  shown,  it  wears  the  appearance  of  being 
functional  because  covering  all  mechanism  having  a  given  result,  and 
at  the  same  time  shelters  or  protects  that  appearance  against  the  charge 
of  false  pretense  when  arraigned  in  courts,  under  the  words  "  aub- 
stantially  as  described."  With  this  distinction  in  mind,  there  does  not 
seem  to  be  any  occasion  to  refer  to  the  numerous  cases  cited,  showing 
the  various  forms  in  which  claims  have  been  allowed  in  the  Office.  It 
would  be  strange  if  numerous  examples  could  not  be  found  to  justify 
the  form  of  this  claim.  It  is  stated  as  a  matter  of  history  of  the  Office 
that  it  had  become  common  practice  in  the  Office,  when  an  inventor 
was  the  flrnt  to  produce  a  mechanism  for  a  given  result  to  allow  him  to 
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claim  it  by  the  term  "  mechanism,"  if  the  term  was  qualified  by  some 
such  expression  as  "  substantially  as  described  f  but  improvers  were 
required  to  specify  their  construction  more  folly.  Heretofore  such 
claims  were  recognized  in  the  case  of  pioneers  as  being  sufficiently 
definite,  because  a  pioneer  was  supposed  to  be  entitled  to  something 
»'  beyond  the  mere  mechanism  employed."  The  art  of  expanding  by 
equivocal  claims  flourished.  Although  known,  the  language  of  the  Su- 
preme Court  of  the  United  States  ^as  not  fully  appreciated.  Claims 
which  are  so  extensive  in  their  scope  as  to  include  means  substantially 
different  from  those  described  are  bad,  even  though  the  inventor  is  a 
pioneer  in  his  line,  and  even  though  the  same  result  may  be  produced 
by  different  means.  (VReiUy  v.  Morse,  15  Howard,  62.) 
r  It  is  evident  that  the  courts  have  been  doing  their  duty  in  condemn- 
ing the  practice,  and  by  their  judgments  have  exploded  these  broad 
claims  to  u  something  beyond  the  mechanism  employed;"  But  they 
could  only  protect  those  members  of  the  public  who  were  brought  before 
them  as  litigants.  So  long  as  the  Patent  Office  recognised  such  claims 
the  courts  could  only  point,  out  the  mischief,  but  could  not  hinder  its 
repetition.  Finally,  the  contest  between  those  interested  in  securing 
the  broadest  claims  in  patents  and  those  adversely  interested,  which 
had  been  carried  on  in  the  courts,  was  transferred  to  the  Patent  Office. 
The  Office  itself  began  to  see  the  mischief  and  to  abolish  a  practice  so 
strongly  condemned.  There  followed  in  rapid  succession  the  cases  of 
Ex  parte  Demming  (C.  D.,  1884, 18;)  Ex  parte  Kerr  (id.,  27;)  Ex  parte 
HoU  (tf.,43;)  Ex  parte  Wilkin  (id.,  71).  The  reasoning  and  conclusions 
of  the  Commissioners  in  these  cases  are  well  known,  and  they  need  not 
be  restated  at  any  length.  They  bring  the  Office  into  exact  accord  with 
the  courts,  and  while  securing  to  every  inventor  a  patent  for  his  inven- 
tion, whatever  it  may  be,  the  Office  protects  the  general  public  against 
the  annoyances  and  vexations  heretofore  alluded  to,  and  also  guards 
other  inventors  in  the  same  field  of  invention  from  misapprehension  as 
to  the  state  of  the  art  and  from  deterrence  in  pursuing  their  investiga- 
tions. 

The  conclusions  reached  in  these  decisions  do  not  exclude  any  par- 
ticular expression  or  form  of  words.  The  words  "  means  "  and  "  mech- 
anism" are  not  outlawed  in  any  sense.  Comprehensive  terms  and 
phrases  to  denote  mechanical  equivalents  are  regarded  as  proper.  But 
it  is  required  that,  whatever  terms  and  phrases  are  used,  the  claim  must 
be  so  framed  as  to  clearly  and  distinctly  express  the  invention  and  be 
free  from  equivocation  and  ambiguity.  It  is  distinctly  and  correctly 
held  that  in  claims  for  combinations  of  mechanism  composed  of  several 
dements  the  words  "  means  *  and  "  mechanism  "  alonei  used  as  defining 
the  element  of  invention,  are  too  vague  and  indefinite.  They  are  ob- 
jectionable, as  all  words  are,  when  their  use  obscures  or  mystifies  the 
definition  of  the  claim.  In  all  cases  where  the  invention  claimed  is  a 
machine  possessing  certain  functions,  the  use  of  the  word  ^means  "  or 
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"  mechanism,"  without  others  ex  vi  verbi,  gives  a  false  expression.  They 
tend  to  reach  the  function  of  the  machine  and  seem  to  include  all  means. 

As  was  said  by  the  Acting  Commissioner  in  Ex  parte  Holt  (supra), 
these  words  are  not  improper  where  they  refer  to  mere  adjunctive  de- 
vices readily  understood,  as  where  the  claim  is  for  a  combination  be- 
tween several  elements  with  means  or  mechanism  for  their  operation  or 
co-operation.  What,  then,  should  be  the  form  of  claims  f  No  definite 
answer  can  be  made.  Each  one  is  free  to  formulate  his  own  claims;  but 
his  claims  most  be  definitive  of  the  invention.  Jn  Le  Bag  v.  Tatkam  (14 
Howard,  156)  one  of  the  claims  was  as  follows : 

What  we  claim  and  desire  to  patent  is— 

The  combination  of  the  following  parte,  above  described,  to  wit :  The  core  and  bridge 
or  gnide-pieoe,  the  chamber,  and  the  die,  when  need  to  form  pipes  of  metal,  under 
heat  and  pressure,  in  the  manner  set  forth.    #    *    *. 

This  claim  clearly  exhibited  the  parts  and  the  features  of  the  machine. 
If  the  various  parts  or  elements  of  a  combination  were  old,  or  had  well- 
recognized  and  appropriate  names,  they  could  be  incorporated  in  a  claim 
by  their  names.  Thus  in  case  of  a  reaper  the  combination  could  be 
properly  defined  as  of  the  reel,  the  cutter,  the  table,  and  the  rake,  sub- 
stantially as  described.  These  different  elements,  being  well  known, 
define  themselves,  and  their  different  respective  parts  need  not  be  men- 
tioned; but  when  the  elements  are  new  and  do  not  possess  recognized 
names,  the  controlling  or  leading  parts  of  the  several  organisms  should 
be  referred  to  as  definitive  of  the  invention. 

The  claims  in  the  Wilkin  case  and  Hakn  (No.  168,000)  are  used  by  the 
applicant  to  illustrate  his  position.  They  certainly  illustrate  the  views 
of  the  Office. 

The  H&hn  claim : 

In  combination  with  the  main  frame,  two  carrier$,  one  of  whioh  is  adapted  to  be 
'  operated  by  a  hydraulic  nfeton. 

The  Wilkin  claim : 

In  combination  with  a  saw-mill  dog,  meohatUm,  substantially  as  described,  con 
nected  with  tbe  dog  and  adapted  to  be  operated  by  steam  or  other  fluid. 

The  term  "  carrier"  is  a  generic  one,  and  as  used  is  clearly  definitive. 
It  points  out  by  name  the  things  or  elements  between  which  the  com- 
bination exists.  There  are  the  "  frame  "  and  "  carriers,"  and  they  are 
pointed  out  and  defined  by  well-known  generic  terms.  But  the  word 
"  means"  or  "  mechanism  "  is  not  a  definite  term,  but  one  of  iudifiuite- 
ness — an  abstraction,  as  the  word  "  motherhood,"  "  citizenship."  It  is 
because  of  this  that  it  may  be  employed,  as  stated  by  Acting  Commis- 
sioner in  Ex  parte  Holt  {9upra),  to  refer  to  mere  adjunctive  devices, 
which  connect  or  give  co-operation  to  the  various  elements  or  features 
of  the  invention,  but  are  in  themselves  no  actual  or  controlling  part  of 
it.  It  is  because  any  means  or  mechanism  may  be  used  to  carry  out 
such  adjunctive  functions,  and  need  not  be  defined,  that  those  terms 
^an  be  thus  employed.    For  precisely  the  same  reason,  when  the  inven- 
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tRra  is  not  merely  an  adjunctive  device  and  the  precise  machine  or  in- 
vention must  be  defined,  and  the  inventor  can  not  claim  any  and  rtll 
devices  that  would  accomplish  the  same  result,  these  terms  can  not  be 
properly  nscd.  In  claims  for  processes,  where  physical  forces  and  ele- 
ments combine  to  bring  about  the  result,  the  use  of  the  words  "  forces9 
and  "  elements  "  generally  to  denote  afiy  or  all  forces  w6uld  present  a 
somewhat  equivalent  and  equivocal  expression.  It  seems  evident  that 
the  use  of  such  vague  and  indifinite  terms  in  such  connection  can  not 
be  permitted.  The  invention  claimed  must  be  pointed  out  and  defined 
not  by  reference  to  the  specification,  but  by  the  use  of  such  words  and 
phrases  as  express  it  clearly  and  without  ambiguity.  Thus  defining 
the  several  parts  by  the  use  of  generic  terms  or  names  does  not  limit 
the  invention  to  the  precise  means  indicated  either  in  detail  or  in  com- 
bination. Such  definition  includes  all  colorable  variations,  mechanical 
equivalents,  and  modifications  embodying  the  same  principles. 

The  action  of  the  examiner  in  holding  claim  105  too  vague  and  indefi- 
nite to  meet  the  requirement  of  the  statute  is  approved  and  affirmed. 


Ex  Pabtr  Boot. 

Decided  August  1, 1887. 

40  O.  0.f  811. 
Abandoned  Application. 

Applicant  having  failed  to  prosecute  his  case  within  two  years  from  the  date  of 
the  last  action  by  the  Office,  and  no  definite  action  having  been  determined  upon 
by  him  or  his  attorney  within  the  time;  and  the  two  years'  limit  having  expired 
without  any  attempt  at  definite  action,  Held  that  applicant's  showing  of  unavoid- 
able delay  in  proseonting  hit  application  must  cover  the  entire  period  of  two 
years. 

On  Petition. 

oamonio  abd  rouramo  whblu. 

Application  of  Timothy  G.  Booty  No.  138,790,  filed  July  25, 1884, 

Messrs.  HaUoek  &  HaUeek  for  the  applicant 
Hall,  Commissioner : 

Notice  of  the  last  action  had  by  the  Office  was  mailed  to  applicant 
Jane  25, 1885.  From  that  date  until  June  13, 1887,  twelve  daj%  before 
the  expiration  of  the  two  years'  limit,  no  amendment  was  filed,  nor  was 
there  any  effort  made  to  prosecute  the  case.  The  petition  shows  that  on 
Jdne  13,  twelve  days  before  the  two  years  expired,  a  letter  was  mailed 
by  J.  K.  Hallock,*f  Erie,  Pa.,  of  the  firm  Hallock  &  HaUeek,  to  M.  P. 
Halleck,  of  Washington,  D.  C,  as  follows : 

There  is  stiU  one  case  of  Roots/a  in  the  Offioe  for  a  grinding  and  huffing  wheel, 
C«t  you  get  it  oat  t  GoO<?k 

PAT 6  O       — 
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The  two  attorneys  were  not  partners,  and  were  not  associated  in  this 
ease.  The  note  could  as  well  have  been  addressed  to  any  attorney  in 
this  city.  Mr.  M.  F.  HaHeek,  of  Washington,  was  temporarily  absent 
when  this  letter  was  delivered,  and  before  his  return  it  was  mislaid,  so 
that  it  was  not  brought  to  his  attention  for  some  time  after  the  expira- 
tion of  the  two  yearat  and  the  case  had  become  abandoned. 

The  writing  of  this  note  and  its  failure  to  come  into  Mr.  M.  F.  Halleck's 
hands  at  an  earlier  date  constitute  the  sole  reason  presented  to  bring  the 
ease  within  the  statute  for  reinstatement  of  applications  abandoned  for 
want  of  prosecution.  Is  it  a  case  where  the  failure  to  prosecute  was 
unavoidable  f 

The  statute  gives  the  applicant  two.  years  within  which  to  take  proper 
action  in  the  prosecution  of  his  application,  and  this  action  may  be 
as  properly  taken  within  the  last  as  the  first  twelve  days  of  that  period. 
Where  at  any  time  or  on  any  day  he  takes  such  steps  and  completes  all 
that  he  personally  may  do  toward  such  action  and  his  efforts  do  not 
succeed  in  consequence  of  the  failure  on  the  part  of  an  instrumentality  or 
means  upon  which  he  may  properly  rely,  the  question  then  confines  it- 
self to  that  particular  transaction,  as  if  an  amendment  were  prepared 
in  reasonable  time  but  foiled  to  reach  the  Office  within  the  required 
period  by  loss  or  destruction  of  the  maiL  Here  the  question  of  una- 
voidableness  relates  to  the  single  effort  at  prosecution.  (See  Ex  parte 
Pratt,  39  0. 6.,  1549  ante  31.)  In  the  latter  case  the  inventor  and  attor- 
ney conferred  together  and  determined  that  an  amendment  should  be 
made,  and  what  the  amendment  should  be,  and  directed  the  clerk  to  pre- 
pare and  file  it  In  the  absence  of  the  attorney  the  clerk  suddenly  left 
his  office,  and  failed  to  do  as  directed.  In  the  present  case  no  action 
was  had.  Neither  inventor  nor  attorney  had  agreed  upon  anything.  No 
amendment  was  determined  upon,  nor  was  any  line  of  action  indicated. 
All  that  transpired  was  a  note  sent  by  Mr.  7.  K.  Hallock  to  Mr.  M.  F. 
Hallock  to  look  after  the  case,  "  Oan't  you  get  it  out  V9  The  whole  mat- 
ter was  left  to  the  latter,  and  he  did  not  receive  the  note  in  time.  What 
he  would  have  done  is  conjectural  had  he  received  it  It  does  not 
follow  that  he  would  have  done  anything.  He  might  have  concluded 
that  he  could  not  "  get  it  out."  It  is,  therefore,  a  case  in  which  the 
entire  period  Of  two  years  is  allowed  to  expire  without  any  attempt  at 
definite  action.  There  is  no  definite  event  or  circumstance  to  which 
the  question  of  unavoidableness  can  apply.  The  question  must  neces- 
sarily relate  to  the  entire  two  years.  Was  the  failure  to  prosecute  dur- 
ing that  period  unavoidable  f  There  can  be  no  such  pretense  in  this 
case. 

The  circumstances  presented  a  case  where  the  attorney  in  charge  of 
the  case  lived  at  a  distant  city.  Instead  of  securing  an  associate  at 
Washington  to  look  after  and  take  care  of  the  prosecution  of  the  case, 
which  could  reasonably  and  properly  have  been  done  when  the  applica-, 
tfon  was  filed,  he  allowed  the  entire  two  years  less  twelve  days  to 
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elapse,. and  then  wrote  the  note  above  quoted,  without  any  suggestion 
or  direction  as  to  what  should  be  done,  and  without  any  assurance  that 
the  attorney  was  in  the  city  or  might  not  be  adversely  interested.  Even 
then,  with  foil  knowledge  of  the  imminence  of  abandonment,  no  ac- 
knowledgment of  the  receipt  of  the  letter,  no  information  that  anything 
would  be  or  had  been  done,  weeks  were  permitted  to  pass  without  inquiry 
or  suggestion. 

It  is  impossible  to  hold,  under  these  circumstances,  that  the  failure 
to  prosecute  was  unavoidable.    The  petition  is  denied. 


Ex  Paste  Mahnkeh. 

Decided  August  8,  1887. 
40  O.  0.,  915. 

1.  Bb-usub  Application— Interference. 

A  re -issue  application  claiming  subject-matter  shown  but  utienHemMn  not 
claimed  in  the  original  patent,  filed  to  effect  a  dissolution  of  an  interference  be- 
tween said  patent  and  a  pending  application,  and  for  the  purpose  of  declaring  a 
redeclaration  of  tho  interference  between  the  re-issne  and  said  pending  applica- 
tion, refused.  Held  that  the  showing  did  not  establish  a  case  of  "inadTertenoe, 
accident,  or  mistake,"  bat  exhibited  an  error  of  judgment. 

2.  Sams— To  Cover  an  Omitted  Claim, 

An  applicant's. "  opinion"  that  the  claim  now  asserted  in  the  re-issne  application 
was  not  considered  by  him  to  be  patentable  at  the  time  of  prosecuting  the  orig- 
inal application  is  not  an  instance  of  an  actual  mistake,  nor  a  mistake  inadvert- 
ently committed.  Applicant  accepted  his  patent  without  objection  or  evidence 
of  dissatisfaction,  and  with  full  knowledge  that  another  application  was  pending 
in  the  Office  containing  interfering  claims. 

3.  Same—Mistake. 

Applicant's  "  mistake,"  so  called,  being  dearly  an  error  of  judgment  or  opinion 
can  not  avail  him,  and  a  re-issue  of  his  patent  is  refused. 

Appeal  from  Examiners-in-Ohief. 

FBlXTIKG-TSLIOllArn  RKCBIYKE. 

Reissue  application  of  Henry  Mahnken  filed  November  23, 1886,  No. 
219,705. 

Messrs.  Dyer  &  Seely  for  the  applicant 
Hall,  Commissioner: 

One  W.  B.  Wood  filed  an  application  on  Hay  20, 1875,  for  printiug- 
tclegraph  receivers,  involving,  among  other  features,  the  use  of  a  sleeve 
and  shaft  in  combination  in  a*  particular  kind  of  receiver. 

February  9, 1886,  Mahnken  filed  an  application  for  a  similar  inven- 
tion for  a  printing-telegraph  receiver,  in  which  he  disclosed  the  whole 
invention,  bat  did  not  claim  the  particular  feature  of  the  sleeve  and 
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shaft.  For  some  reason  do  interference  was  declared  between  these  ap- 
plications, and  a  patent  was  issued  to  Mahnken,  July  6, 1886. 

Afterward — on  September  15, 1886— an  interference  was  declared  be- 
tween Wood's  application  and  Mahnken's  patent  upon  the  issue  shown 
but  not  claimed  in  the  Mahnken  patent,  under  Ex  parte  Upton  (27  O. 
G.,  99).  It  does  not  appear  why,  under  the  same  authority,  an  inter- 
ference was  not  declared  with  Mahnken's  original  application. 

A  motion  to  dissolve  the  interference  was  made  by  Wood  on  the 
ground  that  Mahnken  did  not  claim  the  issues,  and  he  supported  this 
by  affidavits  showing  that  notice  had  been  served  before  Mahnken's 
original  application  was  filed  upon  his  assignee,  The  Commercial  Tele- 
graph Company,  of  New  York ;  that  Wood  had  filed  an  application  for 
the  invention,  and  also  showing  that  Mahnken  was  an  employ^  of  that 
company.  The  motion  to  dissolve  was  allowed,  not  upon  its  merits, 
but  under  a  proposition  from  Mahnken  that  he  would  file  are-issue  ap- 
plication claiming  the  issues  in  the  interference  when  the  declaration 
could  be  redeclared  between  the  re-issue  application  and  Wood's  pend- 
ing application.  The  re-issue  application  was  filed,  without,  abstract  of 
title,  November  12, 1886,  the  abstract  of  title  being  added  November 
23, 1886,  and  the  interference  was  dissolved  November  26, 1886,  pre- 
sumably for  the  purpose  of  redeclaring  it.  It  will  thus  be  seen  that 
four  months  and  six  days  elapsed  between  the  date  of  issuance  of 
Mahnken's  patent  and  the  filing  of  his  reissue  application.  When  the 
Primary  Examiner  came  to  give  the  re-issue  application  examination, 
iustead  of  declaring  an  interference  he  refused  to  consider  it,  holding, 
under  the  authority  of  Miller  v.  Brass  Co.  (U.  S.  S.  0.;  C.  D.,  1882,  49), 
that  the  applicant  had  not  set  forth  any  good  and  sufficient  reason  why 
a  re-issue  should  be  granted. 

That  the  claims  now  inserted  were  not  considered  patentable  at  the  time  of  filing 
his  original  application  is  not  sufficient  reason  for.  introducing  them  now,  but  rather 
prima  facie  evidence  that  applicant  did  not  consider  himself  the  inventor  of  such 
watte*  especially  when  it  is  shown  by  affidavits  that  applicant  knows  of  claims 
pending  in  the  Office  concerning  the  same  subject-matter  at  the  time  of  filing  his 
original  case. 

The  inadvertence  or  mistake  on  which  Mahnken  bases  his  claim  for 
re-issue  is  stated  by  him  as  follows :    • 

Henry  Mahnken,  the  above-named  petitioner,  being  duly  sworn,  deposes  and  says 
that  he  verily  believes  that  his  aforesaid  letters  patent  are  inoperative  or  invalid  by 
reason  of  a  defective  or  insufficient  specification,  such  defect  or  insufficiency  consist- 
ing in  omitting  to  describe  the  purpose  of  mounting  the  type-wheels  on  two  shafts, 
one  of  whioh  is  a  sleeve  surrounding  the  other,  and  in  failing  to  claim  the  application 
of  this  device  to  printing-telegraph  receivers  of  the  character  described,  and  that  the 
error  arose  by  inadvertence,  accident,  or  mistake  in  the  following  manner,  viz :  That 
at  the  time  of  the  filing  the  original  application  for  such  letters  patent  he  did  not  be- 
lieve the  use  of  the  sleeve  and  shaft  in  the  particular  kind  of  printing-telegraph  re- 
ceivers was  a  patentable  invention,  in  view  of  the  fact  that  it  had  been  used  in 
printing-telegraph  receivers  of  other  kinds,  as  illustrated  by  the  patents  granted  to 
Stephen  D.  Field,  March  27,  1883,  and  numbered  274,748,  and  to  Robert  J.  Sheehy, 
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October  88, 1884,  and  numbered  307/238,  in  which  the  same  end  is  accomplished  by 
the  dsvioe— i.  ;e.,  the  location  of  the  type-wheels  ontside  of  the  main  tame  of  the  ma- 
chine and  in  view  of  the  general  nae  of  this  device  in  clocks  and  various  other  ma- 
chine* and  instruments ;  that  since  his  said  letters  patent  were  issued  he  has  been 
notified  by  the  Commissioner  of  Patents,  under  date  of  September  16, 1886,  that  an 
interference  has  been  declared  between  bis  said  letters  patent  and  an  application  of 
one  William  B.  Wood,  in  which  the  subject-matter  is  a  broad  statement  of  the  com- 
bination of  the  sleeve  and  shaft  with  other  essential  elements  of  printing-telegraph 
receivers  of  the  character  of  the  machine  described  by  said  letters  patent ;  that  while . 
he  is  still  of  the  opinion  that  such  combination  is  not  a  patentable  invention  he  is 
now  informed  by  such  notioe  of  interference  that  the  Commissioner  of  Patents  has 
decided  to  the  contrary,  and  is  ready  |o  grant  letters  patent  for  such  alleged  inven- 
tion ;  and,  believing  that  he  was  the  first  to  apply  the  sleeve  and  shaft  to  printing- 
telegraph  receivers  of  the  particular  character,  he  desires  to  correct  his  said  letters 
patent  in  the  respect  hereinbefore  stated. 

Deponent  farther  states  that  the  said  error  arose  without  any  fraudulent  or  de- 
ceptive intent ;  that  the  Commercial  Telegram  Company  is  the  sole  owner  of  said 
letters  patent,  and  this  application  is  made  on  behalf  and  with  the  consent  of  said 
company,  and  that  he  verily  believes  himself  to  be  the  first  and  original  inventor  of 
the  improvement  set  forth  and  claimed  on  this  amended  specification,  and  does  not 
believe1  that  the  same  was  ever  known  or  used  before  his  invention  or  discovery 


The  Examiner  held  that  Mahnken  did  not  make  oat  a  case  of  inad- 
vertence, accident,  or  mistake,  as  contradistinguished  from  error  of  Judg- 
ment, in  view  of  Miller  v.  Brass  Co.  (supra)  and  that  bis  oattl  showed 
that  at  the  time  of  filing  bis  original  application  he  did  not  regard  him- 
self  as  the  original  inventor  of  the  matter  now  sought  to  be  inserted. 

The  applicant  appealed  to  the  Examiners-in-Ohief,  who  affirmed  the 
decision,  bat  for  different  reasons.  They  held  that  Mahnken  had  made 
a  case  of  "inadvertence,  accident,  or  mistake,"  bat  that  his  frank  oath 
was  fatal  to  his  claim  j  that— 

He  not  only  states  that  he  supposed  at  the  time  of  his  original  application  that  he  was 
not  entitled  to  make  such  claims,  bat  he  also  avers  that  he  is  still  of  the  opinion  that 
soch  combination  (that  oft  the  new  claims)  is  not  a  patentable  invention. 

The  applicant  has  appealed  to  the  Commissioner  from  this  decision. 

1.  In  regard  to  the  oath.  It  can  not  be  entertained  for  a  moment  that 
the  patentability  of  an  invention  can  be  determined  from  the  opinion  of 
the  applicant*  I  do  not  understand  the  decision  of  the  Examiners-in- 
Ohief  to  proceed  npon  such  premise.  The  Primary  Examiner  avoided 
that  view  when  he  held  that  the  oath  shows  that  applicant  did  not  con- 
sider himself  the  original  inventor.  The  Board  are  understood  as  hold* 
ing— 

That  as  the  applicant  in  both  his  original  and  re-issue  applications  had  sworn  that  the 
•abject-matter  of  the  additional  claims  was  old,  and  therefore  in  his  opinion  not 
patentable,  he  was  estopped  from  asking  a  patent  therefor. 

The  fact,  however,  will  be  disclosed  from  a  careful  reading  of  the  oath 
that  the  applicant  has  not  made  such  a  statement  The  subject-matter 
of  his  additional  claims  is  a  combination,  and  in  his  oath  he  merely  states 
that  one  of  the  elements— a  certain  specific  element— was  old,  and  that 
the  combination  therewith  of  certain  other  elements,  as  shown  in  his 
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case,  was  not  in  [bis  opinion,  patentable.  He  lias  not  sworn  that  the 
combination  is  old,  for  he  distinctly  avers  that  he  verily  believes  that; 
"  he  was  the  first  to  apply  the  sleeve  and  shaft  to  printing-telegraph  re- 
ceiver of  the  particular  character,"  etc.  He  has  only  sworn  that u  he 
did  not  believe  it  to  be  patentable."  His  "opinion,  as  a  matter  of  law, 
as  to  the  question  of  patentability  is  immaterial  and  shonld  not  control 
the  judgment  of  the  Office.  What  has  been  or  is  his  opinion  need  not 
have  been  stated,  and  should  be  regarded  as  surplusage.  If  he  cop* 
forms  to  the  rules,  discloses  his  invention,  and  asks  for  a  patent,  lie 
should  receive  it,  if  in  the  opinion  of  the  Office  he  is  entitled  to  it 

2.  Has  the  applicant  presented  a  case  of  inadvertence,  accident,  or 
mistake  sufficient  to  justify  a  re-issue  f 

Thfrt  applicant  is  acting  in  the  utmost  fairness  and  with  no  purpose 
to  deceive  or  defraud  there  is  every  reason  to  believe.    When  he  filed 
his  original  application,  he  labored  under  the  belief  that  the  subject- 
matter  of  the  new  claims  was  not  patentable.    Such  was  then  his  opin- 
ion, and,  entertaining  that  opinion,  he  ctrald  not  conscientiously  apply 
for  it.    Not  only  this,  but  to  claim  subject-matter  not  patentable  is  quite 
certain  to  postpone  the  issue  of  a  patent  for  what  he  is  certainly  and 
indisputably  entitled  to  and  increase  the  cost  and  expense  of  pro- 
cedure.   The  notice  served  upon  hiin,  or  his  assignee,  that  Wood  had 
an  application  pending*for  this  subject  can  have  no  bearing.    Why 
should  that  change  Mahnken's  opinion  or  his  course  of  proceeding,  or 
induce  him  to  claim  what  he  could  not  conscientiously  do  f    His  opin- 
ion, if  seriously  entertained,  could  have  no  other  effect  than  to  create 
the  rational  expectation  that  in  due  time  Wood's  application  would  be 
rejected.    That  was  ex  parte  and  secret,  and  the  fact  that  his  own  ap- 
plication went  to  patent  without  any  interference  with.  Wood  would 
strengthen  the  supposition  that  Wood's  claim  had  been  rejected  as  un- 
patentable.   But  notwithstanding  this,  and  also  the  fact  that  his  agf 
plication  for  reissue  is  timely,  as  well  as  the  further  consideration  that 
had  the  Office  declared  the  interference  before  his  patent  issued  lie 
might  have  amended  his  original  application,  yet  there  seems  to  be  an 
insuperable  objection  to  this  re-issue.    There  is  an  entire  absence  of 
evidence  that  there  was  any  inadvertence,  accident,  T>r  mistake  in  issu- 
ing his  patent.    His  drawings,  specification,  and  claims  are  clear,  dis- 
tinct, and  specific.    His  application  showed  more  than  he  claimed.    Had 
this  been  due  to  inadvertence,  accident,  or  mistake  there  might  be  a 
ground  of  re  issue.    Indeed,  in  applications  for  re-issue  where  the  par* 
pose  is  to  save  the  patent  by  narrowing  the  claims,  the  courts,  having 
the  public  interest  in  view,  have  generally  been  willing  to  accept  the 
fact  that  the  inventor  has  claimed  too  much  as  sufficient  evidence  of 
inadvertence  or  mistake.    But  not  so  when  by  re-issue  the  attempt  is  to 
broaden  the  claims  and  withdraw  from  the  public  a  right  given  or  ded- 
icated by  the  original  patent    {Malm.  v.  Harwood,  112  TJ.  S.,  354.) 
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In  his  patent  of  July  6, 1886,  the  patentee  failed  to  claim  certain  feat- 
ures of  the  subject-matter  now  in  interference.  He  entertained  the  opin- 
ion that  such  features  were  not  patentable,  and  so  purposely,  and  as  the 
result  of  design  and  intention  in  framing  his  application,  declined  and 
refused  fo»  make  the  claim!  When  his  patent  issued,  as  to  him  at  least 
whether  the  matter  were  patentable  or  not,  these  unclaimed  features 
became  public  property.  In  setting  out  his  reasons  for  claiming  a  re- 
issue he  has  but  one— his  opinion  that  the  subject-matter  was  not  patent- 
able. It  was  a  subject  he  had  considered  and  revolved  in  his  mind.  He 
had  reached  a  conclusion  upon  it,  and  then  acted.  Where  was  there 
any  inadvertence,  accident,  or  mistake  f  Nowhere,  except  possibly  in 
his  judgment  or  opinion  founded  upon  an  application  of  rules  of  law  to 
a  conceded  state  of  facts.  It  is  not  absolutely  certain  but  that  his  opin- 
ion is  the  really  correct  one.  The  Office  has  not  absolutely  and  finally 
*  decided  otherwise.  It  may  yet  refuse  a  patent  for  the  special  subject- 
matter  involved.  Even  if  it  does  not,  the  courts  may  hereafter  concur 
with  applicant  But  Still  it  is  true  that,  as  far  as  action  has  been  had 
in  the  Office,  this  subject-matter  is  held  to  be  patentable,  and,  as  already 
intimated,  if  applicant  can  bring  his  re-issue  application  within  the  law 
he  would  be  entitled  toa  patent  His  "  mistake,"  so  called,  being  clearly 
an  error  of  judgment  or  opinion,  will  it  avail  him  T 

In  Legged  v.  Avery  (101  U.  S.,  259)  the  re-issued  patent  embraced  a 
claim  which  had  been  presented  in  the  original  application  and  rejected 
by  the  Office.  The  omission  was  not  the  result  of  inadvertence  or  mis- 
take, but  of  opinion  or  judgment  of  the  Office.  It  was  omitted  by  de- 
sign on  the  part  of  the  Commissioner  and  acquiesced  in  by  applicant 
The  court  held  it  was  not  a  case  of  inadvertence  or  mistake,  but  error 
of  judgment  of  the  Office,  which  could  be  corrected  by  appeal. 

In  Miller  v.  Brass  Co.  (104  U.  S.,  350)  the  court  says : 

Now,  while  as  before  stated,  we  do  not  deny  that  a  olaim  may  be  enlarged  in  ate* 
lamed  patent,  we  are  of  opinion  that  this  oan  only  be  done  where  an  aotnal  mistake 
has  occurred,  not  from  a  mere  error  of  judgment  (for  that  may  be  rectified  by  appeal), 
bat  a  real  bona  fide  mistake  inadvertently  committed,  snob  as  a  court  of  chancery  in 
eases  within  its  ordinary  jurisdiction  would  correct. 

The  words  in  parenthesis— -for  that  may  be  rectified  by  appeal— evi- 
dently refer  to  the  error  of  judgment  ou  the  part  of  the  examiner  in 
Leggett  v.  Avery.  But  the  character  of  mistake  that  will  justify  reissue 
is  distinctly  pointed  out,  and  it  has  been  repeatedly  emphasized  in  later 
eases.  (See  James  v.  Campbell,  104  U.  8.,  356;  Tale  Lock  Manufacturing 
Go.  v.  James,  20  Fed.  Rep.,  903.)  In  the  latter  case  the  court  declared 
there  is  "no  mistake,  although  the  patentee  might  have  fallen  into  an 
error  of  judgment  or  into  an  erroneous  conclusion  of  fact" 

In  Mahn  v.  Hancood  (supra)  it  is  held: 

Now,  in  our  judgment  a  patent  for  an  invention  can  not  lawfully  lie  re-issued 
to  the  mere  purpose  of  enlarging  the  olaim,  unless  there  has  been  a  clear  mistake  lav 
advertently  committed  in  the  wording  of  the  olaim  and  the  application  for  a  re-issue 
jgMa^wttiiinaresjonablyshoft  jsrisiieis. 
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.    To  the  same  effect  is  Ooo*v.  WiUon  (30  O.Q.,  889). 

The  applicant  cites  OAM  v.  Stout  (29  O.  G.,  862)  as  supporting  the 
proporftipn  that  the  feet  that  the  claims  of  the  patent  are  not  as  broad 
as  the  invention  is  prima  fade  evidence  of  inadvertence  or  mistake. 
Bat  in  that  case  there  was  evidence  of  dissatisfaction  and  objection  with 
the  claims  by  the  applicant  when  he  first  saw  them  in  the  Official  0e> 
*ettc  and  before  the  patent  had  been  received.  Bnt  in  the  present  case 
even  the  prima  facie  character  of  such  evidence  is  completely  overcome 
by  the  applicant's  statement  that  there  was  no  inadvertence  or  mistake) 
in  preparing  his  application  and  formulating  his  claims.  They  correctly 
describe  the  invention  in  all  its  parts  and  relations.  There  was  no  mis- 
take inadvertently  committed  in  writting  the  claims.  All  that  is  as- 
serted is  that,  acting  nnder  an  opinion  that  the  sutyectmatter  now  in- 
volved was  not  patentable  (an  opinion  he  still  adheres  to)  he  declined 
to  incorporate  the  corresponding  claims.  They  were  omitted  intention- 
ally and  by  design. 

The  decision  of  the  Board  of  Exaininers-in-Chief  in  rejecting  the  ap- 
plication for  a  re-issne  is  affirmed. 


Ex  Pasts  Whartok. 

Dtcidei  August  10,  WW. 
40O.G..917. 

L  Praotics  of  Erasing  ahd  Mutilatikg  Drawings  Coxdkmhsd* 

The  drawing  filed  with  an  application  is  one  of  ite  most  important  end  < 
tial  parts.  It  becomes  a  permanent  record  in  the  office,  and  no  one  has  an 
ity  to  change  any  of  its  features  hy  ensure  or  otherwise  mutilating  the  i 
Such  practice  is  violative  of  every  principle  applicable  to  pnblie  records. 

8.  Unauthorized  Introduction  of  a  Distinct  and  Separate  Species. 

To  allow  an  applicant  after  prosecuting  to  final  action  olaima  covering  a  i 
tain  species,  or  genns  and  species,  to  present  an  entirely  new  species  and 
struotion  and  ask  consideration  thereof  in  the  same  application  would  be  to  re- 
verse the  well-settled  roles  and  decisions  of  the  office,  (Ex  parte  JBss Is,  C.  D. 
1870,  137.)  » 

2L  Same— Applicant  Bound  bt  his  Election. 

When  an  applicant  has  made  an  election  of  the  species  he  will  prosecute  and 
has  presented  his  claim  therefor, ,he  is  bound  by  that  election,  and  can  no  more , 
change  his  purpose  when  he  shall  find  the  selected  species  anticipated  or  unpeg* 
eatable  by  selecting  for  prosecution  another  species  than  he  can  claim  two  or 
more  species  in  one  and  the  same  application. 

4.  Same— Rule  69.  • 

In  applications  for  inventions  oaaable  of  illustration  Bale  69  contemplates  the 
existence  of  two  things :  jfrt *,  a  model  or  drawing;  rnoomd,  a 
Amendments  can  not  be  allowed  which  introduce  new  matter  not  found  in  < 
at  the  time  of  filing  the  application.    Amendments  propesiog  such  new  a 
are  a  departure  from  the  original  invention  and  should  be  excluded* 

Appeal  from  Primary  Examiner. 
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x  Application  of  Henry  8.  Wharton,  filed  September  22, 1886,  Ho. 
314*288. 

Iff.  T.  P.  Bi*jpmm  for  the  applicant 
Hjlll,  Commtwumar; 

The  application  m  this  case,  as  originally  filed,  presented  two  Agates 
of  drawings,  namely,  figure  1  as  it  now  stands  and  figure  2  showing  a 
corrugated  rubbing-plate  on  the  left-hand  side  of  said  view,  which  was 
.concaved  in  the  manner  shown,  and  a  'corrugated  plate  on  the  right- 
hand  side  of  the  view  that  was  straight  between  the  points  designated 
by  reference-letters  61  b>,  and  then  concaved  from  point  P  to  the  lower 
end  of  the  plat&  as  shown  by  the  penciled  line  in  said  view.  The  same 
construction  was  described  in  line  26,  page  2,  of  the  specification  and 
the  interlineation  following  it,  aud  was  set  forth  in  claim  2,  claim  1 
being  drawn  to  the  form  of  rubbing-plate  that  is  concaved  throughout 
its  entire  length.  The  application  was  examined  December  27,- 1886, 
andibe  specifications  and  .claims  were  found  to  cover  specifically  the 
two  alternative  forms  of  rubbing-plate  shown. 

The  claims  were  as  follows : 

L  A  wash-board  having  a  concave  rubbing-surface,  as  and  for  the  purpose  speci- 
fied. 

2.  A.  wash-board  having  a  friction-surface,  B,  straight  from  a1  to  ft8,  and  then,  en  a 
concave  curve  to  the  end,  as  shown  and  described. 

In  the  first  Office  letter,  dated  December  27, 1886,  formal  objections 
to  the  claims  were  made;  but  as  the  entire  subject-matter  of  the  claims 
was  found  to  be  anticipated,  the  reference  showing  such  anticipation 
was  cited.  For  the  purpose  6f  avoiding  the  reference,  the  attorney 
proceeded  to  alter  the  invention  by  changing  the  construction  originally 
shown,  described,  claimed,  and  sworn  to,  and  substituting  a  construe* 
Hon  that  was  neither  described  nor  shown.  To  accomplish  this  he 
erased  that  portion  of  figure  2  which  showed  the  right-hand  rubbing- 
plate  as  straight  between  points  ft1  6*,  retraced  it  on  the  original  drawing 
so  as  to  show  said  plate  concaved  in  its  entire  length,  and  added  the 
present  figure  3,  which  was  not  warranted  by  the  application  as  orig- 
inally filed.  *  He  also  filed  an  amendment  remodeling  the  specification 
and  claim  to  conform  to  the  unwarranted  changes  made  in  the  original 
drawing.  The  examiner  refused  to  consider  this  amendment  in  the  fol- 
lowing language : 

The  proposed'  amendment,  filed  the  10th  ultimo,  can  not  be  entered,  as  the  sasse 
introduces  matter  not  warranted  by  the'  original  drawing  or  description.  (See  Bole 
SB.)  The  oath  also  filed  does  not  open  the  way  for  an  amendment  of  the  kind  pro- 
posed.   (See  jRs  pmrU  Aiyder,  S8  O.  Q.,  1975.) 

.The  drawing  has  been  altered  and  mutilated  to  a  degree  that  can  not  be  allowed, 
sad  it  is  required  to  be  restored  to  its  original  condition  as  to  figure  2. 

This  action  of  the  examiner  being  repeated,  an  appeal  was  taken  to  the 
Commissioner,  and  on  May  7, 1887,  the  Acting  Commissioner  lercnetf 
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the  Examiner,  holding,  under  Bale  47,  it  to  be  clear  that  where  the  in- 
ventor can  file  a  new  or  supplemental  oath  he  has  a  right  to  have  his 
amendment  considered.  If  he  can  not  file  said  oath,  then  Rule  69  will 
apply.  Thereupon  the  case  went  back  to  the  Primary  Examiner  for  the 
consideration  of  the  proposed  amendment,  and  on  the  11th  of  July  the 
applicant  was  advised  by  a  letter  of  the  Office  that— 

The  claim  presented  by  the  amendment  coy  en  a  different  construction  than  that 
covered  by  either  of  the  claims  for  which  references  have  heretofore  been  given,  and 
it  can  not  therefore  be  considered  npon  the  merits  in  this  application.  (See  ErparU 
Eagle,  C.  D.f  1870,  137;  Rowland,  C.  D.,  1$77, 120;  Cowper,  16  O.  G.,  499;  and  Buk- 
neir,  MS.  Vol.  34, 186.) 

This  actfcn  of  the  office  being  repeated  on  July  15,  the  applicant  ap- 
peals again  to  the  Commissioner. 

In  the  present  attitude  of  the  case  there  seems  to  be  proper  occasion 
to  comment  npon  what  appears  to  be  a  growing  evil  in  the  Office — the 
erasing  and  mutilating  of  drawings  by  applicants  and  their  attorneys, 
changing  and  modifying  them  to  suit  some  new  conception  or  new  con- 
struction. The  drawing  filed  with  an  application  is  one  of  its  most  im- 
.  portant  and  essential  parts.  It  becomes  a  permanent  record  of  the  Office, 
and  no  one— the  applicant,  his  attorney,  or  an  examiner  in  the  Office- 
has  any  authority  to  so  change  any  of  its  features  as  to  obliterate  what 
was  represented  npon  it  at  the  time  it  was  originally  filed.  The  decis- 
ions npon  the  subject  are  uniform,  and  the  practice  is  violative  of  every 
principle  applicable  to  public  records. 

The  applicant  complains,  first,  that  the  decision  of  the  Acting  Com- 
missioner was  conclusive  upon  the  examiner,  and  that  he  had  no  au- 
thority to  tak?  other  action  upon  his  amendment  than  to  admit  or  reject 
•  it;  second,  that  the  amendment  is  a  meritorious  one,  and  is  not  sub- 
ject to  rejection. 

The  action  of  the  Acting  Commissioner  required  the.  Examiner  to 
.  consider  the  amendment  without  insisting  that  the  drawing  should  be 
restored.  The  examiner  has  also  pointed  out  that  the  two  alternative 
ibrms  were  anticipated  by  references  cited.  This  amendment,  in  fact, 
substitutes  a  new  invention,  one  that  is  supposed  not  to  be  anticipated 
by  the  references.    *  * 

The  original  application  did  not  contain  a  generic  claim,  but  contained 
claims  covering,  respectively,  two  species.  Had  they  not  been  antici- 
pated by  references,  the  applicant  would  in  all  probability  have  been 
called  upon  to  elect  which  one  he  would  select  as  patentable;  but  both 
having  been  rejected  he  now  seeks  to  present  an  entirely  new  species 
and  construction,  and  to  ask  for  a  patent  under  the  same  application. 
To  allow  this  would  be  to  reverse  the  well-settled  rules  and  disregard 
the  decisions  relative  to  the  subject  of  claims  for  different  species*  It 
was  settled  in  the  case  of  Ex  parte  Eagle  (C.  D.,  1870, 137)  that  an  ap- 
plicant may  in  the  same  application  have  £  claim  for  a  genus  and  for 
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one  species,  and  may  show,  without  claiming,  as  many  species  as  he 
sees  proper;  but  in  the  case  of  Ex  parte  Bukmeir  (MS.  Vol.  34, 186)  it 
was  held  that  whenever  the  applicant  has  made  an  election  which 
species  he  will  prosecute  and  flies  his  claim  therefor  he  is  bound  by  that 
election,  and  can  no  more  change  it  when  he  has  found  the  selected 
species  anticipated  and  present  another  than  he  can  claim  two  or  more 
species  in  the  same  application.  The  fact  that  the  applicant  had  not 
reached  the  point  in  prosecuting  his  original  application  where  he 
would  be  required  to  elect  which  of  the  two  species,  as  shown  therein, 
he  would  claim,  does  not  change  the  application  of  the  rule.  He  had 
then  elected  to  select  these  two,  or  one  of  these  two,  and  now,  having 
abandoned  them  in  consequence  of  the  references  cited,  his  attempt 
to  elect  a  third  is  not  permissible  under  the  rples  and  practice  of  the 
Office. 

The  amendment,  although  it  has  so  far  received  the  sanction  of  the 
Office  as  to  have  had.  consideration,  is  yet  clearly  a  departure  of  an 
aggravated  character.  It  is  not  only  a  departure  in  fact,  but  by  the 
mutilation  of  the  drawings  amounts  practically  to  a  substitution  of  a 
new  species  for  one  of  the  original  forms,  and  this  substitution  has  so 
far  succeeded  that  such  an  amendment  has  received  consideration. 
There  is  no  doubt  the  Commissioner  has  the  power  now  to  require  a 
restoration  of  the  drawing;  but  it  is  unnecessary.  There  remains 
enough  of  the  record  in  the  case,  notwithstanding  the  mutilation  of  the 
drawing,  to  clearly  show  that  the  proposed  amendment  covers  a  new 
form  of  construction  or  species  not  shown  or  claimed  in  the  original 
application.  The  examiner  very  properly  declined  to  pass  upon  the 
merits  of  the  claim.  It  was  a  clear  departure  from  the  original  appli- 
cation and  could  not  be  allowed. 

In  applications  for  inventions  capable  of  illustration  Rule  69  contem- 
plates  the  existence  of  two  things  before  an  amendment  can  be  pre- 
sented: First,  a  model  or  drawing;  second,  a  specification.  An  amend- 
ment can  not  be  allowed  that  introduces  matter  not* found  in  eitUer 
wheathe  application  was  originally  filed.  This  rule  is  not  affected  by 
theteqnirement  as  to  the  new  oath.  If  the  amendment  to  the  specifica- 
tion incorporates  new  matter,  it  must  be  shown  in  the  drawing,  and 
vice  vena.  When  the  amencVnent  introduces  new  matter  not  shown 
in  either,  it  must  be  excluded.    It  constitutes  a  departure. 

Jn  the  present  case  the  application  presented  two  alternative  forma 
of  construction— two  species.  Abandoning  these  in  consequence  of  the 
references  cited  by  the  Office,  the  applicant  amends  by  claiming  a  third 
species.  This  amendment  was  properly  refused  consideration  upon  its 
merits.    The  action  of  the  examiner  is  affirmed* 
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Ex  Pa&tb  Mill. 

Decided  August  12,  18K7. 
40  O.  O.,  918. 

1.  Practicb  uhdbr  Bulks  (S3,  64,  AND  129. 

In  examining  an  application  there  are  two  steps  to  be  taken :  Fbrtt,  to  determine 
whether  it  is  in  proper  form ;  Mcond,  the  consideration  of  the  merits.  These  steps 
are  to  be  oontinnous  and  practically,  one,  except  where  a  vital  objection  as  to  form 
exists.  In  suc^  a  case  the  examiner  will  proceed  no  farther,  bat  clearly  point 
oat  to  applicant  the  objections,  and  inform  him  that  no  action  on  the  merits  can 
be  taken  until  the  informalities  are  removed. 

2L 'Formal  Objection— Trbatmxht  of. 

When  the  formal  objections  are  not  vital,  or  wheu  fonnd  to  exist  in  certain 
claims  only,  while  others  may  be  free  from  objection,  the  examiner  will  proceed 
to  consider  the  merits,  and  in  his  first  letter  clearly  point  oat  to  applicant  the 
formal  objections,  reject  the  one  class  of  claims  and  allow  the  others,  and  farther 
state  that  farther  action  on  the  merits  can  not  be  had  until  the  formal  objections 
are  disposed  of  By  snch  coarse  the  applicant  receives  at  the  earliest  moment 
fall  information  as  to  the  opinion  of  the  Office  npon  his  application,  and  is  enabled* 
to  act  advisedly,  and  the  examiners  are  saved  multiplied  examinations,  the 
tendency  to  make  examinations  slightingly  is  avoided,  and  the' results  generally 
are  more  satisfactory. 

3.  Vital  Objections  as  to  Form: 

The  qnestion  of  division  would  be  a  vital  objection  or  a  claim  for  a  combina- 
tion where  one  of  the  elements  was  so  vague  and  indistinct  as  to  be  incapable  of 
examination  on  its  merits,  or  where  an  important  element  was  wholly  lacking; 
bat  as  to  the  dividing  line  between  objections  which  are  vital  and  those  which 
are  not  much  must  be  left  to  the  judgment  and  discretion  of  the  examiner. 

On  Petition. 

FAPBR>n8TntO  MACBIXS. 

Application  of  Edward  Mill  filed  March  5, 1887,  No.  229,802. 

Mr.  W.  A.  Bartlett  for  the  applicant 
Hall,  Commissioner : 

In  this  case  the  applicant  appeals  to  the  Examiners-in-Chief  from  the 
action  of  the  examiner  jn  twice  rejecting  three  of  the  claims  in  the  ap- 
plication. The  examiner  declines  to  answer  the  appeal,  allegiug  that 
there  has  been  bnt  one  rejection,  viz,  that  of  Office  letter  dated  June  18, 
1687.  The  examiner's  first  letter  did  not  state  that  the  claims  were  re- 
jected, bnt  after  calling  attention  to  certain  formal  objections  he  cited 
certain  references  anticipating  the  claims.  This  was  done  pursuant  to  the 
decision  of  the  Commissioner  in  Ex  parte  Silliman  (34  0. 6. 1389).  After 
the  formal  objections  had  been  eliminated  the  applicant  was  advised  that 
"the  reference  Mnller  is  adhered  to  for  the  first,  second,  and  third 
claims,  and  that  the  patent  of  Morris  and  Herron  covered  substantially 
all  there  was  in  claim  7; "  but  the  examiner  did  not  in  terms  declare 
the  claims  "  rejected." 

Patting  the  two,  Office  letters  together,  the  latter  referring  to  the  ref- 
erenoes  cited  in  the  former  and  stating  they  were  "  still  adhered  to.*  it 
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is  evident  they  justified  the  conclusion  in  the  mind  of  the  applicant  that 
his  claims  were  twice  rejected.  The  examiner  concedes  that  the  second 
letter  was  equivalent  to  a  rejection,  and  that  it  was  a.  "formal  action 
refusing  claims  on  references  already  cited."  Under  such  circnmstanoea 
an  applicant  wpuld  seem  to  have  no  other  remedy  bnt  to  appeal. 
He  was  induced  to  believe  his  case  was  finally  rejected,  and  there  was 
nothing  more  to  do.  It  is  inferred  that  this  uncertain  condition  of  the 
Case  is  due  to  the  examiner's  construction  of  Ex  forte  tKUimm  (84  O. 
G.,  1389)  in  which  the  Commissioner  held  that  the  proper  practice  under 
rules  63  and  129  requires  not  only  that  all  formal  objections,  when  not 
vital,  should  be  pointed  out,  but  all  references  should  be  cited  in  the 
first  Office  letter,  but  that  there  should  be  no  rejection  in  terms  until  all 
the  preliminary  questions  were  settled.  It  is  under  this  decision  tUat 
the  examiner  holds  there  has  been  only  one  rejection  in  the  case  and 
that  the  appeal  is  premature.  It  is  to  be  regretted  that  any  costrao- 
tion  of  rules  should  bring  about  such  uncertainty  as  exists  as  to 
what  the  action  of  the  examiner  has  been  or  whether  the  case  is  ap- 
pealable. The  letters  of  the  Office  certainly  justify  the  opinion  that  the 
examiner  acted  on  the  merits  of  the  application  twice,  and  so  advised 
applicant,  and  yet  there  was  no  rejection  in  terms.  The  word  "  rejected* 
was  not  used.  Supposing  his  application  to  have  been  twice  rejected, 
theapplicant  has  appealed  to  the  Examiners-iu  Chief,  involving  expense 
and  delay,  and  he  is  now  confronted  with  the  proposition  that,  there 
not  having  been  two  techinal  rejections,  the  appeal  is  premature.  There 
is  every  reason  to  suppose  that  if  the  case  is  remanded  to  the  examiner 
he  will  again  "  adhere  to  his  former  letter,"  and  then  the  applicant  will 
take  his  second  appeal  before  the  application  can  be  heard  upon  the 
merits  by  the  Eraminers-in  Chief. 

Under  Bale  129  two  rejections  are  necessary  to  give  either  the  Ex- 
aminers-in-Ohief or  the  Commissioner  appellate  jurisdiction  of  an  appli- 
cation. There  does  not  seem  to  be  any  lack  of  perspicuity  in  Bale  63. 
It  provides  generally  for  an  examination  of  pn  application.  There  are 
two  steps  to  be  taken— first,  as  to  form ;  second,  as  to  merits.  These 
steps  are  to  be  continuous,  practically  one,  except  in  a  case  in  which 
there  is  a  vital  objection  to  form.  In  such  a  case  the  examiner  will 
proceed  no  further ;  he  Will  advise  the  applicant  by  Office  letter  of  the 
nature  and  character  of  this  vital  objection,  as  well  as  any  other  formal 
objections,  and  that  no  further  action  can  be  had  until  such  vital  objeO. 
tion  is  removed.  Until  this  is  done,  no  action  can  be  had  upon  the 
merits,  and  upon  asking  a  reconsideration  and  the  vital  objections  a 
second  time  declared  applicant  may  appeal  to  the  Commissioner.  But 
in  cases  where  vital  objection*  to  form  do  not  appear  the  rule  expressly 
provides  that  the  examiner  may  proceed  to  the  consideration  of  the  ap- 
plication on  its  merits- 
Bat  in  mob  ©as*  lie  mast,  if  possible,  in  hie  first  letter  to  the  applicant  state  aft  hie  • 
objections,  whether  formal  or  otto-trite,  and  until  she  formal  objections  are  4 
ofi»loTt*waotk»wiU**taWonitoii»rt^ 
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Here  is  a  specific  requirement  in  this  class  of  cases  that  the  examiner 
must  proceed  on  the  merits.  If  so,  and  he  reaches  a  conclusion  that  the 
invention  is  anticipated,  lacks  novelty  or  utility,  what  mast  he  do  1 
Leave  the  result  of  that  investigation  until  some  non-yital  informality 
is  rectified  and  then  reject  1  In  the  mean  time  the  data  or  results  ot 
the  examination  may  have  passed  out  of  mind  and  a  new  examination 
be  required.  Under  such  a  practice  there  will  be  a  constant  temptation 
to  examiners  when  examining  as  to  form  to  make  a  very  slight  and  im- 
perfect examination  as  to  merits  or  postpone  it  altogether  until  informal- 
ities are  corrected.  There  will  thus  be  delay  and  multiplied  examina- 
tions and  a  tendency  to  make  them  slightingly.  The  fewer  the  exam- 
inations, provided  they  are  thorough,  the  less  delay  will  there  be  and 
more  satisfactory  the  results.  The  rule  certainly  contemplates  that 
when  the  examiner  has  considered  an  application  both  as  to  form  and 
merits  he  should  act  upon  it,  allowing  or  rejecting  it,  subject  to  the  con- 
dition that  the  informality  be  corrected  or  removed.  "  He  must,  if  possible, 
state  all  his  objections,  whether  formal  or  otherwise."  But  whatever 
may  be  his  u  otherwise n  objections  no  further  action  will  be  taken; 
whether  the  case  is  allowed  or  rejected  on  the  merits,  until  the  formal 
objections  are  disposed  of,  a  patent  can  not  issue,  nor.  can  there  be  a 
second  rejection,  nor  an  appeal  on  the  merits,  f  f  the  applicant  is  not 
satisfied  with  the  action  of  the  examiner  in  relation  to  the  informal  ob- 
jections, he  may  appeal  to  the  Commissioner.  Bat  in  every  view  until 
the  formal  objections  are  disposed  of  there  can  be  no  further  action  on 
the  merits.  The  examiner  should  therefore  in  his  first  letter  point  oat 
the  formal  objections  required  to  be  corrected  and  advise  applicant 
that  the  case  has  been  examined  upon  its  merits  and  allowed  or  re- 
jected, subject  to  the  formal  objections,  but  that  until  the  formal  ob- 
jections are  disposed  of  no  further  action  on  the  merits  can  be  had. 
This  will  bring  the  case  at  once  within  the  letter  and  spirit  of  Bute  64  as 
to  rejections.  The  letter  of  the  Office  will  inform  applicant  the  reason 
for  such  rejection,  fully  and  precisely  stated,  and  will  give  such  infor- 
mation as  may  enable  applicant  to  judge  of  the  propriety  of  further 
.prosecuting  his  application.  The  information  may  show  the  useless- 
Dess  of  going  any  farther  and  result  in  the  applicant  abandoning  his 
case,  or  it  may  induce  him  at  once,  without  delay,  to  correct  the  formal 
objections  and  amend  or  appeal.  There  are  no  other  rules  prescribing 
or  defining  what  steps  an  examination  shall  consist  in.  There  is  no 
specific  provision  as  to  what  course  shall  be  pursued  when  the  formal 
objection  is  vital.  There  are  the  general  provisions  as  to  what  shall 
constitute  an  application  and  when  it  shall  be  completed,  and  it  must 
be  inferred  when  in  the  first  step  in  an  examination  a  vital  objection  to 
form  is  seen  that  no  farther  examination  is  to  be  had  as  to  merits  until 
it  is  corrected.  In  such  a  case  the  applicant  must  be  informed  by  letter 
and  the  objection  clearly  pointed  oat,  and  he  should  be  advised  that  no 
action  on  tike  merits  can  be  taken  until  the  informality  is  disposed  of. 
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I  can  not  refrain  from  suggesting,  in  this  connection,  that  clearness 
and  perspicuity  in  Office  letters,  distinctness  in  giving  reasons  for  re- 
jections, extending  in  a  brief  anj.  concise  form  information,  and  point- 
ing out  the1  direct  applicability  of  references  cited,  so  as  to  enable  ap- 
plicant fairly  and  easily  to  comprehend  the  situation  and  determine 
whether  to  continue  in  the  prosecution  of  his  application,  or  how  it  may 
be  properly  amended,  will  prove  advantageous  to  the  Office  and  relieve 
the  examiners  from  much  useless  and  unnecessary  labor  in  the  consid- 
eration of  motions,  amendments,  appeals,  and  other  proceedings,  which 
must  otherwise  be  submitted  to.  By  this  it  is  not  intended  that  the 
Office  shall  attempt  to  instruct  .or  advise  applicants,  or  become  their 
agent  in  conducting  their  cases,  or  framing  claims  and  amendments,  ex* 
cept  as  results  from  the  clear  and  unambiguous  statement  of  the  actios 
of  the  Office  under  its  rules  of  practice. 

It  is  not  improbable  that  some  contrariety  of  opinion  or  diversity  of 
practice  under  Bale  63  may  be  due  to  difference  of  understanding  of  the 
meaning  of  the  word  vital  as  applied  to  objections  to  form.  The  ques- 
tion of  division  would  present  a  vital  objection ;  that  is,  if  there  appeared 
an  application  containing  claims  for  two  separate  and  distinct  inven* 
tions.  So,  in  the  case  of  a  claim  for  a  combination  for  two  or  more  ele- 
ments, where  one  of  them,  with  drawings  and  specification,  was  so 
vague  And  indistinct  as  to  be  incapable  of  examination  upon  the  merits, 
or  an  important  element  wholly  lacking.  In  all  such  cases  the  rule 
requires  the  Examiner  to  stop  and  require  the  vitally  objectionable 
feature  to  be  eliminated  or  obviated  before  proceeding  further.  As  to 
the  dividing  line  between  objections  that  are  vital  aud  those  that  are 
pot,  much  must  be  left  to  the  judgment  and  discretion  of  the  Exam- 
iner ;  but  he  can  easily  be  governed  by  the  distinction  and  then  apply 
the  rule. 

Applications  are  continually  presented  covering  many  features  of  in- 
vention and  containing  many  claims.  There  may  be  formal  objection 
not  vital  to  the  specification  or  some  of  the  claims,  while  other  of  the 
claims  are  objectionable ;  but  the  Examiner  can  readily  perceive  the  in- 
vention and  what  is  claimed.  Under  the  rules  he  is  required  to  exam- 
ine the  case  at  the  same  time  upon  the  merits,  and  he  does  so ;  he  finds 
some  of  the  claims  cover  new  and  patentable  subject-matter,  while 
others  are  anticipated  or  void  of  novelty.  In  such  case  he  should  in  his 
first  letter  clearly  point  oat  the  formal  objections,  allow  the  one  class  of 
claims  and  reject  the  others,  advise  the  applicant  of  the  facts,  and  further 
state  that  until  the  formal  objections  were  obviated  there  could  be  no 
further  action  of  the  Office.  By  such  a  course  the  applicant  receives 
at  the  earliest  moment  full  information  as  to  the  opinion  of  the  Office 
Upon  his  application  and  is  enabled  to  act  advisedly. 

In  the  present  case  the  action  of  the  Examiner  appears  to  have  been 
> with  some  uncertainty  as  to  what  was  the  proper  course,  and  he 
that  Ids  actions  were  equivalent  to  two  reje^ti^py^r  First,  be 
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pointed  oat  certain  formal  objections  and  advised  the  applicant  that  the 
claims  were  anticipated  by  certain  references.  The  applicant  at  once 
corrected  the  informalities.  He  was  then  a  second  time  advised  that 
the  claims  were  anticipated;  but  the  word  "  rejected"  was  not  nsecL 
It  is  believed  that  the  same  rule  of  certainty  and  deflniteness  above 
alluded  to  should  require  the  Examiner  when  he  rejects  a  claim  or  an 
application  to  say  so  in  a  manner  to  leave  no  misapprehension.  Tb$ 
word  '*  rejected  n  should  be  employed.  It  is  a  word  of  peculiar  signifi- 
cance in  the  rules  and  practice  and  can  not  well  be  misunderstood- 

I  shall  hold  the  present*  appeal  well  taken.  It  seems  to  illustrate  the 
suggestions  herein.  The  Examiner  is  directed  to  answer  the  appeal 
upon  its  merits  before  the  Bxaminers-in-Ohief. 


Ex  Pabtb  Finch. 

Dtddtd  Ampul  20, 18B7, 
40  O.  G.f  1087. 

1.  Practice  in  Public  Use  PnocsrtHjras. 

The  Commissioner  bas  authority  to  refer  a  ease  to  the  Examiner  of  Interferences 
lor  investigation  of  the  question  of  poblio  use  or  tale.  Such  Examiner  may.  ac- 
cording to  the  nature  of  the  order  of  reference  to  him,  report  the  facte  with  hie 
conclusions  to  the  Commissioner,  or  he  may  decide  the  questions  investigated  by 
him.  .  The  Commissioner  may  remand  *  the  ease  to  the  Primary  Examiner  with 
snob  instructions  as  he  may  see  proper.  The  Primary  Examiner  only  has  au- 
thority to  reject  the  application  on  the  findings  in  the  first  instance.  .From  snob 
rejection  an  appeal  lies,  upon  payment  of  fees,  to  the  Exaiuiners-in-Chief,  as  in 
any  other  ex  parte  case. 

2.  Jurisdiction  of  Examinbrs-ik-Chiv. 

The  Examiners-in-Chief  acted  Without  authority  in  entertaining  jurisdiction  of 
the  appeal  taken  in  the  present  case  from  the  decision  of  ths  Examiner  of  Inter- 
ferences. 

3.  PRACTICB  OV  INFXBIOR  TRIBUNALS   CRITICISING   THE   ACTION  OR  DEdStOH  09 

the  Superior  Tribunal  Condemned.    , 

Whatever  may  be  the  opinion  or  views  entertained  by  an  inferior  tribunal  of 
the  action  or  rulings  of  the  superior  tribunal,  it  is  manifestly  improper  to' express 
them  in  their  recorded  decisions.  Such  practice  tends  seriously  to  impair  the 
discipline  and  harmony  of  the  Office  and  destroys  confidence  in  its  rulings. 

Bepebbnce  by  Primary  Examiner. 

rCHHlTUM  HAILS. 

Application  of  Thos.  F.  N.  Finch  filed  November  2, 1881,  No.  44,988. 

Meesrt.  Perce  &  ilaUett  for  the  applicant. 
Hall,  OammisHoner : 

This  case  comes  before  the  Commissioner  upon  a  request  of  the  Pri- 
mary Examiner  for  instructions. 

The  claim  is : 

As  an  improved  article  of  manufacture,  a  f  umiturcnaU  baring  a  compressed  leather 
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Vfaph  was  pat  in  interference  with  Bailey  and  Talbot,  and  priority 
if  invention  was  rendered  in  favor  of  Finch  by  the  Examiner  of  Inter- 
ferences, and  on  appeal  this  decision  was  affirmed  by  the  Examiners-in- 
Chief  and  by  the  Commissioner.  In  the  decision  of  the  Examiner  of  In- 
terferences attention  was  called  to  certain  portions  of  the  evidence  as 
indicating  the  possibility  of  the  invention  being  barred  by  two  years' 
public  use,  and  the  specific  portions  of  the  evidence  relative  to  this 
question  were  pointed  oat 

On  appea}  to  the  Examiners-in-Chief  the  same  subject-matter  appears 
to  have  received  some  consideration,  one  member  of  the  Board  regard- 
ing the  statement  or  suggestion  oat  of  .place,  bat  the  other  two  mem- 
bers uniting  in  calling  the  Commissioner's  attention  to  the  evidence 
already  referred  to  by  the  Examiner  of  Interferences  as  tending  to  show 
public  sale  or  use  as  a  bar  to  the  patent,  bat  making  no  suggestion  and 
expressing  no  opinion  as  to  the  effect  of  such  evidence.  When  the  case 
reached  the  Commissioner  on  appeal,  be  also,  in  remanding  the  appli- 
cations to  the  Primary  Examiner,  called  attention  to  this  evidence,  and 
directed  him  to  examine  the  matter  before  issuing  a  patent  to  Finch. 
The  Primary  Examiner,  having  his  attention  thus  called  to  the  subject, 
and  the  case  being  before  him,  held  that  the  evidence  taken  in  the  in- 
terference case  established  such  statutory  bar,  and  he  rejected  the  ap- 
plication of  Finch  on  that  ground.  Instead  of  appealing  direct  to  the 
Bxaminers-in-Chieifrom  this  decision,  as  by  statute  he  might  have  done, 
Finch  filed  affidavits  controverting  this  evidence  and  asked  for  re- 
consideration* The  Primary  Examiner  forwarded  the  case  to  the  Com- 
missioner and  recommended  that  k  be  referred  back  to  the  Examiner  of 
Interferences.  This  recommendation  was  adopted  by  the  Commissioner, . 
.  who  sent  it  back  to  the  Examiner  of  Interferences,  ahd  the  latter,  hold- 
ing that  the  affidavits  were  not  legitimate  testimony,  instituted  what 
he  callfc  a  u  contested  proceeding,"  in  which  Finch  was  allowed  a  cer- 
tain time  t6  take  testimony,  and  Bailey  and  Talbot  a  like  time,  the  is* 
soe  being  whether  there  had  been  two  years9  public  use  or  not  On 
final  hearing  the  Examiner  of  Interferences  decided  that  the  statutory 
bar  was  established. 

1  It  is  to  be  observed  that  when  this  case  was  sent  to  the  Examiner'of 
Interferences  by  the  Commissioner  it  was  not  before  him  on  appeal.  Af- 
ter appeal  and  decision  of  priority  by  the  Commissioner,  the  application 
fas  returned  to  the  Primary  Examiner  and  was  pending  as  an,  ex-parte 
ease.  It  was  pending  within  his  jurisdiction  when  the  Commissioner 
referred  it  to  the  Examiner  of  Interferences  on  the  public  use  inquiry. 
It  can  readily  be  seen  that  the  Commissioner  can  thus  institute  an  in- 
vestigation of  the  question  of  public  use  in  a  case  when  it  is  pending 
"before  him  on  appeal,  or  when  it  is  pending  before  the  Primary  Examiner. 
Booh  action  would  be  in  the  nature  of  a  reference  in  equity  to  a  master 
whose  powers  are  determined  by  the  order  of  reference.  The  Examiner 
of  Interferences  may  have  authority  to  take  the  evidence  and  report  facts 
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or  conclusions,  or  render  a  decision  and  report  it ;  bat  under  the  rtiles 
tie  has  no^power  to  reject  the  application,  even  th^ngh  he  find  publio 
ase  such  as  under  the  statute  would  bar  the  application.  Whatever  his 
action  or  decision,  and  whether  the  case  were  pending  before  the  Com- 
missioner on  appeal  or  before  the  Primary  Examiner,  the  correct  prao 
tice  is  that  the  Examiner  of  Interferences  should  report  his  action  or  de- 
cision to  the  Commissioner,  who  can  thereupon  forward  it  to  the  Pri* 
mary  Examiner  frith  such  instructions  as  he  may  see  proper  to  accom- 
pany it.  This  restores  the  case  before  the  latter  and  he  proceeds  with 
it  His  action  will  depend  upon  the  nature  of  the  reference  to  the  Ex- 
aminer of  Interferences  and  the  action  of  the  latter  thereunder.  If  tlie 
Examiner  of  Interferences  has  simply  taken  and  reported  the  evidence, 
the  Primary  Examiner  will  consider  it  and  decide  the  question  and  al- 
low or  reject  the  application.  If  the  Examiner  of  Interferences  has  de- 
cided the  question  of  public  use,  his  decision  should  be  conclusive  upon 
the  Primary  Examiner,  who  will  allow  or  reject  the  case.  But  in  either 
event  the  rejection  of  the  application  is  the  action  of  the  Primary  Ex- 
aminer, from  whose  decision  an  appeal  lies  to  the  Examiners-in-Ohief, 
as  from  any  other  rejection,  and  such  appeal  would  bring  up  the  whole 
ease  upon  the  public  use  question.  But  in  the  present  case,  before  the 
Examiner  of  Interferences  had  reported  his  action  to  the  Commissioner, 
or  it  had  been  forwarded  to  the  Primary  Examiner,  and  in  the  absence 
of  any  rejection  by  the  Examiner  or  by  the  Commissioner,  Finch  took 
an  appeal  to  the  Examiners- in-Chief,  and  thus  they  entertained  juris- 
diction of  an  appeal  in  a  case  which  had  not  been  rejected.  They  pro- 
ceeded to  consider  the  case,  and  on  final  hearing  reversed  the  decision 
of  the  Examiner  of  Interferences  and  held  that  the  question  of  public 
use  had  not  been  established. 

In  this  decision  of  the  Examiners-in- Chief  there  occurs  language 
which  nofay  be  construed  to  be  a  criticism  of  the  action  of  the  Commis- 
sioner in  authorizing  the  institution  of  this  public  use  proceeding.  After 
calling  attention  to  such  proceeding  as  being  anomalous  and  wholly  with- 
out precedent  until  the  practice  was  inaugurated  under  the  decision  of 
the  supreme  court  of  the  District  of  Columbia,  in  Ex  parte  Hefner- Alte- 
neck  (23  O.  G.,  269),  the  ExaminersinChief  say : 

There  is  no  provision  ef  law  for  the  practice,  and  nothing  of  the  kind  seems  to  have 
been  contemplated  by  the  law  makers  inH&e  of  Congress.  Bnt,  conceding  that  it  is 
within  the  unwritten  and  inherent  powers  of  the  Commissioner  to  institute  such  a 
proceeding  to  enlighten  his  conscience  in  this  regard,  yet  we  apprehend  that  it  is  a 
custom  which  should  be  "  more  honored  in  its  breach  than  in  its  observance,"  and 
the  present  case  is  a  good  illustration  of  its  liability  to  abuse. 

This  case  has  been  in  the  office  nearly  seven  years,  and  after  having  complied  with 
all  the  statutory  requisitions  to  entitle  him  to  a  patent,  and  after  having  gone  through 
a  leng  and  expensive  contest  in  interference  proceedings  provided  for  by  law,  and 
having  had  the  adjudication  of  three  tribunals  finding  priority  in  his  favor,  appli- 
cant is  put  into  a  further  oonteat  with  the  defeated  party,  who  was  found  to  have 
surreptitiously  obtained  the  invention  from  him,  and  who  now  follows  him  to  this 
^oard  a$  a  oonUtting  party  and  demands  to  be  heard  in  argument. 
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To  allow  a  defeated  contestant  Id  an  interference  proceeding  to  make  a  new  issue 
not  known  to  the  statute  should  at  least  be  the  exception  and  not  the  role ;  otherwise 
the  result  will  be  that  in  nearly  every  case  where  defeat  on  the  statutory  issue  stares 
a  contestant  in  the  faoehe  will  hedge  to  get  up  this  novel "  contested  proceeding/9 

If  the  Commissioner  has  the  power  to  authorise  such  a  thing,  he  has  also  the  dis- 
cretion not  to  employ  it. 

The  Board  also  suggests  that  there  is  no  law  authorizing  an  appeal  to 
be  taken  to  the  Board  from  the  decision  of  the  Examiner  of  Interferences 
in  such  cases  as  these,  and  that  there  are  no  provisions  for  fees,  and 
the  labors  of  the  Office  are  wholly  gratuitous.      ,     . 

A  history  of  the  rules  and  regulations  of  the  Patent  Office  would 
probably  show  that  the  practice  has  largely  grown  up  in  advance  of 
any  law  of  Congress  authorizing  it,  and  that  the  legislation  of  Con- 
gress in  a  general  way,  so  far  as  it  relates  to  the  practice  before  the 
Office,  has  simply  been  declaratory  of  that  which  had  already  come  into 
existence  at  the  time  of  the  legislation.  This  matter  of  authorizing 
the  institution  of  proceedings  to  investigate  the  public  use  of  an  inven- 
tion is  illustrative  of  that  fact.  Although  there  had  never  been  any 
settled  practice  or  express  legislation  providing  for  public  use  proceed- 
ings, yet  in  the  decisions  of  the  Supreme  Court  of  the  District,  the  Sec- 
retary of  the  Interior,  and  the  Commissioner  of  Patents,  in  the  Hefner- 
AUeneek  case,  the  Commissioner  of  .Patents  was  held  to  have  authority 
to  institute  such  proceedings  in  the  manner  the  public  use  inquiry  was 
instituted  in  this  case.  Since  these  decisions  Congress  has  recognized 
the  propriety  and  regularity  of  such  proceedings  by  appropriating  a 
definite  sum  of  money  to  pay  the  expense.  This  certainly  is  a  recogni- 
tion and  approval  of  the  practice  and  of  the  authority  involved.  It 
may  be  true,  as  suggested  by  the  Examiners-in-Chief,  that  there  are  no 
provisions  for  fees  in  cases  where  appeal  is  taken  to  the  Examiners-in- 
Ohief  from  the  decision  of  the  Examiner  of  Interferences,  but  that  is 
because  the  proceeding  is  wholly  irregular,  and  the  Examiners  in-Chief 
really  had  no  jurisdiction  of  the  case  at  that  time.  Had  the  decision 
of  the  Examiner  of  Interferences  been  reported  to  the  Commissioner 
and  regularly  remanded  to  the  Primary  Examiner  in  accordance,  with 
the  practice,  and  had  the  Primary  Examiner  rejected  the  application 
upon  the  ground  of  public  use  of  the  invention  as  found  to  be  estab- 
lished by  the  Examiner  of  Interferences,  then  an  appeal  could  have 
been  taken  direct  to  the  Examiuere-ia-Chief,  the  provision  for  fees  would 
have  been  applicable,  and  the  labors  of  the  Office  would  not  have  been 
wholly  gratuitous.  Thus  it  will  be  seen  that  in  the  very  case  in  which 
the  Examiners-in-Ohief  are  criticising  the  action  of  the  Commissioner 
they  themselves  are  acting  technically  without  authority  and  proceed- 
ing without  jurisdiction  in  law  or  under  the  rules  of  the  Office.  I  do 
not  know  that  the  circumstances  are  such  as  so  call  upon  me  to  com* 
ment  upon  such  criticisms  by  a  subordinate  tribunal  upon  the  action  of 
the  Commissioner,  who  by  law  is  the  superior  and  controlling  officer  of 
the  Patent  Office.    Whatever  may  have  been  the  opinion  or  views  en- 
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tertained  by  the  Examiners-in-Chief  I  doubt  very  much  the  propriety 
of  expressing  them  in  their  recorded  decisions.  The  result  of  such  a 
course  necessarily  tends  to  impair  the  discipline  that  should  exist  ill 
a  Bureau  of  this  character,  to  destroy  confidence  in  the  decisions 
that  may  be  announced,  and  in  the  practice  that  may  be  authorised. 
As  suggested  by  the  Examiners-in-Chief,  the  Commissioner,  although 
vested  with  the  power  to  authorise  such  proceedings,  is  also  vested 
with  the  discretion  not  to  employ  it,  yet  both  the  power  and  the  dis- 
cretion are  lodged  with  him  and  not  with  the  Examiners-in-Chief.  The 
Commissioner  is  the  responsible  head  of  the  Bureau,  and  must  deter- 
mine when  and  in  what  manner  he  shall  exercise  these  powers  both 
affirmatively  and  negatively.  The  Examiners-in-Chief  have  no  power 
to  review  or  revise  his  action.  Being  concluded  by  his  action  as  an  in- 
ferior tribunal  in  a  quasi  judicial  system,  the  impropriety  of  question- 
ing or  criticising  it  in  their  recorded  decisions  would  seem  apparent  and 
unquestionable.  Such  practice  at  once  sets  an  example  which  may  be 
followed  by  every  Primary  Examiner  in  the  Bureau,  who  might  feel  quite 
as  justified  and  qualified  to  criticise  and  condemn  the  action  of  the  Ex- 
aminers-in  Chief.  It  can  not  be  doubted  that  such  a  course  generally 
recognized  in  the  Office  would  tend  seriously  to  impair  the  harmony  of 
its  rulings. 

1  From  what  has  already  been  said  it  appears  that  the  action  of  the 
Examiners-in-Chief  in  entertaining  jurisdiction  of  an  appeal  from  the 
decision  of  the  Examiner  of  Interferences  in  this  public  use  proceeding 
was  irregular.  No  appeal  should  have  been  entertained  until  by  direc- 
tion of  the  Commissioner  the  case  had  been  remanded  to  the  Primary 
Examiner  and,  as  already  explained,  rejected  by  him.  But  it  is  evident 
to  my  mind  that  the  case  was  fairly  submitted  and  heard  upon  its  merits 
by  the  Examiners  in-Chief,  and  that  their  decision  is  as  reliable  and 
satisfactory  as  if  the  case  had  come  before  them  in  the  regular  manner. 
To  vacate  their  decision  would  involve  additional  expense  and  delay  to 
applicant  Under  these  circumstances,  I  feel  it  to  be  my  duty  to  ap- 
prove of  the  decision,  and  to  direct  the  Primary  Examiner  to  act  upon 
and  be  governed  by  it  as  if  it  had  been  rendered  on  appeal  from  a -final 
rejection  by  the  Primary  Examiner. 


Ex  Pabtb  Williams  awd  Baidabaugh. 

Dtdd*d8tpt**ber9f  1697. 

40O.G.,  1337, 

L  Election. 

The  principle  recognised  in  general  jurieprndenoe  thai  a  party  entitled  to  tore 
or  more  righto  or  remedies  must  elect  which  to  pursue,  and,  haying  made  the 
election  with  full  knowledge,'  is  bound  thereby,  is  applicable  to  procedure  to 
patents.   Aparty  oan  not  occupy  two  inconsistent  positkma^ 
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2.  ABAJBDOHXniT  OF  THS  StOHT  OF  APPEAL. 

When  an  applicant  has  appealed  from  a  rejection  by  the  Primary  Examiner  to 
the  Examinere-in-Chief  and  the  latter  have  affirmed  the  rejection,  the  applicant 
has  two  courses  which  he  may  pursue.  He  may  appeal  to  the  Commissioner,  or 
he  may  return  to  the  Primary  Examiner  and  take  each  action  before  him  as  the 
rales  and  practice  of  the  Office  permit.  If  he  pursues  the  latter  course  and  ob- 
tains such  action  by  the  Examiner  as  to  eliminate  the  claim  involved  in  the 
appeal  or  amend  it  substantially  in  scope  or  subject-matter,  this  is  an  election  to 
abide  by  the  decision  of  the  Examinere-in-Chief  and  constitutes  an  abandonment 
of  the  right  of  appeal.  This  proposition  is  not  affected  by  the  fact  that  the  can- 
cellation or  amendment  of  the  claim  was  irregularly  allowed  by  the  Examiner 
without  authority  of  the  Commissioner. 

3.  Bamb— Pbaciics— Aoqtobscehcb. 

Acquiescence  in  the'deuision  of  the  Examinere-in-Chief  and  abandonment  of 
the  right  of  appeal  are  not  obviated,  nor  is  applicant  restored  to  his  right  of  ap. 
naal  by  again  amending  and  restoring  the  canceled  claim.  The  applicant  can 
not  thus  experiment  with  the  Office,  go  back  to  the  Primary  Examiner  to  i 
tain  what  he  may  secure,  and,  failing  there,  retrace  his  steps  and  appeal  : 
tike  Examinere-in-Chief  and  try  his  chance  with  the  Commissioner.  If  by  such 
proceeding  the  applicant  has  deprived  himself  of  the  right  of  appeal  to  the  Com- 
missioner it  is  because  he  has  elected  to  abide  by  the  decision  of  the  Examinera. 
in-Chief;  and  .if  he  has  thus  deprived  himself  of  any  substantial  right  he  must 
Tcoort  to  some  new  procedure  to  extricate  himself  or  Ale  a  new  application. 

4.  Bajcs— Amoroicnrr. 

It  is  not  hereby  held  that  a  mere  amendment  before  the  Primary  Examiner,  by 
authority  of  the  Commissioner,  and  which  does  not  change  the  subject-matter  or 
scope  of  the  claim,  but  only  renders  it  mote  intelligible  or  less  ambiguous,  would 
thus  operate  as  an  abandonment  of  the  appeal. 

Appeal  from  Examiners  in-Ohiet 


Application  of  John  D.  Williams  and  George  P.  Baidabaugh  filed 
February  6, 1885,  No.  155,110. 

Mr.  J.  R.  Bmmett  and  Mr.  W.  0.  Button  for  the  applicants. 

Hall,  Commtitioner : 

The  record  in  this  case  shows  the  following  proceedings:  Applicants 
were  originally  finally  rejected  by  the  Primary  Examiner  and  appealed 
to  fhe  Examiners-in-Ghief,  who  affirmed  the  decision  of  the  Primary 
Examiner  June  24>  1886,  holding  that  the  alleged  invention  was  for  the 
fanctional  operation  of  rolls  peculiarly  constructed,  the  rolls  having 
been  previously  secured  to  applicants  in  two  patents.  One  member  of 
.fhe  Board  of  Examinere-in-Chief  dissented  from  this  opinion,  holding 
that,  in  his  judgment,  the  applicants  had  disclosed  a  patentable  proc- 
ess* but  he  was  compelled  to  concur  in  the  opinion  of  his  colleagues 
en  the  dainat  pre$mted.  The  case  then  went  back  to  the  Primary 
Examiner,  and  on  March  7, 1887,  the  applicants  canceled  the  claim  and 
substituted  therefor  a  new  one.  The  Primary  Examiner  permitted  this 
to  be  done  without  any  statement  or  recommendation  from  the  Exam- 
tasta^in-CIhief  or  authirityi^m  the  Commissioner.   In  its  amended  oon- 
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dition  the  application  was  again  rejected  on  April  4, 1887.  Without 
appealing  to  the  Examiners  in-Chief  from  this  rejection,  the  applicants 
were  allowed  by  the  Examiner  to  again  amend  by  withdrawing  their 
last  amendment  and  restoring  the  original  claim,  rejected  by  the  Primary 
Examiner  and  the  Board  of  Examiners-in-Chief,  as  just  explained. 

On  May  6, 1887,  the  applicants  again  appealed  to  the  Examiners-in- 
Ghief,  and  on  Jane  18, 1887,  the  two  senior  members  of  the  Board  dis- 
missed the  appeal  as  irregular  and  unauthorized,  and  remanded  the 
case  to  the  Primary  Examiner,  with  instructions  to  stand  upon  the  ad- 
judication by  the  Board  npon  the  former  appeal.  These  officers  in  their 
decision  also  held  that  the  Examiner  had  no  jurisdiction  to  receive  and 
act  npon  the  amendment  filed  after  their  final  decision, <u  as  the  case 
was  not  pending 'before  him,  as  will  be  seen  by  reference  to  Bole  138, 
and  that  said  amendment  should  have  been  first  submitted  to  them  as 
the  tribunal  last  acting  upon  the  case."  The  dissenting  Examiner-in- 
Ghief,  Mr.  Fisher,  held  that  the  practice  insisted  upon  by  the  majority 
of  the  Board  was  abolished  by  Ex  parte  Reynolds  (0.  D.,  1883,  56). 
Thereupon,  and  on  July  12, 1887,  applicants  filed  an  appeal  to  the  Com- 
missioner from  the  original  decision  of  the  Examiners-in-Chief,  dated 
June  24, 1880,  wherein  they  held  that  the  alleged  invention  was  merely 
for  the  functional  operation  of  the  rolls,  etc.,  and  the  Commissioner  is 
now  asked  by  applicants  to  try  their  case  de  novo  and  determine 
whether  or  not  the  subject-matter  of  the  claim  involved  is  patentable. 

From  the  foregoing  it  will  be  seen  that  after  the  rendition  of  the 
decision  of  the  Examinersin Chief  on  June  24, 1886, applicants  were 
entitled  to  pursue  one  of  two  courses.  Fir$t,  they  were  entitled  to  take 
an  appeal  to  the  Commissioner,  and  the  statutes  and  rules  allowed  them 
two  years  within  which  this  might  be  done ;  or,  iecond,  if  they  con- 
cluded to  abide  by  the  decision  of  the  Examiners-in-Chief,  they  were  at 
liberty  to  go  back  to  the  Primary  Examiner,  under  proper  authority, 
and  take  such  action  in  their  case  as  the  statutes  and  rules  of  the  Office 
allow.  Upon  presenting  a  petition  to  the  Commissioner  and  obtaining 
his  authority  under  Bule  138,  they  could  have  been  permitted  to  file 
with  the  Primary  Examiner  further  amendments. 

Applicants  elected  to  go  back  to  the  Examiner,  who,  without  any  au- 
thority from  the  Commissioner,  permitted  them  to  file  an  amendment 
canceling  the  claim  which  had  been  the  subject  of  the  decision 
above  referred  to  and  file  a  new  claim,  in  lieu  thereof.  There  is  no  doubt 
but  that  the  Examiner  acted  irregularly  in  allowing  this  amendment 
to  be  entered  without  the  authority  of  the  Commissioner;  but  it 
was  done,  and  the  nature  and  condition  of  the  case  were  materially 
changed  by  reason  of  the  cancellation  of  the  claim  and  the  substitution 
of  the  amended  one.  No  one  will  contend  that  in  such  condition  of  the 
ease  applicants  had  any  right  to  appeal  from  the  decision  of  the  Ex- 
aminersin Chief  of  June  24, 1886,  because  their  case  stood  in  the  Office 
upon  an  entirely  new  and  different  claim  and  applicants  were  asking 
the  Office  to  allow  a  patent  therefor.    The  claim  which  had  been  in- 
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tolyed  in  the  appeal  had  been  eliminated  from  the  case.  An  applicant . 
can  not  give  bis  casp  a  doable  form,  so  that  it  contains  one  claim  for 
action  before  the  Primary  Examiner  and  another  before  the  Examiners- 
in  Chief  for  appeal.  An  amendment  properly  admitted  by  the  Primary 
Examiner  admits  it  for  the  Office  everywhere  and  for  all  purposes. 
There  ean  be  no  doubt  that  applicants  had  by  this  amendment  waived 
their  right  of  appeal. 

I  am  not  aware  of  any  decision  of  my  predecessors  npon  this  precise 
question;  but  it  is  a  well- settled  printciple  in  all  judicial  and  qcfasi* 
judicial  procedures  that— 

A  party  can  not  occupy  ineonsiatent  positions ;  and  whore  one  has  an  election  be- 
tween several  Inconsistent  courses  oi  action  he  will  be  confined  to  that  which  he 
first  adopts.  Any  decisive  act  of  the  party,  done  with  knowledge  of  his  rights  and 
of  the  fact,  determines  his  election  and  works  an  estoppel.  The  cases  illustrating' 
these  roles  are  very  numerous.  Itigelow  on  {Sstoppel,  oiting  Eodormmmd  v,  Clark  (4§  . 
N.  Y.,354);  Sanger  v.  Wood  (3  Johnson's  Chan.,  416) ;  LittU/leld  v.  Brown  (}  Wend*, 
SB8) ;  8.  C.  in  Error  (11  Wend.,  467). 

This  principle  applies,  in  my  judgment,  with  equal  force  to  proceed- 
ings before  this  Office.  Applicants,  having  elected  to  go  back  to  the 
examiner  for  the  purpose  of  altering  their  application  and  erasing  the 
claim  which  had  been  the  subject  of  consideration  in  th6  appeal,  thereby 
waived  their  right  to  appeal  to  the  Commissioner,  and  were  concluded 
by  their  own  action.  The  application  of  this  principle  is  not*  avoided 
by  the  fact  that  there  was  irregularity  on  the  part  of  the  examiner  in 
allowing  these  amendments  to  be  made  which  operated  to  cancel  the 
original  claim  from  the  case.  This  was,  however,  dorje  at  the  instance 
of  and  by  the  request  of  applicants,  and  they  are  bound  by  their  owik 
act*  Indirectly,  this  principle  was  recognized  by  Commissioner  Butter- 
worth  in  Gill  v.  Scott  (0.  D.,  1884, 68),  in  which  he  held  'that  a  party 
taking  an  appeal  to  the  Secretary  of  the  Interior  from  a  decision  of  the 
Commissioner  of  Patents  waived  his  right  to  move  for  a  new  trial,  al- 
though it  turned  out  that  the  Secretary  of  the  Interior  had  no  jurisdic- 
tion of  the  appeal. 

It  only  remains  to  be  seen  whether  the  subsequent  history  of  the  case 
operated  to  restore  the  applicants  to  their  original  status  before  the 
cancellation  of  tie  claim  was  made  and  to  revive  their  right  of  appeal. 
Pursuing  the  same  course  theretofore  adopted  and  aoting  without  au- 
thority from  the  Commissioner,  the  examiner  again  permitted  the  ap- 
plicants to  amend  their  case  by  eliminating  the  last  amendment  and  . 
restoring  the  claim  as  it  existed  when  appeal  was  first  taken  to  the 
Examiners  in-Chief,  and  upon  whteh  their  decision  was  rendered. 

There  is  no  need  to  dwell  upon  the  irregularity  and  perniciousnessof 
such  a  practice.  It  is  sufficient  to  remark  that  it  involves  the  Office  in 
multiplied  proceedings  and  tends  to  complicate  tl\e  actions  in  every  ap- 
plication. The  present  case  is  a  forcible  illustration  of  this  faot  As 
before  observed,  it  is  a  well-settled  rule  of  law  that  a  party  who  has 
once  waived  or  abandoned  a  right  can  not  be  restored  to  his  former 
status  by  his  own  action.    These  applicants  having  waived,  as  just  ex- 
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plained,  their  right  of  appeal,  are  precluded  from  re-adserting  such  right 
after  failing  to  succeed  in  the  remedy  elected.  They  can  not  by  the 
mere  amending  of  their  case  and  restoration  of  theirclaim  be  held  to  have 
had  such  right  reconferred  upon  them.  A  party  can  not  be  allowed  to 
experiment  with  tjhe  Office.  He  can  not  go  back  to  the  examiner,  amend 
Jus  application,  and  see  what  he  can  secure  upon  his  new  claims,  and, 
failing  in  them,  go  back  and  appeal  from  the  Board  and  try  his  chance 
with  the  Commissioner. 

When  the  Examiners-in-Chief  refuse  to  consider  this  second  appeal,  if 
there  were  any  merits  in  it  and  their  action  was  deemed  irregular  and 
improper,  applicant's  remedy  was  to  have  petitioned  the  Commissioner 
to  correct  the  error  and  direct  that  the  Examiners-in-Chief  entertain  jur- 
isdiction ;  but  here  the  applicants  pursued  the  same  course  with  refer- 
ence to  this  decision  of  the  Examiners  in-Chief  that  they  did  with  the 
first  They  acquiesced  in  it  and*  took  no  steps  to  avoid  it  by  appeal  or 
petition  to  the  Commissioner,  so  that  the  second  action  of  the  Board  re* 
mains  in  force  and  unreversed. 

If  the  applicants  have  by  this  procedure  cut  off  their  right  of  appeal 
to  the  Commissioner  on  their  original  claim,  it  is  because  they  have  seen 
proper  to  abide  by  the  decision  of  the  Examiners  in-Chief  instead  of  ap- 
pealing therefrom  at  the  proper  time  and  in  the  regular  manner,  and 
have  thereby  made  it  conclusive.  It  may  be  that  through  their  own 
mistakes  in  pursuing  the  course  they  have  they  have  involved  them* 
selves  in  difficulties.  It  is  barely  possible  in  this,  as  in  all 
that  applicants  may  have  some  valuable  invention  for  which  they  i 
entitled  to  a  patent ;  but  unless  they  can  devise  some  procedure  by 
which  they  can  free  themselves  from  the.  difficulties  in  which  they  find 
themselves  now  placed  their  only  remedy  would  seem  to  be  to  file  a  new 
application' and  proceed  anew. 

In  announcing  this  decision  I  desire  to  be  simply  understood  as  hold- 
ing that  where  an  applicant  has  taken  an  appeal  from  the  Primary  Be. 
aminer  to  the  Examiners-in-Chief  and  obtained  their  decision,  if  he  seen 
proper  thereafter  to  go  back  to  the  Primary  Examiner  under  proper 
authority  from  the  Commissioner  and  amend  his  case  in  such  a  manner 
as  to  change  its  nature  or  character  with  reference  to  the  subject-mat- 
ter involved  in  the  appeal,  he  in  effect  abandons  and  waives  his  right 
to  appeal,  and  must  take  his  stand  upon  the  new  case  as  he  has  made 
it  I  do  not  mean  that  when  a  party  acting  upon  a  statement  or  recom- 
mendation of  the  Examiners-in-Ohief  goes  before  the  Primary  Examiner 
and  amends  by  addingsomethingto  his  application  without  changing  the 
nature  or  character  of  the  claim  involved  in  the  decision  of  the  Board 
he  is  deprived  of  his  right  of  appeal.  It  is  easy  to  conceive  of  cases  to 
which  the  amendment  would notaffectthecharacteror  natureof  theclaim 
passed  upon  by  the  Examiners-in-Chief  in  their  decision.  It  might  be 
necessary  for  the  applicant  to  make  his  claim  more  intelligible,  or  to 
give  it  greater  certainty,  and  an  amendment  which  effected  this  purpose 
probably  would  not  operate  as  an  abandonment  or  waiver  of  the  right 
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of  appeal  from  the  decision  of  the  Board ;  bat  whenever  the  action  before 
the  Primary  Examiner  so  far  changes  the  nature  or  character  of  the 
claim  or  claims  that)  upon  the  amendment  being  permitted  the  claims 
are  no  longer  the  sameas  those  considered  by  the  Board  then  the  princi- 
ple referred  to  hereinbefore  applies.  The  party  must  be  deemed  to 
have  elected  the  coarse  pursued  with  the  view  of  waiving  and  abandon- 
ing his  right  of  appeal,  and  after  affecting  such  amendment  his  right  of 
appeal  is  gone. 

In  my  judgment,  this  case  clearly  and  fully  illustrates  the  principle 
suggested,  and  I  am  compelled  to  hold  that  the  applicants  have  no  right 
to  a  hearing  on  the  appeal  now  before  the  Commissioner. 

The  appeal  is  dismissed. 


Ex  Parte  Herb. 

Bedded  October  10, 1887. 

41  O.  G.,  463. 

1.  What  Inventions  Mat  and  Mat  Not  bb  Comprehended  in  a  Single  Set  of 
Letters  Patent— Construction  of  Bulb*  40— Practice  in  the  Patent 
Office. 

The  necessary  effects  or  operations  of  specific  mechanism  are  not  necessarily 
processes  of  methods  within  the  meaning  of  the  patent  laws.  The  nse  of  a  ma- 
chine in  the  manner  and  for  the  purpose  for  which  it  was  constructed  is  the  thing 
secured  and  enjoyed  nnder  letters  patent;  bat  it  is  the  machine  itself  that  is 
patented.  A  method  or  process  suoh  as  the  law  recognises  as  patentable  moss 
have  an  existence  independent  of  the  machine  or  apparatus  by  which  it  fs  carried 
oat  to  a  result.  It  mast  be  a  method  or  process  that  can  be  carried  out  by  nasi 
or  by  various  kinds  and  forms  of  mechanism  or  apparatus.  Jf  the  act  or  result 
is  simply  that  of  the  mechanism  itself,  so  related  to  it  that  it  can  not  exist  inde- 
pendently, and  is  the  sole  utterance  of  the  machine,  then  the  supposed  method 
or  process  does  not  exist.  The  funotion  of  a  machine  can  have  no  separate  exist- 
ence, and  is  completely  and  sufficiently  covered  by  a  patent  for  the  latter. 
g.  Mechanism— Separate  Parts—Process. 

One  piece  of  mechanism  may  perform  its  function  upon  the  material  or  subject 
of  its  action  which  at  once  Halls  or  is  delivered  into  the  operation  of  another 
mechanism  without  the  existence  of  any  relation  or  combination  between  tha 
two,  and  without  the  possibility  of  the  separate  action  of  the  two  constituting 
a  patentable  method  or  process, 
a.  Action  of  the  Courts— Practice  in  tub  Patent  Office— Discretion  of  the 
Commissioner. 

The  question  whether  two  or  more  inventions  may  be  joined  in  single  letters 
patent  is  not  the  same  when  presented  for  consideration  by  the  courts  as  when 
H  arises  in  the  administration  of  the  patent  law  in  the  Patent  Office.  In  the 
courts  the  maxim  at  res  nagit  valeat  quam  ptreat  finds  great  favor,  and  it  would 
require  an  express  rule  of  law  or  an  inexorable  necessity  to  justify  a  court  in  de- 
claring void  a  patent  issued  by  the  Office  to  a  patentee  who  is  the  inventor  of 
new  and  useful  inventions  and  who  has  taken  out  his  patent  in  good  faith.  But 
in  administering  the  patent  laws  the  large  discretion  vested  in  the  Commissioner 
of  Patents  should  be  exercised  in  the  matter  of  directing  what  inventions  should 
be  comprehended  in  a  single  patent  as  in  all  other  particulars,  so  as  to  subserve 
t  purposes  of  the  patent  system  and  to  protect  inventors. 
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4.  Joinder  or  Inventive  Parts— Single  Result. 

While,  possibly,  the  courts  have  never  declared  a  patent  void  because  compre- 
hending more  than  one  distinct  and  separate  invention,  there  are  numerous  sVeto 
to  that  effect.    But  there  are  numberless  decisions  holding  valid  patents,  and 
there  have  continuously  existed  for  years  Office  rules  authorizing  their  issuance 
where  the  two  or  more  inventions  bore  clear  and  distinct  relation  to  eaoh  other, 
as  where  they  were  "  connected  in  design  and  operation,"  etc.    Held  that  "  the 
connection  and  operation,"  the  "  mntally  contributing  to  produce  a  single  result," 
*   must  be  the'  proximate  immediate  direct  act  of  the  several  inventions,  respect- 
ively, not  a  remote  one  existing  in  the  mind  of  the  person  who  uses  them, 'and 
the  contribution  must  be  such  as  to  produce  a  resultant  operation  proceeding 
tarn  all  the  inventions  comprehended,  such  as  would  be  manifest  to  one  skilled 
in  the  art  who  should  be  called  upon  to  construct  or  operate  them. 
&  Congress  has  Recognized  Distinctions  Between  Original  and  Compre- 
hensively New  Inventions  and  Improvements  thereof— History  of 
the  Subject  and -Discussion  thereof. 

Whenever  the  original  invention  is  suoh  that  it  could  properly  be  the  subject  of 
a  patent,  and  the  organism  has  not  changed  in  its  structure  or  identity,  it  is  be- 
lieved that  several  improvements  on  its  parts  may  be  embraced  in  one  patent, 
providing  they  co-operate  in  affecting  the  whole  organism,  improving  it  as  a 
whole,  and  provided,  also,  invention  and  art  have  not  subsequently  so  advanced 
as  to  select  the  improved  parts  as  distinct  subjects  of  invention,  art,  and  manu- 
facture. .  . 
6*.  The  Legislation  of  Congress  touching  Patents  for  Improvements  rt  way 
of  Re-issue,  and  Authorizing  more  than  one  Invention  for  Improve- 
ments to  re  Embraced  in  one  Patent. 

This  does  not  exclude  the  idea  that  such  improvements  upon  a  distinct  organ- 
ism could  not  have  been  united  in  a  single  original  patent,  provided  it  retained 
its  identity  and  was  not  affected  by  the  advance  in  arts  and  invention.  But  since 
the  repeal  of  section  5,  act  March  3, 1837,  by  section  53,  act  July  8, 1870,  the  sepe- 
'  rate  re-issue  patents  alio  wed  »f or  different  parts  Of  the  invention  are  necessarily 
for  divisional  parts,  for  which  separate  patents  might  have  originally  issued.  In 
cases  of  new  combinations,  in  which  some  of  the  elements  are  new,  claims  for  the 
combination  and  for  the  new  elements  may  be  united  in  one  patent,  because  they 
all  properly  constitute  one  invention,  and  in  suoh.  a  case  the  applicant  might  em- 
brace the  claims  for  the  new  elements  without  making  claim  to  the  combination, 
for  he  is  not  required  to  do  the  latter,  and  by  omitting  the  combination  he  would 
dedicate  it  to  the  public  But  this  is  only  true  of  elements  new  generioally,  and 
not  of  claims  for  more  improvements  upon  old  elements  which  can  be  used  and 
applied  in  other  relations  in  the  arts. 

7.  Co-ordination  and  Combination. 

When  inventions  are  so  near  the  dividing  line  as  to  render  impossible  the  de- 
termination with  certainty  whether  in  a  proper  sense  co-ordination  and  combi- 
nation exist,  so  as  to  constitute  them  one  invention  or  combination,  the  doubt 
should  be  resolved  in  favor  of  the  inventor,  and  he  should  be  allowed  to  units 
them  in  one  application  if  he  so  elect. 

8.  The  Importance  of  Classification  and  Division  of  Patentable  Subjects. 

A  new  invention  falls  into  the  mass  of  human  instrumentalities,  and  must  yield 
to  the  conditions  in  which  it  finds  itself.  It  is  accepted  as  useful,  and  demand 
for  it  requires  its  rapid  economic  manufacture.  Division  of  skill  and  labor  takes 
it  to  pieces  and  constructs  its  parts  separately  and  by  distinct  processes.  Inven- 
tion seises  upon  its  elements,  and  modifies  and  improves  them  until  at  last  eaoh 
part  takes  its  place  in  the  catalogue  of  human  production.  When  this  stage  is 
reached,  why  shall  not  new  inventions  as  to  parts  be  regarded,  examined,  sad 
patented  as  suoh  I    The  original  invention  was  examined  and  patented  with  ret 
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erenee  to  the  state  of  the  art,  industry,  and  the  classification  of  invention  at  the 
period  when  it  was  given  to  the  public.  There  is  no  reason  why  subsequent  in- 
ventions as  to  distinct  parts  should  not  be  treated  with  respect  to  the  similar 
state  and  conditions  of  the  latter  period  in  which  they  are  made.  Classification 
and  division  of  labor  in  the  Office  are  absolutely  essential  to  the  prompt  and  thor- 
ough examination  of  applications  and  the  transaction  of  the  public  business  by 
the  Office,  and  to  the  interest  of  the  inventor. 

9.  Ex  paktk  Blythx  Re-affirmed. 

The  decision  in  Eos  parte  Blytke  (C.  nD.,  1885,  82)  re-ftffirmed  in  so  far  as  it  Is 
held  that  Congress  has  recognised  the  natural  classification  of  arts  as  existing  in 
four  great  divisions,  and  that  a  single  and  distinct  invention  dearly  belonging  in 
one  ought  not  to  be  joined  in  the  same  invention  with  an  invention  belonging  in 
another  division.  This  cqnolosion  arises  from  the  fact  that  Congress  has  required 
a  careful  examination  to  be  made  of  each  application,  has  recognised  classifica- 
tion as  a  neoe  ssary  part  of  the  system,  has  invested  the  Commissioner  with  large 
discretion  in  the  matter,  and  that  without  such  arrangement  and  classification  it 
is  impossible  to  carry  out  the  express  requirement  as  to  examination ;  but  it  Is 
not  based  upon  any  statutory  declaration  or  any  ascertained  intention  of  Con- 
gress, except  as  results  from  the  system  itself. 

10.  Separate  Patents  foii  Separate  Inventions. 

The  fact  that  courts  have  so  uniformly  sustained  the  validity  of  original  patents 
containing  different  inventions  is  probably  due  to  their  recognition  of  the  discre- 
tion of  the  Commissioner  in  their  issuance.  Bot  in  the  case  of  re-issue  patents  no 
snch  discretion  exists.  No  new  matter  can  be  introduced,  and  the  re-issue  must 
be  for  the  same  invention  shown  and  described  in  the  original  patent.  Conse- 
quently the  courts  have  constantly  held  void  re-issue  patents  embracing  any  new 
or  other  invention  than  that  defined  in  the  original  patent. 

11.  Apparatus  and  Pbockss  abb  Distinct  Inventions. 

It  must  be  regarded  as  settled  by  the  very  highest  authority  that  an  apparatus 
and  a  process  are  separate  and  distinct  inventions.  There  is  no  requirement  of 
law  that  they  must  or  ought  to  be  comprehended  in  a  single  patent,  while  there 
are  many  reasons  why  they  should  not  be.  A  claim  for  a  machine  or  apparatus 
and  a  claim  for  a  process  should  be  prosecuted  in  separate  applications,  and  each, 
when  allowed,  comprehended  In  separate  patents. 
13.  Co-ordination  of  Parts— Combination. 

When  the  applioaot  has  a  claim  for  a  combination  between  several  elements  or 
parts,  and  the  claim  for  combination  can  not  be  sustained  for  want  of  co-opera- 
tion, then  division  between  the  distinct  elements  or  parts  should  be  required  in 
accordance  with  the  principle  hereinbefore  announced. 

ON  PETITION. 

MAcnnni  axo  process  or  »bp aratoio  garlic  from  wheat. 

Application  of  Austin  Herr  filed  December  29, 1886,  No.  229,911. 
Mr.  W.  0.  Melntire  for  the  applicant. 

Hall,  Gowmiuumer: 

This  application  contains  twenty-six  claims  covering  apparatus  for 
and  process  of  separating  garlic  from  wheat  The  application  was  re- 
ferred by  the  examiner  to  a  committee  created  nnder  Order  No.  326  to 
consider  the  question  of  unity  or  plurality  of  inventions  set  forth  in  the 
application.  ,  In  his  letter  of  reference  the  examiner  expressed  the 
opinion  that  the  application  contained  three  distinct  and  Independent 


108  DtiCISiOtfS  6P  THE  COMMISSIONER  Of*  PATENTS. 

inventions,  being  (1)  a  method  or  process,  (2)  a  machine  for  separating 
garlic  from  wheat,  and  (3)  a  machine  for  drying  grain. 

The  Committee  on  Division,  to  whom  the  question  had  been  referred, 
expressed  their  conclusion  as  follows: 

The  Exaininer  advised  that  division  should  be  required  as  to  olaims  20  to  26,  inclu- 
sive. 

The  effect  of  this  was  to  require  a  separate  application  for  the  drying 
apparatus,  including  the  combination  of  the  dryer  and  the  separator, 
but  to  permit  the  claims  for  the  separator  and  the  process  to  remain  in 
the  original.  Pursuant  to  this  decision/ on  April  9, 1887,  the  Examiner 
required  the  applicant  to  remove  from  the  application  either  the  process 
and  the  machine  for  separating  the  garlic  from  the  wheat  or  the  machine 
for  drying  the  grain.  This  requirement  being  repeated,  the  applicant 
has  petitioned  the  Commissioner  to  review  thto  action  of  the  Examiner 
in  the  premises  and  to  order  that  the  present  application  shall  be  con- 
gidered  without  division  and  as  covering  a  single  invention.  Upon  pre- 
sentation of  this  petition  it  was/  in  accordance  with  the  practice,  re- 
ferred to  the  Examiner  to  advise  the  Commissioner  what  reasons  existed 
why  the  request  of  the  petitioner  should  not  be  granted,  and  his  re- 
sponse was  as  follows : 

This  ease  has  been  held  by  the  Committee  upon  the  Division  of  Applications  to  em- 
brace two  distinct  and  independent  inventions,  to  wit : 

.First.  A  machine  and  a  method  or  process  for  separating  garlic  from  wheat,  covered 
by  claims  1  to  19,  inclusive. 

Second.  A  drier,  the  construction  of  whioh  is  covered  in  claims  20  to  26,  inoloahwi 

The  Examiner,  in  his  action,  simply  acted  for  the  committee. 

Not  only  could  any  other  form  of  drier  be  substituted  in  the  performance  of  the 
process  without  altering  its  character  m  the  least,  but,  also,  the  tnackinet  employed 
axe  distinct  and  independent  inventions,  belonging  to  different  arts,  and  found  in 
different  classes,  the  separator. belonging  to  Class  130  (Thrashing)  in  this  Division 
(XXV),  and  the  drier  belonging  to  Class  34  (Driers),  in  Division  XXVIII.  The  pro- 
eess  is  a  matter  entirely  separate  from  the  particular  mechanism  employed,  which 
may  or  may  not  be  unitary  without  affecting  the  process  as  such.         N 

It  will  thus  be  seen  that  the  applicant  contends  that  his  application 
contains  but  one  invention,  while  the  Committee  on  Division  insists  that 
it  contains  two,  and  the  examiner  is  of  opinion  that  it  contains  three. 

The  case  is  a  peculiar  one  from  the  fact  that  it  practically  involves 
all  the  phases  of  the  question  of  division,  omitting  that  of  process  and 
product  Indirectly  it  involves  that  also.  I  approach  the  considera- 
tion of  such  a  question  with  the  greatest  hesitation.  It  is  one  thai 
has  occupied  the  attention  of  the  Office  from  its  foundation  up  to  the 
present  day,  and  during  the  entire  period  there  have  been  constant 
changes  and  variations  of  opinion  on  the  part  of  Commissioners,  con- 
trariety of  decisions,  and  diversified  rules.  At  present  I  find  there  is  a 
somewhat  anomalqus  condition  of  affairs  relative  to  this  subject  exist- 
ing in  the  Office,  resulting  unfavorably  to  the  work  of  the  Office  and  the 
interest  of  the  public    I$aoh  Examiner  is,  under  the  rules,  primarily 
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charged  with  the  determination  of  the  question  of  division  in  each  case 
that  comes  before  him.  This  results  from  the  application  of  Bale  63, 
which  requires  all  formal  and  vital  objections  to  be  noted  and  acted 
upon  in  the  examination. .  But  my  immediate  predecessor,  in  disposing 
of  this  question,  issued  an  order  and  constituted  a  committee  on  the 
subject  of  division,  under  directions  which  require  the  Examiner  to 
send  all  cases  involving  this  question  to  the  committee  without  any  ex- 
planation or  discussion.  The  action  of  the  committee  was  final  unless; 
controlled  by  an  order  of  the  Commissioner  in  an  appellate  proceeding. 

The  diversity  of  opinion  in  the  Office  is  such  that  it  is  practically  im- 
possible to  create  a  committee  on  this  subject  which  will  not  divide  and 
decide  in  accordance  with  previously-conceived  ideas.  The  present 
committee  is  so  constituted  that  the  minority  is,  in  effect,  a  useless 
quantity.  The  result  is  that,  in  a  general  sense,  the  views  of  the  major- 
ity constituterthe  law  of  the  Office.  The  examiners  who  primarily  exam- 
ine the  cases  no  longer  have  any  voice  in  the  matter,  and  some  of  them 
send  everything  to  the  committee  which  possesses  the  semblance  of 
capacity  for  division,  while  others,  regarding  division  as  practically  ob- 
solete, send  nothing  to  it. 

Another  result  is  that  applications  .containing  inventions  relating  to 
different  classifications  have  to  go  the  rounds  of  two  or  more  divisions 
before  an  examination  is  complete.  There  is  more  or  less  friction  be- 
tween the  divisions  as  to  where  the  case  belongs,  its  order  on  thecalen- 
dar,  and  the  character  of  its  consideration.  Complaints  are  continually 
coming  to  the  Commissioner  of  the  delay  due  to  examination  of  the  same 
application  in  different  divisions,  and  persistent  effort  is  made  to  induce 
him  to  interfere  and  change  the  order  of  examination,  assign  the  case 
to  another  division,  or  in  some  manner  expedite  its  consideration. 

I  allude  to  this  condition  of  things  in  the  Office  not  that  it  is  an  ap- 
propriate subject  to  be  considered  in  an  opinion  of  the  Office,  but  as 
justifying  me  in  entering  upon  the  subject  of  division  with  a  view  of 
restoring  the  practice  to  greater  certainty  and  usefulness,  however  much 
I  may  hesitate  at  the  undertaking. 

Turning  again  to  the  invention  or  inventions  involved  in  this  case,  it 
will  be  necessary  to  describe  the  process  or  method  and  the  machine  or 
apparatus  claimed.  The  object  of  the  invention  is  to  clean  wheat  from 
garlic-berries  which  are  sometimes  found  mixed  with  it.  Its  principle 
is  based  upon  the  well-known  feet  that  the  shell  of  the  garlic-berry  is 
weaker  than  that  of  the  wheat,  and  that  it  can  be  crashed  under  a 
slighter  pressure  than  is  required  to  crush  the  latter.  Accordingly,  the 
machine  in  question  is  provided  with  a  robber  belt,  of  certain  width, 
which  passes  around  two  cylinders  in  continuous  motion.  The  wheat, 
mixed  with  garlic-berries,  is  spread  npon  the  upper  portion  of  the  belt 
in  a  thin  layer,  and  as  it  progresses,  or  is  carried  along  on  the  belt,  it 
passes  under  a  roller  in  direct  contact  with  the  belt,  which  presses  the 
wheat  down  into  the  elastic  surface  of  the  belt  without  injury,  but 
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crushes  the  softer  kernels'of  the  garlic-berry.  As  the  belt  proceeds  to 
the  point  where  it  passes  downwardly  over  one  of  its  cylinders  the 
wheat  falls  off  into  a  receiver,  while  the  crashed  garlic-berries,  moist- 
ened by  their  expressed  juice,  adhere  to  the  rubber  band  until  they  are 
•craped  off  and  the  surface  of  the  rubber  washed  and  dried  by  devices 
located  under  the  belt  This,  of  course,  accomplishes  the  practical  sepa- 
ration of  the  garlic-berries  from  the  wheat,  except  that  the  wheat,  as  it 
leaves,  the  belt  and  falls  Into  the  receiver,  will  carry  some  small  frag- 
ments of  the  crushed  berries,  which  adhere  in  consequence  of  their  moist- 
.ore.  Bat  the  more  serious  difficulty  is  that  the  grains  of  wheat  are 
more  or  less  contaminated  with  the  juice  of  the  garlic,  which,  if  unre- 
moved,  would  be  felmost  as  injurious  as  the  presence  of  the  berry  itself, 
To  obviate  this  trouble,  a  drier  and  evaporator  are  introduced.  As  the 
♦Jieat  falls  from  the  rubber  belt  into  the  receiver,  it  passes  thence  along 
inclined  pans,  under  >a  blast  of  hot  air,  by  which  the  garlic-juice  is  evap- 
orated and  the  wheat  dried,  and  any  small  particles  of  the  garlic-berries 
remaining  are  winnowed  from  it.  The  drtyr  and  evaporator  are  not 
built  or  constructed  as  a  part  of  the  crusher  or  separator.  They  simply 
receive  the  wheat  when  it  leaves  the  latter  and  after  the  latter  has  fully 
performed  its  function. 

This  is  a  succinct  description  of  the  invention  so  far  as  is  material  to 
the  question  under  construction.  With  this  brief  description  of  the' 
invention,  as  it  appears  from  the  specification  and  drawings,  it* will  be 
necessary  to  consider  the  claims  and  ascertain  what  they  define  and 
point  out  as  the  invention.    Claim  1  is  as  follows: 

The  process  herein  described  of  cleaning  and  separating  garlic  from  wheat,  which 
consists  in  crashing  or  flattening  out  the  garlic  without  injuring  the  wheat,  then  dry- 
ing or  evaporating  what  remains  of  the  garlic  and  jnices  of  same,  and  finally  com- 
pleting the  separation  by  induced  air-currents  or  blast. 

This*  claim  covers  a  process  and  includes  every  operation  to  which 
the  grain  is  subjected.  It  is  effected  and  carried  out  by  the  different 
mechanisms  employed.  It  is  not  asserted  that  the  process  results  in  or 
produced  any  product  The  wheat,  which  at  first  enters  the  path  of  the 
so-called  process  in  company  with  garlic-berries,  remains  in  the  same 
natural  condition  when  it  emerges,  except  that  it  has  parted  companion- 
ship with  the  garlic.  It  is  no  better  or  different  wheat  than  that  which 
grew  in  fields  where  garlic  did  not  grow.  The  garlic  has  been  separated 
,  from  it.  That  is  the  result  accomplished  and  nothing  more.  This  might 
have  been  done  slowly  and  laboriously  by  hand ;  but  the  result  would 
be  the  same— an  industrial  result,  wheat  entirely  free  from  garlic-berries 
or  their  juice.  \  This,  if  new,  would  giv6  patentability  to  the  machine 
or  apparatus,  but  would  not  necessarily  establish  the  existence  of  a 
process.  The  necessary  effects  or  operations  of  specific  mechanism  are 
not  necessarily  processes  or  methods  within  the  meaning  of  the  patent 
laws.  The  use  of  a  machine  in  the  manner  and  for  the  purpose  for 
which  it  was  constructed  is,  the  thing  secured  and  eqjoyed  under  letters 
>atent ;  but  it  is  the  machine  itself  that  is  patented.    A  method  or  pro- 
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such  as  the  law  Recognizes  as  patentable  mast  have  an  existence 
independent  of  the  machine  or  apparatus  by  which  it  is  carried  out  to 
its  result.  It  must  be  a  method  or  process  that  can  be  carried  oat  by 
hand  or  by  various  kinds  or  forms  of  mechanism  or  apparatus.  If  the 
act  or  result  is  simply  ttiat  of  the  mechanism  itself,  so  related  to  it  that 
it  can  not  exist  independently,  and  it  is  the  sole  utterance  of  the  ma- 
chine, then  the  supposed  method  or  process  does  not  exist.  The  func- 
tion of  a  machine  can  have  no  separate  existence  and  is  completely  and 
sufficiently  covered  by  a  patent  for  the  latter. 

In  the  case  of  the  machine  at  present  under  consideration  the  crush* 
ingof  the  garlic-berries  without  affecting  the  integrity  of  the  wheat  is 
the  sole  result.  This  is  a  mode  of  separation ;  but  every  functional 
mechanism  has  its  mode  or  method  of  performing  its  work.  This  sepa- 
rating machine  would  complete  the  operation  were  it  not  for  the  juices 
of  the  berry.  The  freed  wheat  must  be  relieved  of  this  contamination. 
The  same  would  be  equally  necessary  did  the  contamination  result  from 
machine-oil  07  other  cause  arising  in  the  crushing  and  separation  of  the 
berries.  t  The  contaminated  wheat  must  now  be  subjected  to  some  new 
act  or  force.  In  this  instance  it  is  a  drier  and  winnower.  This  mech- 
anism must  also  be  considered  subject  to  the  same  principles  and  dis-: 
tinction.  Does  its  method  exist  independently,  or  is  it  simply  a  func- 
tion f  Are  there  two  pieces  of  mechanism— the  separator  and  the  drier- 
united  in  a  combination,  and  do  their  added  results  resolve  their  sepa- 
rate functions  into  an  independent  method  or  process  t  They  are  in 
close  juxtaposition ;  but  is  there  any  co-ordination  or  co-action  between 
them  f  Do  the  crusher  and  separator  perform  their  function  any  better 
or  more  perfectly  by  reason  of  their  propinquity. to  the  drier;  or  does 
the  drier  perform  its  work  differently  by  reason  of  its  association  with 
the  former!  The.  wheat,  moistened  with  the  berry-juice  by  the  former, 
is  more  perfectly  purified  from  it  in  the  drier  than  would  be  the  case  if 
the  two  mechanisms  were  farther  separated  and  the  drying  and  evapora- 
tion were  delayed.  But  does  it  follow  that  there  is  enaction  or  combina- 
tion! It  is  very  'common  that  one  piece  of  mechanism  performs  its 
function  upon  the  material  or  subject  of  its  action,  which  at  once  falls 
or  is  delivered  into  the  operation  of  other  mechanism  without  the  exist- 
ence of  any  relation  or  combination  between  the  two,  and  without  the 
possibility  of  the  separate  actidn  of  the  two  constituting  a  distinct  and 
patentable  method  or  process. 

Claim  2  is  also  a  process  claim*    It  is  as  follows : 

The  process  or  method  herein  described  of  separating  garlic  from' wheat,  which 
consists  in  subjecting  the  mixed  wheat  and  garlio  to  pressure  between  two  or  mote 
hard-faced  roUers  and  an  interposed  traveling  band  or  surface  composed  of  partially- 
vulcanized,  india-rubber  or  other  suitable  equivalent  resilient  material,  in  such  man- 
ner and  under  such  pressure  as  will  embed  the  wheat-berries  in  the  body  of  the  rub- 
ber and  at  the  same  time  mash  or  compress,  the  garlic-berry  on  the  surface  thereof 
the  resilient  aotion  of  the  rubber  causing  the  wheat-berry  to  be  lifted  and  dropped 
front  the  traveling  surface  into  a  suitable  receptacle  or  conveyer,  while  the  garlic  is 
subsequently  scraped  or 'otherwise  removed  from  said  traveler. 
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This  seems  to  be  a  claim  for  a  sab-process  relating  exclusively  to  the 
operation  of  the  crasher  and  separator  and  omitting  the  dryer.  It 
covers  the  functions  of  this  mechanism,  whether  the  same  can  be  prop- 
erly regarded  as  a  process  or  not. 

Claim  3  covers'  crashing  the  garlic,  drying  the  wheat,  and  scraping 
the  belt.    Claim  4  is  similar  in  character. 

But  the  case  is  not  now  before  me  on  its  merits,  and  in  pointing  oat 
the  preceding  distinctions  I  do  not  intend  to  determine  or  even  inti- 
mate whether  the  applicant  is  or  is  not  entitled  to  claim  a  process  or 
method  in  this  case,  nor  whether  his  process  claims  actually  cover  a 
process  or  method  or  are  in  fact  mere  claims  for  mechanism.  The  ap- 
plicant, having  designated  his  process  claims  as  such,  has  the  right  to 
prosecute  them  as  such.  For  the  purposes  of  the  present  question  he 
is  entitled  to  have  them  admitted  to  be  such,  and  the  validity  and  pro- 
priety of  his  claims  must  be  left  to  the  Primary  Examiner,  unaffected 
by  what  is  said  here. 

Claims  5  to  19  cover  a  machine  for  crushing  and  separating  the 
garlic-berries.  Claim  20  is  supposed  to  cover  a  combination  of  the 
specific  crusher  and  separator  with  the  specific  dryer,  and  should  be 
grouped  with  claims  5  to  19.  Claims  21  to  26  cover  the  drying  and 
evaporating  machine. 

The  question  presented  i$  whether,  under  the  statute  and  the  rules 
of  practice,  it  is  proper  and  lawful  to  embrace  these  claims  in  a  single 
application  and  to  grant  letters  patent  including  them  all.  It  is  a 
somewhat  different  question  from  that  which  presents  itself  to  the  courts 
in  infringement  cases,  where  the  tribunal  is  asked  to  declare  a  patent 
void. 

In  the  courts  the  principle  ut  res  viagis  valeat  quampereat  has  always 
found  favor,  and  the  maxim  is  especially  applicable  to  letters  patent  in 
respect  to  this  question.  In  receiving  letters  patent  the  patentee  relies 
upon  the  judgment  and  practice  of  the  Patent  Office  and  is  justified 
in'  relying  upon  the  principle  omnia  presumuntur  rite  acta.  Having 
taken  outletters  patent  relying  upon  this  just  presumption,  having  two 
or  more  valuable  inventions  for  which  he  is  justly  entitled  to  valid 
patents,  being  himself  guilty  of  no  wrong  whatever,  it  must  require  a ' 
clear  and  explicit  rule  of  law  or  an  inexorable  necessity  to  justify  a 
court  in  declaring  such  a  patent  void,  and  that,  too,  at  a  time  or  under, 
circumstances  that  might  preclude  him  from  the  possibility  of  rectifying 
the  error  or  in  any  manner  patenting  his  inventions.  But  in  the  Patent 
Office  the  question  assumes  a  different  phase,  it  does  not  follow  that 
it  should  issue  a  single  patent  for  a  multiplicity  of  inventions,  or  in  any 
imperfect  or  objectionable  form,  simply  because  the  courts  decline  to 
hold  them  void  for  those  reasons. 

In  every  particular  in  which  the  Commissioner  possesses  any  discre. 
tion  it  should  be  exercised  in  the  direction  of  public  policy,  in  the 
proper  and  due  administration  of  the  office,  in  subserving  the  gitiat 
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purpose  of  the  patent  system  for  the  encouragement  and  development 
of  the  arts,  and  in  securing  to  patentee  just  and  valid  patents  without 
unreasonable  trouble  or  expense  in  obtaining  them.    That  the  Commis- 
sioner is  vested  with  greater  or  less  discretion  relative  to  the  adminis- 
tration of  his  office  is  unquestionable.    He  may  prepare  and  establish, 
with  the  approval  of  the  Secretary  of  the  Interior,  regulations  for  the 
conduct  of  proceedings  in  his  office.    Under  this  provision  of  the  stat- 
ute he  has,  from  the  beginning,  exercised  authority  to  establish  rules, 
1    ontQ  there  now  exists  a  code  of  practice.    The  statute  has  always  been 
regarded  as  authorising  a  rule  directing  when  more  than  one  invention 
may  be  comprehended  in  one  patent    (Rules  40,  4L)    That  a  discre- 
tion in  this  particular  is  vested  with  the  Commissioner  is  recognised  and 
settled  in  numerous  decision  of  the  courts :  Pennsylvania  Salt  Manufac- 
turing Co.  v.  GngenheimetaL  (3  Fisher,  423) ;  Same  v.  Thomas  (5 Fisher, 
148);  Goodyemr  v.  Central  B.  B.  (2  WalL,  Jr.,  366);  Goodyear  v.  Wait 
(3Fisher242);  Rubber  Co.  v.  Goodyear  (9  WalL,  788);  Bennett  v.  Fowler 
(8Wall,445);  McKay  v.  Dibert  (O.  D.,  1881,  238) ;  Jonee  v.  SeweU  (3  <>• 
G-,  890). 

I  have  not  been  able  to  find  any  reported  case  in  which  it  has  been 
directly  held  by  the  courts  that  an  original  patent  which  comprehends 
two  or  more  distinct  inventions  is  void,  although  in  one  or  two  decisions 
by  Mason,  Commissioner,  he  speaks  of  some  unreported  decision  to  that 
effect.  (Ex  parte  Motte  MS.  Dec,  voL  1,  p.  61.)  There  are,  however, 
numerous  dicta  that  such  a  patent  would  be  void :  Wyeth  v.  Stone  (1 
Story,  288);  Evans  v.  Eaton  (3  Wheat,  463);  Steams  v.  Barrett  (1 
Piefc,  448) ;  Barrett  v.  HaU  (1  Bobb,  236);  Moody  v.  Fish,  (1  Eobb, 
312) ;  Hogg  v.  Emerson,  (11  Howard,  587).  In  the  latter  case  the  court 
said: 

Bat  granted  that  sooh  is  the  result  (that  one  set  of  letters  patent  may  not  embrace 
mom  than  one  invention)  when  two  or  more  inventions  are  entirely  separate  and  in- 
dependent—thongh  this  is  doubtful  on  principle— yet  it  is  well  settled  in  the  oase 
fomarly  cited  that  a  patent  tat  more  than  one  invention  is  not  void  If  they  are  con- 
nected in  design  and  operation.    •    •    • 

In  Wydhetml  v.  Stone  et  at  (1  Story,  888)  in  order  to  render  different  letters  patent 
neeesaary9  it  is  said,  the  inventions  most  be  "wholly  independent  of  each  other,  and 
distinct  inventions  for  nnoonneoted  objects,"  asone  to  spin  cotton  aod  "  another  to 


On  the  other  hand,  there  are  numberless  decisions,  both  of  the  courts, 
beginning  with  Wyetk  v.  Stone  and  Hogg  v.  Emerson,  and  of  the  Com- 
missioners, holding  that  two  or  more  inventions  may  be  comprehended 
in  one  set  of  letters  patent.  But  it  has  uniformly  been  held  that  to  jus- 
tify sooh  joining  of  different  inventions  they  must  bear  some  clear  and 
distinct  relation  to  each  other.  They  must  be  "  connected  in  design 
and  operation."  Different  courts  and  different  Commissioners  have  had 
variant  conceptions  of  this  requisite  relation,  and  have  employed  differ- 
ent forms  of  expression  to  embody  it,  and  Commissioners,  along  down 
i  line  of  succession,  have  formulated  different  and  modified  rules. 
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From  1854  to  1859,  Mason,  Commissioner,  the  rale  was  simply  that 
u  two  or  mor$  separate  machines  will  not  be  allowed  to  be  the  subject  of 
one  patent,"  without  any  reference  to  statutory  divisions.  In  1859  he  * 
modified  this  rale  so  as  to  except  from  it  machines  "  connected  in  their 
design  and  operation,"  probably  borrowing  the  language  from  Hogg  v. 
Emerson. 

Holloway,  Commissioner,  1865,  established  a  rale  that  "  no  positive 
rale  can  be  laid  down  on  this  point,"  bat  allowed  the  inventions  to  bo 
joined  when  they  had  "  necessary  or  dependent  connection  with  each 
other,"  and  were  not  "  susceptible  of  separate  and  distinct  use  and  ap- 
plication by  itself  or  in  other  connection."  This  rule  was  applied  to 
the  entire  field  of  art,  process  or  machine,  manufacture,  or  composition, 
although  previously  to  that  date  the  decisions  and  rules  had  direct 
reference  to  machines. 

Theaker,  Commissioner,  1866,  changed  the  rule  so  as  to  cover  "several 
.inventions  having  a  necessary  and  dependent,  connection  with  each 
other,  so  that  all  co-operate  in  attaining  the  end  sought." 

Fisher,  Commissioner,  1878,  expanded  it  again  to  "  several  distinct  in- 
ventions dependent  upon  each  other  and  mutually  contributing  to  pro- 
dace  a  new  result,"  which  is  the  present  Rule  40,  except  that  the  term 
"  new  result "  bas  been  changed  in  a  material  sense  to  "  single  result." 
*  In  Wyeth  v.  Stone  and  Hogg  v.  Emerson  the  subject-matter  before  the 
court  was  a  machine.  The  reasoning  of  the  court  was  directed  to  the 
subject  of  uniting  two  or  more  inventions  in  machinery  in  one  patent, 
and  did  not  involve  consideration  of  it  in  respect  to  subjects  in  other 
classes  of  invention,  such  as  in  art*  a  manufacture,  or  a  composition. 
The  court  had  no  occasion,  and  did  not  attempt,  to  determine  whether 
Congress  had  recognized  or  prescribed  any  statutory  classification-  of 
invention,  nor  whether  tbe  principles  announced  as  applicable  to  a 
machine  would  be  equally  applicable  to  oth^r  subjects  of  invention. 
Subsequently,  both  in  the  office  and  in  the  courts,  the  doctrine  of  these 
two  leading  cases  has  extended  to  other  subjects  than  machines  in 
other  classifications.  These  cases  are  too  numerous  to  be  cited,  and  a 
review  of  them  would  answer  no  useful  purpose.  They  fall  into  groups 
and  periods  when  some  one  of  the  rules  of  the  office  was  in  force  or  the 
individual  views  of  the  Commissioner  controlled.  It  is  impossible  to 
arrange  dud  reconcile  them  upon  any  principles  of  general  application. 

It  is  impossible  to  consider  the  question  of  uniting  inventions  in  one 
patent  without  having  regard  to  the  divisions  of  art  to  which  they  be- 
long. In  defining  the  inventions  for  which  patents  may  issue,  Congress 
has  declared  them  to  be  "  of  any  new  and  useful  art,  machine,  manu- 
facture, or  composition  of  matter,"  and  has  used  terms  in  the  singular 
number,  upon  which  most  elaborate  and  forcible  arguments  have  been 
b^sed  in  support  of  the  proposition  that  Congress  had  thereby  estab- 
lished four  great  statutory  classes,  and  had  declared  that  a  (or  one) 
patent  must  be  for  *»  (or  one)  invention  in  a  (or  one)  division,  . 

*  *  Digitized  by GOOgle 
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While  division  and  classification  had  uniformly  been  recognised  and 
regarded  as  essential  to  the  proper  administration  of  the  Office,  and 
there  were  decisions  holding  the  same  views  as  announced  in  Ex  parte 
Murray  and  Wutterick  (3  O.  G.,  669),  where  Leggett,  Commissioner, 
Mid: 

I  think  .the  time  has  oome  when,  leaving  out  of  consideration  the  penpionlty  of  the 
patents  themselves  and  the  revenue  to  be  derived  under  the  laws  lor  6iamination*a 
mroper  classification  in  the  Offioe,  so  as  to  facilitate  examination  and  pssvent  mis- 
lakes  in  the  issue  of  patents,  requires  that  processes,  machines,  and  their  products  be 
ftesented  in  separate  applications—  \ 

i%  is  yet  trne  that  prior  to  Ex  parte  BUf  the  (G.  D.,  1885,  82)  it  had  never 
been  held  by  court  or  Commissioner  that  the  enumeration  of  the  divisi 
ions  or  classes  of  art  by  Congress  in  section  4886  constituted  a  statu- 
tory classification,  and,  taking  away  all  discretion  and  power  in  the 
Commissioner,  prohibited  the  comprehension  of  inventions  in  two  or 
more  classes  (however  related  or  connected)  in  one  patent,  so  as  to  ren- 
der such  a  patent  void.  Bnt  in  the  latter  case  the  Commissioner  held 
that  Congress  had  prescribed  four  great  statutory  classes. 

Q/ere  the  line  of  division  has  been  laid  down  by  Congress,  and  there  is  no  room  te 
difference  of  opinion.  A  patent  may  not  include  two  or  more  of  what  are  specifically 
recognised  as  distinct  Classes  of  invention,  if  eaoh  is  separately  capable  of  supporting 
a  patent.    *    •    • 

lam  compelled  to  hold  that  the  plain  provisions  of  the  statute,  as  well  as  the 
weight  of  judicial  opinion  and  the  dictates  of  what  seems  to  me  common  sense,  i*> 
quire  that  arts  (or  processes),  machines  (including  apparatus),  manufactures,  and 
compositions  of  matter  should  be  made  the  subject  of  separate  and  independent  pot 
ants,  except  as  above  indicated1. 

This  decision  was  shortly  afterward  overruled  by  the  decision  in  Ma 
parte  Young  (C.  D.,  1885, 108),  wherein  the  proposition  as  to  statutory 
olassifleation  and  requiring  separate  patents  for  inventions  iA  different 
statutory  classes  was  denied.  Not  only  was  the  doctrine  of  Ex  parte 
Blytke  repudiated,  but  a  broad  and  indefinite  construction  was  placed 
upon  Rule  40,  which  seems  to  have  restored  the  uncertainly  of  former 
periods  in  the  practice  of  the  Office  and  brought  about  the  confusion 
heretofore  alluded  to. 

By  the  Constitution  Congress  was  vested  with  the  exclusive  jurisdic- 
tion of  securing,  for  limited  times,  to  authors  and  inventors  the  exclu- 
sive right  to  their  writings  and  discoveries.  Congress  had  undoubted 
power  to  permit  or  require  several  inventions  to  be  united  in  a  single 
set  of  letters  patent  or  to  require  each  invention  to  be  embraced  in  bnt 
one  patent  But,  with  the  single  exception  of  re-issue  patents,  Congress 
has  never  used  any  express  language  upon  the  subject  Yet,  through- 
oat  the  history  of  the  administration  of  the  patent  laws  in  the  Patent 
Office,  and  in  all  the  judicial  inquiry  relating  to  the  subject,  the  opinion 
has  uniformly  prevailed  that  distinct  and  separate  inventions  should 
not  be  covered  by  one  patent.  This  prevailing  opinion  has  probably 
been  dne  to  the  patent  system  established  by  Congress  rather  than  to 
any  phraseology  of  statute.    It  mtst  be  said,  however,  that  prior  to  the 
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statutes  of  1836  and  1837  the  system  had  not  assumed  definite  form,  and 
the  practice  in  this  particular  was  unsettled.  In  the  earlier  acts  of  Con- 
gress there  were  no  express  requirements  for  examination  of  applica- 
tions, and  not  only  the  officers  intrusted  with  their  administration  but 
the  courts  could  not  wholly  free  themselves  from  the  influence  of  the 
English  system  and  the  authority  of  English  precedents  and  decisions. 
Wyeth  v.  Stone  arose  under  the  statutes  of  1793,  and  involved  a  patent 
issued  in  1829.  But  with  the  acts  of  1836  and  1837  the  system  assumed 
a  definite  and  well-recognized  shape  and  organization.  Unlike  the  sys- 
tems of  England  and  other,  foreign  countries,  this  one  was  founded 
upon  the  idea  of  requiring  a  careful,  thorough,  and  complete  examina- 
tion of  every  application  for  a  patent,  for  the  purpose  of  determing  the 
novelty  and  utility  of  the  invention  before  it  should  receive  the  sanction 
of  security  by  patent  Such  a  system  could  have  no  practical  or  suc- 
cessful operation,  except  by  means  of  a  proper  and  natural  classification 
of  the  arts  and  the  subjects  of  invention. 

The  constantly-extending  domain  of  art  is  too  broad  and  comprehen- 
sive to  be  contemplated  or  understood,  except  in  parts  and  classes  by 
those  who  are  experts  and  specialists  in  such  parts  and  classes.  Con- 
•equently,  Congress  in  all  its  succeeding  enactments  ha6  recognized  the 
principle  of  classification  not  only  by  defining  the  four  great  divisional 
but  in  the  organization  of  the  Patent  Office  has  provided  for  farther  and 
more  extended  classification  to  be  completed  and  perfected  by  the 
Office,  pursuant  to  the  general  design  of  the  system.  There  could  be 
no  intelligent  legislation  upon  the  subject,  nor  any  successful  adminis- 
tration that  did  not  proceed  upon  proper  classification  of  patentable 
subjects. 

There  are  received  in  the  Patent  Office  each  week  about  one  thousand 
applications.  The  Office  issues  between  three  hundred  and  fifty  and 
four  hundred  and  ninety  patents  each  week.  Each  application  requires, 
on  an  average,  about  one  month's  examination  and  research  before  its 
novelty  and  utility  can  be  ascertained,  and  this  examination,  to  be  at  all 
reliable,  must  be  made  by  those  skilled  in  the  respective  branches  of 
invention.  There  are  twenty-nine  examining  divisions,  among  which 
these  applications  are  distributed.  There  are  187  classes  and  4,399  sab- 
classes  of  arty  into  which  the  various  subjects  of  invention  naturally 
fWL 

It  is  to  be  observed  that  Congress  did  not  create  the  four  general 
divisions  specified  in  patent  law.  They  exist  in  the  nature  of  things, 
and  while  Congress  had  the  power  to  disregard  natural  relations  and 
divisions  and  establish  artificial  and  arbitrary  classifications,  it  has  not 
seen  proper  to  do  so.  It  has  declared  these  natural  classes  as  covering 
the  field  in  which  patentable  inventions  may  be  secured  to  inventors. 
The  same  thing  may  also  be  said  of  the  classification  in  the  Patent 
Office;  it  is  in  accordance  with  natural  relations  and  not  artificial  or 
arbttjrary.  Digitized  by  Google 
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The  mind  is  so  constituted  that  it  most  either  analyze  and  divide  or 
generalize  and  combine.  Tbe  two  mental  operations  proceed  in  oppo- 
site directions  over  the  same  paths.  Undoubtedly  these  two  mental 
operations  have  found  expression  in  Bule  40: 

(1)  Two  or  more'  independent  inventions  can  not  be  claimed  in  one  application. 
(2)  Bat  where  several  distinct  inventions  are  dependent,  npon  each  other  and  mu- 
tually contribute  to  prodnoe  a  single  result,  they  may  be  claimed  in  one  appli- 
cation. 

These  two  forms  of  expression  are  not  exceptions  to  each  other,  but 
are,  rather,  different  expressions  of  the  same  thing.  But  they  are  so 
constructed  as  to  put  into  activity  the  two  different  mental  processes 
just  alluded  to.  With  the  first,  analysis*  begins,  and  the  mind  naturally 
attempts  to  arrange  and  classify  invention  into  its  simplest  and  most 
independent  construction  and  operation.  But  generalization  begins 
with  the  application  of  the  second.  Two  simple  tools  or  implements 
combine  into  mechanism ;  mechanisms  or  organisms  combine  and  reor- 
ganize into  new  ones.  Then,  "  mutually  contributing  to  produce  a 
single  result,"  or  being  "  connected  in  their  design  or  operation,"  or 
*'  kindred  and  auxiliary,"  carries  the  mind  across  all  divisions  of  species, 
classes,  and  divisions,  unless  the  terms  are  applied  and  limited  with 
some  direct  reference  to  the  system  and  design  in  which  they  have  come 
to  be  employed. .  Otherwise  this  generalization  could  be  carried  to  ab- 
surd lengths.  If  we  look  alone  at  the  letter  of  the  rule — at  the  words 
u  mutually  contributing  to  a  single  result" — and  place'the  result  suffi- 
ciently remote  from  the  act  of  the  invention,  or  at  the  words  a  kindred 
and  auxiliary,"  and  place  the  relationship  at  a  sufficient  distance,  all  in- 
ventions can  be  united.  The  plow  could  be  joined  with  the  harrow ;  the 
cultivator  with  the  reaper;  the  reaper  with  the  thrasher,  and  the 
thrasher  with  the  burr  of  millstones,  and  so  on ;  or  all  of  these  could 
be  united  together  if  we  regard  flour  as  the  "result"  to  which  all  may 
be  said  to  "  mutually  contribute."  We  need  not  stop  here,  for  upon  the 
same  principles  of  generalization  the  implements  and  mechanism  of  ag- 
riculture could  be  united  with  steamships  and  steam-cars,  and  all  the 
lesser  machinery  for  transportation,  if  the  remote  and  general  result  of 
supplying  man  with  food  be  regarded.  The  generalization  might  pro- 
ceed until  it  comprehended  art  generically,  for  all  the  classes  would  be 
"  kindred  and  auxiliary,"  "connected  in  design  and  operation,"  in  bring- 
ing about  some  general  and  all-affecting  result. 

Evidently  this  method  of  applying  the  rule,  or  the  principle  which  it 
embodies,  would  destroy  the  rule  and  that  to  which  it  is  a  seeming 
exception.  Having  declared,  broadly,  that  two  or  more  independent 
inventions  can  not  be  claimed  in  one  application,  but  exceptionally  that 
distinct  inventions  may  be,  if  they  mutually  contribute  to  a  single  re- 
sult, the  character  of  the  contribution  and  the  nature  of  the  result  must 
be  determined.  The  contribution  must  not  be  like  that  of  the  steam- 
plow  and  the  steam-car,  and  the  result  must  not  be  remote,  like  the 
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manufacture  of  flour  or  furnishing  food  to  the  human  family.  The  con- 
tribution must  be  the  proximate,  immediate,  direct  act  of  the  inventions 
respectively,  so  that  their  combined  operation  is  a  resultant  operation, 
just  as  two  bodies  moving  in  different  lines,  impinging  upon  each  other, 
move  in  a  new  direction.  The  result  must  be  the  proximate  and  direct 
result,  and  not  a  remote  one.  They  must  be  "connected  in  design  and 
operation."  If  machines,  it  must  be  the  design  existing  in  their  con- 
struction and  not  in  the  mind  of  the  man  who  uses  them.  The  plow 
and  the  cultivator  are  connected  in  design  and  operation,  if  we  look 
into  the  mind  of  the  farmer  who  employs  them  to  raise  his  crop,  but  in 
themselves,  their  construction  or  operation,  there  is  no  connection  of 
design  or  operation. 

The  "  mutual  contribution,"  the  "connection  in  design  or  operation," 
the  "  result"  must  be  such  as  would  be  manifest  to  oue  skilled  in  the  art 
who  should  be  called  upon  to  construct  or  operate  them.  Both  the  de- 
sign and  the  result  must  be  ascertained  from  the  inventions  as  described 
and  defined. 

Congress  has  also  seen  proper  to  indicate  two  other  more  general  di- 
visions of  inventions,  viz,  (1)  Any  invention  or  discovery  of  any  new 
and  useful  art,  machine,  manufacture,  or  composition  of  matter.  (2)  Any 
new  and  useful  improvement  thereof.  In  the  wide  domain  of  the  useful 
arts  it  is  of  rarest  occasion  that  any  new  invention  or  discovery  is  made 
which  is  more  than  a  mere  "improvement"  upon  something  already 
known  and  existing.  Occasionally,  however,  an  invention  or  discovery 
brings  into  use  something  original  and  comprehensively  new.  It  was 
evidently  not  the  design  of  the  statute  to  draw  a  distinction  between 
these  two  kinds  of  invention  and  embrace  the  wholly  new  and  original 
within  the  expression  "  any  new  and  useful  art,  machine,"  etc.,  and  limit 
the  multitude  of  accessions  and  accretions  to  the  known  state  of  the  art 
within  the  words  "  or  any  new  and  useful  improvement  thereof."  For 
otherwise  the  latter  clause  would  be  tautological.  An  "  improvement " 
is  a  new  invention,  and  is  embraced  by  the  first  expression.  "A  patent 
for  the  improvement  of  a  machine  is  the  same  thing  as  a  patent  tor  an 
improved  machine."     (Curtis  on  Patents,  section  ?2.) 

It  is  probable  that  this  second  expression  was  employed  by  Congress 
to  preclude  the  possible  claim  that  a  patent  could  not  be  granted  for  an 
improvement  upon  a  machine  which  was  already  the  subject  of  a  valid 
and  existing  patent ;  for  there  was  a  time  when  this  was  uncertain 
(Cran&x.  Price,  Web.'s  Patent  Cases,  333, 413;  Curtis  on  Patents,  sec- 
tion 24).  But  the  use  of  this  expression  in  the  statute  goes  further,  es- 
pecially when  considered  in  connection  with  some  of  the  legislation  of 
Congress  on  the  subject. 

Improvement,  as  applied  to  machinery,  is  where  a  specific  machine  already  exists 
(whether  ever  the  subject  of  a  patent  or  not)  and  addition  or  alteration  is  made  to 
produce  the  same  effects  in  a  better  manner  or  some  new  combinations  are  added  to 
produce  new  effects.  In  such  oases  the  patent  can  only  be  for  the  improvement  or 
aew  combinations.    (Curtis  on  Patents,  section  22. ) 
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The  specific  invention  for  which  improvements  are  claimed  may  be 
old,  me/or  hsr*iug  been  patented,  or,  if  patented,  the  patent  expired,  or 
it  may  still  be  the  subject  of  an  existing  patent  In  the  latter  case  the 
issue  of  jbhe  original  patent,  under  Bnle  40,  presupposes  the  invention 
to  bo  a  d?a*uict  aud  independent  one.  It  may  be  snch,  though  never 
patented.  In  either  case  an  "  improvement n  would  bear  the  same  rela- 
tion to  it  and  be  determined  upon  the  same  principles.  Such  a  machine 
may  be  a  watch  or  a  sewing-machine.  If  we  can  suppose  a  time  when 
neither  was  known,  but  that  A  was  secretly  conducting  his  experiments 
in  making  a  watch,  and  B  his  in  making  a  sewing-machine,  we  should 
find  the  inventions  taking  embodiment  slowly,  step  by  step.  Each  new 
step  or  part  would  in  itself  be  a  new  invention,  not  yet  adapted  in  the 
arrangement  or  combination — the  mainspring  or  balance-wheel  in  one, 
the  needle  or  shuttle  in  the  other.  Finally,  the  works  of  a  crude  and 
imperfect  watch  and  the  arrangement  of  a  sewing-machine  would  appear, 
each  new  part  possibly  being  a  new  invention.  But  not  yet  satisfied, 
invention  proceeds  secretly,  modifications  and  additions  being  made,u  im- 
provements "  upon  the  crude  organism,  until  at  last  the  completed  in- 
ventions are  produced  and  given  to  the  world,  under  the  security  of 
patents.  A  was  the  first  to  invent  the  organism  of  a  watch,  consisting 
of  certain  elemental  parts  operating  together  automatically  to  mark  or 
indicate  time.  B  was  the  first  to  invent  a  sewing-machine  that  could 
make  a  stitch  uniting  two  pieces  of  cloth.  Though  composed  of  many 
pieces  or  parts,  lying  in  more  than  one  class  or  division  of  the  mechanical 
arts,  they  respectively  constitute  a  distinct  invention  in  a  new  and  dif- 
ferent class,  and  the  field  of  invention  in  one  direction  is  closed.  The 
new  has  now  become  known, and  therefore  old.  No  one  can  afterward 
be  the  first  inventor  of  a  watch  or  a  sewing-machine.  But  there  may 
be  improvements  upon  the  individual  parts,  as  upon  the  balance-wheel, 
the  mainspring,  or  the  shuttle ;  or  there  may  be  a  variety  of  new  combi- 
nations by  the  new  union  and  arrangement  of  the  elemental  parts. 

Now,  just  as  in  the  original  conception  and  reduction  to  practice,  in- 
vention was  made  step  by  step,  and  the  whole  arrangement  and  com- 
bination were  made  in  the  forms  of  successive  inventions  and  improve- 
ments, each  being  added  to  those  previously  conceived,  until  the  com- 
pleted organism  was  given  to  the  public,  so  new  inventions  and  additions 
in  the  form  of  improvements  may  continue  to  be  made  by  the  original  in- 
ventor or  others,  which  co-act  and  co-operate  upon  the  whole  without 
changing  the  substantial  identity  or  character  of  the  original  organism. 

Whenever  the  original  invention  issuch  that  it  could  properly  be  the 
subject  of  a  patent  and  the  organism  has  not  changed  in  its  structure  or 
identify,  it  is  believed  that  several  improvements  upon  its  respective 
parts  may  be  embraced  in  one  patent,  providing  they  co-operate  in 
affecting  the  whole  organism — that  is,  in  improving  it  as  a  whole— and 
provided  also  invention  and  art  have  not  subsequently  so  advanced  as 
to  select  the  improved  parts  as  distinct  »nbiects  of  invention,  art,  and 
mAnnftotnm.  ■ 
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^  These  separate  inventions,  in  the  improvement  of  each  respective 
part,  are  u connected  m  design  and  operation9;  they  are  "dependent" 
upon  each  other,  for  they  are  parts  of  a  specific  organism,  and  they 
"  mutually  contribute"  to  a  single  result,  which  is  the  single  function  of 
the  whole. 

It  is  a  singular  fact  that  the  only  instance  in  which  Congress  has 
ever  alluded  to  the  subject  of  embracing  more  than  one  invention  in  a 
single  patent  was  in  reference  to  cases  of  this  character. 

In  section  3,  act  approved  July  3, 1832,  was  the  first  provision  of  law 
authorizing  the  re-issue  of  patents.  Section  13  of  the  act  approved  July 
4, 1836,  provided: 

*  And  whenever  the  original  patentee  shall  be  desirous  of  adding  the  description  and 
specification  of  any  new  improvement  of  the  original  invention  or  discovery  which 
shall  have  been  invented  or  discovered  by  him  subsequent  to  the  date  of  his  patent, 
he  may,  like  proceedings  being  had  in  all  respects  as  in  the  case  of  original  appli- 
cations, and  on  the  payment  of  fifteen  dollars,  as  hereinbefore  provided,  have  the 
same  annexed  to  the  original  description  and  specification;  and  the  Commissioner 
shall  certify  on  the  margin  of  such  annexed  description  and  specification  the  time  of 
its  being  annexed  and  recorded,  and  the  same  shaU  thereafter  have  the  same  effect 
in  law,  to  all  intents  and  purposes,  as  thongh  it  .had  been  embraced  in  the  original 
description  and  specification. 

This  was  clearly  a  recognition  of  the  original  invention,  and  related 
to  improvements  thereon  which  not  only  did  not  change  that  identity 
but  which  improved  it.  In  such  case  the  original  inventor  was  entitled  to 
have  them  incorporated  in  his  re-issue  pateut.  Undoubtedly,  now,  such 
improvements  may  be  embodied  in  one  patent  so  long  as  the  original 
invention  retains  its  distinctive  character  and  identity  and  the  state  of 
the  art  has  not  advanced  so  as  to  resolve  some  or  all  of  its  parts  into 
distinct  subjects  of  manufacture,  each  the  snbject  of  distinct  and  sep- 
arate invention.  In  section  5,  act  approved  March  3, 1837,  this  provis- 
ion was  amended  as  follows: 

Sec.  5.  That  whenever  a  patent  shall  be  returned  for  correction  and  re-issue  under' 
the  thirteenth  section  of  the  act  to  which  this  is  additional,  and  patentee  shall  desire 
$everal  patents  to  be  issued  for  distinct  and  separate  parts  of  the  things  patented,  he  shall 
first  pay,  in  manner  and  in  addition  to  the  sum  provided  by  that  act,  the  sum  of  thirty 
dollars  for  each  additional  patent  so  issued. 

Here  was  a  specific  provision  that  the  applicantin  a  re-issue  case  was 
entitled  upon  demand  to  have  several  patents  or  only  one  for  the  sepa- 
rate and  distinct  parts  of  the  thing  patented.  But  what  was  the  thing 
patented  by  there-issue!  It  was  the  original  .distinct  and  separate  in- 
vention attempted  to  be  covered  by  the  original  patent  and  the  distinct 
and  separate  improvements.  But  undoubtedly  the  improvements  were 
such  as  were  made  upon  the  original,  distinct,  and  specific  invention 
which  retained  its  identity  as  such. 

It  might  be  inferred  under  the  maxim  afflrmatio  unius  exclusio  dtierim* 
est  that  this  express  declaration  that  more  than  one  invention  could  be 
covered  by  a  re-issue  patent  would  be  equivalent  to  a  prohibition  of  more 
than  one  in  an  original  patent,  and  that  if  Congress  intended  more  than 
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one  distinct  invention  to  be  embraced  in  an  original  patent  it  is  remark- 
able that  no  provision  to  that  effect  has  ever  been  enacted.  Bnt  this 
is  scarcely  a  just  inference.  There  exists  a  reason  why  a  different  rale 
should  apply  to  re-issue  patents  in  this  respect.  Bo  long  as  the  improve- 
ments or  new  matter  could  be  embraced  in  the  re-issue  it  was  very  proper 
that  separate  re-issue  patents  should  be  issued,  and  even  in  regard  to 
the  correction  as  to  the  original  patent,  if  divisional,  it  might  be.  use- 
ful to  re-issue  in  divisional  patents,  so  as  to  preserve  the  identity  and 
continuity  of  the  original  patent.  But  this  statute  was  repealed  by  the 
act  approved  July  8, 1870,  the  fifty 'third  section  of  which  is  as  follows: 

The  Commissioner  may,  in  his  discretion,  cause  several  patents  to  be  issued  for  dis- 
tinct and  separate  parts  of  the  thing  patented  upon  demand  of  the  applicant  and  upon 
payment  of  the  required  fee  for  a  re-issue  for  each  of  such  re-issued  letters  patent. 


But  no  new  matter 'shall  be  introduced  into  the  specification,  nor  in  case  of  a  i 
chine  patent  shall  the  model  or  drawings  be  amended,  except  by  each  other. 

Under  this  section  no  improvements  or  "new  matter"  could  be  in* 
troduced,  and  the  issuance  of  the  "  several  patents  for  distinct  and  sepa- 
rate parts  "  applied  only  to  the  original  invention.  The  issuance  of  plu- 
ral patents  was  no  longer  at  the  demand  of  the  applicant,  but  in  the 
discretion  of  the  Commissioner.  If  it  were  a  divisional  invention,  sev- 
eral patents  could  issue  for  the  several  divisional  parts.  '  Certainly  no 
new  principle  was  introduced,  for  prior  to  this  statute  separate  patents 
could  issue  for  distinct  and  separate  parts  of  a  divisional  invention. 
But  now  the  re-issue  patent  could  no  longer  embrace  the  original  dis- 
tinct and  separate  invention  and  the  separate  and  distinct  improvements 
thereof.  The  latter  must  be  covered  by  new  original  patents,  and,  as 
previously  ezplaiued,  if  the  improvements  did  not  disturb  the  identity 
of  the  original  invention,  and  the  progress  of  art  had  not  subdivided  its 
elements  into  distinct  and  well-recognized  subjects  of  invention  and 
manufacture,  the  improvements  could  all  be  included  in  one  patent. 

The  allowance  of  several  re-issue  patents  for  the  distinct  and  separate 
parts  of  the  original  invention,  in  the  discretion  of  the  Commissioner, 
mast,  in  the  very  nature  of  invention,  have  been  intended  to  provide 
a  separate  patent  for  each  division  of  the  original  invention.  It  could 
not  have  been  intended  that  separate  patents  should  issue  upon  a  di- 
vision in  the  scope  and  extent  of  claims.  (Ex  parte  Holt,  C.  D.,  1884.) 
This  beiug  true,  it  results  that  separate  re-issue  patents  for  distinct  and 
separate  parts  can  issue  now  only  when  separate  patents  could  have 
been  originally  issued  for  the  divisional  parts  of  the  invention.  In  other 
words, -when  an  invention  is  divisional  it  may  be  comprehended  in  one 
or  separate  original  patents,  and  the  same  rule  applies  in  the  re-issue  of 
patents. 

To  illustrate  these  suggestions  somewhat  more  fully,  take  the  case  of 
the  watch :  It  has  its  movement,  itecrystal,  its  dial,  and  its  case.  These 
four  parts  are  the  subject  of  distinct  improvement  in  invention  and  man- 
ufacture.   One  invention  mav  be  in  the  SDrinir  or  hasp  of  the  cap  of  the 
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case,  another  in  the  form  of  the  crystal,  a  third  in  the  enameled  dial, 
$nd  a  fourth  in  the  mainspring  of  the  movenieut.  There  is  no  mutual 
cooperation  between  these  several  iftprovemeuts.  The  improvement 
•  of  one  has  no  effect  upon  the  operation  of  the  others.  They  should  be 
the  subject  of  separate  patents.  Each  is  independent,  and  while  each, 
in  a  certain  sense,  relates  to  a  watch,  the  watch  is  old  in  art,  and  these 
particular  features  have  become  the  subject  of  independent  invention 
and  articles  of  trade  and  manufacture  in  the  arts.  But  in  respect  to 
the  movement  of  the  watch,  where  improvements  upon  two  or  more  parts 
co-operate  and  intend  to  improve  the  result  of  the  specific  organism,  in 
regard  to  the  direct,  immediate,  and  inseparable  purpose  of  that  organ- 
ism, then  they  may  be  comprehended  in  one.  patent.  The  reason  is 
apparent  An  improvement  of  a  part  is  patentable  in  such  case  only 
because  of  its  effect  upon  the  whole.  In  oho  sense  it  makes  the  whole 
organism  new,  because  it  is  improved,  made  better  or  more  useful.  But 
as  the  combination  of  the  movement  is  old,  a  patent  can  cover  no  more 
than  the  Specific  improvement. 

The  world  advances  daily  iu  the  subdivision  and  classifiation  of  arts 
and  industries.  There  is  a  constant  tendency  in  all  human  affairs  to 
limit  individual  energy  and  skill  to  restricted  fields — specialties.  In- 
ventive genius  recognises  the  same  tendencies  and  continually  con- 
fines itself  within  narrower  limits.  When  a  new  invention  appears, 
composed  of  many  parts  and  elements,  it  must  be  examined  in  the  Patent 
Office  and  a  patent  allowed  or  refused  with  reference  to  the  state  of 
the  art  and  the  condition  of  things  at  the  date  of  its  appearance.  Bnt 
there  is  no  stop  in  the  advance.  The  invention  falls  into7 the  mass  of 
human  instrumentalities  and  must  yield  to  the  conditions  in  which  it 
finds  itself.  The  activities  take  hold  of  it.  It  is  accepted  as  useful, 
an<J  demand  for  it  requires  its  rapid  and  economic  manufacture.  Di- 
vision of  skill  and  labor  takes  it  to  pieces  and  constructs  its  parts 
separately  and  by  distinct  processes.  Invention  seizes  upon  its  ele- 
ments and  modifies  and  improves  them,  until  at  last  each  part  takes  its 
separate  place  in  .the  catalogue  of  human  production.  When  this  stage 
has  been  reached,  why  shall  not  new  inventions,  with  respect  to  the 
pqrU  of  which  it  is  composed,  be  regarded,  examined,  and  patented  as 
such  f  The  original  invention  was  examined  and  patented  with  regard 
to  the  state  of  the  art,  industry,  and  the  classification  of  inventions  at 
the  period  when  it  was  given,  to  the  public.  Why  shall  not  distinct  in- 
ventions as  to  distinct  parts  be  treated  with  respect  to  the  similar  state 
and  conditions,  though  advanced,  of  a  later  period  f 

There  is  no  doubt  that  an  examination  of  an  invention  by  the  Office, 
to  be  complete,  must  go  back  as  far  as  knowledge  of  it  extends.  This 
range  will  reach  back  to  a  point  where  a  simple  invention  of  a  part  may 
be  found  originally  in  some  combination,  and  the  examination  will  then 
have  to  cover  the  subject  in  some  otBer  classification  in  a  different -sub- 
ject   But  this  is  one  of  the  conditions  due  to  progress  and  advance  in 
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the  arts,  and  famishes  no  reason  why  the  broader  and  more  general 
classification  of  a  hundred  years  ago  should  be  recognized  and  enforced 
to-day.  Indeed,  if  such  an  idea  were  to  be  carried  oat,  it  would  prac- 
tically sobstitute  for  oars  the  English  patent  system,  where  everything 
can  be  embraced  in  a  patent  that  can  be  classified  under  a  general  division 
of  art. 

In  this  connection,  it  must  be  repeated  that  classification  is  not  ef- 
fected arbitrarily  by  the  Office.  It  is  the  natural  work  of  those  who 
create  and  develop  the  arts  by  invention  and  otherwise.  The  Office 
simply  recognizes  those  relations  and  classes  which  exist  in  the  nature 
of  things.  Why  shall  they  not  be  thus  recognized  f  It  is  impossible 
to  conduct  a  great  establishment  like  the  Patent  Office,  examine  the 
inventions  of  sixty  millions  of  people,  survey  the  wide  and  extended 
field  of  art  of  the  whole  world,  to  determine  their  novelty  and  utility, 
and  accomplish  this  speedily  and  satisfactorily,  except  by  such  arrange- 
ment and  classification  of  subjects;  and  this  classification  must  be 
modified  and  multiplied  from  time  to  time  to  meet  the  progress  and 
advance  in  art  and  industry. 

Another  consideration,  which  is  not  leas  important,  is  found  in  the  classification 
of  the  various  subject*  of  invention,  and  the  assignment  of  the  different  clasoea  to 
different  examiners.  This  division  of  labor  is  absolutely  essential  to  the  prompt  and 
thorough  examination  of  applications.  It  is  adopted  to  facilitate  the  transaction  of 
the  public  business,  and  the  inventor  himself  is  directly  and  immediately  benefited 
by  a  strict  adherence  to  it.  Any  union  of  inventions  in  one  patent  that  would  seri- 
ously impair  this  classification  ought  not  to  be  permitted.  Besides  the  delay  and 
increased  difficulty  in  making  the  examination,  if  the  patent  covers  devices  which 
enter  into  two  classes,  the  drawing,  which  is  single,  most  be  deposited  in  the  portfolio 
of  the  one  class  and  be  wanting  in  the  portfolio  of  the  other.  It  may  thus  be  over- 
looked in  the  examination  of  the  next  case.    (Ex  parte  Tale,  C.  D.  1*569, 110.) 

It  is  to  be  noted,  however,  that  the  foregoing  consideration  of  inven- 
tions which  are  termed  "improvements"  is  not  intended  as  excluding 
the  idea  that  there  may  be  other  separate  inventions  so  connected  or 
mutually  contributing  to  produce  a  single  result  as  to  be  joined  together 
in  one  patent  Nothing  of  that  kind  is  intended ;  but  the  principles 
suggested  with  reference  to  "  improvements"  are  equally  applicable  to 
gnch  other  inventions  as  may  be  sought  to  be  united. 

There  may  be  two  entirely  new  and  original  inventions,  and  whether 
they  can  be  comprehended  in  one  patent  must  depend  upon  the  rela- 
tion which  they  bear  to  each  other.  If,  being  themselves  new,  they 
can  be,  as  elements,  combined  so  as  to  produce  a  single  result,  which 
is  the  act  of  the  combination,  and  not  the  result  of  the  separate  and 
successive  acts  of  each,  they  may  be  united.  Why  !  Because,  after 
all,  combined  they  constitute  one  invention.  The  truth  is,  a  discus- 
sion of  this  question  is  rather  an  attempt  to  determine  what  is  and 
what  is  not  an  independent  invention.  The  new  invention  embraces 
all  its  parts;  and  if  any  of  the  parts  are  new  the  patent  for  the  whole 
should  cover  the  claims  for  the  parts.  But  here  again  the  principle 
of  classification  applies  to  modify  the  general  proposition.    If  one  of 
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the  parts  or  elements  is  not  new,  but  has  obtained  in  the  arts  and  in- 
dustries a  distinct  recognition  and  identity,  and  it  possesses  a  general 
and  practical  use  in  many  other  relations  than  in  the  new  combination, 
and  the  applicant's  claim  to  it  is  only  for  an  improvement  upon  its  for- 
mer identity  without  Changing  it,  then  such  specific  claims  sh6uld  be 
embraced  in  separate  patents.  In  such  case  the  old  part  or  element, 
without  this  improvement  upon  it,  would  answer  the  purpose  of  the 
combination,  and  would  be  an  element  in  the  newly-invented  combina- 
tion. The  improvement  upon  a  specific  part  or  element  which  is  itself 
old  should  be  limited  to  that.  It  makes  that  specific  part  new  as  to 
itself,  not  only  in  the  combination,  but  in  all  its  various  other  relations 
An  element  in  a  combination  must  be  combined  generically,  and  not 
specifically  or  as  a  species.  The  claim  for  the  combination  is  complete 
and  perfect  with  the  old  part  or  element,  regardless  of  the  specific  im 
provement  upon  the  latter. 

The  inventions  involved  in  the  case  of  Wyeth  v.  Stone  constitute  a 
very  useful  illustration  in  this  connection.  There  can  be  no  doubt  that 
the  inventor,  Wyeth,  made  the  invention  as  a  combination  between  the 
two  separate  parts  or  machines.  The  patent  was  for  "a  new  and  use- 
ful improvement  in  the  manner  of  cutting  ice,  together  with  the  ma. 
chinery  and  apparatus  therefor."  In  its  operation  a  knife  or  cutter  in 
one  machine  made  a  deep  incision  or  furrow  in  the  ice,  performing  some- 
what the  function  of  the  colter  of  a  plow.  The  second  machine  was  at- 
tached, and,  following  with  its  saw  running  in  the  furrow  thus  made, 
cut  it  deeper,  or  quite  through  the  ice.  The  relation  between  the  two 
resembled  somewhat  that  of  the  colter  and  mold  of  a  plow.  But  the 
court  held  that  the  inventor  Imd  not  claimed  a  combination.  It  did  not 
hold,  as  a  matter  of  fact  or  law,  that  it  was  not  a  case  of  combination, 
or  that  the  inventor  could  not  have  claimed  and  patented  the  combina- 
tion, but,  construing  the  patent,  the  court  held : 

It  appears  to  me  that  the  patent  is  not  for  the  combination  of  the  machines,  bnt 
for  each  machine  separately  and  distinctly,  as  adapted  to  further  and  produce  the 
same  general  result,  and  capable  of  a  separate  and  independent  use. 

It  has  always  been  the  practice  of  the  office  that  whetii  a  combination 
exists  and  any  of  the  elements  are  new  and  patentable,  the  patent  may 
embrace  a  claim  for  the  combination  and  claims  for  the  specific  parts. 
Had  Wyeth  claimed  the  combination  it  is  difficult  to  see  why  the  same 
principles  of  being  "kindred  and  auxiliary,"  or  "connected  in  design 
and  operation,"  or  as  "mutually  contributing  to  a  single  result,"  which 
wouid  allow  two  or  more  inventions  to  be  comprehended  in  a  single 
patent,  would  not  have  compelled  the  Office  to  give  him  a  patent  for  the 
combination,  as  well  as  for  the  distinct  and  separate  machines.  Hence 
I  think  it  may  be  concluded  that  a  single  patent  may  issue  for  several 
inventions  where  they  are  distinct  parts  having  such  relation  that  they 
could  be  united  and  patented  under  a  claim  for  a  combination  of  the 
whole.    But  this  proposition  must  be  still  modified  by  the  proviso  that 
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such  parts  have  not  become  recognised  and  identified'  in  the  arts  and 
industries  as  separate  and  distinct  subjects  in  well-reoognized  classes. 

The  decisions  of  the  courts,  beginning  with  Wyetkv.  Stone  and  Hogg 
v.  Emertoni  have  never  been  followed  to  their  full  extent  in  the  Patent 
Office,  except  in  isolated  cases  and  for  very  limited  periods.  I  think  it 
is  safe  to  say  that  the  more  general  practice  and  the  preponderance  of 
Commissioners'  rulings  have  been  to  require  direct  and  visible  co-ordi- 
nation and  coaction  or  co-operation  between  distinct  and  separate  inven- 
tions, so  as  to  produce  a  result  which  two  machines  or  inventions,  acting 
separately  and  successively,  could  not  produce.  In  other  words,  there 
has  been  required  the  existence  of  such  a  relation  between  the  two  as  in 
legal  effect  to  constitute  them  in  a  sense  one  invention,  though  it  has 
been  required  that  both  should  have  been  conceived  at  once  or  invented 
at  the  same  time. 

It  will  no  doubt  occasionally  occur  that  two  or  more  inventions  may 
be  so  near  the  dividing  line  that  it  is  impossible  to  determine  with  any 
degree  of  certainty  whether  the  co-ordination  anrf  coaction  exist  or 
not — whether,  in  a  proper  sense,  they  may  or  may  not  unite  or  combine 
so  as  to  constitute  one  single  invention.  In  every  such  case  of  doubt 
or  uncertainty  the  doubt  should  be  resolved  in  favor  of  the  applicant, 
and  if  he  elects  to  incorporate  the  several  inventions  in  one  patent,  his 
application  should  be  allowed. 

Now,  passing  from  these  general  consideration*  to  their  application 
to  the  present  case,  it  will  be  seen  that  the  application  contains  claims 
for  a  process  and  sub-process  and  claims  for  the  mechanism  or  appa- 
ratus that  executes  these  processes.  The  former  fall  within  the  class 
or  division,  an  art ;  the  latter  within  another  class  or  division,  a  machine. 
I  am  aware  of  all  that  may  be  said  in  support  of  the  idea  that  a  process 
and  an  aparatus  both  conduce  as  means  and  mutually  co-operate  to  pro- 
duce a  single  result.  But  they  are  not  one  invention.  They  do  not  co- 
act  and  co-operate  with  each  other  so  as  to  result  in  a  third  invention  or 
combination.  The  process,  to  be  patentable,  must  be  wholly  independ- 
ent of  the  apparatus.  The  process  is  that  which  brings  into  existence 
the  product  or  result  The  apparatus  is  only  the  environment,  the  *ou 
arw  in  or  from  which  it  operates,  just  as  the  beds  of  lakes  and  estuaries 
on  the  earth,  with  their  tributary  streams  and  surrounding  forests, 
were  the  apparatus  in  which  the  great  processes  of  nature  were  enabled 
in  early  geological  periods  to  form  coal  for  man  in  later  ages. 

An  apparatus  may  combine  that  which  is  static  with  that  which  is 
dynamic,  as  in  the  case  of  apparatus  for  refrigeration  by  the  use  of 
volatile  agents.  The  principle  is  the  same.  The  apparatus  furnishes 
the  conditions,  the  forces  of  nature  supply  the  result.  So,  too,  in  patent- 
able methods  which  may  be  executed  by  machinery.  The  method  is 
wholly  and  entirely  separate  and  distinct  from  the  machine.  It  is  of 
the  very  essence  and  quality  of  such  a  method  that  it  must  be  wholly 
independent  of  the  machine  and  the  machine  of  it  L 
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I  re-affirm  the  conclusion  of  Ex  parte  BlyUhe  in  so  far  as  it  is  held  that 
Congress  has  recognized  the  natural  classification  of  arts  as  existing  in 
four  great  divisions,  and  that  a  single  and  distinct  invention  found 
clearly  belonging  in  one  ought  not  to  be  joined  in  the  same  patent  with 
an  invention  belonging  in  another  division.  But  I  am  not  able  to  base 
this  conclusion  upon  any  statutory  declaration  or  any  ascertained  inten- 
tion of  Congress  to  affirm  or  deny  what  may  or  may  not  be  embraced 
in  single  letters  patent,  except  as  it  may  be  determined  from  the  sys- 
tem itself.  The  conclusion  arises  from  the  fact  that  Congress  has  re- 
quired that  each  application  for  a  patent  shall  be  carefuly  examined  by 
the  Patent  Office,  to  determine  the  novelty  and  usefulness  of  the  inven- 
tion, before  letters  patent  can  be  secured ;  that  it  has  recognized  dis- 
tinctly and  clearly  classification  as  a  necessary  part  of  the  system;  has 
.vested  the  Commissioner  with  large  discretion  in  the  matter,  and  with- 
out such  arrangement  and  classification  it  is  impossible  to  carry  out  the 
express  requirement  of  Congress  as  to  examination. 

In  the  present  case  there  are  contained  in  the  same  application  claims 
for  the  mechanism  and  claims  for  processes.  Such  inventions  are  found 
in  separate  classes  and  ought  not  to  be  comprehended  in  the  same  let- 
ters patent,  I  have  uo  reason  to  believe  that  a  patent  covering  both 
would  be  declared  null  and  void  in  the  courts,  for  reasons  already  fully  set 
forth;  but  this  fact  furnishes  no  reason  why  the  principles  which  un- 
derlie the  system  should  be  disregarded  or  the  discretion  of  the  Com- 
missioner of  Patents  should  not  be  exercised  in  accordance  with  those 
principles.  Further  justification  for  this  conclusion  is  found  in  the  fact 
that  the  apparatus  or  machine  in  or  by  which  a  method  or  process  is 
carried  out  is  a  distinct  and  separate  th.ing  from  the  method  or  process. 

It  is  well  known  that  the  patent  authorized  by  law  is  for  the  thing 
invented  and  not  for  the  notion  or  idea  existing  in  the  mind  or  the  men- 
tal operation  which  develops  the  invented  thing.  The  statute  does  not 
authorize  patents  for  invention  in  the  latter  sense.  It  is  the  actual  em- 
bodied subject  invented  that  may  be  secured  by  patent.  The  mental 
operation  which  may  be  termed  "  invention'*  or  "  inventing  *  is  a  subject 
of  the  metaphysics  of  the  mind  but  not  of  the  patent  law.  The  stat- 
ute declares  that — 

Any  person  who  has  invented  or  discovered  any  new  and  useful  art,  machine,  man- 
ufacture, etc.,  may  obtain  a  patent  therefor. 

It  is  the  specific  art,  machine,  or  manufacture  which  may  be  pat- 
ented—not the  invention  of  that  art,  machine,  etc.  It  is  the  vendible 
thing,  not  the  principle.  (Phillips  ou  Patents,  107, 150 ;  Godson  on  Law 
of  Patents,  52.) 

A  process  can  be  embodied  in  words  and  description ;  it  may  exist 
and  be  defined  for  a  period  co-extensive  with  human  knowledge,  capa- 
ble of  being  exercised  without  being  exercised,  just  as  a  machine  may 
exist  at  rest  without  being  operated ;  it  may  be  patented,  granted,  and 
assigned,  because  it  is  a  distinct  and  vendible  property ;  it  exists  wholly 
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distinct  and  independent  of  machine  or  apparatus,  which  is  also  s  dis- 
tinct and  vendible  property.  '  It  can  make  no  difference  that  the  mind 
of  the  inventor  may  have  invented  and  discovered  the  apparatus  and 
the  process  in  the  same  mental  conception  or  by  the  same  train  of  men* 
tal  operations.  The  process  may  be  invented  by  one  person  and  the 
machine  or  apparatus  by  another.  Each  is  subject  to  the  same  rules 
and  laws  of  patent  property.  They  are  respectively  subjects  of  patent 
and  may  be  separately  licensed,  assigned  or  granted.  The  inventor  of 
both  may  patent  one  and  dedicate  or  abandon  the  other,  to  the  public 
This  may  be  done  intentionally  or  voluntarily ;  or  it  may  be  done  onin* 
tentkroally,  as  where  a  patent  for  one  contains  a  claim  for  it,  but  shows 
the  other  without  claiming  it.  (Miller  v.  Brass  Co.,  104  TJ.  8.,  380; 
James  v.  Campbell,  id.,  56;  Makn  v.  Harwood,  112  id.,  354.) 

As  hereinbefore  stated,  I  have  not  been  able  to  And  any  decisions  of 
courts  holding  that  two  separate  distinct  inventions  may  not  be  com* 
prehended  in  a  single  original  patent,  or  that  such  a  patent  would  be 
held  void.  This  is  undoubtedly  so,  because  Congress  has  never,  ex* 
pressly  so  provided,  and  the  courts  have  preferred  to  sustain  rather  than 
avoid  the  patent  security,  and  have  recognised  a  discretion  in  the  Com- 
missioner of  Patents  in  this  particular.  But  as  to  re-issue  patents  there 
is  an  express  statutory  provision — no,  new  matter  can  be  introduced 
therein.  This  is  expressly  forbidden,  and  as  to  this  the  Commissioner 
does  not  possess  any  discretion.  Consequently,  as  to  re-issues,  the  courts 
have  uniformly  held  that,  however  connected  in  design  and  operation, 
however  mutually  aiding  or  co-operating,  a  distinct  and  separate  inven. 
Hon  can  not  be  incorporated  in  are-issue  patent  with  another  invention 
which  was  embraced  in  the  original  patent.  When  such  re-issue  pat- 
ents have  been  brought  before  the  courts  they  have  invariably  been 
held  void.  Says  the  Supreme  Court  in  Rubber  Co.  v.  Qoodyear,  0  WalL, 
788: 

Patentable  subjects,  as  defined  in  the  law,  are :  "Any  new  and  useful  art,  machine, 
manufacture,  or  composition  of  matter,  or  any  new  and  useful  improvement  In  any 
art,  machine,  manufacture,  or  composition  of  matter.1' 

A  machine  may  be  new  and  the  product  or  manufacture  proceeding  from  it  may  be 
old,  In  that  case  the  former  would  be  patentable  and  the  latter  not.  The  machine . 
may  be  substantially  old  and  the  product  new.  In  that  event  the  latter  and  not  the 
former  would  be  patentable.  Both  may  be  new  or  both  may  be  old ;  in  the  former 
case  both  would  be  patentable,  in  the  latter  neither.  The  same  remark  applies  to 
processes  and  their  results.  Patentability  may  exist  as  to  either,  neither,  or  both,  ac- 
cording to  the  fact  of  novelty  or  the  opposite.  The  patentability  or  the  issuing' a 
patent  as  to  one  in  nowise  affects  the  rights  of  the  inventor  or  disooverer  in  respect 
to  the  other.  They  are  wholly  disconnected  and  independent  facts.  Suoh  is  the 
sound  and  necessary  construction  of  the  statute. 

In  James  v.  Campbell  (104 17.  S.,  356)  Mr.  Justice  Bradley,  in  announc- 
ing the  decision  of  the  court,  says :  "A  patent  for  a  process  and  a  pat- 
ent for  an  implement  or  a  machine  are  very  different  things." 

A  process  and  a  machine  for  applying  the  process  are  not  necessarily  one  and  it 
same  invention.    They  are  generally  distinct  and  different  things.    (Powder  Co.' 


128  DECISIONS  OF  THE  COMMI8SIOHEB   OP  PATENTS. 

See,  also,  directly  supporting  the  distinction,  Corning  v.  Burden  (15 
How.,  252);  Dederidk  v.  Oassell  (9  Fed.  Rep.,  306);  New  v.  Warren  (22 
O.G.,587);  McKay  v.  Jackman  (20  B latch.,  466);  Hatch  v.  Moffit  (15 
Fed.  Sep.,  252) :  Goes  v.  Cameron  (14  Fed.  Rep.,  576) ;  Gage  v.  Kellogg 
(£3  Fed.  Rep.,  891) ;  Cochrane  v.  Deener  (94  U.  8.,  780) ;  .Eocfcu*  v.  £room- 
all  (115  «.,  429) ;  Vermont  Machine  Co.  v.  Jfarftto  (19  Fed.  Rep.,  307 ;  20 
id.,  117) ;  Graham  v.  AtcCormick  (11  Fed.  Rep.,  859) ;  Graham  v.  Geneva 
Lake  Manufacturing  Co.  (11  id.,  138);  Cahn  v.  TFon^  Totm  On  (19  id., 
424) ;  CaUender  v.  GriflttA  (18  Blatch.,  110). 

It  is  true  that  in  Merrill  v.  Yeomans  (94  U.  S.,  568)  Mr.  Justice  Miller 
says,  speaking  of  the  facts  in  the  case : 

It  is  fairly  to  be  inferred  from  this  statement  that  if  all  which  is  described  as  new 
in  these  specifications  is  really  so  the  inventor  has  a  right  to  patent  for  three  inven- 
tions: 

1.  For  a  modification  or  improvement  in  the  distilling  apparatus. 

2.  For  a  new  process  or  mode  of  distilling  heavy  hydrocarbons,  oils,    •    *    • 

3.  For  the  product  of  this  new  process  of  distillation,    •    »    * 

Bat  it  is  qijite  certain  that  in  using  this  expression  the  court  did  not 
have  in  mind  and  did  not  intend  to  determine  any  question  relating  to 
comprehending  two  or  more  inventions  in  a  single  patent. .  All  that  was 
meant  was,  that  the  inventor  was  entitled  to  protection  nnder  the  pat- 
ent law  by  having  his  three  inventions  properly  patented.  He  had  al- 
ready secured  the  apparatus  and  the  process  in  a  single  patent.  No 
question  was  raised  as  to  its  validity  on  account  of  its  covering  two 
separate  inventions.  If  there  had  been,  the  court  would  no  doubt  have 
sustained  the  patent  as  having  been  granted  within  the  Commissioner's 
discretion.  But  the  inventor,  Merrill,  claimed  that  his  patent  also  cov- 
ered the  product,  and  he  had  sued  for  an  infringement  of  his  alleged 
product  claim.  The  court,  however,  held  that  the  patent  did  not  cover 
a  claim  for  the  product  and  decided  against  him.  Justice  Miller  then 
adds: 

If  the  patentee  is  also  entitled  to  a  patent  for  the  product  of  this  distillation,  and 
has  failed,  as  we  think  he  has,  to  obtain  it,  the  law  affords  him  a  remedy  by  a  surren- 
der and  re-issue. 

This,  it  is  believed,  is  an  obiter  dictum,  but  is  undoubtedly  correct  in 
view  of  what  is  said  in  Goodyear  v.  Railroads  (2  Wall.,  Jr.,  356) ;  Powder 
Co.  v.  Powder  Works  (98  U.  S.,  126) ;  James  v.  Campbell  (104  U.  S., 
356),  where  it  was  declared  that  the  process  and  product,  if  new,  consti- 
tute one  and  the  same  invention.  But  this  could  not  authorize  the  re- 
issue of  a  process  patent  upon  an  original  one  for  apparatus,  for  in'  Mer- 
rill's patent  there  was  a  claim  for  the  process  which  was  not,  as  just 
stated,  invalid  because  it  also  covered  the  apparatus.  This  claim  for  the 
process,  being  only  part  of  the  invention,  could  be  corrected  by  a  re- 
issue covering  a  claim  for  the  product,  thus  embracing  the  whole  in- 
vention of  process  and  product. 

It  must  be  regarded  as  settled  by  the  very  highest  authority  that  an 
ipparatus  and  a  process  are  separate  and  distinct  inventions.    There 
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is  no  requirement  of  law  that  they  most  or  ought  to  be  comprehended 
in  a  single  patent,  while  there  are  many  reasons  why  they  ought  not  to 
be.  A  claim  for  a  machine  or  apparatus  and  a  claim  for  the  process 
should  be  prosecuted  in  separate  applications,  and  each,  when  allowed, 
%should  be  comprehended  in  a  single  patent. 

The  definite  and  settled  recognition  of  the  natural  and  proper  classi- 
fication of  patentable  objects  will  restore  the  practice  in  the  Office  to 
harmony  with  the  system  upon  which  it  is  organized,  and  will  neces- 
sarily bring  about  a  more  definite,  methodical,  and  systematic  inanuer 
of  conducting  the  examination  of  applications,  and  insure  greater 
promptness,  certainty,  and  reliability  in  the  operations  of  the  Office.  If 
fairly  recognized  and  carried  out,  it  will  remove  the  friction  between  the 
various  divisions,  and  will  avoid  the  unnecessary  delays  caused  by  the 
presentation  of  so  many  motions,  petitions,  and  actions,  which  consume 
so  much  of  the  time  and  labor  of  the  Office. 

These  desirable  results,  if  realized,  will  be  of  immediate  and  great  ad- 
vantage to  the  patrons  of  the  Office.  Business  will  be  expedited  and 
certainty  secured.  There  must  follow  a  reduction  in  the  cost  and  ex- 
pense of  conducting  the  business.  Equality  between  inventors  will  be 
attained  by  requiring  all  to  pay  the  same  fees  and  charges  for  securing 
a  patent  for  an  invention.  A  careful,  economic  administration  of  the 
Office,  in  view  of  the  annual  surplus  turned  over  to  the  credit  of  the  pat- 
ent fund  in  the  Treasury,  ought  to  encourage  the  expectation  that  it 
may  not  be  long  before  the  expense  of  securing  patents  can  be  mate- 
rially reduced. 

In  the  application  now  under  consideration  there  is  presented  no 
claim  for  a  product,  and  I  am  not  called  upon  to  determine  whether  the 
process  and  its  product,  where  both  are  new,  constitute  one  distinct,  uni- 
tary invention  or  two  separate  inventions.  If  the  former,  there  is  pre- 
sented a  case  of  a  unitary  invention  which  belongs  partly  in  two  of  the 
general  classes,  and  which  may  be  embraced  in  one  single  patent  of  two, 
divisional  patents.  But  I  do  not  consider  the  question,  nor  to  what  ex- 
tent it  could  be  controlled  by  the  discretion  of  the  Commissioner. 

The  applicant  has  a  claim  for  a  combination  between  the  several  parts 
of  his  machine.  The  question  of  tbe  validity  of  this  claim  is  not  before 
me,  and  he  has  the  same  right  to  assert  the  claim  that  he  has  that  of 
his  process  claim.  The  case  will  go  back  to  the  Examiner  for  reconsid- 
eration. He  will  require  division  as  between  the  process  claims  and 
those  for  mechanism,  and  wjU  then  consider  the  case  in  accordance  with 
the  rules  of  the  Office  and  the  principles  announced  in  this  decision. 
If  there  be  no  combination  between  different  parts  of  the  mechanism, 
the  examiner  will  apply  the  principles  hereof  to  the  mechanism  also. 
22336  PAT 0 
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Ex  Paste  isarnitz. 

Decided  October  25;  1887. 
41  O.  G.,  575. 

1.  Abandonment  Under  Section  4697  by  Season  or  Failure  ^ro  Pat  Final 

Fee. 

The  right  to  file  a  .renewed  application  .within  two  yean  from  the  date  of  the 
allowance  of  the  original  is  baaed  upon  and  governed  by  a  different  section  of  the 
law  from  that  which  governs,  cases  which  have  become  abandoned  or  forfeited 
'for  want  of  prosecution  for  a  period  of  two  years. 

2.  Abandonment  Under  Section  4884  by  Failure  to  Prosecute. 

Under  section  4894,  which  provides  for  the  latter  class  of  cases,  an  applicant 
who  has  failed  to  prosecute  his  case  for  two  years  is  permitted  to  revive  it  by 
establishing  to  the  satisfaction  of  the  Commissioner  of  Patents  that  the  delay  was 
unavoidable. 

3.  Two  Tears'  Period  for  Renewal  Under  Section  4897  Fixed  by  Statute? 

and  Not  Extensible. 

Under  section  4897  an  applicant  who  has  failed  to  make  payment  of  the  final 
fee  within  six  months  from  the  time  his  case  was  passed  to  issue  and  allowed, 
and  notice  thereof  was  sent  to  him,  has  the  right  to  make  a  second  or  renewed 
application ;  but  such  second  application  must  be  made  within  two  years,  and  the 
Commissioner  of  Patents  has  no  discretion  to  extend  the  time  in  which  this 
right  may  be  exercised. 

On  Petition. 

M1AT  AKD  VEGETABLE  SLICKO  MACHWlS. 

Application  of  Jacob  F.  Barnitz  filed  December  31,  1833,  No. 
116,054. 

Mr.  William  R.  Oerhart  for  the  applicant. 

Hall,  Commissioner: 

This  case  was  allowed  on  the  21st  of  April,  1885,  ana  was  forfeited  for 
non-payment  of  final  fee.  On  September  26, 1887,  applicant  made  a  re- 
newed application  for  letters  patent  for  such  invention,  which  was  re* 
turned  to  biin  by  the  Office,  accompanied  by  the  first  fee  tendered  with 
the  same,  with  information  that  the  case  could  not  be  revived,  more  than 
two  years  having  "lapsed  since  action  had  been  taken  in  relation  thereto 
by  the  applicant  Applicant  now  presents  a  petition,  supported  by 
affidavits,  in  which  he  seeks  to  revive  his  original  application  and  to  be 
permitted  to  file  a  new  application  as  a  continuation  thereof.  The  pur- 
port of  the  affidavits  is  that  during  the  period  elapsing  since  the  allow- 
ance of  his  former  application  he  has  been  in  extreme  poverty,  unable 
to  obtain  the  necessary  funds  with  which  to  pay  his  final  fee,  and  that 
at  all  times  he  has  been  persistent  and  anxious  to  secure  a  patent  for 
bis  invention,  and  has  in  many  ways  sought  to  interest  others  and  to 
make  loans  whereby  to  make  the  payment.  The  petition  concludes  with 
the  ordinary  prayer,  and  asks  that  petitioner  be  allowed  to  file  a  new 
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application  in  tbe  event  that  the  Commissioner  shall  flud  the  fact  of 
abandonment  sufficiently  disproved. 

The  difficulty  io  the  case  is  that  an  application  which  has  been  for- 
feited for  a  failure  to  pay  the  final  fee  stands  npon  a  different  ground 
and  is  governed  by  a  different  section  of  the  law  from  those  cases 
which  have  become  abandoned  or  forfeited  merely  for  want  of  prosecu- 
tion in  the  Office  for  a  period  of  two  years.  Under  section  4894,  which 
provides  for  the  latter  class  of  cases,  an  applicant  who  has  failed  to 
prosecute  his  case  for  two  years  is  permitted  to  revive  it  by  establish- 
ing to  the  satisfaction  of  the  Commissioner  of  Patents  that  the  delay 
was  unavoidable.  The  rights  of  an  applicant  under  this  statute  are 
very  fully  pointed  out  in  the  case  of  Smith  v.  Diamond,  (C.  D.,  1881, 
34);  also  in  Ex  parte  Pratt  (39  O.  G.,  1549)  and  Ex  parte  Root  (40  O.  G., 
311). 

It  will  be  seen  by  section  4897  that  in  case  of  a  forfeiture  for  failing 
to  make  payment  of  the  final  fee  within  six  months  from  the  time  the 
case  was  passed  to  issue  the  renewal  application  must  be  made  within 
two  years  after  the  allowance  of  the  original  application.  This  is  a 
statutory  bar  to  the  right  of  the  party  to  file  such  renewal  application 
at  any  later  period.  .  Under  the  other  section  the  Commissioner  of 
Patents  has  some  discretion,  founded  upon  a  judicial  determination  of 
the  question  whether  the  delay  has  been  unavoidable;  but  under  this 
section  he  has  no  discretion  whatever,  but  if  the  application  is  not  filed 
within  two  years  from  the  date  of  the  allowance  of  the  original  applica- 
tion the  right  of  applicant  to  renew  it  is  gone.  This  view  of  the  latter 
section  has  been  heretofore  taken  by  Acting  Commissioner  Doolittle  in 
tbe  case  of  Ex  parte  P.  J.  Hardy  (C.  D.,  1877, 110),  in  which  he  holds 
that  an  applicant  who  fails  to  renew  his  case  within  two  years  after 
its  allowance  is  effectually  debarred  from  doing  so,  nor  can  he  make 
tbe  invention  the  subject  of  a  new  application.  Consequently  the  re- 
quest or  petition  of  the  applicant  must  be  denied. 


•    Ex  Parte  Greene. 

Decided  September  22, 1887. 

41  O.  G.,  1161. 

Rejected  Cases— Reopening  of. 

An  application  which  has  been  finally  rejected  by  tho  Primary  Examiner,  and 
inch  rejection  affirmed  by  the  Examiners-in-Chief,  will  not  be  re-opened  on  peti- 
tion averring,  first,  that  the  invention  was  originally  misunderstood  by  the  counsel 
then  employed  and  by  the  Primary  Examiner,  and  that  the  references  cited  related 
to  the  ease  thus  misunderstood ;  second,  that  the  claim  appealed  to  the  Examin- 
ers-in-Chief  is  not  broad  enough  to  protect  the  actual  invention,  and  the  descrip- 
tion is  incorrect  and  not  sufficiently  clear. 

Digitized  by  VjQOQlC 
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On  Petition, 

WISB  BARDS. 

Application  of  Merritt  Greene  filed  November  18, 1885,  No,  183,193. 

Mr.  Rowland  Cox,  Mr.  George  CooJc,  and  Mr.  W.  P.  Preble  for  the  ap- 
plicant. 

Hall,  Commissioner: 

Applicant  petitions  the  Commissioner  to  be  allowed  to  amend  after  his 
case  has  been  twice  rejected  by  the  Primary  Examiner,  appealed  to  the 
Examiners-in-Chief,  and  such  rejection  affirmed  by  them.  On  August  12, 
1887,  a  decision  was  rendered  by  the  Commissioner' remanding  the  case 
to  the  Primary  Examiner  for  farther  statement  in  response  to  the  peti- . 
tion  and  giving  leave  to  .the  petitioner  to  file  affidavits  in  support  of 
his  reqnest  if  he  saw  proper  to  do  so.  The  affidavits  of  applicant  and 
of  his  counsel  have  been  filed,  showing  why  the  amendment  was  not 
sooner  offered,  and  also  what  are  the  merits  of  the  amendment. 

The  petition  avers,  as  reasons  for  reopening  the  case,  first,  that  the 
invention  was  originally  misunderstood  by  the  counsel  then  employed 
and  by  the  Primary  Examiner,  and  that  the  references  cited  related  to 
the  case  thus  misconceived;  second,  that  the  claim  appealed  to  the 
Exatniuer8-in-Chiefis  not  broad  enough  to  protect  the  actual  invention, 
that  it  is  not  sufficiently  clear,  and  that  the  description  of  the  invention 
contained  in  it  is  incorrect,  as  in  fact  the  barb  is  not  held  rigidly  with 
the  strands  to  which  it  is  attached,  but  has  a  capacity  for  moving  or 
shaking  freely  in  a  direction  at  right  angles  to  the  cable;  third,  that 
there  are  no  "  said  flattened  portions  of  the  barb,"  but  only  one  flat- 
tened portion — to  wit,  the  inner  side  of  the  center— not  necessarily  the 
greater  portion  of  the  barb,  etc. 

It  may  he  true,  as  claimed  in  the  present  petition  and  affidavits,  that 
the  origiual  counsel  in  the  case  did  not  thoroughly  understand  the  na- 
ture of  the  invention  as  made  by  applicant;  but  he  seems  undoubtedly 
to  have  understood  it  as  presented  in  the  specification  and  drawings. 
The  barb  as  described  in  the  original  application  was  one  in  which  the 
central  portion  was  flattened  upon  both  sides.  The  amendment  now 
sought  to  be  incorporated  and  considered  is  described  by  the  applicant 
in  his  affidavit,  as  follows : 

My  invention  was  and  is  a  wire  barb  formed  ont  of  a  piece  of  cylindrical  barb-wire, 
the  ends  of  which  I  sharpen  in  points,  the  central  portion  of  which  I  squeeze  ont  fiat 
npon  one  side  only,  and  then  wrap  this  flattened  portion  around  one  of  the  strands  of 
which  the  fence  is  composed  in  soch  a  way  that  the  inner  flattened  portion  only  rests 
npon  the  main  strand,  the  other  part  of  the  barb  being  round  and  cut  off  through 
such  round  part  to  form  a  point.  By  the  nseof  such  flattened  inner  portion  the 
strength  of  the  outer  portion  is  folly  preserved  and  the  base  upon  the  main  strand  is 
much  greater  and  firmer  than  it  would  be  if  the  inner  surface  was  not  flattened,  as 
mentioned.  As  soon  as  my  attention  was  called  to  the  fact  that  the  claim  as  passed 
upon  by  the  board  was  for  a  barb  which  had  both  sides  flattened,  thereby  weakening 
the  natural  rounded  outer  surface  of  the  barb  in  bending  around,  I  took  steps  to  have 
this  petition  withdrawn,  so  that  the  claim  might  be  made  to  correspond  to  the  in* 
vention. 
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It  is  evident  from  this  statement  of  the  applicaut  himself  that  his 
amendment  relates  to  a  form  of  barb  not  described  in  his  specification 
or  drawings  as  originally  filed,  and  if  allowed  would  constitute  a  com- 
plete departure  from  the  original  application.  For  this  reason  alone  the 
action  of  the  Examiner  was  undoubtedly  correct.  Not  only  this,  but  the 
affidavits  filed,  in  my  judgment,  instead  of  showing  reasons  why  the 
amendment  (or  what  would  be  more  properly  called  the  "new  applica- 
tion") was  not  sooner  presented  show  negligence  which  justifies  the  re- 
fusal of  the  Office  to  consider  the  amendment 

The  petition  is  denied. 


White  v.  Demarest. 

Decided  September  29, 1887. 
41  O.  O.,  1161. 

1.  IXTSBFBItBKCS  DISSOLVED  ASD  NEW  APPLICATION  ADDED— ACCESS  THERETO. 

The  Primary  Examiner  baring  seen  proper  to  grant  a  motion  to  dissolve  the 
interference  for  the  purpose  of  including  another  and  earlier  application  filed  by 
one  of  the  contestants,  occupies  the.  same  position  be  did  when  the  interference 
was  declared  originally,  and  neither  of  the  parties  at  this  stage  of  the  procedure 
has  any  right  to  demand  or  be  furnished  with  a  copy  of  such  application. 

2.  Interference— Issue  to  be  made  up  by  Examiner  without  Cognizance  of 

Parties  thereto. 

When  the  Primary  Examiner  declares  an  interference  and  prescribes  the  issue, 
be  acts  wholly  without  the  cognisance  of  the  respective  parties  to  that  issue,  and 
they  have  no  right  then  or  at  any  time  .to  be  present  beforo  him  to  control  his 
action  in  determining  what  applications  shall  be  brought  into  the  interference 
proceeding  and  what  shall  not. 

Appeal  from  Primary  Examiner. 

TAXK-VALVXS. 

Application  of  Peter  White  filed  November  8,  1886,  No.  218,302. 
Application  of  Johu  Demarest  filed  October  9, 1886,  No.  215,781. 

Mr.  Charles  D.  Moody  and  Mr.t  L.  Deane  for  White. 
Mr.  L.  W.  Serrell  for  Demarest. 

Hall,  Commissioner: 

After  the  declaration  of  interference  in  this  case  Demarest  filed  a 
motion  to  dissolve  such  interference  on  the  ground  that  it  had  been 
irregularly  declared,  and  called  attention  to  the  fact  that  he  had  an 
earlier  application  pending  iu  the  Office  which  ought  to  have  been  in- 
cluded in  the  interference,  but  had  not  been.  This  motion,  having  been 
referred  to  the  Primary  Examiner,  was  granted  by  him.  White  then 
gave  notice  that  he  should  file  a  motion  before  the  Examiner  of  Inter- 
ferences, or  such  other  official  as  had  jurisdiction,  to  have  the  decision 
of  the  Primary  Examiner  dissolving  the  interference  set  aside,  and  to 
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be  furnished  with  a  Copy  of  the  earlier  application  of  Demarest  in  order 
that  he  might  argue  the  original  motion  to  dissolve  the  interference  and 
be  more  clearly  advised  as  to  the  merits  of  that  motion.  This  motion 
made  by  White  was  overruled,  and  he  now  brings  the  case  before  the 
Commissioner  on  appeal.  It  is  apparent  that  the  only  purpose  of  the 
motion  made  by  "White  is  to  secure  a  copy  of  the  earlier  application 
which  Demarest  seeks  to  have  brought  into  the  interference  by  his 
motion  to  dissolve.  The  practice  in  the  Office  seems  to  be  definite  and 
well  settled  that  one  applicant  can  not  have' access  to  or  copies  of  the 
application  of  another  with  whom  he  is  in  interference  except  as  the 
result  of  the  preliminary  statements  filed  ip  the  interference  proceeding. 
Up  to  that  time  the  applications  of  both  applicants  are  secret,  and  it  is 
the  purpose  of  the  practice  to  keep  them  so.  When  the  Primary  Ex- 
aminer declares  an  interference  and  prescribes  the  issue,  he  acts  wholly 
without  the  cognizance  of  the  respective  parties  to  that  issue,  and  they 
have  no  right  then  or  at  any  time  to  be  present  before  him  to  control 
his  action  in  determining  what  applications  shall  be  brought  into  the 
interference  proceeding  and  what  shall  not. 

This  was  the  status  of  the  parties  at  the  time  the  original  interference 
was  declared.  Now,  the  Primary  Examiner  having  seen  proper  to  dis- 
solve the  interference  with  a  view  to  bringing  other  applications  into  it 
and  formulating  the  issue  accordingly,  occupies  the  same  position  which 
he  did  originally,  and  neither  of  the  parties  to  the  interference  at  this 
stage  of  the  procedure  has  any  right  to  know  what  the  contents  of  the 
applications  are.  It  can  be  readily  seen  that  the  earlier  application  of 
Demarest  may  contain  matter  that  should  not  be  disclosed,  and  how 
much  of  the  application  may  be  made  known  to  the  opposite  party  in 
interference  must  be  determined  when  the  parties  meet  before  the  Ex- 
aminer of  Interferences  and  their  preliminary  statements  are  made 
known. 

I  affirm  the  action  of  the  Primary  Examiner  in  overruling  the  motion 
made  by  White. 


Ex  Pabte  Mahnken. 

Dec&cd  September  29,  1887. 
41  O.  G..  12G9. 

RS-IB8UK8— Oath— Assignee. 

An  applicant  for  re-issue  who  lias  assigned  his  entire  interest  in  the  invention  is 
not  merely  a  "perfunctory  affiant"  in  making  oath  to  inadvertence,  accident,  or 
mistake,  because  he  is  the  only  person  who  is  supposed  to  be  possessed  of  the 
requisite  knowledge  upon  which  to  make  and  base  such  affidavit 

Bams— Assignee  can  not  Broaden  the  Invention. 

The  right  of  the  assignee  under  the  statute  comes  from  the  inventor,  and  ho  can 
secure  no  broader  patent  than  the  inventor  can  apply  for.  If  an  applicant  pur- 
posely or  intentionally  limits  the  scope  or  extent  of  the  claims,  his  assignee  can 
not  obtain  a  re-issue  for  an  invention  broader  or  greater  than  that  claimed  by  the 
inventor. 
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3.  8AM»~fi»CTIOK  4916— ISADVKBDUfC*  OB  MlSTJJOE. 

It  is  not  erery  inedvertenee  or  mistake  which  can  be  corrected  by  re-issue.  In-, 
advertence  or  mistake  within  the  meaning  of  section  4916,  Beyised  Statutes,  must 
be  shown  to  exist  in  the  form  of  the  specification  or  claim  in  oonsequenee  of  which 
the  application  4oes  not  describe  or  claim  that  which  the  applicant  intended  at 
the  time  he  prepared  his  papers.  The  delect  must  relate  to  the  applicatUm  and 
nottothefcuwstio*.  "  A  re-issue  can  only  be  granted  for  the  tens  imvmHon  which 
was  originally  patented.9'  If  applicant  designedly  omitted  to  originally  claim 
the  entire  subject-matter,  such  failure  does  not  present  *  case  of  inadvertence  or 
mistake  within  the  purview  of  the  statute.  If  the  omission  to  make  such  claim 
was  the  result  of  inadvertence  or  mistake  in  preparing  the  application,  as  if  in 
preparing  a  conveyance  of  land  a  covenant  is  by  mistake  omitted,  this  is  within 
the  statute. 

Petition  for  rehearing. 


RE-isrfUB  application  of  Henry  Mahnken  filed  November  23, 1886, 
No.  219,705. 

Jfettt*.  Dyer  &  Seely  for  the  applicant. 
Hall,  Gommisnoner: 

The  Commissioner  having  rendered  a  decision  on  the  8th  of  August, 
1887,  affirming  that  of  the  Examiners-in-Chief  and  of  the  Primary  Exam- 
iner, who  held  that  applicant  had  not  made  out  a  case  for  re-issue,  ap- 
plicant now  asks  a  rehearing,  and  has  filed  a  carefully-prepared  printed 
argument  in  support  of  such  petition.  I  do  not  see  any  occasion  to  re- 
state the  facts  upon  which  the  decision  proceeds,  but  will  state  the 
reasons  why  I  feel  compelled  to  overrule  the  motion  for  rehearing. 

First  In  relation  to  the  point  that  the  Commissioner  had  not  consid- 
ered the  question  of  the  ownership  of  the  invention  and  the  rights  of  the 
assignee.  The  point  is  made  that  the  assignee  of  an  invention  is  not 
concluded  by  any  declaration  of  the  assignor,  made  after  the  assign- 
ment, impairing  or  lessening  the  interest  sold,  which  in  this  case  was 
the  entire  invention.  It  is  stated  that  in  this  case  Mahnken,  who  after 
the  assignment  retained  no  ownership  or  interest  in  the  patent,  was 
only  a  perfunctory  affiant,  and  that  his  statements  ought  not  to  be  al- 
lowed to  prejudice  the  supposed  rights  of  his  assignee.  The  answer  is 
that  he  is  not  a  perfunctory  affiant,  because  he  is  the  only  person  who 
is  supposed  to  have  possession  of  the  requisite  knowledge  to  make  an, 
affidavit.  If  any  inadvertence,  accident,  or  mistake  occurred  in  the 
preparation  of  the  application  for  a  patent,  he  alone  is  competent  as  a 
witness,  whether  giving  testimony  by  way  of  affidavit  or  as  a  regular 
witness.  The  law  provides  that  the  original  application  must  be  signed 
and  sworn  to  by  the  inventor,  and  in  thus  taking  the  necessary  steps  to 
procure  a  patent,  although  the  whole  interest  is  vested  in  the  assignee, 
he  becomes  the  instrument  and  agent  of  t|ie  assignee  in  obtaining  the 
letters  patent,  and  his  statements  and  declarations  are  those  of  the 
assignee,  and  the  same  thing  may  be  said  of  a  reissue  application. 
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There  he  is  required  to  make  the  statement  and  to  allege  the  necessary 
inadvertence,  accident,  or  mistake  which  is  the  foundation  for  the  reis- 
sue, and  in  doing  this  he  is  not  only  the  witness  but  the  agent  of  the 
assignees  in  accomplishing  a  result  for  them,  and  his  statements  are 
theirs,  so  that  I  am  not  able  to  see  that  in  this  respect  the  assignor 
occupies  any  other  position  than  that  of  the  inventor  himself. 

Second.  Attention  is  called  to  an  amended  affidavit  filed  by  Mahnken 
in  the  case,  in  which  he  says  that  when  he  made  the  original  oath, 
which  forms  a  part  of  his  said  reissue  application,  he  was  under  a  mis- 
apprehension as  to  what  in  fact  was  shown  by  the  state  of  the  art,  and 
as  to  the  .real  differences  between  the  sleeve  and  shaft  as  used  by  him 
and  their  prior  use  in  clock  mechanism  and  other  similar  constructions, 
as  shown  by  the  patents  referred  to  in  said  oath.  I  am  not  able  to.  see 
that  this  additional  affidavit  of  Mahnken  changes  the  nature  of  the  case 
or  places  it  upon  any  other  actual  ground  than  the  affidavit  which  was 
attached  to  the  reissue  application  j  and  if  the  viero  expressed  in  the 
former  decision  are  to  obtain,  the  amended  affidavit  does  not  relieve  the 
case  of  its  difficulty. 

Third.  The  point  is  made  that  the  decision  of  the  Commissioner  was 
erroneous  upon  the  fact  of  abandonment  of  invention  by  Mahnken  and 
upon  the  legal  presumptions  growing  out  of  the  condition  of  the  case. 
I  sect  no  reason  to  change  the  views  expressed  by  me  in  this  respect  in 
the  former  opinion.  The  right  of  an  assignee  under  the  statute  comes 
from  the  inventor.  He,  the  assignee,  can  secure  no  broader  patent  than 
the  inventor  can  apply  for.  If  the  latter  purposely  or  intentionally 
limits  the  scope  or  extent  of  the  claims,  the  assignee  can  not  obtain  a  re- 
issue for  anything  broader  or  greater  than  that  claimed  by  the  inventor. 
In  my  opinion,  under  such  circumstances  the  parts  of  the  invention  not 
claimed  are  dedicated  to  the  public.  In  Miller  v.  Brass  Company  the 
Supreme  Court  uses  this  language: 

Bat  it  mast  be  remembered  that  the  claim  of  a  specific  device  or  combiDation  and 
an  omission  to  claim,  other  devices  or  combinations  apparent  on  the  face  of  the  patent 
are  in  law  a  dedication  to  the  public  of  that  which  is  not  claimed.  It  is  a  declaration 
that  that  which  is  not  claimed  is  either  not  the  patentee's  invention,  or,  if  his,  he 
dedicates  it  to  the  public.  This  legal  effect  of  the  patent  can  not  be  revoked  unless 
the  patentee' surrenders  it  and  proves  that  the  specification  was /raiaed*  by  real  inad- 
vertence, accident,  or  mistake,  without  any  fraudulent  or  deceptive  intention  on  his 
part.    (See,  also,  Ex  parte  Robert*,  40  0.  G.,  451.) 

Fourth.  I  have  re-examined  the  authorities  cited  in  the  former  opin- 
ion in  connection  with  the  case  of  National  Spring  Company  v.  Manu- 
facturing Company  (12  Blatchf.,  80),  and  see  no  cause  to  alter  the  opin- 
ion expressed  by  me  as  founded  upon  the  decisions  cited  in  said  former 
opinion.  When  an  inventor  has  perfected  an  invention,  he  may  then 
examine  the  state  of  the  art  and  advise  himself  what  is  new  and  what 
is  old,  what  is  patentable  and  what  is  not.  Having  satisfied  himself  in 
these  particulars,  he  will  be  prepared  to  describe  and  define  the  inven- 
tion he  will  apply  for.    This  investigation  by  him  as  to  the  state  of  the 
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art  may  be  termed  the  "  first  step  "  in  his  procedure  to  obtain  letters 
patent.  lie  may  make  a  mistake  or  error  of  judgment  or  of  fact  iu 
reaching  his  conclusion;  but  with  his  conclusion  formed,  his  next 
step  is  to  formulate  his  description  and  claims.  These  he  will  naturally 
and  necessarily  conform  to  the  precise  invention  he  has  concluded  to 
apply  for.  He  will  insert  such  description  and  claims  as  con  form  to  his 
conclusions  or  opinion,  and  he  will  omit  such  as  do  not ;  but  all  this 
will  be  done  intentionally  and  with  design.  If,  however,  some  inadver- 
tence, or  mistake  occurs  in  the  preparation  of  his  specification  or  claims, 
and  in  consequence  he  fails  to  describe  or  claim  tbc  invention  or  entire 
subject-matter  which,  as  the  result  of  his  examination  or  judgment,  he 
intended  to  embrace,  then  there  is  a  mistake  or  inadvertence  in  the 
second  step.  Suppose,  however,  there  is  no  such  mistake  as  this,  but 
applicant  correctly  and  accurately  describes  and  frames  what  he  in- 
tended to  claim  according  to  the  knowledge  and  understanding  obtained 
by  his  investigation  of  the  state  of  the  art.  It  is  conceded  that  if  by  a 
mistake,  or  even  by  a  fraud  on  the  part  of  his  counsel,  applicant  failed 
to  describe  the  whole  invention  in  his  specification  or  show  it  in  his 
drawings  in  the  original  application,  he  would  not  be  allowed  to  amend 
and  correct  this  mistake,  if  to  do  so  would  constitute  a  departure  from 
the  original  invention.  He  could  not  do  this  even  for  the  purpose  of 
securing  an  original  patent  for  his  entire  invention.  So  it  seems  clear 
that  it  is  not  every  inadvertence  or  mistake  that  can  be  corrected  by 
amendment  or  reissue.  No  one  will  contend  that  a  reissue  could  be  al- 
lowed to  correct  a  mistake  by  reason  of  which  an  element  or  distinct 
feature  of  invention  had  been  intentiohalljr  omitted  from  an  original  ap- 
plication. To  constitute  a  case  of  inadvertence  or  mistake  within  the 
meaning  of  section  4910  Revised  Statutes,  providing  for  reissues,  there 
must  be  an  inadvertence  or  mistake  in  the  form  of  thfe  specification  or 
claim  in  consequence  of  which  the  application  does  not  describe  or  claim 
that  which  the  applicant  intended  to  describe  and  claim,  and,  at  the 
time  he  prepared  it,  supposed  it  did  describe  and  claim.  It  must  relate 
to  the  application  and  not  to  the  invention.  "A  reissue  can  only  be 
granted  for  the  same  invention  which  was  originally  patented." 

In  Manufacturing  Company  v.  Ladd  (102  U.  S.,  413),  Judge  Bradley 
says: 

Tbo  mistake  of  the  patentee  (or  his  assigns)  seems  to  have  been  in  supposing  that 
he  was  entitled  to  have  inserted  in  a  reissued  patent  all  that  ho  might  have  applied 
for  and  bad  inserted  in  his  original  patent. 

If  he  designedly  omitted  to  claim  the  entire  subject-matter  originally, 
itsdoes  not  present  a  case  of  inadvertence  or  mistake  within  the  pur- 
view of  the  statute.  If  the  failure  to  make  such  claim  was  the  result 
of  inadvertence  or  mistake  in  preparing  the  application,  as  if  in  pre- 
paring a  conveyance  of  land  a  covenant  is  by  mistake  omitted,  this  is 
within  the  statute. 

The  case  of  National  Spring  Company  v.  Union  Car  Spring  Manu- 
faaturinn  CJomnanv  (\2  Blatch..  30)  is  cited  as  holding  a  different  con- 
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struction  of  the  statute;  but  In  my  judgment  a  careful  examination  of 
that  case  will  show  that  the  proposition  is  not  supported.  There  was 
no  claim  presented  in  that  case  for  the  reissue  upon  the  ground  that 
Bnssell  had  examined  the  state  of  the  art  and  concluded  that  a  feature 
of  his  invention  was  anticipated  by  Bay's  patent,  but  by  inadvertence 
or  mistake  in  preparing  specification  and  claim  a  wrong  description  was 
assigned  to  the  Bay  patent,  which  was  alluded  to  as  covering  a  column 
of  vulcanized  rubber  surrounded  by  a  helical  spring,  when  it  should 
have  described  the  column  as  being  surrounded  by  detached  metallic 
rings.  The  entire  specification  and  claims  of  Bnssell  show  on  their 
face  that  this  was  a  mistake  in  preparing  the  specification  anil  claims, 
and  that  the  form  of  the  claims  was  not  intentional,  resulting  from  the 
anterior  mistake  in  opinion  or  judgment  as  to  the  state  of  the  art.  It 
was  not  shown  or  claimed  that  Bnssell  was  in  fact  mistaken  as  to  what 
Bay's  patent  covered ;  but  the  mistake  was  probably  made  by  the  scriv- 
ener who  prepared  the  papers.  The  language  employed  leads  to  the 
impression  that  Bussell  had  a  mistaken  idea  as  to  what  Bay's  patent 
covered,  and  that  he  limited  his  claim  in  consequence,  but  the  actual 
mistake  was  in  the  language  used.    The  court  says : 

This  florid  and  ambitions  original  specification  contains  on  its  face  sufficient  evi- 
dence that  there  was  inadvertence  and  mistake  of  some  kind  in  preparing  it 

It  is  difficult  to  see  any  difference  between  a  case  where,  as  in  Leggett 
v.  Avery,  the  applicant  deliberately  canceled  and  omitted  claims  be- 
cause of  an  erroneous  ruling  of  the  Office,  which  could  have  been  cor- 
rected on  appeal,  and  a  case  where  he  deliberately  omits  them  by  reason 
of  his  own  views  and  opinion  as  to  the  state  of  the  art,  which,  if  erro- 
neous, could  likewise  be  corrected  by  applying  to  the  Office  to  have 
them  allowed.  There  may  be  error  of  judgment  or  opinion  in  both 
these  instances— one  that  of  the  Office  acquiesced  in  by  the  applicant, 
the  other  that  of  the  applicant,  with  which  the  Office  has  nothing  what- 
ever to  do;  but  both  of  them  are  errors  of  opinion  and  do  not  relate  to 
inadvertence  or  mistake  in  the  preparation  of  the  application  and  in  the 
formulation  of  the  claims. 

Fifth.  The  point  is  made  that  the  Commissioner  erred  in  considering 
the  whole  case  as  presented  by  the  appeal,  and  in  not  limiting  his  de- 
cision to  the  reasons  given  by  the  Examiners  in-Chief  for  their  decision. 
I  can  not  concur  in  this  view.  The  decision  of  the  Primary  Examiner, 
as  well  as  that  of  the  Examiners-in  Chief,  was  not  divisible,  part  favora- 
bly and  part  unfavorably.  Both  decisions  were  adverse,  and  therefore 
subject  to  appeal,  because  they  affected  the  whole  case  and  refused  the 
reissue  patent.  It  was  this  quality  of  the  decision  which  gave  the  ap- 
plicant the  right  to  appeal  to  the  Commissioner,  and  that  appeal  was 
taken  from  the  decision  refusing  the  patent,  and  not  from  the  reasons 
of  the  lower  tribunals  for  their  action. 

After  having  given  the  petition  and  argument  for  rehearing  serious 
and  careful  consideration,  I  feel  constrained  to  refuse  a  rehearing. 
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Ex  Paste  Eouns.  . 

Decided  October  24,  1887. 

41  O.  G.,  1371. 
Bulb  22. 

Communications  will  not  be  returned  to  applicants  or  attorneys,  under  Role  23, 
without  being  first  submitted  to  the  Commissioner  in  person,  and  then  only  by 
his  direct  order. 

On  Petition. 

COMBUflD  STOCK-WATSBIirO  BISBBVOIBS  AJJD  WATKR-SUI*PLT  MWULATOBS. 

Application  of  Wesley  Koans  filed  March  17, 1887,  No.  231,288. 

Messrs.  Marble  &  Mason  for  the  applicant. 

Hall,  Commissioner : 

On  the  24th  of  September,  1887,  applicant  sent  to  the  Office  a  com- 
munication relating  to  this  case,  which  the  Examiner  regarded  as  in  the 
nature  of  a  complaint  and  returned,  nnder  clause  of  Bute  22,  which 
reads: 

Complaints  against  Examiners  and  other  officers  must  be  made  in  separate  commu- 
nications, and  will  be  promptly  investigated. 

The  Examiner  advised  applicant's  attorneys  that  if  it  were  their  inten- 
tion to  prefer  a  complaiat  against  him  it  should  be  done  in  conformity  to 
the  rule,  and  if  such  were  not  their  intention  they  should  eliminate  from 
their  correspondence  all  matter  of  a  complaining  nature,  as  it  was  not 
the  place  of  applicant  or  his  attorneys  to  take  the  Examiner  to  task  for 
any  failure  in  duty  upon  his  part,  even  supposing  such  failure  to  have 
occurred. 

It  seems  that  the  attorneys  in  this  ca!se  were  not  fully  satisfied  with 
the  Office  letters  which  had  been  sent  out,  claiming  that  they  were  not 
sufficiently  definite  and  did  not  advise  the  applicant  clearly  as  to  what 
the  action  of  the  Office  was,  and  this  communication  which  was  returned 
related  to  their  dissatisfaction,  and  container,  among  others,  the  follow- 
ing paragraphs : 

As  in  tbe  official  treatment  of  this  application  formerly,  it  again  becomes  necessary 
to  insist  that  the  Examiner  state,  his  reasons  for  his  objection  to  the  applicant,  "in 
order  that  he  may  iudge  of  the  propriety  of  the  action."    (Rule  66. ) 

The  applicant  has  good  cause  for  complaint  in  relation  to  the  character  of  some  of 
the  official  actions  on  this  case.  Had  they  been  of  the  character  suggested  by  the 
Commissioner  in  Ex  parte  Mill  (40  O.  O.,  919}  (see  particularly  the  first  complete  para- 
graph on  page  920),  the  applicant  would  not  only  have  escaped  the  annoyance  and 
delay  thus  far  experienced,  but  the  Office  would  have  been  saved  from  useless  and 
unnecessary  labor. 

I  shall  see  to  it  that  persons  communicating  with  the  Office  conduct 
their  correspondence  with  propriety  and  all  doe  respect  to  the  various 
examiners  and  chiefs  of  divisions,  and  I  am  satisfied  that  it  is  to  the 
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interest  of  all  persons  who  are  attempting  to  conduct  cases  before'the 
Examiners  to  avoid  the  use  of  expressions  that  are  disagreeable  or  cal- 
culated to  excite  any  unpleasant  feeling  on  the  part  of  those  to  whom 
they  are  addressed.  I  doubt  very  much  the  propriety  in  the  present 
instance  of  alluding  to  the  fact  that  the  applicant  had  cause  for  com- 
plaint ;  but,  at  the  same  time,  I  do  not  regard  it  as  a  matter  of  sufficient 
importance  to  have  received  the  consideration  which  has  been  given  to 
it,  or  to  have  justified  the  return  of  the  letter. 

While  I  entertain  the  views  just  expressed  in  the  matter  of  the  cor- 
respondence, I  am  also  equally  well  satisfied  that  it  is  better  for  the 
Examiners  themselves  to  overlook  these  expressions  which  occasionally 
occur  in  correspondence,  and  to  pass  them  without  notice,  unless  they 
are  of  a  very  improper  character;  and  that  whenever  communications 
relate  to  amendments  or  direct  action  in  cases,  the  better  practice  is 
that  communications  shall  not  be  returned  to  the  applicant  or  his  at- 
torneys until  after  they  have  been  submitted  to  the  Commissioner  and 
received  his  direction.  I  am  advised  that  this  has  been  the  practice 
generally  under  Eule  22.  There  is  an  excellent  reason  why  this  should 
be  the  practice,  for  it  unisf  be  evident  that  parties  who  are  made  aware 
that  their  communications  have  been  returned -by  the  direct  order  of 
the  Commissioner  m  person  will  be  more  apt  to  refrain  from  a  repeti- 
tion of  such  objectionable  language,  and  the  time  and  annoyance  of 
the  Office  will  be  saved  thereby. 


DONNELAN  V.  BERRY. 

Decided  Decemher  19, 1887. 
41  0.  G  ,  1499. 

1.  Preliminary  Statement— Amendment— Laciies. 

A  party  who  prepares  his  preliminary  statement,  knowing  and  advising  bis 
counsel  that  the  dates  alleged  therein  are  not  the  earliest  which  he  can  establish, 
and  who  fails  to*  ask  for  a  postponement  when  he  has  not  time  to  obtain  fuller 
information  and  data,  bnt  files  his  statement  in  such  imperfect  condition,  can  not 
prevail  in  a  motion  to  amend  when  he  waits  nntil  possessed  of  all  the  facts  and 
dates  relating  to  his  adversary's  case. 

2.  Same— 8ame— Same. 

When  such  a  party  enters  a  protest  against  his  opponent's  preliminary  state- 
ment, and  amendment  has  been  made  thereof,  but  waits  until  after  the  testimony- 
in  chief  has  been  taken  and  then  moves  to  amend  his  own  statement  for  no  other 
purpose  than  to  carry  his  dates  back  of  thoso  set  up  by  his  opponent,  ho  must  be 
held  to  be  guilty  of  Jaches  and  not  to  have  shown  such  diligence  which  the  rule 
requires,  nor  compliance  with  the  clear  intent  and  purpose  of  the  practice  requir- 
ing preliminary  statements. 

Appeal  from  the  Examiner  of  Interferences. 
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OEADT-BWDBB. 

Application  of  Charles  E.  Donnelan  filed  June  3, 1880,  No.  203,972. 
Application  of  William  H.  fierry  filed  January  5, 1886,  No.  187,709. 

Messrs.  Offield,  Towle  &  Phelps  for  Doouclan. 
Messrs.  Q.  H.  &  W*  T.  Hotcard  for  Berry. 

Halt.,  Commissioner: 

Donnelan  filed  a  motion  to  bo  allowed  to  amend  bis  preliminary 
statement  in  regard  to  bis  dates  of  conception  and  illustration  by  draft- 
ing and  model  and  of  first  disclosure  to  otbers,  as  follows: 

That  he,  the  said  Charles  E.  Douuelau,  conceived  the  invention  in  1869,  and  that 
daring  the  year  1870  ho  made  drawings  or  sketches  illustrating  said  invention,  which 
he  showed  to  others,  and  also  illustrated  said  invention  by  mechanical  devices  in  1870, 
and  frequently  daring  the  latter  year  and  the  succeeding  years  up  to  the  time  of  be- 
ginning work  on  a  full-sized  harvester,  in  1875,  showed  and  explained  to  others  his 
sketches  and  mechanical  illustrations  of  his  iuvcution,  as  sot  forth  in  the  declaration 
of  interference. 

Tbis  motion  is  supported  by  Doun clan's  own  affidavit  and  by  a  ref- 
erence to  certain  portions  of  the  testimony  taken  in  his  behalt  The 
evidence  to  which  he  refers  tends  to  support  the  statements  of  his  pro- 
posed amendment  as  to  dates  of  conception,  illustration  by  drawings, 
etc.  As  a  reason  why  tho  ameudment  was  not  sooner  made,  and  to 
support  the  allegation  of  mistake  and  materiality,  Donnelan  states,  in 
substance,  in  the  affidavit  furnished  that  the  information  contained  in 
his  preliminary  statement,  already  filed,  was  hastily  prepared  and  with- 
out particular  thought  concerning  tho  date  of  h'.s  first  conception  of 
the  invention  in  issue ;  that  he  misuuderstood  tho  requirements  of  a 
preliminary  statement,  and  made  his  statement  under  the  impression 
that  only  such  dates  as  he  was  theu  confident  he  could  prove  would  be 
important;  that  for  want  of  time  to  cousult  memoranda  he  based  his  dates 
upon  tho  time  of  the  application  of  his  improvements  to  a  full-sized 
harvester,  which  fact,  and  perhaps  earlier  dates  connected  therewith, 
be  was  confident  would  be  remembered  by  others;  that  at  the  time  of 
making  this  statement  he  had  not  conversed  with  any  person  or  persons 
cognizant  of  facts  concerning  his  invention  between  the  time  of  work- 
ing thereon  at  Indianapolis  and  the  time  of  making  his  said  preliminary 
statement;  that  at  the  time  of  signing  the  said  statement  he  partially 
remembered  the  facts  relating  to  his  first  conception,  making  of  sketches 
or  drawings,  disclosure  to  others,  and  also  the  making  of  a  rough  model, 
which  sketches,  drawings,  etc.,  were  explained  to  Messrs.  McGord  and 
Wheatley,  of  Indianapolis,  Indiana  (who  as  witnesses  have  given  their 
depositions),  who  were  interested  in  the  invention  and  were  furnishing 
the  means  for  the  work  then  being  done  by  deponent;  that  he  informed 
the  attorney  who  prepared  his  statement  that  before  giving  further  dates 
definitely  it  would  be  necessary  to  look  up  and  consult  old  books  and  pa- 
pers, as  well  as  to  consult  with  the  parties  to  whom  the  aforesaid  sketches 
and  model  were  shown,  but  that  he  was  advised  by  his  attorney  that 
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this  would  consume  more  time  than  had  been  given  for  the  filing  of 
said  statement,  and  he  therefore  executed  said  statement  without  giv- 
ing the  matter  any  further  thought  or  attention ;  that  since  the  making 
of  his  statement  he  has  given  the  matter  of  his  first  conception  consid- 
erable thought,  has  consulted  with  the  aforesaid  persons  having  knowl- 
edge thereof,  and  as  a  result  is  now  able  to  fix  the  date  of  his  conception 
in  1869  or  1870,  and  also  the  dates  of  his  drawings  and  model  in  1870 
or  1871;  that  he  has  taken  his  testimony,  and  has  fully  set  forth  therein 
all  the  facts  relating  to  his  invention,  and  that  because  of  the  fact  that 
he  is  now  able  to  carry  back  his  first  conception  of  the  invention  to  the 
dates  above  indicated  he  desires  to  file  an  amended  statement  which 
shall  conform  to  his  testimony. 

Much  more  is  stated  in  the  affidavit,  but  I  think  the  above  is  suffi- 
cient to  illustrate  the  position  Donnelan  occupies  iu  respect  to  his  pro- 
posed amendment. 

Attention  is  called  to  a  portion  of  the  above  language  in  his  affidavit, 
viz,  that  he  informed  the  attorney  who  prepared  his  original  statement 
that  before  giving  further  dates  definitely  it  would  be  necessary  to  look 
up  and  consult  old  books  and  papers,  as  well  as  to  consult  with  the 
persons  having  knowledge  thereof,  but  that  he  was  advised  by  his  at- 
torney that  this  would  consume  more  time  than  had  been  given  for  the 
Cling  of  said  statement,  and  he  therefore  executed  the  statement  with- 
out giving  the  matter  further  attention.  This  shows  clearly  that  the 
applicant's  attention,  as  well  as  that  of  the  attorney,  was  directly  and 
distinctly  called  to  the  fact  that  he  claimed  to  have  made  conception  of 
this  invention  and  to  have  prepared  sketches,  etc.,  prior  to  those  dates 
which  he  incorporated  in  his  preliminary  statement  and  swore  to.  If 
this  stood  alone,  without  any  other  evidence  as  shown  in  the  case,  there 
might  possibly  be  some  reason  for  allowing  the  amendment  to  be  made, 
but  unfortunately  this  motion  comes  after  the  evidence-in-chief  has 
been  taken  by  both  parties,  and  it  appears  that  immediately  after  the 
filing  of  preliminary  statement  by  Berry  the  attention  of  Donnelan  or 
his  attorneys  was  called  to  the  fact  that  Berry  had  not  made  specific 
the  earliest  time  of  his  conception  of  this  invention. 

Berry's  preliminary  statement  was  filed  on  May  12, 1887,  and  approved 
May  20, 1887,  and  in  it  he  stated  that  he  first  conceived  of  the  subject- 
matter  of  the  invention  prior  to  the  date  of  the  construction,  in  1878,  of 
the  model  which  accompanied  the  application  for  Letters  Patent  No. 
222,231,  filed  by  him  in  1879.  On  June  15, 1887,  before  any  testimony 
had  been  taken,  Berry  asked  permission  to  amend  his  preliminary  state- 
ment upon  grounds  almost  identical  with  those  stated  by  Donnelan  in 
support  of  his  present  motion.  This  motiou  of  Berry's  was  induced  and 
brought  about  by  a  protest  or  paper  in  the  nature  of  a  demurrer  filed 
by  Donnelan  to  Berry's  preliminary  statement,  as  follows : 

The  following  reasons  are  assigned  for  exceptions :  In  bis  preliminary  statement  the 
■aid  Berry  says :  "  That  he  first  conceived  of  the  subject-matter  of  the  interference 


PECISIONS  OF  THE  COMMISSIONER    OF  RLTENT8.  143 

prior  to  the  date  of  the  construction,  in  1878,  of  the  model  which  accompanied,  the  ap- 
plication for  Letters  Patent  No.  222,331,  filed  by  him  iff  1879." 

The  conception  is  thus  not  limited  to  any  date.  He  then  follows  with  the  clause: 
"  That  pencil  sketches  were  made  at  the  date  of  said  conception,"  etc.  He  has  given 
no  date  of  conception,  and,  consequently,  no  date  of  making  sketches.  His  prelim- 
inary, statement,  therefore,  leaves  him  nntrammeled  as  to  date,  and  is  not  in  accord- 
ance with  the  intent  for  which  the  requirement  of  a  preliminary  statement  was 
established. 

Testimony  will  be  proceeded  with  on  behalf  of  said  Donnelan  under  protest  unless 
otherwise  ordered  by  the  Commissioner  of  Patents. 

It  will  be  thus  seen  that  the  amendment  of  Berry  in  fixing  more  spe- 
cifically his  date  of  conception,  sketches,  etc.,  was  the  result  of  the  fact 
that  the  attention  of  Donnelan's  counsel  had  been  called  to  the  particu- 
lar question  now  involved  in  his  own  motion.  Berry's  motion  was  sus- 
tained because  it  was  made  before  any  testimony  had  been  taken  by 
Donnelan.  On  the  hearing  of  that  motion  counsel  for  Donnelan,  while 
conceding,  in  view  of  all  the  facts,  that  Berry  should  be  allowed  to  amend, 
contended  that  the  amendment  could  not  carry  the  date  of  conception 
anterior  to  the  particular  year  mentioned  by  Berry  in  his  original  pre- 
liminary statement — viz,  1878.  Berry's  amendment  was  allowed,  and 
it  did  carry  the  date  of  his  conception  and  the  drawings,  sketches,  etc., 
back  to  the  year  1873.  The  present  motion  of  Donnelan  seeks  to  go 
beyond  that  and  carry  his  dates  of  conception,  drawings,  etc.,  back  to 
the  years  1869  and  1870. 

Ubw,  it  will  be  seen  that  at  the  time  the  former  motion  of  Berry  was 
presented  and  strenuously  resisted,  the  attention  of  both  parties  was 
called  to  the  particular  question  now  involved  in  this  motion,  and,  in 
my  judgment,  that  was  the  time  at  which  Donnelan,  if  he  desired  to 
amend,  should  have  made  this  motion.  The  quotation  above  made  from 
his  affidavit  shows  that  when  he  prepared  his  preliminary  statement, 
and  was.  furnishing  his  counsel  with  the  data,  he  advised  him  of  these 
earlier  dates,  but  thought  it  would  be  necessary  to  look  up  old  books 
and  papers  and  consult  with  the  parties  with  whom  he  was  then  asso- 
ciated, but  was  advised  by  his  counsel  that  there  was  not  sufficient  time. 
No  extension  of  time  was  asked  for  preparing  his  preliminary  statement, 
and  afterward,  when  the  Berry  motion  to  amend  came  up,  an  opportu- 
nity was  furnished  when  he  could  have  presented  a  similar  motion  on 
his  own  behalf  j  but  instead  of  doing  so  he  waited  until  the  conclusion 
of  the  Berry  motion  was  reached  and  the  evidence-in-chief  of  both  par- 
ties taken,  and  then  came  forward  and  asked  to  be  permitted  to  file  this 
amendment,  the  only  effect  of  which  is  to  antedate  the  dates  Axed  in 
the  Berry  amendment. 

In  my  judgment,  the  applicant  has  not  shown  any  diligence  whatever 
in  bringing  forward  these  dates,  and  if  the  rule  which  requires  diligence 
is  to  prevail,  and  the  purpose  of  preliminary  statements  is  to  be  carried 
out,  it  seems  to  me  that  this  motion  ought  to  be  denied.  I  do  not  well 
see  how  a  case  can  be  imagined  in  which  the  purpose  and  spirit  of  the 
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practice  arc  more  applicable  than  they  are  here.  A  party  has  in  his 
mind  the  facts  and  data  from  which  he  should  act  His  attention  is 
specifically  called  to  a  condition  of  things  which  requires  him  to  act  and 
file  his  amendment;  but  instead  of  doing  that  he  waits  until  the  prin- 
cipal evidence  is  taken  and  he  has  learned  everything  possible  from  his 
adversary,  both  as  to  the  preliminary  statement  and  as  to  the  evidence, 
and  then  brings  forward  a  motion  of  this  character  to  amend. 

While  it  is  true  that  in  the  case  of  Buckingham  v.  Jones  (MS.  vol.  34, 
178)  I  have  recognized  the  right  to  amend  as  being  a  paramount  right, 
and  one  that  should  not  be  denied  unless  the  circumstances,  show  that 
there  has  been  unusual  and  unnecessary  delay  in  presenting  the  motion, 
operating  prejudicially  to  the  other  side,  I  think  that  the  present  case 
is  not  one  of  that  character.  The  only  possible  element  wanting  here 
to  make  a  complete  and  perfect  case  within  the  rule  is  that  of  length  of 
time.  This  case  has  not  been  pending  for  years,  and  it  has  not  been  a 
long  period  since  the  original  preliminary  statement  was  filed ;  but  in 
the  short  time  which  has  intervened  everything  has  transpired  to  de- 
velop the  case  which  could  have  transpired  if  tliat  period  had  been  of 
longer  duration.  I  feel  compelled,  therefore)  to  reverse  the  action  of 
the  Examiner  of  Interferences,  and  to  refuse  the  motion  to  amend. 
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[Supreme  Court  of  the  United  States.] 

Newton  v.  The  Fubst  &  Bradley  Manufacturing  Company 

ET  AL. 

Deeidtd  Dtxmber  13,  1888. 

38  0.  G.,  104. 

1.  Reissued  Letters  Patent  No.  8,986  Declared  Invalid  as  to  its  First 

Claim. 

The  first  claim  of  Reissued  Letters  Patent  No.  8,986  for  wheel  plows,  granted 
to  Newton,  assignee,  December  2,  1879,  npon  the  original  Patent  No.  58,612,  for 
gang-plows,  granted  to  Davenport,  October  9, 1866,  declared  invalid  for  various 
reasons. 

2.  Reissue  Invalid  fob  Certain  Reasons  Enumerated. 

The  reissue  was  applied  for  more  than  thirteen  years  after  the  date  of  the 
original  patent,  after  the  defendants  had  begun  to  make  plows  like  those  com- 
plained of  The  first  claim  of  the  reissue  ip eluded  elements  in  addition  to  those 
enumerated  in  the  corresponding  first  claim  of  the  original.  The  reissue  was 
evidently  taken  to  cover  defendant's  machine,  which  did  not  infringe  the  first 
claim  of  the  original  patent,  and  no  inadvertence  or  mistake  in  the  original 
patent  was  shown. 

3.  Inadvertence  or  Mistake,  what  is  not  Proof  of. 

The  plaintiff  testified  "that  he  thought  there  'was  a  mistake  and  a  deficiency 
in  the  patent ; '  that  he  did  not  consider  that  other  manufacturers  respected  it ; 
that  he  considered  it  deficient  because  it  applied  the  friction-brake  to  the  periph- 
ery of  the  wheel,  and  that  he  believed  the  patent  was  entitled  to  coyer  different 
friction-clutch  devices,  so  as  to  be  a  better  protection  against  infringers."  This 
was  not  regarded  as  proof  of  inadvertence  or  mistake  in  the  original  patent. 

4.  Claims  Limited  to  Specific  Devices  Infringed  only  bt  Similar  Devices. 

Where  plaintiff's  patent  was  so  restricted  by  the  prior  state  of  the  art  that  his 
firs£  claim  was  limited  to  specific  devices,  the  friction-band  of  defendants  was  not 
the  brake  of  plaintiff's  patent,  nor  the  orank-axle  of  defendants  the  hinged-board 
axle  of  plaintiff's  patent,  although  apparently  the  purpose  and  mode  of  operation 
of  these  parts  were  substantially  alike  in  both  instances. 

Appeal  from  the  Circuit  Court  of  the  United  States .|og  Jl^  Northern 
District  of  Illinois. 
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Mr.  Louis  L.  Goburn  for  the  appell&nt. 

Mr.  tiJ.  A.  We$t  and  Mr,  L.  L.  Bond  for  the  appellees. 

Mr.  Justice  Blatobfobd  delivered. the  opinion  of  the  Court 

This  is  a  suit  in  equity  brought  in  the  Circuit  Court  <f  the  United 
States  for  the  Northern  District  of  Illinois  by  Robert  Newton  against 
The  Furst  &  Bradley  Manufacturing  Company  and  others,  to  recover 
for  the  infringement  of  Reissued  Letters  Patent  No.  8,980,  granted  to 
the  plaintiff  December  2, 3879,  on  an  application  filed  October  15, 1879, 
for  an  improvement  in  gang  plows,  the  original  patent,  No.  58,612  hav- 
ing been  granted  to  F.  S.  Davenport,  as  inventor,  October  9, 1866. 

The  specification  and  claims  of  the  original  and  those  of  the  reissue 
and  the  drawings  of  the  reissue  are  as  follows,  the  parts  in  each  which 
are  not  found  in  the  other  being  in  italic: 


Original 

Be  it  known  that  I,  F.  8.  Davjnpqrt, 
of  Jerseyville,  Jersey  County,  and  State  of 
Illinois,  have  invented  a  i)e^r  afrd  im- 
proved gang-plow;  and  I  do.l|*reby  de- 
clare that  the  following  is  a  foil;  clear, 
and  exact  description  thereof,  which,  will 
enable  others  skilled  in  the  art  to  make 
atid  nse  the  same,  reference  being  had  to 
the  accompaning  drawings,  forming  part 
of  this  specification,  in  which— 


Figure  1  is  a  plan  or  top  view  of  my  in- 


**:_    a    -    >:j.    _:~_ 
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SfMM*. 

Be  it  known  that  I,  F.  8.  Davewport, 
of  Jerseyville,  Jersey  County,  and  State 
of  Illinois,  have  invented  a  new  and  im- 
proved wfoef-plow ;  and  I  do  hereby  de- 
clare that  the  following  is  a  fall,  clear, 
and  exact  description  thereof,  which  will 
enable'  others  skilled  in  the  art  to  make 
and  use  the  same,  reference  being  hajl  to 
the  accompanying  drawings,  forming  part 
of  this  specification. 

The  object  of  my  invention  i§  to  provide 
improved  means  for  utilising  the  draft  of  the 
team  in  raising  a  plow  from  the  ground;  and 
to  this  end  my  intention  consists,  first}  in  Ms 
combination,  with  a  swing-axle  and  ground 
or  carrying-wheel,  of  Jrictlon-olutch  mechan- 
ism and  means  for  engaging  and  disengag- 
ing the  latter  with  the  ground  or  carrying- 
wheel,  said  parts  being  ^constructed  and 
adapted  to  raise  the  plow  by  locking  the 
swing-axle  to  the  carrying-wheel  by  friction- 
clutch  engagement,  and  raise  the  plow-beam 
by  the  draft  or  power  of  the  team;  second, 
in  the  combination,  with  a  ground-wheel,  a 
swing-axle,  and  a  plow-beam  connected  to  the 
latter,  of  clutch  mechanism  connected  to  the 
axle  and  adapted  by  engagement  with  the 
wheel  to  utilize  the  draft  of  the  team  in  *am- 
ing  the  swing-axle  into  upright  position,  and 
thereby  raise  the  plow-beam;  third,  in  the 
combination,  with  a  ground-wheel,  a  swing- 
axle,  and  a  plow-beam  connected  to  fat 
latter,  of  a  friction-clutch  connected  to  the 
axle  and  adapted,  by  contact  with  tits  tries!, 
sto  turn  the  axle  into  upright  position,  and 
thereby  raise  the  plow-beam  by  the  aid  of  the 
draft  of  the  team. 

Referring  to  m^ 
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partly  in  section,  as  indicated  by  the  Hue 
x  2,  Fig.  1 ;  Fig*  3,  a  transverse  vertical 
section  of  the  same,  taken  in  tho  line  y  y, 
Fig.l. 


2  is  a  side  view  of  the  same,  partly:  in  Mo- 
tion, as  indicated  by  the  line  x  x.Fig.  1. 
Fig.  3  is  a  traverse  vertical  section  of  the 
same,  taken  in  the  line  y  y.  Fig.  1. 


Flg.X 


Similar  letters  of  reference  indicate  like 
parts. 

This  machine  consists  of  a  frame,  A, 
made  of  two  parallel  beams  or  bars,  a  a, 
braced  together  near  the  front  and  back 
pieces,  b  b.  From  each  of  these  beams  or 
bars  depends  a  plow,  B. 

To  the  front  cross-piece  is  bolted  an  iron 
standard,  C,  strengthened  by  an  iron  stay, 
D,  running  down  to  the  back  cross-piece. 

To  the  top  of  the  standard  C  is  attached 
a  spring-seat,  E,  the  wbole  supported  npou 
two  wheels,  FF,  each  taming  npon  an  iron 
axle, «,  attached  to  a  hinged  board,  G. 


Similar  letters  of  reference  indicate  like 
parts. 

This  machine  consists  of  a  frame,  A, 
made  of  two  parallel  beams  or  bars,  a  a, 
braced  together  near  the  front  and  back 
pieces  h  b.  From  each  of  these  beams  or 
bars  depends  a  plow,  B. 

To  the  front  cross-piece  is  bolted  an  iron 
standard,  C,  strengthened  by  an  iron  stay, 
D,  running  down  to  the  back  cross-piece. 

To  the  top  of  the  standard  C  is  attached 
a  spring-seat,  E,the  whole  supported  upon 
two  wheels,  F  F,  each  turning  upon  # 
journal,  c,  o/a  swing-axle,  G. 


148 


DECISIONS  OF  U.  S.   COURTS  IN  PATENT  CASES. 


It  will  be  observed  that  one  of  the  aaHee  o 
is  attached  to  the  front  or  upper  side  of 
the  hinged  board  G,  and  the  other  to  the 
back  or  under  side,  in  such  a  manner  that 
when  it  is  turned  down  in  a  horizontal 
position  to  lower  the  plows  to  the  gronnd 
the  wheel  that  runs  in  the  farrow  will  be 
as  much  lower  than  the  other  as  the  depth 
of  the  farrow  may  require.  The  axle  that 
carries  the  wheel  that  runs  in  the  farrow 
is  so  formed  that  it  may  be  removed  from 
the  back  of  the  hinged  board  and  bolted  to 
the  front,  so  that  the  machine  may  run 
level  when  there  is  no  furrow  for  the 
wheel  to  run  in,  as  is  the  case  when  pre- 
paring the  gronnd  for  cotton-seed. 

The  hinged  board  G  is  attached  to  the 
plow-frame  by  two  iron  hinges,  H  H',  the 
one  H  on  the  side  of  the  long  beam  form- 
ing an  arm  or  lever,  I,  to  which  is  attached 
a  chain,  J,  which  passes  over  a  wheel,  K, 
and  is  made  fast  to  the  plow-frame.  The 
wheel  E  tarns  upon  a  stud  in  the  end  of 
a  lever,  L,  this  lever  being  bolted  to  the 
foot-board  M,  which  is  hinged  to  the 
plow-frame  in  the  same  manner  and  at 
the  same  place  as  the  axle-board  G.  To 
the  opposite  end  of  the  foot-board  is 
bolted  a  bracket  or  stop,  d,  against  which 
rests  an  arm,  et  by  which  the  hinged  board 
O  is  operated,  the  arm  e  being  held  in  the 
vertical  position  by  a  latch,  N,  which  is 
lifted  by  placing  the  foot  on  the  back 
part  of  it. 

Now  it  will  be  seen  that  to  lower  the 
ploice  to  the  ground  it  is  only  necessary  to 
bring  down  the  arm  e  till  a  block,  /, 
which  is  bolted  to  its  side,  rests  apon  a 
roller,  g,  of  a  lever,  O,  which  is  secured 
in  the  required  postion  by  a  notched 
quadrant,  N. 

It  will  be  observed  that  as  the  lever  O 
is  moved  forward  from  notch  to  notch  the 
plows  will  cut  deeper  and  deeper,  and  the 
reverse  as  it  is  drawn  back.  By  these 
details  the  driver  has  entire  control  of 
the  depth  of  the  farrow  without  moving 
from  his  seat  or  stopping  the  machine. 

Through  a  mortise  in  the  top  of  the 
arm  e  passes  a  small  iron  lever,  P,  to  which 
is  attached  a  rod,  Q,  connecting  it  with  a 
brake,  R,  which  acts  upon  one  of  the  wheels 
F,  the  brake  R  working  upon  a  pin  fixed 
in  a  block  of  wood  or  an  iron  plate 
fastened  to  the  front  side  of  the  hinged 


It  will  be  observed  that  one  of  the/e*r» 
note  o  is  attached  to  the  front  or  upper 
side  of  the  ewing-axle  G,  and  the  other  to 
the  back  or  under  side,  in  such  a  manner 
that  when  it  is  turned  down  in  a  horizon- 
tal position  to  lower  the  plows' to  the 
ground  the  wheel  that  runs  in  the  farrow 
will  be  as  much  lower  than  the  other  as 
the  depth  of  the  farrow  may  require.  Tbo 
journal  that  carries  the  wheel  that  runs  in 
the  farrow  is  so  formed  that  it  may  be  re- 
moved from  the  back  of  the  ewing-axle  and 
beeecured  to  the  front,  so  that  the  machine 
may  run  level  when  there  is  no  furrow  for 
the  wheel  to  run  in,  as  is  the  case  when 
preparing  the  ground  for  cotton-seed. 

The  ewing-axle  G  is  attached  to  the  plow- 
frame  by  two  iron  hinges,  H  H',  the  one 
H  on  the  side  of  the  long  beam  forming  an 
arm  or  lever,  I,  to  which  is  attached  a 
chain,  J,  which  passes  over  a  wheel,  K, 
and  is  made  fast  to  the  plow-frame.  Tho 
wheel  K  turns  upon  a  stud  in  the  end  of 
a  lever,  L,  this  lever  being  bolted  to  the 
foot-board  M,  which  is  hinged  to  the 
plow-frame  in  the  same  manner  and  at 
the  same  place  as  the  axle  G.  To  the  op- 
posite end  of  the  foot-board  is  bolted  a 
bracket  or  stop,  d,  against  which  rests  an 
arm,  c,  by  which  the  ewing-axle  G  is  oper- 
ated, the  arm  e  being  held  iu  the  vertical 
position  by  a  latch,  N,  which  is  lifted  by 
placing  the  foot  on  the  back  part  of  it, 

Now  it  will  be  seen  that  to  lower  the 
plow  to  the  ground  it  is  only  necessary  to 
bring  down  the  arm  e  till  a  block,  /, 
which  is  bolted  to  its  side,  rests  upon  a 
$top9  g,  of  a  lever,  O,  which  is  secured  in 
the  required  position  by  a  notched  quad- 
rant, N. 

It  will  be  observed  that  as  the  lever  O 
is  moved  forward  from  notch  to  notch  the 
plows  will  out  deeper  and  deeper,  and  the 
reverse  as  it  is  drawn  back.  By  these 
details  the  driver  has  entire  control  of 
the  depth  of  the  furrow  without  moving 
from  his  seat  or  stopping  the  machine. 

Through  a  mortise  in  the  top  of  arm  s 
passes  a  small  iron  lever,  P,  to  which  is 
attached  a  rod,  Q,  connecting  it  with  a 
brake,  R,  which  acts  upon  one  of  the 
wheels  F,  the -brake  R  working  upon  a 
pin  fixed  in  a  block  of  wood  or  an  iron 
plate  fastened  to  the  front  side  of  the 
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hoard  Q.  The  object  of  this  brake  is  to , 
facilitate  the  operation  of  lifting  the 
plows  oat  of  the  ground  when  the  machine 
is  moving  forward,  for  by  applying  bnt  a 
little  force  to  the  lever  P  the  brake  is 
pressed  sufficiently  hard  to  the  wheel  to 
torn  the  kinged  board  to  the  vertical  posi- 
tion. 

The  draft-pole  or  tongne  C*  is  fastened 
to  the  under  aide  of  the  foot-board  M  by 
two  bolts,  a*,  a  number  of  holes  being 
made,  so  that  the  tongue  may  be  moved  to 
the  right  or  left  to  give  the  required  land 
to  the  plows.  The  back  boles  •*  are  made 
oblong,  so  that  U  can  be  slanted  when 
needed.  The  tongue  may,  if  necessary, 
be  used  on  either  side  of  the  draft-line, 
and  the  double-tree  attached  to  the  foot- 
board independent  of  the  tongue.  This 
arrangement  is  chiefly  for  the  conven- 
ience of  using  three  horses  abreast. 

When  the  hinged  boar d  Q  is  turned  down 
In  the  horizontal  position  the  lever  or  arm 
I  gives  the  chain  J,  whioh  is  attached  to 
it,  considerable  slack,  allowing  the  tongue 
to  move  up  and  down  without  influencing 
the  plows,  constituting  what  is  commonly 
celled  "  a  limber  tongue." 

In  regard  to  raising  the  plows  out  of 
the  ground,  it  will  be  observed  that  the 
front  part  of  the  machine  is  lifted  nearly 
two-thirds  of  its  course  before  the  lever  I 
tightens  the  chain  and  commences  to  lift 
the  back  part  This .  contrivance  pro- 
duces an  easy  motion  without  causing 
either  jerk  or  strain  upon  the  horses  or 
the  machine. 

The  hind  plow  can  be  raised  or  lowered 
independent  of  the  other,  the  standard  B' 
sliding  in  an  iron  block,  O*,  and  oper- 
ated by  a  lever,  A*,  extending  forward  to 
the  front  of  the  seat  and  secured  in  the 
required  position  by  notches  in  the  side 
of  the  seat-standard,  as  shown  in  Fig.  3. 

I  claim  as  new  and  desire  to  secure  by 
letters  patent— 

1.  The  lever  Pt  rod  Q,  and  brake  R,  ar- 
ranged and  operated  a$  and  for  the  purpose 
described.     ' 

2.  1U  Unged  board  Q,  in  connection  with 
ike  reversible  axles,  substantially  ae  and  for 

3.  The  lever  0  and  quadrant  N,  for  regu- 


owing-axle  G.  The  object  of  this  brake  is 
to  facilitate  the  operation  of  lifting  the 
plows  out  of  the  ground  when  the  ma- 
chine is  moving  forward,  for  by  applying 
but  a  little  force  to  the  lever  P  the  brake 
is  pressed  sufficiently  hard  to  the  wheel 
to  turn  the  swing-axle  to  the  vertical  posi- 
tion. 

The  draft-pole  or  tongue  C*  is  fastened 
to  the  un4er  side  of  the  foot-board  M  by 
two  bolts,  a*,  a  number  of  holes  being 
made,  so  that  the  tongue  may  be  moved  to 
the  right  or  left  to  give  the  required  land 
to  the  plows.  The  back  holes  o*  are  made 
ae  oblong  slots,  so  that  the  tongne  can  be 
slanted  when  needed.  The  tongue  may, 
if  necessary,  be  used  on  either  side  of  the 
draft-line,  and  the  double-tree  attached 
to  the  foot-board  independent  of  the 
tongue.  This  arrangement  is  chiefly  for 
the  convenience  of  using  three  horses 
abreast. 

When  the  swing-axle  G  is  turned  down 
in  the  horizontal  position  the  lever  or  arm 
I  gives  the  chain  J,  which  is  attached  to 
it.  considerable  slack,  allowing  the  tongne 
to  move  up  and  down  without  influencing 
the  plows,  constituting  what  is  commonly 
called  a  "  limber  tongue." 

In  regard  to  raising  the  plows  out  of 
the  ground,  it  will  be  observed  that  the 
front  part  of  the  machine  is  lifted  nearly 
two-thirds  of  its  course  before  the  lever  I 
tightens  the  chain  and  commences  to  lift 
the  back  part.  This  contrivance  pro- 
duces an  easy  motiou  without  causing 
either  jerk  or  strain  upon  the  horses  or 
the  machine. 

The  hind  plow  can  be  raised  or  lowered 
independent  of  the  other,  the  standard  B' 
sliding  in  an  iron  block,  0*,  and  oper- 
ated by  a  lever,  A*,  extending  forward  to 
the  front  of  the  seat  and  secured  in  the 
required  position  by  notches  in  the  side 
of  the  seat-standard ,  as  shown  in  Fig.  X 

Having  fully  described  my  invention,  what 
I  claim  as  new,  and  desire  to  secure  by 
Letters  Patent,  is— 

1.  In  a  wheel-plow,  the  combination,  with 
a  swing-axle  and  ground  or  carrying  wheel, 
of  friction-clutch  mechanism  and  means  for 
engaging  and  disengaging  the  latter  with  the 
ground  or  carrying  wheel,  said  parts  being 
constructed  and  adapted  to  raise  the  plow  by 
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lating  the  depth  of  the  furrow,  substantially  locking 'the  swing-axle  to  the  <arrying-wheel 

a»  and  for  the  purpose  specified.  by  friction-clutch  engagement,  and  raise  the) 

4.  Lifting  the  hind  part  of  the  machine  by  plow-beam'  by  the  draught  or  power  of  the 

means  of  the  lever  or  arm  I,  in  connection  team,  substantially  as  set  forth, 

with  the  chain  J,  wheel  K,  and  lever  h,  these  2.  In  a  wheel-plow,  the  combination,  with 

parts  operating  together,  substantially  as  and  a  ground-wheel,  a  swing-axle,  and  a' plow- 


for  the  purpose  described.    -  beam  connected  to  the  latter,  of  dutch  i 

5.  Hinging  the  fobt-board  M  to  the  plow-  aniem  connected  to  the  axle,  and  adapted,  b§ 

frame,  as  described.  engagement  with  the  wheel,  to  utilize  the 

•6.  Securing  the  tongue  or  draught-pole  to  draught  of  the  team  in  turning  the  swjna- 

the  foot-board  M,  in  the  manner  and  for  the  axle  into  upright  position,  and  thereby  rairn 

purpose  described.  the  plow-beam,  substantially  as  set  fortK 

7.  The  sliding  plow-standard  B\  guide-  3.  In*  wheel-plow,  the  combination,  with 
block  O,  lever  Ax,  and  notched  seat-standard  a  ground-wheel,  a  swing-axle,  and  a  plow- 
C,  when  used  together  and  in  connection  with  beam  connected  to  the  latter,  of  a  frictUm- 
the  other  parts.  clutch  connected  to  the  axle,  and  adapted,  by 

8.  Connecting  the  lever  L  with  the  tongue  contact  with  the  wheel,  to  turn  the  axle  into 
or  draught-pole  by  fastening  it  to  the  foot-  upright  position,  and  thereby"  raise  the  plow- 
board,  the  whole  operating  together  substan-  beam  by  aid  of  the  draught  of  the  team,  sub* 
Ually  as  and  for  the  purpose  set  forth.  stantially  as  set  forth. 

The  answer  sets  up,  among  other  defenses,  noninfringement,  and 
that  the  re-issued  patent  is  invalid  because  not  for  the  same  invention 
as  the  original.  On  a  hearing  on  proofs  the  circuit  court  entered  a  de- 
cree, which  finds  that  the  equities  are  with  the  defendants,  and  that 
they  do  not  infringe  on  the  rights  of  the  plaintiff,  and  dismisses  the  bill. 
The  plaintiff  has  appealed  to  this  court. 

By  the  opinion  of  the  circuit  court  in  the  case  (11  Biss.,  405)  it  ap- 
pears that  the  defenses  of  noninfringement  and  of  the  invalidity  of  the 
reissue  were  sustained.  Infringement  is  not  asserted  in  this  court  as 
to  any  claim  of  the  re-issue  but  the  first. 

In  regard  to  the  subject  matter  of  that  claim,  the  specification  ofthe 
re-issue  states  that  the  invention  consists — 

1.  In  *  *  *  the  combination,  with  a  swing-axle  and  ground  or  carrying  wheel, 
of  friction -clutch  mechanism  and  means  for  engaging  and  disengaging  the  latter 
with  the  ground  or  carrying  wheel,  said  parts  being  constructed  and  adapted  to  raise 
the  plow  by  locking  the  swing-axlo  to  the  carrying- wheel  by  friction-clutch  engage- 
ment, and  raise  the  plow-beam  by  the  draught  or  power  of  the  team.    *    *    * 

The  first  claim  of  the  re-issue  uses  the  same  language,  with  the  prefix 
of  the  words  "  In  a  wheel-plow,"  and  the  addition  at  the  end  of  the  words 
41  substantially  as  set  forth."  The  other  alterations  made  in  the  specifi- 
cation are  that  "  ^an^-plow"  is*  changed  into  "  wheel-plow,"  "  iron  axle19 
into  "journal,"  and  »c  hinged  board"  into  "  swing-axle." 

The  first,  claim  of  the  original  patent  is  for  a  combination  of  the  lever 
P  with  the  rod  Q  and  the  brake  B.  When  force  is  applied  to  the  lever 
P,  motion  is  communicated  through  the  rod  Q  to  the  brake  B,  which 
brake  acts  on  the  periphery  of  one  cf  the  two  supporting  or  carrying 
wheels  F,  the  axle  of  which,  c,  is  attached  to  a  hinged  board,  G,  and 
by  the  action  of  the  brake  the  hinged  board  is  changed  from  a  hori- 
;ontal  position  to  a  vertical  position,  and  the  effect  is  to  facilitate  the 
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operation  of  lifting  the  plows  oat  of  the  ground.  The  first  claim  of  the 
original  patent  covers  only  the  combination  of  the  three  specific  de- 
vices— the  lever  P;  the  rod  Q,  and  the  brake  R.  The  first  claim  of  the 
re-issue  calls  the  brake  R  "  friction-clutch  mechanism,"  and  calls  the 
lever  P  and  the  rod  Q  "  means  for  engaging  and  disengaging  the  latter 
with  the  ground  or  carrying  wheel,"  and  then  claims  the  combination 
of  four  things :  (1)  Friction-clutch  mechanism ;  (2)  means  for  engaging 
and  disengaging  it  with  the  ground  or  carrying  wheel ;  (3)  a  swing- 
axle  ;  (4)  a  grouud  or  carrying  Wheel. 

The  hinged  board  6  of  the  plaintiff's  original  patent  is  10  or  12 
inches  wide,  and  at  each  end  of  it  is  a  spindle  for  one  of  the  two  ground 
or  carrying  wheels  to  run  on,  the  spindles  being  in  line  with  one  edge  of 
the  hinged  board.  The  forward  ends  of  the  plow-beams  are  attached 
by  joints  to  what  is  the  back  edge  of  the  hinged  board  while  that  board 
is  horizontal,  so  that  when  it  comes  to  be  vertical  by  the  action  of  the 
brake  and  the  forward  movement  of  the  team  the  forward  ends  of  the 
plow-beams  are  raised  in  height  a  distance  equal  to  the  width  of  the 
hinged  board,  lifting  the  plows. 

The  defendants9  machine  is  thus  described,  in  the  opinion  of  the  cir- 
cuit court,  and  the  description  is  conceded  by  the  counsel  for  the  plain- 
tiff to  be  a  fair  one : 

The  defendant*'  machine  is  a  wheel  or  snlky  plow,  with  a  bent  or  cranked  iron  axle 
upon  which  the  plow-beams  are  pivoted  at  about  two-thirds  of  the  distance  from  the 
forward  end  to  the  colter,  so  that  the  plow  is  nearly  balanced  npon  the  axle  or 
crank,  and  the  arrangement  of  the  mechanism  is  such  that  when  the  plow  is  running 
or  operating  in  the  ground  the  crank  part  is  in  a  horizontal  position,  and  when  it  is 
desired  to  raise  the  plows  out  of  the  ground,  the  crank  is  turned  upward  toward  a 
vertical  position,  whereby  the  forward  ends  of  the  beam  are  raised  until  tho  point  of 
the  plow  runs  out  of  tho  ground.  After  the  forward  end  of  the  beam  has  risen  to  a 
certain  point  it  strikes  a  stop,  so  that  when  the  crank  has  resumed  a  vertical  position 
the  plow  is  balanced  across  the  crank  part  of  the  axle,  thus  sustaining  the  plow  at 
the  height  above  the  ground  of  the  crank  when  in  a  vertical  position.  This  turning 
of  the  orank-axle  so  as  to  lift  the  plow  is  accomplished  by  a  friction  band  or  brake, 
which  is  made  to  engage  with  an  inner  extension  of  the  hub  of  one  of  the  carrying- 
wheels,  so  that  as  the  wheel  moves  forward  it  causes  the  crank-axle  to  turn  upward 
from  a  horizontal  to  a  vertical  position. 

The  circuit  court  was  of  opinion  that  if  the  state  of  the  art  was  such 
as  to  entitle  Davenport  to  a  broad  claim  for  any  device  by  which  the 
plow  is  lifted  by  the  power  of  the  team  through  a  brake  or  friction- 
clutch,  the  defendants'  machine  would  infringe;  but  the  court  found 
that  prior  to  Davenport  devices  had  been  used  in  agricultural  imple-' 
ments  for  utilizing  by  means  of  a  brake  the  motion  of  the  carrying- 
wheel  through  a  crank-axle  in-  raisiug  operative  parts  of  the  machine 
from  the  ground,  which  devices  were  so  alike  in  structure  and  so  anala- 
gousin  use  to  those  of  Davenport  as  to  require  his  claims  to  be  limited 
to  his  specific  devices.  In  view  of  those  prior  devices  the  court  held 
that  the  defendants7  friction-band  could  not  be  regarded  as  tho  same 
i  for  engaging  and  disengaging  the  carying- wheel  and  the  axle  as 
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the  brake  of  Davenport,  and  that  the  defendants'  crank-axle  was  not  the 
plaintiff's  hinged  board.    In  these  views  we  concur. 

The  reissue  was  applied  for  more  than  thirteen  years  after  the  origi- 
nal was  granted,  and  after  the  defendants  had  begun  to  make  machines 
of  the  pattern  now  complained  of.  The  original  patent  did  not  make  a 
swing-axle  and  a  carrying-wheel  elements  in  the  combination  of  the  first 
claim  of  that  patent.  The  re-issue  was  evidently  taken  to  cover  the  de- 
fendants' machine,  which  did  not  infringe  the  first  claim  of  the  original 
patent,  because  it  did  not  have  the  Davenport  brake  B.  No  mistake  or 
inadvertence  is  shown.  The  plaintiff,  in  his  testimony  as  a  witness,  as- 
signs as  a  reason  for  the  reissue  that  he  thought  there  "  was  a  mistake 
and  a  deficiency  in  the  patent;"  that  he  did  not  consider  that  other 
manufacturers  respected  it;  that  he  considered  it  deficient  because  it 
applied  the  friction-brake  to  the  periphery  of  the  wheel,  and  that  he 
believed  the  patent  was  entitled  to  cover  different  friction-clutch  de- 
vices, so  as  to  be  a  better  protection  against  infringers. 

Without  pursuing  the  subject  further,  we  are  of  opinion  that,  within 
numerous  decisions  of  this  court,  the  re-issued  patent  is  invalid  as  re- 
spects its  first  claim. 

Decree  affirmed. 


[United  States  Circuit  Court-Eastern  District  of  Missouri.] 

Steam  Gauge  and  Lantern  Company  et  al.  v.  Saint  Louis  Bail- 
way  Supplies  Manufacturing  Company. 

Decided  December  13,  1886. 

38  0.  G.,  107. 

1.  Ibwin— Lamps. 

Neither  the  first  claim  of  Letters  Patent  No.  104,318,  granted  Jane  14,  1870,  to 
John  H.  Irwin,  for  an  improvement  in  lanterns,  nor  the  first  and  eeeond  claims  of 
Letters  Patent  No.  151,703,  granted  Jane  9, 1874,  to  the  same  party,  for  an  im- 
provement in  lamps,  is  infringed  by  a  lantern  constructed  without  an  annular 
chamber,  and  in  which  the  devices  for  preventing  the  extinguishment  of  the 
flame  through  the  globe  while  the  lantern  is  being  oscillated,  and  for  famishing 
at  the  same  time  a  full  supply  of  fresh  air,  are  not  the  mechanical  equivalents  of 
the  patentee's  structure. 

2.  Construction  of  Patents. 

There  may  be  many  modes  of  effecting  a  desired  result,  but  every  patent  must 
rest  upon  its  mechanical  devices  therefor. 

Mr.  Benjamin  F.  Thurston,  Mr.  Edwin  8.  Jenney,  and  Messrs.  Hough, 
Overall  &  Judson  for  the  complainant. 
Mr.  Paul  Bakevoell  and  Mr.  John  O.  Chandler  for  the  defendant. 

Treat,  J.  : 

This  case  has  been  kept  nnder  consideration,  not  from  any  intrinsic 
lifflcnlty,  bat  in  the  expectation  that  many  other  cases  involving  like 
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controversies  might  be  presented,  so  that  all  of  them  might  be  deter- 
mined without  needless  repetition.  Inasmuch,  however,  as  that  result 
can  not  be  effected,  it  becomes  the  dnty  of  the  court  to  decide  the  only 
case  now  submitted  to  it. 

There  is  really  no  question  as  to  the  validity  of  the  patents  on  which 
complainants  rest  their  demand.  The  original  conception  by  Irwin 
looked  to  the  use  of  an  ascensive  current  from  the  globe  with  a  supply 
of  atmospheric  air  which  would  feed  the  air-cup.  This  arrangement 
would  prevent  the  extinguishment  of  the  flame  by  puffs  of  air,  vertically 
or  otherwise,  and  still  preserve  a  fresh  supply  of  air  to  the  burner.  It 
is  obvious,  however,  that  that  plan  caused  the  partially-consumed  air 
to  enter  into  the  feed-supply,  thus  diminishing  its  requisite  force.  The 
problem  was  to  have  in  a  globe  lauterfi  the  ascensive  current  operate 
with  an  injector,  so  as  to  feed  the  flame  by  an  irreversible  current  It 
having  been  ascertained  that  the  object  to  be  effected  could  not  thus 
be  accomplished,  Patent  No.  104,318,  dated  June  14, 1870,  was  obtained. 
That  patent  specified  an  annular  chamber  with  fresh-air  inlets,  as  de- 
scribed therein.  In  it  the  ascensive  current  is  discharged  into  the  open 
air  with  deflecting- plates  to  prevent  the  extinguishment  of  the  flame  in 
the  globe.  It  is  supposed  by  the  patentee  that  the  fresh  air  supply  be- 
low the  annular  chamber,  in  its  connection  with  the  deflecting-platesof 
the  hot-air  discharge,  should  occupy  relative  distances  each  to  the  other. 
The  annular  chamber,  with  its  relative' distances  as  to  the  air-discharge 
and  the  cold-air  feed,  seems,  in  the  progress  of  the  art,  to  have  been 
deemed  not  essential.  Hence  a  new  patent  was  had— viz,  No.  151,703, 
dated  Jnne  9, 1874 — for  an  open-air  supply  disconnected  from  an  annular 
chamber  with  an  injector  at  the  end  of  each  tube. 

It  is  obvious  that  all  these  experiments  by  Irwin  and  others  looked 
to  two  results — first,  the  non-extinguishment  of  the  light  in  the  lantern 
by  vertical  or  lateral  puffs,  and,  second,  by  a  full  supply  of  fresh  air  to 
feed  the  flame  while  its  non-extinguishment  was  secured.  The  first 
patent,  No.  89,770,  dated  May  4, 1869,  not  being  effective,  the  second 
patent,  No.  104,318,  dated  June  14, 1870,  was  obtaiued  with  its  annular 
chamber,  and  that  not  being  practically  operative  Patent  No.  151,703, 
dated  Jane  9, 1874,  was  had. 

Without  disputing  the  validity  of  the  aforesaid  patents,  this  court 
is  called  upon  to  decide  whether  the  defendant's  devices  infringe  upon 
either  the  first  claim  of  Patent  No.  104,318  and  the  first  and  second 
claims  of  Patent  No.  151,703.  Certainly  the  defendant's  lantern  does 
not  have  the  annular  chamber.  The  devices  by  defendant  to  effect  the 
desired  end  are  mechanically  and  otherwise  entirely  distinct  from  com- 
plainants' patents.  Hence,  as  complainants'  right  of  action  depends 
upon  the  infringement  by  the  defendant  of  their  patented  devices,  it 
becomes  necessary  to  ascertain  whether  the  defendant's  devices  are 
mechanical  equivalents  of  the  complainants.     There  i^j^Jbfo  many 
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modes  of  effecting  a  desired  result,  and  each  patent,  like  these,  most 
rest  on' their  mechanical  devices  therefor.  The  two  ends  to  be  sought 
were  the  nou  extinguishment  of  the  flame  through  the  globe  while  the 
lantern  was  oscillated,  and  at  the  same  time  fnrnish  a  fall  air-supply 
for  the  flame.  As  already  indicated,  Irwin  received  patents  for  devices 
to  effect  those  ends.  The  defendant,  however,  uses  none  of  those  de- 
vices. It  effects  the  desired  result  by  other  and  different  methods  from 
those  indicated  in  the  complainants'  respective  patents. 
Hence  the  cause  is  dismissed. 


[United  State*  Circuit  Court— Northern  District  of  Illinois.] 

WOLLENSAK  V.  EEIHEE. 

Decided  July  26,  1886. 

38  O.  G.,  107. 
8ET-8CREW8. 

Letters  Patent  No.  278,750,  of  June  5,  1883,  to  Jobu  F.  Wollensak,  for  an  im- 
proved set-screw,  sustained,  and  found  infringed. 

Messrs.  Banning  <£  Banning  for  the  complainant. 
Mr.  Charles  T.  Brown  for  the  defendant 

BLODGETT,  J.; 

This  is  a  bill  for  an  injunction  and  accounting  by  reason  of  the  al- 
leged infringement  of  Patent  No.  278,759,  granted  Jane  5, 1883,  to  the 
complainant  for  an  improved  set-screw.  The  scope  and  object  of  the 
invention  is  set  out  in  the  specifications  as  follows : 

My  invention  relates  to  that  class  of  screws  known  as  "  set "  or  "  thumb  "  screws, 
and  its  object  is  the  providing  of  means  to  prevent  that  portion  of  the  screw  which 
is  operated  on  by  the  hand  from  becoming  detached  and  lost. 

And  the  improvement  consists  in  attaching  a  lag  to  the  male  screw, 
so  that  after  the  male  screw  enters  the  female  screw  this  lag  or  spar  is 
bent  downward  to  a  position  where  it  will  engage  upon  a  lag  or  nib 
upon  the  outer  shell  of  the  female  screw,  whereby  the  male  screw  can 
only  be  turned  until  this  lag  or  spar  comes  in  engagement  upon  that 
on  the  outer  shell  of  the  female  screw.    The  claims  of  the  patent  are : 

1:  A  set-screw  consisting  of  a  male  and  female  screw,  provided  with  lugs  designed 
to  prevent  their  entire  separation,  substantially  as  described. 

2.  The  male  screw  A,  provided  with  a  lug,  a',  in  combination  with  the  female 
screw  B,  provided  with  a  lug,  b,  substantially  as  described,  aud  for  the  purpose  set 
forth. 

The  chief,  if  not  the  only,  use  to  which  the  invention  has  so  fieur  been 
pplied  has  been  to  fasten  the  lifting  rod  of  a  transom  so  as  to  hold  the 
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transom  open  or  dosed,  the  lags  described  preventing  the  set-screw 
from  being  removed  by  a  child  or  other  person  who  might  meddle  with 
it.  Defendant  admits  that  he  has  made  and  used  thumb-screws  con- 
structed substantially  as  described  in  the  patent,  bat  insists  that  he 
ceased  doing  so  immediately  after  this  suit  was  commenced. 

As  there  is  no  evidence  in  the  case  showing  or  tending  to  show  that 
this  device  is  not  both  new  and  useful  and  the  infringement  is  clearly 
made  out,  there  mast  be  a  decree  for  an  accounting  and  injunction  in 
favor  of  complainant. 


(Supreme  Coort  of  the  United  States.] 

SUTTEB  EX  AX.  V.  BOBIN80N  ET  AX. 

DeMtd  Deem**  20,  1886. 

X  Roanrsos— Apparatus  for  8tsamino  Leap-Tobacco. 

Letter*  Patent  No.  216}383f  granted  Jane  10, 1879,  to  Abraham  Robinson,  for  aa 
improved  apparatus  for  steaming  leaf-tobaooo,  oonstrned  and  limited  to  the  snb- 
atitotion  of  a  wooden  vowel  for  holding  tobacco  while  being  resweated  in  plaoa 
of  a  metallic  one. 
2.  Samk— Anticipation. 

Even  this  construction  in  patentee's  apparatus,  if  equivalent  to  the  cases,  bozos 
or  packages  in  which  tobacco-leaves  are  originally  paoked  by  the  producer,  has 
been  anticipated  by  various  persons, 
a.  Same— Sake. 

It  is  also  described  in  Letters  Patent  No.  38,689,  granted  July  11, 1865,  to  W. 
W.  Hose,  for  an  improved  process  for  curing  tobacco. 
4.  Matter  Excluded  by  Amendment  can  hot  Bead  ixto  a  Patent. 

A  patentee  having  in  compliance  with  the  requirements  of  the  Patent  Office 
excluded  by  amendment  certain  matter  from  his  original  specification  is  not  at 
liberty  to  insist  upon  a  construction  of  his  patent  which  will  include  what  he 
was  expressly  required  to  abandon  and  disavow  in  it. 

Appeal  from  the  Circuit  Court  of  the  United  States  for  the  Northern 
District  of  Illinois. 

Mr.  Ephraim  Banning,  Mr.  Thomas  A.  Banning,  and  Mr.  JET.  A.  B&n- 
ning  for  the  appellants. 
Mr.  John  W.  Munday  and  Mr.  Edmund  Adcoch  for  the  appellees. 

Mr.  Justice  Matthews  delivered  the  opinion  of  the  Court 
This  is  a  bill  in  equity,  filed  by  Isaac  Robinson  and  Abraham  Bob* 
inson,  against  the  appellants  to  restrain  an  alleged  infringement  of 
letters  patent  granted  by  the  United  States  to  Abraham  Robinson  on 
June  10,  1879,  for  an  improved  apparatus  for  resweating  tobacco. 
The  defenses  relied  on  are  that  the  patent  is  invalid  for  want  of  nov- 
elty, and  a  denial  of  th£  alleged  infringement    The  specification  and 
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claims  of  the  patent,  with  reference  to  accompanying  drawings,  are  as 
follows : 

Figure  1  is  a  top  or  plan  view  of  an  apparatus  embodying  my  improvements,  and 
Fig.  3  is  a  vertical  central  section  of  the  steam-receiver  and  tobacco-bolder. 


\mmmmmmm,  mmmmmmmw/rm  \ 


Like  letters  of  reference  indicate  like  parts. 

It  is  usual  to  soften  the  leaves  of  tobacco,  *s  is  well  known,  in  order  to  prepare  them 
for  being  manufactured  into  cigars  and  other  manufactured  goods,  and  to  br'ng  out  a 
good  and  uniform  color.  This  has  been  done  heretofore  in  various  ways.  ^id  among 
others,  by  dampening  the  leaves  and  exposing  them  to  heat  while  in  that  condition. 

The  object  of  this  invention  is  to  provide  improved  means  for  exposing  the  leaves 
to  the  action  of  steam  for  the  purposes  above  set  forth ;  and  to  that  end  my  invention 
consists  of  a  tobacco-holding  vessel  made  of  wood  sufficiently  porous  to  permit  the 
steam  to  percolate  through  it,  in  combination,  substantially  as  hereinafter  described, 
with  a  steam-generating  apparatus  and  a  steam-receiving  chamber  surrounding  the 
vessel  containing  the  tobacco. 

I  am  aware  that  the  general  structural  plan  of  the  apparatus  hereinafter  described 
is  old,  and  I  do  not,  therefore,  here  intend  to  claim  the  same  independently  of  a  tobacco- 
receiving  vessel  made  of  wood  sufficiently  porous  to  permit  the  steam  to  percolate 
through  it,  as  and  for  the  purposes  set  forth,  the  said  wooden  vessel  constituting,  as 
I  believe,  an  improvement  upon  the  apparatus  heretofore  in  use,  for  the  reason  that, 
in  employing  wood  instead  of  metal  in  the  construction  of  the  said  vessel,  the  tobacco 
is  prevented  from  being  tainted,  and  may  be  kept  continually  moist  by  the  action  of 
the  steam,  instead  of  being  merely  heated  and  sweated  by  it,  or  steamed  only  by  the 
generation  of  steam  in  the  same  vessel  containing  the  tobacco,  it  being  obvious  that, 
if  the  tobacco-receiving  vessel  be  made  of  metal,  as  heretofore  in  devices  of  this  class, 
the  steam  in  an  outer  surrounding  vessel  wonld  merely  heat  the  tobacco  and  sweat  it 
without  imparting  new  moisture  to  it.  Neither  do  I  here  intend  to  claim  the  process, 
as  such,  of  steaming  tobacco. 

In  the  drawings,  A  represents  an  "ordinary  boiler  for  generating  steam.  B  is  a  tank 
or  vessel  for  receiving  the  steam  g  enerated  by  the  boiler  A.    C  is  a  tight  wooden  ves- 
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■el  for  receiving  the  tobacco  to  be  treated.  This  vessel  should  be  provided  with  a 
tight-fitting  cover,  a.  I  make  the  veasel  C  of  wood,  as  an  essential  feature  of  my  in- 
vention, in  order  that  the  steam  may  sweat  or  percolate  through  it  from  the  tank  B, 
and  so  that  the  tobacco  will  not  be  tainted  by  contact  with  metal.  The  vessel  C  is 
enough  smaller  than  the  tank  B  to  be  suspended  in  the  latter  and  leave  an  annular 
apace,  ft,  between  the  two,  as  well  as  a  space  underneath  the  bottom  of  the  vessel  C, 
as  shown.  The  space  b  should  also  be  covered.  In  order  to  provide  a  cover  for  the 
apace  ft,  and  also  suspend  the  vessel  C  firmly  in  the  tank  B,  I  employ  an  annular  rim 
or  lid,  c,  having  an  upwardly-turned  flange,  o*,  fitted  to  the  vessel  C,  and  a  downwardly- 
turned  flange,  c",  fitted  to  the  tank  B,  screws  or  other  fastenings  passing  through  the 
flanges  into  the  parts  to  which  they  are  fitted ;  but  it  is  not  essential  that  these  flanges 
should  be  continuous  or  extend  entirely  around  the  vessel.  Neither  is  it  essential 
that  the  flanged  portions  of  the  lid  o  should  be  continuous,  or  in  the  same  piece  with 
the  remaining  part  of  the  said  lid.  It  is,  in  fact,  much  the  easier  way  to  make  the 
flanged  portions  separately  from  the  lid  proper,  and  I  have  represented  them  as  made 
in  that  manner. 

I  do  not,  however,  here  intend  to  be  restricted  to  any  particular  way  of  applying 
the  lid  o  and  suspending  the  vessel- C,  as  both  may  be  done  in  various  suitable  ways, 
but  I  deem  the  manner  shown  to  be  the  best. 

D  is  a  steam-pipe  leading  from  the  upper  part  of  the  boiler  A  into  the  upper  part  of 
the  space  b,  and  E  is  a  water-pipe  leading  from  the  lower  part  of  the  said  space  into 
the  lower  part  of  the  boiler.  To  use  this  apparatus  for  the  purpose  for  which  it  is 
intended,  the  water  in  the  boiler  should  be  heated  until  steam  is  generated.  The  to- 
bacco to  be  treated  should  be  placed  in  the  vessel  C  and  covered,  the  tobacco  being 
then  in  the  condition  in  which  it  exists  when  taken  from  the  cases  or  packages  in 
which  it  may  have  been  packed  by  the  producers  or  shippers. 

The  water,  as  well  as  the  steam,  will  enter  the  space  b  and  produce  a  sufficient  tem- 
perature in  the  vessel  C  to  sweat  the  tobacco  therein,  the  steam  producing  moisture 
ia  the  vessel  C  by  a  sweating  or  percolating  through  it  from  the  space  b  in  addition  to 
the  moisture  originally  in  the  tobacco  before  it  was  confined  in  the  vessel.  The  steam 
which  enters  the  space  b  through  the  pipe  D,  finding  a  lower  temperature  in  the  said 
space  than  in  the  boiler,  becomes  condensed,  and  is  added  or  returned  to  the  volume 
of  water  which  flows  from  the  said  space  into  the  boiler,  and  thus  keeps  the  latter 
aupplied.    A  circulation  of  water  and  steam  is  also  kept  up  to  a  certain  extent. 

In  a  building  where  steam  is  supplied  through  pipes,  the  steam  may  be  conducted 
into  the  space  b  from  the  boiler  which  supplies  the  steam  wherever  the  boiler  may  be 
situated.  The  tobacco  should  be  exposed  to  this  treatment  from  three  to  eight  days, 
according  to  the  result  desired  to  be  produced,  and  it  will  thus  be  rendered  soft  and 
pliable,  and  of  a  uniform  and  dark  color,  without  being  in  any  way  injured.  The  to- 
bacco prepared  in  this  manner  may  be  manufactured  into  various  articles,  like  cigars 
and  cigarettes. 

I  deem  it  preferable  to  make  the  tank  B,  as  well  as  the  tank  C,  of  wood,  so  as  to 
prevent  tainting  the  tobacco,  and  so  as  to  render  the  apparatus  capable  of  treating 
large  quantities  of  tobacco  at  the  same  time,  and  without  making  the  apparatus 
heavy  and  expensive,  and  to  employ  a  boiler  wholly  detached  from  the  tank  B,  ex- 
cepting by  the  steam  and  water  pipes  connecting  the  same,  thus  enabling  me  to  make 
the  outer  or  larger  tank  of  wood  without  exposing  it  to  danger  from  fire.  A  detached 
boiler  amply  sufficient  to  be  employed  in  connection  with  very  largo  tanks  will  be 
comparatively  simple  and  cheap. 

Having  thns  described  my  invention,  what  I  claim  as  new,  and  desire  to  secure  by 
Letters  Patent,  is— 

1.  The  apparatus,  substantially  as  described,  for  treating  tobacco,  to  wit:  the  tight 
vessel  or  tank  B,  the  tight  vessel  C,  made  of  wood  and  suspended  in  the  tank  B,  and 
a  steam  generator  or  heater,  all  combined  and  operating  together,  substantially  as 
and  for  the  purposes  specified. 
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2.  The  combination  of  the  boiler  A,  the  tight  tank  By  made  ofwood,  the  tight  Tea- 
sel C,  made  of  wood  and  suspended  in  the  tank  B,  and  the  pipes  D  and  E,  entering 
the  tank  B  and  the  boiler,  ail  arranged  and  operating  substantially  as  and  for  the  pur- 
poses specified'. 

On  the  heating  in  the  circuit  conrt  it  was  fotfnd  upon  the  evidence 
that  the  device  used  by  the  defendants  differed  from  that  of  the  com- 
plaipants,  as  described  in  the  patent,  only  In  this  respect,  that  the  de- 
fendants' tobacco-holder  is  not  made  ti  jbt,  so  as  to  exclude  moisture  ex- 
cept through  the  pores  of  the  wood,  the  defendants  using  the  ordinary 
tobacco-cases  in  which  the  leaf-tobacco  comes  packed  to  hold  the  to- 
bacco during  the  process  of  reswearing.  It  was  contended  on  the  part 
of  the  defendants  that  this  was  a  substantial  difference,  because  the 
complainants'  claim  required  their  tobacco-holder  to  be  tight,  while  that 
of  the  defendants  was  not.  In  disposing  of  the  case  upon  this  point  the 
judge  holding  the  circuit  court,  in  his  opinion,  said: 

The  essential  feature  of  complainants'  invention  consists  in  subjecting  the  mass  of 
leaf-tobacco  to  moisture  and  heat  in  a  comparatively  olose  wooden  box  for  a  sufficient 
time  to  have  it  undergo  the  process  of  resweating,  and  it  is  no  answer  to  complain- 
ants' charge  of  infringement  of  their  patent  to  say  that  defendants'  box  is  not  quite 
so  tight  as  that  complainants  deem  desirable  or  necessary  for  the  most  satisfactory 
operation  of  their  device.    {Bobi*$on  v.  Suiter,  10  Bissell,  100 ;  S.  C,  8  Fed.  Rep.,  838.) 

The  issue  as  to  novelty,  upon  the  proof,  was  also  decided  against  the 
defendants,  for  the  reason  that  the  two  devices  relied  upon— one  de- 
scribed in  the  Oppelt  patent  of  June  16, 1874,  and  the  other  in  the  Wen- 
deroth  patent  of  July  16, 18T8-- both  use  metal  tanks  and  a  metal  to- 
bacco-holder. It  was  shown  that  contact  with  metal  taints  am)  injures 
the  tobacco  operated  upon,  and  that  the  free  admission  of  steam  wets 
and  to  some  extent  cooks  the  tobacco,  and  the  conclusion  of  the  circuit 
court  was  that — 

the  porous  wooden  tobacco-holder  devised  by  Robinson  seems  from  the  proof  to  stimu- 
late that  slow  fermentation  and  action  in  the  constituent  elements  of  the  leaf  which 
is  required  to  make  the  whole  mass  homogeneous. 

Upon  a  showing  made  by  the  defendants  a  rehearing  of  the  cause 
was  granted  and  further  proofs  taken.  Upon  that  hearing  it  was  made 
clearly  to  appear  from  the  testimony  that  the  artificial  resweating  of 
tobacco  had  been  effected  long  prior  to  the  application  for  the  complain- 
ants' patent  by  means  of  the  application  of  steam  in  a  chamber  adapted 
for  that  purpose,  applied  to  the  tobacco  while  in  the  ordinary  tobacco- 
cases  in  which  the  leaf-tobacco  comes  packed,  just  as  the  defendants 
were  found  to  have  practiced.  The  case,  however,  was  decided  against 
the  defendants  upon  another  ground,  as  appears  from  the  opinion  of 
the  judge  holding  the  circuit  court.  (Robinson  v.  Sutter,  11  Fed.  Rep., 
798.)    He  said : 

The  distinctive  feature  of  complainants'  device  for  resweating  tobacco  is  the  water- 
tank  in  the  bottom  of  their  outer  chamber,  so  that  by  keeping  this  water  at  the  proper 
temperature  the  atmosphere  of  the  outer  chamber  can  be  kept  warm  and  humid, 
whereby  the  process  of  resweating  will  be  induced  and  carried  on  to  whatever  extent 
hall  be  deemed  desirable. 
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The  devices  used  prior  to  Robinson's  invention,  and  proven  as  antici- 
pations which  would  avoid  his  patent  for  want  of  novelty,  were  found 
not  to  meet  that  point  in  the  description  of  the  complainants'  device, 
inasmuch  as  the  outer  tauk  in  each,  into  which  the  steam  entered  for 
the  purpose  of  heatiug  and  moistening  the  tobacco,  bad  specific  provi- 
sion made  in  it  for  drawing  off  the  water  formed  by  condensation  of  the 
steam,  instead  of  being  arranged  so  as  to  hold  a  body  of  water  in  order 
to  equalize  and  maintain  the  temperature  of  the  vapor  in  the  room  or 
tank. 

The  defendants  bad  also  introduced  in  evidence  as  an  anticipation  a 
patent  granted  in  1865  to  one  Huge.  His  invention  is  described  in  bis 
specification  as  follows : 

I  take  the  tobacco,  by  preference,  after  it  baa  been  desiccated  and* packed  in  the 
usual  manner  in  hogsheads  or  cases,  and  which  it  is  well  known  are  not  by  any  means 
go  close  as  to  exclude  steam.  I  place  these  hogsheads  or  cases,  or  both,  in  a  chamber 
of  convenient  sise,  and  which  can  be  closed  np  steam-tight,  and  I  then  introduce 
beat  and  moisture  by  means  of  steam  apparatus,  such  as  generally  employed  for  heat- 
ing buildings,  the  coils  or  congeries  of  pipe  being  arranged  in  any  suitable  manner 
for  a  proper  distribution  of  the  heat.  Some  of  the  pipes— about  one-half  of  theni— are 
to  be  pierced  with  very  small  holes,  to  permit  the  escape  of  steam  into  the  chamber. 
It  will  be  found  best  to  raise  and  maintain  the  tem{>crature  at  about  150°  Fahrenheit, 
and  for  about  forty-eight  hours  for  tobacco  which  has  beon  well  desiccated,  a  longer 
time  being  required  when  treated  before  it  has  been  well  dried.  At  the  end  of  the 
time  specified  the  tobacco  should  be  examined,  and  so  soon  as  nicotine  is  well  devel- 
oped, which  will  be  indicated  by  the  evolution  of  ammonia,  the  steam  must  be  sbnt 
off,  the  chamber  opened,  the  hogsheads  or  cases  opened,  the  tobacco  all  opened  and 
shaken,  and  thoroughly  dried,  which  is  best  done  in  an  open  and  well -ventilated 
room,  and  after  it  has  been  well  dried  the  tobacco  will  be  found  to  be  thoroughly 
cured  and  ready  for  nse,  and  fnrther  fermentation  so  completely  stopped  that  it  can 
be  repacked  and  kept  for  any  desired  length  of  time. 

In  this  way  I  avoid  all  the  evil  consequences  of  the  method  heretofore  practiced, 
while  at  the  same  time  it  will  enable  the  planter  to  put  his  crop  of  tobacco  in  market 
in  a  comparatively  short  space  of  time. 

What  I  claim  as  my  invention,  and  desire  to  secure  by  letters  patent,  is : 

The  process,  substantially  as  herein  described ,  of  curing  tobacco,  which  process 
consists  in  snbjecting  it  to  the  action  of  artificial  heat  and  steam  to  induce  the  re- 
quired fermentation  nntil  nicotine  is  evolved,  and  then  stopping  the  further  progress 
of  fermentation  by  opening  the  packages  and  thoroughly  drying  every  part,  substan- 
tially as  described. 

In  respect  to  this  the  circuit  court  said : 

As  for  the  Hose  patent  of  1865,  it  was  only  a  box  heated  with  steam-coils,  in  whiob 
the  tobacco  was  to  be  placed  and  heated  by  the  radiation  of  heat  from  the  pipes  and 
the  introduction  of  live  steam.    (11  Fed.  Rep.,  798. ) 

There  was  accordingly  a  decree  entered  in  favor  of  the  complainants 
for  an  injunction  and  for  the  recovery  of  $3,300.30  damages  found  by 
the  master.    The  defendants  have  brought  the  present  appeal. 

It  sufficiently  appears  from  the  evidence  that  if  the  essential  and  sole 
characteristic  of  the  complainants9  invention  consists  in  a  substitution 
of  a  close  wooden  box  to  hold  the.  tobacco  while  being  subjected  to  the 
process  of  resweating  for  metal  tobacco-holders  previously  in  use, 
either  the  nractice  of  the  defendants  in  nairnr  as  a  tobacco-holder  the 
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ordinary  tobacco-cases  iu  which  the  leaf-tobacco  comes  packed  daring' 
the  process  of  reswearing  is  not  an  infringement,  or,  if  it  be  so  held, 
the  complainants'  invention  was  anticipated  by  others  long  prior  to  its 
date.  This  is  shown  by  the  Huse  patent,  and  it  is  proven  to  have  been 
employed  by  others,  particularly  by  Louis  Specbt  in  the  tobacco  factory 
of  August  Beck  &  Co.,  in  Chicago.  It  only  becomes  important,  there- 
fore, to  consider  the  ground  finally  taken  in  support  of  the  decree,  which 
involves  the  question  whether  the  appellees  are  entitled  to  claim  the 
water-tank  in  the  bottom  of  the  outer  chamber,  and  the  use  of  water  in 
it,  whereby  the  atmosphere  of  the  outer  chamber  can  be  kept  warm  and 
humid,  so  that  the  process  of  resweating  may  be  induced  and  carried  on 
to  any  desirable  extent.  In  this  connection  it  becomes  important  to  con- 
sider the  proceedings  in  the  Patent  Office  in  the  granting  of  the  patent, 
as  shown  by  the  file- wrapper.  It  appears  from  the  transcript  of  the  rec- 
ord in  the  case  that  the  defendants  offered  in  evidence  a  copy  of  this 
file-wrapper  and  contents,  which  was  objected  to  as  incompetent  and 
not  sufficiently  verified.  No  ruling  of  the  circuit  court  seems  to  have 
been  made  upon  the  objection,  and  the  paper,  although  described  as 
marked  "  Defendants'  exhibit,  copy  of  the  file- wrapper  and  contents  of 
the  Robinson  patent,"  is  not  certified  as  a  part  of  the  evidence,  and  is 
not  contained  ia  the  transcript.  It  does  not,  therefore,  appear  that  the 
paper  was  ever  before  the  court  below  or  considered  by  it  in  the  hear- 
ing of  the  case.  In  this  court,  however,  on  the  hearing,  by  consent  of 
parties,  the  file- wrapper  and  contents  were  ordered  to  be  made  a  part 
of  the  record.  From  that  paper  it  appears  that  the  original  specifica- 
tion, on  which  the  application  for  a  patent  was  based,  declared  that 
the  petitioner  had  invented  certain  new  and  useful  improvements  in  the 
method  as  well  as  apparatus  for  steaming  leaf  tobacco.  In  setting  out 
the  object  of  the  invention  he  said  : 

The  object  of  this  invention  is  to  provide  suitable  means  whereby  the  leaves  may 
be  subjected  to  the  process  of  sweating  by  means  of  steam  or  water  under  the  influ- 
ence of  heat ;  and  to  that  end  my  invention  consists  of  that  process  and  in  the  appa- 
ratus by  means  of  which  I  carry  on  the  said  process,  substantially  as  hereinafter  spe- 
cified. 

It  was  also  stated  that— 

B  is  a  tank  or  vessel  for  containing  water  and  receiving  the  steam  generated  by  the 
boiler  A ; 

and  that — 

steam  may  also  be  generated  in  the  space  by  filling  tho  latter  partly  with  water  antl 
by  applying  heat  directly  to  the  bottom  of  the  tank  B.  A  good  result  will  be  accom- 
plished by  keeping  the  water  hot,  though  not  to  a  degree  sufficient  to  generate  steam 
to  any  appreciable  extent. 

The  claims  were  set  out  as  follows : 

1.  The  method  or  art,  substantially  as  described,  of  treating  tobacco,  to  wit :  by 
acing  the  leaves  in  a  tight  vessel  surrounded  or  partly  surrounded  by  a  chamber 
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for  containing  water,  and  subjecting  the  tobacco  to  heat  by  heating  the  water  in  the 
said  chamber  and  keeping  it  to  the  proper  temperature  by  means  of  beat  applied  to 
the  aaid  chamber  continuously  during  the  operation  of  sweating  the  leave*,  substan- 
tially as  and  for  the  purpose  specified. 

2.  The  method  or  art,  substantially  as  specified,  of  treating  tobacco,  to  wit,  by 
placing  the  leaves  in  a  tight  vessel  surrounded  by  a  steam  and  water  tight  chamber, 
and  by  introducing  steam  into  the  said  chamber,  substantially  as  and  for  the  purpose 


3.  The  apparatus,  substantially  as  described,  for  treating  tobacco,  to  wit,  the  tight 
vessel  or  tank  B,  the  tight  vessel  C,  made  of  wood  and  suspended  in  the  tank  B,  and 
a  steam  generator  or  heater,  all  combined  and  operating  together,  substantially  as 
and  for  the  purpose  specified. 

4.  The  combination  of  the  boiler  A,  the  light  tank  B,  made  of  wood,  the  tight  ves- 
sel C,  made  of  wood  and  suspended  in  the  tank  B,  and  the  pipes  D  and  E,  entering 
the  tank  B  and  the  boiler,  all  arranged  and  operating  substantially  as  and  for  the 
purpose  specified. 

This  application  was  filed  on  the  26tli  of  February,  1870,  and  rejected 
by  the  Patent  Office  on  the  6th  of  March,  1879. 

Thereupon  the  applicant  filed  certain  amendments  to  his  specification 
by  striking  ont  everything  that  related  to  the  method  or  process  for 
steaming  leaf  tobacco,  and  all  that  had  reference  to  the  use  of  water 
under  the  influence  of  heat,  as  contained  in  the  tank  B,  and  the  first 
two  claims.  Amendments  were  also  made  by  inserting  other  parts  of 
the  specification  as  it  now  stands,  among  others  the  following : 

I  make  the  yessel  C  of  wood,  as  an  essential  feature  of  my  invention,  in  orderthat 
the  steam  may  sweat  or  percolate  through  it  from  the  tank  B,  and  so  that  the  to- 
bacco will  not  be  tainted  by  contact  with  the  metal. 

And  also  the  following : 

The  steam  producing  moisture  in  the  vessel  C  by  sweating  or  percolating  through  it 
from  the  space  b,  in  addition  to  the  moisture  originally  in  the  tobacco  before  it  was 
confined  in  the  vessel. 

On  the  10th  of  April,  1879,  the  Examiner  informed  the  applicant  that 
he- 
should  specifically  set  forth  that  the  structural  plan  of  the  device  is  old,  and  that 
the  improvement  consists  alone  in  making  the  vessel  C  of  wood  instead  of  metal,  and 
sufficiently  porous  to  permit  the  steam  to  percolate  through  it. 

Thereupon  the  applicant  filed  an  amendment  by  inserting  the  fol- 
lowing: 

I  am  aware  that  the  general  structural  plan  of  the  apparatus  hereinbefore  de- 
scribed is  old,  excepting  that  the  vessel  C,  for  receiving  the  tobacco,  has  not,  so  far 
as  I  am  aware,  heretofore  been  made  of  wood,  but  of  metal.  The  making  of  the 
vessel  C  of  wood,  and  sufficiently  porous  to  permit  the  steam  to  percblate  through  it 
constitutes  the  essential  feature  of  this  invention.  When  metallic  vessels  are  em- 
ployed to  receive  the  tobacco,  it  is  liable  to  bo  tainted,  and  in  such  cases  is  merely 
heated,  but  not  subjected  to  the  moistening  influence  of  steam  or  vapor  percolating 
through  the  vessel  containing  the  tobacco,  as  when  this  vessel  is  made  of  wood  suf- 
ficiently porous  to  admit  of  that  result.  I  do  not,  therefore,  here  intend  to  claim  the 
general  structural  plan  of  the  said  apparatus  independently  of  a  vessel,  C,  made  of 
wood  sufficiently  porous  to  allow  the  steam  to  percolate  through  its-> 
22336  PAT 11 
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On  the  24th  of  April,  1879,  the  Examiner  wrote  to  the  applicant  as* 
follows : 

The  specification  should  be  amended  by  omitting  all  statements  that  the  applicant 
has  an  improved  process  or  is  the  inventor  of  such.  •  •  •  The  statement  of  inven- 
tion and  reference  to  the  state  of  the  art  both  require  correction,  as  the  invention  is 
an  improved  apparatus  only. 

Thereupon  farther  amendments  were  made,  resulting  in  the  specifi- 
cation and  claims  as  they  now  stand,  and  the  patent  was  granted. 

A  comparison  of  the  patent  as  granted  with  the  application  very  con- 
clusively establishes  the  limits  within  which  the  patentee's  claims  most 
be  confined.  He  is  not  at  liberty  now  to  insist  upon  a  construction  of 
his  patent  which  will  include  what  he  was  expressly  required  to  aban- 
don and  disavow  as  a  condition  of  the  grant  (Shepard  v.  Carrigato, 
116  XT.  S.,  593,  and  cases  there  cited).  It  appears,  therefore,  distinctly 
that  the  patentee  has  no  claim  for  a  process  of  steaming  tobacco  by 
means  of  steam,  or  steam  and  a  body  of  hot  water,  nor  by  any  process 
whatever.  His  invention  must  be  limited  to  the  apparatus,  and  as  to 
that  he  was  expressly  required  to  state  that  its  structural  plan  was  old 
and  not  of  his  invention.  What  is  meant  by  the  structural  plan  of  the 
apparatus  is  the  arrangement  of  the  vessels  for  holding  the  tobacco,  for 
confining  the  steam  and  water,  and  for  supplying  the  steam ;  and  the 
precise  improvement  which  is  alone  the  subject  of  the  patent  is  the  sub- 
stitution of  a  wooden  vessel  for  holding  the  tobacco  while  being  re- 
sweated  in  place  of  a  metallic  one.  So  that  the  ultimate  question  in  the 
case  is  reduced  to  this,  whether,  in  such  an  apparatus,  the  use  of  the  cases 
or  boxes  or  packages  in  which  the  tobacco-leaves  are  originally  packed 
by  the  producer  is  equivalent  to  the  wooden  tobacco-holder  mentioned 
in  the  complainant's  specification.  If  it  is  not,  there  is  no  infringement. 
If  it  is,  as  we  have  already  seen,  it  had  been  anticipated  for  many  years 
by  the  practice  of  other  persons.  It  is  expressly  described  in  the  Huse 
patent  of  1865,  where  the  inventor  states  as  follows: 

I  take  the  tobacco,  by  preference,  after  it  has  been  desiccated  and  packed  in  the 
usual  manner  in  hogsheads  or  cases,  and  which  it  is  well  known  are  not  by  any  means 
so  close  as  to  exclude  steam.  I  place  these  hogsheads  or  cases,  or  both,  in  a  chamber 
of  convenient  size,  and  which  can  be  closed  up  steam-tight,  and  I  then  introduce  heat 
and  moisture  by  means  of  steam  apparatus,  such  as  generally  employed  for  heating 
buildings,  the  coils  or  congeries  of  pipe  being  arranged  in  any  suitable  manner  for  a 
proper  distribution  of  the  heat.  Some  of  the  pipes— about  one-half  of  them— are  to 
be  pierced  with  very  small  holes,  to  permit  the  escape  of  steam  into  the  chamber. 

And  the  same  thing  was  done  at  the  establishment  of  August  Beck 
&  Co.,  in  Chicago,  before  the  date  of  Robinson's  application,  and  by 
several  others. 

For  these  reasons  we  are  of  opinion  that  the  decree  below  was  er- 
roneous. It  is  therefore  reversed,  and  the  cause  remanded,  with  in- 
structions to  dismiss  the  bill. 


Digiti 


zed  by  G00gle 


DECISIONS  OP  U.  8.  OOUBT8  IN  PATENT  CASES. 


163 


(Supreme  Court  of  too  United  States.) 

The  California  Abtificial  Stone  Paving  Company  v.  Scha- 

LICKB. 

Decided  December  20,  1886. 

38,  O.  O.,  329. 
Ihfrixgemekt. 

The  claims  of  Be  issued  Letters  Patent  No.  4,364,  granted  to  Scbillinger,  May  2, 
1871,  for  concrete  pavements,  are  not  infringed  by  a  concrete  pavement  laid  in 
strips  in  one  mass  from  the  cu  rb  inwardly  and  then  marked  crosswise  into  blocks 
with  a  blunt  marker  to  the  depth  of  about  one-sixteenth  of  an  inch  where  such 
marking. was  for  ornamentation  and  produced  no  free  joints  between  the  blocks. 

Appeal  from  the  circuit  court  of  the  United  States  for  the  district  of 
California. 

Mr.  M.  A.  Wkeaton  for  the  appellant 
Mr.  Emanuel  Eyre  for  the  appellee. 

Mr.  Justice  Blatchford  delivered  the  opinion  of  the  court. 

This  is  a  suit  in  equity  brought  by  the  California  Artificial  Stone 
Paving  Company,  a  California  corporation,  against  F.  W.  Schalicke  to  re- 
cover for  the  infringement  of  Re  issued  Letters  Patent  No.  4,364,  granted 
to  John  J.  Scbillinger,  May  2,  1871,  for  an  improvement  in  concrete 
pavements  on  the  surrender  of  original  letters  patent  No.  105,559,  granted 
to  Mm  July  19, 1870. 

The  specification  and  drawings  of  the  re-issued  patent  are  as  follows: 

Figure  1  represents  a  plan  of  my  pavement.    Fig.  2  is  a  vertical  section  of  the 
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dfmilar  letters  indicate  corresponding  parts. 

*fhia  invention  relates  to  a  concrete  pavement  which  Is  laid  in  sections,  so  that  each 

section  can  be  taken  up  and  relaid  without  disturbing  the  adjoining  sections.    With 

h*  Joints  of  this  sectional  -concrete  pavement  are  combined  strips  of  tar-paper  or 
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equivalent  material  arranged  between  the  several  blocks  or  sections  in  such  a  manner 
as  to  produce  a  suitable  tight  joint  and  yet  allow  the  blocks  to  be  raised  separately 
without  affecting  the  blocks  adjacent  thereto. 

In  carrying  out  my  invention  I  form  the  concrete  by  mixing  cen?ent  with  sand  and 
gravel,  or  other  snitable  material,  to  form  a  plastic  compound,  using  about  the  fol- 
lowing proportions:  One  part,  by  measure,  of  cement,  one  part,  by  measure,  of  sand, 
and  from  three  to  six  parts,  by  measure,  of  gravel,  with  sufficent  water  to  render  the 
mixture  plastio ;  but  I  do  not  confine  myself  to  any  definite  proportions  or  materials 
for  making  the  concrete  composition.  While  the  mass  is  plastio  I  lay  or  spread  the 
same  on  the  foundation  or  bed  of  the  pavement,  either  in  molds  or  between  movable 
Joists  of  the  proper  thickness,  so  as  to  form  the  edges  of  the  concrete  blocks  a  «,  one 
block  being  formed  after  the  other.  When  the  first  block  has  set  I  remove  the  Joists 
or  partitions  between  it  aud  the  block  next  to  be  formed,  and  then  I  form  the  second 
block,  and  so  on,  each  succeeding  block  being  formed  after  the  adjacent  blocks  have 
set  [and  since  the  concrete  in  setting  shrinks,  the  second  block,  when  set,  does  not 
adhere  to  the  first,  and  so  on],  and  when  the  pavement  is  completed  each  block  can 
be  taken  up  independent  of  the  adjoining  blocks.  Between  the  joints  of  the  adjacent 
blocks  are  placed  strips  6  of  tar-paper  or  other  suitable  material  in  the  following  man- 
ner :  After  completing  one  block,  a,  I  place  the  tar-paper  b  along  the  edge  where  the 
next  block  is  to  be  formed,  and  I  put  the  plastic  composition  for  such  next  block  up 
against  the  tar-paper  joint  and  proceed  with  the  formation  of  the  new  block  until  it 
is  completed.  In  this  manner  I  proceed  uutil  the  pavement  is  completed,  interpos- 
ing tar-paper  between  the  several  joints,  as  described.  The  paper  constitutes  a  tight 
water-proof  joint,  but  it  allows  the  several  blocks  to  heave  separately  from  the  ef- 
fects of  frost,  or  to  be  raised  or  removed  separately  whenever  occasion  may  arise, 
without  injury  to  the  adjacent  blocks^  The  paper  when  placed  against  the  block  first 
formed  does  not  adhere  thereto  and  therefore  the  joints  are  always  free  between  the 
several  blocks,  although  the  paper  may  adhere  to  the  edges  of  the  block  or  blocks 
formed  after  the  same  has  been  set  up  in  its  place  between  the  Joints.  [In  such  cases, 
however,  where  cheapness  is  an  object,  the  tar-paper  may  be  omitted  and  the  blocks 
formed  without  interposing  anything  between  their  joints,  as  previously  described. 
In  this  latter  case  the  joints  soon  fill  up  with  sand  or  dust  and  the  pavement  is  ren- 
dered sufficiently  tight  for  many  purposes,  while  the  blocks  are  detached  from  each 
other  and  can  be  taken  up  and  relaid  each  independent  of  the  adjoining  blocks.] 

What  I  cl'im  as  new,  and  desire  to  secure  by  letters  patent,  is — 

1.  A  concrete  pavement  laid  in  detached  blocks  or  sections,  substantially  in  the 
manner  shown  and  described. 

2.  The  arrangement  of  tar-paper  or  its  equivalent  between  adjoining  blocks  of  con- 
crete, substantially  as  and  for  the  purpose  set  forth. 

On  the  1st  of  March,  1875,  Schillinger  filed  in  the  Patent  Office  a  dis- 
claimer, in  which  he  disclaimed  the  matter  above  Inclosed  in  brackets, 
and  stated  also  that  he  disclaimed  "  the  forming  of  blocks  from  plastic 
material  without  interposing  anything  between  their  joints  while  in  the 
process  of  formation." 

The  only  defense  set  up  in  the  answer  is  non  infringement  After  a 
hearing  on  proofs  the  circuit  court  dismissed  the  bill  on  the  ground  that 
the  defendant's  pavement  did  not  infringe  either  one  of  the  two  claims 
of  the  patent. 

This  patent  has  been  construed  by  several  circuit  courts  since  the  dis- 
claimer was  filed.  In  Schillinger  v.  Qunther  (14  Blatchf.  G.  a  R.,  152), 
in  the  southern  district  of  New  York,  in  February,  1877,  the  defendant's 
pavement  had  a  bottom  layer  of  coarse  cement  on  which  was  laid  a 
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course  of  fine  cement  divided  into  blocks  by  a  trowel  ran  through  that 
course  while  plastic.  It  possesses  the  advantage  of  Schillinger^  inven- 
tion, because  any  blocks  in  the  npper  course  could  be  taken  up  without 
injury  to  the  adjoining  blocks.  Concrete  pavement  having  been  before 
laid  in  sections  without  being  divided  into  blocks,  the  invention  of 
Schillinger  was  held  to  consist  in  dividing  the  pavement  into  blocks,  so 
that  one  block  could  be  removed  and  repaired  without  injury  to  the 
rest  of  the  pavement,  the  division  being  effected  by  either  a  permanent 
or  a  temporary  interposition  of  something  between  the  blocks.  It  was 
held  that  the  effect  of  the  disclaimer  was  to  leave  the  patent  to  be  one 
for  a  pavement  wherein  the  blocks  arc  formed  by  interposing  some 
separating  material  between  the  joints;  that  to  limit  the  patent  to  the 
permanent  interposition  of  a  material  equivalent  to  tar-paper  would 
limit  the  actual  invention ;  that  using  the  trowel  accomplished  the  sub- 
stantial results  of  the  invention  iu  substantially  the  same  way  devised 
by  Schillinger j  that  the  only  difference  in  result  was  that  the  defend- 
ant's method  left  an  open  joint;  that  having  a  tight  joint  was  not  a 
material  part  of  Schillinger's  invention,  and  that  the  mode  of  operation 
involved  in  using  the  trowel  was  within  the  first  claim  of  the  re-issue  as 
it  stood  after  the  disclaimer. 

In  the  same  suit  (17  Blatchf.  G.  0.  B.,  66),  in  August,  1879,  it  was 
held  that  the  disclaimer  took  out  of  the  first  claim  of  the  re-issue  only 
so  much  thereof  as  claimed  a  concrete  pavement  made  of  plastic  ma- 
terial laid  in  detached  blocks  without  interposing  anything  between  the 
joints  in  the  process  of  formation,  leaving  the  claim  to  be  one  for  such 
a  pavement  laid  in  detached  blocks  when  free  joints  are  made  between 
the  blocks  by  iuterposing  tar  paper  or  its  equivalent. 

In  California  Artificial  Stone  Paving  Company  v.  Molitor  (7  Sawyer, 
190,  20  O.  G.,  813),  in  the  district  of  California,  iu  May,  1881,  the  defend- 
ant's pavement  was  made  by  cutting  a  lower  course  into  sections  with 
a  trowel  to  a  greater  or  less  depth,  according  to  the  character  of  the 
material,  making  a  joint,  and  doing  the  same  with  an  upper  course,  the 
npper  joint  being  directly  over  the  lower  joint.  Into  the  open  joint  in 
each  case  was  loosely  put  some  of  the  partially-set  material  from  the 
top  of  the  laid  course,  answering  the  purpose  of  tar  paper.  A  blunt 
and  rounded  joint-marker  which  was  said  to  be  one-sixteenth  or  one- 
eighth  of  an  inch  in  depth  was  theu  run  over  the  line  of  the  joints, 
marking  off  the  block.  The  pavement  was  weaker  along  the  line  of  the 
joint  than  in  any  other  place.    This  was  held  to  bean  infringement. 

In  California  Artificial  Stone  Paving  Company  v.  Freeborn  (8  Sawyer, 
443),  in  the  district  of  California,  in  January,  1883,  it  was  held  that 
where  nothing  was  interposed  in  the  joint  between  a  newly-laid  block 
and  one  laid  before,  but  after  the  material  in  the  newly -laid  block  had 
partially  set.  a  blunt  and  rounded  joint-marker  one-sixteenth  of  an  inch 
in  depth  was  .run  along  the  line  between  the  newly-laid  block  and  the 
one  laid  before,  there  was  no  infringement. 
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In  SckiUinger  v.  Qreenway  Brewing  Company  (21.  Blatchf.  0.  0.  B., 
383, 24  O.  G.,  496),  in  the  northern  district  of  Hew  York,  in  July,  1883, 
it  was  held  that  the  second  claim  of  the  re-issue  was  infringed  by  a  con- 
crete pavement  which  had  an  open  cnt  made  by  a  trowel  entirely  through 
two  courses  of  material,  the  line  of  cut  in  the  upper  course  being  di- 
rectly over  the  line  of  cut  in  the  lower  course,  and  that  the  interposition 
of  the  trowel,  though  temporary,  was  an  equivalent  for  the  tarpaper, 
even  though  the  joint  was  left  open  after  the  trowel  was  removed  and 
was  not  made  tight 

In  Kuhl  v.  Mueller  (21  Fed.  Sep.,  510, 28  O.  G.,  541),  in  the  southern 
district  of  Ohio,  in  June,  1884,  it  was  held  that  the  use  of  any  marker 
was  an  infringement  which  made  a  cut  or  depression  having  the  effect 
to  cause  the  pavement  to  break  by  upheavel  or  cracking  from  any  cause 
along  the  line  of  the  cut  or  depression,  and  that  as  the  blocks  from  the 
pavements  laid  by  the  defendant  showed  clear,  distinct,  and  complete 
lines  of  division  there  was  infringement,  whether  those  lines  were  pro- 
duced by  a  trowel  or  by  a  marker. 

The  evidence  in  the  present  case  shows  that  the  defendant,  during  the 
process  of  making  his  pavement,  marked  off  its  surfape  into  squares ;  bat 
the  question  is  whether  he,  to  any  extent,  divided  it  into  blocks  so  that 
the  line  of  cracking  was  controlled  and  induced  to  follow  the  joints  of  the 
divisions  rather  than  the  body  of  the  block,  and  so  that  a  block  could  be 
taken  out  and  a  new  one  put  in  its  place  without  disturbing  or  injuring  an 
adjoining  block.  The  specification  makes  it  essential  that  the  pavement 
shall  be  so  laid  in  sections  "  that  each  section  can  be  taken  up  and  relaid 
.  without  disturbing  the  a4joining  sections."  Again  it  says  that  the  joint 
between  the  blocks  "  allows  the  several  blocks  to  heave  separately  from 
theeffects  of  frost,  or  to  be  raised  or  removed  separately  whenever  occa- 
sion may  arise,  without  injury  to  the  adjacent  blocks."  This  is  essential, 
and  in  all  the  cases  where  infringement  has  been  held  to  havebeen  estab- 
lished there  have  been  blocks  substantially  separate,  made  so  by  the  per- 
manent or  temporary  interposition  of  a  separating  medium  or  a  cutting 
instrument,  so  that  one  block  could  upheave  or  be  removed  without  dis- 
turbing the  adjoining  blocks.  The  patentee  in  the  disclaimer  expressly 
disclaimed  "  the  forming  of  blocks  from  plastic  material  without  interpos- 
ing anything  between  their  joints  while  in  the  process  of  formation." 

It  appears  that  the  defendant  laid  his  pavement  in  strips  from  the  curb 
of  the  sidewalk  inward  to  the  fence  in  one  mass  and  then  marked  the  strip 
crosswise  with  a  blunt  marker  (which  is  made  an  exhibit)  to  the  depth  of 
about  one-sixteenth  ofaninch;  but  itis  not  shown  that  this  produced  any 
such  division  into  blocks  as  the  patent  speaks  of  even  in  degree.  There 
were  no  blocks  produced,  and  of  course  there  was  nothing  interposed  be- 
tween blocks.  The  mass  underneath  was  solid  in  both  layers  laterally. 
So  far  as  appears,  what  the  defendant  did  was  just  what  the  patentee  dis- 
claimed. The  marking  was  only  for  ornamentation,  and  produced  no  free 
joints  between  blocks,  and  the  evidence  as  to  the  condition  of  the  defend- 


DECISIONS  OF  U.   8.  COURTS  IN  PATENT  CASES.  167 

ant's  pavements  after  they  were  laid  shows  that  they  did  not  have  the 
characteristic  features  above  mentioned  as  belonging  to  the  patented 
pavement 

Without  affirming  or  disaffirming  the  constructions  given  to  the  pat- 
ent in  the  particular  cases  cited  from  the  circuit  courts,  we  are  of  opin- 
ion that  under  any  construction  which  it  is  possible  to  give  to  the  claims 
the  defendant  in  this  case  has  not  infringed. 

Decree  affirmed. 


[United  Stet«  Circuit  Court— Eastern  District  of  MfebJfMul 

Detroit  Lubricator  Company  v.  LuMummmra. 

Decided  November  29, 1886. 

3d  O.  G.,  331. 

L  Flowxb—  Sight-Feed  Lubricator. 

Letters  Patent  No.  196,650,  granted  George  H.  Flower  October  30, 1877,  for  an 
improvement  in  sight-feed  lubricators,  held  invalid  because  Flower  was  not  the 
first  inventor,  and  because  the  invention  bad  been  in  public  use  in  this  country 
for  more  than  two  years  prior  to  his  applieation  for  letters  patent. 
2.  Priomtt  of  Invention. 

Attempts  of  inventors  to  carry  back  the  dates  of  their  inventions  to  antedate 
anticipating  devices  commented  upon. 

STATEMENT  OF  THE  CASE. 

This  was  a  bill  in  equity  for  the  infringement  of  Letters  Patent  No, 
196,650,  ironed  to  George  H.  Flower,  October  30, 1877,  for  an  improve- 
ment in  lubricators.  Application  for  this  patent  was  filed  on  the  3d 
day  of  September,  1877.  The  object  of  the  improvement,  as  stated  by 
the  patentee,  was  "  to  obtain  a  perfectly  regular,  and  at  the  same 
time  a  sure  flow  of  oil  into  the  cylinder  and  valves."  This  was  attained 
by  forcing  the  oil  from  the  oil  cup  or  reservoir  through  a  water-tube  in 
visible  drops.  The  oil  in  the  reservoir  was  displaced  by  condensed 
steam  entering  the  reservoir  in  drops,  and  displacing  an  equal  amount 
of  oil  which  flowed  out  toward  the  bottom  of  the  tube,  being  there  de- 
livered in  drops  rising  through  the  water,  and  constituting  what  is 
termed  a  "  sight-feed." 

On  the  26th  day  of  June,  1886,  an  interlocutory  decree  -was  entered 
upon  the  pleadings  and  testimony  then  before  the  court,  affirming  the 
validity  of  the  patent,  the  infringement  l»y  the  defendant,  and  ordering 
the  usual  accounting  of  profits  and  damages.  Very  soon  thereafter 
the  defendant,  upon  affidavits  showing  newly-discovered  evidence  of  an 
anticipatory  device,  was  permitted  to  amend  his  answer  and  take  the 
newly-discovered  testimony  in  the  ordinary  method.  The  case  again 
came  before  the  court  upon  a  rehearing.  The  defenses  set  up  in  the 
pleadings,  and  in  support  of  which  this  testimony  was  offered,  were  (1) 
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that  Flower  wa&  not  the  first  inventor  of  the  improvement  described  in 
the  patent  sued  upon,  and  (2)  that  said  improvement  was  in  public  nse 
in  this  country  for  more  than  two  years  prior  to  his  application  for  such 
patent 

Mr.  W.  W.  Leggett  for  the  plaintiff. 
Messrs.  Stem  A  Peck  for  the  defendant. 

Brown,  J. : 

The  testimony  offered  by  the  defendant  in  this  case  tends  to  show 
that  in  the  early  part  of  May,  1875,  and  more  than  two  years  before 
plaintiff  applied  for  his  patent,  one  Clark  Cornwell,  a  large  paper  and 
pulp  manufacturer,  caused  to  be  made  and  put  upon  the  engine  of  a  pulp- 
mill  at  Jackson,  Michigan,  a  sight-feed  lubricator  embodying  the  in- 
vention and  improvements  claimed  in  the  Flower  patent,  and  differing 
from  it  only  in  the  fact  that  the  condensing-pipe  was  carried  down 
the  outside,  instead  of  the  inside,  of  the  reservoir,  entering  it  at  the 
bottom,  but  delivering  the  water  at  the  same  point  as  in  the  plaintiff's 
device,  as  the  lubricators  were  actually  manufactured  by  him,  though 
not  at  the  point  indicated  in  his  patent.  It  is  conceded,  however, 
that  this  difference  is  immaterial,  and  that  the  device  embodies  the 
substance  of  plaintiff's  invention.  It  seems  that  Cornwell,  finding  the 
oil-cups  used  by  him  unsatisfactory  in  their  operation,  and  having  heard 
of  an  oil-cup  invented  in  California  in  which  the  water  was  passed 
through  oil  in  visible  drops  within  a  glass  tube,  thereby  forcing  the  oil 
to  the  engine,  conceived  the  idea  of  applying  a  similar  device  to  his 
own  engine.  It  did  not  work  satisfactorily,  however,  because,  on  ac- 
count of  the  density  of  the  oil,  he  was  unable  to  see  the  drops  of  water 
passing  down  through  the  oil.  He  then  took  it  off  the  engine,  and 
changed  the  mode  of  operation  by  tilling  the  glass  gauge  with  water  and 
forcing  the  water  to  the  bottom  of  the  gauge  or  water-tube,  thereby 
allowing  it  to  pass  upward  in  drops  through  the  water  to  the  engine. 
The  original  lubricator  was  produced  in  court,  and  his  testimony,  sup- 
ported by  that  of  Moloney,  McAlvay,  Root,  and  several  others  who  saw 
it  in  use  at  the  Cornwell  mill,  establishes  to  our  satisfaction  that  this 
lubricator  was  in  successful  operation  upon  the  Cornwell  engine  from 
about  the  middle  of  May,  1875,  and  continued  to  be  the  only  lubricator 
used  upon  said  engine  until  two  or  three  years  ago,  when,  on  account 
of  leakage,  it  was  displaced  and  a  new  one  purchased  in  its  stead.  It 
is  true  that  this  lubricator  at  first  did  not  work  to  their  entire  satisfac- 
tion. As  the  oil  was  delivered  at  the  bottom  of  the  water-tube,  it  was 
apt  to  creep  up  the  tube  along  the  side  of  the  glass,  smearing  the  glass 
in  such  a  way  that  the  ascent  of  the  oil  could  not  be  readily  seen. .  This 
was  first  remedied  by  putting  a  perforated  plate  at  the  bottom  of  the 
glass,  with  a  small  hole  in  the  center,  through  which  the  oil  is  delivered. 
It  still,  however,  showed  a  tendency  to  follow  the  surface  of  the  plate 
until  it  reached  the  side  of  the  tube,  when  the  same  difficulty  was  en- 
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countered  as  before.  This  difficulty  was  practically  remedied,  however, 
by  punching  a  hole  in  the  plate  from  the  under  side,  creating  a  small 
cone  or  burr  upon  the  upper  side  of  the  plate,  which  gave  direction  to 
the  oil  as  it  passed  through  the  bole,  and  caused  it  to  rise  in  visible 
drops  through  the  center  of  the  tube.  These  operations  seem  to  have 
been  effected  within  a  few  days  after  the  lubricator  was  first  put  in,  and 
by  the  middle  of  May,  1875,  and  in  this  shape  it  was  used  for  mort  than 
a  year,  when  the  glass  tube  was  shortened  on  account  of  its  liability  to 
break,  and  a  small  cone  was  finally  inserted  at  the  bottom  of  the  glass 
tube  in  the  place  of  the  hole  or  perforation.  This  was  somewhat  more 
successful  in  its  operation  than  the  perforated  hole,  and  now  s^ms  to 
be  universally  used  in  lubricators  of  this  pattern.  The  testimony,  how- 
ever, satisfies  us  that  the  lubricator  was  a  successful  working  machine 
from  the  time  the  perforated  plate  was  inserted,  and  that  it  embodied 
all  the  essential  features  of  the  plaintiff's  patent.  The  funnel  or  cone 
placed  at  the  bottom  of  the  water-tube,  although  mentioned  in  plaintiff's 
specifications  as  the  orifice  "r/9  and  shown  in  his  drawing  as  a  small 
cone  rising  in  the  center  of  the  water-tube  at  the  bottom,  is  not  alluded 
to  in  his  claim,  which  is  simply  for — 

A  lubricator  consisting  of  a  condensing-tnbe,  an  oil-chamber,  and  a  water-tribe, 
connected  together  and  operated  essentially  as  described,  and  for  the  purpose  set  forth. 

There  can  not  be  a  doubt  that  the  Gornwell  device  would  have  been 
a  clear  infringement  of  the  plaintiff's  patent  had  the  cone  not  been  used, 
and  that  it  was  a  successful  working  device  from  the  middle  of  May, 
1875,  is  established  to  our  satisfaction.  This  device,  having  been  in 
public  use  for  more  than  two  years  before  the  plaintiff  applied  for  his 
patent,  constitutes  a  complete  defense.    (B.  S.,  sec.  4886.) 

But  we  think  the  second  defense  isf  also  established,  and  that  upon 
the  testimony  Corn  well  must  be  considered  the  prior  inventor  of  the 
sight-feed  lubricator.  It  is  true  that  Flower  claims  to  have  conceived 
his  device  as  early  as  1872,  and  to  have  put  it  in  practical  operation  as 
early  as  1874 ;  but  his  testimony  is  far  from  satisfactory  upon  this  point. 
His  story  is  that  he  conceived  his  invention  while  observing  the  bad 
action  of  an  engine  at  Au  Sable,  Mich.,  on  St.  Patrick's  day,  March 
17, 1872,  as  he  was  about  leaving  for  Chicago.  He  became  time-keeper 
for  the  Union  Brass  Company  in  Chicago  in  the  summer  of  1872,  en- 
gaged as  their  foreman  in  the  fall  of  that  year,  and  took  charge  of  their 
engine  as  engineer  March  17, 1873.  In  support  of  his  dlaim  he  exhibits 
a  sketch  of  a  lubricator  in  a  book  upon  the  steam-engine,  which  he 
claims  was  made  some  time  between  February  18, 1873,  and  the  fall  of 
1874.  The  sketch  proves  nothing  of  itself,  however,  as  it  may  have  been 
made  at  any  time  after  the  book  was  published.  Before  making  fi"e 
sketch  he  made  sundry  experiments  with  a  glass  tube  bent  in  the  fovm 
of  a  siphon  filled  with  tallow  and  immersed  in  a  pail  of  water.  His  next 
step  toward  developing  the  invention  was  making  a  cup  embodying  sub- 
stantially the  features  of  his  invention,  which  was,  when  completed,  at- 
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tacbed  to  a  pump  at  the  brass- works  in  Chicago.  Ho  can  not  fix  the 
date  of  this,  bat  is  confident  it  was  tofore  October,  1874.  This,  it  ap- 
pears, did  not  work  satisfactorily.  His  next  step  was  to  make  a  lubri- 
cator very  closely  after  the  drawing  annexed  to  his  patent,  which  be 
claims  was  pat  on  a  steam-engine  and  operated  perfectly  before  the  17th 
day  of  March,  1875,  at  which  time  he  regarded  his  experimenting  as 
finished.  The  substance  of  his  testimony  is  that  he  conceived  his  in- 
vention on  St.  Patrick's  day,  1872,  became  engineer  of  the  brass-works 
at  Chicago  St.  Patrick's  day,  1873,  and  perfected  his  invention  St  Pat- 
rick's day,  1875.  This  patriotic  coincidence  of  dates  contains  at  least  a 
suggestion  of  improbability.  The  testimony  he  offers  in  support  of  his 
owpi  statement  is  not  of  a  satisfactory  description.  That  of  Mr.  De  Graff 
is  entirely  hearsay  and  incompetent.  He  visited  Chicago  in  October, 
1877,  after  the  patent  had  been  applied  for,  noticed  the  lubricator  on 
the  engine,  when  Flower  told  him  it  was  his  invention,  and  that  he  had 
been  working  on  it  for  two  or  three  years.  It  is  scarcely  necessary  to 
say  that  this  testimony  must  be  left  out  of  consideration.  The  only 
other  testimony  is  that  of  one  Doyle,  who  swears  that  in  the  spring  of 
1875  Flower  took  him  out  to  the  Union  Brass  Company,  where  he  was 
working  as  engineer,  showed  him  a  lubricator,  and  called  his  attention 
particularly  to  the  drops  of  oil  rising  through  the  glass  tube.  He  ad- 
mits, however,  that  he  knew  nothing  of  the  inside  workings  of  the  lubri- 
cator, and  he  might  easily  have  been  mistaken  either  as  to  the  time  of 
his  visit  or  as  to  the  fact  to  which  he  testifies.  In  contradiction  of  his 
statement  it  is  shown  that  Mr.  Flower  had  formerly  been  involved  in  an . 
interference  in  the  Patent  Office  with  one  Parsball,  and  that  under  a 
rule  of  the  Patent  Office  requiring  each  party  to  an  interference  to  file 
a  preliminary  statement,  under  oath,  showing  the  date  of  his  original 
conception  of  the  invention,  of  the  making  of  a  drawing  and  of  a  model 
and  of  its  disclosure  to  others,  of  its  reduction  to  practice,  and  of  the 
extent  of  its  use,  he  had  filed  an  affidavit  in  1880,  stating  that  his  first 
conception  of  the  subject-matter  of  his  invention,  as  shown  and  described 
in  his  patent,  was  previous  to  June  23, 1876,  but  the  exact  date  he  was 
unable  at  that  time  to  give.  His  affidavit  continues  in  the  following 
language : 

On  or  about  Jane  23, 1876, 1  commenced  to  make  and  finished  a  lubricator  for  the 
purpose  of  ascertaining  if  oil  would  pass  up  through  water,  and  the  experiment  prov- 
ing satisfactory,  a  day  or  two  thereafter  I  made  a  lubricator  in  all  material  respects 
the  same  as  that  shown  and  described  in  my  said  patent  No.  196,650,  now  in  interfer- 
ence. This  lubricator  was  pot  in  use  by  me  and  found  to  work  satisfactorily,  and  is 
in  my  possession  at  the  present  time.  *  *  *  The  1  ubricator  as  conceived  by  me  in 
June,  1876,  and  carried  out  by  me  in  the  working  lubricator  made  by  me  in  June,  1876, 
and  used  and  illustrated  in  the  drawings  made  bj  mo  and  embodied  in  the  patterns 
made  by  me,  is  the  same  substantially  as  the  device  shown  and  described  in  my  said 
patent. 

We  find  it  impossible  to  reconcile  this  with  his  present  testimony. 
His  only  explanation  is  that  he  told  his  attorney  and  associates  that  he 
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had  in veu ted  it  a  good  while  before;  bat  his  partner  said  that  was  far 
enough  bacU,  and,  as  the  preliminary  statement  was  hastily  prepared, 
it  was  so  left  without  further  investigation.  Knowing;  however,  that 
the  date  of  the  conception  of  the  invention  and  of  his  putting  such  con- 
ception into  practice  was  of  the  utmost  importance,  and  that  he  would 
be  held  strictly  in  his  proof  to  the  dates  set  up  in  his  statement,  it  is  in- 
credible that  he  should  have  stated,  or  that  his  attorney  should  have 
allowed  him  to  state,  that  he  conceived  his  invention  more  than  four 
years  after  he  now  claims  to  have  had  a  sight-feed  lubricator  in  success- 
ful operation  in  Chicago.  It  is  equally  incredible  that  he  should  have 
waited  for  three  years'  after  his  invention  was  in  successful  operation 
before  applying  for  a  patent  Indeed,  we  incline  to  the  opinion  that  his 
use  of  it  in  October,  1874,  or  at  least  in  the  spring  of  1875,  was  such  a 
public  use  of  it  two  years  before  he  applied  for  his  patent  as  would  ren- 
der it  void.  We  are  forced  to  conclude,  in  this  connection,  ttjat  Flower, 
finding  himself  confronted  with  an  antecedent  device,  resorted  to  the 
familiar  expedient  of  antedating  his  own  invention  to  meet  the  exigen- 
cies of  the  case.  In  the  examination  of  many  patent  causes  we  have 
seldom  found  that  the  supply  of  this  class  of  testimony  was  inadequate 
to  the  demand.  The  chief  difficulty  in  his  case  is  that  the  same  testi- 
mony which  proves  Flower  to  be  the  first  inventor  also  shows  his  in- 
vention to  have  been  in  pnblic  use  more  than  two  years  before  he  ap- 
plied for  his  patent.  In  either  aspect  of  the  case  the  defense  has  been 
established  to  our  satisfaction,  and  tbe  bill  must  be  dismissed,  with 
costs. 


[Supreme  Court  of  the  United  State*.] 

Sharp  v.  Riessneb  et  *al. 

Decided  January  10,  1887. 

38  0.  G.,  418. 

Hutchiws— Htdrocarboh-Stovks. 

Letters  Patent  No.  177,334,  granted  to  Hutckins  March  16, 1876,  on  hydrooarbon- 
stoyee,  are  not  infringed  as  to  the  first  claim  by  a  combination  of  parts  in  a  hydro- 
carbon-stove, one  element  of  which  differs  in  construction  and  mode  of  operation 
from  the  corresponding  element  in  such  claim,  the  two  elements  compared  not 
being  equivalents  for  each  other. 

Appeal  from  the  Circuit  Court  of  the  United  States  for  the  Southern 
District  of  New  York. 

Mr.  A.  v.  Brieten  for  the  appellant 
Mr.  B.  F.  Lee  for  the  appellees. 

Mr*  Justice  Blatchford  delivered  the  opinion  of  the  court 

Tliis  is  a  suit  in  equity  brought  for  the  alleged  infringement  of  Let- 
im  Patent  No.  177,334,  granted  to  Abner  B.  Hatchins,  May  16, 1876, 
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for  an  improvement  in  hydrocarbon-stoves.   The  specification  and  draw- 
ings are  as-  follows : 

The  object  of  this  invention  is  to  produce  a  stove  which  can  safely  and  easily  be 
heated  by  the  combustion  of  a  hydrocarbon  or  oil  in  a  similar  manner  to  that  in  com- 
mon use  in  illuminating  lamps. 

The  invention  consists  of  the  following  devices:  The  vessel  or  chamber  containing 
the  oil  or  hydrocarbon  is  submerged  in  water,  so  as  to  always  keep  the  said  oil  vessel 
or  chamber  cool,  and  thereby  free  from  explosive  or  other  accident.  The  water-vessel 
is  covered  <with  a  perforated  metal  plate,  which  forms  the  base  of  the  hot-air  cylin- 
der, on  the  top  of  which  the  culinary  or  other  vessels  to  be  heated  are  placed.  Ver- 
tical tabes  or  flues  are  placed  in  the  hot-air  cylinder  in  such  positions  as  to  act  as 
chimneys  for  the  burners.  Mica  windows  are  placed  in  the  sides  of  these  flues  or 
chimneys  in  such  positions  as  to  enable  the  operator  to  observe  the  flame  of  the  burner 
and  to  regulate  the  same  as  circumstances  may  require. 

The  invention  will  be  readily  understood  by  reference  to  the  accompanying  draw- 
ings, of  which— 

Figure  1  is  partly  an  elevation  and  partly  a  vertical  section  of  the  improved  stove. 
Fig.  2  is  partly  a  plan  and  partly  a  section  of  the  same.  In  this  view  the  half  of  the  top 
plate  only  is  removed,  so  as  to  disclose  the  construction  of  the  hot-air  cylinder  and 
the  flues  or  chimneys/  Fig.  3  is  a  sectional  plan  of  the  stove,  taken  just  below  the 
top  plato  of  the  water-chamber,  and  showing  a  part  of  the  top  plate  of  the  oil  vessel 
or  reservoir  broken  out. 


The  base  of  the  stove  consists  of  a  vessel,  A,  resting,  for  convenience,  on  short  legs 
a.  This  vessel  is  intended  to  contain  water,  and  Las  a  top  plate,  A',  which  is  prefer- 
ably made  of  cast  metal,  and  strong  enough  to  support  all  the  parts  of  the  stove  which 
are  above  it.  This  plate  A'  is  annular  in  form  if  tho  stove  is  of  general  cylindrical 
construction  (which  is  preferable  to  other  forms),  the  central  opening  in  the  said 
plate  being  nearly  equal  in  area  to  the  sectional  area  of  the  hot-air  cylinder  C,  which 
rests  upon  it.  Concentrically  arranged  aronnd  this  central  opening  is  a  series  of  per- 
forations, a1,  through  which  atmospheric  air  passes  down  into  the  top  part  of  the 
vessel  A,  and  thence  up  tbrongh  the  hot-air  cylinder  aud  its  chimneys. 

The  reservoir  or  vessel  B,  in  which  the  oil  or  hydrocarbon  is  put  for  use  in  this  stove, 
is  placed  within  the  vessel  A,  and  the  bottom  of  the  vessel  A  may  likewise  constitute  the 
support  for  the  bottom  of  the  vessel  B,  aud  there  will  be  an  intervening  chamber,  B*, 
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between  the  sides  of  the  vessel  B  and  its  inelosing-Tessel  A,  and  the  sides  of  the  vessel 
A  will  extend  np  one  or  two  inches  (more  or  less)  above  the  top  of  the  vessel  B.  While 
in  use  the  annular  chamber  B'  will  be  filled  with  Water,  and  water  will  also  cover  the 
top  of  the  vessel  B,  which  said  vessel  and  its  contained  fluid  will  thereby  be  always 
kept  at  a  low  temperature,,  and  accident  from  the  ignition  or  explosion  of  the  oil  or 
hydrocarbon  will  thus  be  rendered  impossible  by  this  water-covering.  A  tube,  bt 
extends  from  the  vessel  B  np  through  one  of  the  perforations  or  apertures  a1,  and 
serves  as  a  means  of  filling  the  vessel  B.    A  suitable  screw-cap  closes  the  top  end  of 


this  tube.  A  pipe  or  valve,  a-,  leads  from  the  chamber  B'  to  the  outside  of  A,  for  the 
purpose  of  drawing  off  the  water  when  it  becomes  heated,  or  when  the  occasion  re- 
quires it.    Water  may  easily  be  poured  into  the  vessel  A  through  the  apertures  a1. 

The  wick-tubes  D  are  attached  to  the  top  of  the  vessel  B,  and  the  wick  used  to  con- 
ddct  the  oil  from  B  to  the  flame  is  operated  in  the  usual  manner  of  il  hi  mi  uati  ng-latn  ps. 
The  rollers  for  moving  the  wicks  up  and  down  are  iu closed  in  casings  or  housiugs  E, 
and  are  onerated  bv  the  thumb- wheels  F.  the  stems  f  of  which  pass  through  tubes  E't 
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that 'ate  attached  tightly  to  the  end*  of  the  housings  E,  and  pass  through  the  aide  of 
the  vessel  A.  Care  must  be  taken  to  have  all  of  the  parts  of  D  E  E'  that  lie  within 
the  water-way  of  A  perfectly  water-tight,  so  as  to  prevent  the  leakage  of  the  water 
either  into  the  Teasel  B  or  outside  of  A. 

The  hot-air  cylinder  C  is  preferably  built  of  sheet  metal,  and  is  hinged  to  its  base- 
plate A'  by  the  hinge  c  at  the  back  side  of  the  store,  so  as  to  permit  the  top  parts  of 
the  stove  to  be  tipped  back  out  of  the  way  of  trimming  the  wicks,  or  for  other  pur- 
poses. A  finely-perforated  diaphragm,  O,  covers  the  central  opening  of  the  base-plate 
A'  below  the  hot-air  cylinder,  for  the  purpose  of  properly  controlling  the  air-currents 
that  pass  up  from  the  chamber  of  A  into  the  hot-air  cylinder.  A  diaphragm,  H,  within 
the  hot-air  cylinder  C,  and  near  its  base,  is  fixed,  by  riveting  or  otherwise,  to  the  sides 
of  the  said  cylinder.  Portions  of  this  diaphragm  are  formed  into  conical  flame-caps 
a,  for  controlling  and  confining  the  flame  within  its  proper  limits  in  a  manner  similar 
to  that  in  common  use  in  illuminating-lamps. 

Above  the  diaphragms  H  tubes  or  chimneys  I  confine  the  hot  gases  and  products 
of  combustion  from  the  flames  of  the  burners  within  proper  limits  for  the  efficient 
action  of  the  burners.  These  tubes  or  chimneys  I  extend  from  the  diaphragm  H  to 
the  top  of  the  hot-air  cylinder,  and  are  preferably  made  of  sheet  metal.  The  shell 
of  the  hot-air  cylinder  C  forms  one  side  of  each  of  these  chimneys,  and  in  this  side, 
which  is  common  to  both  the  cylinder  and  the  chimney,  a  small  mica  window,  K,  is 
placed,  so  as  to  enable  the  operator,  from  without,  to  see  and  regulate  the  flame  of 
the  burners  by  turning  the  thumb-wheel  F,  as  required!.  For  simplicity  of  construc- 
tion I  out  apertures  in  the  side  of  the  hot-air  cylinder,  suitable  for  the  windows  K, 
and  through  these  apertures  portions  of  the  metal  of  the  chimney-plates  are  extended, 
which  said  portions  are  bent  over  in  the  form  of  grooves  If,  as  in  Figs.  1  and  2,  for  the 
reception  of  the  mica  plates  that  are  to  form  the  windows. 

The  top  of  the  hot-air  cylinder  is  covered  with  a  cast-metal  plate,  L,  that  serves  as 
a  rest  for  whatever  vessel  is  to  be  heated  on  this  stove.  The  plate  L  is  perforated 
with  apertures  over  the  chimneys,  and  also  over  the  hot-wells  of  the  cylinder  C,  aa 
well  as  in  the  portions  lying  outside  of  the  cylinder,  thus  permitting  all  of  the  heat 
generated  to  reach  the  vessel  on  top  of  tfie  plate  L,  aid  thereby  be  utilised.  The  in- 
tense heat  imparted  to  the  plates  of  the  chimneys  I  and  plate  L,  and  reflected  thence 
back  upon  the  hot  gases  passing  through  and  about  these  parts,  will  be  quite  sufficient 
to  consume  all  of  the  smoke,  and  there  will,  in  consequence,  be  no  emission  of  un- 
pleasant odors  from  imperfect  combustion.  The  top  surface  of  the  plate  L  is  provided 
with  ridges  I,  that  keep  the  vessels  placed  thereon  from  obstructing  the  openings  in 
the  said  plate. 

The  claims  are  these : 

1.  The  water-vessel  A,  with  its  perforated  top  plate  A'  and  hot-air  cylinder  C, 
hinged  at  c  to  plate  A',  and  top  perforated  plate  L,  all  arranged  and  eonuected  to- 
gether substantially  as  and  for  the  purpose  set  forth. 

2.  The  chimneys  I,  having  one  of  their  sides  formed  by  the  hot-air  cylinder  C,  to 
whioh  they  are  connected  by  the  groove-clips  ft,  that  also  receive  the  mica  windowa 
fc,  as  and  for  the  purpose  set  forth. 

It  is  contended  that  the  defendants  infringe  the  first  claim.  The 
circuit  court  dismissed  the  bill  (15  Fed.  Rep.,  919),  holding  that  there 
was  no  infringement.    The  plaintiff  has  appealed. 

One  of  the  elements  in  the  first  claim  is  the  "perforated  top  plate 
A',"  being  the  top  plate  to  the  water- vessel  A.  It  is  described  as  an- 
nnlar  in  form,  if  the  stove  is  cylindrical,  with  a  central  opening.  The 
specification  then  says : 

Concentrically  arranged  around  this  central  opening  is  a  series  of  perforations,  a1,  „ 
through  whioh  atmospherio  air  passes  down  into  the  top  part  of  the  vessel  A,  and 
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In  the  defendants^stove  tbe  hot-air  cylinder  rests  on  tbree  equidis- 
tant struts,  which  extend  from  the  base  of  the  cylinder  to  the  wall  of 
the  water-chamber,  jand  'thus  the  weight  of  the  cylinder  and  of  the 
utensils  upon  it  is  thrown  against  such  wall  instead  of  on  the  bottom  of 
the  water-chamber.  Of  course,  there  is  an  open  space  between  every 
two  of  the  struts,  through  which  spaces  air  passes  freely.  The  circuit 
court  held  that  the  arrangement  of  the  three  struts  was  not  the  plaint, 
ifffe  perforated  top  plate.  A',  because  the  struts  did  not  perform  the 
office  which  required  the  plate  with  perforations,  that  office  being,  as 
described  in  the  specification,  to  cause  the  air  to  pass  "down  into  the 
top  part  of  the  vessel  A,  and  thence  up  through  the  hot-air  cylinder 
and  its  chimneys."  We  are  of  opinion  that  the  first  claim  of  the  plaint- 
iffs patent  must  be  confined  to  the  use  of  a  perforated  top  plate  to  the 
cylinder  having  the  functions  and  mode  of  operation  set  forth  in  the 
specification,  and  that,  as  the  defendants  do  not  have  such  a  perforated 
top  plate  or  any  equivalent  for  it,  they  do  not  infringe. 

Decree  affirmed. 


[United  States  Circuit  Court-District  of  Massachusetts.] 

Newbuey  et  al  v.  Squaiees  et  al. 

Decided  Ooiober  5,  1886. 

38  O.  G.,  419. 
Njbwbuky— Time-Locks. 

Letters  Patent  Nob.  284,049  and  284,142,  of  August  28, 1883,  to  Henry  F.  New- 
bury, for  improvements  in  mode  of  mounting  ti  mo-locks,  construed,  and  held 
limited  by  the  prior  art  to  the  particular  modes  of  isolating  time-locks  set  out  in 
the  patents,  and  that  defendants,  employing  substantially  different  mechanism, 
did  not  infringe. 

Mr.  Samuel  A.  Duncan  and  Benjamin  F.  Thurston  for  the  complain- 
ants. 
Mr.  Wells  W.  Leggett  for  the  defendants. 

Before  Gray,  Justice,  and  Colt,  Judge. 
Colt,  J.: 

The  complainants  allege  infringement  of  two  patents,  numbered 
284,049  and  284,142,  dated  August  28, 1883,  granted  to  Henry  F.  New- 
bury for  improvements  in  mode  of  mounting  time-locks.  The  complain- 
ants contend  that  the  ordinary  mode  of  mounting  time-locks,  by  attaching 
them  to  the  interior  face  of  the  outside  door  or  wall  of  a  safe,  does  not 
afford  protection  against  the  nse  of  dynamite  or  other  quick  explosive. 
By  the  explosion  of  a  small  charge  of  dynamite  outside  the  door  or  wall 
of  the  safe,  opposite  or  in  close  proximity  to  the  time-lock,  it  is  said  the 
delicate  parts  of  the  time  movement  may  be  broken,  in  consequence  of 
which  it  will  run  down,  thereby  withdrawing  the  dog  and  enabling  the 
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bolt-work  to  be  released.  The  object  of  tbe  Newbury  invention  is  to 
guard  against  this  danger  by  the  isolation  of  the  time-lock  from  the 
door  and  walls  of  the  safe.  Newbury  describes  three  modes  of  isola- 
tion: The  time-lock  may  be  attached  to  the  face  of  an  inner  door  suffi- 
ciently removed  to  prevent  injury  from  the  bulging  in  of  the  outer  door 
by  means  of  dynamite;  or  it  may  be  mounted  on  a  hinged  supporting- 
bar  placed  at  a  sufficient  distance  behind  the  door;  or  it  may  be  sup- 
ported on  a  fixed  standard  rising  from  the  bottom  of  the  structure,  and 
removed  so  far  from  the  door  and  walls  that  it  is  protected  from  injury. 

The  defendants  deny  that  Newbury  was  the  first  to  isolate  a  time- 
lock,  and  they  introduce  various  alleged  anticipations.  Before  the  date 
of  the  Newbury  invention  it  appears  that  time-locks  had  been  mounted 
on  a  plate  or  strip  of  metal  which  *as  attached  at  one  or  both  its  ends 
to  the  bolt-frame  of  the  safe-door.  They  had  been  mounted  on  a  plate 
which  was  bolted  to  one  of  the  bars  of  the  bolt-frame,  so  as  to  bring  the 
lock  directly  behind  the  bolt-bar.  They  had  been  attached  to  plates 
supported  from  the  door  by  standards  or  thimbles.  A  time-lock  had 
been  fastened  to  a  wooden  block  placed  in  one  corner  of  the  safe  and 
held  in  place  by  wooden  wedges.  Rubber  washers  had  been  interposed 
between  the  time-locks  and  the  door  to  which  they  were  secured,  thereby 
removing  them  from  direct  contact  with  the  face  of  the  door.  Safes 
had  been  divided  into  two  compartments  by  a  vertical  partition  extend* 
ing  from  the.door  to  the  back  of  the  safe,  and  a  combination-lock  had 
been  mounted  on  such  partition. 

In  view  of  the  prior  state  of  the  art,  all  that  Newbury  did,  it  seems 
to  us,  was  to  extend  the  idea  of  isolation  a  little  further,  to  make  it 
more  complete.  Perfect  isolation  of  the  clock  and  its  lock-bolt  from 
the  door  and  walls  of  a  safe  would  seem  almost  impossible.  In  one  of 
the  modes  described  by  Newbury  we  find  the  standard  upon  which  the 
time-lock  is  inserted  placed  on  the  bottom  of  the  safe  or  vault;  in 
another  mode  it  is  supported  on  a  bar  which  is  attached  to  brackets  on 
the  side  walls  of  the  safe.  Admitting  that  Newbury  was  the  first  to 
discover  that  the  use  of  dynamite  necessitated  a  greater  isolation  of  the 
time  mechanism  than  afforded  security  against  gunpowder  or  sledging, 
still  the  idea  of  separating  the  time-lock  from  the  door  or  walls  of  a 
safe  was  old.  To  meet  a  new  danger  he  improved  upon  and  extended 
an  old  idea.  Newbury's  invention  is  not  a  great  discovery.  It  is  for 
au  improvement,  and  consequently  he  should  be  limited  to  the  partic- 
ular forms  of  devices  described  in  his  patents. 

The  first  patent,  No.  284,049,  relates  to  details  of  construction,  and 
the  defendants  are  charged  with  infringement  of  the  first  claim,  which 
is  as  follows : 

1.  In  combination  with  the  door-bolts  of  a  safe  or  vault  door,  a  lock  haying  a  lock- 
ing-bolt, and  a  time-movement  connected  therewith,  mounted  upon  a  support  behind 
such  door,  and  isolated  therefrom  and  from  the  walls  of  the  structure,  and  made 
uovable  for  giving  entrance  to  the  safe  or  vault. 


DECI6I0NS  OF  IT.  S.  COURTS  IK  PATENT  CA8ES.     177 

In  the  second  patent,  No.  284,142,  Newbury  claims,  broadly,  the  isola- 
tion of  a  time-look,  without  confining  himself  to  any  particular  mode  of 
isolation.    He  says : 

What  I  claim  as  new  is— 

In  combination  with  a  safe,  vault,  or  similar  structure,  a  lock  having  a  locking- 
bolt  and  a  time-movement  conuected  therewith,  placed  within  such  structure,  and 
having  both  its  bolt  and  its  time-movement  isolated  from  the  door  and  walls  thereof, 
substantially  as  and  for  the  purpose  set  forth. 

However  broad  the  language  of  these  claims  may  lie,  we  think  they 
mast  be  limited  in  their  legal  scope  to  the  three  modes  of  isolation  de- 
scribed in  the  specifications  and  drawings  of  the  patents. 

It  remains  to  consider  whether  the  defendants  use  either  of  these 
three  modes.  If  the  defendants  infringe,  it  is  by  tbe  use  of  the  first 
mode  described  by  Newbury,  for  it  is  manifest  that  they  do  not  use 
either  the  hinged  supporting  bar  or  the  upright  standard  in  monnting 
their  time-locks.  The  first  mode  for  mounting  the  time-lock  found  iu 
the  Newbury  patents  is  by  attachment  to  the  face  of  the  inner  door. 
Turning  to  the  specifications  and  drawings,  we  find  that  th^  lock  is 
l>iaced  on  the  outside  face  of  the  inner  door,  which  extends  across  the 
safe  from  side  to  side.  The  bolt  of  the  time-lock  dogs  the  door-bolts  of 
the  outer  door  by  means  of  an  angle  lever  or  jaw  pivoted  to  the  ontet 
door,  and  which,  together  with  a  tie-bar,  forms  the  connection  between 
the  sliding  bolt  of  the  time-lock  and  the  door-bolts.  Newbury  proceeds 
upon  the  old  plan  of  placing  the  lock  behind  the  outer  door,  bat  instead 
of  attaching  it  in  the  old  way  to  the  inner  face  of  the  outer  door  he  at- 
taches it  to  the  outer  face  of  the  inner  door. 

In  the  defendants'  safe  the  time  lock  is  mounted  on  the  inner  face  of 
the  inner  door.  It  has  two  interior  compartments,  each  closed  by  a 
separate  door.  In  front  of  the  two  inner  doors,  closing  the  whole  in- 
terior, is  the  outer  door.  The  small  door  of  the  upper  interior  compart- 
ment has  two  locks  mounted  on  its  inner  face — one  a  combination-lock 
and  the  other  a  time-lock.  Tbe  time-lock  dogs  the  bolts  of  the  inner 
door  and  the  bolts  of  the  outer  door.  This  is  effected  by  a  mechanical 
connection  between  the  two  sets  of  bolts,  the  outer  door  having  a  pin 
which  projects  into  the  arbor  or  handle  of  the  inner  door,  whereby 
when  the  two  doors  are  closed  the  movement  of  one  set  of  bolts  will 
cause  the  movement  of  the  other  set,  and  tbe  locking  of  one  set  effects 
the  locking  of  the  other.  The  defendants  pat  the  time-lock  in  the  ordi- 
nary way  upon  the  inner  door,  and  their  invention  appears  to  consist 
in  making  the  time-lock  dog  the  bolt-work  of  both  the  outer  and  inner 
doors,  rather  than  in  the  isolation  of  the  time-lock,  though  undoubtedly 
the  time-lock  thereby  becomes  isolated.  In  oar  opinion,  the  defendants' 
structure  is  quite  different  from  anything  found  in  the  Newbury  pat- 
ents. 

Holding  that  Newbury  is  limited  to  the  modes  of  isolating  the  time- 

22336  pat 12 


178  DECISIONS  OF   U.   S.   COURTS  IN  PATENT  CASE8. 

lock  set  oat  and  described  iu  the  specifications  and  drawings  of  his  two 
patents,  and  the  defendants  employing  substantially  different  mechan- 
ism, there  can  be  no  infringement,  and  the  bill  most  be  dismissed. 


[United  States  Circuit  Court-  Northern  District  of  Ohio,  Eastern  Division.] 

Butler  v.  Ball. 

Decided  April  term,  1886. 

38  O.  G.,  420. 

Infringement— Injunction  Pending  Issue. 

Where  a  patent  has  been  applied  for  on  an  invention  the  court  has  jurisdiction 
to  grant  an  injunction  to  restrain  its  infringement  pending  the  hearing. 

Messrs.  Baldwin  &  Shields  and  Mr.  Charles  C.  Upham  for  the  com- 
plainant 
Messrs.  W  W.&J.  J.  Clark  for  the  respondent, 

Welkee,  J.: 

The  complainant  claims  to  have  invented  anew  and  improved  device 
for  attaching  memorandum-tablets  to  telephones,  and  described  in  his 
bill,  and  states  that  he  has  applied  to  the  Patent  Office,  under  the  stat- 
ute, for  a  patent  for  his  invention,  which  is  now  pending  and  yet  un- 
decided. He  alleges  that  the  defendant  is  making  and  selling  his  device 
and  so  doing  him  irreparable  damage,  and  asks  an  injunction  pending 
the  hearing.    The  defendant  demurs  to  the  bill  for  want  of  equity. 

The  question  raised  is  whether  the  court  has  jurisdiction  of  the  sub- 
ject-matter before  the  complainant  obtains  bis  patent  Revised  Stat- 
utes, section  629,  provides  that  the  circuit  court  shall  have  original 
jurisdiction  "  of  all  suits,  at  law  or  in  equity,  arising  under  the  patent 
or  copyright  laws  of  the  United  States." 

In  Bobb,  Pat  13,  Justice  Washington  says : 

The  general  law  declares  beforehand  that  the  right  to  the  patent  belongs  to  him 
who  is  the  first  inventor,  even  before  the  patent  is  granted.  Therefore  any  person 
who,  knowing  that  another  is  the  first  inventor,  proceeds  to  construct  a  machine  acts 
at  his  peril,  with  a  fnll  knowledge  of  the  law. 

In  Janes  v.  Seicell  (6  Fish.,  343),  Justice  Clifford  says: 

Inventions  lawfully  secured  by  letters  patent  are  the  property  of  the  inventors,  and 
as  such  the  franchise  and  the  patented  product  are  as  much  entitled  to  legal  protec- 
tion as  any  other  species  of  property,  real  or  personal.  They  are,  indeed,  property 
even  before  they  are  patented,  and  continue  to  be  such  without  that  protection  until 
the  inventor  abandons  the  same  to  the  public. 

It  seems  to  me  that  the  court,  under  these  cases,  is  sustained  in  hold- 
ing that  the  complainant  is  entitled  to  the  relief  prayed  for  while  his 
application  for  a  patent  is  pending,  and  therefore  the  demurrer  is  over- 
ruled* 
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(Sapient  Court  or  the  United  Stele*.] 

Hartshorn  v.  The  Saginaw  Barrel  Cojcpany  st  al. 

Decided  Janumry  10,  1887. 
38  O.  G.,  540. 

1.  HARTSHORN— CUBTAIN-FlXTURKS. 

Reissued  Letters  Patent  No.  7,370,  granted  October  31, 1876,  to  Stewart  Harts- 
horn, for  an  improvement  in  curtain-fixtures,  declared  invalid. 

2.  Campbell— Curtain-Fixtures. 

ReJssned  Letters  Patent  Np.  7,367,  granted  October  31, 1876,  to  William  Camp- 
bell,  for  an  improvement  in  curtain-fixtures,  declared  invalid  as  to  the  first  claim. 

3.  David— Cuktain-Fixtukes. 

Letters  Patent  No.  60,189,  granted  September  24, 1867,  to  Jacob  David,  for  an 
improvement  in  curtain-fixtures,  declared  not  in  fringed  in  thisrpartioulaT  instance. 

4.  Mistakes  of  Solicitor. 

In  a  suit  pending  in  1874  upon  the  David  patent  against  a  license  of  Hartshorn 
it  appeared  in  evidence  that  the  patented  invention  of  Campbell  wasprior  to  that 
of  Hartshorn.  Thereupon  Hartshorn  bought  the  Campbell,  patent  and  reissued 
it  and  the  Hartshorn  patent,  giving  to  the  Campbell  reissues  the  olaim  of  Harts- 
horn's original  patent  with  two  new  claims  and  taking  for  the  Hartshorn  reissue 
a  restricted  olaim.  In  another  snit  brought  upon  the  Campbell  reissue  it  appeared 
in  evidence  that  the  same  solicitor  'procured  both  the  Hartshorn  and  the  Camp- 
bell original  patents,  and  assumed  that  Hartshorn  was  the  prior  inventor  because 
his  application  was  first  received,  and  gave  to  his  patent  the  broad  olaim  and  to 
Campbell  the  narrow  claim,  and  that  the  mistake  was  not  discovered  until  1874, 
*ud  applications  were  made  for  both  reissues  within  two  years  after  the  discovery 
of  the  mistake.  Held  that  Campbell's  acquiescence  for  nine  or  ten  years  in  Harts* 
horn's  original  olaim  is  regarded  as  an  abandonment  by  him  of  any  right  to  such 
claim,  and  he  can  not  resume  the  same.  It  is  no  answer  to  this  view  that  the  in- 
vention was  not  dedicated  to  the  public  by  Campbell  because  it  was  covered  in 
the  interim  by  Hartshorn's  olaim,  since  Hartshorn  never  had  a  right  to  the  olaim. 
As  Campbell  bad  the  right  to  an  interference  with  Hartshorn  when  the  original 
applications  were  pending  and  did  not  avail  himself  of  that  right,  but  acquiesced 
in  the  olaim  of  Hartshorn,  he  can  not  afterward  claim  that  which  he  voluntarily 
abandoned. 
5*  New  Matter  in  Reissue. 

Where  the  specifications  of  the  original  patent  is  so  ohanged  in  the  reissue  as 
to  admit  of  a  claim  which  could  not  have  been  made  in  the  original  specification, 
there  has  been  a  substantial  alteration  and  the  olaim  based  thereon  is  void* 

6.  Reissue  Bad  foe  Lack  of  Invention. 

The  claim  of  the  Hartshorn  reissue  declared  invalid  for  the  jreason  that  it  in- 
volved no  invention  in  view  of  the  prior  invention  of  Campbell. 

7.  Infringement. 

The  shade-roller  of  David,  as  olaimed  in  his  patent,  has  a  pawl  upon  the  end  of 
a  revolving  roller  and  a  ratchet  upon  a  stationary  bracket,  and  is  not  infringed 
by  a  structure  where  the  pawl  and  ratchet  are  upon  the  same  end  of  the  roller 
and  differ  inform  from  those  described  in  David's  patent. 

Appeal  from  the  Circuit  Court  of  the  United  States  for  the  Eastern 
District  of,  Michigan. 

Mr.  James  T.  Law  for  the  appellant 
Mr.  0.  J.  Hunt  for  the  appellees. 
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Mr.  Justice  Matthews  delivered  the  opinion  of  the  oourt. 

This  is  an  appeal  from  a  decree  of  the  circait  court  dismissing  the 
complainant's  bill,  which  was  a  bill  in  equity  for  the  purpose  of  enjoin- 
ing the  alleged  infringement  of  three  several  letters  patent  for  improve- 
ments in  shade-rollers,  designated  as  follows :  First,  reissued  Patent 
No.  7,370,  dated  October  31, 1876,  granted  to  the  complainant,  called 
the  "  Hartshorn  reissue  n  j  second,  reissued  Patent  No.  7,367,  dated 
October  31, 1876,  granted  to  the  complainant  as  assignee  of  William 
Campbell,  called  the  "Campbeli  reissue";  third,  Patent  No., 69,189? 
dated  September  24, 1867,  granted  to  Jacob.  David,  and  assigned  to  the 
complainant,  called  the  "David  patent." 

The  questions  in  the  cascinvolve  the  validity  of  the  reissued  patents 
and  the  alleged  infringement  of  the  David  patent.  The  Hartshorn  re- 
issue was  the  reissue  of  original  Letters  Patent  No.  68,502,  dated  Sep- 
tember 3, 1867.  The  Campbell  reissue  was  the  reissue  of  original  Let- 
ters Patent  No.  69,176,  dated  September  24, 1867.  In  each  case  there 
was,  therefore,  a  delay  of  about  nine  years  in  obtaining  the  reissue. 

In  order  to  understand  and  resolve  the  questions  arising  in  the  case 
it  will  be  necessary  to  consider  the  state  of  the  art  at  the  time  of  the 
issue  of  thd  patents.  This  may  be  briefly  stated  us  follows :  The  in- 
ventions in  question  are  in  tbat  class  of  shade-rollers  which  are  rolled 
up  by  the  unwinding  of  a  qoiled  spring.  The  roller  was  hollow  and  the 
spring  placed  within  it,  one  end  being  attached  to  the  roller  and  the 
other  tind  to  the  shaft  or  rod  on  which  the  roller  revolved.  Sometimes 
this  rod  passed  entirely  through  the  roller,  and  sometimes  only  par- 
tially through.  As  tbe  curtain  was  drawn  down  the  spring  was  wound 
up,  and  when  the  tension  upon  the  curtain  was  released  and  the  curtain 
allowed  to. roll  up  the  spring  was  unwound,  thereby  producing  the  de- 
sired result  The  upward  movement  of  the  curtain  was  controlled  by 
a  pawl  and  ratchet  at  one  end  of  the  roller,  the  pawl  or  the  rachet  be- 
ing attached  to  the  bracket  The  pawl  might  be  operated  by  a  oord 
hung  at  the  side  of  the  window.  By  pulling  down  on  this  cord  the  pawl 
was  disengaged  from  the  ratchet  and  the  curtain  immediately  rolled  up 
under  the  action  of  the  spring.  Hartshorn,  the  appellant,  obtained  a 
patent,  not  in  controversy  in  this  suit,  but  to  be  considered  in  inference 
to  the  state  of  the  art,  dated  October  11, 1864.  The  invention  described 
in  that  patent  consisted  in  the  application  of  a  pawl  and  ratchet  or 
notched  hub  arranged  in  such  a  manner  that  the  shade  may  be  stopped 
and  retained  at  any.  desired  height  or  point  within  the  scope  of  its  move- 
ment by  a  single  manipulation  of  the  shade,  the  usual  cord  for  opera- 
ting or  turning  the  shade- roller  being  dispensed  with  entirely,  as  well 
as  counterpoises,  which  had  in  some  instaq&s  been  employed,  in  con- 
nection with  spring-rollers,  for  holding  the  shade  at  the  desired  point 
He  made  a  ratchet  with  two  notches,  one  on  each  side,  in  the  preiphery 
of  the  ratchet-wheel,  and  constructed  a  pawl  to  engage  with  such 
notches.    The  pawl  was  on  the  bracket,  and  the  ratchet  was  on  the 
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roller.  When  the  curtain  was  drawn  down,  the  spring  in  the  roller 
was  wonnd  up,  and  when  the  curtain  was  released,  while  the  pawl 
rested  on  the  perimeter  of  the  ratchet-wheel,  the  curtain  would  roll  up, 
and  continue  so  to  do  as  long  as  the  velocity  of  the  curtain  was  suf- 
ficient to  carry  the  notches  in  the  ratchet  past  the  pawl  before  it  could 
fall  into.  then.  Such  was  the  condition  of  the  art  when  Campbell  ob- 
tained his  original  patent,  dated  September  24, 1867.  He  described 
his  invention  as  having— 

for  its  object  to  furnish  an  improved  device,  by  means  of  which  the  spring-roller  of 
a  window-shade  may  be  made  to  hold  the  shade  stationary  at  any  desired  elevation, 
and  yet  allow  the  same  to  be  drawn  down  or  rnn  up,  without  obstruction  or  stoppage, 
as  far  as  may  be  desired;  and  it  consists  in  the  combination  of  the  loose  or  sliding 
pins  or  bolts,  having  heads  formed  upon  them,  with  the  flattened  shaft  of  the  roller, 
as  hereinafter  more  fuUy  described. 


The  description,  as  contained  in  the  specifications,  is  as  follows,  hav- 
ing reference  to  the  annexed  drawings : 

A  is  the  window-shade.  B  is  the  hollow  roller,  one  end  of  which  is  pivoted  to  the 
bracket  C,  and  the  other  end  of  which  revolves  upon  the  shaft  D,  that  carries  the  coiled 
spring,  and  the  projecting  end  of  which  is  secured  in  the  jaws  of  the  bracket  £,  so 
that  by  drawing  down  the  shade  A,  and  thus  revolving  the  roller  B,  the  coiled  spring 
may  be  wound  closer  around  the-chaf  t  D.  In  the  block  or  nart  of  the  roller  B  that 
closes  or  forms  the  end  of  the  said  hollow  roller  B,  and  forms  its.  bearing  upon  the 
abaft  D,  are  formed  two  holes  leading  upon  opposite  sides  from  its  outer  or  convex 
surface  to  a  little  at  one  side  6f  its  center,  as  shown  in  Fig.  2.  The  outer  ends  of 
these  holes  are  countersunk,  as  shown.  The  two  opposite  sides  of  the  shaft  D  within 
the  block  or  part  V  are  flattened  or  notched,  as  shown  in  Fig.  2.  F  are  two  pins  or 
bolts  the  bodies  of  which  fit  into  the  holes  in  the  block  *',  and  their  heads  fit  into  the 
countersunk  parts  of  said  holes.  The  bolts  or  pins  F  are  of  snch  a  length  that  when 
their  heads  rest  against  the  case  or  shell  of  the  roller  If  their  points  may  be  free  fronr 
the  shaft  D,  and  when  their  heads  rest  npon  the  bottom  of  the  countersunk  part  a 
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the  laid  holes  their  inner  ends  or  points  may  overlap  the  flattened  sides  of  the  shall 
Dv  so  as  to  bind  said  shaft  and  prevent  its  revolution.  Whenever  the  shaft  D  is  drawn 
down  or  allowed  to.  ran  op  with  a  little  rapidity,  the  centrifugal  foroe  engendered  by 
the  revolution  of  the  roller  B  projects  the  pins  F  outward,  so  that  their  heads  rest 
against  the  ease  or  shell  of  the  roller  B,  leaving  the  block  V  free  to  revolve  upon  the 
shaft  D ;  but  when  the  motion  of  the  roller  B  is  checked  the  pin  F,  that  happens  to 
be  uppermost,  drops  down,  so  that  its  point  or  forward  end  rests  upon  the  shaft  D, 
'  and  as  soon  as  the  said  point  reaches  the  flattened  side  of  said  shaft  it  drops  down  a 
little  farther,  so  as  to  overlap  the  said  flattened  side  of  the  said  shaft  and  hold  it 
securely  in  place. 

Having  thus  described  my  invention,  I  claim  as  new  and  desire  to  secure  by  Let- 
ters Patent— 

The  combination  of  the  loose  or  -eliding  pins  or  bolts  F,  having  heads  formed  upon 
them,  with  the  flattened  or  notched  shaft  D,  substantially  as  herein  shown  and  de- 
scribed, and  for  the  purpose  set  forth. 

On  the  8d  of  September,  1867,  Hartshorn,  the  appellant,  also  obtained 
his  original  patent  for  an  improved  shade-fixture.  In  that  specification 
he  describe*  his  invention  as  relating— 

to  a  new  and  useful  improvement  in  that  class  of  shade-fixtures  in  whioh  the  shade- 
roller  is  provided  with  a  spiial  spring  for  automatically  winding  up  the  shade.  The 
present  invention  is  an  improvement  on  a  shade-fixture  of  this  class,  for  which  let- 
ters Patent  were  granted  to  me,  bearing  date  October  11, 1864,  and  is  designed  to  ob- 
viato  any  objection  attending  the  original  device,  which  consists  in  the  unwinding  of 
the  spring  whenever  the  shade-roller  is  removed  from  its  brackets  or  bearings,  a  con- 
tingency which  involves  the  necessity  of  winding  up  the  spring  previous  to  the  re- 
placing of  the  roller  in  its  bearings,  and  which  can  not  be  done  by  an  unskilled  per- 
son without  considerable  difficulty. 

He  then  proceeds  to  describe  in  the  specification,  by  reference  to  the 
illustrations,  the  device  which  embodies  this  invention,  and  adds  as  fol- 
lows: 

The  difference,  however,  between  the  within-described  arrangement  and  that  of  the 
original  invention  is  essential.  In  the  original  plan  the  spring  unwinds  immediately 
as  soon  as  the  roller  is  removed  from  its  bracket  or  bearings,  as  the  pawl,  instead  of 
being  attached  to  the  roller,  or  any  part  connected  therewith,  is  attached  to  the 
bracket,  the  notched  hub  being  attached  to  the  journal  of  the  roller,  and  when  the 
notched  hub  is  removed  from  the  pawl  the  spring  immediately  unwinds.  In  my 
present  improvement  the  pawl  and  notched'  bub,  being  both  connected  with  the 
roller,  the  spring  is  retained  or  prevented  from  unwinding  equally  as  well  when 
the  roller  is  removed  from  its  brackets  or  bearings  as  when  adjusted  in  them. 

His  claim  is  as  follows : 

The  attaching  of  a  pawl  and  a  ratchet  or  notched  hub  to  a  window-shade  roller  pro- 
vided with  a  spring,  or  to  parts  connected  with  said  roller,  in  snob  a  manner  that  the 
tension  of  the  spring  will,  without  any  manipulation  or  adjustment  of  parts  what- 
ever, always  be  preserved  whether  the  roller  be  fitted  in  the  brackets  of  bearings  or 
removed  therefrom,  substantially  as  set  forth. 

The  principle  embodied  in  the  Hartshorn  patent  of  1864  was  that  of 
an  automatic  pawl  and  ratchet,  or  a  pawl  so  constructed  and  arranged 
with  respect  to  the  ratchet  that  the  pawl  would  be  caused  to  engage 
with  the  ratchet  to  stop  and  hold  the  shade  at  any  desired  height  or 
point,  or  would  be  prevented  from  engaging  with  the  ratchet  by  merely 
rarying  the  speed  of  the  revolution  of  the  roller,  which  was 
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through  the  simple  manipulation  of  the  shade  alone  by  the  hand  of  the 
operator,  the  pawi  engaging  with  the  ratchet  when  the  roller  was  re- 
volved slowly,  and  not  engaging  when  the  roller  was  made  to  revolve 
quickly.  He  thus  dispensed  entirely  with  cords  for  operating  the  roller, 
and  with  counterpoises,  and  with  the  old  spring  pawl  and  ratchet, 
which  required  the  use  of  both  hands  in  manipulating  the  roller  and 
controlling  the  shade  in  its  ascent  under  the  force  of  the  spring,  as 
by  its  use  the  Hbade  could  be  raised  or  lowered  by  the  manipula- 
tion of  the  shade  alone  in  the  hands  of  the  operator.  In  what 
was  previously  known  as  the  coach-fixture  it  was  necessary,  while 
one  hand  of  the  operator  lifted  the  pawl  from  the  ratchet  by  means  of 
the  cord,  to  hold  the  shade  with  the  other  hand,  or  else  the  shade  would 
quickly  fly  up  for  its  whole  extent  The  particular  construction  or  ar- 
rangement of  pawl  and  ratchet  described  by  Hartshorn  in  his  patent  of 
1864  as  his  invention  consisted  of  a  ratchet  or  notched  hub  on  the  end 
of  the  roller  and  revolving  with  it,  and  a  pawl  placed  upon  the  bracket 
or  stationary  part  of  the  fixture  and  dropping  into  the  rachet  or  notched 
hub  by  gravity.  The  pawl  being  mounted  on  a  different  part  of  the 
fixture  from  that  on  which  the  ratchet  was  mounted,  the  latter  being 
on  the  revolving  roller  and  the  former  on  the  stationary  part  of  the 
bracket,  it  was  the  necessary  result,  from  such  a  construction,  that 
wbpn  the  roller,  as  a  whole,  was  removed  out  of  its*bearings,  there  would 
be  a  disconnection  and  disengagement  of  the  pawl  and  ratchet,  and  the 
spring  would  uncoil  or  run  down,  necessitating  the  winding  up  of  the 
spring  before  the  roller  was  again  replaced  in  its  bearings,  which  was 
a  difficult  thing  to  be  done,  particularly  by  those  having  the  fixture  in 
nee.  It  was  also  inherent  in  the  arrangement  of  the  pawl  and  ratchet 
need  in  this  roller— the  pawl  being  stationary  and  resting  on  the  upper 
side  of  the  revolving  notched  hub  or  ratchet  as  the  roller  and  its  notched 
hub  or  ratchet  revolved  .under  the  stationary  pawl — that  there  would 
be  more  or  less  noise  in  its  operation,  caused  by  the  notched  hub  strik- 
ing against  and  throwing  up  the  pawl.  It  will  therefore  be  perceived 
that  the  Hartshorn  patent  of  September  3, 1867,  and  the  Campbell  pat- 
ent of  September  24, 1867,  are  for  improvements  upon  the  invention 
described  id  the  Hartshorn  patent  of  1864,  and  in  any  comparison  be* 
tween  the  two  former  the  invention  embodied  in  the  original  Hartshorn 
patent  of  1864  mast  be  eliminated  as  common  to  both. 

The  circumstances  relied  upon  to  justify  and  make  valid  the  reissues 
in  1876  of  the  Hartshorn  patent  of  1867  and  the  Campbell  patent  of  the 
same  year  are  conceded  to  be  as  follows :  In  1873  a  suit  was  brought  in 
the  district  of  Massachusetts  upon  the  David  patent  by  the  Salem  Shade 
BoUer  Company,  then  the  owner  of  it,  against  one  William  G.  Harris, 
who  was  selling  rollers  made  by  Hartshorn,  the  present  appellant,  who 
assumed  the  defense  of  that  suit.  The  rollers  sold  by  Harris  had  the 
pawl  arranged  so  as  to  move  toward  and  away  from  the  axis  of  the 
r,  as  described  and  claimed  in  the  David  patent;  but  this  pawl 
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was  different  iu  form  from  that  shown  in  the  David  patent,  and  engaged 
with  the  spindle  instead  of  with  the  bracket.  The  transcript  of  the 
record  in  that  snit  is  in  evidence  in  this,  and  shows  that  it  was  made  to 
appear,  in  the  effort  to  fix  the  dates  of  the  inventions  described  in  the 
three  patents  of  David,  of  Campbell,  and  of  Hartshorn,  that  Campbell 
made  his  invention  on  the  1st  of  May,  1867,  while  Hartshorn  was  not 
able  to  fix  the  date  of  his  invention  as  earlier  than  about  the  1st  of  Au- 
gust, 1867.  It  was  thus  shown  that  while  Hartshorn  had  the  elder  pat- 
ent he  was  the  junior  inventor,  and  as  the  claim  in  the  Hartshorn  patent 
of  1867  covered  the  invention  described  in  the  Campbell  patent,  there 
was  a  conflict  between  the  two  which  jt  was  sought  to  reconcile  by  re- 
issues, Hartshorn  becoming  the  owner  by  assignment  of  the  Campbell 
patent.  Accordingly,  in  the  reissue  of  the  Hartshorn  patent  of  1867, 
made  October  31,  J876,  being  one  of  the  patents  now  sued  upon,  the 
patentee  enters  the  following  disclaimer.    He  says : 

I  do  not  claim,  generally,  the  arrangement  of  both  the  pawl  and  ratchet  npon  or 
in  connection  with  the  roller,  so  that  the  roller  can  be  removed  from  ito  brackets 
without  permitting  the  spring  to  unwind,  as  I  believe  such  an  arrangement  of  pawl 
or  detent  and  ratchet  as  shown  in  the  patent  of  William  Campbell,  granted  to  him 
September  24,  1867,  had  been  known  previous  to  being  made  by  myself. 

He  then  adds  his  claim,  modified  as  follows: 

Iu  a  spring  shade-roller  having  a  pawl  or  detent-  and  ratchet,  or  their  equivalent, 
constructed  and  arranged  so  as  to  engage  automatically  for  holding  the  shade  at  any 
desired  point  or  height,  the  combination,  with  the  ratchet,  or  its  equivalent,  upon 
the  stationary  spindle  or  stationary  part  of  the  fixture,  of  a  hinged  or  pivoted  pawl 
placed  upon  the  end  of  the  roller  and  acting  substantially  at  right  angles  to  the 
ratchet  or  notched  hub. 

In  the  Campbell  reissue  of  October  31, 1876,  the  claims  are  stated  as 
follows : 

1.  In  a  spring  shade-roller  having  a  pawl  or  detent  and  a  ratchet,  or  their  eqniva* 
lent,  so  arranged  ss  to  allow  the  shade  to  be  drawn  down  or  run  up  without  obstruc- 
tion,  and  which  engage  automatically  with  each  other  to  hold  the  shade  in  any  de- 
sired position,  the  arrangement  of  such  pawl  or  detent  on  the  roller  which  carries  the 
notched  spindle  or  ratchet,  so  that  when  the  roller  is  removed  from  its  brackets  the 
tension  of  the  spring  will  be  preserved. 

2.  In  a  spring  shade-roller  having  a  detent  and  ratchet,  or  their  equivalent,  con- 
structed and  arranged  to  engage  automatically  with  each  other  for  holding  the  shade, 
the  combination,  with  the  ratchet,  or  its  equivalent,  of  a  loose  pawl  or  detent  moving 
in  a  chamber  or  guide  and  adapted  to  engage  with  the  spindle. 

3.  The  combination  of  the  loose  or  sliding  pins  or  detents  F,  constructed,  as  de- 
scribed, with  the  flattened  or  notched  shaft  or  spindle,  substantially  as  herein  shown 
and  described. 

It  thus  appears  that  the  third  claim  of  the  reissued  Campbell  patent 
of  1876  is  identical  with  the  entire  claim  of  the  original  Campbell  pat* 
ent  of  1867,  the  first  and  second  claims  iu  the  reissued  patent  being 
entirely  new. 

In  the  original  Hartshorn  patent  of  September  3, 1867,  he  character- 
izes the  invention  as  an  improvement  upon  that  contained  in  his  patent 
of  1864  in  this,  that  the  pawl  and  notched  hnb,  being  both  connected 
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with  the  roller,  the  spring  is  retained  or  prevented  from  unwinding 
equally  as  well  when  the  roller  is  removed  from  its  brackets  or  bear* 
ings  as  when  adjusted  in  them,  and  he  states  bis  claim  as  follows : 

The  attaching  of  a  pawl  and  a  ratchet  or  notched  hub  to  a  window-shade  roller 
provided  with  a  spring,  or  to  parts  connected  with  said  roller,  in  sach  a  manner  that 
the  tension  of  the  spring  will,  without  any  manipulation  or  adjustment  of  parts  what- 
ever, always  be  preserved,  whether  the  roller  be  fitted  in  the  brackets  or  bearings  or 
removed  therefrom,  substantially  as  set  forth. 

This  claim  in  the  reissued  patent  of  October  31, 1876^  is  changed  so 
as  to  read  as  follows: 

In  a  spring  shade-roller  having  a  pawl  or  detent  and  ratchet,  or  their  equivalent, 
constructed  and  arranged  so  as  to  engage  automatically  for  holding  the  shade  at  any 
desired  point  or  height,  the  combination,  with  a  ratchet,  or  its  equivalent,  upon  the 
stationary  spindle  or  stationary  part  of  the  fixture,  of  a  hinged  or  pivoted  pawl  placed 
upon  the  end  of  the  roller  and  acting  substantially  at  right  angles  to  the  ratchet  or 
notched  hnb. 

In  the  case  of  Hartshorn  v.  The  Eagle  Shade  Roller  Company  et  al^ 
(18  Fed.  Rep.,  90, 25  O.  G.,  1191),  decided  in  the  Circuit  Court  of  the 
United  States  for  the  District  of  Massachusetts,  tbe  validity  of  the 
Campbell  reissue  of  1876  was  questioned  and  affirmed.  It  appears  also 
in  that  case  that  the  original  patent  of  Hartshorn  of  1864  had  been  sur- 
rendered and  a  reissue  obtained — No.  2,756,  August  27, 1867— being  the 
same  in  evidence  in  this  cause,  for  the  purpose  of  showing  the  state  of 
the  art  at  that  time.  This  reissue,  No.  2,756,  was  also  questioned  in  the 
case  just  referred  to,  and  held  to  be  invalid  on  the  ground  that  the  re- 
issued patent  extended  the  claim  of  the  original  patent,  so  as  to  cover 
a  shade-roller  where  the  pawl  and  the  ratchet  are  both  affixed  to  the 
roller,  so  that  the  roller  might  be  detached  from  the  bracket  without 
unwinding,  and  that  within  the  decision  of  Miller  v.  Brass  Company 
(104  U.  8.,  350)  there  had  been  an  unreasonable  delay  in  obtaining  the 
reissue  amounting  to  laches.  That  reissue  was  accordingly  held  void ; 
bat  tbe  Campbell  reissue  of  1876  was  held  valid,  notwithstanding  the 
admitted  enlargement  of  the  claim  and  the  delay  in  obtaining  the  re- 
issue for  nearly  ten  years.  The  ground  of  the  decision  was  that  the 
patentee  did  not  discover  until  in  1874  that  he  was  entitled  to  a  priority 
of  invention  over  Hartshorn,  whose  patent  of  1867  covered  the  same 
claim.  His  solicitor,  who  was  also  the  solicitor  for  Hartshorn,  in  ob- 
taining the  two  patents  had  assumed  that  Hartshorn  was  the  first  in- 
ventor  because  bis  application  was  received  first,  and  had  framed  the 
application  of  Hartshorn  accordingly,  and  caused  that  of  Campbell  to 
correspond,  limiting  his  claim  to  the  particular  form  of  the  device,  and 
granting  to  Hartshorn  the  broad  claim  now  found  in  the  Campbell  re- 
issue. This  mistake  seems  to  have  been  discovered,  as  already  stated, 
by  the  taking  of  the  testimony  of  the  parties  in  the  case  of  the  Salem 
Shade  Roller  Company  v.  Harris,  ubi  supra,  the  proceedings  and  decree 
iu  which  are  in  evidence  in  this  cause.  The  reissue  of  both  patents 
was  applied  for  and  obtained  within  two  years  after  tbe  discovery  of 
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this  alleged  mistake,  and,  as  the  exclusive  right  to  the  invention  was 
apparently  covered  \V  the  claim  of  the  Hartshorn  patent  of  1867,  it  was 
inferred  and  held  by  the  learned  circuit  conrt  of  the  Massachusetts  dis- 
trict that  there  was  no  laches  in  the  delay,  and  no  evidence  of  an  aban- 
donment to  the  public  of  the  invention.  In  the  opinion  of  that  court 
it  is  said  (18  Fed.  Rep.,  92) : 

Campbell,  niUnndentanding,  perhaps,  his  righto  or  the  true  state  of  things,  ae* 
quiesoed  through  his  solicitors,  who  were  common  to  both  parties,  in  the  broad  claim 
of  J  Hartshorn.  When  the  mistake  was  discovered,  it  was  corrected  by  a  simple  ex- 
change of  claims.  We  are  of  opinion  that  under  these  unusual  circumstances  the 
lateness  of  the  application  is  explained  and  shown  to  have  been  brought  about  by 
an  actual  mistake  without  fraud,  and  to  have  been  one  from  which  do  innocent  per* 
son  could  have  suffered. 

We  are  satisfied,  however,  with  either  this  reasoning  or  the  conclu- 
sion. Campbell's  acquiescence  in  Hartshorn's  claim  must  be  regarded, 
so  far  as  he  is  concerned,  as  an  abandonments  any  right  on  his  part 
to  a  patent  for  the  same  invention,  and,  having  deliberately  rested  in 
that  acquiescence  for  a  period  ox  between  nine  and  ten  years,  it  is  too 
late,  according  to  the  settled  coarse  of  decisions  in  this  court,  to  re- 
same  his  rights.  It  is  accordingly  no  answer  to  this  view  to  say  that 
in  the  meantime  the  invention  was  not  dedicated  to  the  public  by 
Campbell's  abandoment  because  it  was  covered  by  Hartshorn's  claim, 
for  according  to  the  supposition  Hartshorn's  was  a  false  claim,  and 
though  it  may  not  be  regarded  as  fraudulent,  but  founded  upon  an 
honest  mistake,  nevertheless  the  validity  of  his  patent  must  have  foiled 
whenever  called  in  question  and  the  facts  were  made  known,  as  they 
did  become  known  in  the  suit  against  Harris.  The  mutual  mistakes  of 
the  two  parties  can  not  be  considered  as  correcting  each  other.  Harts- 
horn claimed  an  invention  to  which  he  now  confesses  he  was  not  en- 
titled, and  for  that  reason  his  original  patent  was  invalid.  Campbell 
contented  himself  with  the  narrow  claim  originally  contained  in  his 
patent  of  1867,  and  thereby  acknowledged  that  he  was  not  entitled  to 
the  broader  claim  which  he  now  asserts  under  his  reissue.  He  had  the 
means  and  the  opportunity  at  the  time  the  application  for  his  original 
patent  was  pending  to  have  asserted  his  claim  to  priority  of  invention. 
He  chose  not  to  do  so.  He  acquiesced  in  the  claim  of  his  adversary. 
He  can  not  now  claim  what  he  then  abandoned. 

The  question  of  laches  is  perhaps  immaterial,  for  the  reissue  of  the 
Campbell  patent  was  not  for  the  same  invention  described  and  claimed 
in  the  original.  This  does  not  rest  merely  on  the  enlargement  and  change 
in  the  nature  of  the  claim.  The  specification  itself  was  substantially 
altered.  The  alterations,  it  is  paid  in  argument,  had  the  effect  only  of 
giving  a  more  full,  complete,  and  accurate  description  of  the  same 
mechanism ;  but  in  point  of  fact  the  alterations  changed  the  shape  of 
the  specification  in  such  a  way  as  to  admit  the  new  and  enlarged  claim 
'  in  a  manner  in  which  it  could  not  have  been  made  upon  the  original 
description.    A  comparison  between  the  original  and  reissued  patents 
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shows  that  the  specification  of  the  latter  has  been  materially  changed, 
so  as  to  cover  as  the  invention  of  the  patentee  that  function  of  the 
structure  by  which  the  spring  will  be  locked  when  the  roller  as  a  whole 
is  removed  from  the  brackets,  in  respect  to  which  the  original  patent  is 
entirely  silent  We  are  therefore  of  the  opinion  that  the  first  claim  of 
the  Oampbell  reissue,  the  only  one  alleged  to  be  infringed  in  this  case, 
is  vtrid* 

We  are  also  of  opinion  that  the  Hartshorn  reissued  Patent  No.  7,370, 
of  October  SI,  1876,  is  void  on  a  different  ground.  That  reissue  dis- 
claims what  was  claimed  in  the  original  patent— viz,  the  arrangement 
of  both  the  pawl  and  the  ratchet  upon  or  in  connection  with  the 
roller,  so  that  the  roller  can  be  removed  firoin  its  brackets  without  per- 
mitting the  spring  to  unwind,  for  the  reason  that  such  an  arrangement 
had  been  previously  invented  by  Oampbell;  and  instead  of  that  claim 
the  reissued  patent  is  confined  to  claiming — 

The  combination,  with  a  ratchet  or  ito  equivaleut  upon  the  stationary  spindle  or 
stationary  part  of  the  fixture,  of  a  hinged  or  pivoted  pawl  placed  upon  the  end  of 
the  roller  and  acting  substantially  at  right  angles  te  the  ratohet  or  notched  hnb. 

But,  according  to  the  admission  of  all  the  parties,  Campbell  was 
a  prior  inventor  of  the  arrangement  by  which  the  pawl  and  ratchet 
were  combined  upon  the  roller  in  such  a  way  as  to  allow  the  roller  to 
be  removed  from  its  brackets  without  permitting  the  spring  to  unwind. 
Such  a  combination,  therefore,  was  not  the  subject  of  a  subsequent 
patent  of  itself,  unless  some  additional  novelty  and  utility  were  intro- 
duced into  the  combination  by  reason  of  some  substantial  change  in  the 
form  or  mode  of  operation  of  tip  parts.  But  in  this  reissued  patent 
of  Hartshorn  there  is  nothing  novel  either  in  the  pawl  or  the  ratchet  or 
the  mode  in  which  they  jointly  co-operate  to  produce  the  desired  re- 
sult The  feet  that  the  pawl  is  described  as  acting  substantially  at 
right  angles  to  the  ratchet  or  notched  hub  does  not  seem  to  introduce 
any  new  or  useful  element  The  combination  covered  by  the  claim  in 
the  reissued  patent  is  in  law  and  in  fact  merely  a  mechanical  equivalent 
for  that  which  was  already  covered  by  the  Oampbell  patent,  which  tywi 
the  priority  of  invention.  For  this  reason,  therefore,  we  hold  the  Hafts- 
horn  reissue  of  1876  to  be  invalid. 

It  remains  now  only  to  consider  the  question  of  the  alleged  infringe* 
ment  of  the  David  patent,  No.  69,189.  The  invention  is  claimed  to 
have  been  made  in  December,  1866,  though  the  patent  was  granted  ou 
September  24, 1867.  It  is  for  an  improvement  upon  the  original  inven- 
tion of  Hartshorn,  as  described  in  his  patent  of  1864,  and  must  be  con* 
stated  with  reference  to  that.  It  seems  to  have  had  for  its  object  to  do 
away  with  the  noise  produced  in  the  Hartshorn  roller  by  the  contact 
of  the  pawl  with  the  ratchet.  That  objection  to  the  Hartshorn  roller, 
David  says  in  his  testimony,  was  what  incited  him  "to  invent  some- 
thing that  would  do  away  with  the  noise."  He  gave  a  new  form  to  the 
pawl  and  ratchet  used,  and  also  shifted  the  ratchet  from  the  roller  and 
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made  it  a  part  of  the  bracket,  which  was  a  stationary  part  of  the  fix- 
ture, and  applied  the  pawl  or  engaging  part  to  the  revolving  roller* 
His  pawl  was  "  an  arm  or  detent"  hinged  or  pivoted  in  a  radial  slot  in 
and  arranged  in  the  plane  of  the  axis  of  the  roller,  the  free  end  of  the 
arm  projecting  beyond  the  end  of  the  roller,  so  that  as  the  latter  re- 
volved rapidly  the  free  end  of  the  pawl  or  arm  wonld  be  carried  away 
from  the  axis  of  the  roller  by  the  motion  of  the  roller  itself.  By  this 
movement  when  the  roller  was  rapidly  turned,  sending  the  detent  out- 
ward, it  wonld  pass  over  the  elevated  side  of  the  journal-box,  which 
constituted  the  ratchet.  When  the  roller  moved  slowly  or  was  in  a 
state  of  rest,  the  action  of  gravity  brought  the  detent  toward  the  cen- 
ter of  the  roller  when  the  detent  was  above  the  center,  and  at  such  time 
the  detent  engaged  the  elevated  side  of  the  journal-box  or  ratchet,  and 
the  revolution  of  the  roller  was  arrested.  His  roller  was  also  made  of 
wood,  bored  out  at  one  end  to  receive  the  spring,  and  he  placed  at  one 
and  the  same  end  of  the  roller  the  spring  which  caused  the  shade  to 
rise,  the  stationary  spindle  to  which  one  end  of  the  spring  was  attached, 
and  the  arm  or  pawl,  whereby  he  was  able  to  saw  off  the  other  end  of 
the  roller  to  fit  any  width  of  window.  As  the  pawl  was  on  the  revolv- 
ing roller  and  the  ratchet  on  the  bracket,  when  the  roller  was  removed 
from  its  brackets  the  pawl  and  the  ratchet  became  disconnected,  so 
that  the  spring  would  uncoil  instead  of  holding  the  arts  in  place. 
The  .claims  of  the  David  patent  are  as  follows : 

1.  The  arm  or  detent  k,  arranged  upon  the  roller  in  snob  a  manner  that  it  moves 
toward  and  away  from  the  center  or  axis  of  the  roller  a  by  the  action  of  gravity  and 
eentrif  ngal  force,  substantially  as.  described. 

2.  The  combination  and  arrangement  at  the  same  end  of  a  shade-roller  of  a  spring, 
e,  rod  d,  and  arm  or  detent  k,  or  their  mechanical  equivalents,  substantially  as  de- 
scribed. 

The  device  is  illustrated  by  drawings  accompanying  the  specification 
of  the  patent,  as  follows : 
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It  is  to  be  observed  that  in  these  claims  nothing  is  J*p£ 

said  about  the  combination  of  the  arm  or  detent  k  with 
the  elevated  side  of  the  journal-box,  which  is  a  distinct 
and  separate  part  of  the  mechanism,  and  yet  it  is  per 
fectly  obvious  that  it  is  only  in  combination  with  that 
separate  ratchet  that  the  arm  or  detent  Jc  performs  any 
useful  function  at  all  The  fact  that  the  arm  or  detent 
ft,  arranged  on  the  roller  in  the  manner  described,  moves 
toward  and  away  from  the  center  or  axis  of  the  roller  in 
consequence  of  the  motion  of  the  roller  itself  is  not  pat- 
entable independently  of  any  useful  combination  in  which 
it  performs  a  necessary  part.  Any  arm  or  detent  pi  voted 
at  one  end  and  loose  at  the  other  would  necessarily  follow 
the  motion  of  the  roller,  the  loose  end  flying  outwardly. 
The  same  remarks  apply  to  the  second  claim  of  the  com- 
bination and  arrangement  of  the  roller  and  spring,  the 
rod,  and  the  arm  or  detent  at  the  same  end  of  the  roller. 
They  perform  no  function  by  reason  of  the  circumstance  of  their  being 
at  the  same  end  of  the  roller,  except  in  conjunction  with  the  ratchet  on 
the  bracket,  and  there  is  no  novelty  in  such  a  combination  and  arrange- 
ment, as  the  same  thing  was  found  in  the  original  Hartshorn  patent  It 
follows,  therefore,  that  in  the  construction  of  the  David  patent  the  claims 
must  be  confined,  by  reference  to  the  specification,  to  the  use  of  the  devices 
named,  in  a  shade-roller,  where  the  pawl  or  detent  is  upon  the  roller 
moving  with  it,  and  the  ratchet  or  engaging  part  ifl  separated  by  bping 
placed  upon  a  journal  box  or  bracket,  or  other  fixed  part  of  the  mech- 
anism, and  that  it  must  also  be  limited  to  the  particular  form  of  the 
arm  or  detent  described.  It  follows  from  this  that  the  shade-roller 
manufactured  and  used  by  the  defendants  is  not  an  infringement  of 
the  David  patent  In  the  defendants'  roller  the  pawl  and  the  ratchet 
are  both  upon  one  end  of  the  roller,  the  pawl  being  upon  the  revolving 
part  and  the  ratchet  upon  the  fixed  part  of  the  roller,  and  the  pawl 
and  ratchet  are  of  a  different  form  from  those  covered  by  the  David 
patent  We  hold,  therefore,  upon  this  part  of  the  case  there  was  no 
infringement 

The  decree  below  was  therefore  right,  and  is  affirmed. 


Digiti 


zed  by  G00gle 


190  DECISIONS  OF  U.   8.   COURTS  IN   PATENT  CA8E8. 

[United  qtates  Circuit  Court-District  of  Maine.] 

WlLLABD  ET  AL.  V.  COOPER.     SAME  V.  THOMSS. 

Decided  September  23,  1886. 

38  O.  G.,  663. 
Willard— Fishing  Apparatus. 

Patent  No.  940,690,  granted  to  Henry  E.  Willard,  April  26, 1881,  for  improve. 
ments  in  fishing  apparatus,  is  roid  for  want  of  invention. 

Mr.  William  Henry  Clifford  for  the  complainants. 

Mr.  George  E.  Bird  for  Eben  0.  Cooper. 

Mr.  Herbert  O.  Briggs  for  Charles  D.  Thomes. 

Before  Gray,  Justice,  and  Colt,  Judge. 
Colt,  J.: 

In  these  suits  the  respondents  are  charged  with  infringing  Letters 
Patent  No.  240,630,  granted  to  Henry  E.  Willard,  April  26, 1881,  for  im- 
provement in  Ashing  apparatus.  The  object  of  the  improvement  is  to 
provide  a  pocket  or  bag  into  which  the  fish,  which  have  been  caught 
in  a  seine,  may  be  transferred  and  kept  alive  until  they  are  dressed  for 
packing. .  The  apparatus  consists  of  a  pocket  attached  to  the  vessel's 
rail,  and  hung  upon  two  booms  which  project  from  the  side  of  the  vessel. 
The  booms  are  attached  to  the  hull  of  the  vessel,  so  as  to  move  freely 
in  different  directions.  There  are  guys  at  the  outer  ends  of  the  booms, 
which  serve  to  adjust  them  in  a  lateral  direction,  while  they  are  raised 
and  lowered  by  means  of  tackle  extending  from  the  masts  to  their  outer 
ends.  Outhauls  connected  with  the  outer  corners  of  the  bag  serve  to 
lower  and  raise  the  outer  edge  of  the  bag.  Lace-lines  are  permanently 
attached  to  the  center  of  the  head-lines,  and  run  each  way  through 
grommets  which  are  fastened  to  the  bead-line.  There  are  supporting- 
lines  connected  with  the  center  of  the  bag's  head-line,  which  are  of  use 
when  the  vessel  rolls  heavily.  The  seine  is  brought  alongside  the 
pocket  by  the  seine-boat.  The  outer  edge  of  the  seine  is  then  fastened 
to  the  edge  of  the  bag  along  the  whole  front  of  the  bag,  between  the 
outer  ends  of  the  booms.  This  is  done  by  thrusting  the  corks  of  the 
seine  between  the  lace-lines  and  the  head-line  and  then  pulling  the 
lace  lines  taut.  The  claim  is  for  the  pocket  in  combination  with  the 
seine,  lace-lines,  grommets,  outhauls,  booms,  head-line,  corks,  support- 
ers, and  guys. 

The  defendants  introduce  a  prior  patent,  granted  to  Benjamin  Mer- 
ritt,  jr.,  in  1858.  which  shows  a  net  for  catching  fish  attached  to  the 
side  of  a  vessel,  and  stretched  out  upon  two  movable  booms  projecting 
from  the  vessel  Numerous  witnesses  are  called  who  testify  to  the  use  of 
fish-pockets  with  and  without  booms  in  connection  with  a  seine  prior  to 
Willanl's  device.  Many  of  these  witnesses  are  not  wholly  disinterested, 
and  for  this  reason  this  evidence  is  not  entitled  to  the  weight  it  would 
otherwise  have;  but,  while  receiving  this  evidence  with  caution,  still. 
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in  view  of  what  was  manifestly  old  and  well  known,  we  can  not  dis- 
cover more  than  the  exercise  of  mechanical  skill  in  the  construction  of 
the  Willard  apparatus.  We  can  find  no  invention  in  combining  a  fish- 
pocket  with  a  seine  in  the  manner  described,  nor  in  the  use  of  booms 
which  are  attached  to  the  vessel  in  the  same  way  as  the  old  boat's 
boom,  nor  in  the  use  of  guys,  head  lines,  giommets,  and  other  well- 
known  apparatus.  In  making  and  working-  a  fish-pocket  it  seems  to 
ns  these  old  and  familiar  things  wonld  immediately  suggest  themselves 
to  one  skilled  in  the  art  In  onr  opinion,  Willard  made  no  invention 
or  discovery,  in  the  sense  of  the  patent  law,  such  as  entitles  him  to  a 
monopoly,  and  therefore  the  bill  must' be  dismissed. 


[StpiwM  Court  of  the  United  8ta*N.) 

IVES  V.  SARGENT. 

Dtcided  January  10, 1997. 

38  O.  G.,  781. 

1.  Davis— Door-Bolts. 

The  third  and  fourth  claims  of  Reissued  Letters  Patent  No.  9,901,  granted  to 
Davis,  October  18, 1881,  for  door-bolts,  declared  invalid. 

2.  Delays  mot  Excused  bt  Mistake  of  Solicitor. 

A  delay  of  nearly  three  yean  after  the  date  of  the  original  patent  before  ap- 
plying for  its  reissue  with  broader  claims  is  not  excused  by  the  mistake  of  the 
solicitor  who  applied  for  and  procured  the  original  patent  with  claims  more  nar- 
row than  those  which  he  was  instructed  by  the  inventor  to  make. 

3.  New  Matter— What  Constitutes. 

Where  an  element  of  the  invention  was  shown  in  the  original  drawings  only 
as  a  connected  portion  of  a  certain  mechanism  and  was  so  described  in  the  origi- 
nal patent,  the  description  of  snch  element  in  a  reissue  as  an  independent  inven- 
tion is  new  matter,  and  claims  based  thereon  are  invalid. 

Appeal  from  the  Circuit  Court  of  the  United  States  for  the  District 
of  Connecticut. 

Mr.  H.  T.  Blake  for  the  appellant 

Mr.  J.  8.  Beach  and  Mr.  J.  K.  Beach  for  the  appellee. 

Mr.  Justice  Matthews  delivered  the  opinion  of  the  Court. 

This  is  a  bill  in  equity  filed  by  the  appellant  to  restrain  the  alleged 
infringement  of  the  complainant's  rights,  as  the  assignee  of  Frank 
Davis,  of  Beissaed  Letters  Patent  No.  9,901  for  an  improvement  in  door- 
bolts.  The  original  patent  was  No.  202,158,  date£  April  9, 1878.  The 
application  for  the  reissue  was  filed  April  1, 1881,  the  reissued  letters 
patent  being  dated  October  18, 1881,  The  alleged  infringement  is  of 
the  third  and  fourth  claims.  As  the  case  turns  wholly  upon  the  validity 
of  the  reissued  patent,  it  is  important,  for  purposes  of  comparison,  to  set 
oat  the  original  and  the  reissue  in  parallel  columns.    So  much  of  the 
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original  as  is  excluded  from  the  reissue  is  marked  in  brackets,  and  the 
additions  made  by  the  reissue  are  in  italics.     They  are  as  follows : 

Original.  Reissue. 

Specification  forming  part  of  Letters  Specification  forming  part  of  Reissued 
Patent  No.  202,158,  dated  April  9,  1878.  Letters  Patent  No.  9,901,  dated  October 
Application  filed  January  29, 1878.  18,  1881.     Original  No.    202,158,  dated 

April  9, 1878.   Application  for  reissue  filed 

April  1,  1881. 


To  all  whom  it  may  concern  ; 

Be  it  known  that  I,  Frank  Davis,  of 
North  Adams,  in  the  county  of  Berkshire 
and  State  of  Massachusetts,  have  in- 
Tented  certain  new  and  useful  Improve- 
ments in  Door-Bolts;  [and  I  do  hereby 
declare  that]  the  following  is  a  [full, 
olear,  and  exact]  description  [of  my  in- 
vention, which  will  enable  others  skilled 
in  the  art  to  which  it  appertains  to  make 
and  use  the  same,  reference  being  had  to 
the  accompanying  drawings,  and  to  let- 
ters of  reference  marked  thereon,  which 
form  a  part  of  this  specification]. 

[This  invention  is  an  improvement]  on 
Letters  Patent  [No.  190,561]  granted  to 
[the  undersigned]  May  8,  1877. 

The  [nature  of  said]  invention  consists 
[chiefly]  in  combining  a  cylindrical  outer 
easing  with  an  inner  [casing],  constructed 
and  recessed  as  hereinafter  described,  said 
[casings]  combining  to  inclose  the  oper- 
ating mechanism,  and  to  form  a  fulcrum 
and  guide  therefor;  [and]  in  combining 
with  said  [casings],  a  bolt,  pitman,  and 
[hub,  so  constructed  and  arranged  as  to 
operate  in  the  same  without  pivot-pins 
or  any  additional  devices,  all  as]  herein- 
after more  folly  [described]  and  claimed. 

In  the  accompanying  drawings,  Figure 
1  [represents  the  device  as  a  whole]  in 
perspective.  Fig.  2  [represents]  a  per- 
spective view  of  the  inner  [casing  and 
contents].  Fig.  3  is  a  [detail]  view  of 
the  bolt  [and  its  attachments].  Fig.  4 
is  a  detail  view  of  the  inner  [casing]. 
Fig.  5  is  a  detail  view  of  the  onter  casings 


[A  designates  a  cylindrical  n   tallio 

ovter  easing  or  sleeve,  which  is  provided 

with  opposite  openings  a  a  near  its  rear 

•ad,  and  with  a  hole,  a1,  for  attachment 

y  means  of  screw  a8  to  inner  casing  B. 

It  is  obvious  that  any  known  equiva- 


To  all  whom  it  mag  .concern : 

Be  it  known  that  I,  Frank  Davis, 
of  North  Adams,  in  the  county  of  Berk- 
shire and  State  of  Massachusetts,  have 
invented  certain  new  and  useful  Improve- 
ments in  Door-Bolts,  of  which  the  follow- 
ing is  a  description. 


The  improvements  are  on  the  door-bolt  for 
which  Letters  Patent  were  granted  to  me 
May  8, 1877. 

The  invention  consists  in  combining  a 
cylindrical  outer  case  with  an  inner  caee 
constructed  and  recessed  as  hereinafter 
described,  said  cases  combining  to  inclose 
the  operating  mechanism,  and  to  form  a 
fulcrum  and  guide  therefor ;  in  combin- 
ing with  said  cases  a  bolt,  pitman,  and 
crank;  and  in  a  pitman  or  connecting  rod 
performing  the  functions  of  both  pitman  and 
spring f  as  the  above  are  hereinafter  more 
fully  set  forth  and  claimed. 

In  the  accompanying  drawing,  Figure  1 
shows  the  bolt  in"  perspective.  Fig.  2  it  a 
perspective  view  of  the  inner  case  and 
portions  of  some  of  the  working  parts.  Fig. 
3  is  a  view  of  the  bolt,  spring,  and  crank. 
Fig.  4  is  a  detail  view  of  the  inner  cose, 
and  Fig.  5  is  a  detail  view  of  the  outer 


To  enable  others  to  make  and  use  my  im- 
provements in  door-bolts,  I  will  describe  them 
in  detail 

A,  Figs.  1  and  5,  is  a  cylindrical  metallic 
outer  case,  having  the  holes  a  a  near  its  rear 
end,  and  hole  as  through  which  a  screw,  a*, 
Fig.  1,  passes  into  the  inner  case,  B,  to  hold 
the  two  cases  together.  The  inner  cylindrical 
case,  B,  Figs.  2  and  A,  is  made  toJU  closely 
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Said  easing  A  is  preferably  a  men 
■bell  of  steel,  bat  both  the  material  and 
thicknesscan  be  considerably  varied  with- 
out departing  from  my  invention. 

Inner  easing  B  is  of  brass,  east-iron,  or 
other  cheap  metal,  and  has  sneh  diameter 
as  allows  it  to  pass  readily  into  said  outer 
easing  or  sleeve,  and  to  be  conveniently 
withdrawn  therefrom.  It  is  provided  at 
the  front  end  with  a  disk,  which  has  a 
central  opening,  ft,  for  the  passage  of  the 
bolt,  and  an  annular  flange,  a1,  which  pre- 
vents it  from  being  forced  back  too  far 
within  said  exterior  casing.  The  bottom 
of  said  inner  casing  B  has  a  broad  longi- 
tudinal slot,  ft*,  extending  from  end  to 
end,  and  communicating  with  a  -similar 
longitudinal  dot,  ft*,  in  the  top  of  the  said 
casing  B,  which  extends  about  two-thirds 
of  the  length  of  said  casing,  beginning 
just  behind  said  front  disk.  The  interior 
of  the  forward  part  of  said  inner  casing  is 
thus  entirely  removed,  leaving  vertical 
walls  ft4  ft4  on  each  side  of  the  space  thus 
produced.  This  space  is  separated  by  a 
transverse  partition,  ft*,  from  a  transverse 
groove,  ft8,  in  the  bottom  of  which  is  a 
longitudinal  slot,  ft7.  A  transverse  parti - 
tition,  ft*,  at  the  rear  of  said  groove  and 
slot,  forms  part  of  the  rear  end  of  casing 
B,  and  has  in  its  top  screw- threaded  hole 
or  socket  ft0,  for  the  reception  of  fastening- 
screw  a*. 

C  designates  the  door-bolt,  having 
guide-pins  c  on  its  side,  and  near  its  rear 
end  a  recess,  &,  in  which  works  the  lower 
end  of  crank-arm  IV,  formed  in  one  piece 
with  flat  nab  D.  Said  lower  end  of  crank- 
arm  D*  is  connected  by  pitman  E  to  the 
front  part  of  said  bolt.  Said  hub  D,  when 
in  position  for  use,  extends  op  through 
said  slot  ft7,  so  that  its  square  or  simi- 
larly-shaped central  hole  is  in  a  line  with 
transverse  groove  ft6  of  inner  casing  B, 
and  opposite  holes  a  a  of  outer  casing  A. 
The  prismatic  shank  of  the  key  is  passed 
through  said  holes  and  groove,  and  ope- 
rated as  usual  to  shoot  or  draw  the  bolt. 

I  do  not  confine  myself  to  the  exact  de- 
tails of  construction  shown,  as  these  may 
be  somewhat  modified  in  various  ways 
without  departing  from  the  spirit  of  my 
invention. 

The  working  parts  of  my  meohanism 
axe  more  firmly  secured  and  more  per- 
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dteinwhAehu  the  central  opeuingb.  On  it* 
frontend  thejtange  b'  ie  formed,  against  which 
As  eater  esse  cones.  A  $101,  b*,  Fig.  A,  e*~ 
tend*  from  the  dish  on  the  front  end  the  whole 
length  of  the  com.  Another  *lot,  b*,  oppo- 
site the  elot  b»,  extend*  backward  from  the  end 
diet,  as  shown  in  Fig.  4.  Tkeee  $loU  leave 
the  parte  b4  b*  of  the  inner  case,  as  ekown  in 
Fig.  4.  A  groove,  b*,  extend*  acroee  the 
caee  between  the  parte  b*  and  b8  of  the  ease, 
A  longitudinal  elot,  b7,  bieeete  tkie  groove 
and  ie  eat  through  the  eaee. 

C,  Fig.  3,  ie  the  bolt,  made  with  the  luge  a 
c,  on  Ig  one  of  wh  ich  ie  need.  The  projecting 
end  ie  round,  the  part  within  the  eaee  ie  rect- 
angular, one  of  the  narrower  eidee  fitting 
into  the  elot  b*,  and  the  other  into  b*.  Ite 
rear  end  ie  made  narrower  and  thinner  to 
make  room  for  the  crank,  ae  ehown  in  Fig.  3. 

The  crank  Die  mad--  in  the  usual  form, 
and  ie  arranged  in  a  petition  to  bring  the 
hole  through  ite  larger  end  in  line  with  the 
groove  b6  on  the  inner  caee  and  with  the 
opening*  a  a  in  the  outer  caee. 

The  pitman  and  spring  E,  Fig.  3,  ie  a 
straight  hardrdrawn  wire,  and  ie  connected 
to  the  bolt  and  crank  bg  suitable  pivotal  con- 
neotione.  Ae  shown  in  the  drawinge,  its  end* 
are  bent  at  right  angles  to  its  length  and  pas* 
into  the  holes  in  the  bolt  and  crank,  the  spring 
being  made  long  enough  for  the  purpose. 
The  lug  con  the  bolt  ie  eo  arranged  relative 
to  the  connection*  of  the  spring  a*  to  give  it 
the  required  degree  of  tension,  or  li*et  up," 
a*  it  is  called.  The  tension  bend*  the  spring 
over  the  lug  c,  as  shown  in  Fig.  3.  The  keg 
has  its  shank  square  to  Jit  the  hole  in  fas 
crank,  with  a  round  part  near  the  handle  to 
turn  in  the  case,  a*  shown  in  Fig.  1. 
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folly  protected  than  in  my  former  pat- 
ent* as  hereinbefore  recited.  I  also  deem 
the  shape  of  my  new  hub  and  crank 
preferable  for  practical  working.] 

Having  [thus]  described  my  [inven- 
tion,] what  I  claim  as  new,  and  desire  to 
protect  by  Letters  Patent,  is— 

1.  The  combination,  with  a  door-bolt 
and  operating  mechanism,  of  a  cylindri- 
cal exterior  [casing]  and  a  recessed  inner 
[casing,]  said  [casings]  combining  to  in- 
close the  operating  mechanism,  and  to 
form  a  fulcrum  and  gnide  therefor,  sub- 
stantially as  set  forth. 

2.  The  combination  of  [casing]  A,  hav- 
ing opposite  holes  a  a,  with  inner  [casing] 
B,  having  transverse  groove  ft6  and  slot 
ft7,  [flat  hnb]  D,  [having  crank  arm  D',] 
and  the  bolt  and  pitman,  substantially 
as  set  forth. 

[3.  The  combination  of  cylindrical 
outer  casing  A  with  inner  casing  B,  hav- 
ing annular  front  flange  bl9  side  walls  ft*  ft4, 
transverse  partitions  ft5  and  b8,  transverse 
groove  ft0,  and  slot  ft7,  said  casings  being 
securely  fastened  together  and  adapted 
to  receive  the  bolt  and  working  mechan- 
ism, substantially  as  set  forth.] 


Having  described  my  improved  left  aaa* 
its  mode  of  operation,  what  I  claim  aa  new, 
and  desire  to  secure  by  Letters  Patent,  is— 

1.  The  combination,  with  a  door-bolt 
and  operating  mechanism,  of  a  cylindri- 
cal exterior  eaee  and  a  recessed  inner  oats, 
said  oases  combining  to  inclose 'the  one- 
rating  mechanism,  and  to  form  a  fulcrum 
and  gnide  therefor,  substantially  aa  set 
forth. 

3.  The  combination  of  oass  A,  having 
opposite  holes  a  a,  with  inner  oass,  B, 
having  transverse  groove  ¥  and  slot 
ft7,  crank  D,  and  the  bolt  and  pitman,  sub- 
stantially as  set  forth. 

3.  Tk«  combination  of  the  bolt  C,  provided 
with  the  lug  e,  pitman  Ey  operatmg  me  a  pit- 
man and  spring,  and  crank  D,  to  hold  tko 
bolt,  oubotantiaUy  asset  forth. 

4.  In  a  cylindrical  door-bolt,  ike  pitman 
E,  arranged  and  adapted  to  operate  ae  a  pit- 
man and  spring,  subotantiaUg  ae  set  forth. 
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It  will  be  observed  that  the  first  and  second  claims  of  the  reissued 
patent  are  substantially  the  same  as  the  first  and  second  claims  of  the 
original  patent;  bnt  as  there  is  no  allegation  or  proof  of  any  infringe- 
ment by  the  appellee  of  either  of  these  they  may  both  be  dismissed  from 
further  consideration.  The  third  claim  of  the  original  patent  is  omitted 
from  the  reissue,  its  place  being  taken  by  the  third  and  fourth  claims 
*  the  latter.    The  whole  question  is,  whether  the  patentee  and  h» 
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assignee  are  entitled  under  the  circumstance*  of  the  ease  to  claim  the 
pitman  E,  operating  as  a  pitman  and  spring  in  a  door-bolt,  as  a  distinct 
and  separate  invention,  irrespective  of  its  combination  with  the  exte- 
rior and  interior  cases  mentioned  in  the  first  and  second  claims.  This 
right  is  affirmed  by  the  appellant  and  denied  by  the  appellee. 

The  invalidity  of  the  reissued  patent  is  maintained  by  the  appellee 
on  two  grounds :  First,  that  the  reissue  embraces  a  different  invention 
in  the  third  and  fourth  claims  from  any  described  or  contained  iu  the 
original  specification ;  and  second,  that  if  it  were  otherwise  the  patentee 
and  assignee  had  at  the  time  of  the  application  for  a  reissue  lost  their 
rights  to  correct  the  defects  in  the  original  by  their  own  laches.  It  was 
upon  the  latter  of  these  grounds  that  the  circuit  court  proceeded  in  dis- 
missing the  bill.  The  undisputed  facts  on  this  part  of  the  case  are 
stated  by  the  circuit  court  in  its  opinion,  and  are  as  follows : 

The  inventor,  a  carpenter  by  trade,  and  not  an  educated  man,  invented  the  device 
in  November,  1877,  and  applied  in  January,  1878,  to  Mr.  Terry,  a  patent  solicitor  in 
New  Haven,  to  procure  him  a  patent,  specifying  as  the  invention  to  be  patented  the 
pitman,  which,  in  connection  with  the  crank,  held  the  bolt  and  answered  the  double 
purpose  of  pitman  and  spring.  Terry  being  in  ill  health,  and  therefore  not  then  do- 
ing business,  sent  the  case  to  his  agent  in  Washington,  with  Davis's  instructions.  In 
due  time  the  papers  were  returned  to  Terry  and  were  signed  by  Davis,  who  read  them 
and  supposed  that  the  application  "covered  the  spring  which  he  intended  to  be  pat-\ 
enM."  Terry  did  not  read  the  application.  The  patent  was  received  by  Davis  in 
April,  1878.  It  does  not  appear  whether  it  was  then  examined  or  not.  The  plaintiff 
did  not  see  the  patent  until  after  it  was  assigned  to  him,  on  May  88, 1879.  Whether  he 
then  read  it  or  not  he  does  not  know ;  bnt  in  the  latter  part  of  1880,  after  the  defend- 
ant had  ^>egun  to  infringe,  he  did  read  it,  and  supposed  from  the  drawings  that  the 
pitman-spring,  as  a  separate  invention,  was  secured  by  the  patent  until  he  was  unde- 
ceived by  Mr.  Terry.  In  the  spring  of  1878  the  plaintiff  received  from  Davis  a  license 
to  use  the  pitman-spring  upon  another  than  the  patented  bolt.  In  September,  1380, 
Sargent  &  Co.  commenced  work  upon  the  patterns  for  the  infringing  bolt,  and  made 
the  first  bolts  December  1, 1880.    (/vet  v.  Sargent,  21  Blatchf.  C.  C.  B.,  417.) 

The  application  for  a  reissue  was  not  made  until  after  ]the  lapse  of 
nearly  three  years  from  the  date  of  the  original  patent ;  that  is,  from 
April  9, 1878,  until  April  1, 1881.  It  may  be  assumed,  as  the  effect  of 
the  evidence,  that  Davis,  in  describing  to  his  solicitor,  Terry,  the  inven- 
tion which  he  wished  to  have  patented,  specifically  designated  and  de- 
scribed the'  pitman-spring,  as  his  substantial  invention,  distinct  from 
the  combination  of  which  it  formed  a  part  in  the  first  and  second  claims 
of  the  patent  In  bis  testimony  on  this  point,  in  answer  to  the  ques- 
tion— 

What  did  yon  describe  to  him  as  the  invention  which  yon  wished  to  have  patented  f 
Davis  states : 

I  explained  to  Mr.  Terry  that  I  had  got  the  spring,  answering  for  a  spring  and  also 
for  turning  the  bolt— a  pitman-spring.    I  didn't  know  the  term  at  that  time ; 

and  also  that  he  wished  to  have  patented— 

this  pitman-spring  and  this  guard,  lever,  and  that  purchase  It  had  in  holding  the 

Ml  out  or  back :  also,  in  moving  the  bolt  out  and  baofc, 
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Terry  also,  on  the  same  point,  says  that  Davis — 
brought  the  invention  or  bolt  to  mo  and  stated  that  ho  wanted  to  get  it  patented* 
He  also  stated  what  his  invention  was,  as  he  considered  it,  that  he  wanted  patented, 
and  the  thing  that  he  wanted  patented  particularly  was  the  pitman  or  connecting 
rod,  which  answered  the  double  purpose  of  pitman  and  spring,  and  in  connection 
with  the  crank  held  the  bolt  when  it  was  shored  out  of  the  case  and  when  it  was 
drawn  within  the  case. 

Terry  also  states  that  he  sent — 

a  letter  of  instruction  with  the  model,  setting  forth  Mr.  Davis9  wishes  as  he  had  ex- 
pressed them  to  me. 

The  specification  as  prepared  by  the  solicitor  in  Washington  was  re- 
turned to  Terry  and  by  him  exhibited  to  Davis,  who  signed  the  appli- 
cation, as  he  states,  after  he  had  examined  it  and  supposed  it  to  be 
right,  "  covering  the  spring  which  I  intended  to  be  patented."  Mr. 
Terry  states  that  he  does  not  recollect  whether  he  himself  read  over 
the  specification  and  examined  the  claims  at  the  time  Mr.  Davis  signed 
the  papers  or  not.  On  this  application  the  patent  was  issued,  and  it 
does  not  appear  to  have  been  read  or  examined  by  any  of  the  parties 
in  interest  until  after  the  appellee  commenced  making  the  bolts  now 
alleged  to  be  an  infringement.  It  was  then  discovered  for  the  first 
time  that  the  original  patent  did  not  cover  the  claim  as  now  made,  and 
the  reissue  was  obtained  to  effect  that  purpose. 

It  is  admitted  in  argument  by  the  counsel  for  the  appellant  that  there 
was  negligence.  It  is  contended,  however,  that  it  was  not  the  negli- 
gence which  in  law  is  imputable  to  the  patentee  or  the  appellant,  but 
the  negligence  of  the  solicitor  employed  by  the  patentee  to  obtain  the 
patent    Counsel  say : 

It  was  the  Washington  solicitor's  disobedience  to  instructions  which  caused  the 
mistake,  and  Terry's  neglect  to  revise  the  application  before  sending  for  Davis  to 
sign  it,  whi'h  prevented  its  discovery. 

The  rule  of  diligence  required  in  such  cases,  as  the  result  of  previous 
decisions  of  this  court,  is  stated  in  Wollenidk  v.  Reiher  (115  XT.  8.,  96, 
99 ;  31  O.  G.,  1301)  in  these  words : 

It  follows  from  this  that  if  at  the  date  of  the  issue  of  the  original  patent  the  pat- 
entee had  been  conscious  of  the  nature  and  extent  of  his  invention,  an  inspection  of 
the  patent  when  issued,  and  an  examination  of  its  terms,  made  with  that  reasonable 
degree  of  care  which  is  habitual  to  and  expected  of  men  in  the  management  of  their 
own  interests  in  the  ordinary  affairs  of  life,  would  have  immediately  informed  him 
that  the  patent  had  failed  fully  to  cover  the  area  of  his  invention.  And  this  must 
be  deemed  to  be  notice  to  him  of  the  fact,  for  the  law  imputes  knowledge  when  op- 
portunity and  interest,  combined  with  reasonable  care  would  necessarily  impart  it. 
Not  to  improve  suoh  opportunity,  under  the  stimulus  of  self-interest,  with  reasonable 
diligence,  constitutes  lacset,  which  in  equity  disables  the  party  who  seeks  to  revive 
the  right  which  he  has  allowed  to  lie  unclaimed  from  enforcing  it  to  the  detriment 
of  those  who  have  in  consequence  been  allowed  to  act  as  though  it  was  abandoned. 

In  Mahn  v.  Hancood  (112  U.  S.,  354, 362 ;  30  O.  O.,  657)  it  was  stated 
that— 

If  a  patentee  has  not  olaimed  as  much  as  he  is  entitled  to  claim,  he  is  bound  to  die- 
over  the  fact  in  a  reasonable  time  or  he  loses  all  right  to  a  re-issue ;  and  if  the  Ceam- 
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f  of  Patents,  after  the  lapse  of  such  reasonable  time,  undertakes  to  grant  a 
reissue  for  the'porpose  of  correcting  the  supposed  mistake,  he  exceeds  his  power  and 
acts  under  a  mistaken  view  of  the  law.  The  court,  seeing  this,  has  a  right,  and  it  is 
its  duty,  to  declare  the  reissue  jw-o  ianto  void  in  any  suit  founded  upon  it. 

It  is  also  settled  that  while  no  invariable  rule  can  be  laid  down  as  to 
what  is  a  reasonable  time  within  which  the  patentee  should  seek  for  the 
correction  of  a  claim  which  he  considers  too  narrow,  a  delay  of  two 
years,  by  analogy  to  the  law  of  public  use  before  an  application  for  a 
patent,  should  be  construed  equally  favorable  to  the  public,  and  that 
excuse  for  any  longer  delay  than  that  should  be  made  manifest  by  the 
special  circumstances  of  the  case.  ( Wollensak  v.  Reiher,  115  IT.  S.,  96, 
100;  31  O.  G.,  1301;  Makn  v.  Harwood,  112  XL  Sv  354,  363;  30  O.  G., 
«57.) 

In  the  present  case  no  special  circumstances  in  excuse  for  the  delay 
are  alleged*  The  excuse  proffered  is  simply  an  attempt  to  shift  the  re- 
sponsibility of  the  mistake,  as  originally  made,  from  the  patentee  to  his 
solicitor;  but  no  excuse  is  offered  why  the  patentee  did  not  discover 
the  negligence  and  error  of  his  solicitor  in  due  time.  On  the  contrary, 
he  assumed,  without  examination  that  the  specification  and  claims  of 
his  patent  were  just  what  be  had  desired  and  intended  they  should  be, 
and  rested  quietly  in  ignorance  of  the  error  and  of  his  rights  for  nearly 
three  years,  and  then  did  not  discover  them  until  after  others  had  dis- 
covered that  he  had  lost  the  right  to  repair  his  error  by  his  neglect  to 
assert  it  within  a  reasonable  time.  We  are  therefore  of  opinion  that 
the  circuit  court  was  clearly  in  the  right  in  deciding  the  reissue  void  as 
to  the  third  and  fourth  claims  on  the  ground  that  the  right  to  apply  for 
it  had  been  lost  by  the  lache*  of  the  patentee  and  his  assignee. 

We  are  also  of  opinion,  however,  that  the  reissue  is  void  on  the  other 
ground— viz,  that  it  contains  new  matter  introduced  into  the  specifica- 
tion, and  that  it  is  not  for  the  same  invention  as  that  described  in  the 
original  patent.  In  support  of  the  reissued  patent  on  this  ground  it  is 
contended  on  the  part  of  the  appellant  that  the  invention  of  the  pit- 
man-spring device  is  shown  in  the  drawings,  which  are  the  same  both 
in  the  original  and  the  reissued  patents.  All  that  can  be  said  in  respect 
to  the  drawings  is,  that  they  show  the  pitman-spring  device  as  a  part 
of  the  bolt  intended  to  be  covered  by  the  patent,  and  described  as  a 
combination  of  which  that  device  forms  a  part  There  is  nothing  what- 
ever in  the  drawings  to  show  that  the  patentee  claimed  to  be  the  in- 
ventor of  that  part  separate  from  the  combination  as  a  distinct  novelty, 
useful  by  itself,  or  in  any  other  combination;  neither  is  it  so  described 
'  in  the  specification.  The  operating  mechanism  of  the  bolt,  as  distinct 
frbm  the  casings,  which  are  described  as  forming  a  fulcrum  and  guide 
to  it,  is  described  as— 

a  botty  pitman,  and  hah  so  constructed  and  arranged  as  to  operate'  in  the  same  (said 
casings)  without  pivot-pins  or  any  additional  devices. 

It  is  argued  on  this  language  that  the  only  additional  device  usual  in 
•och  cases  is  a  spring,  and  that  therefore  the  meaning  of  the  speoiflca- 
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tion  is  that  no  separate  spring  was  required,  and  from  that  the  infer, 
ence  is  to  be  made  that  the  pitman  should  operate  both  as  a  pitman  and 
a  spring;  bat  this  inference  is  entirely  too  obscure  and  remote.  It  is 
not  obvious  that  the  additional  device  referred  to  was  a  spring,  and 
there  is  nothing  in  the  language  to  suggest  what  is  clearly  and  ftdly 
expressed  in  the  amended  specification,  that — 

the  pitman  and  spring  E.  Fig.  3,  i»  a  straight  hard-drawn  wire,  and  it  connected  to 
the  bolt  and  crank,  by  suitable  pivotal  connections. 

Bo  that  in  the  original  description  there  is  nothing  to  show  of  wfcat  ma- 
terial the  pitman  is  made  so  as  to  operate  as  a  spring,  and  there  is  no 
assertion  in  it  of  its  performing  the  double  function  of  pitman  and 
sprirfg. 

In  this  view,  therefore,  the  case  comes  within  the  rule  as  stated  in 
Coon  v.  Wilton  (113  U.  S.,  268, 277 ;  30  O.  G.,  889).  There,  as  here,  the 
lapse  of  time  and  laches  based  upon  it  were  considered  immaterial  be- 
cause the  reissued  patent  was  for  a  different  invention  from  that  de- 
scribed in  the  original. 

The  description  had  to  be  changed  in  the  reissue  to*  warrant  the  new  claims  in  the 
reissue.  The  description  in  the  reissue  is  not  a  more  clear  and  satisfactory  statement 
of  what  is  described  in  the  original  patent,  but  is  a  description  of  a  different  thing. 

We  are  therefore  constrained  to  the  conclusion  that  the  addition  of 
the  third  and  fourth  claims,  with  the  corresponding  alterations  in  the 
specification,  is  such  an  expansion  of  the  invention  as  originally  de- 
scribed as  to  destroy  its  identity,  and  to  that  extent  to  avoid  the  reis- 
sued patent.  For;  these  reasons,  the  decree  of  the  circuit  court  is  affirmed* 


[United  Slates  Circuit  Coort— District  of  Bfcode  Island.] 

Gray  v.  Halkyard  et  al. 

Decided  August  16,1886. 
38  0.0.,  784. 

1.  Smith— Lacing-Hook  Stock. 

Letters  patent  No.  232,561,  for  an  improvement  in  lacing-hook  stock,  granted 
September  21, 1880,  to  Stephen  M.  Smith,  declared  void  for  want  ot  novelty. 

8.  Actions— Questions  for  Jury. 

Where  a  hill  was  filed  for  infringement  of  two  patents,  and  npon  the  final 
hearing  the  following  questions  were  presented,  first,  whether  the  plaintiffs,  or 
the  defendant  H.  was  the  first  inventor  of  the  device  claimed  in  one  of  the  pat- 
ents, and,  second,  had  the  invention  been  in  pnblio  nse  more  than  two  years  be- 
fore amplication  for  said  patent,  Held  that  the  first  question  presented  a  simple 
issue  of  fact,  proper  for  the  determination  of  a  jury,  and  that  the  second  ques- 
tion, which  depended  upon  conflicting  testimony,  could  be  more  satisfactorily  de- 
termined by  hearing  of  the  witnesses  in  person. 

Before  Justice  Gray  and  Judge  Colt. 
Gray,  J.: 
This  bill  in  equity  for  the  infringement  of  two  patents  has  been  ar- 

mied  nnon  the  minted  reonrd  of  nlAsuiimrs  and  nmntii. 
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In  the  present  jstate  of  the  law  there  can  be  no  doubt  that  the  patent, 
dated  September  21, 1880,  for  an  improvement  in  lacing-hook  stock,  is 
void  for  want  of  invention. 

With  regard  to  the  patent,  dated  June  13, 1882,  for  improvements  in 
machines  for  making  lacing-hooks,  the  case  presents  questions  requiring 
more  consideration,  the  chief  of  which  may  be  summed  up  thus :  First, 
whether  the  plaintiff  Smith  or  the  defendant  Halkyard  was  the  first 
inventor  t  Second,  had  the  invention  been  in  public  use  more  than  two 
jean  before  Smith's  application  f  Third,. are  the.  first,  third,  and  sev- 
enth claims  void  for  want  of  novelty  f  Fourth,  have  the  second  and 
eighth  claims  been  infringed  by  the  defendants  t 

The  first  question  presents  a  simple  issue  of  fact,  proper  for  the  de- 
termination of  a  jury.  The  supposed  invention  was  made  in  thS  shop 
of  the  Union  Eyelet  Company,  in  which  Smith  was  superintendent  and 
Halkyard  machinist  and  tool-maker.  Each  of  them  testifies  that  he 
was  the  first  inventor,  and  the  real  question  is  which  of  them  is  to  be 
believed.  The  second  question  also  depends  upon  conflicting  testimony, 
and  can  be  more  satisfactorily  determined  by  a  hearing  of  the  witnesses 
in  person.  It  is  therefore  ordered  that  these  two  questions  be  submitted 
to  a  jury  of  twelve  men,  to  be  drawn,  summoned,  and  impaneled  in  the 
usual  manner;  and  the  further  consideration  of  the  case  is  postponed 
until  a  verdict  satisfactory  to  the  judge  who  presides  at  the  trial  shall 
have  been  returned  upon  these  two  questions. 

Issues  to  a  jury  to  be  framed  accordingly. 


[United  Ststot  Circuit  Court-District  of  HsMaehossttt] 

Union  Edge  Setter  Company  v.  Keith. 

Decided  Jugwt  19, 1886. 

38  O.  G.,  897. 

Hzlms— Solk-Edob-Burnmhino  Machines. 

The  first  claim  of  the  Charles  H.  Helms  patent,  No.  173,984,  of  February  8, 1870, 
for  improvements  in  sole-edge-burniahing  machines,  vie,  "1.  In  combination 
with  the  bnrnishing-tool  and  the  rest  for  the  face  of  the  sole,  the  finger-rest  D, 
substantially  as  described"— -construed,  and  held  that  the  words  "  the  rest  for 
the  face  of  the  sole  "  refer  to  the  flange  or  guard  which  projects  from  the  tool,  and 
not  to  the  npper  surface  of  the  finger-rest  below  the  tool. 

Mr.  J.  E.  Maynadier  for  tlio  complainant 
Mr.  T.  W  Porter  for  the  defendant. 

Colt,  J!  .• 

This  bill  in  equity  for  injunction  and  account  is  brought  on  the  Charles 
H.  Helmq  patent,  No.  173,284,  dated.  February  8,  1876,  for  improve- 
ments in  sote-edge-burnishing  machines.  The  machine  is  a  simple  one, 
consisting  of  a  finger  rest  and  a  reciprocating  burnishing-tool,  which 
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has  a  lip  or  guard  projecting  from  its  rear  edge.  The  workman  holds 
the  shoe  in  hie  hands,  and  presses  the  edge  np  against  the  tool,  which 
reciprocates  with  great  rapidity.  The  finger-rest  enables  the  workman 
co  hold  the  shoe  when  burnishing  around  the  toe.  Whether  the  finger- 
rest  has  another  function— that  is,  whether,  by  the  terms  of  the  patent, 
the  sole  was  intended  to  be  pressed  against  its  upper  surface— is  the 
important  question  in  this  case.  If  the  plaintiff's  construction  of  the 
patent  can  be  maintained,  I  am  satisfied  it  is  entitled  to  a  decree,  be- 
cause infringement  by  defendant's  machine  is  apparent,  and  because 
the  combination  covered  by  the  first  claim,  when  so  construed,  is  new, 
useful,  and  not  found  in  prior  machines.  This  seems  so  clear  that  I 
deem  the  further  discussion  of  the  question  of  anticipation  or  infringe- 
ment unnecessary.  On  the  other  hand,  if  the  defendant's  construction 
of  the  patent  be  correct,  it  is  manifest  that  the  charge  of  infringement 
can  not  be  maintained,  because  defendant's  machine  lacks  one  of  the 
material  elements  of  the  combination  embraced  in  the  first  claim  of  the 
patent,  which  is  alone  in  controversy  in  this  case.  Under  these  circum- 
stances it  becomes  necessary  to  examine  with  care  the  specification  and 
drawings  of  the  patent,  to  ascertain,  if  possible,  the  true  construction 
of  the  first  claim. 

The  controversy  between  the  parties  is  this:  Does  the  expression 
"  the  rest  for  the  face  of  the  sole,"  which  is  made  an  element  of  the  first 
claim,  refer  to  the  lower  flange  or  guard  which  projects  from  the  bed  of 
the  tool,  or  does  it  refer  to  the  upper  surface  of  the  finger-rest  below 
the  tool  1    The  specification  say  8: 

My  machine  la  extremely  simple,  and  consist*  of  a  head  or  standard  carrying  a  tool- 
holder  holding  a  tool  for  setting  or  burnishing  the  edges  of  the  soles  of  boots  and 
shoes,  and  a  finger-rest  to  aid  the  workman  in  holding  the  edge  up  to  the  tool,  and 
the  face  of  the  sole  against  the  rest,  which  is  just  below  the  burnishing  part  of  the 
tool. 

The  drawings  represent  the  best' form  of  my  machine,,  A  being  the  head,  B  the  tool- 
holder,  C  the  tool,  and  D  the  finger-rest.    *    *    * 

The  operation  is  as  follows:  •  •  •  The  workman  passes  [presses]  the  edge  up 
against  the  tool,  and  the  face  of  the  sole  against  the  surface  which  projects  below  the 
tool,  and  gradually  moves  the  shoe  so  as  to  bring  all  parts  of  the  edge  to  its  action, 
steadying  the  shoe  by  the  aid  of  the  finger-rest  D,  especially  when  burnishing  the 
oornersof  the  toes.    •    •    • 

The  combination  of  the  finger-rest  D  with  the  burnishing-tool,  and  the  rest  for  the 
face  of  the  sole,  is  the  main  feature  of  my  invention.  All  the  other  points  of  novelty 
in  my  machine  also  relate  to  new  combinations  of  old  elements. 

What  I  claim  as  my  invention  is— 

1.  In  combination  with  the  burnishing-tool  and  the  rest  for  the  face  of  the  sole, 
the  finger-rest  D,  substantially  as  described. 

It  will  be  observed  that  the  specification  first  describes  "the  rest  for 
the  fece  of  the  sole"  as  "the  rest  which  is  just  below  the  burnishing 
part  of  the  tool,"  and,  again,  as  "  the  surface  which  projects  below  the 
tool."  The  first  expression  seems  quite  clearly  to  refer  to  the  flange  or 
guard  which  projects  from  the  tool,  and  against  which  the  sole  rest*. 
The  second  expression  is  ambiguous,  and  mig  lit  well  refer  to  the  upper 
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rar&ce  of  the  finger-rest  When,  however,  we  read  the  language  of 
the  patent  ih  connection  with  the  drawings,  the  meaning  becomes  plain. 
The  drawings,  I  think,  fairly  show  that  the  sole  could  not  rest  on  the 
finger-rest  in  the  operation  of  buv&ishing.  This  seems  to  conclude  the 
question.  Again,  it  will  be  observed  that  the  burnishing-tool  is  through- 
out coupled  with  the  rest  for  the  face  of  the  sole.    The  language  is : 

The  combination  of  the  finger-rest  D  with' the  burnishing-tool,  and  the  rest  for  the 
face  of  the  sole,  is  the  main  feature  of  my  invention. 

In  combination  with  the  bornishing-tool  and  the  rest  for  the  face  of  the  sole,  the 
finger-rest  D,  substantially  as  described. 

Much  weight  is  given  by  the  defendants  to  the  proceedings  in  con* 
section  with  Helms's  application  for  a  patent  as  bearing  upon  the  cor- 
rectness of  the  construction  that  Helms  referred  to  the  finger-rest  as  the 
rest  for  the  face  of  the  sole.    In  his  original  specification  he  said : 

The  finger-rest  D  is  the  main  feature  of  my  invention,  all  the  other  points  of  novelty 
in  my  machine  relating  to  new  combinations  of  old  elements. 

What  I  claim  as  my  invention  is— 

1.  In  a  burnishing-machinethe  finger-rest  D,  constructed  and  operating  substantially 
as  described. 

The  examiner  holding  that  this  claim  was  anticipated  by  the  Tayman 
patent  of  March  11, 1873,  which  shows  a  finger-rest,  thereupon  the  first 
claim  was  amended  so  as  to  read  as  follows : 

1.  In  combination  with  the  burnishing-tool  and  rest  for  the  face  of  the  sole,  the 
finger-rest  D,  substantially  as  described. 

The  examiner  replied,  under  date  of  January  11, 1876,  as  follows: 

Attention  is  called  to  the  fact  that  the  finger-rest  in  the  above-cited  case  is  stated 
to  be  the  main  feature  of  the  alleged  invention.  A  rest  for  the  same  purpose  is  shown 
in  Tayman's  patent,  and  the  other  elements  claimed  in  combination  have  been  shown 
by  the  references  to  the  old  separately ;  and  if  the  finger-rest  performs  any  new  func- 
tion in  this  instance,  in  combination  with  the  tool  and  holder  here  used,  it  should  be 
clearly  stated.  It  is  not  understood  what  is  meant  by  the  words  in  the  first  claim  now 
presented— viz,  "the  rest  for  the  face  of  the  solo."  Additional  amendment  is  there- 
fore necessary  before  the  case  can  be  farther  considered. 

In  reply  to  this  the  specification  was  amended  in  the  following  particu- 
lars, and  the  patent  granted : 

(1)  By  inserting  immediately  after  the  words  "  to  aid  the  workman  in  holding  the 
edge  up  to  the  tool"  the  words  "  and  the  face  of  the  sole  against  the  rest,  which  is 
just  below  the  burnishing  part  of  the  tool." 

(2)  By  inserting  immediately  after  the  words  "  the  workman  presses  the  edge  up 
against  the  tool "  the  words  "  and  the  face  of  the  sole  against  the  surface  which  pro- 
jects below  the  tool." 

(3)  By  erasing  the  paragraph  immediately  before  the  words  "  What  I  claim  as  my 
invention  is,"  and  substituting  therefor  the  following:  "The combination  of  the 
finger-rest  D  with  the  burnishing-tool,  and  the  rest  for  the  face  of  the  sole,  is  the  main 
feature  of  my  invention.  All  the  other  points  of  novelty  in  my  machine  also  relate  to 
new  combination  of, old  elements." 

Undoubtedly  Helms  at  first  considered  the  finger-rest  as  the  main 
feature  of  his  invention  until  he  was  referred  to  the  Tayman  patent. 
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He  then  adds  a  new  element  to  the  first  claim,  which'  is  "  the  rest  for 
the  fitoe  of  the  sole."  The  Examiner  then  calls  his  attention  to  the  fact 
that  he  has  made  the  finger-rest  the  main  feature  of  his  invention,  and, 
farther,  that  if  the  finger-rest  performs  any  new  function  in  combination 
with  the  tool  and  holder  it  should  be  clearly  stated,  and  that  it  is  not 
understood  what  is  meant  by  "  the  rest  for  the  face  of  the  sole."  Helma 
replies  by  making  the  whole  combination  of  the  first  claim,  including 
the  rest  for  the  face  of  the  sole,  the  main  feature  of  his  invention,  and 
by  explaining  what  he  meant  by  the  words  "rest  for  the  face  of  the 
sole,"  which  he  had  just  incorporated  into  the  first  claim  by  amendment, 
bat  had  not  referred  to  in  his  specification.  He  nowhere  states  that  this 
refers  to  a  new  function  of  the  finger-rest,  nor  does  he  claim  any  new 
function  for  the  finger-rest. 

At  the  argument  I  was  by  no  means  free  from  doubt  as  to  the  meaning 
of  the  patent  The  position  taken  by  the  defendant  at  that  time  struck 
me  with  much  force;  but  upon  careful  considerations  of  the  specification 
in  connection  with  the  drawings  I  am  satisfied  that  the  defendant's  view 
can  not  be  maintained.  Undoubtedly,  upou  the  evidence,  Helms  started 
with  the  idea  of  making  the  upper  surface  of  the  finger-rest  a  rest  for 
the  face  of  the  sole.  The  plaintift  contends  that  this  feature  was  aban- 
doned some  months  before  the  patent  was  granted.  In  view  of  the 
drawings  and  specification,  the  plaintiff's  evidence  on  this  point  must 
be  believed.  Whether  or  not  the  sole  edge  of  a  shoe  can  be  burnished 
with  the  sole  resting  against  the  foce  of  the  finger-rest,  and  were  in  feet 
so  burnished  in  the  first  machines  made  by  Helms,  becomes  immaterial 
in  view  of  the  fact  that  the  court  has  found  that  in  the  machine  as  pat- 
ented the  sole  does  not  rest  against  the  finger-rest  in  the  operation  of 
burnishing.  I  am  aware  that  the  defendant  seeks  to  prove  that  the 
sole  rests  against  the  finger-rest  in  the  Helms  machine  as  organized  in 
the  patent;  but,  in  my  opinion,  neither  the  drawings  nor  the  evidence 
support  his  theory. 

Decree  for  complainant. 


United  8tafett  Circuit  Court— Eastern  District  of  Missouri.] 

EOTEE  V.  SCHULTZ  BELTING  COMPANY. 

Decided  October  4, 1886. 

38  O.  G.,  896. 

Infringement  of  Combination  Claim. 

A  patent  for  a  combination  is  not  infringed  by  the  use  of  less  than  the  entire 
number  of  elements  claimed. 
Extent  of  Claim. 

Where  apart  of  a  machine  covered  by  a  combination  patent  is  described  in  a 
claim  as  having  certain  motion,  that  motion,  as  distinguished  from  the  means  of 
producing  it,  is  not  covered  by  the  claim. 
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3.  Infringement— Equivalents. 

Letters  Patent  No.  70,920,  on  a  machine  for  treating  hides,  kM  not  infringed 
by  a  machine  differing  from  the  one  thereby  patented  in  being  horizontal  instead 
of  upright,  using  two  followers  instead  of  one,  and  springs  instead  of  a  weight, 
and  in  baring  a  shaft  to  which  the  hides  are  attached  by  means  of  a  olamp  in- 
stead of  a  slotted  shaft,  with  set  screws. 

4i  Action  at  Law— Demurrer  to  Evidence. 

Where,  in  the  trial  before  a  jury  of  a  suit  at  law  Air  the  infringement  of  a  pat- 
ent, the  plaintiff  introduces  evidence  to  show  infringement,  and  closes  that  branch 
of  bis  case,  and  the  defendant  demurs  to  the  evidence,  it  is  the  province  of  the 
judge  to  decide  whether  or  not  the  plaintiff  has  made  out  a  prima  facie  ease  of  in- 
fringement, and  if  of  the  opinion  that  he  has  not,  he  should  charge  the  jury  to 
find  for  the  defendant 

STATEMENT  OF  CASE. 

Action  for  damages  for  the  infringement  of  Letters  Patent  No.  77,920, 
granted  to  Herman  and  Louis  Boyer  May  12, 1868,  for  an  improved  ma- 
chine for  treating  rawhides  for  belting,  etc  The  essential  features  of 
the  machine  described  in  the  specification  of  the  plaintiff's  patent  are 

(1)  a  vertical  cylindrical  cage,  the  bars  or  rollers  of  which  are  rounded 
on  the  inner  face,  and  are  attached  immovably  at  both  ends  to  rings; 

(2)  a  vertical  slotted  shaft  passing  down  through  the  center  of  the  cage, 
so  arranged  that  it  may  be  turned  either  way,  and  having  set-screws, 
by  means  of  which  the  ends  of  hides  may  be  secured  in  the  slot;  (3) 
a  grooved  weight  or  follower  fitting  the  corrugations  of  the  cage,  by 
which  it  is  prevented  from  turning,  and  pierced  by  the  shaft,  upon  which 
it  is  left  free  to  slide  up  and  down.  The  operation  of  the  machine  is  as 
follows :  The  end  of  the  bide  is  secured  in  the  slot  of  the  central  shaft, 
which  is  then  revolved,  winding  the  hide  tightly  thereon.  The  rotation 
is  then  reversed  and  the  hide  uncoiled,  doubled  back,  and  recoiled  iu 
the  other  direction,  stretching  it  and  roughing  its  surface.  The  weights 
rest  upon  the  hide  and  condenses  it  by  lateral  pressure  as  it  is  length- 
ened. Motion  is  communicated  to  the  shaft  by  means  of  an  arrange- 
ment of  pulleys,  shafts,  and  beveled  wheels. 

The  claims  of  the  patent  are  as  follows : 

1.  The  vertical  shaft  B,  with  a  slot,  Bl,  and  set-screws  bbb9  said  shaft  haying  for- 
ward-and-bsck  motion,  substantially  as  and  for  the  purpose  described. 

2.  The  pins  or  rollers  C  C  C,  set  in  the  rings  D  and  D1,  together  with  the  grooved 
weight  I,  substantially  as  and  for  the  pnrposes  described. 

The  defendant's  machine  is  constructed  according  with  the  specifica- 
tions of  Letters  Patent  No.  177,576,  granted  May  16, 1876,  to  J.  A.  J. 
Schultz.  In  it  a  closed  horizontal  cylinder  with  rounded  ribs  arranged 
longitudinally  inside  of  the  case  is  substituted  for  the  plaintiff's  upright 
open  cage.  Instead  of  a  slotted  shaft  with  set-screws,  the  defendant 
uses  a  shaft  provided  with  a  clamp,  and  instead  of  a  vertical  weight  or 
follower  uses  two  horizontal  followers  pressed  toward  the  center  by 
means  of  springs  arranged  so  that  their  tension  may  act' automatically. 

The  case  was  tried  before  a  jury.  After  introducing  evidence  show- 
ing that  the  defendant  is  using  a  machine  like  the  one  above  described, 
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and  evidence  tending  to  show  that  the  devices  therein  substituted  for 
those  used  in  the  plaintiff's  machine  are  the  mechanical  equivalents  of 
the  latter,  the  plaintiff  closed  his  case  as  to  infringement,  and  was  about 
to  proceed  to  the  question  of  damages,  when  the  defendant  interposed 
a  demurrer  to  the  evidence,  and  requested  the  court  to  instruct  the  jury 
that  the  plaintiff*  had  not  made  out  a  prima  facie  case  of  infringement! 
and  that  they  must  therefore  And  for  the  defendant. 

Mr.  W.  A.  Wheaion  and  Messrs.  Broadliead  do  Haeussler  for  the 
plaintiff. 

Messrs.  Krum  A  Jonas  for  the  defendant. 

Treat,  J.  (charging  jury  orally) : 

It  must  be  borne  in  mind  in  all  of  these  cases  that  the  party  is  not  pat- 
enting a  principle,  or,  in  other  words,  a  result  to  be  produced ;  but  he 
is  patenting  machinery  by  which  that  result  can  be  produced.  This  is 
a  combination  patent  divided  into  two  claims,  and  in  the  present  stage 
of  the  inquiry  the  question  is)  whether  the  defendant  uses  either  of 
these  combinations.  The  explanatory  part  or  specifications  indicate  the 
ftinction  or  office  to  bo  effected  by  the  plaintiff's  special  mechanism. 
The  first  is— 

1.  The  vertical  shaft  B,  with  a  slot,  Bl,  and  set-screws  b  b  b,  said  shaft  having  a 
forward- and-back  motiou,  substantially  as  and  for  the  parpose  described. 

That  forward-and-backward  motion  is  no  part  of  the  invention,  but  is 
a  mode  of  producing  a  result.  The  party  does  not  claim,  and  evidently 
could  not  do  it,  the  pulleys,  shafts,  and  beveled  wheels  to  make  the 
forward-and  back  motion,  as  they  are  common  mechanical  contrivances. 
Now,  what  is  bis  invention  f  It  is  a  vertical  shaft,  with  a  slot  and  set- 
screws,  under  such  conditions,  as  explained  therein,  that  it  may  be 
moved  backward  and  forward.  The  ordinary  doctrine  in  law  concern- 
ing patents  is  that  if  a  party  insists  on  a  patent  for  a  combination  of 
devices  (whether  new  or  old  is  immaterial),  each  element  of  the  combi- 
nation is  an  essential  clement,  so  that  one  who  uses  a  combination  in 
some  respects,  but  omits  one  of  the  elements  that  the  patentee  chooses 
to  describe  as  essential,  the  supposed  infringer  does  not  infringe.  The 
patentee  is  supposed  to  describe  clearly  and  fully  all  the  elements  which 
he  thinks  essential  to  produce  the  result  desired.  If  he  chooses  to 
crowd  his  supposed  inventions  or  combinations  with  elements  that  have 
no  functions  whatsoever,  and  a  party  chooses  to  use  a  like  contrivance, 
omitting  some  of  those  elements,  he  does  not  infringe.  The  reason  of 
the  rule,  as  explained  by  the  Supreme  Court  very  frequently,  is  this : 
that,  first,  a  party  claiming  a  patent  should  not  encumber  the  combina- 
tion or  device  with  matters  that  are  wholly  unessential,  and  thereby 
block  the  path  of  improvement  or  invention.  If  he  chooses  to  put  such 
in  his  contrivance,  he  must  abide  by  the  result.  Now,  what  is  the 
essential  element  of  this  first  claim  in  the  light  of  the  specifications 
stated  t    A  vertical  shaft,  with  a  slot  and  set-screws*  with  such  con- 
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trivances  attached  thereto  that  this  central  shaft  may  move  backward 
and  forward  for  the  purposes  stated  in  the  specification.  Is  there  a 
slot,  or  an  equivalent  thereto,  in  the  defendant's  machine  t  If  there  is 
anything  of  that  description  falling  within  the  doctrine  of  mechanical 
equivalents,  he  violates  the  first  claim.  It*  seems  he  has  omitted  the 
slot  altogether.  Without  the  slot,  as  this  patent  is  described  by  the 
plaintiff,  there  is  nothing  new,  and  nothing  of  the  slighest  importance 
connected  with  it  It  would  be  the  commonest  thought  of  any  one,  if  be 
wished  to  make  a  coil,  that  he  must  fasten  the  end  somehow  before  he 
begins  to  coil.  There  is  a  variety  of  devices  for  that  purpose,  and  very 
simple.  One  would  be  set-screws  5  but  set-screws,  according  to  the 
theory  of  the  patent,  wore  not  adequate.  Therefore  he  wanted  a  slot 
as  connected  therewith,  and,  so  far  as  I  can  discover,  the  defendant 
uses  no  slot  at  all. 

The  second  claim 

Hr.  Wheaton.  If  your  honor  will  pass  that  until  the  model  comes, 
we  will  show  your  honor  there  is  a  slot  in  the  defendant's  machine  as 
plain  as  can  be. 

The  Couet.  That  is  what  you  have  been  trying  to  do  for  two  or  three 
tlays.    The  second  claim  is  this: 

2.  The  pins  or  rollers  C  C  C,  set  in  the  rings  D  and  D1,  together  with  the  grooved 
weight  I,  substantially  as  and  for  the  purposes  described. 

Now,  the  fact  that  the  defendant  uses  a  machine  horizontally  instead 
of  vertically  would  not  excuse  him  from  the  allegation  of  infringement; 
but,  first,  we  must  know  what  is  the  defendant's  claim  in  that  particu- 
lar. For  the  purpose  of  compression  on  the  edges  of  the  coil  he  has  a 
vertical  contrivance,  the  lower  disk  being  firm  and  the  weight  above 
moving  in  proper  grooves,  and  an  opening  for  the  shaft,  so  that  it  may 
move  up  and  down,  according  to  the  necessities  of  the  pressure.  We 
heard  testimony  to  show  that  the  plaintiff's  contrivance  requires  more 
than  the  weight  of  the  upper  disk,  or,  as  he  calls  it,  "  the  grooved  weight," 
L  Practically  it  was  of  very  little  moment.  The  weight  was  to  be  va- 
ried, and  the  patentee  himself,  on  the  stand  as  a  witness,  says,  without 
any  particular  amount  of  weight;  because  somebody  had  suggested, 
which  is  not  indicated  iu  his  patent  at  all,  that  the  pressure  might  be 
produced  by  an  external  contrivance  irrespective  of  such  weight  Now, 
if  somebody  has  invented  what  would  be  improvements  merely,  the  de- 
fendant supposed  to  infringe  may  be  an  improver,  but  he  is  none  the 
less  an  infringer.  Herein  the  court  is  reduced  to  the  necessity  of  deter- 
mining, first,  has  this  defendant  used  the  patentee's  contrivance  as  in- 
dicated in  claim  2,  or  a  mechanical  equivalent  therefor.  It  appears  that 
the  defendant,  placing  his  contrivance  horizontally  instead  of  trusting 
to  gravity  merely,  with  the  weight  itself  on  one  end,  used  springs. 
Under  ordinary  modes  operating  a  spring  may  effect  precisely  the  same 
result  as  a  small  vertical  weight  But  what  does  the  defendant  dot 
He  has  a  contrivance  which  in  many  particulars  differs  very  essentially 
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from  the  plaintiffs  mbde  of  operation.  No  slot,  no  vertical  pressure;  a 
coiling  process  (in  that  respect  like  the  patentee's)  by  which  a  like  result 
may  be  produced  with  an  essential  element  of  the  combination  omitted. 
When  I  say  "  omitted,"  I  mean  that  the  function  of  the  spring  may  be 
the  same  as  the  weight.  Bat  there  are  other  elements  of  the  combina- 
tion—the pins  or  rollers,  rings,  the  upper  end  and  the  lower  fixed,  opera- 
ting in  the  manner  which  he  has  described. 

Without  proceeding  further  with  regard  to  the  matter,  I  have  indi- 
cated in  a  general  way  the  views  the  court  entertains  in  respect  to  the 
question  under  investigation.  The  only  difficulty  that  had  been  pre- 
sented to  my  mind  in  regard  to  the  matter  is  with  reference  to  the  doe- 
trine  supposed  to  be  laid  down  in  13  Wallace  in  the  case  cited— whether 
the  court,  instead  of  presenting  these  matters  to  the  jury,  should  under- 
take at  this  stage  of  the  inquiry  to  determine  the  question  for  itself! 
That  case  in  13  Wallace  is  familiar  to  the  profession.  I  suppose  it  is 
also  familiar  that  since  then  there  have  been  at  least  four  or  five  decis- 
ions by  the  Supreme  Ckmrt  modifying  that  doctrine  essentially.  In  other 
words,  in  the  coarse  of  a  trial  before  a  jury,  the  plaintiff  having  closed,  the 
court  is  at  liberty  at  that  state  of  the  case  to  instruct,  a  verdict  for  the 
defendant;  and  that  is  exactly  like  this  case,  and  the  instruction  will 
be  accordingly. 


[HUM  Ststas  Citeutt  C<mrt-^8outh*rn  Diitrict  of  New  York.) 

PAILLABD  ET  AL.  V.  Bbuho. 

Decided  December  28, 1886. 

38  O.  G.,  900. 

Sbctiok  4887,  Revised  Statutes— Limitation  bt  Foreign  Patent. 

The  time  of  expiration  of  a  United  States  patent  falling  within  the  provisions 
of  section  4887,  Revised  Statutes,  is  to  he  ascertained  by  the  "  term"  of  the 
foreign  patent. 
Sams—Term  of  Patent. 

The  "  term  n  of  a  patent  is  the  period  of  duration  expressed  in  the  grant. 
'Sams— English  Patent— Non-Payment  of  Stamp  Duty. 

Fourteen  years  is  the  "  term  "  of  an  English  patent,  and  although  said  patent 
ceases  to  he  in  force  after  three  years  from  its  date  if  the  stamp  duty  is  not  paid, 
it  only  operates  hy  limitation  upon  an  after-granted  United  States  patent  as  a 
patent  for  fourteen  years. 

Me$sr$.  Qoepel  A  Baegmer  for  the  complainants. 
Mr.  John  B.  Bennett  for  the  defendant 

Wallace,  J.  ; 

The  bill  of  complaint  alleges  infringement  by  the  defendant  of  letters 
patent  of  the  United  States  of  the  date  of  March  23, 1875,  granted  to 
Charles  Paillard,  for  an  improvement  in  music-boxes.    The  plea  of  the 
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defendant  alleges  in  substance  that  prior  to  the  grant  of  the  patent  in 
suit  the  invention  which  is  the  subject  of  the  patent  had  been  patented 
by  Paillard  in  England  by  letters  patent  of  the  date  of  October  26, 
1874,  for  the  term  of  fourteen  years,  which  grant  determined  before 
the  commission  of  the  acts  of  infringement  complained  of— to  wit,  Oc- 
tober 26, 1877— by  the  failure  of  the  patentee  to  pay  the  stamp  duty 
required  to  be  paid  by  the  terms  of  the  English  patent  as  a  condition 
of  the  continuance  of  the  grant  beyond  the  term  of  three  years  from 
its  date.  The  plea  presents  the  question  whether  the  patent  in  suit 
expired  upon  the  failure  of  the  patentee  to  pay  the  tttamp  duty  which 
he  was  required  to  pay  in  order  to  prolong  the  existence  of  the  English 
patent,  or  whether  it  does  not  expire  with  the  expiration  of  the  original 
term  of  the  English  patent.  This  question  depends  upon  the  meaning 
of  that  part  of  section  4887  of  the  United  States  Revised  Statutes, 
which  provided  that — 

Every  patent  for  an  invention  which  has  been  previously  patented  in  a  foreign 
country  shall  be  so  limited  as  to  expire  at  the  same  time  vrith  the  foreign  patent  $  or, 
if  there  be  more  than  one,  at  the  same  time  with  the  one -having  the  shortest  term, 
and  in  no  case  shall  it  he  in  force  more  than  seventeen  years. 

The  defendant  contends  that  Congress  intended  to  declare  that  the 
patent  shall  not  remain  in  force  beyond  the  time  when  the  foreign 
patent  ceases  to  be  in  force,  and  that  the  right  to  the  monopoly  in  the 
United  States  shall  cease  with  the  right  to  it  in  the  country  of  the  for- 
eign patent. 

The  precise  question  has  been  considered  and  decided  adversly  to 
the  defendant  in  this  court  by  Judge  Wheeler  in  the  case  of  Holmes 
Electric  Protective  Company  v.  Metropolitan  Burglar  Alarm  Company 
(21  Fed.  Rep.,  453).  '  That  decision  was  upon  a  motion  for  a  preliminary 
injunction,  and  should  not  necessarily  preclude  further  consideration 
upon  a  more  deliberate  bearing  j  but  it  is  supported  by  the  decisions  in 
Henry  v.  Providence  Tool  Company  (3  B.  &  A.,  SOI)  and  Beiuner  v. 
Bharpe  (16  Blatch.,  383).  Both  of  these  were  cases  in  which  the 
original  term  of  the  foreign  patent  had  been  extended  subsequently  to 
the  grant  of  the  United  States  patent,  and  it  was  contended  that  the 
prolongation  of  the  term  of  the  foreign  patent  by  an  extension  pro- 
longed correspondingly  the  term  of  the  United  States  patent  It  was 
held  in  both  cases  that  the  section  in  question  should  be  construed  to 
mean  that  the  United  States  patent  is  to  expire  at  the  time  of  the 
original  term  of  a  foreign  patent  for  the  same  invention. 

In  Henry  v.  Providence  Tool  Company  Justice  Clifford  said : 

Congress  employs  the  words  "  the  foreign"  patent,  evidently  referring  to  the  term 
of  the  foreign  patent  to  define  the  term  of  the  domestio  patent — 

and  his  conclusion  Vas  reached  upon  the  consideration  that  Congress 
could  not  have  intended  to  grant  a  patent  for  an  indefinite  term  or  for 
an  uncertain  and  undefined  duration,  which  would  be  the' case  if  its  du- 
ration could  not  be  ascertained  by  referring  to  the  foreign  patent!  or 
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were  to  depend  upon  any  events  occurring  subsequently  to  the  issue 
of  the  foreign  patent  He  also  considered  that  the  use  of  the  word 
"  term,9  in  reference  to  a  foreign  patent,  when  there  is  more  than  one, 
indicates  that  the  time  of  expiration  is  to  be  ascertained  by  the  term 
of  the  patent,  and  because  the  use  of  the  word  "  term,"  in  reference  to 
a  foreign  patent,  when  more  than  oue  such  patent  exists,  indicates 
what  was  meant  as  the  time  of  duration.  In  Seissner  v.  Sharpe  the 
force  of  these  considerations  was  recognized  by  Judge  Blatchford  in 
reaching  the  same  conclusion.  According  to  the  construction  thus 
placed  upon  the  section,  it  should  be  read  as  though  it  declared  that 
the  United  States  patent  is  to  expire  at  the  same  time  with  the  term 
of  the  foreign  patent  previously  obtained  for  the  same  invention,  or,  if 
there  be  more  than  one,  at  the  same  time  with  the  one  having  the 
shortest  term.  Upon  this  construction  the  duration  of  the  term  of 
the  United  States  patent  is  fixed  when  the  patent  issues  according 
to  the  maxim  id  certum  est  quod  cerium  reddi  potest.  Upon  any  other 
construction  neither  the  Commissioner  of  Patents  nor  the  patentee  nor 
the  public  would  know  the  duration  of  the  grant.  The  term  of  a  pat- 
ent is  the  period  of  duration  expressed  iu  the  grant.  It  may  be  ter- 
minated by  operation  of  law  or  by  the  act  of  the  parties  at  an  earlier 
time,  and,  consequently,  it  might  happen  that  of  two  patents  the  one 
having  the  shortest  term  may  have  the  longest  life.  Unless  the  true 
meaning  of  the  section  is  as  indicated,  the  patent  might  expire,  if  there 
were  two  foreign  patents,  at  the  same  time  with  the  one  having  the 
longest  term,  and  in  a  case  like  the  present,  by  the  non-payment  of  a 
stamp  duty,  notwithstanding  the  language  of  the  section  that  in  such 
case  it  is  to  expire  with  the  one  having  the  shortest  term.  The  prior 
legislation  of  Congress  does  not  throw  any  light  upon  the  question  of 
legislative  intent,  and  the  argument  that  it  was  the  intention  of  Con- 
gress to  provide  that  the  exclusive  right  to  the  invention  here  should 
cease  with  the  exclusive  right  of  the  patentee  in  any  foreign  country 
rests  solely  upon  the  language  of  the  section.  Such  was  not  the  pur- 
pose of  the  act  of  July  4, 1836,  or  the  act  of  March  3, 1839,  both  of 
which  enabled  a  patentee  to  enjoy  a  monopoly  here  when  his  invention 
had  become  public  property  abroad.  Supposed  considerations  of  policy 
are  a  very  unreliable  guide  in  the  interpretation  of  statutory  law  when 
they  are  not  derived  from  the  law  itself  or  acts  in  pari  materia,  and 
the  argument  in  the  present  case  would  tend  to  a  construction  of  the 
section  which  would  fix  the  duration  of  a  United  States  patent  by  the 
extension  of  a  foreign  patent  or  the  renewal  of  one  capable  of  prolon- 
gation, like  an  Austrian  patent. 
The  plea  is  overruled. 


Digiti 


zed  by  G00gle 


DECISIONS  OF  U.  8.  COURTS  IN  PATENT  CASK8.  209 
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She  Consolidated  Bunging  Appabatus  Company  v.  Wobble, 

DooidodJmmarjf  4, 1887. 

38  O.  G.,  1015. 

1*  Jonrr  iHvranow . 

The  more  faet  that  two  or  more  persona  unite  in  an  application  for  a  patent  a* 
the  product  of  their  Joint  inventive  efforts  creates  a  very  strong  presumption 
that  the  device  sought  to  be  patented  is  the  result  of  their  onitedyingenuity,  and 
to  overthrow  this  presumption  the  evidence  should  be  clear  and  unequivocal. 
(Gottfriod  v.  Philip  Best  Brewing  Company,  17  O.  G.,  675.) 

8.  Sun— Dbfkxbk. 

The  defense  that  two  persons  to  whom  a  patent  has  been  issued  were  not  in 
fact  joint  inventors  is  so  purely  formal  that  it  can  not  be  regarded  with  favor 
unless  it  is  shown  that  the  action  of  the  patentees  in  that  regard  was  disingenu- 
ous or  calculated  to  mislead  the  defendants.  (Butler  v.  Bainbridge,  29  Fed.  Rep., 
142.) 

3.  8am*— Suggestions  to  Ikvkxtor. 

If  one  oonoeives  the  entire  invention  and  another  makes  a  suggestion  of  prac- 
tical value  which  the  first  one  failed  to  think  of,  but  whioh  is  needed  to  make 
the  conception  a  success,  this  will  be  sufficient  to  constitute  them  joint  inventors. 

4.  Pbiob  Ubb— Patent  Relates  Back. 

Where  the  defendant  attempts  to  defeat  a  patent  by  showing  that  the  patentee 
was  not  the  original  discoverer  of  the  thing  claimed,  the  patent  will,  for  the  pur- 
pose of  meeting  such  proof,  be  considered  as  relating  back  to  the  date  of  the 
original  discovery.    (Dixon  v.  Jfoyer,  4  Wash.,  (38,  and  other  cases. ) 
ft.  Anticipation. 

An  old  device  will  not  be  considered  sufficient  to  defeat  a  patent  when  its  con- 
struction is  such  that  radical  changes  and  additions  would  be  required  before  it 
could  be  made  to  perform  the  work  of  the  patented  device  satisfactorily. 
6.  Zwietusch  and  Heitmann— Automatic  Pressure-Relief  Apparatus  for 

Bekb  Vessels. 

The  distinguishing  feature  of  the  Zwietusch  and  Heitmann  patent  of  Decem- 
ber S3, 1870,  for  automatic  pressure-relief  apparatus  for  beer  vessels  stated  to  be 
its  water  chamber  or  chambers,  and  such  pateut  held  to  be  valid  and  to  be  in- 
fringed by  the  Woerle  bungs. 

Messrs.  Banning  &  Banning  for  the  complainant. 
Messrs.  West  &  Bond  for  the  defendant. 

Blodgett,  J.: 

The  bill  in  this  case  charges  infringement  of  Patent  No.  222,975, 
granted  December  23, 1879,  to  Otto  Zwietusch  and  Edaard  Heitmann 
(Zwietusch  being  assignee  of  Heitmann)  for  an  improvement  in  auto- 
matic pressure-relief  apparatus  for  beer  vessels.  The  object  and  scope 
of  the  invention,  as  set  out  in  the  specification,  is  said  to  be : 

•  *  *  To  provide  an  automatic  pressure-relief  valve  adapted  to  be  used  on  for- 
mentiug-casks  containing  beer  and  like  material  which  will  not  foul,  aud  whereby 
the  automatic  action  of  the  valve  is  made  more  oertain ;  and  our  invention  consists, 
first,  in  a  pressure-relief  apparatus  provided  with  a  mechanical- fit  valve  surrounded 
by  a  body  of  water,  and,  secondly,  in  a  ptessure-relief  apparatus  having  a  body  of 
23336  PAT 14 
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water  interpoted  between  the  preisure-generator  and  a  meohaniesl-fit  valve  in  the 
Hue  of  the  esoaping  gas,  and  through  whieh  it  ] 


In  the  overflow  from  beer-barrels  under  fermentation  is  a  thick,  adhesive  matfirial 
sailed  "  hop-tar,*  whieh  seriously  interferes  with  the  operations  of  any  ordinary  valve 
mechanism  to  whieh  it  has  aeeess.  Onr  device  is  particularly  adapted  to  obviate 
this  difficulty,  for  we  snrronnd  the  valves  with  a  liquid  mediant,  preferably  water, 
whereby  the  hop-tar  is  dilated  so  as  not  to  stick  the  valves. 

•  •  •  *  •  •  • 

We  make  no  claim,  broadly,  in  this  application,  to  holding  beer  daring  the  proeoni  of 
brewing  nnder  any  automatically-controlled  pressure  for  any  purpose,  for  such  is  not 
our  invention. 

Briefly  described,  the  apparatus  covered  by  the  patent  is  an  arrange- 
ment of  pipes  and  w&ter-chambers  so  that  the  gas  from  the  fermenting 
beer  will  pass  through  a  body  of  water  on  its  way  to  the  valve,  and 
into  and  throagh  another  body  of  water  as  it  escapes  through  the  valve 
by  which,  as  is  claimed,  the  hop-tar  is  so  dilated  as  to  prevent  it  from 
adhering  to  the  valve  and  valve-seat,  and  thus  obstructing  that  delicate 
and  nice  operation  required  to  properly  regulate  the  fermenting  pres- 
sure. Infringement  is  only  insisted  upon  as  to  the  first  claim  of  the 
patent,  which  is — 

1.  In  an  sutomstio  pressure-relief  apparatus  a  mechanical-fit  valve,  in  combination 
with  a  surrounding  chamber,  K,  for  containing  water  to  prevent  the  valve  fouling, 
for  the  purpose  set  forth. 

The  defenses  interposed  are :  First,  that  the  patentees  were  not  Joint 
inventors ;  second,  two  years  prior  public  use ;  third,  that  the  first  claim 
is  void  for  want  of  novelty. 

As  to  the  first  defense,  the  proof  shows  that  Heitmann  conceived  the 
idea  of  a  device  to  accomplish  the  object  of  the  apparatus,  and  had  some 
experimental  valves  made  which  embodied  the  general  features  of  the 
apparatus ;  bat  they  did  not  wort  satisfactorily,  the  main  difficulty  be- 
ing in  getting  the  valve  so  seated  that  it  would  not  leak  when  weighted 
only  to  resist  the  comparatively-alight  pressure  of  the  gas  in  a  ferment- 
ing cask.  To  aid  in  overcoming  the  practical  difficulties  he  had  encount- 
ered, Heitmann  called  in  the  assistance  of  Zwietosch,  who  suggested  a 
valve  with  a  knife-edge  bearing  working  against  a  rubber  packing  in 
place  of  the  flat  or  broad-seated  bearing  used  by  Heitmann ;  and  the 
proof  show*  that  by  the  adoption  of  Zwietnsch'ft  suggestion  the  diffi- 
culty was  overcome  and  the  apparatus  worked  successfully. 

When  two  persons  are  jointly  engaged  in  the  work  of  invention,  it 
must  always  be  extremely  difficult  to  determine  how  much  of  the  suo- 
cessftd  result  is  due  to  each.  The  mere  fact  that  two  or  more  persons 
unite  in  an  application  for  a  patent  as  the  product  of  their  Joint  in- 
ventive efforts  certainly  creates  a  very  strong  presumption  that  the  de- 
vice is  the  result  of  their  united  ingenuity.  It  may  be  that  the  conception 
of  the  entire  device  is  due  to  but  one  of  them,  bat  the  other  makes  a 
suggestion  of  practical  value  in  working  oat  the  idea  and  making  it 
operative  r  bat  that  suggestion  may  be  the  very  thing  the  first  oao  foiled 
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Urthink  of;  and  whiehww  needed  to  anatotte  Aa 

is  most  pertinently  said  by  Judge  Dyer  in  G*&rieiv.Pka*BmtBr*m- 
i*f  Oompemg,  (5  B.  &  A. P. Cn9;  17  0.0^875:) 

To  orerthxow  the  praonptkm  of  joint  invention  created  by  the  SHaa;  of  a  joint 
application  apon  a  joint  oath*  the  e videooe  ehooid  be  eieer  and  nnoqniToemL 

So  in  the  ease  a!  Butierv.  B*k*ridge  (29  Fed!  BepM  142,)  lately  de- 
cided by  Judge  Coxe,  it  in  said : 

The  defease  thet  two  peraooo  to  whom  a  potent  bee  been  Jesned  wen  not  in  feet 
joint  inToatoa  k  eo  pmely  amal  thet  it  eon  not  be  legaided  with  fiiTor  enkei  it  be 
shown  that  the  action  of  the  patentee*  in  that  regard  waa  diringennona  or  ttalimlatmt 
to  mislead  the  defendants, 

It  is  urged  that  Zwietusch  invented  nothing  because,  it  is  said,  he  took 
the  mechanical-fit  valve  or  the  knife-edge-bearing  valve  found  in  the 
Shlaademann  patent  of  Jane  11, 1878,  which  was  owned  by  himself  and 
pat  it  into  the  Heitmann  device ;  bat  this  seems  to  me  to  b&enoagh. 
It  is  not  claimed  that  Zwietosch  invented  the  knife-edge-bearing  valve, 
and  the  claim  of  the  patent  is  for  the  combination  of  each  valve  with 
the  water-chambers  which  Heitmann  had  invented*  HeitmaoD's  water- 
chamber  alone,  or  with  such  a  valve  as  he  had  need,  was  inoperative, 
although  it  may  be  said  that  the  valuable  feature  of  the  invention  was 
the  water-chambers ;  bat  it  required  the  knife-edged  valve  and  the  com- 
bination of  this  valve  with  what  Heitmann  bad  done  to  make  the  oper- 
ative device  shown  in  the  patent  This  seems  to  be  clear  proof  of  the 
joint  efforts  of  the  two  patentees  in  the  production  of  the  complete  ma- 
chine. 

The  defense  of  two  years  prior  use  rests  on  proof  tending  to  show  the 
one  of  valves  operating  with  a  water-chamber  to  regulate  the  escape  at 
gas  from  beer-casks  at  Brand's  brewery,  in  or  near  this  city,  and  the 
proof  only  carries  such  use  back  to  the  11th  of  November,  1878,  while 
the  complainant's  proof  shows  that  the  device  covered  by  the  patent  was 
complete  and  in  use  as  early  as  the  21st  of  September,  1878,  and  the  ap- 
plication for  the  patent  was  filed  December  7, 1878.  This  proof  brings 
the  case  within  the  rule  that  if  the  defendant  attempts  to  defeat  the 
patent  by  showing  that  the  patentee  was  not  the  original  discoverer  of 
.the  thing  patented  the  patent  will,  for  the  purpose  of  meeting  such 
proof,  be  considered  as  relating  back  to  the  original  discovery.  (Dicnm 
v.jroyer,4Wash.,68;  Smith  v.  Goodyear  D.  Co.,  93  U.  S.,  486  j  Bate$y. 
Ooe,98U.8^34;  Beeves  y.  Keystone  Bru^Oo.,  4  Fisher,  462;  Draper  v. 
Potomslca  Mills  Co.,  3  B.  &  A.,  215.) 

I  will  also  add  that  this  proof  of  prior  use  at  Brand's  brewery  is  ex- 
tremely unsatisfactory,  resting  only  in  the  unassisted  recollection  of 
the  witness  Walther.  The  valve  which  is  shown  to  have  been  used  at 
Brand's  was  evidently  not  organized  or  intended  to  be  used  with  water 
in  the  pipes,  and  if  Walther  put  water  in  the  pipes  of  the  valves  so 
need  at  Brand's,  as  he  swears  he  did,  I  think  it  must  have  been  merely 
for  experiment    At  the  time  he  says  he  so  used  this  relief-valve  with 
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water  the  Zwietusch  and  Heitmann  device  had  become  known  to  brew- 
ers and  was  in  use  in  Milwaukee,  and  probably  bad  bedn  shown  to 
brewers  in  Chicago,  and  I  think  the  effort  was  to  make  this  old  relief- 
valve  do  the  work  for  which  the  complainant's  valve  was  intended. 

As  to  the  last  point,  that  the  first  claim  of  the  patent  is  void  for  want 
of  novelty,  the  distinguishing  feature  of  this  patent,  and  what  gives  it. 
utility,  is  the  water  chamber  or  chambers,  through  which  the  gas  tfnd 
other  overflow  of  fermentation  is  passed  on  its  way  through  the  valve 
by  which  the  pressure  is  regulated,  and  thereby  prevents  the  valve 
from  sticking,  and  secures  the  nice  and  sensitive  operation  of  the  valve 
which  is  needed  in  order  to  secure  the  proper  fermentation  and  finish 
of  the  beer.  None  of  the  devices  referred  to  as  anticipatory  of  this 
patent  show  this  feature  as  a  part  of  their  construction.  The  old  "  re- 
lief-valve,9 with  which  water  may  have  been  used,  as  1  have  before 
said,  a*  an  experiment,  after  the  complainant's  device  had  become 
known  and  the  utility  of  water  or  some  liquid  to  preserve  the  fluidity 
of  the  hop-tar  had  become  known,  was  evidently  not  designed  or  in- 
tended for  the  use  of  water.  That  Xo  some  extent  it  approximates  to 
the  form  of  complainant's  device  is  obvious ;  but  it  is  equally  obvious 
that  had  the  idea  of  using  water  in  connection  with  the  valve  for  the 
purpose  designed  by  this  patent  been  in  the  mind  of  the  constructor  of 
this  old  valve  the  form  and  arrangement  of  some  of  its  parts  would 
have  been  materially  changed.  As  constructed  and  used  to  regulate 
the  pressure  of  steam  or  water  in  a  boiler  or  tank  it  did  not  require  a 
water-chamber,  and  the  suggestion  that  it  becomes  the  complainant's 
device- by  filling  the  escape-pipes  with  water  is  one  that  only  comes 
after  the  utility  of  the  complainant's  water-chamber  is  shown  by  this 
patent,  so  that  this  relief- valve,  as  constructed  for  use  on  a  steam-boiler 
or  to  relieve  a  water  or  steam  pressure,  does  not,  in  my  opinion,  antici- 
pate the  complainant's  device,  and  would  undoubtedly  require  radical 
changes  and  additions  before  it  could  perform  the  work  of  the  patented 
device  satisfactorily. 

As  has  been  before  said,  this  first  claim  is  for  a  mechanical-fit  valve 
in  combination  with  the  water-chamber,  and  the  record  is  barren  of 
proof  that  a.  water-chamber  was  ever  used  or  arranged  to  be  used 
Around  a  valve  for  the  purpose  of  this  device,  or  that  a  water-chamber 
and  valve  were  ever  used  for  the  purposes  of  this  patent  before  Beit- 
mann  began  his  experiments,  which  resulted  in  the  Heitmann-Zwietusch 
invention.  With  the  proof  before  me  I  think  there  can  be  only  one 
finding  on  this  point,  and  that  is  that  the  combination  of  the  valve  and 
water-chamber  covered  by  this  first  claim  was  the  invention  of  these 
two  patentees. 

From  the  tenor  of  the  argument  in  behalf  of  the  defendant  I  con- 
clude that  it  is  at  least  tacitly  admitted  that  the  defendant's  device  is 
an  infringement  of  complainant's  patent.  Complainant's  proof  shows 
(he  infringement,  and  I  think  it  needs  but  an  inspection  by  even  W 
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unskilled  person  to  see  that  it  contains  a  mechanical-fit  valve  acting  in 
combination  with  a  water-chamber.  It  is  true  that  the  defendant's  de- 
vice contains  only  one  water-chamber,  into  which  the  gas  escapes  as  it 
passes  the  lips  of  the  valve,  while  the  patent  describes  a  device  with  a 
water-chamber  below  and  above  the  valve;  but  I  think  the  change  is 
merely,  colorable,  and  the  defendant's  device  is  certainly  within  the  first 
claim  of  the  patent.  It  certainly  shows  a  mechanical-fit  valve  in  com- 
bination with  a  surrounding  chamber  for  containing  water,  and  this 
claim  seems  to  me  a  valid  claim  nnder  the  proof! 

There  will  be  a  decree  finding  that  defendant  infringes  the  complain- 
ants patent,  as  charged,  and  for  an  injunction  and  accounting,  *s 
prayed. 


[Ualtod  States  Circuit  Coatt-EjwUrn  District  of  PenMytotaJs,  Third  Circuit  J* 

Willis  et  al.  t>.  If  cOollin. 

Ikdded  December  ^  1SQ6. 

38  O.  G.,  1017. 

1.  JUBISDICnON. 

Parties  to  the  wit  are  citizens  of  the  tame  State.  To  the  extent  of  questions 
arising  out  of  the  patent  and  defendant's  acts  in  alleged  infringement  thereof  the 
United  States  courts  have  Jurisdiction. 

2.  Sams. 

Over  controversies  arising  ont  of  licence  contracts  they  have  not. 

3.  INJUNCTION. 

The  sale  of  materials  to  he  need  in  an  infringing  process— the  parties  using  said 
process  having  no  license  therefor— will  he  enjoined. 

4.  Justification  for  Acts  of  Infringement. 

It  is  no  Jnsti6cation  for  snch  sales  to  allege  that  the  patentees  have  violated 
their  license  contract  with  the  vender. 

Mr.  Charles  Howson,  Mr.  E.  W.  Magill,  and  Mr.  R.  Alexander  for  the 
complainants. 
Mr.  John  0.  Johnson  and  Mr.  F.  P.  Pritchard  for  the  defendant. 

Butler,  J.  .• 

The  respondent  had  a  license  to  use  the  patented  process,  and  also 
a  license  to  sell  materials  for  the  process  to  licensees.  The  use  of  the 
process  by  the  respondent  was  limited  to  Philadelphia.  Whether  these 
license  contracts  have  beeu  kept  iu  good  faith  or  violated  by  the  one 
party  or  the  other,  and  whether  the  complainants  could  rightfully  re- 
yoke  their  licenses,  are  questions  which,  under  the  circumstances  here 
appearing,  we  can  not  consider.    (Hartell  v.  Tilghman,  09  U.  S.,  547.) 

The  parties  are  citizens  of  the  same  State,  and  our  jurisdiction,  there- 
fore, depends  on  the  subject-matter  involved.  To  the  extent  of  questions 
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arising  oat  of  the  patent  and  the  respondent's  acts  in  alleged  violation 
of  it  we  have  jurisdiction.  Over  controversies  arising  out  of  the  license 
contracts  we  have  not  Thus  the  complaint  of  infringement  by  nse  of 
the  process  in  Philadelphia  and  the  dale  of  materials  for  use  by  licen- 
sees elsewhere  drops  oat  of  the  case. 

There  is  no  license,  or  room  for  suggestion  of  license,  to  sell  material 
to  others  than  licensees  for  nse  in  the  process.  That  the  respondent  did 
sell  to  such  persons  for  such  nse  knowing  that  the  materials  were  pur- 
chased for  this  use  and  intending  that  they  should  be  so  applied  is  quite 
clear  upon  the  proofs,  if  not  admitted  by  the  pleadings.  •  Purchasers 
were  solicited  by  advertisement  and  otherwise  with  an  especial  view  to 
this  nse.  By  these  sales  thus  made  the  respondent  became  a  party 
to  their  use. 

The  question  whether  the  complainants  violated  their  contracts,  and 
thus  failed  in  the  observance  of  good  faith,  nrged  upon  us  in  justification 
of  this,  or  as  a  reason  why  we  shonld  not  interfere,  can  not  be  con- 
sidered. If  they  violated  their  contracts,  the  respondent  has  an  ample 
remedy  elsewhere.  He  can  not  find  or  seek  redress  by  infringing  the 
patent  A  decree  must,  therefore,  be  entered  against  him  as  respects 
such  sales  for  use  in  the  process  of  unlicensed  persons. 


(United  States  Circuit  Court -Northern  District  of  New  York-1 

Swift  v.  Jenks  et  al. 

Decided  January  31, 18fe7. 
38  O.  G.,  1017. 

1.  Swift— Lubricator. 

Letters  Patent  No.  383,931,  granted  August  28,  1883,  to  Aljen  W.  Swift,  for 
improvement  in  lubricators,  declared  void. 

2.  Anticipation— Described  i*  Previous  Patent. 

The  invention  covered  by  this  patent  was  disclosed  in  a  p'revions  patent  to 
inventor  (No.  255,353),  and  belonged  to  tbe  public  when  the  application 
filed. 

Mr.  G.  H.  Duell  for  the  complainant. 
Mr.  Neri  Pine  for  the  defendants. 

Coxe,  J. : 

This  is  an  equity  action  for  the  infringement  founded  upon  Letters 
Patent  No.  283,931,  granted  to  the  complainaut  August  28, 1883,  for  an 
improvement  in  lubricators.  The  application  was  filed  Juno  13, 1882. 
The  bill  prays  for  an  injunction  and  an  account,  and  for  relief  under 
section  4018,  of  the  Revised  Statutes. 

The  invention  relates  to  lubricators  designed  chiefly  for  lubricating  tbe 
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valves  aod  cylinders  of  steam-engines.  Automatic  action  is  secured  by 
the  gradual  aumission  of  water  to  the  interior  of  the  oil  cap,  displacing 
**erein  a  corresponding  quantity  of  oil  and  forcing  it  through  the  lubri- 
cant-duct to  the  steam-pipe,  from  whence  it  is  carried  to  the  steam* 
chest  vah  c  tuJ  cylinder  of  the  engine.  The  object  of  the  invention  is 
to  en*He  the  engineer  to  ascertain  by  observation  whether  the  lubrica- 
tor is  working  regularly.  This  is  accomplished  by  extending  the  end 
of  the  drip  tube  so  near  the  wall  of  the  oil  cup,  which  at  this  point  is 
made  of  glass,  that  the  drops  of  water,  as  they  escape  from  the  tube, 
are  delivered  against  the  inner  surface  of  the  glass,  and  are  thus  plainly 
seen  even  when  the  oil  is  almost  opaque.  The  claims  in  controversy 
are  as  follows: 

5..  In  combination  with  the  steam-condensing  duct  and  itt  horizontal  extension  e, 
the  lubricant-cup  composed  of  metal  and  provided  in  front  of  the  duct-extension  * 
with  an  obiervation-port,  r,  covered  with  a  transparent  plate,  substantially  as  and  for 
the  purpose  set  forth. 

6.  In  combination  with  the  oil-cop  of  a  lubricator,  the  port  r,  covered  by  a  glass 
plate,  and  the  pipe  or  tube  e,  having  an  inclined  end  or  face,  substantially  as  set 
forth. 

In  March,  1884,  the  patent  was  before  the  court  upon  a  motion  for  a 
preliminary  injunction.  (Swift  v.  Jew**,  19  Fed.  Bep.,  641;  27  O.  O. 
821.) 

•  One  of  the  defenses  interposed  is  that  the  complainant  has  ftally  de- 
scribed the  devices  covered  by  the  claims  in  question  in  a  prior  patent, 
and,  having  failed  to  claim  them  there,  they  must  be  regarded  as  hay- 
ing been  abandoned  to  the  public. 

On  the  21st  of  March,  1882,  Letters  patent  No.  255,363  were  granted 
to  the  complainant  for  an  improvement  in  lubricators.  The  lubricator 
described  in  that  patent  is  similar  in  all  essential  particulars  to  the  one 
in  controversy,  except  that  the  cylinder  of  the  oil-cup  is  made  wholly 
of  glass.  It  can  hardly  be  disputed  that  if  the  metal  cylinder  of  the 
present  patent  were  substituted  for  the  glass  cylinder  of  the  previous 
patent  the  structure  of  March,  1882,  would  be  almost  identical  with 
that  of  August,  1883.  The  difference,  if  any,  would  be  unimportant  and 
entirely  insufficient  to  support  a  patent;  but  the  precise  improvement 
covered  by  the  latter  patent  is  described,  though  not  claimed,  in  the 
former.  The  substitution  referred  to  is  there  suggested.  In  the  sped* 
flcation  of  March,  1882,  the  complainant  says  : 

An  previously  stated,  my  invention  is  applicable  to  most  all  lubricators  operating 
upon  this  principle,  and  'A  is  not  essential  that  the  cylinder  should  be  wholly  of  glass 
so  long  as  that  portion  directly  opposite  the  end  of  the  tube  or  pipe  E  is  transparent, 
to  expose  to  view  the  end  thereof,  as  hereinbefore  desoribed,  and  therefore,  if  desired, 
the  cylinder  A  may  be  constructed  of  metal,  with  a  window  or  "  sight "  on  a  line 
opposite  the  tube  or  pipe. 

It  would  be  difficult  to  employ  language  which  more  aptly  describes 
the  important  features  of  the  present  lubricator.    The  idea  intended  to 
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be  conveyed  is  more  clearly  expressed  than  in  the  patent  in  suit  That 
the  complainant  understood  that  he  had  previously  disclosed  the  mech- 
anism now  claimed  is  clearly  shown  by  the  following  quotation  from 
the  patent  in  suit : 

A  denotes  the  lubricant  reservoir  or  oup,  which,  for  greater  strength  and  security 
•gainst  breakage,  I  construct  of  metal,  and  provide  the  side  or  front  of  its  upper 
portion  with  an  observation-port,  r,  covered  by  a  glass  or  other  suitable  transparent 
plate,  as  intimated  in  my  prior  patent  of  March  21, 1882,  but  reserved  for  special 
protection  in  my  present  application  for  Letters  Patent. 

The  conclusion  can  not  be  resisted  that  the  claims  in  question  are  in- 
valid for  the  reason  that  the  invention  covered  thereby  was  disclosed 
in  a  previous  patent  and  belonged  to  the  public  when  the  application 
was  filed.    It  is  not  necessary  to  consider  the  other  defenses. 

The  bill  is  dismissed. 


[United  States  Circuit  Court— Xutern  District  of  Miswmri.] 

Shickle,  Harbison  &  Howard  Iron  Company  v.  South  Saint 
Louis  Foundry  Company., 

Decided  February  7, 1887. 
38  O.  G.,  1018. 

1.  Shickle— Molding  Pipes. 

Reissued  Letters  Patent  No.  8,562,  granted  January  28,  1879,  to  Frederiek 
Shickle,  for  an  improvement  in  molding  pipes,  deolared  void. 

2.  Same— Pipe-Molding  Apparatus. 

Letters  Patent  No.  295,205,  granted  March  18, 1884,  to  same  party,  for  an  im- 
provement in  pipe-molding  apparatus,  declared  void  for  want  of  patentability. 

Mr.  Truman  A.  Post  and  Mr.  Robert  H.  Parkinson  for  the  complainant. 
Mr.  George  H.  Knight  and  Mr.  H.  D.  Wood  for  the  respondent 

Treat,  J.  : 

Reissued  Patent  No.  8,563,  dated  January  28, 1879,  of  Patent  No. 
148,094,  dated  March  3, 1874,  being  more  than  four  years  thereafter, 
said  reissue,  under  the  recent  decisions  of  the  United  States  Supreme 
Court,  is  null  and  void. 

As  to  Patent  No.  209,428,  dated  October  29, 1878,  there  is  no  infringe- 
ment 

As  to  Patent  No.  295,205,  dated  March  18, 1884,  said  patent  is  null 
and  void  for  want  of  patentability. 

Bill  dismissed,  with  costs. 


Digiti 


zed  by  G00gle 
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(United  States  Circuit  Coart-Seofthem  District  of  New  Tork.1 

JjBXmiNGS  ET    AL.  V.  DOLAN.     SAME    V.  KlBBE,  CHAFFEE,    SHEETS 

&  Go. 

Decided  February  9, 1887. 

38  0.  a.,ioia 

1.  LiCRN8B-Fn— Msasurb  or  Damaobs. 

An  established  license-foe  amy  be  resorted  to  as  a  measure  of  damage*. 
2L  Ikfbinobmekt  bt  Several. 

Where  one  makes  and  others  sell  infringing  artioles  they  an  liable  jointly  and 
severally. 
3.  8vvual  Judomkxts— Satisfaction. 

There  may  be  several  judgments  in  respect  to  the  same  act  of  infringement,  but 
there  can  pnly  be  one  satisfaction. 

Mr.  Arthur  v.  Briesen  for  the  plaintiffs. 
Mr.  John  R.  Bennett  for  the  defendants 

Wheeler,  J. : 

The  master  has  reported  that  the  defendant  Dolan  has  made  and 
sold  3,075^  dozen  nubias  in  infringement  of  the  plaintiffs'  patent,  No. 
218,032,  and  that  the  defendants  in  the  other  of  these  eases  have  sold 
2,785^,  dozen  in  like  infringement,  and  that  the  plaintiffs  have  an 
established  license-foe  of  fifty  cents  per  dozen  nubias  manufactured 
under  that  patent  It  is  conceded  that  those  sold  by  the  defendants  in 
the  latter  case  were  sold  for  the  defendant  in  the  former,  and  are  in- 
cluded in  those  reported  as  made  and  sold  by  him.  The  defendants 
in  both  cases  except  to  the  finding  of  the  master  that  there  was  an 
established  license-fee,  and  object  to  a  decree  for  anything  beyond  a 
merely  nominal  sum  in  the  latter  case.  The  master  submitted  a  draft 
report  to  the  c  mtisel  of  the  respective  parties,  and  defendants'  counsel 
deferred  his  objections  and  made  no  further  question  to  the  master. 
The  plaintiffs  insist  that  he  thereby  waived  all  ground  of  exception  to  the 
report;  but  this  exception  is  to  a  principal  finding  upon  all  the  evidence 
in  the  case,  about  which  nothing  could  be  done  before  the  master  except 
to  request  him  to  change  his  finding.  The  defendants  were  under  no 
obligation  to  make  that  request  after  he  had  announced  his  conclusion 
upon  that  point,  but  could  raise  the  question  before  the  court  as  to 
whether  the  finding  was  warranted  by  the  proofs  by  filing  his  exception 
in  court  according  to  the  rule*  of  the  court  {Batch  v.  Railroad  Co.,  9 
Fed.  Rep.,  856.)  The  exceptions  to  that  finding  raise  that  question. 
There  was  evidence,  however,  tending  to  show  that  the  plaintiffs  had 
established  that  license-fee  under  this  patent  for  sach  nubias  as  Dolan 
made  infringing  upon  it  The  weight  of  the  evidence  was  for  the  mas- 
ter, and  his  conclusion  upon  it  should  not  be  disturbed  unless  he  has 
gone  contrary  to  it  It  was  not  contradicted  in  this  respect,  and  his 
conclusion  appears  to  be  well  warranted  by  it 

The  master  does  not  report  any  profits  made  by  the  defendants,  bat 
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The  established  license- fee  is  resorted  to  as  a  measure  of  such  damages. 
All  the  defendants  in  both  cases  participated  in  the  tort  constituting 
the  infringement  so  far  as  Dolan  made  and  the  others  sold  the  same 
infringing  article.  Such  torts  are  both  joint  and  several,  and  those  who 
commit  them  are  liable  jointly  or  severally.  There  may  be  several 
judgments,  but  only  one  satisfaction.  {Lovejoy  v.  Murray  y  3  Wall.,  1; 
BirdseU  v.  Shaliol,  112  U.  8.,  486.)  The  plaintiffs  are  therefore  entitled 
to  a  decree  against  Dolan  for  the  whole  damages  for  making  and  selling 
all  the  infringing  articles  that  he  made  and  had  sold  for  him,  and  against 
the  defendants  in  the  other  case  for  the  damages  resulting  from  what 
of  those  articles  they  sold  for  him.  Satisfaction  of  these  damages  by 
any  of  the  defendants  in  either  case  will,  however,  be  satisfaction  of 
that  amount  in  both  cases.  It  is  not  necessary  that  the  fact  that  the 
'  same  damages  are  included  in  both  decrees  should  appear  either  in  the 
reports  or  decrees  in  order  to  limit  the  plaintiffs  to  one  satisfaction.  If 
they  should  attempt  to  enforce  collection  of  that  amount  a  second  time, 
they  would  be  restrained  by  proper  proceedings.  It  would  be  well, 
nevertheless,  that  this  fact  should  appear.  The  master  would  doubtless 
have  stated  it  in  the  reports  if.  the  defendants  had  so  requested.  As 
they  did  not  so  request,  the  want  of  the  statement  is  no  ground  for  set- 
ting aside  or  recommitting  the  reports.  As  the  fact  is  conceded,  it  may 
be  stated  in  the  decrees. 

.  Exceptions  overruled,  reports  accepted  and  confirmed,  and  decrees 
to'be  entered  accordingly. 


[United  States  Clieail  Cowt-Dietrlet  of  Kew  Jersey.  1 

National  Hat  Pouncing  Machine  Company  v.  Hedden  bt  al. 

Same  v.  Brown. 

Derided  December  3, 1886. 
38  0.G.,  1129. 

M  J.  ptHTiroR  Ihfbinokmknt— Dkcrxb  not  Conclusive  Against  Another  Dkfend- 

*  : , , .  iwr  Making  a  New  Claim. 

'  After  the  validity  of  a  patent  hat  been  established  in  a  suit  it  may  always  be 
shown  in  another  salt  on  the  patent  against  another  defendant,  and  even  in  an* 
swer  to  an  application  for  a  preliminary  injunction,  that  the  right  claimed  by  the 
.    plaintiff  in  ,the  new  snit  was  not  fairly  in  controversy  in  the  former  suit. 

ft.  Preliminary  Injunction  not  Granted. 

In  an  action  for  an  infringement  of  a  patent,  where  there  is  doubt  as  to  the 
priority  of  the  invention,  if  the  defendants  are  amply  responsible  and  the  plain- 
tiff sells  licenses  for  a  royalty,  so  that  there  will  be  no  difficulty  in  ascertaining 
the  damage,  a  preliminary  injunction  will  be  denied. 

Motion  for  preliminary  injunction. 

Mr.  Eugene  Tredwell  for  the  motion. 
Mr*  A.  Q.  Kea$bey,  contra. 
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Walks,  J.: 

Motion  is  made  in  each  of  these  eases  for  a  preliminary  injunction  on 
letters  patent  granted  to  Rudolph  Eickemeyer,  November  23, 1869,  No. 
97,178;  also,  on  letters  patent  granted  to  Edmund  B.  Taylor,  October 
21, 1879,  No.  220,889,  both  patents  being  for  improvements  in  machines 
for  pouncing  hats.  Complainant  is  owner  by  assignment  of  these  pat- 
ents, and  snes  for  their  infringement  by  defendants.  The  second  claim 
of  the  Eickemeyer  patent  and  the  fifth  claim  of  the  Taylor  patent  are 
the  only  claims  relied  on  in  these  motions. 

The  second  claim  of  the  first  patent  is  for— 

3.  The  arrangement  and  combination  of  a  rotating  ponncing-oy  Under  with  a  ver- 
tieal  anpportLng-horn,  rabetantially  as  described,  whereby  the  supporting-horn  may 
be  need  to  rapport  the  tip,  aide,  crown,  or  brim  during  the  operation  of  pouncing  the 
hat 

The  fifth  claim  of  the  second  patent  is  for— 

&  The  combination  of  the  rapport  for  the  hat  and  the  self-feeding  poanoing-cylin- 
der,  whereby  the  hat  is  drawn  over  the  support  B  in  the  direction  of  the  motion  of 
the  pounoing-cylinder. 

The  validity  of  the  second  claim  of  the  Eickemeyer  patent  has  been 
sustained  by  the  United  States  circuit  court  for, the  district  of  Massa- 
chusetts at  the  suit  of  this  complainant  against  William  B.  Thorn  and 
others,  begun  July  10, 1879,  and  decided  November  6, 1885;  but  none 
of  the  defendants  here  were  parties  to  that  suit  Hedden  &  Go.  admit 
that  they  used  the  Eickemeyer  machine  under  a  license  from  the  com- 
plainant from  1878  to  the  end  of  1882,  and  that  they  paid  royalties  at 
the  rate  of  6  cents  per  dozen  for  fur  hats  and  3  cents  per  dozen  for 
wool  hate ;  that  in  the  latter  part  of  1882  they  purchased  a  machine 
from  the  defendant  Brown  which  would  pounce  a  hat  all  over  at  one 
operation,  instead  of  requiring  two  operations,  one  for  the  brim  and 
another  for  the  body  of  the  hat,  as  in  the  Eickemeyer  machine,  and 
that  thereupon  they  gave  notice  to  the  agent  of  the  complainant  that 
they  would  no  longer  pay  royalties  for  the  use  of  its  machine.  They 
also  assert  that  they  did  not  know,  and  were  never  informed  by  the 
complainant,  that  its  machine  would  pounce  a  hat  all  over  at  one  ope- 
ration. There  was  no  concealment  by  Hedden  &  Go.  of  their  acts,  «nd 
they  assigned  the  reason  just  stated  for  substituting  the  B?own  ma- 
chine. 

Brown  claims  that  he  had  constructed  his  machine  at  least  a  year  be- 
fore the  date  of  the  Eickemeyer  patent,  and  of  course  long  prior  to  the 
Taylor  patent,  on  which  he  had  pounced  hundreds  of  dozens  of  hats, 
pouncing  each  hat  all  over  at  one  operation,  thereby  anticipating  the 
inventions  of  the  patents  now  in  controversy. 

When  these  motions  were  first  submitted  to  the  court,  in  May  of  the 
present  year,  it  was  represented  by  the  defendants  that  the  machine 
now  sought  to  be  enjoined  was  seen  in  use  by  the  complainant's  agent 
in  December,  1882,  and  no  explanation  was  made  in  the  moving  papen 
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for  the  delay  in  applying  for  an  injunction  for  nearly  fonr  years }  bat 
npon  the  intimation  of  the  court  that,  as  the  papers  stood,  an  injunc- 
tion could  not  issue  in  consequence  of  the  laohes  of  the  complainant, 
further  time  was  allowed  for  proof  in  excuse  and  justification  of  the 
delay.  The  excuse  is  that  the  complainant  was  waiting  the  result  of 
the  litigation  in  Massachusetts  before  prosecuting*  the  users  of  the 
Brown  machine,  which  is  identical  with  the  Taylor  machine,  and  that 
the  latter  was  decided  to  be  an  infringement  of  the  Eickmeyer  patent; 
that  the  complainant  believed  the  case  against  Thorn  and  others  to  be 
a  test  case,  and  that  the  trade  generally  would  submit  to  its  decision. 
Aq  a  general  rule  this  would  constitute  a  satisfactory  reason  for  delay. 
(Oreen  v,  Barney,  19  Fed.  Rep.,  420.)  But,  admitting  this,  Heddeu  & 
Co.  contend  that  the  suit  in  the  Massachusetts  district  was  founded  on 
three  patents,  and  that  ouly  the  second  claim  of  one  of  these  was  sus- 
tained by  the  court,  and  that  the  machine  now  used  by  them  is  sub- 
stantially the  same  which  was  made  by  Brown  in  1868.  They  further 
say  that  they  have  used  this  machine  ouly  in  their  business  as  manu- 
facturers, and  are  amply  responsible  to  pay  all  damages  which  might 
be  recovered  for  any  infringement  of  the  right  of  the  complainant,  if 
such  infringement  should  be  established.  Brown  contends  that  as  his 
machine  was  nottofore  the  court  in  the  former  suit,  and  as  he  has  had 
no  opportunity  of  presenting  his  claim  of  priority  of  invention,  his 
rights  as  a  prior  inventor  havQ  not  yet  been  adjudicated.  It  has  been 
held  to  be— 

well  settled  that,  even  after  the  validity  of  a  patent  has  been  established  in  a  suit, 
and  notwithstanding  the  presumption  thereby  raised  that  the  patent  is  valid,  it  may 
always  he  shown  in  another  suit  on  the  patent  against  another  defendant,  and  even 
in  answer  to  an  application  for  a  preliminary  injunction  in  snoh  aait,  that  the  right 
claimed  by  the  plaintiff  in  the  new  suit  was  Dot,  either  as  to  its  nature  or  its  extent, 
fairly  in  controversy  in  the  former  suit,  or  that  material  facts  were  not  known  or  con- 
sidered when  the  former  sttit  was  tried,  or  that  there  are  relevant  matters  which  were 
not  adjudicated  in  the  former  suit.  (Page  v.  Mclmu  Burglar  Alarm  Tel.  Co.f  2  Fed. 
Sep.,  398.) 

The  affidavits  and  counter-affidavits  JUed  in  the  present  application 
are  voluminous,  contradictory,  and  conflicting;  but  facts  are  proved  or 
admitted  sufficient  to  create  some  doubt  of  the  propriety  of  granting 
these  motions,  Itdoes  not  satisfactorily  appear  that  irreparable  damage 
will  be  suffered  by  the  complainant  in  waiting  for  a  final  decree  imeither 
case;  and,  as  the  complainant  does  not  use  the  patents  as  a  monopoly, 
but  sells  licenses  to  others  to  use  them  for  a  fixed  royalty,  there  will  be 
little  difficulty  in  ascertaining  whatever  damages  it  may  be  entitled  to 
if.  it  finally  prevails*  Moreover,  it  is  understood  that  Hedden  &  Co. 
are  extensively  engaged  in  manufacturing  hats,  employing  a  large  num- 
ber of  hands  in  their  business,  and  that  a  provisional  injunction  would 
work  greater  hardship  on  them  than  benefit  to  the  complainant  For 
these  reasons,  and  in  view  of  the  fact  that  there  is  some  doubt  on  the 
question  of  priority  of  invention,  the  injunctions  will  not  be  granted. 
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unless  the  complainant  can  show  to  the  court  thatthfe  defendants  are 
not  pecuniarily,  responsible,  and  are  not  now,  or  will  not  in  the  future, 
be  able  to  pay  any  decree  that  may  be  rendered  against  them,  in  which 
case  it  may  apply  for  an  order  requiring  the  defendants  to  enter  into  a 
bond,  with  sureties,  in  such  sum  as  may  be  agreed  upon  by  the  parties 
or  determined  by  the  court  after  hearing.  In  reaching  this  conclusion 
the  practice  is  followed  which  was  adopted  by  this  court  in  Oremwood 
v.  Braoker  (1  Fed.  Rep..  861).  (See,  also,  New  York  Grape  Sugar  Co.  v. 
American  Grape  Sugar  Co.,  10  Fed.  Sep.,  837.) 


[United  State*  Circuit  Court-Northern  District  of  New  York.  J 

Maohesney  d.  Brown  et  al. 

Decided  Kovemler  86, 1886. 

38  O.  6.,  1130. 

Assignment— Attobnky  in  Fact— Instrument  Under  $kal. 

The  assignment  of  a  patent  for  an  invention  when  executed  by  one  acting  as 
attorney  by  an  instrument  under  seal  must  be  executed  in  the  name  of  the  princi- 
pal and  purport  to  be  sealed  with  his  seal  in  order  to  bind  the  principal. 

Bill  to  restrain  the  infringement  of  letters  patent  for  an  invention. 
Plea  allowed,  with  cost,  and  leave  granted  to  complainant  to  move  to 
amend  his  bill.    The  facts  are  sufficiently  stated  in  the  opinion. 

Mr.  Sitae  J.  Douglass  for  the  complainant 
Mr.  William  H.  Bright  for  the  defendants, 

Wallace,  J.: 

The  bill  in  this  case  is  to  restrain  the  infringement  of  letters  patent 
for  an  invention  granted  to  one  Sweet,  and  the  plea,  which  has  been  set 
down  for  argument,  avers  that  the  only  title  of  the  complainant  to  the 
invention  is  one  derived  by  an  instrument  executed  and  delivered  to 
the  complainant  by  one  Smith,  which  is  set  out  in  full  in  the  plea.  This 
instrument  in  its  first  clause  describes  Ira  E.  Smith  as  the  party  of  the 
first  part.  The  second  clause  recites  that  Smith,  by  power  of  attorney 
from  Sweet, became  the  attorney  of  Sweet  for  the  purpose  of  selling  and 
assigning  the  patent.  The  third  clause  recites  that  Machegney  desires 
to  purchase  and  has  paid  a  consideration  to  Smith,  and  that  Smith  does 
thereby  assign  and  set  over  all  the  right,  title,  and  interest  he  has  in- 
and  to  the  said  invention,  and  all  the  right,  title,  and  interest  that  said 
"Sweet  has.  Then  follows  an  attestation  clause,  reciting  that  Smith  has 
set  his  hand  and  seal  to  the  instrument  The  instrument  is  signed, 
41 1.  E.  Smith,"  and  has  a  seal. 

The  assignment  must  be  held  to  be  inoperative  to  pass*  the  title  of 
Smith,  upon  the  well  settled  rqle  ft**  *  tealed  instrument,  when  ei* 
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cuted  by  one  acting  as  attorney,  mast  be  executed  in  the'  name  of  the 
principal  and  purport  to  be  sealed  with  his  seal  in  order  to  bind  the 
principal.  It  is  true  that  an  assignment  of  a  patent  for  an  invention  is 
valid  without  a  seal.  This  is  so  because  the  statute  which  creates  the 
property  in  inventions  and  regulates  the  manner  of  transferring  the  title 
only  requires  an  assignment  to  be  in  writing.  Bat  such  an  assignment 
is  a  muniment  of  title  to  incorporeal  property,  and,  whether  under  seal 
or  not,  the  question  whether  when  executed  by  an  attorney  it  is  in  form 
to  bind  the  principal  is  to  be  determined  by  the  rule  applicable  to  deeds 
and  formal  instruments  under  seal.  (See  Whart  Ag«,  se&  285.)  As  to 
the  general  proposition  that  a  contract  under  seal  by  an  agent  for  a  prin- 
cipal is  not  binding  on  the  principal  unless  it  profess  to  bind  him  and 
be  executed  in  his  name  as  bis  contract  it  is  sufficient  to  cite  Ellwell  v. 
Shaw  (16  Mass.,  42),  Fullam  v.  Inhabitants  of  West  Brookfield  (91  Mass., 
1),  Townsend  v.Hubbard  (4  Hill,  351),  Kiertted  v.  Orange  <fc  A.  B.  Co. 
(69  N.  T.,  343). 

Although  the  assignment  recites  that  Smith  has  a  power  of  attorney 
from  Sweet  to  convey  the  title,  and  purports  to  convey  that  title  as  well 
as  his  own  title,  Smith  assumes  to  transfer  as  vender  himself,  and  not 
as  the  attorney  for  Sweet  The  remarks  of  Justice  Story  in  Clarke  v. 
Courtney  (5  Pet,  350)  are  apposite : 

The  act  does  not  purport  to  be  the  act  of  the  principals,  bat  of  the  attorney.  It 
it  his  deed  and  his  seal,  and  not  theirs.  This  may  savor  of  refinement,  since  it  is 
apparent  that  the  party  intended  to  v>ass  the  interest  and  title  of  his  principal.  Bat 
the  law  looks  not  to  the  intent  alone,  bat  to  the  fact  whether  that  intent  has  been 
executed  in  such  a  manner  as  to  possess  a  legal  validity. 

If,  as  it  was  stated  on  the  argument,  the  defendants  claim  under  a 
title  transferred  to  them  directly  by  Sweet,  and  the  real  controversy  is 
as  to  which  title  should  prevail,  the  bill  should  make  Sweet  a  party, 
and  should  contain  appropriate  allegations  to  show  complainant's  equita- 
ble title  prior  in  point  of  time  to  the  title  of  the  defendants  and  notice 
to  defendants  of  the  complainant's  rights. 

The  plea  is  allowed,  with  costs.  Leave  is  granted  to  the  complainant 
to  move  to  amend  his  bill. 


[United  States  Ciraoit  Court-Southern  District  of  New  York.] 

Snyder  et  al.  v.  Bunnell  et  al. 

Decided  November  11, 1886. 

38  0.  G.,  1130. 

I.  Contributory  Infringement. 

Where  a  person  makes  and  puts  on  the  market  an  article  which  of  necessity 
and  to  the  knowledge  of  snoh  person  is  to  he  used  for  the  purpose  of  infringing 
a  patent,  snoh  person  will  he  held  liable  under  the  doctrine  of  contributory  in- 
frtngemeutf 
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3.  Liability  as  Ihfxonosb. 

Bnt  the  dootrine  that  a  party  may  be  held  liable  as  an  infringer  solely  because 
an  article  sold  by  him  might  be  used  by  the  purchaser  as  one  element  of  a  pat- 
ented combination  would  be  too  dangerons  to  be  upheld. 

3.  PBOO»  OF  CONTMBUTOJIY  INFRINGEMENT. 

In  order  to  hold  a  party  liable  under  the  doctrine  of  contributory  infringement* 
there  must  be  proof  that  what  he  did  was  for  the  purpose  and  with  the  intent  of 
aiding  infringement.    (Sax*  v.  Hammond,  1  Holmes,  456.) 

Mr.  G.  O.  FreUngkuysen  and  Mr.  A.  C.  Farnkam  for  the  complainants. 
Mr.  H.  JET.  Mane  and  Mr.  0.  ft  Leeds  for  the  defendants. 

Coxe,  J. : 

The  defendants  are  charged  with  infringement  of  Letters  Patent  No. 
103,383,  granted  to  James  P.  Snyder  for  an  improvement  in  electro- 
magnetic burglar-alarm  apparatus.  The  invention — 
consists  in  an  arrangement  for  setting  in  action  automatically  a  secondary  circuit, 
which  will  continue  the  alarm,  although  the  circuit  first  set  in  action  may  be  sud- 
denly stopped  again  by  the  shutting  of  the  door  or  window. 

The  claim  is  as  follows : 

An  alarm-indicator  arranged  for  automatically  causing  a  secondary  and  independ- 
ent circuit  at  the  Indicators  by  the  action  of  the  armature-lever  with  a  disk  or  other 
device,  and  the  springs  or  other  closing  devices,  and  a  secondary  line  of  wire,  I H*, 
connecting  the  battery  and  the  magnet,  all  substantially  as  specified. 

The  evidence  of  infringement  is  confined  to  the  sale  by  the  defend- 
ants on  the  17th  of  December,  1884,  of  one  instrument,  known  as  an 
"  automatic  drop,"  and  the  admission  by  one  of  the  defendants  that 
others  like  it  had  been  sold  by  his  firm. 

It  is  conceded  that  this  instrument  may  be  used  in  connection  with 
the  other  apparatus  described  in  the  patent  so  as  to  constitute  an  in- 
fringemant  It  is  also  conceded  that  it  is  susceptible  of  a  perfectly  in- 
nocent use.  There  is  no  proof  that  the  defendants  have  ever  used  it  in 
an  infringing  combination.  There  is,  indeed,  no  direct  proof  that  it 
was  ever  so  used  by  any  one.  Certainly  there  is  nothing  to  indicate  • 
that  the  defendants  have  sold  an  automatic  drop,  knowing  that  it  was 
intended  to  be  used  to  infringe  the  patent  For  aught  that  appears, 
every  instrument  sold  by  them  may  have  been  used  in  a  perfectly  legiti- 
mate manner. 

If  the  defendants  were  doing  what  the  complainants  charge— namely, 
u  making  and  putting  on  the  market  an  article  which,  of  necessity,  to 
their  knowledge,  is  to  be  used  for  the  purpose  of  infringing  the  com- 
plainants' patent,"  there  would  be  little  difficulty  in  holding  that  the 
complainants?  rights  are  invaded.  But  it  is  thought  that  the  evidence 
will  not  warrant  so  broad  an  accusation.  If  held  liable  for  selling  an 
automatic  drop,  it  might  with  plausibility  be  urged  that  they  are  equally 
inculpated  by  the  sale  of  a  galvanic  battery  or  an  electric  bell,  for  these 
are  necessary  adjuncts  to  the  patented  combination. 

The  complainants  invoke  the  doctrine  of  contributory  infringement* 
the  clearest  illustration  of  which  is,  perhaps,  fou,n4  in  Woikm  v,  ttelmn 
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(0  Blatohf.,  65).  In  that  case  the  complainants  had  a  patent  for  a  burner 
in  combination  with  a  chimney.  The  defendants  manufactured  and  sold 
the  burner,  leaving  the  purchaser  to  supply  the  ohimueyy  without  which 
the  burner  was  useless.  The  burner  could  not  be  used  without  infring- 
ing the  patent.  All  this  the  defendants  knew.  It  was  because  of  this 
use  and  this  knowledge  that  they  were  held  liable.  (See,  also,  Richard- 
mm  v.  Noyee,  10  O.  Gk,  601 ;  Bowker  v.  Down,  3  Ban.  &  A.,  518 ;  Ala- 
baMtine  Co.  v.  Payne,  27  Fed.  Rep.,  559 ;  Travers  v.  Bayer,  26  Fed.  Bep., 
460 ;  Cotton  Tie  Co.  v.  Simmons,  106  U.  8.,  89;  S.  C,  1  Sup.  Gt  Bep.,  62.) 
In  each  of  these  cases  the  complainant  succeeded  because  the  article 
dealt  in  by  the  defendant  was  only  useful  when  combined  as  provided 
by  the  patent  in  question,  and  was  sold  by  him  intending  that  it  should 
be  put  to  this  unlawful  use.  A  careful  examination  has  failed  to  die- 
cpver  an  authority  holding  a  party  liable  as  an  infringer  solely  because 
an  article  sold  by  him  might  be  used  by  the  purchaser  as  one  element 
of  a  patented  combination.  Such  a  doctrine  would  be  too  dangerous 
to  be  upheld.  The  case  most  nearly  approximating  the  one  in  hand  is 
Saxe  v.  Hammond  (1  Holmes,  456).    Judge  Shepley  there  says : 

As  defendants  only  make  one  element  of  the  patented  invention,  in  order  to  bold 
tbein  guilty  I  must  find  proof  oonneeting  them  with  the  infringement.  Different 
parties*  may  all  infringe  by  respectively  making  or  selling,  each  of  them,  one  of  tbo 
elements  of  a  patented  combination,  provided  those  separate  elements  are  made  for 
the  purpose*  and  with  the  intent  of  being  combined  by  the  party  having  no  right  to 
combine  them.  But  the  mere  mannfaotnre  of  a  separate  element  of  a  patented  com- 
bination, nnless  sneh  manufacture  be  proved  to  have  been  conducted  for  the  purpose 
and  with  the  intent  of  aiding  infringement,  is  not  in  and  of  itself  infringement 

The  record  upon  this  branch  of  the  case  is  too  vague  and  uncertain  to 
uphold  the  charge  of  infringement.  Where  a  necessary  link  is  absent 
in  the  chain  of  evidence,  it  can  not  be  supplied  by  mere  suspicion. 

The  bill  is  dismissed. 


[United  States  Clrceit  Coart-Dtataiot  of  MusMhiuwtta.1 

Unioj?  Paper-Bag  Machine  Company  et  al.  v.  Standard  Paper 
Bag  Company  et  al. 

DaOded  November  26, 1886. 
38  0.  0.,  1131. 

IHTRIXGEMXHT— PaPEE-BaG  MACHINES. 

Claims  8, 10,  and  13  of  Reissued  Letters  Patent  No.  8,357,  July  30, 1878,  for  im- 
provements in  paper-bag  machines,  by  opening  the  end  of  a  tubular  blank  and 
forming  the  first  or  diamond  fold  thereof  by  means  ot  the  conjoint  action  of  two 
adjacent  moving  surfaces,  these  surfaces  consisting  of  two  revolving  rollers  into 
which  the  blank  is  fed,  the  lower  roller  drawing  the  free  or  lipped  end  of  the 
blank  in  one  direction,  while  the  other  roller,  moving  in  another  direction,  pulls 
the  other  side  of  the  blank  by  the  seam  connecting  it  with  the  preceding  blank, 
this  operation  extending  the  month  of  the  bag  into  a  diamond-fold  shape;  HM 
.not  to  be  infriuged  by  defendant's  machine,  which  has  only  one  roller  and  no 
second  divergent  moving  roller,  the  fold  not  being  formed  by  the  conjoint  action 
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Mr.  George  Harding  and  Mr.  M.B.  Pkilipp  for  the  complainants, 
Mr.  Ckanmcet  Smith  for  the  defendants. 

Colt,  J. : 

This  suit  is  brought  for  infringement  of  Reissued  Letters  Patent  No. 
8,357,  dated  July  SO,  1878,  granted  to  Alfred  Adams  and  Byron  B.  Tag- 
gert,  as  assignees  of  Charles  B.  Stillwell,  for  improvements  in  paper- 
bag  machines.  Three  claims  are  involved  in  the  present  controversy, 
the  eighth,  tenth,  and  thirteenth. 

Claim  8  is  as  follows: 

8.  As  an  improvement  in  the  art  of  forming  satchel-bottomed  paper  bags  by  machin- 
ery, the  method  herein  before  set  forth  of  opening  the  end  of  a  tabular  blank  and  form- 
ing the  first  fold  thereof  by  means  of  the  conjoint  action  of  two  adjacent  diverging  mov- 
ing surfaces,  substantially  such  as  described,  between  which  the  blank  is  continuously 
fed,  and  to  which  surfaces  the  contiguous  sides  of  the  blank  are  caused  temporarily 
to  cooform  as  they  move  over  said  surfaces  by  means  substantially  such  as  described, 
whereby  the  fold  is  formed  while  the  blank  is  in  motion  simply  by  the  strain  upon 
the  paper  itself, 

The  tenth  claim  is  like  the  eighth,  with  the  addition  of  a  compressor, 
which  presses  the  fold  upon  the  blank.  The  thirteenth  claim  embraces 
the  various  operations  of  the  Stillwell  machiue,  whereby  bags  are 
formed  from  a  tabular  blank  while  passing  continuously  tlirongh  the 
machine.  The  improvements  of  Stillwell  relate  to  satchel-bottomed 
bugs,  which,  when  opened,  have  a  rectangular  bottom,  so  they  will 
stand  alone.  In  the  present  suit  we  are  specially  concerned  with  the 
improvement  in  the  means  for  making  the  primary  or  diamond  fold. 
By  the  conjoint  action  of  two  adjacent  divergent  moving  surfaces  the 
diamond  fold  is  formed  while  the  blank  is  continuously  fed.  These 
moving  surfaces  are  in  the  form  of  two  revolving  rollers,  into  which  the 
blank,  when  partially  cut,  is  fed.  The  lower  roller,  by  means  of  pins 
or  grippers,  draws  the  free  or  lipped  end  of  the  blank  in  one  direction, 
while  the  other  roller,  moving  in  another  direction,  pulls  the  other  side 
of  the  blank  by  the  seam  connecting  it  with  the  preceding  blank.  This 
operation  extends  the  month  of  the  bag  into  a  diamoud-fold  shape.  The 
fold  is  then  pressed  between  the  upper  roller  and  a  third  roller,  called 
the  "  compressor." 

In  defendants'  machine  there  is  one  roller  which  draws  away  one  side 
of  the  blank,  and  forms,  or  partially  forms,  a  diamond  fold  on  tbat  side. 
At  the  same  time  a  spear  pointed  separator,  acting  conjointly  with  this 
roller,  helps  to  bring  the  other  side  of  the  blank  into  shape,  so  that 
when  the  blank  passes  through  the  second  pair  of  rollers  the  diamond 
fold  is  completed  by  the  compression  of  the-  paper  on  itself.  In  this 
machine  there  is  no  second  divergent  moving  roller,  and  the  fold  is  not 
formed  by  the  conjoint  action  of  two  diverging  moving  surfaces. 

It  is  urged  that  the  supporting  plates  near  the  separator  and  the 
lower  rollers,  1  and  2,  of  the  defendants'  machine  act  as  a  second  diverg- 
ing moving  surface.  I  can  not  concur  in  this  view,  The  fonofrtiou  of 
22336  pat 15  ^ 
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the  diamond  fold  by  the  conjoint  action  of  two  diverging  moving  sur- 
faces being  the  essence  of  the  eighth  claim,  and  the  defendants  not 
making  their  diamond  fold  by  the  employment  of  two  such  agencies, 
there  can  be  no  infringement.  The  means  for  making  the  diamond  fold 
forming  one  of  the  elements  of  the  tenth  and  thirteenth  claims,  it  follows 
that  there  is  no  infringement  of  those  claims. 
Bill  dismissed,  with  costs. 


[United  States  Circuit  Conrt-Dtetrict  of  MMMofavaetta.] 

Baltimore  Gab  Whell  Company  et  al.  v.  Bemis  bt  al. 

Bedded  November  84, 1886. 

38  0.  G.,  1132. 
Libel— Injunction. 

There  is  no  jurisdiction  in  the  United  States  courts  of  equity  to  enjoin  a.  libel  on 
the  rights  or  title  of  an  owner  of  letters  patent. 

Mr.  Benjamin  Price  and  Mr.  William  ft  Williamson  for  the  complain- 
ants. 

Mr.  Benjamin  F.  Thurston  and  Mr.  Wilmarth  H.  Thurston  for  the  re- 
spondents. 

Before  Colt  and  Carpenter,  Judges. 

Carpenter,  J. : 

This  bill  alleges  that  the  complainants  are  the  owners  of  and  licensees 
under  certain  letters  patent  for  car  and  car-axle  boxes,  and  that  the  re- 
spondents have  falsely  and  maliciously  published  statements  and  writ- 
ten letters  to  the  effect  that  the  complainants  have  felled  in  a  suit  for 
infringement  of  said  letters  patent  brought  against  the  respondents  j 
that  the  axle  boxes  and  gear  manufactured  by  the  complainants  are  in- 
fringements of  certain  other  letters  patent  owned  by  the  respondents, 
and  that  suits  are  about  to  be  brought  by  the  respondents  on  account 
of  such  infringement  against  the  complainants  and  those  who  shall  pur- 
chase and  use  their  axle  boxes  and  gears.  The  bill  further  alleges  that 
by  reason  of  the  said  false  statements  those  who  desire  to  purchase  and 
use  the  apparatus  made  and  sold  by  the  complainants  are  deterred  from 
so  doing  through  fear  of  litigation,  and  the  business  of  the  complainants 
is  thereby  injured,  and  prays  for  an  injunction.  To  this  bill  respondents 
demur. 

We  think  the  demurrer  is  well  founded.  There  is  no  jurisdiction  in 
a  court  of  equity  to  enjoin  libel  on  the  rights  or  title  of  the  complainant 
We  understand  this  to  be  the  settled  law  both  in  England  and  in  this 
country,  in  the  absence  of  statutory  provisions  conferring  such  jurisdic- 
tion. The  question  is  so  fully  and  clearly  discussed  in  the  leading  de- 
cisions that  we  do  no  more  than  cite  them.  (Prudential  Assur.  Co.  v. 
Knott,  L.  B.,  10  Ob.,  142 ;  Boston  Diatite  Co.  v.  Florence  Manufg.  Co.,  114 
Mas*..  69:  Kidd  v.  Horn.  28  Fed.  Ben..  773.) 
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(United  States  Clxealt  Court— Southern  District  of  New  York.  J 

OSBOBN  V.  JtTDD  ET  AL. 

Decided  November  20, 1886. 

38  O.  0.,  1138. 

InruNGKinEiiT— Preliminary  Injunctions— Banner- Rod. 

A  preliminary  injunction  will  not  be  granted  to  restrain  the  Infringement  of  a 
•' design  for  a  banner-rod,  consisting  of  a  conventional  imitation  of  a  straight  twig 
with  the  bark  and  slantingly-cut  ends,"  the  section  which  relates  to  design  pat- 
ents demanding,  it  may  be  supposed,  the  exercise  of  more  genins  than  is  exhib- 
ited by  it. 

Motion  for  a  preliminary  injunction  against  the  infringement  of  a 
design  patent.    Denied. 

Mr.  Joshua  Pusey  for  the  complainant. 
Messrs.  Briesendt  Steele  for  the  defendants. 

Bhipman,  J. ; 

This  is  a  motion  for  a  preliminary  injunction  against  the  infringement 
of  a  design  patent.  The  design  is  sufficiently  stated  in  the  claim,  which 
is  as  follows: 

The  design  for  a  banner-rod  herein  shown  and  described,  the  same  consisting  of  a 
conventional  imitation  of  a  straight  twig  with  the  bark  on  and  slantingly-cut  ends. 

I  have  great  doubt  whether  there  is  anything  which  shows  genius  or 
which  indicates  the  work  of  an  inventive  mind,  and  therefore  whether 
there  is  anythiug  patentable  in  merely  making  a  banner-rod  to  imitate 
measurably  a  straight  twig  with  the  bark  on.  This  natural  and  simple 
design  for  a  banner-rod  would,  I  think,  readily  suggest  itself  to  the  up- 
holsterer. There  is  so  much  reason  to  suppose  that  the  section  which 
relates  to  design  patents  demands  the  exercise  of  more  genius  than  is 
exhibited  in  the  patented  design  that  the  motion  should  be  denied. 


fTTnited  States  Circuit  Court—Southern  District  of  Ohio,  Eastern  Division.) 

United  States  v.  American  Bell  Telephone  Company  et  al. 

Decided  November ,  1886. 

G8  0.  G.,  1237. 

•L  Writ  and  Process— Motion  to  Quash  Skrvick. 

Where  the  invalidity,  irregularity,  or  defect  in  the  service  of  the  writ  appears 
upon  the  face  of  the  return,  a  motion  to  qnash  the  service  or  abate  the  writ  is  the 
proper  mode  of  bringing  the  matter  to  tho  attention  of  the  court;  but  where  the 
objection  does  not  appear  upon  the  face  of  the  papers  the  better  rule  of  practice, 
where  it  is  sought  to  question  or  dispute  the  facts  stated  therein,  is  to  do  so  by 
Ptoa  In  abatement,  on  which  an  issue  may  be  regularly  taken  and  triad. 
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ft.  Partnership— Service  upon  Non-Besident  Partner. 

Wblle  the  interest  of  a  non-resident  partner  in  a  partnership  doing  business  in 
Ohio  in  respect  to  snch  business  may  be  subject  to  the  local  jurisdiction  if  the 
partnership  is  properly  served  in  conformity  with  the  statutes  of  the  State,  it  is, 
however,  well  settled  thst  the  non-resident  partner  can  not  be  brought  personally 
before  even  the  local  courts,  or  be  subjected  to  judgment  inper***am  by  service 
upon  the  resident  partners. 

3.  Writ  and  Process— Equity  Practice— Service  of  Surpoena. 

In  suits  in  equity  the  Federal  courts  are  regulated,  not  by  State  statutes,  but  by 
the  judiciary  acts  and  the  rules  of  equity  practice. 

4.  Same— American  Bell  Telephone  Company. 

The  return  of  a  subpoena  which  recited  that  the  marshal  had  served  the  same 
upon  the  "American  Bell  Telephone  Company  (which  is  a  corporation  found  and 
doing  business  in  the  southern  district  of  Ohio)  by  reading  the  same  to  A.  D.  Bul- 
lock, the  president  of  the  City  and  Suburban  Telegraph  Company,  (the  said  City 
and  Suburban  Telegraph  Company  being  an  agent  and  partner  of  the  said  the 
American  Bell  Telephone  Company  within  said  district,")  fails  to  show  affirma- 
tively the  facts  required  to  constitute  a  valid  service,  either  under  the  judiciary 
acts,  the  rules  of  practice  governing  the  court,  or  the  statute  of  Ohio  providing 
for  service  upon  a  foreign  corporation  having  a  "  managing  agent19  in  the  State. 
No  presumptions  are  to  be  indulged  in  favor  of  such  a  return,  so  as  to  give  the 
court  jurisdiction  over  a  non-resident  corporation.  The  return  is  also  irregular 
and  open  to  the  objection  that  the  marshal  did  not  confine  himself  to.  a  statement 
of  what  he  did  in  executing  the  eubpmnas,  but  states  conclusions  of  law  and  fact 
apart  from  what  was  done. 
fb  Same— Service  upon  Foreign  Corporations. 

In  the  absence  of  a  voluntary  appearance,  three  conditions  must  concur  or  co- 
exist in  order  to  give  the  Federal  courts  jurisdiction  is  personam  over  a  corporation 
created  without  the  territorial  limits  of  the  State  in  which  the  court  is  held,  vis : 
(1)  It  must  appear,  as  a  matter  of  fact,  that  the  corporation  is  carrying  on  its* 
business  in  such  foreign  State  or  district;  (2)  that  such  business  is  transacted  or 
managed  by  some  agent  or  officer  appointed  by  and  representing  the  corporation 
in  such  State,  and  (3)  the  existence  of  some  local  law  making  such  corporation,  or 
foreign  corporations  generally,  amenable  to  suit  there  as  a  condition  express  or 
implied  of  doing  business  in  the  State. 

6.  Same— Section  739  Ke vised  Statutes  United  States— Act  of  .Congress, 

March  3,  1875. 

The  judiciary  acts  (Rev.  Stat,  Sec.  739)  and  act  of  March  3, 1875,  providing  that 
no  civil  suit  or  action  shall  be  brought  against  any  person  outside  of  the  district 
in  which,  he  resides  or  may  be  found  at  the  lime  of  the  service  of  process,  do  act 
affect  the  general  jurisdiction  of  this- court,  but  merely  confer  a  personal  privilege 
or  exemption  upon  the  defendant,  which  can  be  waived  and  is  waived  by  a  foreign 
corporation  not  only  by  a  voluntary  appearance  to  the  suit,  but  by  doing  business 
in  a  State  imposing  the  condition  of  liability  to  suit  there  by  service  of  process  en 
its  agent. 

7.  Same— Service  upon  Foreign  Corporations. 

It  is  not  sufficient  to  give  this  court  jurisdiction  in  personam  over  a  foreign  cor- 
poration that  it  has  property  rights,  however  extensive,  within  the  district,  or 
that  it  has  pecuniary  interests,  however  valuable,  in  business  managed  and  con- 
ducted by  others, 
a  Telephone  Companies— Licenser  and  Licensee— Bell  Telephone  Com- 
panies. 

The  contracts  between  the  American  Bell  Telephone  Company  and  the  local 
telephone  corporations  create  the  relation  of  licenser  and  lessor  on  the  one  aide 
Mid  licensee  and  lessee  on  the  other,  and  not  a  relation  of  agency* 
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9.  COBP01UTI02l8<-FOBKOir  COBPOKATIONS— DOIHG  BUSINESS  DC  A  STATB. 

Wither  a  foreign,  corporation  is  carrying  on  business  in  a  Stole  most  be  de- 
termined by  what  it  has  done  or  ia  doing,  rather  than  by  what  it  may  hereafter 
do  nnder  powers  reserved  to  it  in  existing  contracts  but  not  yet  exercised.  For 
one  person  to  supply  the  means  to  another  to  do  business  with  or  on  is  not  this 
doing  of  that  business  by  the  former. 

10.  8amk— Managing  Agkntb— Bell  Txlephokz  Companies. 

Transactions  such  as  the  American. Bell  Telephone  Company  has  had  with  the 
licensee  corporations  of  Ohio  at  ito  place  of  business  in  Boston,  and  not  elsewhere, 
is  not  the  carrying  on  of  business  by  it  in  Ohio,  nor  are  snob  licensee  corporations 
its  "managing  agents." 

11.  Same— Service  on  Agent. 

An  agent  of  a  foreign  corporation  upon  whom  service  can*  be  made  must  be  one 
actually  appointed  by  or  representing  the  corporation  as  a  matter  of  fact,  not 
one  created  by  implication  or  construction  oontrary  to  the  intention  of  the  par- 
ties. 

13.  Sams— Managing  AGents. 

The  term  "  managing  agent9  implies  the  carrying  on  of  the  corporate  business, 
or  some  substantial  part  thereof,  by  means  of  an  agent  who  manages  and  con- 
ducts the  same  within  the  limits  of  the  State  for  and  on  account  of  the  foreign 
corporation.     . 
IS.  Patents  fob  Inventions— License  —  Patent-Holding  Corporation— Na- 
tionalising. 

The  right  of  the  patent  owner  to  permit  or  license  the  use  of  the  invention  is 
not  the  creature  of  the  federal  franchise  or  statute,  but  of  the  common  law,  and 
in  exercising  this  common-law  right  of  licensing  others  to  use  its  patent  the  cor- 
poration owner  is  no  more  nationalized  than  a  private  owner  would  1>e  under  the 
same'  circumstances;  nor  does  the  fact  that  a  patent-holding  corporation  licenses 
others  to  use  its  patent  in  a  particular  State  have  any  more  effeot  and  operation 
in  domestioating  it  within  sneh  8tate  than  the  same  act  ou  the  part  of  a  private 
owner  would  have  in  rendering  him  a  citiaen  and  resident  of  every  State  in  which 
his  patent  mig}it  be  used. 

14.  Same— Jurisdiction— Practice. 

Neither  the  patent  law  nor  the  privileges  secured  to  patentees  thereunder  in 
any  way  enlarge,  modify,  or  ohange  the  judiciary  aoto  in  respect  to  either  the 
territorial  jurisdiction  of  the  federal  courts  or  the  proper  service  of  process  upon 
defendants. 

15.  Action— Entry  or  Appearance. 

Allegations  in  a  plea  in  abatement,  showing  that  the  cause  of  action  aud  the 
subject-matter  of  the  suit  did  not  have  its  origin  in  Ohio,  such  plea  being  pre- 
sented solely  to  object  to  the  jurisdiction  of  the  court  and  to  quash  the  return  of 
service,  do  not  amount  to  an  appearance  of  the  defendant. 

Hearing  on  motion  of  the  American  Bell  Telephoue  Company  to  set 
aside  the  marshal's  return,  and  on  plea  in  abatement  to  the  jurisdiction 
of  the  court  over  said  company. 

Mr.  A.  Or.  Thurman,  Mr.  Orowenar  Lowrg,  Mr.  John  Qoode,  Mr.  Chart* 
&  Whitman,  Mr.  Jeff.  Chandler,  and  Mr.  P.  H.  Kumler,  district  attorney, 
for  the  United  States. 

Mr.  Joseph  E.  McDonald,  Mr.  Richard  A.  Harrison^  and  Mr.  J.  J.  Star- 
row  for  American  Bell  Telephone  Company. 

Meter*.  Perry  &  Jenncy  for  local  telephone  'companies^ 
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Jackson,  J.: 

Proceeding  upon  the-  general  theory  that  a  patent  is  a  contract  be- 
tween the  inventor  on  the  one  side  and  the  Government  on  the  other, 
founded  on  conditions  or  considerations  prescribed  by  law,  those  mov- 
ing from  the  former  being  the  production  of  some  new  invention  or  dis- 
covery beneficial  to  the  public,  in  consideration  of  which  the  Govern- 
ment grants  to  the  patentee  the  exclusive  privilege  for  a  limited  period 
to  make,  vend,  and  use  the  invention  throughout  the  United  States, 
with  the  right  to  invoke  the  aid  of  its  courts  for  the  protection  and  en* 
foroement  of  these  rights  or  franchises,  the  complainants  seek  by  their 
bill  in  this  case  to  have  certain  letters  patent,  numbered  174,465  and 
186,787,  embodying  the  electric  speaking-telephone,  issued  to  Alexan- 
der Graham  Bell,  March  7, 1876,  and  January  30,  1877,  respectively, 
declared  void,  set  aside,  aud  annulled,  on  the  ground  that  they  were 
fraudulently,  surreptitiously,  and  improperly  obtained  on  the  part  of 
said  Bell  by  means  of  alleged  false  statements,  on  which  the  Govern- 
ment relied  and  on  the  faith  of  which  it  was  induced  to  issue  said  pat- 
ents.    In  the  event  said  letters  patent  should  not  be  declared  wholly 
invalid  and  void,  because  of  the  alleged  fraud  of  said  Bell  in  procuring 
their  issuance,  the  bill  further  seeks  to  have  said  letters  patent  treated 
as  contracts,  "  reformed,  aud  modified,  as  in  law  and  equity  and  good 
conscience  they  ought  to  be,"  for  the  reason  that  by  inadvertence,  acci- 
dent, and  mistake  they  embrace  more  than  said  Bell  was  entitled  to 
claim,  etc.    Alexander  Graham  Bell,  who  is  averred  to  be  a  resident  of 
the  District  of  Columbia,  is  made  a  party  defendant;  but,  having 
neither  appeared  nor  been  served  with  process,  he  is  not  before  the 
court. 

It  is  alleged  in  the  bill  that  prior  to  the  institution  of  this  suit  said 
Alexander  Graham  Bell  bad  divested  himself  of  all  right,  title,  and 
interest  in  the  said  letters  patent,  which,  together  with  the  grants 
therein  contained,  he  had  transferred  to  the  American  Bell  Telephone 
Company,  a  corporation  chartered  and  duly  organized  by  and  under  the 
laws  of  the  State  of  Massachusetts.  The  American  Bell  Telephone 
Company,  as  the  owner  of  said  letters  patent,  together  with  several 
corporations  chartered  by  the  laws  of  Illinois,  Pennsylvania,  and  Ohio, 
designated  in  the  pleadings  as  the  "  local  or  licensee"  companies,  "  as- 
sociates," u  copartners,"  u  representatives,"  and  "  agents  "  of  the  Amer- 
ican Bell  Telephone  Company,  are  made  defendants.  There  has  been 
no  service  upon  or  appearance  by  the  Illinois  or  Pennsylvania  compa- 
nies. The  "  local  or  licensee  "  corporations  of  Ohio  are  before  the  court 
by  regular  service  of  process  and  appearance.  The  averments  of  the 
bill  touching  the  jurisdiction  of  the  court  over  the  several  defendants 
are  as  follows : 

Your  orator  farther  shows  that  the  said  defendants,  the  American  Bell  Telephone 
Company,  duly  incorporated  under  the  laws  of  Massachusetts,  and  the  Central  Union 
Telephone  and  Telegraph  Company!  a  corporation  duly  chartered  under  the  laws  of 
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IDinois,  and  the  Erie  Telephone  and  Telegraph  Company,  incorporated  under  the  laws 
of  the  State  of  Massachusetts,  and  the  Central  District  and  Printing  Telegraph  Com- 
pany, ineorporated  nader  the  lawe  of  the  State  of  Pennsylvania*  and  the  Cleveland  Tel- 
ephone Company,  the  City  *od  Suburban  Telegraph  Company,  the  Miami  Telephone 
Company,  and  the  Buckeye  Telephone  Company,  the  latter  four  incorporated  under 
the  lawe  of  Ohio,  and  the'defendant,  Alexander  Graham  Bell— all  of  whom  are  made 
defendants  to  thie  bill— are  present,  and  are  found  and  have  property  within  the  ju- 
risdiction of  this  court,  and  are  now  engaged  in  carrying  on  the  business  of  telephony, 
and  maintaining  a  close  monopoly  thereof,  in  the  said  district— that  is  to  say,  in  said 
eastern  and  western  division  of  said  southern  district,  and  in  said  northern  district  of 
Ohio— under  and  by  virtue  of  said  patents  to  said  Bell,  and  by  tee  mm**  and  la  tke 
sums*-  hereinafter  est  forth.  Tour  orator  further  shows  that  the  defendant,  the  Ameri- 
can Bell  Telephone  Company,  owns  all  the  telephone  instruments  used  in  the  business 
of  telephony  in  the  United  States  conducted  under  the  authority  of  its  patents,  and 
especially  all  those  used  by  said  defendants,  or  any  or  either  of  them,  in  the  State  of 
Ohio,  the  said  instruments  that  are  used  by  them  in  said  State  being  in  number  over 
90,000.  Its  local  associates  and  copartners,  the  said  companies,  respectively,  own 
their  wires  and  poles,  and  contribute  the  same  as  their  shares,  respectively,  of  the 
capital  of  the  business,  while  the  American  Bell  Telephone  Company  furnishes  the 
franchise  and  exclusive  right  of  said  patents,  and  the  telephone-instruments,  together 
with  a  contract  stipulation  with  each  of  said  local  companies  that  the  American  Bell 
Telephone  Company  will  also  supply  counsel,  and  maintain  all  such  suits,  and  do  all 
things,  to  make  the  business  an  exclusive  and  olose  monopoly,  without  charge  or  bur- 
den to  the  local  company  or  corporation;  that  the  local  association,  copartnership, 
or  joint  stock  company  thus  formed  divides  the  profits  of  the  business  between  the 
American  Bell  Telephone  Company  and  the  said  local  association  on  terms  agreed 
upon  between  the  parties,  and  the  share  of  the  American  Bell  Telephone  Company, 
as  your  orator  is  informed  and  believes,  is  set  apart  weekly  and  accounted  for  by  said 
local  company,  and  is  collected  by  agents  of  the  American  Bell  Telephone  Company, 
who  visit  said  local  company  for  that  purpose,  or  otherwise  paid  to  said  American 
Bell  Telephone  Company,  that  the  telephone,  being  a  necessary  agent  in  conducting 
commercial  business  affairs,  the  said  business  is  carried  on  la  fas  manner  hereinbefore 
stated  in  every  city  and  town  of  importance  in  the  United  States,  and  between  cities, 
towns,  and  places  in  different  States,  and  is  so  carried  on  by  said  defendants  in  the 
eastern  division  of  the  southern  district  aforesaid,  and  in  the  western  division  thereof, 
and  the  northern  district  of  said  State ;  and  that  the  said  other  defendants  or  sub- 
companies  are  part  owners  and  copartners,  agents,  and  representatives  of  the  said 
American  Bell  Telephone  Company  within  each  of  the  divisions  and  districts  afore- 
said of  the  8tate  of  Ohio,  and  that  the  said  American  Bell  Telephone  Company  ie  en- 
titled to,  and  has  an  interest  in,  all  and  singular  the  property,  rights,  and  business  of  (he 
other  said  defendants ;  that  the  said  American  Bell  Telephone  Company  does  bonnets 
in  each  of  said  divisions  and  districts  by  the  sale  and  grant  of  licenses  to  use  said 
patents  by  the  renting  or  lease  of  said  telephone-instruments,  by  sharing  in  the  earn- 
ings and  profits  of  each  of  said  local  companies,  by  holding  stock  in  the  same,  by 
having  an  mterest  in  the  rights,  property,  and  business  thereof,  by  supporting  and 
maintaining  each  of  said  companies  in  litigation,  by  the  employment  of  off/sere,  agents, 
and  eervanie  in  each  of  said  divisions  and  districts,  and  by  divers  other  means  and  de- 
vices. 

Subpoenas  were  issued  to  the  marshals  of  the  southern  and  northern 
districts  of  Ohio  for  the  American  Bell  Telephone  Company  and  the 
local  companies  resident  therein,  reciting  that  the  American  Bell  Tele- 
phone Company  (impleaded  with  others)  was  "  a  corporation  doing  busi- 
ness and  found  in  the  State  of  Ohio." 
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The  returns  of  the  marshals  thereon  were  as  follows : 

Received  this  writ  at  Columbus,  Ohio,  on  the  twenty-third  day  of  March,  1896,  and 
on  the  twenty-fourth  day  of  March,  1666, 1  served  this  writ  on  the  defendant,  the 
American  Bell  Telephone  Company  (which  is  a  corporation  doing  business  and  found 
within  the  eastern  and  western  divisions  of  the  southern  district  of  the  State  of  Ohio), 
by  reading  the  same  to  A.  D.  Bullock,  the  president  of  the  City  and  Suburban  Telegraph 
Company,  and  delivering  him  a  duly-attested  copy  thereof  (the  said  City  and  Suburban 
Telegraph  Company  being  an  agent  and  partner  of  the  said  the  American  Bell  Tele- 
phone Company,  within  said  southern  district  of  the  State  of  Ohio),  on  March  94, 1866 ; 
also  served  this  writ  on  said  defendant  the  City  and  Suburban  Telegraph  Company, 
by  reading  the  same  to  A.  D.  Bullock,  its  president,  and  delivering  to  him  a  duly- 
attested  copy  thereof,  on  March  24, 1866. 

H.  C.  URNER,  U.  8.  Marshal 
By  RICHARD  C.  ROHNER,  Depute. 

On  the  writ  sent  to  the  northern  district  this  return  was  made,  viz: 

Northern  District  of  Ohio,  ss  :  Served  this  writ  on  the  defendant,  the  American'  Bell 
Telephone  Company  (which  is  a  corporation  doing  business  within  said  district),  by 
delivering  a  true  and  certified  copy  thereof  to  James  P.  MoKinstry,  vice-president  of 
the  Clevelaud  Telephone  Company,  the  said  Cleveland  Telephone  Company  being  an 
agent  and  partner  of  the  said  the  American  Bell  Telephone  Company  within  uaid 
northern  district  of  Ohio,  on  March  31,  1886 ;  also  served  this  writ  on  said  defendant 
the  Erie  Telephone  and  Telegraph  Company  by  delivering  a  true  and  duly-certified 
copy  thereof  to  James  M.  McJCinstry,  its  general  superintendent,  on  March  31,  1886. 

W.  P.  GOODSPEED,  U.  8.  Marshal. 
By  GEO.  WYMAN,  Depot* 

These  returns,  while  varying  slightly  in  form,  recite  that  the  Ameri- 
can Bell  Telephone  Company  is  doing  business  and  found  within  each 
of  said  districts,  and  that  the  writ  was  served  upon  it  by  reading  the 
same,  or  delivering  a  certified  copy  thereof  to  the  president  or  vice- 
president  of  the  local  corporation,  with  the  statement,  parenthetically 
made,  that  such  local  company  was  "the  partner  and  agent97  of  said 
American  Bell  Telephone  Company. 

On  May  3, 1886,  the  day  said  defendants  were  required  to  enter  their 
appearand  in  the  suit,  the  American  Bell  Telephone  Company,  by  its 
solicitors,  entered  a  special  appearance,  as  follows : 

(No.  229.)    In  Equity.    The  United  States  of  America  ▼.  The  American  Bett  Telephone 

Company  and  others. 

To  ihd  clerk  of  said  conrt :  Please  enter  our  appearance  for  the  American  Bell  Tele- 
phone Compauy  specially  for  the  purpose  of  objecting  to  the  jurisdiction  and  power 
in  said  conrt  to  compel  said  corporation,  the  American  Bell  Telephone  Company, 
named  as  defendant  herein,  to  appear  or  answer  in  the  above  cause,  and  of  objecting 
to  the  returns  of  the  marshal  upon  the  subpoenas  issued  in  the  cause  so  far  as  the 
siime  reUto  to  said  corporation,  and  for  no  other  purpose.  At  the  same  time  we  file 
this  paper  we  file  a  motion  to  set  aside  said  returns,  and  we  shall  also  file  a  plea  to 
the  jurisdiction  of  the  court  when  the  same  reaches  Columbus  to-morrow. 

HARRISON,  OLDS  &  MAR8H,  SoHoitors. 

Thereupon  the  said  defendants  filed  the  following  motion,  vis : 

The  American  Bell  Telephone  Company,  named  defendant  herein,  appearing  ape- 
ally  lor  the  purposes  only  herein  set  forth,  hereby  mores  the  honorable  court  to  sat 
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•tide  so  much  of  the  return  of  t'.io  marshal  oa  the  several  snbpmnas  iseoed  herein  m 
relates  to  tho  American  Bell  Telephone  Company,  for  the  reason  that  said  retain  is 
nntrao  in  fact,  ami  to  durbar. I  it  far  tho  reason  that  it  is  insnfficient  in  law ;  and 
hereby  prays  tho  judgmeut  of  thU  court  whether  it  shall  be  compelled  to  appear 
herein  or  answer  thereto,  for  the  roanou  that  it  has  not  been  served  with  process 
herein,  and  is  uot  ooni|i.dlablo  to  appear  in  response  thereto,  and  has  not  accepted 
and  does  not.  accept  service  thereto,  and  has  not  accepted  and  does  not  accept  'serv- 
ice, nor  waive  due  service  of  process  npon  it. 

The  motion  then  proceeds  to  set  forth  tbe  same  statement  of  facts  as 
is  contained  in  the  plea  in  abatement  to  the  jurisdiction  of  the  court 
ever  said  defendants,  tiled  at  the  same  time.  Affidavit*  were  filed  iu 
support  of  said  motion,  which,  together  with  all  the  allegations  of  fact 
contained  therein,  are  sworn  to  by  the  president  and  general  manager 
of  the  American  Bell  Telephone  Company. 

The  plea  in  abatement  to  tho  jurisdiction  of  the  court,  containing  the 
same  recital  of  facts  as  the  motion  to  set  aside  the  marshal's  return,  is 
as  follows : 

In  Equity.    The  United  State*  of  America  v.  The  American  Bell  Telephone  Company 
et  al.    Plea  to  the  j  nrisdiction. 

The  American  Bell  Telephone  Company,  named  as  defendant  herein,  appearing 
specially  and  solely  to  object  to  the  jurisdiction  and  power  of  this  court  to  compel  it 
to  appear  and  answer  in  the  aforesaid  action  by  protestation,  not  confessing  or  ad- 
mitting all  or  any  part  of  the  matters  and  thiugs  in  tho  said  bill  of  complaint  con- 
tained to  be  true  in  snch  manner  and  form  as  tho  same  are  therein  aud  thereby  set 
forth  and  alleged,  pleads  to  the  j  nrisdiction  of  this  court  over  it,  and  for  plea  says 
that  this  court  onght  not  to  compel  it  to  appear  or  to  answer  in  the  aforesaid  action, 
because  at  the  time  of  the  commencement  of  the  said  suit,  and  at  tbe  times  when 
service  of  the  several  writs  of  subpoena  issued  therein  was  attempted  or  pretended  to 
be  made  npon  it,  this  defendant  was  not  an  inhabitant  nor  found  in  the  State  of  Ohio, 
nor  in  either  of  the  jndieial  districts  thereof  established  by  the  United  States,  and 
has  not  been  served  with  the  process  herein  (although  service  has  been  attempted  to 
lie  made,  and  a  pretended  return  made  npon  said  subpoena),  and  this  defendaut  is 
not  compellable  to  appear  in  response  to  said  writs,  and  does  not  accept  or  waive 
service  thereof. 

And  this  defendant  further  says : 

Tbo  American  Bell  Telephone  Company  is  a  corporation  established  under  the  gen- 
eral laws  of  the  Commonwealth  of  Massachusetts,  and  particularly  by  virtue  of  chap- 
ter 117  of  the  acts  of  1880  and  acts  in  amendment  thereof,  to  which  reference  is  hereby 
made.  It  has  always  had  its  place  of  bnsiness  and  maintained  Its  office  in  Massachu- 
setts. It  was  not  at  the  time  of  the  filing  of  tbe  bill  iu  this  case,  nor  of  the  attempted 
^service  of  the  subpoena  herein,  nor  at  any  time  since  the  filing  of  tbe  bill,  nor  before, 
an  inhabitant  of,  nor  a  resident  of,  nor  present,  nor  found  in  the  State  of  Ohio,  nor 
tbe  southern  district  of  Ohio.  It  was  not  at  either  of  said  times  doing  business  in 
the  State  of  Ohio,  nor  engaged  in  oarrying  on  the  business  of  telephony  in  the  State 
of  Ohio.  It  had  not  at  either  of  said  times  any  place  of  business,  office,  officer,  or 
managing  agent,  nor  any  partner  in  the  State  of  Ohio.  It  has  not  been  served  *\it^ 
process  in  the  State  of  Ohio,  nor  has  service  been  accepted  or  waived  by  it,  or  by  zij 
one  thereto  authorized. 

Neither  of  the  other  corporations  defendant  was  at  any  of  said  times  a  partner  nor 
a  managing  agent  of  tbe  American  Bell  Telephone  Company  in  the  State  of  Ohio  nor 
elsewhere. 
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The  bill  seeks  to  annul,  cancel,  tear  the  seal  from,  and  destroy  the  two  patents 
No.  174,465  and  No.  186,787— referred  to  in  the  bill,  and  to  destroy  the  property  therein 
of  the  owner  thereof.  The  American*'  Bell  Telephone  Company  now  is,  and  at  all 
times  since  the  year  1881  has  been,  the  sole  owner  and  possessor  of  said  patents.  Said 
other  corporations  defendant  have  never  been  owners,  or  co-owners,  or  part  owners 
thereof,  in  law  or  in  equity,  nor  partners  with  the  American  Bell  Telephone  Company 
in  respect  of  the  same,  nor  agents  for  the  management  thereof,  nor  in  possession 
thereof. 

The  bill  seeks  to  cancel,  tear  the  seal  from,  and  destroy  said  patents  upon  the  alleged 
ground  of  alleged  fraud  in  the  proceedings  of  the  patentee,  Alexander  Graham  Bell,  in 
procuring  the  same,  and  of  errors,  mistakes,  and  inadvertences  in  the  officers  of  the 
United  States  in  granting  the  same,  and  before  th»  respective  grants  and  dates 
thereof  Such  alleged  cause  of  action  arose,  if  at  all,  in  and  out  of  transactions  had 
in  Massachusetts  and  the  District  of  Colombia,  and  by  and  between  parties  then 
and  there  resident  Said  alleged  cause  of  action  arises,  if  at  all,  out  of  the  Con- 
stitution and  laws  of  the  Uuited  States,  and  said  bill  has  for  its  sole  object  to  destroy 
a  grant  made  by  the  United  States,  the  Patent  Office,  and  the  Secretary  of  the  In- 
terior, to  hold  the  same  null  and  void,  and  to  mutilate  and  destroy  the  records  of  the 
Patent  Office.  As  ancillary  thereto,  this  bill  also  seeks  to  prevent  the  Amerieau  Bell 
Telephone  Company  from  bringing  suits  for  the  infringement  of  said  patents  in  the 
courts  of  the  United  States,  where  alone  such  suits  can  be  brought.  Said  alleged 
oause  of  action,  if  it  exists,  is  exclusively  of  federal  origin,  cognisance,  and  jurisdic- 
tion. 

The  two  patents  referred  to  in  the  bill  are  No.  174,465,  applied  for  by  Alexander 
Graham  Bell,  February  14,  1876,  and  dated  March  7, 1876,  and  No.  186,787,  applied 
for  by  Alexander  Graham  Bell,  January  15, 1877,  and  dated  January  30, 1877.  They 
were  both  issned  to  said  Bell  as  inventor,  owner,  and  patentee.  At  the  time  when  each 
of  said  patents  was  applied  for,  and  at  the  time  when  each  was  granted  and  Usuedand 
during  all  the  intervening  time,  the  Patent  Office  of  the  United  States,  and  the  legal 
official  residence  of  all  the  officers  thereof,  and  of  the  Secretary  of  the  Interior,  was  at 
Washington,  in  the  District  of  Columbia.  At  all  said  times,  and  during  the  whole 
of  the  pendency  of  said  two  applications,  said  Bell  was  an  inhabitant  of  and  resident 
in  the  State  of  Massachusetts,  and  not  of  or  in  the  State  of  Ohio.  The  whole  business 
of  filing  said  two  applications,  prosecuting  them,  obtaining  and  receiving  said  pat- 
ents, and  all  communications  with  the  Patent  Office  and  with  the  officers  thereof,  re- 
lating to  that  business,  were  done,  transacted,  and  had  in  Massachusetts,  or  in  Wash- 
ington, and  not  in  auy  particular  in  the  State  of  Ohio.  Thereafter,  by  purchase  for 
valuable  consideration,  and  by  divers  mesne  assignments,  the  entire,  sole,  and  abso- 
lute title  in  and  to  said  patents  became  vested  in  the  American  Bell  Telephone  Com- 
pany, in  the  years  1880  and  1881,  and  has  ever  since  continued  vested  in  said  corpora- 
tion. All  said  assignments  have  been  executed  and  delivered  in  Massachusetts  or 
Washington,  and  not  in  the  State  of  Ohio. 

At  the  time  this  bill  was  filed,  and  ever  since,  and  long  before,  the  business  of  the 
American  Bell  Telephone  Company  and  the  telephone  business  in  Ohio  has  been  con- 
ducted and  transacted  as  follows : 

The  American  Bell  Telephone  Company,  ever  since  it  purchased  said  patents,  and 
took  said  assignments  thereof,  in  1880  and  1881,  has  always  been  the  sole  and  exclu- 
sive owner  of  said  two  Bell  patents,  No.  174,465  and  No.  186,787 ;  and  has  never 
granted  or  conveyed  to  any  person  whatever,  and  especially  has  never  granted  or 
conveyed  to  any  of  the  other  corporations  defendant,  any  such  assignable  right  or 
interest  in  the  said  patents,  or  either  of  them,  as  is  described,  referred  to,  or  contem- 
plated by  section  4896  of  the  Revised  Statutes  of  tho  United  States.  It  has  not  given 
or  granted  to  either  of  the  other  defendant  corporations  any  right  or  license  whatever 
to  make  or  sell  telephones  employing  or  embodying  or  embracing  any  of  the  inven- 
tions patented  in  and  by  the  said  two  patents,  nor  any  telephones  whatever. 
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It  and  its  predecessors,  owners  of  said  patents,  each  for  itself  determined  that  it 
would  not  itself  oarry  on  the  telephone  business  (or  any  business)  in  the  State  of 
Ohio  (or  elsewhere  outside  of  the  State  of  Massachusetts),  but,  in  lieu  thereof,  thai 
it  would  grant  licenses  under  its  patents  to  persons  or  corporations  who  might 
apply  therefor  to  use  its  patented  telephones,  and  furnish  them  to  others,  for  use  in 
the  8tate  of  Ohio  (and  in  other  States),  and,  generally,  to  carry  on  all  the  telephone 
business  therein.  Whereupon  divers  corporations,  including  the  Central  Union  Tele- 
phone Company,  the  Central  District  and  Printing  Telegraph  Company,  the  Cleveland 
Telephone  Company,  the  City  and  Suburban  Telegraph  Company,  and  the  Miami 
Telephone  Company,  named  as  defendants  herein,  or  certain  other  corporations  under 
whom  they,  or  some  of  them,  claim  as  successors  (called  hereinafter,  for  convenience, 
the  "licensee  corporations),'9  desired  and  sought  and  obtained  licenses  to  oarry  on 
the  telephone  business  in  the  State  of  Ohio,  at  and  for  the  risk  and  as  the  business  of 
said  licensee  corporations.  To  that  end,  and  long  before  this  suit  Was  brought,  the 
American  Bell  Telephone  Company  so  arranged  with  such  licensee  corporations  that, 
at  the  commencement  of  this  suit,  and  ever  since,  and  long  before,  the  latter  should 
carry  on  and  have  carried  on  all  such  business  in  the  8tate  of  Ohio,  and  the  American 
Bell  Telephone  Company  has  not  carried  on  the  telephone  business  in  the  State  of 
Ohio.  Said  licensee  corporations  have  carried  on  that  business  in  their  own  right, 
and  entirely  for  their  own  profit  and  loss,  and  not  as  agents  or  for  account  of  the 
American  Bell  Telephone  Company. 

The  American  Bell  Telephone  Company  has  no  license  contract  with  the  Erie  Tele- 
phone and  Telegraph  Company,  another  corporation  named  as  defendant  herein ;  but 
it  is  believed  that  the  latter  corporation  owns  the  whole  or  a  major  part  of  the  stock 
of  the  Cleveland  Telephone  Company,  with  whom  the  American  Bell  Telephone  Com- 
pany has,  and  for  several  years  past  has  had,  a  license  contract  and  dealings,  as  herein. 


'The  American  Bell  Telephone  Company  furnishes  to  each  of  said  licensee  corpora- 
tions, at  its  general  office  or  factory  in  Boston,  Mass.,  and  not  elsewhere,  and  as  often 
as  requested,  telephones  embodying  said  patented  inventions,  and  manufactured  by 
the  American  Bell  Telephone  Company.  The  actual  and  the  legal  place  of  delivery 
thereof  is  agreed  to  be,  and  in  fact  is,  such  general  office  or  factory.  The  licensee 
corporation  transports  them  at  its  own  risk  and  expense  to  wherever  it  wishes, 
and  lawfully  may  use  or  furnish  them  to  others  for  use.  The  licensee  corporation 
when  it  sees  fit,  returns  them  into  the  possession  of  the  American  Bell  Telephone  Com- 
pany, in  Massachusetts,  and  it  pays  to  the  American  Bell  Telephone  Company  a  cer- 
tain stipulated  sum  per  month  in  respect  of  each  telephone,  reckoned  from  the  time 
when  it  receives  the  same  from  the  American  Bell  Telephone  Company,  in  Massachu- 
setts, as  aforesaid,  until  it  returns  the  same  into  the  actual  possession  of  the  American 
Bell  Telephone  Company,  as  aforesaid,  and  in  some  few  cases  pays  certain  other  sums, 
but  in  no  other  case  a  share  or  portion  of  profits.  These  payments  are  made  and  the 
accounts  respecting  the  same  arc  settled  at  the  American  Bell  Telephone  Company's 
office,  in  Boston,  Massachusetts. 

All  the  telephones  used,  in  the  State  of  Ohio  are  so  furnished,  and  all  the  money  the 
American  Bell  Telephone  Company  actually  receives  in  respect  of,  or  growing  out  of, 
any  use  of  telephones  in  the  State  of  Ohio  it  reoeives  at  its  general  office  in  Boston, 
Mass.,  from  the  licensee  corporations,  and  all  its  accounts  therefor  are  there  settled. 
Eaoh  licensee  corporation  uses  said  telephones,  and  furnishes  them  to  others,  under 
and  by  virtue  of,  and  in  the  exercise  of,  its  license  right  so  to  do,  and  makes  such  pay- 
ments as  payments  due  from  it  for  such  license  right ;  and  no  payments  beyond  what 
the  licensee  corporation  has  so  agreed  to  make,  and  in  the  invariable  course  of  deal- 
ing does  itself  make,  are  due  to  or  demanded  by  or  received  by  the  American  Bell  Tele- 
phone Company  in  respect  of  the  use  of  telephones  in  the  State  of  Ohio. 

Subject  to  certain  general  limitations  and  regulations  restricting  the  use  of  tele- 
iso  furnished,  the  right  of  the  licensee  corporation  is,  and  its  invariable  oourr 
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of  business is,  to  use  those  telephones  itself,  or  to  furnish  them  to/others  to  be used, 
within  certain  counties  and  portions  of  the  State  of  Ohio.  The  licensee  oerporation 
oonstruets,  or  procures  to  be  constructed,  at  its  own  expense,  or  at  the  expense  of 
users  to  whom  it  furnishes  telephones,  all  needed  lines  of  wires,  and  furnishes  all  bat* 
teries  and  other  appliances,  the  telephones  as  they  have  been  in  fact  furnished  not 
being  intended  to  be  used, 'or  adapted  to  be  used,  without  such  wires,  batteries,  and 
appliances.  The  licensee  corporation  selects  the  customer  who  is  to  use  suoh  tele- 
phones, and  fixes  the  price  charged  to  him ;  but  no  matter  what  price  it  charges,  nor 
whether  it  puts  the  telephones  to  use,  or  lets  them  lie  unused  iu  its  store-house,  it 
agrees  to  pay,  and  does  pay,  to  the  American  Bell  Telephone  Company  the  said  stipu- 
lated price  per  month  for  each  instrument. 

The  whole  of  the  business  connected  with  the  telephones  from  the  time  the  licensee 
corporation  received  them  from  the  American  Bell  Telephone  Company  at  its  general 
office  or  factory  in  Boston,  Massachusetts,  until  it  returns  them  to  said  company  is 
done  at  the  risk  and  expense  of  the  licensee  corporation,  under  its  direction  and  eon* 
tool,  and  by  officers  and  agents  appointed  and  paid  by  it  The  American  Bell  Tele- 
phone Company  does  not  direct  or  control  and  has  not  the  right  to  direct  or  control 
such  business,  does  not  participate  in  the  profits  thereof,  and  is  not  responsible  for 
and  does  not  bear  the  burden  of  the  losses  thereof.  It  does  not  select -nor  dismiss 
suoh  officers  and  agents,  nor  pay  them,  nor  bear  any  of  the  burden  of  payment  to  them 
for  their  salaries.  It  does  not,  in  fact,  by  itself,  or  any  officer  or  agent  employed  by 
it,  use  telephones  in  the  State  of  Ohio.  It  has  not,  in  fact,  and  at  no  time  since  the 
filing  of  this  bill,  nor  lorn*  1/eiore,  used  or  had  a  right  to  use  any  telephone  existing, 
nor  any  telephone  line  existing  in  the  State  of  Ohio,  and  it  has  never  itself  built  or 
operated  a  telephone  line  in  the  State  of  Ohio.  It  does  not  select  what  individual 
users  shall  be  furnished  with  telephones  and  lines,  nor  control  their  selection.  It 
does  not  solicit  business,  nor  direct  who  shall  be  solicited,  and  has  not  the  power  or 
right  to  do  either.  It  is  not  responsible  to  the  individual  user  for  bad  servioe,  and 
does  not  receive  complaints  therefor.  It  does  not,  and  for  many  years  last  past  it  has 
not  (and  it  is  believed  that  it  never  has),  demanded  or  received  any  money  from  any 
individual  user  of  telephones  in  the  8tate  of  Ohio. 

In  originally  arranging  for  such  conduct  of  the  telephone  business  in  the  State  of 
Ohio  (and  elsewhere  in  the  United  States)  the  American  Bell  Telephone  Company 
sometimes  found  a  licensee  corporation  disposed  to  undertake  one  branch  or  subdivision 
of  the  several  branches  into  which  it  has  been  found  convenient  to  divide  the  tele- 
phone business-— as,  for  example,  one  licensee  corporation  might  undertake  the  con- 
struction and  operation  of  a  telephone-exchange  in  one  town,  another  licensee  cor- 
poration in  another  town,  and  another  licensee  corporation  the  business  of  building 
lines  to  connect  these  two  exchanges.  In  such  cases  the  American  Bell  Telephone 
Company  stipulated  for  and  reserved,  for  example,  in  each  exchange  license  the  right 
to  construct  connecting-lines  and  connect  them  with  the  exchange,  and  other  similar 
rights  to  make  connections  and  through  lines;  but  it  contemplated  that  such  other 
lines  would  be  built  and  operated  by  other  licensee  corporations,  and  therefore  mads 
such  stipulations  and  reservations  in  favor  of  its  appointees  or  assigns  as  well  as  itself; 
and  provided  that  when  its  appointees  or  assigns  undertook  such  work  they  should 
become  pro  tanio  the  contracting  parties,  and  the  American  Bell  Telephone  Company 
should  not  be  responsible  for  their  misfeasance  or  non-feasance.  And,  further,  for  the 
same  purpose,  it  established  suoh  regulations  that  different  licensee  eorporatiocs 
needing  to  interchange  business  or  connect  lines  should  do  so  in  a  convenient  manner, 
without  the  power  of  either  to  obstruct  the  same  by  mere  self-will;  but  it  has  not 
otherwise  undertaken  to  regulate  suoh  business.  In  fact,  it  has  not  itself,  in  the 
Stste  of  Ohio,  undertaken  or  carried  on  such  business ;  bnt  the  same  has  been  entirely 
undertaken  and  carried  on  and  performed  by  its  various  licensee  corporations.  In 
many  cases  one  licensee  corporation  has  successively  undertaken  to  extend  its  business 
aa  aforesaid  into  the  other  branches  and  connecting  exchangee  or  lines. 
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The  more  effectively  to  cany  out  said  course  of  dealing,  and  to  enable  it  to  enforce 
Hi  rights  and  protect  ite  intereeta  as  licenser,  not 'itself  carrying  on  the  telephone 
business  in  the  State  of  Ohio,  and  to  do  this  without  destroying  or  dismembering  the 
telephone  system,  to  the  serious  inconvenience  of  the  individual  users,  in  ease  of  default 
or  failure  on  the  part  of  the  licensee  corporation,  the  American  Bell  Telephone  Com- 
pany regains  the  technical  legal  title  to  said  telephones,  and  has  the  right,  in  case 
of  default,  or  if  said  course  of  dealing  is  not  duly  carried  out,  to  take  possession  of 
lines  and  instruments  temporarily  or  permanently,  and  thereafter  to  withdraw  them 
from  operation,  or  cause  them  to  be  operated  by  itself  or  through  other  licensees,  or 
pursue  various  remedies  at  law  and  in  equity  to  collect  from  each  individual  user 
what  he  would  otherwise  have  paid  to  the  licensee  corporation,  or  otherwise  to  step 
into  the  shoes  of  the  licensee  corporation,  and  then,  retaining  its  stipulated  royalty 
or  license-tee,  to  account  for  the  overplus  to  the  licensee  corporation,  or  otherwise, 
according  to  Jaw;  but  no  such  steps  have  ever,  in  fact,  been  taken  in  the  State  of 
Ohio. 

The  license  contracts  to  and  with  the  licensee  corporations  in  respect  of  instruments 
to  be  used  on  private  lines  contemplated  that  the  whole  business  of  selecting  and 
soliciting  customers  for  private  lines,  of  communicating  with  them,  demanding  and 
collecting  all  payments  from  them,  and  doing  all  business  in  connection  with  them, 
should  be  performed  by  the  licensee  corporation  as  its  own  business,  at  its  own  dis- 
cretion, at  its  own  expense,  for  its  own  profit  or  loss,  and  at  its  own  risk,  and  in  its 
own  right ;  and  that  (except  in  case  of  a  cancellation  of  said  contract  for  default)  the 
•  American  Bell  Telephone  Company  should  neither  demand  nor  receive  in  respect  of 
' .  instruments  used  on  private  lines  any  payment  whatever,  except  the  monthly  royal* 
; '  ties  to  be  paid  to  it  at  its  office  in  Boston,  Massachusetts,  by  the  licensee  corporation, 
;.  as  already  stated,  and  whether  the  instruments  furnished  to  the  licensee  corporation 
were  by  it  furnished  to  an  individual  user  or  not ;  and  the  business,  in  fact,  has  been 
and  is  so  conducted. 

The  license  contract  also  contemplated,  but  solely  as  a  convenient  means  for  en- 
abling the  parties  to  exercise  the  rights  arisipg  thereunder,  that  in  respect  of  each 
set  of  instruments  for  snch  private  line  a  special  license  should  also  be  furnished  by 
the  American  Bell  Telephone  Company  to  the  licensee  corporation,  and  by  it  counter- 
signed and  granted  over  to  such  individual  users  as  it  might  so  select.  80  far  as  such 
special  licenses  have  been  furnished  they  have  been  furnished  by  the  American  Bel] 
'Telephone  Company  to  its  licensee  corporation  in  bulk,  with  the  blanks  unfilled,  and 
the  particular  telephones  not  designated  therein,  to  be  used  by  the  licensee  corporation 
as  its  property,  and  of  right,  and  not  as  an  agent,  nor  liable  to  be  revoked  at'  pleas- 
ure by  the  American  Bell  Telephone  Company,  even  before  they  were  furnished  to  in- 
dividual users  by  the  licensee  corporation.  . 

As  a  matter  of  fact  the  licensee  corporations  have  not  with  any  considerable  degree 
of  accuracy  returned  to  the  American  Telephone  Company  duplicates  of  snch  special 
licenses  when  used,  nor  reported  the  names  of  the  private-line  users  to  whom  such 
special  licenses  have  been  furnished ;  but  the  course  of  dealing  at  the  present  time 
is,  and  for  a  period  long  before  the  beginning  of  this  suit  has  been,  for  the  licensee 
corporation  to  receive  all  its  telephones  from  the  American  Bell  Telephone  Company 
at  Boston,  Massachusetts,  and  to  pay  the  stipulated  royalties  thereon  under  a  general 
classification  thereof  according  to  their  intended  uses,  but  without  discrimination  as 
to  the  particular  customers  to  whom  they  might  be  furnished,  and  without  being  pre- 
cluded from  using  for  private  lines  telephones  ordered  for  exchanges,  or  vice  versa, 
when  holding  separate  license  contracts  for  both  these  purposes. 

These  and  all  other  provisions  of  detail  in  the  license  contracts  and  in  the  dealings 
between  the  American  Bell  Telephone  Company  and  licensee  corporations  are  intended 
and  used  to  provide  for  and  secure  the  licensee  corporations  in  carrying  on  its  business 
and  enjoying  its  rights  as  licensee,  and  to  enable  the  American  Bell  Telephone  Com- 
pany to  enjoy,  protect,  and  enforce  its  righto  in  case  the  licensee  corporation  fails  to 
ftti  itm  hndnMui  and  maka  ita  navmants  as  eotttamnlated. 
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The  American  Bell  Telephone  Company  owns  stock  In  four  of  the  licensee  corpora- 
tions named  as  defendants  herein.  In  some  of  them  it  acquired  some  stock  when  the 
licenses  were  made.  In  others  of  them  it  has  acquired  it  by  subsequent  purchase  at 
the  market  price,  as  any  other  purchaser  might  do.  It  has  not  a  majority  of  the  stock 
in  any  of  them  except  two,  and  in  those  it  holds  a  bare  majority,  'and  acquired 
enough  to  give  it  a  majority  by  purchase  at  the  market  price. 

The  American  Bell  Telephone  Company  has  not  agreed  to  supply  all  counsel  and 
maintain  all  suits  against  or  affecting  the  licensee  corporations.  It  has  in  two  cases, 
but  not  in  others,  agreed,  as  in  good  conscience  a  manufacturer  and  furnisher  of 
patented  machinery  may  well  agree,  that  in  consideration  of  the  lioense-mes  paid  to 
it  it  will  defend  all  suits  brought  against  its  licensee  corporations  on  the  ground  that 
the  telephones  furnished  by  it  unlawfully  infringe  patents  owned  by  others. 

Samples  of  the  standard  forms  of  contract  which  the  American  Bell  Telephone  Com- 
pany has  been  accustomed  to  make  with  the  licensee  corporations  aforesaid  are  here- 
unto annexed.  .They  are  designated  "  Form  109  D,"  "Form  113  D,"  "Form  116  C," 
and  "Form  251  B." 

The  Central  Union  Telephone  Company,  the  Erie  Telephone  and  Telegraph  Com- 
pany, the  Central  District  and  Printing  Telegraph  Company,  the  Cleveland  Telephone 
Company,  the  City  and  Suburban  Telegraph  Company,  the  Miami  Telephone  Company, 
and  the  Buckeye  Telephone  Company,  named  as  defendants  in  this  cause,  were  not  at 
the  date  of  filing  the  bill  of  complaint  herein,  nor  at  the  several  dates  of  alleged  service 
of  the  writs  of  subpona  issued  herein,  nor  theretofore,  the  associates  or  copartners, 
nor  was  either  or  any  of  them  at  those  dates,  nor  has  either  or  any  of  them  ever  at 
any  time  been  an  associate  or  copartner  of  the  American  Bell  Telephone  Company  in 
any  manner  or  for  any  purpose;  nor  have  they,  nor  has  either  or  any  of  them,  in  the 
State  of  Ohio  or  elsewhere,  formed  with  the  American  Bell  Telephone  Company  any 
association,  copartnership,  or  joint-stock  company  which  divides  the  profits  of  any 
business  whatsoever  between  them,  or  either  or  any  of  them,  and  the  American  Bell 
Telephone  Company;  nor  has  any  part  of  the  profits  of  the  telephone  business  car- 
ried on  by  any  local  association,  copartnership,  or  joint-stock  company,  nor  any  part 
of  the  profits  of  the  licensee  corporations,  been  set  apart  weekly  (or  at  any  other 
period)  and  accounted  for  by  such  local  company,  nor  collected  by  agents  of  the 
American  Bell  Telephone  Company  who  visit  any  local  company  for  that  purpose 
(and  no  such  visits  are  made),  or  otherwise  paid  to  the  American  Bell  Telephone 
Company,  nor  is  it  entitled  to  receive  any  such  share  or  division. 

All  of  which  matters  and  things  this  defendant  avers  to  be  true,  and  is  ready  to 
maintain  and  prove.  Wherefore  this  defendant  prays  the  judgment  of  this  honora- 
ble court  whether  it  ought  to  be  required  to  appear  in  accordance  with  any  writ  of 
subpoena  issued  in  the  said  suit. 

Along  with  its  plea  and  motion  the  American  Bell  Telephone  Com- 
pany exhibits  samples  of  the  standard  forms  of  the  contracts  for  "  ex- 
changes," for " extraterritorial  connecting  lines,"  "branch  lines," and 
for  "  private  lines  and  other  purposes,"  which  it  has  usually  made  with 
the  licensee  or  local  corporation.  These  contracts  are  too  lengthy  to  be 
here  inserted,  bnt  will  be  referred  to  in  considering  and  passing  apon 
the  questions  raised  by  the  plea  in  abatement,  of  which  they  form  a 
part 

The  complainants  set  down  this  plea  in  abatement  for  argument,  and 
also  moved  to  strike  said  defendant's  motion  from  the  files,  becaosein 
controverting  the  truth  of  the  returns  it  presents  an  issue  of  fact  which 
can  not  in  the  regular  and  orderly  mode  of  judicial  proceedings  be  raised 
*nd  tried  on  motion  and  by  ex  parte  affidavits,  because  the  statement 
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of  facts  accompanyiDg  and  supporting  its  motion  set  up  and  rely  upon 
matters  dehors  the  return,  which  should  properly  be  raised  by  plea  in 
abatement,  and  because  the  plea  in  abatement,  embodying  precisely  the 
same  extrinsic  facts  relied  on  to  sustain  the  motion,  overrules  the  mo- 
tion. 

Two  grounds  of  objection  are  taken  to  the  marshal's  return  by  the  mo- 
tion of  the  American  Bell  Telephone  Company.  The  first  that  "  said 
return  is  untrue  in  fact,"  and,  secondly,  that "  it  is  insufficient  in  law  v— 
one  presenting  an  issue  of  fact  and  the  other  raising  a  question  of  law 
upon  the  face  of  the  return.  The  defendant's  plea  in  abatement  and  its 
motion  to  set  aside  the  marshal's  return  or  quash  the  service  because  it 
"is  untrue  in  fact,"  are  identical,  and  present  precisely  the  same  issue 
and  on  the  same  state  of  facts.  Both  the  plea  in  abatement  and  the 
first  ground  of  said  motion  seek  to  controvert  the  truth  of  the  return, 
as  to  matters  of  fact  stated  therein,  on  grounds  that  do  not  appear  upon 
the  face  of  the  return.  Both  dispute  the  truth  of  the  return  on  pre- 
cisely the  same  extrinsic  facts.  Where  the  invalidity,  irregularity,  or 
defect  in  the  service  of  the  writ  appears  upon  the  face  of  the  return,  a 
motion  to  quash  the  service  or  abate  the  writ  is  the  proper  mode  of  bring- 
ing the  matter  to  the  attention  of  the  court;  but  where  the  objection 
does  not  appear  upon  the  face  of  the  papers  the  better  rule  of  practice, 
where  it  is  sought  to  question  or  dispute  the  facts  stated  therein,  is  to 
do  so  by  plea  in  abatement,  on  which  an  issue  may  be  regularly  taken 
and  tried.  (Halsey  v.  Hurd,  6  McLean,  14 ;  Rubel  v.  Beaver  Falls  Cut- 
lery Company,  22  Fed.  Bep.,  282,  283.) 

It  is  not  denied  that  objections  to  the  regularity  or  validity  of  the 
service  not  appearing  on  the  face  of  the  return  are  sometimes  taken  by 
motion  to  dismiss  or  set  aside  the  service.  Thus,  in  Harkness  v.  Hyde 
(98  XL  8.,  476)  the  illegality  of  the  service,  which  did  not  appear  upon 
the  face  of  the  return,  was  presented  by  motion  to  dismiss  the  suit, 
which  was  treated  by  the  court  as  a  motion  to  set  aside  the  service,  and 
was  sustained.  <  But  the  general  rule  of  practice  is  to  raise  such  issues 
of  fact  by  plea  in  abatement ;  and  in  this  case,  as  the  defendant's  motion 
and  plea  in  abatement  present  identically  the  same  issue  aud  on  the 
same  state  of  facts  so  far  as  relates  to  the  truth  of  the  return,  it  would 
seem  to  be  the  better  practice  and  most  correct  to  have  that  question 
considered  and  determined  on  the  plea  rather  than  the  motion,  which 
is  an  application  for  summary  relief  based  upon  ex  parte  affidavits. 
The  court  will  accordingly  overrule  so  much  of  defendant's  motion  as 
seeks  to  dispute  or  controvert  the  truth  of  the  facts  stated  in  the  mar- 
shal's return,  but  will  leave  said  motion  to  stand  so  far  as  it  raises  the 
question  of  the  legal  sufficiency  of  the  service  on  the  face  of  the  return, 
and  to  be  considered  with  the  plea  in  abatement. 

The  questions,  then,  presented  for  the  consideration  and  decision  of 
the  court  are  whether  the  returns  on  their  face  show  a  good  and  legal 
service  upon  the  defendant,  the  American  Bell  Telephone  Company, 
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and  if  so  whether,  under  the  facts  set  up  by  the  plea  in  abatement,  it 
can  be  held  that  said  defendant  is  carrying  on  its  bqsiness  in  Ohio,  and 
that  the  local  or  licensee  corporations,  named  as  co-defendants,  are  its 
agents,  or  in  such  relation  to  it  that  service  upon  them  is  snch  service 
upon  it  as  to  bring  it  personally  before  the  court  and  subject  to  its 
jurisdiction.  Do  the  returns  upon  their  face  show  a  legal  and  valid 
service  on  the  American  Bell  Telephone  Company,  such  sis  will  require 
it  to  appear  and  make  defense  herein,  or  suffer  the  consequences  of  de- 
fault! 

They  recite,  in  parenthesis,  that  said  company  is  doing  business  and 
found  within  the  southern  and  northern  districts  of  Ohio,  and  that  it 
was  served  by  reading  or  delivering  a  certified  copy  of  the  subpraua  to 
the  president  or  vice-president  of  the  local  corporation,  with  the  state- 
ment or  recital  that  such  local  corporation  was  "the  partner  or  agent" 
of  the  said  American  Bell  Telephone  Oompanpy  within  the  State  of 
Ohio. 

Looking  to  the  averments  of  the  bill  in  relation  to  the  business  done 
in  Ohio  by  the  American  Bell  Telephone  Company,  it  is  doubtful  whether 
they  can  be  considered  as  charging  anythiug  more  than  that  said  com- 
pany was  a  copartner,  associate,  or  part  owner  with  the  local  or  licensee 
corporations  in  the  business  carried  on  by  the  latter  in  the  State.  The 
bill  alleges  that  said  American  Bell  Telephone  Company  is  present  and 
found,  and  has  property  and  does  business,  in  the  State  of  Ohio,  under 
and  by  virtue  of  said  Bell  patents,  "  and  by  the  means  and  in  the  man- 
ner hereinafter  set  forth."  It  then  proceeds  to  show  "  the  means  and 
the  manner"  in  which  said  company  is  so  present  and  found,  and  con- 
ducting the  business  of  telephony  under  its  said  patents,  in  said  dis- 
trict; that  it  is  the  owner  of  all  the  telephone  instruments  used  in  the 
State  of  Ohio;  that  the  local  corporations  are  the  owners  of  the  wires, 
poles,  etc.,  used  in  connection  with  the  business,  and  which  they  con- 
tribute as  their  shares,  respectively,  of  the  capital  of  the  business;  that 
the  American  Bell  Telephone  Company  "furnishes"  the  franchise  and 
exclusive  right  of  said  patents  and  the  telephone  instruments,  together 
with  a  contract  stipulation  with  each  of  said  local  companies  that  said 
American  Bell  Telephone  Company  will  also  supply  counsel  aud  main- 
tain suitsanddoall  things  to  make  the  business  an  exclusive  and  close 
monopoly,  without  charge  or  burden  to  the  local  company  or  corpora- 
tion; that  the  local  association,  copartnership,  or  joint-stock  company 
thus  formed  divides  the  profits  of  the  business  with  the  American  Beil 
Telephone  Company  on  terms  agreed  upon  between  the  parties;  and 
that  the  share  of  the  American  Bell  Telephone  Company  is  set  apart 
weekly,  and  accounted  for  by  said  local  company,  and  is  collected  by 
agents  of  the  American  Bell  Telephone  Company,  who  visit  said  local 
company  for  that  purpose,  or  otherwise  paid  to  said  American  Bell  Tel- 
ephone Company.  After  thus  showing  especially  and  distinctly  that 
44  the  means  and  manner  "  in  which  the  business  of  telephony  is  mrM 
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od,  created  and  established,  the  relation  of  copartners  between  the 
American  ifell-  Telephone  Company  and  the  local  corporations,  the  bill 
proceeds  to  state  the  great  extent  of  the  business  throughout  the 
United  States,  and  then  avers  that  said  local  or  sab  companies — 
are  part  owners  and  copartners,  agents,  and  representatives  of  said  American  Bell 
Telephone  Company  within  each  of  the  divisions  and  districts  of  Ohio,  and  that  said 
American  Bell  Telephone  Company  is  entitled  to  and  has  an  interest  in  all  and  singu- 
lar the  property,  rights,  and  business  of  the  other  said  defendants. 

This  interest  in  u  the  property,  rights,  and  business  "  of  the  local  cor- 
porations the  Bell  Telephone  Company  has,  as  previously  set  forth,  by 
virtue  of  its  copartnership  relation  to  them.  Following  this,  the  bill 
states— 

that  the  American  Bell  Telephone  Company  does  business  in  each  of  said  divisions 
and  districts  by  the  sale  and  grant  of  licenses  to  use  said  patents ;  by  renting  or  lease 
of  said  telephone-instruments ;  by  sharing  in  the  earnings  and  profits  of  each  of  said 
local  companies ;  by  holding  stock  in  the  same ;  by  having  an  interest  in  the  rights, 
property,  and  business  thereof;  by  supporting  and  maintaining  each  of  said  compa- 
nies in  litigation ;  by  the  employment  of  officers,  agents,  and  servants  in  each  of  said 
divisions  and  districts,  and  by  divers  other  means  and  devices. 

These  averments,  which  supplement  the  allegation  of  a  copartnership 
between  the  American  Bell  Telephone  Company  and  the  local  corpora* 
tions,  may  be  regarded  either  as  a  general  summary  of  what  was  previ- 
ously set  forth,  or  be  treated  and  considered  as  charging  that  the  Ameri- 
can Bell  Telephone  Company,  in  addition  to  its  partnership  connection 
with  the  local  corporations,  was  itself  engaged  in  carrying  on  business 
in  the  State  by  the  sale  and  grant  of  licenses  to  use  said  patents;  by 
the  renting  or  lease  of  telephone-instruments ;  by  the  holding  of  stock 
in  the  local  companies,  and  by  the  employment  of  officers,  agents,  and 
servants  in  each  division  of  the  State.  Without  this  latter  construction 
there  is  no  clear  or  distinct  allegation  that  the  American  Bell  Telephone 
Company  is  itself  transacting  business  in  the  State.  Other  allegations 
of  the  bill  only  show  and  charge  that  the  American  Bell  Telephone  Com- 
pany aud  the  local  corporations  are  copartners  in  the  business  of  tele- 
phony carried  on  by  the  latter,  or  that  it  "is  entitled  to  and  has  an  inter- 
est in  all  and  singular  the  property,  rights,  and  business  of  the  other 
said  defendants." 

It  is  not  alleged  that  the  local  companies  are  the  "  officers,  agents, 
and  servants"  employed  by  the  American  Bell  Telephone  Company  in 
each  district  of  the  State;  nor  that  the  sale  of  licenses  to  use  its  patents, 
or  the  renting  of  its  telephone-instruments,  is  done  by  the  American 
Bell  Telephone  Company  through  or  by  means  of  the  local  corporations 
as  its  agents.  The  only  sale  or  grant  of  licenses  to  use  said  patents 
and  the  only  routing  or  lease  of  telephone-instruments  set  forth  in  the 
bill  are  made  to  the  local  corporations.  They  certainly  do  not,  as  the 
officers  and  agents  of  the  American  Bell  Telephone  Company,  sell 
licenses  or  rent  telephone-instruments  to  themselves.  This  would  be  a 
manifest  absurdity.  It  will  be  proper,  therefore,  in  considering  the 
2233(5  pat 16 
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question  as  to  the  sufficiency  or  validity  of  the  service  to  treat  the  bill  as 
charging  that  the  American  Bell  Telephone  Company  is  carrying  on 
business  in  Ohio  both  as  copartner  for  the  local  corporations  and  separ- 
ately for  itself  by  the  employment  of  agents,  officers,  and  servants  of  its 
own,  in  the  selling  and  grantiug  of  licenses  to  use  its  patents,  in  the 
renting  or  leasing  of  its  telephone-instruments,  and  in  the  ownership  of 
stock  in  the  local  corporations,  or  otherwise.  Beading  the  returns  in 
the  light  of  these  jurisdictional  averments  of  the  bill,  do  the  recitals 
therein  contained,  that  each  of  the  local  corporations  on  whose  chief 
officer  service  was  made  was  "  the  partner  and  agent"  of  the  Amer- 
ican Bell  Telepone  Company,  constitute,  "prima  faeief  a  legal  and 
valid  service  on  the  latter  f  It  is  clear  that  if  the  statements  made  in 
the  returns,  that  the  local  corporations  served  were  "the  partners  and 
agents"  of  the  American  Bell  Telephone  Company,  are  to  be  construed 
as  meaning  that  the  latter  companies  were  "agents"  by  reason  of  the 
copartnership  relation  charged  in  the  bill  the  service  would  not  be  suffi- 
cient to  bring  the  American  Bell  Telephone  Company,  as  a  nonresident 
corporation  and  partner,  personally  before  the  court.  The  bill  claims 
that  the  alleged  copartnership  embraces,  not  the  patents  sought  to  be 
canceled  and  annulled,  but  only  the  business  of  telephony  transacted 
in  Ohio.  The  local  companies,  as  the  copartners  of  the  Bell  Telephone 
Company  in  carrying  on  the  business  of  telephony  in  this  State,  if  that 
relation  can  legally  exist  between  such  corporations,  would  be  the 
agents  and  representatives  of  the  latter  as  to  the  copartnership  trans- 
actions and  affairs,  but  not  further  or  otherwise,  in  the  absence  of  ex- 
press arrangement,  which  is  not  alleged.  In  respect  to  that  copartner- 
ship business,  the  interest  therein  of  the  non-resident  partner  may  be 
subject  to  the  local  jurisdiction  if  the  copartnership  is  properly  served 
with  a  process  in  conformity  with  the  statutes  of  the  State.  It  is,  how- 
ever, well  settled  that  the  non-resident  partner  can  not  be  brought  per- 
sonally before  even  the  local  courts,  or  be  subjected  to  judgment  t* 
personam,  by  service  upon  the  resident  partners.  This  court  certainly 
could  not  recognize  or  act  upon  any  such  service  as  against  the  non- 
resident The  Ohio  statute  relating  to  non-resident  partners  provides 
(Bev.  St,  sec.  5011)  that— 

A  partnership  formed  for  the  purpose  of  carrying  on  a  trade  or  business  in  this 
State,  or  holding  property  therein,  may  sne  or  be  sued  by  the  usual  or  ordinary  name 
which  it  has  assumed  or  by  which  it  is  known. 

The  service  may  be  made  (Bev.  St,  sec  5042)  "  by  leaving  a  copy  at 
its  usual  place  of  doing  business,"  and  the  judgment  rendered  against 
the  partnership  by  the  firm-name  "  shall  operate  only  upon  the.  part- 
nership property."  This  statute,  beiug  special,  must  be  strictly  pur- 
sued, in  order  to  bind  either  the  partnership  or  its  property.  (Smith  v. 
Hoover,  30  Ohio  St.,  240.)  It  can  not  serve  to  support  the  present 
returns,  which  do  not  conform  to  its  provisions  and  requirements,  or 
to  give  jurisdiction  tit  personam  to  this  court  over  the  American  Bell 
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Telephone  Company.  The  authorities  clearly  establish  these  proposi- 
tions. (UArcy  v.  Ketchum,  11  How.,  165;  Hall  v.  Lanning,  91  17.  S., 
IfiO;  Pennoyer  v.  Seffy  96  U.  S.,  714;  Renaud  v.  Abbott,  116  U.  8.,  277  j 
EL  0.,  6  Sap.  Ot.  Sep.,  1194.)  Bat  suite  iu  equity  in  the  federal  courts 
are  regulated,  not  by  the  State  statutes,  but  by  the  judiciary  acts,  and 
the  rales  of  equity  practice  adopted  for  and  governing  said  courts. 
Equity  rule  13  provides — 

The  servioe  of  all  snhpcNias  shall  be  by  delivery  of  a  copy  thereof,  by  the  officers 
serving  the  same  to  the  defendant  personally,  or  by  leaving  a  copy  thereof  At  the 
dwelling-honse  or  nanal  place  of  abode  of  each  defendant  with  some  adult  person 
who  is  a  member  or  resident  in  the  family. 

The  court  can  acquire  jurisdiction  over  parties  in  equity  suits  only  by 
the  service  of  process  within  the  district  in  compliance  with  the  re- 
quirements of  this  rule,  or  by  their  voluntary  appearance.  The  re- 
quirements of  the  rule  are  not  complied  with  by  the  returns  in  question 
if  the  statements  therein  made  as  to  the  relation  of  the  local  corpora- 
tions to  the  American  Bell  Telephone  Company  mean  nothing  more  than 
a  partnership  agency. 

But  how  stands  the  question  on  the  assumption  that  the  bill  impliedly, 
if  not  expressly,  charges  that  the  American  Bell  TelephoncOompany 
in  doing  business  in  Ohio  other  than  that  carried  on  by  the  local  or 
licensee  corporations  as  its  copartners — such  as  the  sale  and  grant  of 
licenses  to  use  its  patents,  the  renting  or  lease  of  its  telephone  instru- 
ments, and  the  employment  of  officers,  agents,  and  servants  in  each 
district  of  the  State.  The  officers  and  agents  so  employed,  or  the 
"  agents  "  who  (as  stated  in  the  bill)  visit  the  local  companies  at  regu- 
lar periods  to  collect  its  share  of  the  profits  arising  from  the  partner- 
ship business,  would  be  more  properly  the  representatives  of  the  Ameri- 
can Bell  Telephone  Company  for  the  purpose  of  the  service  of  process 
than  the  local  copartner  corporations  in  whose  "  rights,  property,  and 
business"  it  had  only  an  interest.  Bat  no  such  service  is  shown,  al- 
though both  the  subpoenas  and  the  returns  recite  that  the  American 
Bell  Telephone  Company  is  doing  business  and  found  here,  not  merely 
aa  a  copartner,  but  personally.  Under  such  circumstances  a  rfeturu 
stating  that  service  was  made  upon  an  officer  of  a  local  corporation, 
with  the  recital,  in  parenthesis,  that  such  local  company  was  the  "  part- 
ner and  agent"  of  the  American  Bell  Telephone  Company,  fails  to  show , 
affirmatively  the  facts  required  to  constitute  a  valid  service,  either 
under  the  judiciary  acts,  the  rules  of  practice  governing  this  court,  or 
under  the  statute  of  Ohio  relating  to  service  on  foreign  corporations, 
which  provides  (Rev.  St.,  sec.  5046)  that  "when  the  defendant  is  a 
foreign  corporation  having  a  managing  agent  fn  this  State  the  service 
may  be  upon  such  agent."  It  is  nowhere  alleged  in  the  bill  that 
the  local  corporations,  on  whom  or  whose  officers  service  was  had, 
were  the  " managing  agent"  or  " agents  "  of  said  Bell  Telephone  Com- 
pany. Kb  presumptions  are  to  be  indulged  in  favor  of  such  a  return, 
•o  as  to  give  the  court  jurisdiction  over  a  non-resident  corporation. 
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(Alexandria  v.  Fairfax,  95  XJ.  S.,7  80;  Grace  v.  American  Cent  ln$.  Co., 
109  U.  S.,  283;  S.  0.,  3  Sup.  Ct  Bep.,  207.)  The  returns  in  question 
are  furthermore  irregular,  and  open  to  the  objection  that  the  marshal 
had  not  confined  himself  to  a  statement  of  what  he  did  in  executing 
the  subpcsnas,  but  states  conclusions  of  law  and  fact  apart  from  what 
was  done  in  reciting  that  the  local  corporations  were  partners  and  agents 
of  the  American  Bell  Telephone  Company. 

Our  conclusion,  therefore,  is  that  under  the  allegations  of  the  bill,  the 
statements  of  the  subpoenas,  and  the  recitals  of  the  returns  no  valid 
or  legal  personal  or  constructive  service  on  the  American  Bell  Telephone 
Company  is  affirmatively  shown,  sdch  as  will  require  it  to  appear  and 
make  defense  herein  or  suffer  the  consequences  of  a  default,  and  that 
said  company's  motion  to  quash  said  service  for  defects  of  insufficiency 
in  law  or  illegality  appearing  on  the  face  of  the  returns  should  be  sus- 
tained. But  this  conclusion  as  to  the  insufficiency  of  the  returns  upon 
their  face  will  avail  but  little  in  finally  disposing  of  the  main  question 
touching  the  jurisdiction  of  the  court  over  the  American  Bell  Telephone 
v  Company,  as  said  returns  may  be  amended  upon  proper  motion,  or  new 
subpoenas  could  issue,  if  the  facts  disclosed  in  the  plea  of  abatement  and 
exhibits  thereto  justify  such  an  amendment  or  the  issuance  of  fbrther 
process.  It  becomes  necessary,  therefore,  to  consider  the  questions 
raised  and  presented  by  the  plea  in  abatement.  Under  the  thirty- third 
rule  of  equity  practice  the  complainants  were  at  liberty  either  to  take 
issue  on  this  plea  or  to  "  set  it  down  for  argument"  They  have  chosen 
to  take  the  latter  course,  thereby  precluding  the  defendant  from  an  op- 
portunity of  establishing  its  plea  by  proof,  and  thereby  admitting  as 
absolutely  true  all  the  statements  of  the  plea,  however  inconsistent* with 
or  contradictory  of  the  allegations  of  the  bill  or  the  statements  and  re- 
citals in  the  returns.  The  truth  of  the  plea  being  thus  admitted  by  set- 
ting  it  down  for  argument,  all  facts  material  and  pertinent  to  the  issue 
raised  by  it  stand  and  are  to  be  treated  as  though  established  by  prooff 
and  under  the  present  rule  of  practice  are  to  avail  the  defendant  '*  so 
far  as  in  law  and  equity  they  ought  to  avail  it" 

The  questions  presented  by  the  plea  of  abatement  for  the  determina- 
tion of  the  court  are  whether,  assuming  the  facts  stated  in  the  plea  and 
exhibits  thereto  to  be  true,  the  American  Bell  Telephone  Company  was 
carrying  on  business  in  the  State  of  Ohio  at  the  commeuceuieut  of  this 
suit  and  at  the  date  of  the  alleged  service  of  the  subpauias  heroin,  and 
if  so,  whether  all  or  any  of  the  local  corporations  were  its  agent  or 
agents  upon  whom  service  of  process  could  properly  be  made,  so  as  to 
bring  said  American  Bell  Telephone  Company  personally  before  the 
court  or  compel  it  to  appear  and  defend  the  suit 

These  are  mainly  questions  of  fact ;  but  in  their  consideration  the  dis- 
tinguished counsel  for  the  Government  and  the  Bell  Telephone  Com- 
pany have,  in  able  aud  elaborate  arguments,  discussed  the  general  sub- 
ject of  suits  against  foreign  corporations  and  the  present  state  of  law 
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For  the  complainants  it  is  insisted  that  under  the  judiciary  acts  (Rev. 
St,  sec.  739)  and  the  act  of  March  3, 1875,  a  corporation  is  to  be  found 
and  is  amenable  to  suit  wherever  it  is  doing  business,  independently  of 
the  existence  of  any  locU  law  providing  for  suits  against  it ;  that  the 
merq  fact  of  carrying  on  its  business  in  a  State  other  than  that  of  its 
creation  will  enable  it  to  be  found  there,  irrespective  of  any  law  or  stat- 
ute of  such  State  authorizing  suit  against  it,  or  against  foreign  corpo- 
rations generally  by  service  upon  their  agent.  No  case  yet  decided  by 
the  Supreme  Court,  either  directly  or  in  principle,  sustains  this  broad 
proposition.  The  Supreme  Court  has  not  yet  gone  to  the  extent  of  hold- 
ing that  a  corporation  can  be  found,  under  the  judiciary  acts,  for  per- 
sonal suit,  beyond  the  limits  of  the  State  creating  or  adopting  it  co 
nomine,  irrespective  of  the  local  law.  In  every  decision  of  the  Supreme 
Court  asserting  or  maintaining  the  jurisdiction  of  either  the  federal  or 
State  courts  over  corporations  created  or  located  outside  of  the  terri- 
torial limits  of  the  State  or  district  in  which  suit  was  brought  against 
them,  commencing  with  Lafayette  In*.  Co.  v.  French  ( 18  How.,  404),  which 
made  the  first  exception  to  the  rule  of  the  common  law  that  a  corpora- 
tion could  not  migrate,  had  no  legal  existence,  and  could  not  be  found, 
for  the  purpose  of  suit,  beyond  the  limits  of  the  sovereignty  creating  it, 
there  has  existed  a  local  statute  expressly  or  impliedly  providing  for  or 
authorizing  such  suit  as  a  condition  of  the  corporations  doing  business 
therein,  together  with  the  further  fact  that  the  foreign  corporation  act- 
ually carried  on  its  business,  or  some  substantial  part  thereof,  in  such 
State  by  and  through  the  instrumentality  of  agents  appointed  by  itself. 
Except  where  the  law  of  the  State  in  which  it  carries  on  business  and 
is  sued  imposes,  expressly  or  by  implication,  a  liability  to  suit  there  as 
a  condition  of  its  doing  business  in  the  State,  a  foreign  corporation  can 
not  be  found,  for  the  purpose  of  a  suit  in  personam,  outside  of  the  juris- 
diction or  sovereignty  creating  it. 

Without  undertaking  to  review  the  authorities  on  the  subject  of  a 
corporation's  liability  to  suit  in  a  State  or  district  other  thau  that  of  its 
creation,  we  think  the  decisions  of  the  Supreme  Court  have  settled  and 
established  the  proposition  that,  in  the  absence  of  a  voluntary  appear- 
ance, three  conditions  must  concur  or  coexist  in  order  to  give  the  fed- 
eral courts  jurisdiction  in  personam  over  a. corporation  created  with- 
out the  territorial  limits  of  the  State  in  which  the  court  is  held, 
viz :  (1)  It  must  appear  as  a  matter  of  fact  that  the  corporation  is  carry- 
ing on  its  business  in  such  foreign  State  or  district ;  (2)  that  such  busi- 
ness is  transacted  or  managed  by  some  agent  or  officer  appointed  by  and 
representing  the  corporation  in  such  State,  and  (3)  the  existence  of  some 
local  law  making  such  corporation  or  foreign  corporations  generally, 
amenable  tb  suit  there  as  a  condition,  express  or  implied,  of  doing  busi- 
ness in  the  State.  When  the  local  law,  expressly  or  by  comity,  permits 
foreign  corporations  to  do  business  in  the  State,  when  it  also  provides 
for  suit  against  them  in  a  reasonable  and  proper  manner  and  within  the 
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jast  limits  of  tbe  State's  power  and  authority,  and  when  a  foreign  cor- 
poration thereafter  enters  the  State  and  transacts  its  corporate  business 
by  menus  of  resident  ageuts  coming  within  the  terms  of  the  local  stat- 
ute, it  may  be  found  and  is  liable  to  suit  there  in  either  the  State  or  fed- 
eral courts  by  service  of  process  on  such  agents.  (Lafayette  Ins.  (Jo. 
v.  French,  18  How.,  404  j  Railroad  Co.  v.  Harris,  12  Wall.,  05;  ex 
parte  Schollenberger,  96  U.  S.,  369;  Railroad  Co.  v.  Koontz,  104  U.  S.,  5; 
St.  Clair  v.  Cox,  106  U.  S.,  350;  S.  C,  1  Sup.  Ct.  Bep.,  354;  New  Eng- 
land Mut.  Life  Ins.  Co.  v.  Woodworth,  111  U.  S.,  138;  S.  O.,  4  Sup.  OU 
Rep.,  364;  Boston  Electric  Co.  v.  Electric  Qas- Lighting  Co.,  23  Fed.  Rep., 
839.)  The  underlying  principle  on  which  these  decisions  rest  is  that 
the  State  may  impose  conditions  not  in  conflict  with  the  tyws  and  Con- 
stitution of  the  United  States  on  the  transaction  of  business  in  its  ter- 
ritory by  corporations  chartered  elsewhere,  or  exclude  them  altogether, 
or  revoke  permission  or  license  already  given.  Corporations  engaged 
in  interstate  commerce  do  not,  of  course,  come  within  such  State  author- 
ity, and  no  restrictive  conditions  can  be  imposed  upon  such  corporations. 

The  judiciary  acts  (Rev.  St.,  sec.  739)  and  act  of  March  3, 1875,  provid- 
ing that  no  civil  suit  or  action  shall  be  brought  against  any  person  oat- 
side  of  the  district  in  which  he  resides  or  may  be  found  at  the  time  of 
the  service  of  process,  do  not  affect  the  general  jurisdiction  of  this 
court,  but  merely  confer  a  personal  privilege  or  exemption  upon  the  de- 
fendant, which  can  be  waived  and  is  waived  by  a  foreign  corporation 
not  only  by  a  voluntary  appearance  to  the  suit,  but  by  doing  business 
in  a  State  imposing  the  condition  or  liability  to  suit  there  by  service  of 
process  on  its  agent.  It  can  not  be  held  sufficient  to  give  this  court 
jurisdiction  in  personam  over  a  foreign  corporation  that  it  has  property 
rights,  however  extensive,  within  the  district,  or  that  it  has  pecuniary 
interests,  .however  valuable,  in  business  managed  and  conducted  by 
others.  It  must  itself  be  carrying  on  business  in  its  own  right,  on  its 
own  responsibility,  aud  for  its  own  accouut,  and  through  or  by  means 
of  its  own  agents,  officers,  or  representatives,  in  order  to  bring  it  within 
the  operation  of  th  e  laws  of  a  State  other  than  that  in  which  it  is  in- 
corporated, making  it  amenable  to  suit  there  as  a  condition  of  its  doing 
business  in  such  State. 

Under  the  authorities  and  principles  stated  the  American  Bell  Tele, 
phone  Company,  as  a  Massachusetts  corporation,  can  only  be  found  and 
be  liable  to  suit  within  the  territorial  limits  of  this  court,  within  the 
meaning  of  the  federal  law  or  judiciary  acts,  by  virtue  of  the  laws  of 
Ohio  relating  to  it  or  foreign  corporations  generally  doing  business,  in 
the  State.  Except  as  to  insurance  companies,  the  statutes  of  Ohio  im- 
pose no  express  terms  or  conditions  upon  foreign  corporations  coming 
into  tbe  State  and  exercising  their  corporate  functions.  By  a  long- 
standing and. well-recognized  comity  all  foreign  corporations  other  than 
insurance  companies  are  allowed  to  carry  on  their  corporate  business 
and  exercise  their  franchises  here  without  being  required  to  designate 
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an  officer  or  agent  on  whom  service  of  process  shall  be  made,  or  to  give 
any  express  consent  to  be  found  or  sued  here.  The  civil  code  of  pro- 
cedure of  the  State  provides  (Rev.  St.,  sec.  6044) : 

A  summons  against  a  corporation  may  be  served  upon  tbe  president,  mayor,  chair- 
man, or  president  of  the  board  of  directors,  or  trustees,  or  other  ohief  officer;  or,  if 
its  chief  offioer  be  not  found  in  tbe  county*  upon  its  cashier,  treasurer,  secretary, 
clerk,  or  managing  agent, 

etc,  omitting  the  special  provisions'  about  foreign  insurance  companies. 
Sec  5046  provides: 

When  the  defendant  is  a  foreign  corporation  having  a  managing  agent  in  this  State, 
the  servioe  [of  process]  may  be  upon  such  agent. 

This  section,  in  order  to  bring  it  witlTin  the  just  limits  of  the  State's 
power  and  jurisdiction,  must  necessarily  be  construed  as  embracing  or 
including  within  its  operation  only  such  foreign  corporations  as  carry 
on  business  in  the  State.  It  can  not  possibly  have  any  extra-territorial 
effect,  so  as  to  bring  within  its  operation  and  bind  or  give  jurisdiction 
over  a  foreign  corporation  in  personam  which  was  not  carrying  on  busi- 
ness within  its  limits,  even  though  it  might  have  a  "  managing  agent9 
residing  in  the  State.  The  true  meaning  and  construction  or  proper 
limitation  of  this  foreign  corporation  statute  must  therefore  be  that 
suit  may  be  instituted  against  a  foreign  corporation  doing  business  in 
the  State  by  the  service  of  process  on  its  "  managing  agent.9  The  for- 
eign corporation,  to  come  within  the  operation  of  the  statute,  must 
carry  on  its  own  business  and  have  a  " managing  agent9  in  the  State. 
This  was  the  construction  placed  by  the  Supreme  Gourt  upon  a  similar 
statute  of  Michigan  in  St.Olair  v.  Cox  (106  U.  S.,  357;  S.  C.,  1  Sup.  Ot 
Bep«,  364),  Mr.  Justice  Field,  in  stating  tbe  opinion  of  the  court,  saying: 
We  do  not,  however,  understand  the  law  as  authorising  the  service  of  a  copy  of  the 
writ  as  a  summons  upon  an  agent  of  a  foreign  corporation,  unless  the  corporation  be 
engaged  in  business  in  the  State  and  the  agent  be  appointed  to  act  there.  We  so  con- 
strue the  words  "  agent  of  such  corporation  within  tbe  State." 

When  a  foreign  corporation  carries  on  its  corporate  business,  or  some 
substantial  part  thereof,  in  this  State  by  means  of  an  agent  or  repre- 
sentative appointed  to  act  here  and  having  the  charge  and  management 
or  such  business,*  it  impliedly  assents  to  be  found  and  sued  here  in  the 
person  of  such  agent  Doing  business  in  a  State  imposing  such  con- 
dition or  liability  to  suit  as  this  Ohio  statute  is  treated  by  the  authori- 
ties as  an  agreement  or  consent  on  the  part  of  the  foreign  corporation 
to  be  "  found9  here  within  the  meaning  of  the  federal  judiciary  acts, 
for  the  purpose  of  suit  and  in  the  mode  designated,  if  just  and  reasona- 
ble. It,  therefore,  the  American  Bell  Telephone  Company  is  carrying 
on  its  business  in  Ohio  by  a  resident  "-managing  agent,9  or  was  so 
doing  at  the  commencement  of  this  suit,  it  has  voluntarily  brought 
itself  within  the  operation  of  the  Ohio  statute,  and  may  be  found  here 
and  service  had  upon  it  in  the  person  of  such  managing  agent.  The 
defendant  has  urged  that  such  suits  must  be  confined  or  limited  to 
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tion  of  its  .laws,  and  bave  cited  several  authorities  to  that  effect.  This 
would  perhaps  be  a  very  proper  limitation  or  restriction,  but  it  can  hardly 
be  said  to  be  established  by  the  decisions.  In  Railroad  Co.  v.  Harris 
(12  Wall.,  65),  the  cause  of  action  originated  outside  of  the  District  of 
Columbia,  and  iu  Mohr  &  Mohr  Distilling  Co.  v.  Insurance  Cos.  (12  Fed. 
Rep.,  474, 475),  Mr.  Justice  Matthews,  expresses  the  opinion  that  this 
foreign  corporation  statute  of  Ohio  would  cover  all  actions  of  a  transi- 
tory character,  wherever  they  may  have  originated.  But  in.  the  view 
we  take  of  the  present  case  it  is  not  necessary  to  express  any  opinion 
on  this  position.  Now,  applying  the  foregoing  propositions  and  princi- 
ples to  the  facts  set  up  by  the  plea  of  abatement,  can  it  be  maintained 
either  that  the  American  Bell  Telephone  Company  is  carrying  on  its 
business  in  Ohio  or  that  it  has  a  " managing  agent"  here  on  whom 
service  of  process  can  be  made  so  as  to  bring  it  personally  before  the 
court t 

The  material  facts  set  forth  in  the  plea,  and  which  positively  and  di- 
rectly contradict  the  statements  and  recitals  of  the  returns,  are  that  the 
American  Bell  Telephone  Company  was  not  carrying  on  business  in  the 
State  of  Ohio  at  the  time  of  the  service  of  the  process  herein ;  that  it 
has  no  office  or  place  of  business  in  Ohio ;  tbat  it  had  no  officer  or  agent 
in  the  State  representing  it  or  its  business  at  the  date  of  said  service 
and  return  j  that  neither  of  tbe  local  corporations  on  whom  the  process 
was  served  as  its  "  partner  and  agent"  bore  toward  it  any  such  rela- 
tion ;  that  said  local  companies  were,  in  fact,  neither  its  copartners  nor 
its  agents,  but  merely  licensees  and  lessees  of  its  telephone  instruments, 
with  the  right  to  use  the  same  in  certain  defined  territorial  limits; 
that  it  is  neither  a  citizen  nor  resident  of  Ohio,  nor  found  within  the 
limits  of  said  State;  that  its  legal  and  actual  "situs"  and  place  of  busi- 
ness is  in  the  State  of  Massachusetts ;  that  it  has  never  used  or  operated 
a  telephone,  or  built,  constructed,  or  owned  a  teiephonelineinsaid  State; 
that  it  has  nevei  had  in  Ohio  a  telephone  or  telephones  which  it  either 
actually  operated  or  had  the  right  to  operate ;  that  it  has  no  right  of 
present  possession  or  enjoyment  of  any  telephone  or  telephone  line 
in  said  State;  tbat  it  has  no  agent  or  officer  in  connection  with 
said  local  or  licensee  corporations;  that  it  has  never  appointed  and 
has  no  right  to  appoint  or  remove  any  officer,  agent,  employ^,  or  serv- 
ant of  said  local  companies ;  that  said  local  corporations  alone  carry  on 
the  business  of  telephony  in  Ohio  for  their  own  account  and  profit  and  as 
their  own  business ;  that  it  does  not  share  in  their  profits  or  depend  upon 
their  profits  for  its  pay  for  the  use  of  its  telephone  instruments ;  that  all 
telephones  used  in  Ohio  are  delivered  by  it  to  the  local  corporations  at 
Boston,  Massachusetts,  and  nowhere  else ;  that  all  the  money  which  the 
American  Bell  Telephone  Company  receives  from  the  local  compares  it 
receives  at  its  office  in  Boston ;  that  it  has  neither  demanded  nor  collected 
in  Ohio  money  for  the  use  of  tel  ephones ;  that  it  receives  only  what  the  lo- 
cal corporations  under  their  license  contracts  agreed  to  pay  by  way  of 
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lent  and  royalty ;  that  said  rent  and  royalty  so  agreed  to  be  paid  by  the 
local  companies  are  based  mainly  oh  the  number  of  telephones  they  re- 
ceive j  that  in  a  few  cases  where  this  would  not  be  a  proper  guide  said 
vents  and  royalties  are  based  upon  the  amount  of  business  dque,  meas- 
ured, not  by  net  tolls,  but  by  gross  receipts;  that  the  liability  of  the 
local  company  for  the  payment  of  said  rental  and  royalty  commences 
with  the  delivery  and  receipt  of  the  telephones  at  Boston,  and  continues 
until  the  instruments  are  returned,  or,  if  destroyed,  their  loss  or  destruc- 
tion satisfactorily  accounted  for;  and  that  said  license  contracts  were 
all  made  and  entered  into  at  Boston,  Massachusetts,  and  not  elsewhere. 
The  exact  relations  of  the  American  Bell  Telephone  Company  and  the 
local  corporations  are  set  out  in  great  detail,  both  in  the  plea  and  in  the 
contracts  exhibited  therewith.  These  contracts  are  drawn  with  gTeat 
precision,  accurately  defining  the  rights  and  liabilities  of  the  parties 
thereto,  and  both  by  their  express  terms  and  clear  intent  state  the  re- 
lation between  the  American  Bell  Telephone  Company  and  the  local 
corporations  to  be  that  of  licenser  and  lessor  on  the  one  side  and  licensee 
and  lessee  on  the  other.  For  its  protection  the  American  Bell  Telephone 
Company  has  by  the  terms  and  provisions  of  these  contracts  reserved 
important  rights  and  powers,  which  in  certain  contingencies  it  may  ex- 
ercise, but  which,  as  the  plea  distinctly  avers,  have  never  been  actually 
exercised  by  it.  The  plea  sets  forth  what  has  actually  been  done  under 
the  contracts. 

Whether  the  American  Bell  Telephone  Company  is  carrying  on  busi- 
ness in  Ohio  must  be  determined  by  what  it  has  done  or  is  doing,  rather 
than  by  what  it  may  hereafter  do,  in  the  event  the  local  companies  should 
make  default  in  complying  with  the  provisions  of  the  contracts.  The 
right  reserved  to  take  possession  and  carry  on  the  business  of  telephony 
in  Ohio  on  the  Contingency  of  the  local  corporations9  failure  to  observe 
and  perform  the  terms  and  stipulations  of  tbe  license  contracts  certainly 
does  not  constitute  a  present  carrying  on  of  business  by  the  American 
Bell  Telephone  Company  such  as  would  bring  it  within  the  provisions 
even  of  the  Ohio  statutes.  *  When  the  Bell  Company  exercises  its  re- 
served rights  and  powers  under  tbe  contracts,  and  takes  possession  of 
the  telephones,  lines,  &c,  in  Ohio,  and  operates  the  same  through  agents 
or  officers  of  its  own,  it  may  then  wifh  some  propriety  be  said  to  carry 
on  its  business  in  the  State,  so  as  to  be  amenable  to  suit  here  under 
the  Ohio  statute  relating  to  suits  against  foreign  corporations,  but  not 
before.  The  only  thing  presenting  the  appearance  of  an  agency  rela- 
tion between  the  American  Bell  Telephone  Company  and  the  local  or 
license  corporations  is  found  in  that  provision  of  the  "  private-line  * 
contracts,  which  requires  the  rents  and  royalties  of  telephones  used  on 
such  private  lines  to  be  reserved  to  the  licenser.  But  when  this  pro- 
vision is  considered  in  connection  with  other  stipulations  of  the  con- 
tract it  will  be  found  that  these  rents  and  royalties  are  transferred  and 
assigned,  even  before  created,  to  the  licensee  corporations,  which  have 
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the  right  to  collect  and  appropriate  them  to  their  own  use  bo  long  as  the 
contracts  are  complied  with  on  their  part  The  provision  was  only  in- 
tended to  guard  against  the  contingency  of  deianlt  by  the  licensee  cor- 
porations, and  to  protect  the  American  Bell  Telephone  Company  against 
loss  and  embarrassment  in  the  enforcement  of  its  rights  upon  the  fail- 
ure of  the  local  companies  to  perform  and  observe  the  terms  of  the 
contracts.  With  the  delivery  of  the  telephone  instruments  at  Boston 
to  the  licensee  corporation  it  became  entitled,  by  the  terms  of  the  con- 
tract, to  all  the  rents  and  royalties  that  might  arise  from  private-line 
customers,  and  acquired  the  right  to  collect  the  same  as  its  own  for  a 
year  in  advance,  and  to  continue  to  do  so  from  year  to  year  while  the 
contracts  were  in  force,  with  no  liability  to  account  therefor  to  the 
American  Bell  Telephone  Company.  The  loc&l  corporations  purchased 
these  rents  and  royalties  as  a  part  of  the  rights  they  acquired  under 
their  license  contracts.  They  alone  had  the  right  to  collect  them  and 
apply  them  to  their  own  use,  so  long  as  they  observed  and  performed 
the  stipulations  of  the  contracts  The  local  or  licensee  corporations,  in 
fact,  alone  make  such  collections  of  the  private-line  customers.  The 
American  Bell  Telephone  Company  has  never  had  the  right  to  collect, 
and  has,  in  fact,  never  collected,  any  of  said  rents  tod  royalties. 

The  contract  provides  that  said  second  party  (the  licensee  corpo- 
rations)— 

so  long  as  it  makes,  or  causes  to  be  made,  the  payments  herein  stipulated,  and  keeps 
all  the  terms  thereof,  may  collect  the  rentals  and  royalties  from  the  oustomers  there- 
under for  a  period  in  advance,  not  exceeding  one  year.  Upon  any  default  on  its  part 
which  shall  continue  for  more  than  thirty  days  after  written  notice  thereof  the 
licenser  may,  by  written  notice  to  it,  or  by  publication  in  some  newspaper  in  — , 
revoke  said  authority  to  collect  and  revoke  and  cancel  all  the  right  and  interest  of 
every  kind  thereunder  of  the  second  party ;  and  may  in  its  name,  or  the  name  of  the 
second  party,  if  it  shall  deem  such  course  more  convenient,  collect  all  rentals  for  tele- 
phones and  lines  furnished  thereunder,  or  in  accordance  therewith,  whether  then  due 
or  thereafter  to  become  due,  and  take  possession  and  remove  all  telephones  furnished 
thereunder,  subject  to  such  rights  as  such  oustomers  may  lawfully  have  under  licenses 
to  be  granted  by  it,  in  accordance  with  the  terms  thereof.  For  all  rentals  and  royalties 
so  collected  by  the  licenser,  and  which  accrued  before  ike  licenser  gone  notice  as  aforesaid,  U 
shall  account  to  the  second  party,  first  deducting  all  that  may  be  due  from  said  second 
party  to  it,  and  expenses  incident  thereto. 

The  contingent  right  thus  reserved  to  the  licenser  for  its  protection 
in  the  event  of  default  on  the  part  of  the  licensee  corporation  in  making 
stipulated  payments,  and  which,  as  averred  in  the  plea,  it  has  never  in 
feet  exercised,  or  had  any  occasion  to  assert,  can  not  be  construed  either 
as  thp  carrying  on  of  business  in  Ohio  by  the  American  Bell  Telephone 
Company  or  as  constituting  the  licensee  corporation  one  of  its  "man- 
^  aging  agents."  While  the  contract  between  the  Bell  Telephone  Com- 
pany and  the  local  corporations  is  in  force  the  latter  receives  these  pri- 
vate-line rentals  and  royalties  as  their  own,  and  not  as  agents  of  the 
former.  But  whatever  may 'be  the  construction  of  this  private-line  con- 
tract, it  is  distinctly  disclosed  by  the  plea  that  the  parties  thereto  have 
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not  dealt  with  these  rents  and  royalties  or  transacted  the  business  on 
the  footing  of  any  agency  relation.  The  .plea  clearly  sets  forth  that  the 
business  in  respect  to  private-line  customers  has,  in  fact,'  been  and  is 
conducted  on  the  theory  that  the  rentals  and  royalties  arising  from  such 
customers  belong  to  the  local  companies  as  their  purchased  right  while 
the  contracts  are  in  force.  The  stipulations  of  the  contracts  are  en- 
tirely consistent  with  the  relation  of  licenser  and  licensee,  even  as  to 
these  private-line  telephones,  and  the  rents  and  royalties  received 
thereon  and  the  actual  course  of  dealing  between  the  parties  in  respect 
thereto  will  not  harmonize  with  any  other  relation.  An  agency  relation 
may  in  some  cases  arise  or  be  established  as  a  legal  result  from  the 
facts,  although  contrary  to  the  avowed  intention  of  the  parties ;  but  no 
such  rule  can  have  any  application  to  cases  where  it  is  sought  to  reach 
foreign  corporations  by  service  on  a  local  agent.  Such  agent  must  be 
one  actually  appointed  by  and  representing  the  corporation  as  a  matter 
of  feet,  not  one  created  by  construction  or  implication,  contrary  to  the 
intention  of  the  parties.  The  present  contracts  leave  no  room  to  doubt 
that  the  local  or  licensee  corporation  acquired  the  right  to  collect  and 
appropriate  the  rents  and  royalties  in  question  until  it  made  default  and 
the  contract  was  canceled.  Upon  the  cancellation  of  the  contract  in 
the  mode  provided,  the  rights  and  interests  of  the  licensee  were  to  be 
terminated ;  and  then,  but  not  before,  the  Bell  Telephone  Company  was 
entitled  to  resume  and  recover  the  rights  it  had  parted  with. 

While  the  contracts  are  subsisting,  the  local  or  licensee  corporation 
acts  exclusively  for  itself  and  for  its  own  benefit,  and  at  its  own  risk  and 
expense  in  collecting  said  rents  and  royalties.  When  the  contracts  are 
canceled,  the  rights  of  the  Bell  Telephone  Company  re-attach,  so  that 
no  agency  relation,  in  feet  or  in  law,  exists  or  was  intended  between 
said  parties  during  the  continuance  of  said  contracts.  In  purchasing 
the  right  to  collect  and  appropriate  to  its  dwn  use  for  one  year  in  ad- 
vance (and  from  year  to  year  while  it  observes  and  performs  the  stipu- 
lations of  the  contract)  the  rents  and  royalties  to  be  paid  by  the  user 
or  customer  of  private-line  telephones  the  local  corporations  can  not 
properly  be  regarded  as  acting  for  or  as  representing  the  Bell  Telephone 
Company  in  regard  to  such  matters,  or  as  establishing  the  feet  that  the 
latter  is  carrying  on  business  in  Ohio.  It  is  disclosed  in  the  plea  that 
but  few  of  these  private-line  licenses,  with  rents  and  royalties  reserved 
to  the  Bell  Company,  were  ever  in  fact  issued  or  used.  Under  the  facts 
stated  in  the  plea  it  is  impossible  to  see  in  what  way  the  American  Bell 
Telephone  Company  has  invoked  either  the  comity  of  this  State  or 
placed  itself  or  its  business  within  the  jurisdiction  or  operation  of  its 
laws  so  as  to  be  found  here.  All  that  has  so  far  been  done  by  it  in  re- 
spect to  the  making  and  execution  of  the  license  contracts  was  actually 
done  and  transacted  in  Boston,  Massachusetts.  The  existence  of  these 
contracts,  with  the  rights  conferred  upon  the  licensee  or  lessee,  and  the 
rights  and  powers,  however  large,  reserved  to  the  licenser  or  lessor,  does 
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not  constitute  the  carrying  on  of  business  in  Ohio  by  the  American  Bell 
Telephone  Company.  The  authorities  do  not  define  with  exactness 
what  is  meant  by  the  term  "  carrying  on  business ; "  but  none  go  to  the 
extent  of  holding  that  such  transactions  as  the  American  Bell  Telephone 
Company  has  had  with  the  licensee  corporations  of  Ohio,  at  its  place  of 
business  in  Boston,  and  not  elsewhere,  will  constitute  the  carrying  on 
the  business  by  it  in  Ohio.  Assuming  the  truth  of  the  facts  set  out  in 
the  plea,  a  judgment  against  the  American  Bell  Telephone  Company  in 
the  State  court,  based  upon  such  service  as  herein  presented,  would 
not  be  enforceable  or  have  any  validity  elsewhere. 

The  terms  "  managing  agent v  indicate  the  character  of  the  business 
the  foreign  corporation  must  be  engaged  in  transacting  in  order  to  be 
liable  to  suit  here.  They  clearly  imply  the  carrying  on  of  the  corporate 
business,  or  Rome  substantial  part  thereof,  by  means  of  an  agent  who 
manages  and  conducts  the  same  within  the  limits  of  the  State  for  and 
on  account  of  the  foreign  corporation.  The  business  done  must  rise  to 
the  dignity  and  importance  implied  by  the  phrase  u  managing  agent" 
in  order  to  come  within  the  operation  of  the  statute.  But  we  can  not 
.understand  how  a  local  corporation,  as  a  distinct  and  legal  entity,  in 
carrying  on  and  conducting  the  business  of  telephony  in  Ohio,  for  which 
it  was  chartered  and  organized,  can  be  regarded  either  in  fact  or  in  law 
as  the  "  managing  agent"  of  a  foreign  corporation  in  respect  to  that 
same  business.  How  can  the  transaction  of  its  own  business  by  the 
local  corporation  make  it  the  u  managing  agent"  of  another  and  a  for- 
eign corporation  having  separate  and  distinct  corporate  functions  f 
This  would  be  an  anomaly  in  the  law.  If  such  relation  could  exist  under 
such  circumstances,  its  actual  existence  is  positively  and  distinctly  de- 
nied by  the  plea,  and  is  neither  disclosed  by  the  contracts  nor  alleged 
in  the  bill.  If  a  customer  of  the  local  corporation  should  sustain  dam- 
age by  reason  of  some  neglect,  misconduct,  or  defaulton  its  part  in  the 
reception  and  transmission  of  messages  or  otherwise,  would  itbeasserted, 
or  if  asserted  could  it  be  maintained,  that  such  customer  could  under 
the  contracts  in  question  proceed  directly  against  the  American  Bell 
Telephore  Company  as  the  real  principal  and  hold  it  liable  for  the  in- 
jury sustained  t  Clearly  not.  The  Bell  Telephone  Company  can  not 
therefore  be  held  or  considered  as  carrying  on  the  business  of  telephony 
conducted  by  the  local  corporation,  and  that  is  the  only  business  done. 

Furnishing  the  means  necessary  to  enable  the  licensee  companies  to 
transact  the  business  of  telephony  in  Ohio,  either  upon  a  fixed  rental 
and  royalty  on  the  telephone-instruments  used  or  a  percentage  of  the 
gross  receipts  of  the  business  does  not  constitute  the  carrying  on  of  that 
business  by  the  American  Bell  Telephone  Compauy  or  make  the  licensee 
companies  its  " managing  agents*  so  as  to  render  it  amenable  to  suit 
here.  The  decisions  of  several  States  whose  statutes  employed  similar 
terms  to  this  foreign  corporation  act  of  Ohio  uniformly  construe  the 
words  "  managing  agent"  as  designating  some  principal  officer  of  the 
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corporation  who,  either  generally  or  in  respect  to  some  substantial  part 
of  the  corporate  business,  has  a  controlling  authority  in  the  particular 
locality.  Thus  in  Upper  Mississippi  Tramp.  Co.  v.  Whitaker  (16  Wi&, 
233)  it  was  held  that  the  captain  of  a  steamboat  was  not  a  "  managing 
agent9'  of  the  transportation  company  which  owned  the  boat.  The  ooart 
says:  " This  statute  relates  to  an  agent  having  a  general  supervision 
over  the  affairs  of  the  corporation."  (See,  also,  Lake  Shore  A  M.  B.B. 
Co.  v.  Hunt,  39  Mich.,  470.) 
In  Beidington  v.  Mariposa  L.  A  M.  Co.  (19  Hun.,  405)  the  court  says: 

It  i*  quite  clear  that  the  legislature  attached  Importance  to  the  term."  managing 
agent,"  and  employed  it  to  distinguish  a  person  who  should  he  invested  with  general 
power  inrolTing  the  exercise  of  Judgment  and  discretion  from  an  ordinary  agent  and 
employ*  who  acted  in  an  inferior  capacity. 

In  Flynn  v.  Hudson  Biter  B.  Co.  (6  How.  Pr.,  308)  the  court  held  that 
a  "  managing  agent "  con  templated  by  the  statute  was  one  having  "  the 
same  general  supervision  and  control  of  the  general  interests  of  the  cor- 
poration that  are  usually  associated  with  the  office  of  cashier  or  secre- 
tary." The  Ohio  process  act  (sec  5044,  Rev.  St)  classes  "  managing 
agent"  with  "cashier,"  "secretary,"  and  "treasurer,"  and  next  after 
44  presidents  or  "  chief  officer"  of  the  corporation. 

Neither  the  averments  of  the  bill  nor  the  facts  set  up  in  the  plea  or 
disclosed  in  the  contracts  establish  any  such  relation  between  the  Bell 
Telephone  Company  and  the  local  corporations  as  will  constitute  the 
latter  the  "  managing  agents"  of  the  former  under  the  authorities  or  the 
clear  import  of  the  terms.  But  it  is  insisted  by  counsel  for  the  Govern* 
ment  that  the  American  Bell  Telephone  Company,  in  acquiring  the 
ownership  and  possession  of  the  franchises  and  grant  described  in  the 
letters  patent  issued  to  Alexander  Graham  Bell,  has  thereby  ceased  to 
be  a  State  corporation,  and  has  become  national  in  its  character,  and  is 
to  be  treated  precisely  as  though  it  were  a  corporation  organized  under 
the  laws  of  the  United  States,  with  authority  to  do  business  in  any  part 
of  the  Union ;  that,  as  a  patent-holding  corporation,  it  is  "  domesticated," 
and  is  to  be  "found"  wherever  its  patent  is  used.  This  position  can 
not  be  sustained.  The  franchise  which  the  patent  grants  consists  alto- 
gether in  the  right  to  exclude  any  one  from  making,  using,  and  vend- 
ing the  thing  patented  without  permission  of  the  patentee  or  owner  of 
the  patent.  (Bloomer  v.  McQuewan,  14  How.,  649.)  It  is  true  that  the 
privilege  so  granted  extends  to  the  utmost  limits  of  the  United  States, 
and  is  wholly  independent  of  the  powers  and  jurisdiction  of  the  several 
States.  (Patterson  v.  Kentucky,  07  U.  8.,  501 ;  Weber  v.  Virginia,  103 
U.  S.,  347;  Ager  v.  Murray,  105  U.S.,  126.)  Bat  in  permitting  others 
to  use  the  patented  thing,  the  owner  of  the  patent,  whether  a  corpora- 
tion or  a  private  person,  is  not  exercising  any  federal  right,  privilege, 
or  franchise. 

The  right  of  the  patent-owner  to  permit  or  license  the  use  of  the  in- 
vention is  not  the  creature  of  the  federal  franchise  or  statute,  bat  of  the 
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common  law ;  and  in  exercising  this  common-law  right  of  licensing 
others  to  use  its  patent  the  corporation  owner  is  no  more  nationalized 
than  a  private  owner  wonld  be  under  the  same  circumstances.  The 
fact  that  a  patent-holding  corporation  licenses  others  to  use  its  patent 
in  a  particular  State  has  no  more  effect  and  operation  in  domesticating 
it  within  such  State  than  the  same  act  on  the  part  of  a  private  owner 
wonld  render  him  a  citizen  and  resident  of  every  State  in  which  his 
patent  might  be  used.  The  franchise  right  of  the  patent-holding  cor- 
poration in  no*  way  serves  to  establish  the  fact  that  such  corporation  is 
carrying  on  its  business  and  is  to  be  found  wherever  its  patent  is  u^sed. 
A  franchise  can  not  be  distinguished  from  other  property,  and  property 
held  by.a  corporation  stands  upon  the  same  footing  with  that  held  by 
an  individual.  ( West  River  Bridge  Co.  v.  Dte,  6  How.,  507.)  But  aside 
from  this  it  is  well  settled  that  neither  the  patent  law  nor  the  privi- 
leges secured  to  patentees  thereunder  in  any  way  enlarge,  modify,  or 
change  the  judiciary  acts  in  respect  to  either  the  territorial  jurisdiction 
of  the  federal  courts  or  the  proper  service  of  process  upon  defendants. 
(Chaffee  v.  Ray  ward,  20  How.,  208 ;  Saddler  v.  Hudson,  2  Curt,  6;  Ager 
v.  Murray,  105  U.  S.,  126;  Butterworth  v.  Hill,lU  U.  S.,  131;  S.  0.,  5 
Supt.  Ct  Bep.,  796.) 

The  character  of  the  American  Bell  Telephone  Company's  incorporeal 
rights  or  franchises  as  the  owners  of  said  letters  patent  can  in  no  way 
affect  the  questions  involved,  or  determine  whether  it  is  carrying  on  its 
business  in  Ohio  by  a  managing  agent  or  agents,  or  whether  it  has  been 
properly  served  with  process  so  as  to  bring  it  personally  before  the 
court.  The  position  that  the  American  Bell  Telephone  Company  is  do- 
mesticated wherever  its  telephone-instruments  are  used,  even  under 
license,  is  only -restated  by  counsel  for  the  Government  in  another  form 
when  it  is  said  that  the  American  Bell  Telephone  Company  is  "  carry- 
ing on  the  business  of  owning  telephones  in  Ohio."  But  it  will  hardly 
do  to  say  that  the  ownership  or  property  in  the  State  is  the  doing  of 
business  here  within  the  meaning  mid  intent  of  the  law  so  as  to  make 
the  owner  personally  present  It  is  undoubtedly  true  that  in  respect 
to  the  particular  property  so  owned  and  located  within  its  limits  the 
Stpte  has  the  authority  to  proceed  against  it "  in  rem"  for  the  purpose 
of  taxation  or  to  subject  it  to  the  payment  of  valid  claims  and  demands 
against  the  foreign  owner.  It  can  not,  however,  serve  to  bring  the 
person  of  such  owner  within  its  jurisdiction,  whether  that  person  be  a 
private  individual  or  a  patent  holding  corporation.  But  in  the  present 
case  the  retention  of  the  title  to  the  telephone-instruments,  which  are 
leased  or  rented  at  Boston,  to  be  used  in  Ohio  by  the  local  or  licensee 
corporation,  with  the  reservations  of  the  right  to  cancel  such  lease  and  re- 
sume possession  in  certain  contingencies,  is  hardly  to  be  considered  a  pres- 
eut  ownership  of  the  instruments,  no  default  having  occurred  on  the  part 
of  the  licensee  which  would  authorize  the  lessor  to  terminate  the  lease. 
All  that  Can  be  said  of  the  lessor's  title  under  snch  circumstances  is  that 
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it  is  a  suspended  or  deferred  ownership,  subject  to  the  particular  right 
and  estate  of  the  lessee  while  the  lease  is  in  force.  Aside  from  this, 
would  any  court,  State  or  federal,  undertake  to  assume  jurisdiction 
over  the  American  Bell  Telephone  Company  personally  by  finding  a  lof 
of  its  telephone-instruments  stored  in  some  warehouse  or  with  a  com- 
mission merchant  in  Cincinnati  f  Hardly.  And  <  yet  the  presence  of. 
such  instruments  here  would  be  just  as  much  "  the  carrying  on  the 
business  of  owning  telephones  in  Ohio9  as  the  finding  of  such  instru- 
ments in  the  possession  of  a  lessee.  Owning  properly  is  one  thing; 
using  such  property  in  connection  with  business  carried  on  by  the 
owner,  or  others  to  whom  he  grants  the  right  to  use* it,  is  another  and' 
quite  a  different  thing.  For  one  person  to  supply  the  means  to  another 
to  do  business  with  or  on  is  not  the  doing  of  that  business  by  the 
former.  The  jurisdiction  of  this  court  can. not  be  sustained  on  any 
such  proposition  as  this,  and  it  need  not  longer  be  dwelt  upon. 

It  is  next  claimed  by  counsel  for  the  complainants  that  the  American 
Bell  Telephone  Company  has  entered  its  appearance  in  this  suit.  This 
claim  is  based  upon  that  portion  of  the  plea  which,  after  reoiting  what 
is  sought  to  be  accomplished  by  the  bill,  proceeds  to  set  forth  that  said 
alleged  cause  of  action,  if  it  exist,  is  exclusively  of  Federal  origin,  cog- 
nizance, and  jurisdiction;  that  the  whole  business  of  filing  the  appli- 
cations, prosecuting  them,  obtaining  and  receiving  said  patents,  and 
all  communications  with  the  Patent  Office  and  with  all  officers  thereof 
relating  to  that  business  were  done,  transacted,  and  had  in  Washing- 
ton City  or  in  Massachusetts,  and  not  in  any  particular  in  the  State  of 
Ohio,  and  that  said  cause  of  action  arose,  if  at  all,  in  the  District  of 
Columbia  and  State  of  Massachusetts  under  the  laws  of  the  United 
States,  and  not  under  any  law  or  statute  of  the  State  of  Ohio.  It  is 
said  that  these  facts  are  set  up  by  said  defendant  to  show  that  this 
court,  sitting  in  Ohio,  has  no  jurisdiction  over  the  subject-matter  of  the 
suit;  that  this  portion  of  the  plea  iq  practically  a  demurrer  to  the  juris- 
diction of  the  court  over  the  controversy,  and  is  equivalent  to  a  motion 
to  dismiss  for  want  of  equity,  which  in  Jones  v.  Andrews  (10  Wall., 
332)  was  held  to  constitute  an  appearance.  This  position  can  not  be 
maintained.  The  defendant  in  these  statements  and  recitals  of  the 
plea  was  simply  negativing  the  facts  that  the  cause  of  action  or  subject- 
matter  of  the  suit  had  its  origin  in  the  State  of, Ohio,  on  the  theory 
that  the  jurisdiction  of  this  court  over  said  defendant,  if  it  existed' 
under  the  Ohio  statute,  was  limited  to  cases  and  causes  of  action  arising 
from  or  under  its  business  transactions  in  this  State,  as  was  Held  in 
Oraver  v.  American  Exp.  Co.,  (11  Fed.  Eep.,  386;)  Smith  v.  Mutual  Life 
Ins.  Co.,  (14  Allen,  336  j)  and  Sawyers.  North  American  Life  Ins.  Co., 
(46  Vt,  607.)  The  correctness  or  incorrectness  of  this  theory  does  not 
affect  the  character  or  purpose  of  the  plea  or  make  it  a  defense  to  the 
merits  of  the  suit    The  plea  begins  by  saying : 

This  defendant,  appearing  specially  and  solely  to  object  to  tho  Jurisdiction  of  this 
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this  defendant  is  not  compellable  to  appear  in  response  to  said  write,  and  does  not 
accept  or  waive  service  thereof, 

and  prays,  in  conclusion,  not  for  the  dismissal  of  the  suit,  bnt  as  fol- 
lows: 

Wherefore'  this  defendant  prays  the  judgment  of  this  honorable  court  whether  It 
ought  to  be  required  to  appear  in  accordance  with  any  writ  of  subpoena  issued  in  said 
suit. 

This  plea  can  not  properly  be  construed  as  raising  or  presenting  an 
issue  upon  the  merits  of  the  bill,  such  as  will  operate  as  an  appearance 
on  the  part  of  said  defendant. 

In  Harknes8  v.JIyde  (98  XJ.  S.,  476)  a  motion  was  made  to  dismiss  the 
action,  bnt  was  argued  as  a  motion  to  set  aside  the  service,  and  was  so 
treated  by  the  court.  Mr.  Justice  Field,  in  stating  the  opinion  of  the 
court  in  that  case,  says : 

Illegality  in  a  proceeding  by  whioh  jurisdiction  is  to  be  obtained  is  in  no  case 
waived  by  the  appearance  of  the  defendant  for  the  purpose  of  oalling  the  attention 
of  the  court  to  such  irregularity.  It  is  only  when  he  pleads  to  the  merits  in  the  first 
instance,  without  insisting  upon  the  illegality,  that  the  objection  is  deemed  to  be 
waived. 

The  various  matters  relied  on  to  show  that  the  American  Bell  Tele- 
phone Company  is  to  be  found  in  Ohio,  and  subject  to  the  jurisdiction 
of  this  fcourt — such  as  its  ownership  of  the  telephone  instruments  used 
by  the  licensee  corporations;  the  ownership  of  stock  in  one  or  more  of 
the  local  companies;  the  rights  and  powers. reserved  to  it  of  resuming 
possession  of  its  telephone  instruments  and  taking  control  of  the  tele- 
phone business  in  the  event  of  default  on  the  part  of  the  licensee  cor- 
porations in  complying  with  the  provisions  of  the  license  contracts;  the 
sharing  in  the  gross  receipts  of  certain  portions  of  the  business  done; 
the  reservation  of  rents  and  royalties ;  the  right  to  make  changes,  and 
the  restrictions  and  limitations  imposed  upon  the  licensee  companies— 
neither  singly  nor  in  the  aggregate  established  the  two  essential  facts 
necessary  to  bring  the  American  Bell  Telephone  Company  within  the 
power  and  jurisdiction  of  this  court,  viz,  that  said  corporation  is  now, 
or  was  at  the  commencement  of  this  suit,  carrying  on  its  business  in 
the  State  of  Ohio,  and  that  it  had  a  "  managing  agent"  or  agents  repre- 
senting it  here.  The  truth  of  the  plea  being  assumed,  the  only  relation 
existing  between  the  American  Bell  Telephone  Company  and  the  local 
corporations  is  really  and  technically  that  of  lessor  and  lessee,  licenser 
and  licensee,  the  Bell  Telephone  Company  being  merely  the  lessor  of  the 
telephone  instruments  and  the  licenser  of  the  right  to  use  the  patent 
embodied  therein,  on  certain  terms  as  to  rents  and  royalties  and  other- 
wise agreed  npon  between  the  parties,  the  contracts  being  entered  into, 
not  in  Ohio,  bat  at  Boston,  Massachusetts. 

Our  conclusion,  therefore,  is  that  both  the  motion  of  the  American 
Bell  Telephone  Company,  so  far  as  it  raises  objection  to  the  legal  suffi- 
ciency of  the  returns  herein,  upon  their  face,  and  its  plea  in  abatement 

•>  the  jurisdiction  of  the  court  over  it,  be  suslaiued;  that  said  returns 
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be  quashed,  and  the  alleged  service  on  said  defendant  be  abated.  The 
plea  being  sustaihed,  and  availing  the  Americau  Bell  Telephone  Com- 
pany  u  so  fbr  as  in  law  and  equity  it  ought  to  avail,"  it  disposes  of  the 
case  so  Cur  as  said  corporation  is  concerned.  The  bill  is  accordingly 
dismissed  as  to%  said  American  Bell  Telephone  Company  for  want  of 
jurisdiction  over  it>  bat  without  prejudice  to  the  complainants.  Whether 
the  case  can  proceed  without  said  corporation  and  Alexander  Graham 
Bell  being  before  the  court  as  material  and  essential  parties,  it  is  not 
necessary  now  to  decide. 

Judges  Welker  and  Sage,  who  sat  with  the  circuit  judge  on  the  hear- 
ing of  said  motion  and  plea  in  abatement,  concur  in  the  reasoning  and 
conclusion  of  this  opinion. 


[Fatted  States  Circuit  Ceorfc-Distrlot  of  CooneetieBt] 

Bbtjfp  v.  Watbrbuby  Buckub  Company. 

Decided  November  26,1886. 
36  O.  G.,  1250. 

1.  BBUFF— ST7BPXHDIR-BUCKLB&. 

Letters  Patent  No.  296,035,  of  March  11, 1884,  to  John  W;  Bruff,  for  an  improve- 
ment  In  suspender-buokles,  constraed,  and  its  claims  sustained. 

2.  COKSTBUCIIOH  OF  CLAIMS. 

The  claims  of  this  patent  are  limited  to  a  suspender-bookie  having  a  spring- 
clamp,  and  the  first  claim  is  limited  to  a,  buckle  haying  a  spring-clamp  divided 
at  its  center. 

3.  &nrBDroBioarp— What  is. 

Each  of  the  claims  of  this  patent  being  limited  to  a  buckle  having  a  spring- 
clamp  composed  of  two  elastic  wings  or  arms  approaching  each  other,  but  not 
connected,  they  are  not  infringed  by  a  buckle  having  its  wings  or  arms  firmly 
joined,  and  possessing  no  more  resiliency  than  is  due  to  the  character  of  the 
material,  although  It  performs  all  the  functions  of  the  patented  buckle. 

Mr.  M.  D.  Connolly  for  the  plaintiff. 

Mr.  George  B.  Terry  and  Mr.  M.  B.  Philligp  for  the  defendant 

Shtpman,  J.: 

This  is  a  bill  in  equity  which  is  founded  upon  the  alleged, infringe- 
ment of  Letters  Patent  No.  295,035,  granted  to  John  W.  Bruff,  March 
11, 1884,  for  an  improvement  in  suspender-buckles.  The  invention  is 
clearly  stated  in  the  following  extract  from  the  specification  of  the  pat- 
ent: 

This  invention  has  relation  to  suspender-buckles,  and  has  for  its  object  the  provis- 
ion of  a  buckle  of  novel  construction,  wherein  the  snspender  cloth  or  web  will  be 
held  in  place  by  the  conjoint  pressure  of  a  spring-clamp  and  a  flanged  tongue,  while 
remaining  susceptible  of  ready  adjustment,  and  the  necessity  of  a  toothed  or  serrated 
fastening,  which  has  many  disadvantages,  entirely  dispensed  with. 

,In  suspender-buckles  as  commonly  used,  it  is  customary  to  employ  an  unyielding 
Metallic  frame,  with  a  toothed  or  serrated  tongue  pivoted  thereto,  while  various  ex- 
22386  PAT 17  _ 
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pedients  servo  us  the  means  of  attachment  of  the  suspender-straps,  the  hackle-frame 
constituting  the  part  to  which  the  straps  are  attached.  Where  a  toothed  or  serrated 
tongue  is  used,  it  is  more  or  less  objectionable,  because  it  is  not  only  troublesome  to 
adjust  and  fasten,  but  is  a  source  of  injury  and  disfigurement  to  fine  goods.  In  the 
employment  of  a  plain-edged  tongue,  as  the  same  has  been  applied,  it  ha*  heretofore 
been  found  difficult  to  render  the  tongue  effective  as  a  fastening.  This  difficulty  has 
been  owing  to  the  peculiar  relation  of  the  tongue  to  the  other  parts  of  the  buckle, 
and  the  absence  of  any  expedient  to  re-enforoe  the  delicate  pressure  which  the  tongue 
obtains  on  the  web. 

My  improvement  contemplates  obviating  these  disadvantages,  as  well  as  many 
others ;  and  hence  it  consists  in  the  novel  construction  of  the  buckle-frame  and 
tongue,  wherein  the  prominent  features  are,  first,  a  buckle-frame  made  of  sheet  metal, 
11  struck  up  "  or  bent  into  shape  and  formed  with  a  yielding  spring-clamp  to  embrace 
and,  with  the  tongue,  bind  the  web  or  suspender-cloth  and  hold  it  firmly  into  place; 
second,  a  flanged  plain-edged  buckle-tongue  constructed  and  adapted  for  the  at- 
tachment of  the  suspender-straps,  and  formed  so  as  to  rest  in  the  slot  in  the  back 
part  of  the  buckle-frame  and  impinge  upon  and  bind  the  suspender-cloth  or  web  be- 
tween its  flange  and  the  spring-clamp  of  the  frame. 

The  buckle-frame  is  made  by  stamping  or  cutting  the  blank  from  a 
sheet  of  metal,  and  then  by  "  striking  up  "  or  bending  inwardly  two 
wings  on  opposite  ends  of  the  blank  until  their  edges  are  brought  close 
together,  and  an  elongated  narrow  space,  in  which  the  suspender-cloth 
is  inclosed,  is  left  between  the  wings  and  the  front  part  of  the  frame. 
These  arms  are  elastic  and  "  produce  a  spring-damp  which  will  yield 
from  inside  pressure,  but  which  exert  a  binding  force  or  pressure 
against  the  web."  '    * 

The  claims  are  as  follows : 

1.  A  suspender- buckle  having  a  frame  or  bow  formed  with  a  spring-clamp  divided 
at  its  center  and  integral  therewith,  and  adapted  to  embrace  and  bind  the  web  or 
suspender-cloth,  substantially  as  described. 

JjL  In  a  suspender-buckle,  the  combination,  with  a  frame  or  bow  having  a  spring- 
clamp  to  embrace  the  web  or  suspender-oloth,  and  slotted  to  receive  a  tongue,  of  a 
buckle-tongue  adapted  for  the  attachment  of  the  suspender-straps,  and  having  a 
flanged  edge  or  lip  to  impinge  upon  the  web  or  cloth  and  hold  it  against  the  damp, 
substantially  as  described. 

3.  The  buckle-frame  or  bow  censisting  of  the  metallic  plate  A,  struck  up  or  bent 
into  shape,  and  having  the  inwardly-turned  leaves  or  wings  a  a,  forming  a  damp 
spring  or  springs,  and  forming  the  elongated  space  5,  substantially  as  described. 

4.  The  combination  of  the  buckle-frame  consisting  of  the  plate  A,  provided  with 
inwardly-bent  elastic  clamp-arms  a  a,  and  having  the  slot  e,  and  the  movable  tongue 
H,  fitting  and  working  in  said  slot  and  formed  with  the  flaugo  or  lip  A,  substan- 
tially as  described. 

Although  a  frame  to  receive  the  suspender-cloth  is  old,  the  invention 
described  in  each  claim  is  novel.  The  jiovelty  consists  in  the  impinging 
of  the  web  by  means  of  a  smooth-edged  buckle-tongue  having  its  bear- 
ing in  a  slot  in  the  front  part  of  the  buckle  against  a  spring-clamp, 
which  is  a  part  of  and  not  the  main  body  of  the  frame,  and  which  in- 
closes the  cloth.  A  spring-clamp  is  perhaps  unnecessarily  made  a  part 
of  each  claim.  The  patentee  apparently  thought  that  the  resistance- 
plate  must  necessarily  be  a  yielding  or  "  spring  "  plate.  The  defendant 
makes  two  forms  of  buckles  which  are  complained  of. 
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The  decision  in  regard  to  infringement  turns  upon  the  question 
whether  these  buckles  have  a  spring-clamp,  "Buckle  A"  has  a  long 
arm  or  wing  bent  inward,  and  under  a  short  bent  wing  on  the  other 
ride.  The  two  wings  form  the  elongated  space  in  which  the  web  is  in- 
closed. Not  being  secured  or  fastened  to  each  other,  they  make  a  spring- 
clamp  which  is  not  divided  at  its  center ;  and  therefore  the  first  claim 
is  not  infringed,  but  the  other  three  claims  are  infringed.  The  charge 
of  infringement  can  not  be  avoided  because  the  clamp  is  unequally  di- 
vided, and  although  the  long  arm  is  bent  under  the  short  one  and  makes 
a  comparatively  firm  plate,  I  think  that  it  can  properly  be  considered  a 
yielding  or  spring  plate.  "Buckle  B"  has  two  short  wings  turned  back 
and  securely  looked  to  each  other  by  a  separate  strip  of  metal  extend- 
ing across  the  width  of  the  front  part  of  the  frame  and  forming  the 
back  of  the  elongated  space.  I  can  not  see  in  this  buckle  a  "  spring- 
clamp9  or  elastic  clamp-arms.  It  possesses  only  the  spring  or  elasticity 
which  naturally  arises  from  the  resiliency  of  brass,  the  material  of 
which  it  is  composed.  The  back  of  the  buckle  seems  to  be  as  strong, 
firm,  and  unyielding  as  the  nature  of  the  material  will  permit  It  is 
true  that  the  buckle  performs  all  the  functions  of  buckle  A,  or  of  the 
patented  buckle ;  but  it  has  not  the  spring-clamp  which  is  a  part  of  each 
chum. 

Let  there  be  a  decree  against  making,  selling,  or  using  buckles  like 
Exhibit  A,  and  for  an  accounting. 


[Supremo  Court  of  fee  United  State] 

Greer  v.  Wilt. 

Decided  March  7, 1887. 

38  O.  G.,  1365. 
1.  FftuiT-DBins— Reynolds. 

Letters  Patent  No.  190,368,  granted  May  1, 1877,  to  Asa  Qainoy  Reynolds,  ex* 
amined,  and  the  fourth  claim  thereof  found  not  to  be  infringed  by  the  machine 
described  in  Letters  Patent  No.  231,056,  granted  October  26, 1879,  to  George  S. 
Otter. 

ft.  COKSTBUCTION  OF  CLAIM. 

A  claim  for  a  combination  of  mechanical  elements  can  not  be  construed  to  oover 
a  process  or  mode  of  operation,  bat  molt  be  limited  to  the  mechanical  features 
claimed  and  their  equivalents. 

3.  Sam. 

Claims  must  be  construed  with  reference  to  the  prior  state  of  the  art. 

4.  PBACTXGB  IX  THS  COUBTS. 

Prior  patents  not  set  up  in  the  answer  may  bo  introduced  in  evidence  to  show 
the  state  of  the  art  and  to  aid  in  the  construction  of  the  plaintiff's  claim,  though 
not  to  invalidate  that  claim  on  the  ground  of  want  of  novelty  when  properly 
construed.  Doctrine  in  Vanoe  v.  Campbell  (I  Black,  427, 430)  and  similar  cases 
affirmed. 

APPEAL  from  the  circuit  court  of  the  United  States  for  the  District 
at  Delaware. 
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Mr.  F.  0.  McOleary  for  the  appellant 
Mr.  Samuel  A.  Duncan  and  Mr.  Leonard  E.  Curtis  for  the  appellee. 

Mr.  Justice  Blatchford  delivered  the  opinion  of  the  court. 

This  is  a  suit  in  equity  brought  in  the  circuit  court  of  the  United 
States  for  the  district  of  Delaware  by  John  F.  Wilt  against  George  8. 
Grier  for  the  infringement  of  Letters  Patent  No.  190,368,  granted  to 
Asa  Quincy  Beynolds,  May  1, 1877,  for  an  improvement  in  automatic 
fruit-driers. 

The  specification,  drawings,  and  claims  of  the  patent  are  as  follows: 

Figure  1  is  a  partial  Motion  and  elevation  of  my  improved  fruit-drier,  showing  the 
same  as  being  located  over  an  ordinary  store,  and  illustrating  a  simple  means  of  ele- 
vating the  machine:  pig.  8  is  a  similar  view,  showing  the  drier  as  located  over  a 
large  furnace,  as  in  the  most  extensive  dry-houses.  Fig.  3  is  a  perspective  view,  illus- 
trating the  improved  drier  in  a  position  removed  from  over  an  ordinary  cooking-stove. 
Fig.  4  is  a  perspective  view  of  a  fragment  of  a  square  tray  or  section,  showing  more 
plainly  the  metallic  lining  and  the  sockets  and  pins,  which  may  be  conveniently  used 
in  this  form  of  tray.  Fig.  5  is  a  similar  view  of  a  fragment  of  a  round  tray  or  sec- 
tion, showing  also  the  tin  or  metallic  lining. 

Like  letters  of  reference  in  all  the  figures  indicate  corresponding  parts. 

The  object  of  my  invention  is  to  simplify  the  construction  of  the  fruit-driers  in 
common  use,  both  for  domestic  and  factory  purposes,  reducing  the  cost,  increasing 
the  efficiency,  and  rendering  thorn  easier  to  be  manipulated*  and  at  the  same  time 
Are-proof,  and  capable  of  being  enlarged  or  contracted  at  the  pleasure  of  the  operator, 
to  accomplish  all  of  which  it  (the  invention)  consists  in  certain  details  of  construc- 
tion and  combination  of  parts,  as  will  be  hereinafter  fully  described,  and  then  pointed 
out  in  the  claims. 

In  Fig.  1,  N  is  an  ordinary  stove  or  heating-drum,  over  which  is  located  the  drier, 
consisting  of  a  number  of  trays  so  constructed  as  that  any  one  will  receive  a  similar 
one  above,  and  also  fit  over  a  similar  one  below.  For  the  lighter  forms  of  driers  I 
propose  to  make  these  trays  of  the  ordinary  sieves,  or  build  them  in  the  same  man- 
ner, with  perhaps  two  or  more  braces  beneath  the  foraminated  bottom,  to  give  it 
sufficient  strength  to  support  the  weight  of  fruit.  K  is  the  main  body  of  the  tray, 
having  a  surrounding  hoop,  L.  The  several  trays  being  of  one  size  (save  the  upper- 
most, to  be  hereinafter  described),  it  will  be  observed  that  each  one  will  form  a  sec- 
tion of  the  wail  of  the  drier,  no  matter  what  its  position,  and  that  this  wall  may  be 
increased  in  height  as  much  as  desired  or  found  necessary. 

A  is  a  crane,  and  B  a  rope  or  chain  running  over  it,  and  controlled  by  the  windlass  O. 
From  the  crow-bars  C  the  ropes  or  chains  G  depend,  and  these  are  made  to  suspend 
the  drier  through  the  medium  of  the  handles  H  H,  dec,  upon  each  tray.  In  order  to 
prevent  the  drier  from  tipping  when  elevated,  three  or  more  handles  should  be  em- 
ployed in  connection,  with  a  corresponding  number  of  chains  or  ropes,  G. 

At  M  is  shown  an  iron  ring,  snpported  slightly  above  the  top  of  the  stove  N,  and 
upon  which  the  lower  tray  rests.    The  drier  is  built  up  as  follows : 

Fruit  having  been  suitably  disposed  in  a  tray,  the  hooks  upon  the  lower  ends  of 
the  ropes  G  are  placed  under  two  or  more  of  the  handles  H  H,  on  the  lowermost  tray 
of  the  drier  already  over  the  stove,  and  the  whole  is  elevated  by  means  of  the  wind- 
lass, O,  a  trifle  more  than  the  depth  of  one  tray.  The  fresh  tray  is  then  placed  upon 
the  ring  M,  and  those  above  lowered  upon  it,  being  so  guided  by  the  hands  that  the 
hoop  of  the  one  to  which  the  ropes  are  attached  will  fit  over  the  top  of  the  one  placed 
thereunder.  In  this  way  the  drier  may  be  built  as  high  as  desired  by  the  successive 
introduction  of  trays  below.  The  swinging  crane  and  windlass  combined  is  regarded 
as  the  simplest  means  likely  to  be  employed  for  elevating  the  drier.  r~ 
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As  the  drying  progresses  and  the  trays  are  elevated,  the  fruit  therein  becomes  more 
and  more  compact  or  shriveled  op,  leaving  a  comparatively  free  passage  for  the  heated 
air  through  the  'body  of  the  drier,  in  consequence  of  which  very  mnoh  of  said  air 
would  pass  off  without  accomplishing  the  work  intended,  and  the  partially-cured  fruit 
occupying  considerably  less  space  than  the  fresh,  it  is  desirable  that  one  or  more 
•mailer  sised  trays  be  provided  for  its  reception. 


Upon  the  top  of  the  uppermost  of  the  main  series  of  trays  I  place  a  flange,  P,  hav- 
ing a  circular  opening,  with  upwardly  projecting  collar,  over  whioh  flange  is  located 
the  tray  E',  made  in  all  respects  similar  to  those  below  save  as  to  its  size.  This  flange 
serves  to  contract  the  flue  formed  by  the  series  of  trays  below,  and  if  the  partially- 
dried  fruit  be  placed  in  the  tray  E  it  will  partially  retard  the  flow  of  the  air,  and 
thus  utilise  so  mnoh  thereof  as  would  otherwise  be  wasted  in  the  completion  of  the 
drying  process.  Above  the  flange  F  any  number  of  small  trays,  E,  may  be  placed, 
being  matched  one  upon  the  other  in  a  manner  similar  to  those  below. 

Within  each  tray  I  propose  to  place  a  metallic  lining,  1 1,  (preferably  of  bright  tin), 
the  object  of  whioh  is  to  protect  the  wood  of  the  trays  from  heat  and  prevent  moisture 
from  penetrating  the  same. 

Iu  Fig.  2  the  series  of  trays  forming  the  dry-house  is  shown  as  located  over  a  large 
furnace  placed  below  the  flooring  Q.  Tbis  form  is  intended  for  the  larger  sizes  of 
dry-houses,  and  is  not  different  in  principle  or  construction  from  that  already  de- 
scribed, except  in  that  no  hoops  are  illustrated  as  being  placed  upon  the  trays.  These 
may  be  connected  or  matched  with  each  other  by  any  desirable  and  appropriate 
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It  may  be  found  advantageous  to  construct  the  trays  in  other  forms  than  circular, 
as  indicated  in  Fig.  4,  wherein  the  pin  p  and  socket  P  are  secured  at  suitable  pointe 
upon  the  outside,  and  arranged  to  engage  with  similar  sockets  and  pins  upon  the 
trays,  above  and  below,  after  the  manner  adopted  in  "molder*'  flasks,"  and  the  like* 


JS*4 


With  the  swinging  crane  the  drier  may  be  removed  from  over  the  stove,  as  shown 
at- Fig.  3,  when  the  ordinary  cooking  operations  may  be  performed  and  the  drier  re- 
turned at  pleasure;  or,  if  desirable,  the  driers  my  be  elevated  above  the  stove,  leav- 
ing sufficient  space  between  the  two  for  the  cookinfe  utensils,  and  thus  the  drying 
and  cooking  processes  be  conducted  simultaneously. 


At  D,  Figs.  1  and  2,  is  a  swivel-connection,  by  means  of  which  the  series  of  traya 
may  be  revolved,  and  thus  the  drying  equalised  throughout. 

As  fast  as  the  fruit  is  thoroughly  oared  the  trays  are  removed  from  the  top,  and 
may  then  be  inserted  at  bottom,  after  having  been  charged  with  a  fresh  supply. 

In  all  fruit-driers  it  is  observed  that  the  material  is  liable  to  contract  or  shrivel  in 
such  manner  as  to  open  passages  for  the  heated  air,  in  consequence  of  which  the  fruit 
in  the  trays  is  unequally  dried,  the  air  passing  off  through  these  passages  without 
coming  in  contact  with  the  surrounding  fruit.  This  difficulty  has  given  riao  to 
numerous  inventions  calculated  to  obviate  it,  among  the  most  notioeable  of  which 
are  revolving  trays  and  revolving  covers  or  shields  for  said  trays.  These  are  found  In 
practice  expensive  to  build,  diffioult  to  handle  and  move,  and  liable  to  get  out  of 
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older;  and  it  is  a  very  important  feature  of  the  present  invention  to  do  away  with 
an  these  objections.  ' 

This  I  accomplish  by  the  introduction  of  *  fan-wheel  calculated  to  retard  the  as- 
cending currents  of  heated  air,  and  to  distribute  them  uniformly  across  the  whole 
area  of  the  fruit-containing  tray. 


In  Fig.  1,  the  wheel  W,  composed  of  a  series  of  inclined  blades,  is  pivoted  between 
the  two  bars  gg,  which  are  attached  to  the  metallic  lining  *,  before  alluded  to.  It  is 
sufficiently  elevated  above  the  forammated  bottom  I  as  not  to  interfere  with  the 
placing  of  fruit  upon  said  bottom,  if  desired.  The  inclined  blades  cause  the  wheel 
to  be  rapidly  revolved  by  the  ascending  currents  of  air,  and  these,  meeting  with  a 
resistance,  are  compelled  to  pass  by  the  blades  in  a  uniform  manner,  said  blades 
being  so  cut  or  separated  as  that  they  shall  permit  the  passage  of  an  equal  quantity 
of  air  at  every  point  below  the  bottom  of  the  tray  placed  next  above.  Any  number 
of  these  fans  may  be  placed  in  the  series  of  trays,  as  is  apparent  from  the  construc- 
tion above  described.  They  are  automatically  operated,  not  liable  to  get  out  of 
repair,  and  they  are  found  to  be  very  efficient  for  the  purposes  intended.  If  the  cur- 
rents of  air  be  very  rapid  and  strong,  the  revolutions  of  the  wheels  are  correspond- 
ingly rapid,  and  thus,  under  all  circumstances,  the  said  currents  are  automatically 
regulated  and  always  evenly  distributed.  n 

For  the  larger-sized  driers  the  wheel  W  may  advantageously  be  plaoed  immedi- 
ately over  the  funnel-mouth  8,  conducting  the  heated  air  from  the  furnace  below,  as 
hi  Fig.  2.  'It  may  be  pivoted  in  any  desirable  way,  and  other  fans  may  be  distributed 
it  the  series  of  trays. 
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When  the  trays  are  made  in  square  form,  one  Ian  occupying  as  mnoh  space  therein 
as  possible  will  be  found  to  work  satisfactorily.  If  the  trays  be  made  oblong,  then 
two  fans  might  be  introduced,  the  better  to  occupy  the  necessary  space.  They  should* 
of  course,  be  made  to  work  upon  about  the  ss  me  level.  These  wheels  have  now  oome 
to  be  denominated  "  flutter-wheels,"  and  I  desire  to  be  understood  as  not  limiting^ my 
invention  to  any  particular  number  to  be  employed,  to  any  specified  location  of  said 
wheels  in  the  drier,  or  to  any  particular  method  of  suspending  the  same,  so  long  as 
they  are  made  to  revolve  independently  of  the  trays  and  to  accomplish  the  results  in- 
tended. 

Having  thus  fully  described  my  invention,  what  I  olaim  as  dew,  and  desire  to  secure 
by  letters  patent,  is— 

1.  In  combination  with  a  series  of  fruit-drying  trays,  located  one  above  the  other,  a 
second  or  supplementary  series  smaller  than  the  first,  and  adapted  to  operate  as  and 
for  the  purposes  explained.  ' 

2.  The  plate  F,  adapted  to  cover  the  flue  formed  T>y  the  lower  series  of  trays,  and 
to  receive  and  hold  the  upper  series,  the  whole  being  arranged  and  combined  substan- 
tially ae  set  forth. 

3.  In  combination  with  a  fruit-drying  tray,  a  fan-wheel  operated  by  the  ascending 
currents  of  heated  air,  movable  independently  ,of  said  tray,  and  adapted  to  equalise 
the  currents  of  sir,  in  the  manner  set  forth. 

4.  In  combination  with  a  fruit-drier,  the  outer  wall  of  which  is  made  up  of  the 
frames  of  the  several  trays,  as -explained,  a  suspending  device,  operating  substan- 
tially as  described,  and  supporting  said  drier  from  a  point  in  or  on  the  lowermost 
tray  thereof,  for  the  objects  named.1 

6.  In  combination  with  a  fruit-drier  adapted  to  be  elevated,  in  the  manner  described, 
and  suspended  above  a  stove  or  furnace,  a  suspending  devioe,  substantially  as  shown, 
provided  with  a  swivel-connection,  ss  and  for  the  purposes  set  forth. 

Infringement  of  the  fourth  claim  only  is  alleged,  the  defendant's  ap- 
paratus being  that  described  in  Letters  Patent  No.  221,056,  granted  to 
him  October  28, 1879,  for  an  improvement  in  fruit-driers. 

ftie  description  rind  drawings  of  that  apparatus  in  the  specification 
of  that  patent  are  as  follows : 

The  nature  of  my  invention  consists  in  the  construction  and  arrangement  of  a  fruit- 
evaporator,  ss  will  be  hereinafter  more  fully  set  forth. 

In  order  to  enable  others  skilled  in  the  art  to  which  my  invention  appertains  to  make 
and  use  the  same,  I  will  now  proceed  to  describe  its  construction  and  operation,  refer- 
ring to  the  annexed  drawings,  in  which— 

Figure  1  is  a  side  elevation  of  my  improved  fruit-evaporator.  Fig.  2  is  a  sectional 
view  of  the  same.  Fig.  3  shows  the  bottom  of  the  drier.  Fig.  4  is  a  vertical  section 
of  the  root    Fig.  5  shows  one  of  the  boxes  with  removable  trays. 

A  represents  a  bed-frame,  of  suitable  dimensions,  provided  with  four  upright  posts, 
B  B,  between  which  the  boxes  are  placed  for  forming  the  walls  of  the  evaporator  and 
holding  the  trays.  In  the  bottom  frame,  A,  are  two  straight  bars,  C  C,  oroesingeaoh 
other  at  right  angles  in  the*  center  and  dividing  the  bottom  of  the  evaporator  into 
frur  equal  divisions.  In  each  division  is  arranged  a  series  of  inolined  slats,  a  o,  and 
the  four  series  of  said  slats  are  inclined  outward  in  the  four  different  directions, 
whereby,  when  the  evaporator  is  set  over  the  furnace,  the  ourcant  of  hot  air  as  it  as- 
cends is  directed  to  the  sides  of  the  machine. 

D  D  represents  the  boxes  which  go  to  form  the  walls  of  the  evaporator,  and  which  are 
open  at  top  and  bottom.  Each  box  contains  one  or  more  removable  trays,  b9  which 
test  upon  cleats  d  on  the  inside  of  the  box. 

The  upper  edges  of  the  side  bars  df  each  box  D  are  made  V-shaped,  while  in  their 
under  edges  are  made  corresponding  grooves  so  that  the  boxes  will  fit  close  together 
and  can  easily  be  moved  back  and  forth. 
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The  outer  sides  of  these  side  bars  of  the  boxes  have  two  or  more  horizontal  notches 
xxy  at  each  end,  into  which  take  pivoted  pawls  k  a.  These  pawls  are  pivoted  to 
vertically-movable  posts  or  uprights  1 1,  which  are' connected  to  the  stationary  corner- 
posts  B  B  by  means  of  rods  or  bars  m,  attached  to  each  post  I,  and  passing  vertically 
through  eyes  i  in  a  groove  on  the  stationary  post  B. 


*** 


Each  movable  upright  I  is  provided  with  a  rack-bar,  »,  and  the  two  rack-bars  on 
the  same  side  of  the  evaporator  are  operated  by  pinions  p  on  a  horizontal  shaft  H. 
The  two  shafts  H  H,  on  opposite  sides  of  the  evaporator,  are  operated  by  worms  J  J 
on  a  shaft,  K,  at  one  end  of  the  evaporator,  said  worms  taking  into  gear-wheels  L  L 
on  the  ends  of  the  shafts  H  H.  The  shaft  K  is  provided  with  hand-wheels  M  M  for 
turning  the  same, 

In  operation,  the  first  box,  having  its  tray  or  trays  filled  with  fruit,  is  pushed  in 
over  the  heater  or  furnace,  and  after  being  there,  say,  about  ten  minutes,  more  or  less, 
as  desired,  it  is  raised  up  by  the  gearing  and  the  pawls  A,  attached  to  the  movable 
uprights  I,  and  another  or  second  box,  similarly  filled  with  fruits,  pushed  in  under 
the  first,  and  the  first  lowered  down  on  the  second,  and  sq  on  until  twenty  or  more 
boxes  with  trays  have  been  arranged  to  form  the  evaporator. 

It  will  be  noticed  that  with  my  mechanism  I  lift  each  box  independently  of  the 
others,  so  that  I  can  lift  a  portion  above,  leaving  the  boxes  of  the  lower  part  station- 
ary by  disengaging  the  pawls  below.  This  enables  the  operator  to  examine  any  one 
or  more  of  the  boxes  by  sliding  them  out  while  those  above  are  suspended. 
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N  represents  the  oover  with  central  stack  0.  This  cover  is  pat  on  the  first  box 
to  cause  a  draft,  and  it  is  raised  by  resting  on  the  top  or  first  box,  so  that  the 
evaporator  Is  complete  at  all  times,  whether  one  or  twenty,  or  more,  boxes  are  in- 


In  the  cover  N  is  a  bottom,  P,  which  does  not  extend  to  the  outer  edges  of  the 
corer,  thereby  causing  the  vapor  and  heated  air  to  be  drawn  from  the  middle  to  the 
•sides  to  dry  evenly ;  aid  it  also  sids  in  carrying  off  the  fumes  of  the  sulphur  when 
such  is  used  to  bleach  the  fruit. 

I  am  aware  that  a  fruit-evaporator  has  been  made  with  upright  sliding  bars  or 
posts  provided  with  spring-pawls,  which  pass  under  the  trays  to  support  the  same ; 
but  in  such  case  the  pawls  are  inaccessible,  and  none  of  them  can  be  thrown  out  of 
the  way,  whereas  in  my  case  the  operator  can  easily  disengage  any  one  or  more  pawls 
on  each  post,  so  as  to  lift  any.  one  or  more  boxes,  or  all  the  boxes  together,  as  may  be 
desired. 

The  case  was  brought  to  a  hearing  on  pleadings  and  proofs,  the  main 
issue  raised  by  the  answer  and  contested  being  that  of  infringement. 
The  circuit  court  entered  a  decree  in  favor  of  the  plaintiff,  awarding  a 
perpetual  injunction  and  a  reference  as  to  profits  and  damages,  in  pur- 
suance of  which  a  final  decree  was  rendered  against  the  defendant  for 
$1,018.97,  with  interest  and  costs,  from  which  he  has  appealed. 

The  circuit  court  in  its  decision  (19  O.  Om  427, 5  Fed.  Bep.,  450)  said : 

This  patent  [the  plaintiff's]  is  for  an  improvement  in  automatic  fruit-driers,  and 
its  peculiarity  and  novelty  consist  in  mechanical  arrangements  and  devices  by  which 
a  stack  of  trays  fitting  into  each  other,  the  outer  edges  of  which  constitute  the  outer 
side  of  the  stack  of  trays  or  drying-house,  are  moved  upward  and  suspended  by  at- 
tachments to  the  lower  tray,  in  order  that  a  fresh  tray  of  fruit  can  be  inserted  at  the 
bottom,  and  the  process  repeated  at  pleasure,  thus  building  up  the  drying-house  or 
stack  from  the  bottom.  It  is  not  contended  that  the  patentee  is  the  inventor  of  the 
movable  trays,  the  outer  walls  of  which  constitute  the  drying-house.  It  is  admitted 
that  the  existence  of  suoh  trays  for  such  purpose  is  old  in  the  art ;  but  the  complain- 
ant contends  that  the  patentee  is  tho  originator  of  an  idea,  which  is  a  novel  and  use- 
ful one,  of  raising  the  stacks  of  trays  from  a  point  on  the  lower  most  tray  of  the  stack, 


DECISIONS  OF  U.  8.  COUBT8  IN  PATENT  CASES.  267 

thus  making  an  opening  for  the  insertion  of*  fresh  tray  containing  fruit,  and  in  this 
manner  building  the  stack  np  from  the  bottom  instead  of  from  the  top,  *  •  •  the 
object  and  value  of  the  patent  consisting  not  in  the  use  of  any  special  machinery  for 
derating  the  stack  for  the  purposes  intended,  but  the  elevation  and  opening  of  the 
said  stack  at  the  bottom  for  those  purposes  by  any  machinerjr  best  calculated  to  at- 
tain that  end.  •  •  •  The  court  is  therefore  of  the  opinion  that  any  attempt  by 
defendant  or  any  other  person  to  elevate  the  stack  of  trays  so  constructed  as  afore- 
said, and  from  a  point  at  or  on  the  lowermost  tray  thereof,  so  as  to  insert  new  trays 
at  the  bottom  successively  by  any  mechanism  whatever  adapted  to  accomplish  thai 
purpose,  and  which  is  a  mechanical  equivalent  to  the  means  employed  by  the  com*  • 
plainant,  is  an  infringement  of  his  patent.    •    •    • 

The  two  machines,  as  will  be  manifest  upon  reference  to  the  specifications  and  draw- 
ings in  the  respective  patents,  are  alike  in  principle,  having  a  stack  in  each  ease  com- 
posed of  sections  of  trays  fitting  upon  and  into  each  other,  the  outer  wall  of  which 
makes  np  and  forms  the  exterior  of  said  stack  or  drying-house,  and  they  are  also  alike 
in  their  purpose  and  capacity  of  being  moved  upward  from  a  point  in  or  on  the  lower- 
most tray,  and  of  being  suspended  in  that  position  so  as  to  admit  the  insertion  of  fresh 
trays  in  succession.  They  are  nnlike  in  their  respective  appliances  and  devices  by 
which  these  objects  are  accomplished,  and  also  in  the  facility  by  which  intermediate 
trays  between  the  top  and  bottom  can  be  removed.  The  devices  by  which  the  stack 
of  trays  in  the  complainant's  patent  are  elevated  in  the  manner  described  for  the 
purposes  mentioned  are  the  cord  and  pulley  passing  over  an  upright  crane  regulated 
by  a  windlass  or  wheel  and  axle,  with  its  ratchet  and  pawls,  *  *  *  the  point  of 
suspension  •  •  •  being  directly  over  the  center  of  the  stack;  and  from  the  ends  of 
the  crossbars  to  which  the  rope  passing  through  the  pulley  is  attached  depend  ropes 
or  ohains  which  are  attached  by  hooks  to  handles  upon  the  lowermost  tray  to  be  re- 
moved, thus  contributing  both  a  lifting  and  suspending  device.    •    •    • 

The  machine  embodying  the  defendant's  invention  •  •  •  exhibits  the  follow- 
ing means  for  effecting  the  elevation  of  the  stack  of  trays  and  their  suspension  for 
the  purpose  of  allowing  new  trays  to  be  inserted  at  the  bottom,  to  wit :  four  mova- 
ble uprights,  each  having  a  series  of  pivoted  pawls,  and  arranged  to  slide  in  four 
stationary  posts  secured  in  a  frame,  in  combination  with  a  series  of  boxes  or  trays 
having  notches  in  their  sides,  whereby  the  boxes  may  be  lifted  independently  of  each 
other  or  all  together.  The  power  is  applied  through  the  medium  of  two  worms  situ- 
ated st  each  end  of  a  drum  or  shaft  extending  along  the  side  of  and  at  least  the  width 
of  tho  stack  to  be  lifted.  These  worms  engage  into  appropriate  cog-wheels  affixed 
to  two  other  drums  or  shafts  running  at  right  angles  to  the  first-named  shaft  on  op- 
posite sides  of  the  stack  and  extend  horizontally  the  length  of  tho  same.  Upon  each 
of  these  last-mentioned  shafts  are  geared,  at  the  ends  of  the  same,  small  cog-wheels, 
which  in  turn  gear  into  vertical  rack-bars  on  the  four  sliding  posts  of  the  machine. 
The  power  is  applied  by  means  of  a  crank  at  the  end  of  the  first-named  drum  or 
shaft 

Now,  here  is  undoubtedly  a  contrivance  and  device  by  which  the  novel  and  useful 
invention,  first  patented  in  the  Reynolds  patent,  •  *  •  of  elevating  the  stack  of 
trays  from  a  point  in  or  on  the  lowermost  tray  thereof,  so  as  to  permit  the  insertion 
of  a  fresh  tray  at  the  bottom,  is  accomplished.  It  matters  not  whether  this  device 
has  the  capacity  of  lifting  the  upper  trays  in  the  series  so  as  to  open  the  same  for  In- 
spection or  for  any  other  purposes.  So  long  as  it  accomplishes  the  purpose  or  pos- 
sesses the  capacity  of  moving  up  tho  whole  series  of  trays  from  a  point  on  the  lower- 
most tray  of  the  same,  so  ss  to  permit  the  introduction  of  a  fresh  tray,  it  Is  in  that 
respect  an  infringement  of  the  complainant's  patent;  nor  is  this  conclusion  altered 
because  of  any  supposed  advantages  gained  by  the  greater  facility  afforded  by  the 
Orier  patent  in  opening  the  stack  at  any  point  above  the  lowermost  tray  for  pur- 
poses of  inspection  or  otherwise.  •  •  •  The  court,  upon  the  best  consideration  it 
can  give  to  this  subject,  has  come  to  the  conclusion  that  the  defendant  in  this  ceuer 
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has  used  in  the  elevation  and  suspension  of.  the  stack  of  trays  in  his  drier  meohani- 
cal  .appliances  and  contrivances  which,  while  they  differ  somewhat  in  form  from  . 
those  used  by  the  complainant,  are  mechanical  substitutes  and  equivalents  for  the 
same ;  and  in  the  use  of  the  same  for  the  accomplishment  of  the  same  results  as  those  • 
produced  by  the  complainant's  invention  the  defendant  has  infringed  upon  the  ex- 
elusive  rights  secured  to  the  complainant. 

The  specification  of  the  plaintiff's  patent  states  that  the  invention 
"consists  in  certain  details  of  construction  and  combinations  of  parts." 
The  existence  in  a  fruit-drier  of  movable  trays  the  outer  walls  of  which 
constitute  the  drying-house  being  old,  the  subject  of  the  fourth  claim 
is  the  arrangement,  in  a  fruit-drier  with  such  trays,  of  a  suspending 
device  connected  with  the  drier  in  or  on  the  lowermost  tray,  so  as  to 
raise  that  tray,  with  all  the  trays  above  it,  and  allow  the  insertion  un- 
derneath all  of  a  fresh  tray,  and  then  lower  the  trays  above  it,  and 
couple  the  suspending  device  again  to  the  lowermost  tray,  Mid  so  on. 
This  is  the  effect  or  result  of  the  mode  of  operation  of  the  devices.  The 
claim,  however,  is  not  for  a  process,  but  is  only  for  mechanism.  The 
decision  of  the  circuit  court  seems  to  be  based  on  the  view  that  the 
claim  covers  all  methods  of  raising  the  lowermost  tray  with  those  above 
it,  if  opportunity  is  g*v*n  to  insert  a  fresh  tray  underneath,  and  that, 
while  the  appliances  and  devices  of  the  plaintiff  and  defendant  are  un- 
like each  other,  the  defendant  infringes  because  he  attains  the  same 
result,  of  inserting  a  fresh  tray  underneath,  while  the  trays  before  in- 
serted are  moved  up  and  held  up  by  a  force  imparted  to  the  lowermost 
one  of  them.  The  decision  describes  the  invention  as  consisting  in 
11  elevating  the  stack  of  trays  from  a  point  in  or  on  the  lowermost  tray 
thereof,  so  as  to  permit  the  insertion  of  a  fresh  tray  at  the  bottom,"  and 
it  in  effect  regards  all  mechanism  for  causing  such  elevation  in  such 
manner  as  a  mechanical  equivalent  for  the  patented  mechanism,  be- 
cause the  result  is  to  allow  a  fresh  tray  to  be  inserted  underneath,  and 
this  is  the  view  urged  here  by  the  appellee. 

The  defendant  introduced  in  evidence  three  United  States  patents 
—one  to  Adam  Snyder,  No.  48,733,  July  11, 1865,  for  a  fruit-drier;  one 
to  Joseph  B.  Okey  and  Ferdinand  A.  Lehr,No.  108,289,  October  11, 
1870,  for  an  im  provement  in  fruit-driers,  and  one  to  Joel  Orlando  But- 
ton, No.  155,286,  September  22, 1874,  for  an  improvement  in  fruit-driers. 
Their  introduction  was  objected  to  by  the  plaintiff,  because  they  were 
not  set  up  in  the  answer ;  but  they  were  receivable  in  evidence  to  show 
the  state  of  the  art  and  to  aid  in  the  construction  of  the  plaintiff's  claim, 
though  not  to  invalidate  that  claim  on  the  ground  of  want  of  novelty 
when  properly  construed.  (Vance  v.  Campbell,  1  Black,  427,430;  Bail- 
road  Co.  v.  Dubois,  12  Wall.,  47,  65;  Brown  v.  Piper,  91  IT.  S.,  37,41; 
Eachus  v.  Broomall,  115  TJ.  S.,  429, 434.) 

The  Snyder  patent  and  the  Okey  and  Lehr  patent  show,  each  of  them, 
in  a  fruit-drier,  a  series  of  trays  arranged  one  above  another,  so  that  the 
frames  of  the  trays  form  the  wall  of  the  drier.  The  Button  patent 
shows  a  fruit-drier  within  which  is  a  movable  frame,  which  carries  racks 
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that  rest  upon  each  other.  The  racks  are  inserted  through  a  door 
immediately  above  the  frame, one  by  one,  and  each  one  is  separately 
elevated  on  the  frame  by  cam-levers  till  it  is  held  by  spring-catches, 
which  move  back  while  a  rack  is  being  elevated,  and  as  soon  as  it  passes 
spring  oat  and  support  it  while  the  frame  is  being  lowered  for  another 
rack.  Each  rack  goes  up  with  the  frame,  and,  having  been  inserted  at 
the  extreme  bottom,  it  carries  up  the  racks  above  it  when  it  reaches 
them,  and  so  on  until  they  can  be  successively  taken  out  at  the  top. 
The  frames  of  the  trays,  which  thus  rest  on  each  other,  constitute,  in  a 
measure  and  to  a  degree,  the  walls  of  a  chamber  in  which  the  drying 
takes  place. 

Movable  trays  the  outer  walls  of  which  constituted  the  drying-cham- 
bers being  old,  and  apparatus  having  existed  before  to  raise  a  tray  or 
rack  and  a  column  of  racks  above  it,  and  insert  a  fresh  one  at  the  bot- 
tom, and  the  two  haviug  been  used  in  connection,  the  fourth  claim  of 
the  plaintiffs  patent  must  be  limited  to  the  mechanism  described  and 
shown.    The  circttit  court  made  no  reference  to  the  Button  patent 

The  plaintiff's  patent  describes  and  claims  "a  suspending  device 
operating  substantially  as  described."  The  defendant  has  no  such 
suspending  device.  The  plaintiff  has  a  crane  with  suspended  ropes, 
and  his  lowermost  tray,  while  being  raised,  necessarily  carries  on  it 
the  weight  of  all  the  trays  and  fruit  above  it.  In  the  defendants 
apparatus  each  tray  can  be  lifted  independently  of  the  others,  and  each 
tray  is  supported  independently,  so  that  the  weight  of  the  series  of 
trays  and  of  the  fruit  on  them  need  not  rest  entirely  on  the  lowermost 
tray.  This*  result  being  different  from  that  in  the  plaintiffs  device,  the 
mechanism  is  different  and  is  not  an  equivalent  of  that  of  the  plaintiff 
any  more  than  the  plaintiff's  is  the  equivalent  of  Button's.  The  fourth 
claim  of  the  patent,  if  valid,  can  not  be  construed  so  as  to  cover  the  de- 
fendant's apparatus. 

The  decree  of  the  circuit  court  is  reversed,  and  the  case  is  remanded 
to  that  court,  with  a  direction  to  dismiss  the  bill  of  complaint,  with 
costs. 


[United  States  Circuit  Court-District  of  Msssscnusetts.] 

Lamson  Cash  Bail  way  Company  v.  Osgood  Cash  Cab  Company 

ET  AL. 

Decided  November  24, 1886. 

38  O.  G.,  1490. 

1.  Infringement— Prior  Invention— Sufficiency  of  Evidence— Patent  No. 

296,172,  for  Improvement  in  Cash  and  Parcel  Carrying  System. 

In  a  suit  for  infringement  of  a  patent,  the  defense  being  that  defendant  was 
the  first  inventor,  the  fact  that  soon  after  the  time  of  his  alleged  invention  he 
applied  for  a  patent  relating  to  the  same  subject,  which  he  based  on  an  entirely 
different  principle,  overcomes,  his  and  his  witness'  testimony  that  he  was  the  first 
inventor, 
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S.  Haydet  Patbnt  o»  May  3,  1881,  No.  241,008. 

The  Hayden  patent  of  May  3, 1881,No.  241,006,  describing,  among  other  things, 
an  extensible  holder  attached  to  a  frame  supported  on  wheels,  the  specification 
of  which  is  as  follows—"  One  of  the  principal  difficulties  in  constructing  a  carrier 
of  this  character  has  been  to  adapt  it  to  retain  both  large  and  small  artioles,  as 
well  as  articles  of  irregular  shape— a  difficulty  which  I  have  overcome  by  eon* 
neoting  the  holder  C  flexibly  to  the  frame.  I  hare  adopted  various  modes  of  se- 
curing a  flexible  connection— for  instance,  I  have  used  a  orate  or  frame  or  basket 
Jn  connection  with  elastic  straps,  suspending  it  from  the  frame  A,  or  I  have  used 
a  holder  made  of  elastic  straps.  In  either  oase  the  article,  whether  large  or 
small,  is  pressed  up  against  the  frame  by  the  elasticity  of  the  holder  "—includes 
a  holder  extensibly  connected  to  the  frame  as  well  as  a  holder  extensible  in  it- 
self. 

Mr.  S.  F.  Thuriton,  Mr.  M.  B.  PhiUippi  and  Jlfr.  B.  C.  Oilman  for  the. 
complainant 
Mr.  J.  L.  8.  Roberts  and  Mr.  Rodney  Lund  for  the  defendants. 

Oolt,  J.: 

This  suit  is  brought  on  Letters  Patent  No.  296,172,  dated  March  18, 
1884,  issued  to  Warren  S.  Hill,  for  improvement  in  cash  and  parcel 
carrying  system ;  also  on  letters  patent  granted  to  Harris  H.  Hayden, 
dated  May  3, 1881,  and  numbered  241,008,  for  improvement  in  store- 
service  apparatus.  Another  Hayden  patent,  dated  August  14, 1883,  is 
included  in  the  bill,  but  not  pressed  at  the  hearing.  The  defendants  are 
charged  with  infringement  of  the  first  and  third  claims  of  the  Hill  pat- 
ent, which  are  as  follows : 

1.  In  a  cash  and  parcel  carrying  system,  a  oar  provided  with  a  pivoted  hooked  arm 
held  against  a  stop  by  a  spring,  and  a  buffer  disposed  axially  on  the  wireway,  con- 
sisting of  a  fixed  part  secured  to  the  wire,  and  a  yielding  part  moving  against  a 
spring,  and  having  a  retaining-flange  to  engage  with  the  pivoted  hooked  arm,  sub- 
stantially as  set  forth. 

3.  In  a  cash-carrying  car,  the  combination  of  the  handle  <F,  made  integral  with  the 
pivoted  hooked  arm  D,  the  stop  d,  spring  g,  and  frame  a',  substantially  as  shown  and 
described. 

Hill's  improvement  has  special  reference  to  mechanism  employed  to 
stop  and  retain  the  car  when  it  has  reached  the  end  of  its  run.  Great 
difficulty  had  previously  been  experienced  in  the  construction  of  suita- 
ble mechanism  to  accomplish  this.  HilPs  devices  seem  to  have  overcome 
this  difficulty,  and  thus  to  have  made  the  cash-carrying  system  a  commer- 
cial success.  These  devices  consist  in  providing  the  oar  with  a  pivoted 
hooked  arm  held  against  a  stop  by  a  spring,  and  a  buffer  consisting  of 
a  fixed  part  secured  to  the  wire  and  a  yielding  part  moved  against  a 
spring  and  having  a  flange  to  engage  with  the  pivoted  hooked  arm. 
The  first  claim  is  for  the  combination  of  the  pivoted  hooked  arm  and 
the  buffer,  while  the  third  claim  relates  specifically  to  the  pivoted 
hooked  arm.  The  defense  relied  upon  is  that  Hill  was  not  the  first  in- 
ventor of  what  is  set  forth  in  his  patent,  but  that  he  surreptitiously 
obtained  the  patent  for  that  which  was  invented  by  Edwin  P.  Osgood 
and  Byron  A.  Osgood,  assignors  of  the  defendant  company. 
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It  appears  that  for  several  years  previous  to  the  Hill  invention  the 
Osgoods  had  been  engaged  in  perfecting  a  cash-carrying  system  for  nse 
in  stores.  They  made  many  efforts  to  construct  suitable  mechanism 
to  stop  and  retain  the  car  at  the  end  of  its  route,  which  was  the  great 
obstacle  to  overcome  to  insure  complete  success*  They  used  for  a  stop 
a  piece  of  rubber,  through  which  the  wire1  passed,  but  found  the  re- 
bound of  the  car  on  striking  was  too  great.  Then  they  tried  rub- 
ber attached  to  a  spiral  spring  with  the  same  result  These  were 
followed  by  various  other  device*— such  as  the  forked  stop,  curtain- 
roller  stop,  pivoted  spring-lever  catch-stop,  and  Hie  McGann  stops. 
All  these  attempts  at  stopping  and  retaining  the  car  extending  down  to 
the  time  of  Hill's  invention  were  in  a  greater  or  less  degree  failures. 
Hill  conceived  of  his  improvements  in  November,  1883.  In  August, 
1883,  B.  A.  Osgood  writes  to  his  agent  in  New  York  that  they  were 
doing  all  in  their  power  to  make  their  buffers  or  catches  right.  Under 
date  of  September  21, 1883,  he  again  writes  that  the  banters  have  been 
a  great  source  of  trouble  on  the  new  cars,  that  he  had  abandoned  the 
rubber,  and  that  he  thought  he  had  at  last  overcome  the  difficulty  by 
the'  ude  pf  wooden  bunters  set  in  an  iron  socket  which  is  attached  to 
the  wire.  On  November  12, 1883,  B.  P.  Osgood  filed  his  application, 
for  a  patent  for  improvement  in  cash-cars,  in  which  we  find  a  modifica- 
tion of  the  McGann  stop. 

With  these  general  facts  before  us,  it  is  highly  improbable  that  the 
Osgoods,  as  they  say,  conceived  of  the  Hill  buffer  and  pivoted  spring- 
lever  catch  in  the  summer,  or  not  later  than  September,  1883.  Their 
great  object  was  to  discover  just  what  Hill  discovered,  and  had  they 
found  it  why  should  B.  A.  Osgood  write  what  he  did  to  Porter,  or  why 
is  no  description  of  the  invention  found  in  the  Osgood  application  of 
November  121  B.  A.  Osgood  first  met  Hill  early  in  November,  1883, 
and  he  says  he  then  described  to  him  the  buffer  and  spring-lever  found 
in  Hill's  patent  This  Hill  denies.  Hill  was  a  skilled  mechanic  and 
inventor,  and  Osgood  went  to  him  to  construct  some  cash-cars.  Os- 
good showed  him  a  pencil  sketch  of  a  cash-car,  and  described  the  work- 
ing of  the  apparatus.  He  also  described  a  buffer  for  stopping  the  car, 
consisting  of  a  rubber  bulb  and  a  catch  which  was  secured  to  the  wire. 
He  also  showed  him  the  McGann  catch  or  stop.  This  is  all  consistent 
with  the  theory  that  Osgood  was  desirous  of  building  cash-cars  after 
the  patent  for  which  he  had  just  made  application.  Hill's  investiga- 
tions at  this  time  led  him  to  see  the  defects  in  the  old  forms  of  stops 
and  how  they  could  be  overcome,  and  these  ideas  he  embodied  in  his 
patent  That  Osgood  suggested  these  improvements  to  Hill  is  almost 
as  improbable  as  that  he  kqew  of  them  the  previous  September. 

In  addition  to  the  testimony  of  the  Osgoods,  there  is  some  evidence 
going  to  show  that  B.  A.  Osgood  had  previously  conceived  the  idea  oi 
a  buffer  fike  that  described  in  the  Hill  patent,  and  a  catch  fastened  t 
the  car,  provided  with  a  handle  to  loosen  it  from  the  buffer.    Frank  i 
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Leonard,  a  pattern-maker,  and  an  acquaintance  of  B.  A.  Osgood,  draws 
a  rough  sketch,  which,  he  says,  is  like  a  drawing  shown  him  by  B.  A. 
Osgood  in  September,  1883,  wherein  is  found  a  buffer  substantially  like 
Hill's,  and  a  catch  attached  to  the  car  and  provided  with  a  handle  to 
loosen  it  from  the  buffer.  The  original  sketch  is  not  produced  by  Leon- 
ard or  Osgood.  Luray  G.  Powers*  another  patternmaker,  and  an  ac- 
quaintance of  B.  A.  Osgood,  produces  a  drawing  which,  ho  says,  was 
made  by  him  October  17  and  18, 1883,  from  instructions  and  sketches 
furnished  by  B.  A.  Osgood.  The  ink  tracings  on  this  drawing  do  not 
show  any  devices  for  stopping  the  car,  and  the  drawing  evidently  was 
not  originally  intended  to  show  any ;  but  we  find  added,  somewhat  in- 
distinctly drawn,  pencil  sketches  of  a  buffer  and  a  catch  secured  to  the 
oar.  Powers  says  these  pencjl  sketches  were  added  after  the  ink  trac- 
ings, and  that  Osgood  himself  about  that  time  made  a  sketch  of  a  buffer 
to  assist  him  in  understanding  what  he  wished  made.  I  can  not  but 
regard  these  pencil  sketches  with  some  degree  of  suspicion.  Powers 
alter  this  made  drawings  to  be  used  in  the  Patent  Office  in  connection 
with  Osgood's  Patent  No.  290,190.  If  Osgood  at  this  tame  had  knowl- 
edge of  this  improvement,  it  is  stxange  we  do  not  find  it  described  in 
these  drawings.  To  my  mind,  the  evidence  of  Leonard  and  Powers  is 
not  satisfactory  or  of  sufficient  weight  to  overthrow  the  evidence  for 
complainant,  and  so  destroy  the  Hill  patent.  -But,  further  than  this, 
neither  the  Leonard  nor  the  Powers  drawing  shows  the  pivoted  spring 
lever-catch  described  in  the  first  and  third  claims  of  the  Hill  patent, 
and  therefore  it  is  difficult  to  see  how  the  defendants  can  escape  the 
charge  of  infringement,  even  if  the  Osgoods  were  the  first  to  invent  Jthe 
Hill  buffer. 

We  come  now  to  the  Hayden  patent  of  May  3, 1881,  wherein,  among 
other  things,  is  found  described  an  extensible  holder  attached  to  a  frame 
supported  upon  wheels,  for  the  purpose  of  holding  articles  of  different 
shapes  or  sizes. 

Claim  1  is  as  follows : 

1.  The  combination,  in  a  carriage  for  transporting  packages,  of  a  frame  supported 
upon  wheels  adapted  to  a  rail,  and  provided  with  an  extensible  holder  connected  to 
the  frame,  substantially  as  set  forth. 

The  specification  says : 

One  of  the  principal  difficulties  in  constructing  a  carrier  of  this  character  has  been 
to  adapt  it  to  retain  both  large  and  small  articles,  as  well  as  articles  of  irregular 
shape— a  difficulty  which  I  hare  overcome  by  connecting  the  holder  C  flexibly,  and 
in  some  instances  jointedly,  to  the  frame.  I  have  adopted  various  modes  of  seeming 
a  flexible  connection — for  instance,  I  have  used  a  orate  or  frame  or  basket  in  con- 
nection with  elastic  straps,  suspending  it  from  the  frame  A,  or  I  have  used  a  holder 
made  of  elastic  straps.  In  either  case  the  article,  whether  large  or  small,  is  pressed 
up  against  the  frame  by  the  elasticity  of  the  holder.  I  prefer,  in  most  instances,  to 
use  in  connection  with  the  holder  an  elastio  cross-belt,  J,  Fig.  1,  against  which  tiie 
articles  are  pressed  upward,  and  between  whioh  and  the  bar  £  smaller  articles  may  be 
inserted  and  retained. 

In  defendants'  aDnaratuR  thare  ia  a  frama  RnnTwtrtarl  hv  wTiaaIa  nnon  a. 
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made  extensible,  by  mean*  of  flexible  bands  passing  over  small  drams 
having  coiled  springs  within  them.  When  the  holder  is  drawn  down, 
articles  can  be  placed  between  it  and  the  frame  of  the  carrier,  and  the 
springs  of  the  drum  through  the  flexible  straps  press  these  articles 
against  the  frame.  Spring-drums  and  flexible  connections  were  well 
known  at  the  date  of  the  Hayden  patent,  and  they  may  be  regarded  as 
a  mechanical  equivalent  of  the  elastic  straps  described  by  Hayden ;  bat* 
it  is  urged  with  much  force  by  defendants  that  the  extensible  holder  of 
the  Hayden  patent  must  be  one  capable  of  extension  or  expansion  in- 
dependent of  the  frame  or  carriage,  so  as  to  be  capable  of  receiving 
larger  or  smaller  articles,  while  the  holder  in  defendants?  oar  is  non- 
extensible,  and,  consequently,  has  no  capacity  of  adjusting  itself  to 
articles  of  various  sizes.  It  is  plain,  however,  that  no  such  limitation 
can  be  properly  imposed  upon  the  Hayden  claim.  The  specification 
clearly  describes  a  holder  extensibly  connected  to  the  frame,  as  well  as 
a  holder  extensible  of  itself.  It  may  be  that  the  main  object  of  Hayden 
was  to  secure  a  holder  extensible  of  itself;  but,  having  also  described 
a  holder  extendible  relative  to  the  frame,  his  claim  should  not  be  limited 
to  the  former. 

The  other  defense  urged  is  that  the  Osgoods  were  the  first  inventors 
of  extensible  holders.  This  defense  is  not  made  out  Whatever  crude 
notions  the  Osgoods  may  have  had  as  to  a  two-part  cash-carrier  about 
the  time  the  apparatus  was  put  up  in  E.  P.  Osgood's  barn,  in  1878, 1 
think  the  subsequent  statements  of  the  Osgoods  in  the  interference  pro- 
ceedings at  the  Patent  Office  show  beyond  question  that  it  was  not  until 
September  1, 1881,  that  either  of  them  conceived  the  idea  of  a  two-part 
extensible  carrier.  Whatever  may  have  been  the  decision  of  the  Com- 
missioner of  Patents  on  this  question  of  priority,  lean  come  to  no  other 
conclusion  on  the  present  record. 

Decree  for  complainant. 


07niM  States  Circuit  Coori-Northarn  District  of  Iowa,  flssteni  Ittffalsn.) 

May  v.  Buchanan  County,  Iowa. 

Deride*  November  Term,  1886. 
39  O.  G.,  ISO. 

Stats  Statutb  or  Limitations— Practice  in  thb  Cousts. 

Under  Revised  Statutes  of  the  United  States,  section  731,  providing  that  "the 
laws  of  the  several  States,  exoept  where  the  Constitution,  treaties,  or  statutes  of 
the  United  States  otherwise  require  or  provide,  shall  he  regarded  as  rules  of  de- 
cision in  trials  at  common  law  in  the  courts  of  the  United  States  in  eases  where 
they  apply,"  an  action  in  a  Federal  court  to  recover  damages  for  infringement  of  a 
patent  is  not  subject  to  a  State  statute  of  limitations. 

8amx — flAif»T 

But  such  action  is  subject  to  a  State  statute  requiring  a  demand  against  a 
county  for  unliquidated  damages  to  be  presented  to  the  hoard  of  supervisors  of 
the  county  and  payment  demanded  before  bringing  action  upon  it. 
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Action  for  damages  for  infringement  of  a  patent  Demurrer  to  pe- 
tition. 

Meur$.  Runnel*  A  Walker  for  the  plaintiff: 
Mr.  J.  B.  Cook  for  the  defendant 

Bhtrab,  J.: 

In  the  petition  filed  in  this  cause  it  is  averred  that  on  the  4th  day  of 
October,  1859,  letters  patent  in  doe  form  were  issued  to  one  Edwin  May 
for  an  improvement  in  the  construction  of  prison  cells,  and  on  the  4th 
day  of  October,  1873,  an  extension  of  said  patent  for  a  farther  term  of 
seven  years  was  duly  granted  to  said  May;  that  in  February,  1880,  said 
Edwin  May  died  in  the  State  of  Indiana,  and  that  plaintiff,  by  proper 
proceedings  had  in  the  probate  court  and  conveyances  executed  under 
the  orders  thereof,  has  become  and  is  the  .owner  of  all  the  rights  con- 
ferred by  and  growing  out  of  said  letters  patent  to  said  Edwin  May; 
that  between  the  4th  day  of  October,  18*73,  and  the  same  day  in  1880 
the  defendant,  without  right  or  authority  so  to  do,  did  make  and  nap 
sundry  apparatus  and  machinery  which  infringed  upon  the  exclusive 
*  rights  secured  by  said  letters  patent  to  said  Edwin  May,  whereby 
the  plaintiff  has  been  deprived  of  the  reasonable  royalty  upon  said  in- 
stringing  apparatus  to  the  damage  of  plaintiff  in  the  sum  of  three  thou- 
sand dollars.  To  this  petition  a  demurrer  is  interposed,  on  the  grounds 
that  the  petition  shows  on  its  face  that  the  cause  of  action  is  barred  by 
the  statute  of  limitations  of  the  State  of  Iowa,  the  action  having  been 
brought  after  the  expiration  of  five  years  from  and  after  the  date  when 
the  extended  patent  expired,  and  because  it  is  not  averred  that  the  de- 
mand, being  for  unliquidated  damages,  had  been  presented  to  the  board 
of  supervisors  and  payment  demanded,  as  required  by  section  2610  of 
the  code  of  Iowa. 

This  action  is  brought  under  the  provisions  of  section  4919  of  the  Re- 
vised Statutes,  which  enacts  that — 

Damages  for  the  infringement  of  any  patent  may  bo  recovered  by  action  on  the 
ease  in  the  name  of  the  party  interested,  either  as  patentee,  assignee,  or  grantee. 

By  section  55  of  the  patent  act  of  1870  it  was  provided  that— 

All  actions  shall  be  brought  during  the  term  for  which  the  letters  patent  wave 
granted  or  extended,  or  within  six  years  after  the  expiration  thereof. 

As  to  causes  of  action  arising  after  June  22, 1874,  this  limitation  was 
repealed  by  the  adoption  of  the  Revised  Statutes,  according  to  the  pro- 
•visions  of  section  5596  thereof,  but  by  section  5599  was  continued  in 
force  as  to  all  causes  of  action  then  in  existence.  If*  then,  the  cause  of 
action  in  the  present  case  had  arisen  before  June  22, 1874,  it  would  be 
barred  by  the  limitation  of  six  years  found  in  the  act  of  Congress  of 
1870. 

The  petition  avers  more  than  one  act  of  infringement,  and  as  to  those 
committed  after  June  22, 1874,  the  question  is  whether  the  action  to  re- 
cover for  these  is  or  is  not  subject  to  the  limitation  of  the  State  statute. 
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This  question  has  not  been  finally  settled  by  the  Supreme  Court  of  the 
United  States,  and  the  decision*  of  the  circuit  courts  are  not  in  har- 
mony. (See  Walk,  on  Patents,  section  477,  where  the  cases  are  cited 
and  commented  upon.) 

Where,  as  in  this  case,  the  action  is  based  upon  the  rights  conferred 
by  the  statute  of  the  United  States,  then  the  better  rule  seems  to  be 
that  the  State  statute  of  limitation,  ex  propria  vigore,  does  not  apply. 
The  right  to  a  patent  and  to  the  exclusive  use  of  the  rights  conferred 
thereby  is  wholly  of  Federal  creation,  and  the  State  can  not  either  ex- 
tend or  limit  the  time  within  which  an  action  for  the  protection  of  these 
rights  may  be  brought  under  the  Federal  statute.  It  is,  however,  within 
the  power  of  Congress  to  declare  that  actions  brought  under  the  pro* 
visions  .of  the  United  States  laws  shall  be  subject  to  the  limitations 
enacted  in  State  statutes.  In  other  words,  Congress  may  adopt  the  pro- 
visions of  the  State  statute  and  make  the  same  applicable  to  actions 
for  the  enforcement  or  protection  of  rights  wholly  created  by  Federal 
legislation,  and  of  which  actions  jurisdiction  is  exclusively  in  the  Fed- 
eral courts. 

The  question  is  whether  Congress  has  thus  adopted  and  made  appli- 
cable the  provisions  of  the  State  statute.  It  is  argued  that  section  721 
of  the  Revised  Statutes,  which  declares  that— 

the  laws  of  the  several  States,  except  where  the  Constitution,  treaties,  ox  statutes  of 
the  United  States  otherwise  require  or  provide,  shall  be  regarded  as  roles  of  .decision 
in  trials  at  common  law  in  the  courts  of  the  United  States  in  oases  where  they  apply, 

should  be  held  to  include  the  State  statute  of  limitations,  and  to  render 
.  the  same  applicable  in  all  cases  wherein  the  United  States  statute  does 
not  prescribe  a  period  of  limitations.  In  the  absence  of  an  authorita- 
tive construction  of  this  section  by  the  Supreme  Court,  it  can  not  be 
denied  that  the  extent  and  scope  of  the  section  is  in  doubt. 

In  the  case  of  United  States  v.  Reid,  (12  How.,  361,)  referring  to  the 
similar  section  in  the  act  of  1789,  the  Supreme  Court  held — 

that  the  language  of  this  section  can  not,  upon  any  fair  construction,  be  extended 
beyond  civil  oases  at  common  law,  as  contradistinguished  from  suits  in  equity.  So 
far  as  concerns  rights  of  property,  it  is  the  only  rule  that  oould  be  adopted  by  the 
courts  of  the  United  States,  and  the  only  one  Congress  had  the  power  to  establish; 
and  the  section  above  quoted  was  merely  intended  to  confer  on  too  courts  of  the 
United  States  the  jurisdiction  necessary  to  enable  them  to  administer  the  laws  of  the 
State.    . 

'in  McNiel  v.  Eolbrook  (12  Pet,  84)  the  court  held  that  under  this 
section  the  rules  of  evidence  prescribed  by  the  laws  of  the  State  were 
applicable  in  trials  at  common  law  in  the  United  States  court,  saying 
that— 

indeed,  it  would  be  difficult  to  make  the  laws  of  the  State,  in  relation  to  the  rights 
of  property,  the  role  of  decision  in  the  circuit  courts  without  associating  with  them 
the  laws  of  the  same  State,  prescribing  the  rules  of  evidence  by  which  the  rights  of 
property  must  be  decided. ' 

It  is  manifest  thaft  the  laws  of  a  State,  to  be  of  force  and  to  control 
the  decision  of  any  court,  State  or  Federal,  must  be  laws  rightfully  en- 
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acted;  that  is  to  say,  laws  within  the  power  of  the  State  legislature  to 
enact.  The  State  laws,  therefore,  which  are  intended  to  be  included 
within  section  721  of  the  Revised  Statutes  as  rales  of  decision  to  be 
followed  by  the  Federal  courts  most  be  laws  within  the  power  of  the 
State  to  enact  The  State  having  the  right  to  deal  with  the  subject- 
matter  in  the  way  of  legislation  can,  through  its  legislature,  adopt  laws 
defining  the  rights  of  persons  in  connection  therewith,  and  these  laws,, 
creating  or  defining  the  rights  of  persons  in  the  premises,  or  the  rights 
of  property,  and  the  laws  providing  for  the  mode  of  enforcing  or  pro- 
tecting these  rights,  including  those  prescribing  the  time  within  which 
actions  may  be  brought  and  the  rules  of  evidence  to  be  followed,  will 
constitute  rules  of  decision  which  the  courts  of  the  United  States 
must,  in  dealing  with  the  rights  thus  created,  defined,  or  limited,  ob- 
serve and  enforce.  But  the  laws  of  a  State  can  not  constitute  rules  of 
decision  binding  and  obligatory  upon  courts  of  the  United  States  in 
matters  or  rights  which  are  wholly  without  State  control  and  wholly 
within  Federal  control ;  and  the  true  construction  of  section  721,  there- 
fore, is  that  it  makes  applicable  as  rules  of  decision  in  the  Federal  courts 
those  laws  of  the  States  which,  dealing  with  subjects  within  State  con- 
trol, create  or  define  rights  in  or  to  property  and  provide  the  mode 
of  protecting  or  enforcing  these  rights.  When  the  State  legislature 
adopted  a  statute  of  limitations,  it  was  intended  to  apply  to  proceed- 
ings brought  to  enforce  causes  of  action  cognizable  in  the  courts  of  the 
State,  and  when  the  cause  of  action  lies  without  the  jurisdiction  of  the 
State  then  the  State  statute  of  limitations  can  not  be  made  applicable 
thereto  by  any  declaration,  express  or  implied,  of  the  State  legislature. 
If  the  laws  of  Congress  on  the  subject  of  patents  were  repealed,  there 
would  not  exist  any  right  to  a  patent;  or,  in  other  words,  the  inventor 
would  not  have  any  enforceable  right  of  property  in  his  invention  or 
the  fruits  thereof!  This  right  of  property  is  created  by  the  acts  of  Con- 
gress, and  State  legislation  does  not  deal  therewith.  Thus  it  is  clear 
that  the  State  legislature  could  not  legally  enact  that  none  of  the  citi- 
zens should  apply  for  and  obtain  a  patent  for  an  invention  unless  he 
should  apply  for  the  same  within  six  months,  or  any  other  time,  and  the 
right  to  protect  the  property  created  by  the  patent  laws  by  bringing  an 
action  at  law  or  in  equity,  conferred  by  the  act  of  Congress,  can  not  be 
limited'  or  affected  by  State  legislation.  When,  therefore,  the  State 
adopted  its  statute  of  limitations,  it  did  not  have  the  right,  nor  can  it 
be  supposed  that  it  was  the  intent  of  the  legislature  to  attempt,  to  limit 
the  time  within  which  actions  might  be  brought  under  the  provisions 
of  the  act  of  Congress  for  the  protection  of  the  patent  rights  created  by 
the  laws  of  the  United  States.  To  make  the  State  statute  of  limitations, 
therefore,  applicable  to  an  action  to  recover  damages  for  an  infringe- 
ment of  a  patent,  it  must  appear  that  Congress  has  by  law  adopted  and 
made  applicable  the  State  statute ;  and  this  is  not  the  effect  of  section 
721  if  the  view  expressed  of  that  section  is  correct,  to  wit>  that  it  in- 

• 
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olades  only  the  laws  of  the  State  which  deal  with  sutyects  within  State 
control. 

In  Baylee  v.  Dubuque  4b  B.  0.  R.  B.  (to.,  (5  Dill.,  561,)  heard  before 
Judges  Dillon  and  Love,  it  is  stated: 

We  are  inolined  to  the  opinion  that  the  State  statute  of  limitations  has  no  applioa- 
tkmto  raita  in  reepeet  of  the  righto  granted  by  letters  patent  tor  indentions;  hot  we 
leave  the  question  open  to  farther  dieoaeaion. 

While  this  ease  left  the  question  open,  still  it  gives  a  clear  intimation 
of  the  view  entertained  by  the  court  and  sustains  the  conclusions  reached 
in  the  present  case,  which  may  be  summed ,  up  as  follows :  (1)  That  as 
it  is  not  within  the  power  of  the  State  legislature  by  direct  enactment 
to  define  or  limit  the  time  within  which  an  action  to  recover  damages 
fur  an  infringement  of  a  patent  may  be  brought  in  the  United  States 
courts,  it  follows  that  the  general  statute  of  limitations  of  the  State  does 
not,  ex  propria  vig&re,  apply  to  or  control  such  an  action.  (2)  That,  to 
limit  the  time  within  which  an  action  under  section  4919  of  the  Revised 
Statutes  of  the  United  States  may  be  brought,  it  must  appear  that  the 
Congress  of  the  United  States  has  fixed  a  limitation  of  time,  which  may 
be  done  by  showing  that  Congress  has,  as  in  the  patent  act  of  1870,  pre- 
scribed the  time  within  which  such  actions  must  be  brought,  or  that  it 
has  expressly  adopted  and  made  applicable  thereto  the  provisions  of 
the  State  statute.  In  the  latter  case,  as  well  as  in  the  former,  it  is, 
however,  the  act  of  Congress  which  creates  the  limitation.  (3)  That 
section  721  of  the  Revised  Statutes  declares  that  the  laws  of  the  State 
shall  be  followed  as  rules  of  decision  "  in  cases  where  they  apply ; "  that 
is,  in  cases  which  involve  matters  or  rights  within  the  legislative  juris- 
diction of  the  State.  (4)  That  as  the  subject  of  granting  letters  patent 
and  authorising  actions  to  be  brought  for  the  protection  of  the  rights 
thus  created  is  wholly  without  State  control,  the  general  statute  of  lim- 
itations of  the  State  does  not,  ex  propria  vigore,  apply  thereto,  and,  not 
applyiug,  is  not  made  a  rule  of  decision  governing  the  United  States 
court  by  the  provisions  of  section  721.  So  far,  therefore,  as  the  de- 
murrer is  based  upon  the  ground  that  the  action  is  barred  by  reason  of 
the  provisions  of  the  State  statute  of  limitations,  it  is  not  well  taken,  and 
is  overruled. 

The  other  ground  of  demurrer  is  that  it  is  not  averred  that  the  claim 
for  damages,  being  unliquidated,  was  presented  to  the  board  of  super- 
visors and  a  demand  for  payment  thereof  made  before  bringing  suit,  as 
required  by  the  provisions  of  section  2610  of  the  code  of  Iowa.  Counsel 
for  plaintiff  claim  that  this  provision  of  the  State  law  is  not  applicable 
to  actions  in  the  United  States  courts  brought  to  recover  damages  for 
infringement  of  a  patent,  because  the  subject-matter  of  such  actions  is 
beyond  State  control  and  can  not  be  affected  by  State  legislation.  If 
the  section  of  the  code  in  question  dealt  with  the  subject  of  patents,  or 
sought  to  limit  or  control  the  proceedings  authorised  by  the  act  of  Con- 
gress for  the  enforcement  or  protection  of  the  rights  created  by  the 
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issuance  of  a  patent,  the  argument  of  counsel  would  be  applicable ;  bat 
such  is  not  the  object  or  purport  of  this  section.  The  right  to  sue  a 
county  of  the  State  and  recover  judgment  against  the  same  is  a  right 
dependent  upon  the  laws  of  the  State.  The  powers,  rights,  and  liabil- 
ities of  a  county,  including  the  liability  to  be  sued,  are  wholly  derived 
from  the  State  legislation,  and  the  legislature  may,  in  imposing  upon 
the  county  the  liability  to  be  sued,  surround  such  liability  with  suck 
safeguards  as  it  may  deem  wise  and  proper.  If  the  laws  of  Iowa  did 
not  confer  upon  the  county  the  right  to  sue  and  be  sued,  the  plaintiff 
could  nbt  maintain  the  present  action ;  and  as  the  plaintiff,  in  bringing 
suit  against  the  county,  is  availing  himself  of  a  right  created  by  the" 
State,  he  must  take  the  right  with  the  limitations  placed  thereon  by  the 
power  which  creates  the  right  Having  the  right  to  create  the  muni- 
cipal subdivision  known  as  a  "  county,"  and  to  prescribe  the  rights, 
powers,  and  liabilities  pertaining  thereto,  the  State  has  the  right  to, 
enact  that  the  county  can  not  be  sued  until  a  proper  demand  for  pay- 
ment or  settlement  has  been  made ;  and  this  enactment  is  one  which 
the  United  States  courts  are  bound  to  follow  and  enforce. 

Upon  this  ground  the  demurrer  to  the  petition  is  well  taken,  and  is 
sustained. 


[United  State*  Circuit  Ooufc-Sorthnm  Di»trict  of  New  York.  J 

Watebman  v.  Mackenzie  bt  al. 

Decided  December**,  1886. 

39  0.  G.,  198. 

Pbaotics— Pahties  to  Suit. 

When  the  complainant  in  *  bill  for  the  infringement  of  a  patent  is  only  a 11. 
eenaee,  end  the  patent  had  been  assigned  to  another  party  before  the  suit  as  eeoojity 
for  a  debt  not  yet  due,  the  last-named  party  must  be  joined  as  a  complainant,  and 
a  subsequent  assignment  to  the  complainants  of  the  assignor's  entire  interest  in 
the  patent, will  not  change  the  legal  status  of  the  parties. 

STATEMENT. 

• 

The  bill,  based  upon  Letters  Patent  No.  293,545,  was  filed  April  34, 
1886.  In  July,  1886,  the  defendants  filed  a  plea  alleging  that  the  com- 
plainant when  he  commenced  the  action  did  not  hold  the  legal  title  to 
the  patent  Issue  was  joined  on  the  plea.  It  appears  from  the  record 
that  on  the  13th  of  February,  1884,  the  complainant  assigned  the  patent 
to  Sarah  E.  Waterman.  On  the  20th  of  November,  1884,  Sarah  E.  Water- 
man granted  to  the  complainant  a  license  to  manufacture  and  sell  the 
patented  article.  On  the  25th  of  November,  1884,  she  assigned  the 
patent  to  Asa  L.  Shipman's  Sons,  and  on  the  same  day  they  trapsferred 
it  to  Asa  L.  Shipman.    On  the  16th  of  April,  1888,  Sarah  E.  Waterman 
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assigned  to  the  complainant  all  her  right,  title,  and  interest  in  and  to 
the  patent.  Ihe  assignment  to  Asa  L.  Shipman's  Sons  contains  the 
following  language : 

I  hereby  aell»  assign,  transfer,  and  aet  over  onto  the  said  Asa  L.  ShipmanVSonif 
their  succcc^nund  assigns,  all  the  right,  title,  and  interest,  claim,  or  demand  of  any 
character  or  description,  legal  or  equitable,  which  I  have  in,  to,  under,  or  by  virtue  of 
the  said  invention,  and  in,  to,  under,  or  by  virtue  of  the,  letters  patent  therefor  afore- 
said, the  same  being  the  entire  interest  in  said  letters  patent. 

It  then  recites  that  complainant  and  Sarah  B.  Waterman  have  made 
a  joint  note  for  six  thousand  five  hundred  dollars,  payable  in  three 
years,  and  provides  as  follows : 

If  the  said  Lewis  E.  Waterman  and  myself,  or  either  of  us,  shall  well  and  truly  pay 
the  said  note  according  to  its  tenor*  then  this  assignment  and  transfer  shall  be  null 
and  void,  otherwise  to  be  and  to  remain  in  full  force  and  effect. 

Mr.  Walter  B,  Logan  for  the  complainant 
Mr.  Philip  J.  O'Reilly  for  the  defendants. 

Coxa,  J.  : 

I  have  carefully  examined  the  additional  suggestions  sent,  me  by 
counsel,  and  see  no  reason  to  change  the  opinion  expressed  at  the  argu- 
ment.   To  what  was  then  said  but  a  word  need  be  added. 

The  transfer  to  Asa  L.  Shipman  is  in  language  so  emphatic  and  exact 
that  there  is  little  opportunity  for  misapprehension.  It  matters  not  what 
the  instrument  is  called.  Itmatters  notthatitmay  bedefeatedby  the  pay- 
ment of  six  thousand  Ave  hundred  dollars  on  the  25th  of  November,  18S7. 
The  (act  remains  that  by  virtue  of  this  assignment  or  mortgage  the 
title  td  the  patent  was,  on  the  24th  of  April,  188tf,  when  this  action  was 
commenced,  outstanding  in  Asa  L.  Shipman.  If  it  was  not  absolute,  it 
was  a  present  existing  title  defeasible  upon  a  condition  subsequent 
On  the  16th  of  April,  therefore,  when  Sarah  B.  Waterman  assigned  all 
her  right,  title,  and  interest  to  the  complainant,  she  had  nothing  to  as- 
sign which  could  at.  all  change  the  legal  status  of  the  parties.  She 
could  not  vest  a  clear  title  to  the  patent  in  the  complainant,  for  the  ob- 
vious reason  that  she  had  previously  disposed  of  it  and  did  not  own  it 
The  agreement  of  the  20th  of  November,  1884,  being  a  license,  and  noth- 
ing more,  does  not  enable  the  complainant  to  maintain  this  action  with- 
out joining  the  holder  of  the  legal  title.  The  suggestion  that,  irrespect- 
ive of  the  Shipman  assignment,  the  complainant  is  entitled  to  prosecute 
for  infringements  alleged  to  have  occurred  between  February  12  and 
November  26, 1884,  is  equally  unavailing.  For,  assuming  such  a  right 
of  action  to  exist,  it  could  only  be  maintained  on  the  law,  and  not  in 
the  equity,  side  of  the  court 

The  plea  is  allowed.  The  complainant  may  amend  upon  payment 
of  costs  within  ten  days 
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L  Botxa— Maohot  foe  Treating  Hides.— Infringement. 

In  action' for  infringement  of  Letters  Patent  No.  77,920,  iasaed  to  Herman  and 
Lonia  Boyer,  May  12, 1868,  for  a  machine  for  treating  bidet,  plaintiff  machine 
softened  the  hide  by  fastening  it  to  a  vertical  shaft  revolving  in  a  crib,  in  which: 
the  hide  was  revolved  under  the  pressure  of  a  weight  in  the  upper  part  of  the 
crib,  through  whioh  the  shaft  passed.  Defendant's  machine  softened  hides  in 
the  same  way,  except  that  his  shaft  was  horizontal  and  the  pressure  on  the  hides 
was  applied  through  the  head  of  the  crib  by  screws.  Held  an  infringement,  the 
principle  and  method  of  the  plaintiffs  being  used  in  the  design  of  the  defendant. 

2.  Patent  Void  Because  of  Fausb  Allegation  of  Joint  Invention. 

If  a  patent  is  issued  to  two  persons  as  inventors,  when  in  fact  it  was  invented 
by  only  one,  the  patent  is  void. 

3.  Improvements— Eight  of  Patentees. 

Where  an  improvement  is  made  and  patented  in  a  patented  machine,  the  first 
patentee  can  not  use  the  improved  machine  without  the  consent  of  the  second,  and 
^    the  second  can  not  use  his  machine  without  the  consent  of  the  first. 

4.  Same— Patent  not  Operative. 

If  the  first  patentee's  machine  is  not  operative  and  the  second  patentee's  ia 
operative,  the  first  patentee  must  be  confined  to  his  own  particular  application 
of  his  principle,  and  there  is  no  infringement  by  the  second  patentee. 
6.  Tbbt  Whether  a  Patent  is  Operative. 

In  determining  the  question  whether  a  patent  is  operative,  the  workings,  not 
of  a  machine  made  as  a  literal  copy  of  the  drawings  of  the  patent,  but  of  one 
made  with  the  mechanical  devices  which  will  tend  to  make  a  machine  practical 
and  operative,  and  whioh  are  within  the  duty  of  the  mechanic,  are  to  be  con- 
sidered. 
6.  Infringement— Measure  of  Damages. 

The  value  of  an  invention  to  the  party  using  it  is  competent  evidence  on  the 
question  of  damages  for  the  infringement  of  a  patent. 

Action  at  law  for  the  infringement  of  Letters  Patent  No.  77,920,  is- 
sued to  the  plaintiffs  Herman  Boyer  and  Louis  Royer,  May  12, 1868, 
for  a  machine  for  treating  hides. 

Mr.  Thomas  L.  Livermore  and  Mr.  Milton  A.  Wheaton  for  the  plaintiffs. 
Mr.  B.  F.  Thurston  and  Mr.  W.  H.  Thurston  for  the  defendants. 

STATEMENT 

The  machine  described  in  the  patent  consists  of  a  vertical  shaft  sur- 
rounded by  a  vertical  circle  of  pins  or  rollers,  constituting  a  crib.  The 
shaft  contains  slots  and  set-screws  projecting  into  the  slots.  A  disk- 
shaped  weight  grooved  on  its  edges  to  fit  the  vertical  pins  or  rollers 
and  having  a  hole  through  its  center  through  which  the  vertical  shaft 
projects  upward  is  shown  and  described  as  filling  the  entire  cavity  at 
the  upper  end  of  the  crib.  The  hide  having  been  unbaked,  its  end  is  in- 
serted in  the  slot  in  the  vertical  shaft  and  is  made  fast  there  by  setting 
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the  set-screws  up  against  it  The  vertical  shtft  is  then  made  to  revolve 
so  as  to  wind  the  hide  around  it  and  fill  up  the  crib,  and  is  then  made  to 
revolve  in  the  opposite  direction,  so  as  to  wind  the  hide  np  the  other 
way  from  the  inside,  and  is  again  reversed,  winding  it  the  other  way; 
and  this  operation  is  repeated  until  the  hide,  by  the  repeated  foldings 
under  pressure  of  the  crib  and  of  the  weight  which  is  pressed  down 
upon  it,  has  its  fibers  so  loosened  as  to  soften  it  and  make  it  fit  for  belt- 
lacing*  Stuffing  is  applied  to  the  hide  during  the  operation. 
The  claims  of  the  patent  are  as  follows: 

1.  The  vertical  shaft  B,  frith  a  slot,  B',  and  set-tciews  bbbt  Mid  abaft  haying  a 
forward  and  back  motion,  substantially  as  and  for  the  purpose  described. 

2.  The  pins  or  rollers  C  C  C,  set  in  the  rings  D  and  D7,  together  with  the  grooved 
.weight  I,  substantially  as  and  lor  the  purposes  described. 

It  appeared  in  evidence  that  the  only  methods  for  softening  rawhides 
known  before  the  plaintifb'  invention  was  by  beating  or  boarding  them 
by  band,  or,  as  was  practiced  in  Russia,  by  hanging  them  in  strips  on 
a  bar,  attaching  weights  to  the  lower  ends  of  the  strips,  and  then  spin* 
ning  or  twisting  them  first  in  one  direction  and  then,  the  other,  although 
it  appeared  in  evidence  that  it  was  possible  to  soften  them  by  what  was 
called  a  " stuffing-wheel9  or  with  what  was  known  as  "fhlling-stooks," 
which  were  known  before  the  patented  invention;  but  it  did  not  appear 
that  they  were  used  for  that  purpose.  It  further  appeared  that  the  first 
,  foiled  rawhide  lacing  put  upon  the  market  in  this  country  was  that 
which  was  produced  in  the  patented  machine.  There  was  testimony 
tending  to  show  that  Louis  Royer,  one  of  the  plaintifb,  several  years 
prior  to  the  patented  invention  had  constructed  a  machine  for  softening 
rawhides  in  which  there  was  a  horizontal  revolving  shaft  surrounded  by 
a  circular  row  of  pins,  which  were  held  iu  place  by  a  chain  passed  around 
them,  but  that  it  was  not  a  practical  machine,  and  that  subsequently 
Herman  Royer,  the  other  plaintiff,  taking  up  the  ideas  of  Louis  Royer 
which  had  been  embodied  in  this  first  machine,  and,  advising  with  him, 
contrived  the  patented  machine.  It  also  appears  that  in  1876  Herman 
Royer,  having  fallen  out  with  Louis  Royer,  the  other  plaintiff,  had  writ* 
ten  a  letter  in  which  he  stated,  among  other  things,  that  Louis  Royer 
had  "never  invented  anything  in  this  rawhide  business.9  On  behalf  of 
the  plaintifb  there  was  evidence  to  the  effect  that  rawhides  could  be 
softened  in  the  patented  machine  at  an  expense  approaching  four  or  five 
dollars  a  hide  less  than  by  other  means  known  before  the  patented  in- 
vention, and  one  of  the  plaintifb  testified  that  he  knew  that  the  difference 
would  be  more  than  a  dollar  a  hide.  One  of  the  defendants  testified  that 
the  old  falling-stocks  would  be  preferable  to  the  patented  machine  for 
softening  rawhides,  because  the  patented  machine  could  not  be  made  to 
practically  soften  them  at  alL  The  machine  used  by  the  defendants 
which  was  alleged  to  be  an  infringement  consisted  of  a  horizontal  shaft 
surrounded  by  a  circle  of  pins  or  rollers,  constituting  a  crib,  and  two 
Arise  heads— one  in  each  end  of  the  crib— having  central  holes,  through 
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which  a  horizontal  shaft  was  ran,  which  heads  were  pressed  up  against 
the  hides  by  screws.  The  hides  were  fastened  in  this  machine  to  the 
horizontal  shaft  by  screws  in  slots,  and  they  were  wound  and  unwound, 
upon  the  shaft  first  in  one  direction  and  then  in  the  other,  as  above  de- 
scribed. The  defendants  introduced  evidence  that  they  bad  tried  a 
machine  built  according  to  the  patent,  and  that  it  could  not  be  made  to 
work.  It  appeared  that  this  was  mainly,  if  not  wholly,  due  to  one  of 
the  set-screws  projecting  ont  so  that  the  weight  could  not  descend  far 
enough  to  compress  the  hides.  Evidence  on  behalf  of  the  plaintifk- 
tended  to  show  that,  although  the  head  of  this  set-screw  was  shown  pro- 
jecting out  in  the  drawings  of  the  patent,  yet  that  an  ordinary  mechanic, 
building  a  machine  from  the  patent,  would  have  known  how  to  correct 
this  defect  without  invention.  The  defendants  also  introduced  evidence 
tending  to  show  that  vertical  machines  could  not  be  made  to  soften 
hides.  The  piaintiflfe  introduced  evidence  tending  to  show  that  such 
machines  had  been  used  for  years.    The  jury  found  for  plaintiffs, 

Oabpentbb,  J.  (charging  jury). 

It  may  be  useful  for  you  to  understand  in  a  general  way  what  is  the 
nature  of  these  rights  that  are-  called  "patent  rights,9  and  of  which 
this  claim  which  is  brought  here  is  one.  You  know  to  how  large 
an  extent  the  progress  of  the  country  has  depended  upon  new  and  use- 
ful inventions  in  the  mechanical  and  other  useful  arts,  and  the  atten- 
tion of  the  Congress  was  early  turned,  in  pursuance  of  the  Constitu- 
tion, to  the  consideration  of  what  methods  ought  to  be  adopted,  in  the 
first  place,  to  protect  the  rights  of  inventors,  and,  in  the  second  place 
(which  is  equally  important),  to  protect  the  rights  of  the  public.  In 
order  to  accomplish  these  two  results  the  patent  laws  have  been  enacted, 
which  provide  in  general  terms  as  follows :  He  who  has  invented  a 
new  and  improved  process  or  machine  may,  if  he  sees  fit,  retain  within 
his  own  breast  the  knowledge  of  the  thing,  or,  if  he  constructs  machin- 
ery for  the  purpose  of  illustrating  his  invention  and  puts  it  into  use, 
or  if  he  carries  on  tye  process  which  he  has  invented,  he  may  choose  to 
carry  it  on  secretly,  and  if  he  is  able  to  preserve  the  secret  from  the 
depredations  of  others  he  may  thus  retain  a  perpetual  monopoly— a 
perpetual  exclusive  use  of  the  invention— and  may  thus,  as  it  were, 
perpetually  levy  tribute  on  the  public  for  the  use  of  it  The  provision 
of  the  law,  however,  is  that  if  he  will  make  public  the  machine  or  ttoe 
process  which  he  has  invented,  if  he  will  put  down  upon  paper  a  clear, 
distinct,  and  intelligible  description  of  it,  then  the  Government  will 
give  him  the  exclusive  right  for  a  definite  number  of  years  (under  the 
present  condition  of  the  law  for  seventeen  years)  to  use  that  improve- 
ment, the  consideration  for  that  grant  being,  of  course,  that  he  has 
made  it  known  to  the  public,  so  that  when  the  seventeen  years  shall 
have  expired  the  public  will  not  only  have  the  right,  but  they  will  also  be 
able,  to  exercise  this  art  for  their  own  profit  and  advantage,  so  thai 
you  see  on  one  side  a  special  grant,  made  by  the  Government  to  the  i*» 
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ventor,  that  he  shall  have  the  exclusive  use  of'  his  invention  for  a  cer- 
tain time,  and  there  is,  on  the  other  hand,  a  consideration  given  for  it 
by  the  inventor-— that  is  to  say,  the  disclosure  of  his  invention,  so  that 
the  public  may  afterward  have  the  benefit  of  it  Now,  this  grant 
which  is  thus  made  to  an  inventor  constitutes  property  to  which  he  is 
entitled,  and,  as  in  the  case  of  all  other  property;  the  law  forbids  any 
encroachment  or  infringement  upon  this  right— that  is  to  say,  just  as 
the  law  forbids  any  man  to  take  and  carry  off  the  physical  property,  as 
the  book,  or  the  knife,  or  the  tool,  employed  by  another  in  his  work, 
so  it  prohibits  any  person  from  using  or  practicing  the  invention  in  re- 
spect of  which  this  patent  has  been  issued,  and  in  case  any  such  infrac- 
tion of  the  law  should  occur  the  patentee  has  a  right  to  bring  his  action 
against  the  person  who  has  so  interfered  with  his  rights,  and  recover 
from  him  such  reasonable  damages  or  such  other  relief  as  the  forms  of 
law  permit.  He  is  allowed,  and  for  a  long  number  of  years  in  the  past 
he  has  been  allowed,  to  bring  his  action  either  on  the  law  side,  as  it  is 
phrased,  or  on  the  equity  side  of  the  court— that  is  to  say,  he  may 
cause  his  dispute  to  be  brought  for  determination  before  a  jury,  as  in 
this  case,  or  before  the  court,  as  in  an  equity  case ;  and  he  is  allowed 
free  liberty  of  choice  between  these  different  remedies,  choosing,  of 
course,  that  one  which,  according  to  his  judgment  and  the  best  advice 
that  he  can  get,  will  be  the  most  advantageous  to  him*  If  the  patent  has 
expired,  as  in  this  case,  he  is  compelled  by  the  law  to  bring  his  action 
before  a  jury,  and  the  attitude  in  which  he  stands  is  this:  He  has  no 
longer  an  exclusive  right  to  this  invention— that  is  to  say,  it  is  compe- 
tent for  any  person  in  the  community,  notwithstanding  the  patent 
which  we  have  here  produced,  at  this  present  time,  and  to-day,  to  make 
the  machine  described  in  his  patent.  During  the  period  of  time,  how- 
ever, when  the  patent  was  in  force  it  was  not  lawful  for  any  person  to 
make  such  a  machine.  Therefore  if,  during  that  time,  as  is  here  alleged, 
the  defendants  have,  made  a  machine  which  contains  the  invention 
patented  by  him,  supposing  you  find  that  to  be  a  practical  and  valid 
invention,  then  his  right  now  to  recover  such  damages  as  he  may  have 
suffered  is  perfect  and  complete.  , 

The  provision  of  law  that  no  person  shall  take,  or  use,  or  infringe  the 
rights  of  a  patentee  does  not  depend  upon  the  knowledge  on  the  part 
of  the  public  of  the  patent  itself— that  is  to  say,  an  actual  knowledge. 
The  patent  is  public,  and  is  accessible  to  any  person  who  may  conceive 
that  his  business  interests  will  be  subserved  by  his  finding  out  what  his 
rights  are  and  what  they  are  not ;  but  whether  he  reads  the  patent  or 
not,  he  is  nevertheless  bound  by  it.  He  can  not  excuse  himself  by  al- 
leging, or  by  proving  even,  if  he  can  prove  it,  that  he  was  not  aware 
of  the  rights  of  the  patentee.  A  patentee's  rights  are  derived  from  the 
grant  of  the  Government,  and  are  complete  from  the  time  when  the 
patent  is  sealed  and  delivered  to  him,  and  it  is  the  business  of  every 
person  in  the  community  to  avoid  infringements  at  his  own  risk.    Noi 
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is  it  necessary,  gentlemen,  before  bringing  the  action  that  the  patentee 
should  notify  or  inform  the  defendant  that  he  conceives  there  is  an  in- 
fringement of  his  patent  If  it  were  necessary,  for  example,  that  notice 
should  be  given,  then  the  conversation  which  took  place  between  one 
of  the  plaintiffs,  Herman  ftoyer,  and  one  o{  the  defendants,  Coupe,  at 
the  shop  of  the  defendants  in  Attleborongh,  in  1880,  as  that  conversa- 
tion is  detailed  by  Oonpe  himself,  throwing  out  of  the  aooonnt  the  state- 
ments made  by  Boyer,  would  have  been  sufficient  to  put  the  defendants 
on  their  guard  and  to  notify  them  that  a  claim  was  or  might  be  made 
against  them.  Bat  in  this  case  it  is  not  necessary  to  show  any  notice. 
The  plaintiff  may  produce  his  patent,  which  is  the  evidence  of  his  right, 
and  if  he  shows  that  it  has  in  point  of  fact  been  infringed,  then  it  will 
be  no  defense  to  his  action  if  the  defendant  either  prove  that  he  did  not 
know  of  the  existence  of  the  patent  or  that  the  plaintiff  neglected  to 
notify  him.  He  was  bound  to  know,  and  the  plaintiff  was  not  bound  to 
assist  his  information  or  knowledge  by  notifying  him. 

I  shall  now  give  you,  gentlemen,  as  briefly  as  may  be,  a  statement  of 
the  different  defenses  which  are  set  up  against  this  action  and  a  state- 
ment of  the  principles  by  which  you  must  be  guided  in  determining  the 
issue.  You  will  understand  that  it  is  undisputed  that  here  is  a  patent 
issued  in  regular  form  of  law,  after  the  proper  application,  accompanied 
by  the  proper  affidavits,  and  on  the  performance  of  all  those  acts  and 
things  which  are  required  by  the  statute  to  the  valid  issue  of  a  patent. 
If  that  were  all,  the  right  of  the  plaintiff  would  be  clear  beyond  a  ques- 
tion, because  the  patent  itself,  unaccompanied  by  other  evidence,  is  to 
be  taken  by  you  as  sufficient  evidence  of  its  own  validity  and  of  the  pro- 
priety of  the  act  of  the  Government  in  issuing  it.  There  are  certain 
defenses  here  made,  however,  all  of  which  you  must  take  into  account, 
and  I  shall,  as  I  have  said,  briefly  state  them  to  you.  In  the  first  place, 
the  defendants  plead  the  statute  of  limitations — that  is  to  say,  they 
plead  that  as  to  the  claim  which  is  brought  against  them  part  of  it  is 
based  upon  actions  performed  by  them  more  than  six  years  before  the 
date  of  the  writ.  That,  gentlemen,  is  a  defense  which  is  given  them  by 
the  law,  and  of  which  they  are  entitled  to  take  advantage,  and  there- 
fore, shotfld  you  come  to  the  computation  of  the  damages  in  this  mat 
ter,  you  will  take  into  account  only  such  unlawful  acts  of  the  defendant* 
as  you  may  And  to  have  happened  since  the  14th  day  of  July,  1879.  All 
before  that  is  out  of  the  account  on  account  of  the  lapse  of  time.  What  - 
ever  has  happened  since  that  time  you  are  to  take  into  account  and 
determine  its  character,  and  if  you  find  it  to  be  a  violation  of  the  law 
you  are  to  assess  the  damages  for  it.  It  is  not  a  stale  claim.  It  is  not 
a  claim  as  to  which  the  lapse  of  time  ought  to  be  taken  into  account  in 
any  respect  whatever,  except,  as  I  say,  in  regard  to  those  actions  of  the 
defendant  which  occurred  before  the  14th  of  July,  1879.  The  acts  of 
the  defendants  before  that  are  outside  of  the  limit  of  your  inquiry.  As 
to  their  acts  since  that  time  it  is  your  duty  to  determine  their  character) 
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and  if  yon  And  them  to  be  unlawftil,  to  assess  the  damages  which  have 
resulted. 

Mr.  Wheaton.  That  is,  up  to  the  date  of  the  Assignment,  I  suppose, 
your  honor. 

Jadge  OabPenteb.  In  addition  to  what  I  have  said  I  will  state  that 
in  computing  the  damages  and  in  considering  tip  unlawful  acts  of  the 
defendants,  if  yon  And  they  are  such,  yon  are  to  compute  no  damages 
and  consider  no  acts  of  theirs  which  have  occurred  since  the  10th  of 
March,  1886,  so  that  yon  will  understand  that  the  limit  of  your  inquiry 
is  from  the  14th  day  of  July,  1879,  to  the  10th  day  of  March,  1885. 

Now,  gentlemen,  in  the  first  place,  as  to  the  defense  which  is  made 
regarding  the  question  of  whether  this  machine  was  invented  by  Herman 
Boyer  and  Louis  Boyer  together,  you  will  readily  understand  that  it  is 
one  thing  to  say  that  the  machine  was  invented  by  Louis  Boyer,  for  ex- 
ample, and  quite  another  thing  to  say  that  it  was  invented  by  Herman 
and  Louis  Boyer.  If  this  machine  was  invented  by  Herman  and  Louis, 
then  it  would  be  untrue  to  say  that  it  was  invented  by  Louis  or  by  Her* 
man.  If,  on  the  other  hand,  it  was  invented  solely  by  Louis,  or  solely 
by  Herman,  then  it  would  be  equally  untrue  to  say  that  it  was  invented 
by  Herman  and  Louis.  And  you  are  to  understand  the  law  to  be  that 
if  in  this  respect  the  patent  contains  a  statement  which  is  untrue  and 
not  in  accordance  with  the  facte,  then  the  penalty  which  the  patentee 
pays  is  that  his  patent  is  absolutely  void  and  of  no  effect  Now,  the 
charge  made  here  is  that,  whereas  the  patent  describes  Herman  and 
Louis  as  the  inventors,  in  point  of  fact  the  invention  was  made  by  Louie 
alone.  Upon  the  testimony  which  you  have  heard  here  two  claims  are 
made  on  the  one  side  and  on  the  other.  The  defendants  claim  that  Louis 
Boyer,  before  Herman  Boyer  became  interested  in  this  transaction,  had 
invented  a  machine  which  was  substantially  like  the  machine  described 
here  in  the  patent,  and  which  contained  such  mechanism  as  that  the  ma- 
chine invented  by  Louis  Boyer  was  as  near  an  approach  to  an  operative 
machine  as  is  the  machine  here  described,  and  that  that  part  of  the 
work  which  was  done  by  Herman  Boyer  after  he  came  to  Ban  Francisco 
was  simply  to  add  some  improvements  to  it.  If  you  are  satisfied  that 
such  was  the  case,  you  need  not  go  any  farther  in  this  investigation* 
you  are  to  bring  in  a  verdict  for  the  defendants.  On  the  other  hand, 
the  plaintiffs  claim  that  this  was  the  state  of  the  facte:  That  Louis 
Boyer  had  experimented  upon  the  art  of  breaking  hides  by  a  machine 
of  this  general  description ;  that  he  had  constructed  a  machine  which 
was  not  sufficient  for  the  purpose— which  did  not  accomplish  the  work 
of  breaking  hides  or  of  breaking  a  single  hide— and  that  because  of  the 
absence  of  the  controlling  or  containing  head  or  plunger  of  the  appar- 
atus, and  also  because  of  the  fact  that  the  bars  were  loose  and  only  a  few 
of  them  came  into  operation  at  a  time,  and  those  but  imperfectly,  and  that 
afterward  Herman  Boyer,  coming  to  San  Francisco,  and  joining  with  his 
brother,  they  put  together  the  investigations  already  made  by  Louis 
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and  the  subsequent  investigations  and  experiments  made  by  Hennan, 
and  that  from  tbe  whole  was  developed  the  machine  which  is  described 
in  these  letters  patent    If  that  was  so,  gentlemen,  then  this  defense  falls 
to  the  ground,  and  so  far  as  that  is  concerned  the  plaintiffs  are  entitled 
to  your  verdict.    Still  farther,  and  perhaps  at  greater  length,  the  de- 
fendants contend  that  they  do  not  infringe  the  rights  of  the  plaintiffs,  thai 
is  to  say ,  they  claim  that  their  machine  does  not  contain  the  elements 
of  the  plaintiffs'  machine,  combined  as  those  elements  are  combined  by 
the  plaintiffs.    Upon  that  subject  one  preliminary  observation  will  be 
useful  to  yon.    In  order  that  the  defendants,  or  any  other  person,  should 
infringe  the  rights  of  the  complainant  in  this  machine,  it  is  not  neces- 
sary that  th  ey  should  construct  a  machine  which  is  exactly  like  the 
machine  of  the  plaintiffs.    The  machine  which  is  shown  in  the  drawings 
which  are  annexed  to  the  plaintiffs'  patent  is  one  machine  which  might 
be  made,  and  which  would  answer  the  description  of  the  specification, 
and  would  be  the  machine  of  the  plaintiffs ;  but  it  is  not  every  machine 
which  can  be  so  made.    There  may  be  variations  from  that  structure 
which  do  not  affect  either  the  general  structure  of  the  machine  or  the 
method  of  its  operation.    Such  variations  are  included  in  the  patent 
itself.    I  make  that  statement  to  you  as  being  a  foil  and  technically 
correct  statement  of  it ;  but  I  shall  proceed  to  explain  it  still  further  in 
this  way:  These  machines,  gentlemen  (and  I  speak  of  them  generally), 
have  a  shaft  in  the  center.    It  is  represented  as  round  in  all  the  patents! 
I  think,  which  you  have  seen.    If  it  could  be  made  four-sided  or  eight- 
sided  without  interfering  with  its  usefulness,  such  a  change  would  not 
excuse  a  defendant  from  the  charge  of  infringement.    Such  a  change 
would  be  a  change  which,  for  our  purposes,  we  should  call  an  immate- 
rial change.    That  shaft  in  the  patent  is  represented  as  containing  two 
screws  for  the  purpose  of  holding  in  one  or  more  hides.    Looking  at  the 
printed  description,  which  you  will  find  annexed,  also,  to  the  plaintiffs' 
patent,  you  find  that  in  one  place  it  speaks  of  the  screws,  referring  to 
them  as  being  three  in  number,  and  in  another  place  as  being  four. 
You  will  understand  that  the  number  of  screws  is  immaterial.    You  will 
understand,  also,  that  the  number  of  bars  which  form  the  circular  or 
cylindrical  crib  is  immaterial.    There  may  be  more  or  there  may  be  less, 
according  to  convenience.    You  will  understand  that  the  points  of  at- 
tachment of  the  hides  to  this  shaft  may  be  either  one,  as  is  shown  in 
the  patent,  or  perhaps  two,  the  suggestion  being' made  that  the  hides 
might  be  put  on  both  sides  of  the  slot ;  or  there  may  be  three  or  four 
or  anyother  number  of  points  of  attachment.    Such  a  variation  as  that 
is  not  a  variation  which  excuses  the  defendants  from  the  charge  of 
infringement. 

There  are  other  illustrations  which  might  be  made;  but  I  refer  to 
those  because  they  have  been  the  subject  of  some  controversy  and  de- 
bate here,  and  will  not  only  serve  as  illustrations  to  your  minds,  but 
will  also  serve  to  enlighten  yon,  perhaps,  somewhat  in  the  oonuidera- 
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tkm  of  this  qneetiou  of  infringement.  Bat  the  statement  which  coven 
mil  of  it  is  this :  That  no  change  in  the  fond  or  shape  of  the  different 
parts  of  this  machine  is  material  so  long  as  yon  do  not  vary  from  the 
essential  character  of  those  parts  as  they  exist  in  the  description  given 
in  the  patent  They  may  be  thicker,  they  may  be  longer,  they  may  be 
thinner,  they  may  vary  in  their  general  external  shape  or  oonforma- 
.tion ;  bat  so  long  as  they  do  not  vary  from  the  general  purpose  for 
which  they  are  designed,  so  long  as  they  still  continue  to  serve  that 
purpose,  so  long  they  are  included  within  the  description  of  the  patent, 
they  are  within  the  meaning  of  the  patent,  and  variations  of  that  sort 
can  not  be  brought  forward  as  an  excuse  against  theoharge  of  infringe- 
ment That  principle,  I  think,  covers  all  the  changes  in  the  forms  of 
this  mechanism  to  which  your  attention  has  beqn  called  daring  this 
whole  trial,  so  that  for  a  practical  application  of  this  principle  you  may 
understand  that  there  is  no  difference.™  the  shape  and  form  of  the  dif- 
ferent parts  of  these  two  machines'  which  is  sufficient  to  make  any  dis- 
tinction between  them  such  as  the  defendant  claims,  that  is  to  say,  so 
far  as,  the  shape  and  form  of  the  different  parts  of  those  machines  are 
concerned,  this  machine  is  exactly  the  same  as  that  in  point  of  law,  and 
is  covered  by  the  description  of  it,  and  is  an  infringement  of  it  against 
which  the  law  denounces  a  penalty. 

You  will  come,  however,  gentlemen,  to  another  and  farther  consider- 
ation, which  you  mast  determine  upon  the  testimony  which  is  laid  before 
you.  In  order  to  explain  that,  perhaps  I  ought  to  preface  by  saying 
what  you  are  to  take  this  patent  to  mean,  what  it  is,  in  brief  terms, 
that  it  covers  1  In  order  that  I  may  bring  my  observations  within  the 
technical  requirements  of  such  a  case,  what  is  the  interpretation  which 
you  are  to  put  upon  this  patent  1  This,  gentlemen,  is  a  patent  in  which 
the  invention  of  the  plaintiffs  is  an  invention  which  is  to  be  described 
as  follows :  It  consists  of  a  shaft,  which  contains  or  has  attached  to  it 
means  by  which  hides  can  be  fastened  to  its  periphery.  Around  that 
shaft,  and  leaving  that  shaft  in  the  center,  are  arranged  a  number  of 
bars,  which  shall  contain  the  roll  of  hides  after  it  has  been  wrapped 
around  the  central  shaft  In  the  third  place,  there  is  a  plunger  or  false 
head,  or  contracting  device,  whatsoever  you  may  call  it — a  piece  of 
metal,  or  of  wood— which  so  moves  as  to  reduce  the  space  within  which 
the  hides  are  contained,  for  the  purpose  of  squeezing  them  sidewise. 
That  is  all  there  is  in  the  machine,  and  any  machine  which  contains 
these  elements  is  an  infringement  of  the  plaintiff's  device  and  is  a  vio- 
lation of  law.  I  need  not  say  to  you  that  the  defendant's  machine  is 
such  a  machine.  It  contains  a  central  shaft  and  a  device  for  fastening 
hides  to  it  It  has  other  devices,  also,  for  fastening  other  hides ;  but 
that  constitutes  no  excuse  for  the  use  of  the  one  single  devioe  for  fas- 
tening the  hides.  It  has  the  bars  surrounding  the  central  shaft,  which 
confine  the  hides  after  they  are  wound  about  the  shaft    Those  ban  also 
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have  conveniences  and  means  for  adjusting  them  inwardly  and  out 
wardly.  It  also  has  a  movable  head,  which  operates  to  reduce  the  space 
in  which  the  hides  are,  or,  in  more  popular  phrase,  to  squeeze  the  hides 
together,  and  it  also  has  another  corresponding  head  on  the  other  side— 
two  instead  of  one.  In  view  of  those  differences,  there  is  an  additional 
observation  that  I  ought  to  make  to  yon,  perhaps.  After  an  invention 
has  been  made  and  patented,  and  is  described  in  a  patent,  it  very  fre- 
quently happens  that  there  may  be  a  radical  and  important  improve- 
ment made  upon  that  machine— that  is  to  say,  it  may  be  possible  for 
another  inventor,  or  the  same  inventor,  perhaps,  taking  the  elements 
which  are  contained  in  that  machine  and  adding  other  elements  to 
them,  to  make  an  apparatus  which  shall  be  even  better  for  practical 
purposes  than  the  original  invention.  That,  gentlemen,  if  you  are  in- 
terested in  the  history  of  great  inventions,  you  have  found  to  be  not 
only  common,  but,  as  I  believe,  universal.  I  think  there  is  no  instance 
in  which  the  machines  made  after  the  first  class  of  machines  were  not 
better  for  practical  purposes,  and  in  many  cases  infinitely  better,  than 
the  original  machines,  which  contained  the  fundamental  devices  by 
which  the  work  was  done.  This  improvement*  or  this  improved  machine, 
may  be  patented  also,  and  then  the  situation  of  the  two  patentees  is 
like  this :  The  first  patentee  can  prevent  the  second  patentee  from  em- 
ploying his  own  machine ;  that  is  to  say,  the  second  machine  contains 
his  invention  and  something  more.  It  is  not  proper,  then,  for  the  origi- 
nal patentee  to  use  the  second  machine,  because  it  contains  not  only  his 
own  invention,  but  an  additional  improvement  or  invention,  which  is 
not  his  property.  Nor  is  it  competent  or  proper  for  the  second  inventor 
to  use  his  own  machine  .without  the  consent  of  the  first,  because  it  not 
only  contains  his  own  improvement,  but  also  the  original  invention  of 
the  first  patentee.  Therefore,  in  the  case  of  a  valid  original  patent  for 
a  machine,  and  a  valid  patent  for  a  useftil  improvement  upon  that 
machine,  the  parties  are  in  this  position :  That  the  first  patentee  can 
not  use  the  second  machine  without  the  consent  of  the  second  inventor, 
and  the  second  inventor  can  not  use  his  own  machine  without  the  con- 
sent of  the  first  inventor;  and  if  either  of  them  violates  these  rules  he 
violates  the  law,  and  is  liable  to  an  action  in  consequence.  Now,  these 
differences  to  which  I  have  made  reference  are  in  the  nature  of  improve- 
ments. They  purport  to  be  such  on  the  face  of  them.  They  are  de- 
scribed as  such  in  the  patents  which  the  plaintiffs,  or  one  of  them,  has 
taken  out  They  do  not  undertake  to  cover  the  use  of  a  machine  con- 
taining the  central  shaft,  the  crib,  and  the  device  for  pressing  the  hides; 
but  they  undertake  to  describe  and  to  claim  improved  methods  of  doing 
this.  Without  further  describing,  the  position  of  the  parties  in  this 
state  of  things  is  this :  I  have  only  to  say  to  you  that  such  differences 
between  the  machines  used  by  the  defendants  and  the  machines  used 
by  the  plaintiffs  are  not  essential  differences,  and  do  not  relieve  them 
>om  the  charge  of  infringement 
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There  is  one  difference,  as  to  which  there  is  other  testimony,  and 
to  which  I  have  not  made  reference.  There  is  a  difference  in  the  posi- 
tion or  the  attitude  of  the  machines.  One  of  them  is  said  to  be  vertical, 
and  one  of  them  is  said  to  be  horizontal.  One  of  them,  as  it  might  be 
•aid)  stands  upright,  and  the  other  lies  down  on  its  side.  Notf ,  from 
that  change  which  the  defendant  Coupe  made,  taking  this  machine  (for, 
as  I  say,  we  assume  that  he  knew  of  the  existence  of  it)  and  conceiving 
it  to  be  an  advantage  to  lay  it  down  on  its  side— to  make  it  horizontal 
instead  of  vertical — it  followed  that  there  must  be  a  change  made  in  • 
the  operation  of  the  head  6r  plunger  which  pressed  the  hides,  because 
when  it  stood  upright  it  would  remain  in  its  place  by  its  own  weight. 
If  it  was  laid  down  on  its  side  the  weight  would  be  likely  to  fall  out  of 
place,  and  the  weight  of  the  plunger  itself  might  be  an  inconvenience 
instead  of  a  convenience  in  the  operation.  It  was  therefore  necessary, 
if  this  machine  was  to  be  changed  into  a  horizontal  machine,  or  if,  to 
speak  more  accurately,  the  attitude  of  the  mechanism  was  to  be  changed, 
it  was  necessary  to  make  a  different  device  for  the  purpose  of  pressing 
the  hides.  That  is  done  in  a  very  simple  and  ingenious  way  here  by 
using  a  comparatively  thin  false  head  or  plunger,  and  moving  it  by  a 
screw,  which  movte  it  forward  and  back,  as  may  be  required.  Those 
two  changes  therefore  go  together,  as  it  were.  One  is  a  consequence  of 
the  other,  and  they  form  the  most  obvious  difference  to  the  eye  between 
the  two  machines.  Begarding  that  change,  this  claim' is  made  by  the 
defendants :  They  claim  that  the  change  results  in  a  radically  different ' 
method  of  operation  of  the  tw6  machines.  To  state  it  in  the  language  used 
in  the  patent. law;  they  claim  that  there  is  a  difference  of  Amotion,  which 
means  simply  that  there  is  a  difference  in  the  manner  and  result  of  the 
operation  of  the  two  machines,  caused  by  laying  one  of  them  on  its  side. 
You  are  not,  gentlemen,  to  assume  that  that  is  not  possible.  The  change 
is  slight  in  its  aspect  There  is  no  change  in  the  structure  of  the  ma- 
chine. It  is  simply  a  change  in  the  attitude  of  the  machines  in  relation 
to  the  plane  of  the  horizon.  Nevertheless,  you  are  to  -consider  that 
changes  smaller  than  that  have  sometimes  resulted  in  very  large  differ- 
ences in  the  method  of  operation.  You  must  therefore,  with  unpreju- 
diced minds,  enter  upon  the  consideration  of  the  question,  when  you 
retire  to  your  room,  whether  there  be  any  difference  in  the  operation 
of  these  two  machines— the  one  standing  vertical  or  erect,  the  other 
standing  horizontal  or  lying  upon  its  side. . 

Kow,  what  is  the  nature  of  the  difference  which  the  defendants  claim! 
They  claim  that  the  difference  is  this :  That  the  machine  in  a  horizontal 
position  will  break  hides  so  that  they  can  be  used  for  useful  purposes 
in  the  arts,  and  that  the  machine  standing  in  a  vertical  position  will 
not  accomplish  this  work.  To  use  his  phrase— the  phrase  of  the  patent 
law— the  machine  is  not "  operative,"  or,  to  use  a  phrase  equally  ac- 
curate, and,  perhaps,  more  easily  comprehended,  that  the  vertical  mi 
ebine  will  not  do  the  work  wWoh  it  is  appointed  tq  flot  If  tftat'to  W, 
$9339  FIT    -  19  e    - 
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gentlemen,  there  is  not  only  a  radical  difference  in  operation,  bat  there 
is  evidently  a  defect  in  the  original  patent*  so  that  if  that  claim  made 
by  him  is  true  he  has  two  defenses,  either  one  of  which  is  a  sufficient 
answer  to  this  case— that  is  to  say,  while  the  machine  described  by  the 
plaintiff  as  being  a  vertical  machine  will  include  horizontal  machines 
also,  and  while  it  is  true  that  a  horizontal  machine  will  infringe,  this 
patent  for  a  vertical  machine,  if  it  appears  that  the  operation  of  the  ma- 
chine is  substantially  the  same  in  the  one  position  or  the  other,  on  the 
other  hand,  yon  will  understand  that  if  it  appears  that  a  horizontal 
machine  will  work  and  is  operative,  and  that  a  vertical  machine  will 
not  work  and  is  not  operative,  then  yon  must  confine  the  plaintiff  to 
that  interpretation  and  meaning  of  his  patent  which  confines  him  to 
vertical  machines  alone.  It  is  not  necessary  for  me  to  elaborate  the 
legal  principle  contained  in  this.  It  would  not  interest  yon,  and, 
perhaps,  would  tend  rather  to  confuse  than  to  elucidate  what  I  have 
to  say,  and  I  therefore  make  one  statement,  which  for  practical  pur* 
poses— for  your  purposes— covers  the  whole  question.  If  you  find 
that  a  machine  made  with  this  shaft,  crib,  and  weight,  and  standing 
so  that  the  shaft  is  vertical— that  is  to  say,  is  upright— will  not  break 
hides,  will  not  do  the  work  which  it  is  expected  to  do— then  in  that 
case  the  defendant  is  entitled  to  your  verdict  If  you  find  that  it 
will  do  that  work,  then  the  plaintiff  is  entitled  to  your  verdict,  so  fur  as 
this  question  is  concerned.  Yon  are  not  to  consider,  gentlemen',  which 
does  it  the  best  You  are  not  to  choose  between  the  two  machines.  You 
are  not  to  consider  whether  one  machine  makes  more  trouble  than  the 
other ;  whether  oue  makes  work  more  uniform  than  the  other  and  more 
desirable  in  the  market;  whether  one  is  better  able  to  perform  the  work; 
whether  one  does  it  with  a  less  amount  of  power;  whether  it  is  easier 
in  one  to  load  or  unload  than  in  the  other;  whether  it  is  more  under  the 
control  of  the  operator  in  one  case  than  iu  the  other,  o*  whether  the, 
crib  in  one  case  is  more  adjustable  than  in  the  other.  These  considera- 
tions are  of  no  consequence.  To  put  it  more  shortly,  the  question  to  be 
determined  by  you  is  not  which  of  these  is  the,  better  machine,  but 
simply  and  solely  will  a  machine  made  with  a  vertical  shaft  do  the  work 
at  all  1  Now,  as  to  that,  yon  must  consider  the  large  amount  of  testi- 
mony that  has  gone  in  here.  I  shall  not  do  more  than  to  point  out  to 
you,  without  undertaking  to  describe  it,  such  parts  of  the  testimony  as 
apply  to  this  question.  Will  a  vertical  machine  break  hides  so  that 
they  can  be  useful  f  You  will  understand,  of  course,  that  it  is  not  ex- 
pected of  a  vertical  machine  that  it  shall  do  the  whole  business  of  trans- 
forming the  skin  on  an  animal's  back  into  a  piece  of  laoe  leather.  It  is 
to  perform  only  one  part  of  it  This  machine  is  not  expected  to  skin  the 
animal,  nor  to  take  off  the  hair,  nor  to  dry  it,  nor  to  soak  it  with  water, 
nor  to  cover  it  with  stuffing,  nor  to  perform  any  other  of  the  operations, 
except  simply  to  corrugate  it ;  or,  as  it  might  be  expressed,  to  crumple 
it— squeeze  it  by  crumpling— so  as  to  soften  it  and  adapt  it  for  the  pur- 
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poses  for  which  it  is  wanted,  in  connection  with  the  other  processes 
which  are  necessary  in  this  important  art  of  preparing  leather.  The 
question  therefore  is,  will  a  vertical  machine  do  the  work  of  corrugating 
or  crnmpling  leather  so  as  to  soften  it  t  You  have  on  that  the  testi- 
mony as  to  the  machines  that  have  been  operated  by  Herman  Royer, 
commencing,  certainly ,  as  early  as  the  year  1873,  because  we  then  hear 
of  the  perfected  machine,  and  some  time — I  am  not  able  at  this  time  to 
state  to  you  from  the  testimony  the  precise  date— some  time  back  of 
that  and  between  that  and  1868,  because,  1  think,  yon  will  remember 
that  it  was  reported  by  Royer  that  for  some  little  time  after  the  machines 
were  first  made  he  found  some  difficulty  in  operating  them,  owing  to  the 
foot  that  the  stock  was  f  ot  properly  prepared  or  properly  stuffed,  and 
some  other  considerations,  so  that  for  some  time,  which  time  is  perhaps 
indefinite,  there  were  practical  difficulties  in  getting  them  into  opera- 
tion. They  finally,  however,  according  to  his  description  of  it,  were 
operated.  You  will  see  from  the  testimony  as  to  the  machines  used  by 
the  Messrs.  Weatherhead  &  Thompson,  in  Pawtucket,  which  were  ver- 
tical madriues.  There  is  said  to  be  a  difference  between  those  machines 
and  these  by  reason  of  the  fact  that  the  rings  are  made  in  two  parts, 
and  are  fastened  together  with  hinges  and  fastened  or  bolted  together, 
if  necessary,  daring  the  operation.  That,  you  will  understand,  is  en- 
tirely immaterial  to  this  questi  on  here.  The  testimony  shows,  if  be- 
lieved, that  they  are  vertical  machines,  and  that  the  crib  isdlosed  when 
the  operation  is  going  on,  which  is  all  we  need  to  inquire  about.  On 
the  other  hand,  you  have  the  testimony  of  one  of  the  defendants  to 
the  effect  that  he  made  one  of  these  machines  and  tried  it  and  it 
did  not  work.  As  to  that,  you  will,  of  course,  observe  the  testimony, 
which  I  think  is  not  disputed,  that  in  the  construction  of  that  trial 
machine  the  ordinary  requirements  of  mechanical  art  were  not  ob- 
served. The  machinist  who  constructed  that  machine  was  told  to 
build  one  exactly  like  the  drawings  ot  the  patent.  He  reported,  as  I 
remember  the  testimony,  that  there  would  be  practical  difficulties  about 
working  it,  and  the  answer  which  he  received  from  the  defendant  Coupe 
was  not  to  regard  that,  but  to  construct  it  exactly  as  it  was  shown  in 
the  drawings.  This  is  not  the  proper  way  to  construct  a  machine,  if 
you  propose  to  try  whether  it  be  or  be  not  an  operative  machine  in  the 
sense  of  the  patent  law.  In  building  a  machine  for  the  purpose  of  test- 
ing it,  or  for  the  purpose  of  using  it,  if  you  are  building  it  in  accordance 
with  the  drawings  of  a  patent,  or  with  any  other  drawings,  in  fact, 
which  are  presented  for  that  purpose,  there  are  very  many  mechanical 
devices  which  will  tend  to  make  a  machine  practical  and  operative  which 
are  within  the  duty  of  a  mechanic  and  do  not  come  within  the  limits  of 
inventive  art.  Whether  the  screws  were  of  the  right  length  er  not, 
whether  they  were  of  the  right  number  to  be  convenient,  whether  they 
wete  put  in  the  right  place,  for  example,  was  immaterial.  It  was  the 
\  of  the  machinist  who  should  undertake  to  construct  and  to  try 
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fairly  a  machine  made  after  that  patent  to  pat  in  the  proper  number  of 
screws  which  experience  and  his  knowledge  of  the  art  would  show  him, 
to  pat  them  in  the  proper  plapes,  and  to  make  them  of  the  proper  and 
convenient  length.  So  much  intelligence  is  to  be  supposed  in  the  pub- 
lic and  in  all  mechanics.  It  is  not  necessary  that  a  patent  or  the  parties 
to  it  should  state  such  things  as  that  in  order  that  tbey  may  bind  the 
public.  Bach  things  are  always  understood.  Ton  have  also  the  opinion 
of  Mr.  Coupe,  if  I  am  not  mistaken,  that  even  if  he  had'  built  this  ma* 
chine  properly,  according  to  the  description  of  the  patent,  and  even  if 
he  had  employed  proper  mechanical  skill  in  constructing  it,  even  then  it 
would  not  have  worked,  and  he  is  of  the  opinion  that  no  vertical  machine 
ever  can  work.  You  must  therefore  consider  these  two  classes  of  fects, 
mi*  opiuion  of  Mr.  Ooape  and  the  evidence  which  you  have  as  to  what 
.  has  been  done  with  these  machines.  Of  course,  I  need  not  say  to  you 
that  if  you  And  that  vertical  machines  have  been  operated,  that  is  con* 
clnsive  on  the  proposition  that  they  can  be  operated.  If  yon  should 
find  that  it  has  been  done,  that  leather  has  been  softened  and  pat  into 
the  market— practical  leather,  salable  leather— it  would,  of  course,  be 
idle  to  say  that  such  a  thing  cannot  be  done.  Of  course,  what  has  been 
done  can  be  doue. 

Mr.  Thurston.  In*  this  connection,  if  your  honor  will  pardon  me, 
I  desire  to  call  attention  to  the  fact  that  there  is  no  machine  like  the 
patent  which  has  been  proved  ever  to  have  been  used.  Even  Royert 
machine  is  a  machine  without  any  lever  attached  to  the  weight. 

Mr.  Whsaton.  The  patefit  calls  for  pressure  upon  the  top  of  that 
weight.  A  lever  is  the  ordinary  way  of  obtaining  pressure  in  mechanics, 
and  Mr.  Boyer  has  testified  that  he  used  the  machine  without  any  change 
whatever,  just  as  it  is  described  in  the  patent. 

Mr.  Thurston.  No,  sir. 

Mr.  Whsaton.  I  will  find  it,  if  you  dispute  it 

Judge  Carpenter.  I  think  you  will  find  it  is  true  that  nobody  ever 
made  a  literal  copy  of  that  patent-drawing  anywhere.  The  patentee 
did  not  make  a  literal  copy  of  it.  Coupe  did  not  make  a  literal  copy  of 
it  Weatherhead  did  not  make  a  literal  copy  of  it  Nor  is  it  necessary 
that  anybody  should  make  a  literal  copy  in  order  tp  bring  himself  within 
the  Boyer  patent.  It  is  not  necessary  for  Boyer  to  follow  the  lines  of 
that  drawing  with  absolutely  slavish  and  Chinese  accuracy,  as  I 
have  already  said  to  you,  in  order  to  construct  a  machine  under  the 
patent ;  nor  is  it  necessary  for  Coupe  to  copy  every  line  of  that  drawing 
in  order  to  make  himself  an  infringer;  nor  does  he  give  the  patent  a 
fair  test  by  such  a  copy.  Machines  are  to  be  constructed,  as  I  have 
said  before,  with  the  admixture  of  intelligence.  The  patent  is  supposed 
to  describe  the  machine  with  sufficient  accuracy  for  the  purposes  of  an 
ordinarily  intelligent  man  who  is  acquainted  with  the  art  of  machinery* 
It  does  not  undertake  to  describe  it  to  the  mind  of  a  person  which  is 
pa  absolute  bUmfe*  wbich  knows  nothing  either  of  machinery  or  aay 
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other  subject.  It  does  not  undertake  to  describe  a  pieoe  of  mechanism 
which  can  be  copied  as  a  Chinese  can  copy,  and  still  1>e  operative;  nor 
does  it.  undertake  to  describe  a  pieoe  of  machinery  in  which  yon  can 
make  a  variation,  which  would  seem  remarkable  to  a  Chinese,  and  so 
escape  infringement  So  far  as  devices  for  operating  this  machine  are 
concerned,  they  are  not  a  part  of  the  invention.  They  are  notoriously 
the  property  of  the  whole  world,  and  any  of  them  may  be  used  by  either 
of  these  parties,  or  by  the  public,  in  driving  these  machines  or  any 
other.  There  is  no  patent  on  the  bevel-gears  which  run  one  of  them  or 
on  whatever  device  it  is  that  runs  the  other.  The  device  is  not  shown 
here.  There  is  a  crank  put  on  there,  as  well  as  on  there  [indicating 
models].  But  whatever  they  use  is  the  property  of  the  public,  and  it  is 
entirely  immaterial  to  this  controversy.  So  of  whatever  device  may  be 
used  to  press  together  the  false  head  or  the  false  heads.  Any  device 
may  be  used.  The  patentee  does  not  describe  any.  He  says  it  is 
pressed  down.  It  is  not  necessary  that  he  should  describe  any  means. 
There  are  multitudinous  means.  A  person  might  sit  on  it  and  press  it 
down.  He  might  press  on  it  with  his  hands.  It  might  be  pressed  down 
with  a  lever,  and  it  might  be  done,  and  is  done,  in  a  very  economical  and 
mechanically  handsome  way,  as  you  will  see  by  this  device  here,  by 
means  of  a  double  screw  there,  which  holds  it  exactly  in  the  place 
where  it  is  put,  although  one  of  the  witnesses,  I  think,  undertook  to 
say  that  it  was  held  there  by  yielding  pressure.  I  think,  perhaps,  how- 
ever, I  do  not  overstep  my  duty  when  I  say  you  will  doubtless  come  to 
the  conclusion  that  the  false  head,  when  moved  by  the  screw  in  that 
way,  is  moved  forward  by  a  positive  motion,  and  is  held  where  it  is  put 
rigidly,  whatever  the  witnesses  may  say. 

Gentlemen,  in  general,  you  ought  to  examine  the  testimony  of  the 
various  witnesses  in  this  case  with  a  good  deal  of  care,  and  with  a  con- 
scientious determination  to  ascertain  what  the  real  facts  are.  You 
doubtless  observe  that  this  case,  in  point  of  the  amount  of  money  in- 
volved, is  of  considerable,  perhaps  I  may  say  of  great,  consequence. 
We  know  not  of  bow  much  consequence,  comparatively,  it  may  be  to 
the  parties,  because  we  know  nothing  as  to  their  meaqs,  or  whether  the 
sums  here  in  controversy  may  be  to  them  large  or  small  sums.  Fortu- 
nate it  is  for  us  that  we  do  not  know.  It  does  not  concern  us.  You 
sit  there,  gentlemen,  under  the  same  responsibility  under  which  I  sit 
here,  as  the  ministers  of  justice,  within  the  limits  of  our  jurisdiction 
here,  to  do  exact  justice  between  these  men,  according  as  the  testimony 
fairly  and  honestly  appears  to  us,  without  any  regard  to  the  conse- 
quences which  it  may  have  upon  either  of  them,  or,  even  if  such  were 
the  case,  upon  ourselves.  We  have  no  pressure  except  the  pressure  of 
our  own  consciences,  and  no  duty  except  carefully  and  conscientiously 
to  observe  and  weigh  the  testimony.  Make  up  your  minds,  for  your 
part,  as  to  whether,  upon  this  issue  which  is  left  to  you,  the  testimony 
inclines  to  the  one  side  or  the  other,  and,  upon  whichever  side  you 
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think  the  greater  weight  of  testimony  may  be,  give  yonr  verdict  in  that 
direction. 

If  yon  find  that  the  defenses  set  up  by  the  defendant  are  insufficient, 
it  will  be  necessary  for  you  to  determine  the  question  of  how  much 
damages  ought  to  be  paid.  Now,  it  is  the  duty  of  the  plaintiffs  to 
point  out  the  damages  to  you,  to  satisfy  you  what  they  are,  and  to  dis- 
criminate the  damages  done  to  the  plaintiffs  by  the  use  of  this  patented 
mechanism  from  the  damages  done  to  them,  if  any  has  been  done  to 
them,  by  the  use  of  any  other  devices  which  the  plaintiffs  may  have 
patented,  or  which  the  defendant  might  have  used. 

The  course  taken  by  the  plaintiffs  to  show  the  amount  of  damages 
is  a  proper  course.  He  undertakes  to  show  the  value  of  this  invention 
to  any  person  using  it,  and  the  law  deems  it  a  Air  inference  that  what- 
ever value  has  been  received  by  the  defendant  through  the  use  of  this 
invention  so  much  has  been  taken  away  from  the  plaintiffs  and  they 
are  entitled  to  have  it  restored  to  them.  Upon  the  amount  of  those 
damages  you  have  the  testimony,  if  I  remember  right,  of  only  one  wit- 
ness. Mr.  Boyer  himself  has  made  an  estimation,  as  he  states,  of  the 
amount  of  money  which  would  be  saved  by  the  use  of  this  particular 
mechanism  for  the  performance  of  this  particular  operation  in  the 
course  of  the  production  of  rawhide  leather.  There  is  no  evidence  as 
to  the  amount  of  advantage  or  profit  from  the  employment  of  other  de- 
vices for  other  purposes,  either  for  the  preparation  of  the  leather  before 
it  goes  through  this  machine  or  afterward;  but  you  heard  his  testimony 
to  the  effect  that  three  or  four  dollars  a  hide  is  not  an  extravagant  es- 
timate of  the  amount  of  saving  which  would  be  made  by  the  use  of 
this  mechanism  of  his  over  and  above  any  other  device  which  was  at 
the  time  of  his  invention  in  use,  and  which  the  public  had  a  right  to 
use.  That  estimation,  if  you  are  satisfied  with  the  fairness  of  it,  may 
be  taken  as  the  basis  of  your  calculations.  You  ought,  however,  to  ob- 
serve the  statement  made  by  the  plaintiff  himself,  that  for  the  purpose 
of  certainty,  or  for  other  purposes,  he  chooses  that  you  shall  take  a 
considerably  smaller  sum,  and  which,  according  to  his  testimony,  is 
dearly  within  tjie  value  of  this  invention— that  is  to  say,  the  sum  of 
one  dollar  for  each  hide.  Ton  will  bear  in  mind  that  it  is  one  dollar  for 
a  hide  which  is  thus  estimated,  and  not  one  dollar  for  a  side  of  leather. 
If  you  believe  his  testimony  to  be  sound  and  in  accordance  with  the 
truth,  then  you  may  make  up  your  verdict  on  that  basis — that  bring,  I 
think,  the  only  testimony  in  the  case  as  to  the  amount  of  damages. 

Now,  gentlemen,  if  there  is  anything  that  I  may  have  omitted,  or  that 
you  think  I  have  misstated,  I  will  hear  any  suggestions  you  have  to  make. 
Mr.  Thurston.  I  will  direct  your  honor's  attention  to  one  matter 
which  has  been  omitted,  as  I  suppose,  by  inadvertence,  and  that  is, 
that  if  the  jury  believe  the  letter  of  Herman  Boyer  and  his  testimony 
that  the  facts  contained  iu  the  letter  are  true,  then  Herman  Boyer  was 
the  inventor  of  the  machine  and  Louis  Boyer  had  nothing  to  do  with 
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it,  and  the, verdict  most  be  for  the  defendants.  Your  honor  wai  in 
error  in  supposing  that  I  claimed  that  Louis  Boyer  was  the  inventoh 
My  position  was  that  Louis  Boyer  had  made  an  invention  and  bnilt  * 
machine  to  practice  the  invention  that  he  had  made,  bnt  never  put  it 
in  practice,  abandoned  it,  and  Herman  Boyer  took  it  np.  Herman 
Boyer  wrote  the  letter  which  I  have  put  in  evidence,  and  upon  that  I 
base  the  request  With  reference  to  damages,  your  honor,  remarked 
that  there  was  only  one  witness  upon  that  question.  I  beg  to  call  your 
honor's  attention  to  the'testimony  of  Mr.  Gonpe  that  there  was  no  sav- 
ing or  profit  in  the  use  of  a  vertical  machine  made  in  accordance  with 
the  description  in  the  patent  over  and  above  the  prior  falling-machines 
that  were  known  to  the  art  long  previously,  and  also  to  the  fact  that 
the  gross  sum  that  he  receives  for  the  qualities  of  hides,  to  which  his 
attention  was  drawn,  is  $3.52  per  dozen,  and  that  there  is  a  saving  of 
only  fifty-two  cents  over  the  Page  process. 

Judge  OjlBPBNTER.  Where  is  that  stated  f 

Mr.  Thtjhbton.  It  appears  in  Mr.  Coupe's  testimony. 

Judge  Carpenter,  Mr.  Coupe  says  there  is  no  saving  at  aU,  because 
he  says  you  can  not  make  it  at  all  by  the  patented  machine. 

Mr.  Thurston.  He  says  it  c*in  not  be  done  by  the  patented  machine ; 
but  he  says  that  the  machines  put  into  the  market,  or,  rather,  the 
Weatherhead  &  Thompson  machines,  are  not  these  machines.  They 
are  lace-leather  machines.  But,  first,  I  desire  to  request  the  instruction 
Upon  that  letter  of  Herman  Boyer. 

Mr.  Whraton.  The  Page  letter  is  another  article. 

Judge  Oabfbnteb.  That  is  argument  I  do  not  care  to  have  it  ar- 
gued, gentlemen.  As  to  the  meaning  of  the  letter  written  by  Herman 
Buyer,  as  bearing  upon  the  question  of  whether  this  was  a  joint  inven- 
tion or  the  invention  of  one  or  the  other  of  the  parties,  I  shall  not  un- 
dertake to  tell  you  what  that  letter  means,  nor  what  any  of  the  rest  of 
the  testimony  means  that  bears  upon  that  question.  You  are  to  con- 
sider the  letter  and  all  the  other  testimony,  and  from  that  you  are  to 
determine  who  was  the  inventor  of  this  mechanism— whether  it  was 
Lottis  Boyer  or  Herman  Boyer,  or  whether  it  was  the  two  together,  as 
I  have  already  stated  to  you  more  at  length.  If  you  find  that  it  was 
the  invention  of  Herman  Boyer,  or  if  you  find  that  it  was  the  in vention 
of  Louis  Boyer  alone,  then  in  that  case  you  need  not  go  any  further,  as 
I  have  already  said,  but  must  find  your  verdict  for  the  defendants.  If 
you  find  that  it  was  invented  by  both  of  them,  one  man  proposing  or 
suggesting  one  part  and  another  one  suggesting  another  part,  one  sug- 
gesting a  certain  thing  and  another  suggesting  modifications,  then  the 
patent  is  valid  as  far  as  that  matter  i*  concerned,  all  of  which,  as  far  as 
I  can  understand,  is  substantially  what  I  have  said  to  you  before. 

My  attention  is  called  to  the  fact  that  there  is  other  testimony  re- 
garding the  amount  of  damages  besides  that  of  Mr.  Boyer.  It  is  true, 
no  doubt,  that  the  defendant  Coupe  has  testified  that  there  is  no  advan- 
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t*ge  in  the  use  of  this  patented  mechanism ;  that  it  is  not  worth  any- 
thing to  him  who  uses  it  ilia  testimony  is  that  it  is  not  worth  any- 
thing by  way  of  advantage  to  hiin  who  uses  it,  because  it  is  not  worth 
anything  to  anybody,  and  can  not  be  made  to  make  leather,  according 
to  his  understanding  of  it,  according  to  his  testimony.  Of  course,  if 
that  be  true,  it  not  only  reduces  the  damages  to  nothing,  it  is  not  only 
conclusive  that  there  should  not  be  any  damages  at  all,  but  that  there 
should  be  a  verdict  for  the  defendants.  80  that  what  I  said  before  is 
strictly  true,  that,  assuming  that  there  are  to  be  any  damages  at  all, 
assuming  that  the  plaintiff  is  entitled  to  a  verdict,  the  only  testimony 
upon  the  subject  of  the  amount  of  the  verdict  is  that  of  Herman  Boyer. 

Mr.  Wheaton.  It  your  honor  will  allow  me,  to  avoid  any  possible 
mistake  of  the  figures  that  I  made  and  handed  to  the  jury,  I  desire  to 
say  that  in  the  course  of  my  argument  my  associate  added  up  the  num- 
ber of  sides  which  the  book-keeper  had  given  between  the  14th  of  July, 
1879,  and  the  10th  of  March,  1885.  We  divided  that  by  two,  and  it 
amounted  to  sixty-six  and  some  odd  thousand  dollars,  making  it  up  at 
one  dollar  per  hide.  ' 

Judge  Carpenter,  The  jury  will  understand,  then,  that  the  figures 
that  were  stated  by  the  counsel  for  the  plaintiff  are  the  figures  which 
he  says  are  the  result  of  a  computation,  and  show  the  number  of  hides. 


[Supreme  Court  of  the  United  State*] 

Worden  et  dL  v.  Searls. 

Decided  Mar  ok  88,1887.    39  O.  G.,  350. 

1.  Reissue— Enlabqement  of  Original  Patent. 

Where  the  original  patent  described  and  claimed  a  lever  applied  to  a  whip- 
socket,  and  the  reissue  described  and  claimed  a  lever  applied  to  a  part  of  a  whip- 
socket,  the  reissue  was  unduly  enlarged,  and  is  invaUd. 

9.  Infuncbmbnt— What  is  Not. 

A  whip-socket  made  in  two  ports  pivoted  together  in  such  a  way  that  the  whip- 
handle  when  inserted  is  pinched  by  the  socket  above  and  below  the  pivot  does 
not  infringe  a  whip-socket  made  in  one  piece,  with  a  lever  pivoted  in  a  longi- 
tudinal slot  in  the  wall  of  the  same,  where  the  whip-handle  when  inserted  is 
pinohed  by  the  lever  above  and  below  its  pivot. 

3.  Contempt  or  Court— When  Reviewable  on  Appeal. 

When  the  defendant  below  bad  been  fined  for  contempt  in  the  violation  of  a 
preliminary  injunction  and  had  riven  bond,  and  the  proceeding  was  based  on  a 
right  which  depended  on  the  validity  of  a  patent,  the  proceeding  is  reviewable 
on  appeal,  and  in  this  particular  case  is  not  upheld. 

4.  Practice  in  Remanding  such  Cases. 

This  case  remanded  to  the  court  below,  with  directions  to  dismiss  the  hill, 
without  prejudice  to  the  power  and  right  of  the  circuit  court  to  punish  the  con- 
tempt by  a  proper  proceeding. 

Appeal  from  the  circuit  court  of  the  United  States  for  the  Eastern 
District  of  Michigan. 
Mr.  Charles  J.  Hunt  for  the  appellants. 
Mr.  J.  P.  Fitch  for  the  appellee. 
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Mr.  Justice  Blatchfobb  delivered,  the  opinion  6f  the  Court 

This  is  a  suit  in  equity,  brought  in  the  circuit  court  of  the  United 
States  for  the  eastern  district  of  Michigan  by  Anson  Searls  against 
Alva  Worden  and  John  S.  Worden,  for  the  alleged  infringement  of  Re- 
issued Letters  Patent  No.  5,400,  granted  to  Erastus  W.  Scott  and  An* 
son  Searls,  May  6, 1873,  for  an  improvement  in  whip  sockets,  on  an 
application  for  reissue  filed  January  16, 1873,  the  original  Letters  Pat- 
ent No.  70,627  having  been  granted  to  B.  W.  Scott,  November  5, 1867, 
on  an  application  filed  August  23, 1867.  One  of  the  defenses  set  up  in 
the  answer  is  that  the  reissued  letters  patent  are  not  for  the  same  in*; 
vention  as  that  described  and  claimed  in  the  original  letters  patent, 
and  contain  new  matter  not  contained  or  claimed  in  the  original. 

The  specification  and  claim  and  drawings  of  the  original  patent  Are 
as  follows: 

Be  it  known  thai  I,  E.  W.  Scott,  of  Wauregan,  in  the  county  of  Windham  and 
8tate  of  Connecticut,  have  invented  a  new  and  useful  Improvement  in  Whip- 
Sockets;  and  I  do  hereby  declare  that  the  following  is  a  full,  clear,  and  exact  de- 
scription thereof,  which  will  enable  others  skUled  in  the  art  to  make  and  use  the 
same,  reference  being  had  to  the  accompanying  drawings,  and  to  the  letters  of  refer- 
ence marked  thereon. 

This  invention  relates- to'  a  new  and  improved  fastening  applied  to  a  whip-socket 
in  such  a  manner  as  to  hold  the  whip  firmly  therein,  prevent  it  from  moving  or  shak- 
ing laterally,  and  at  the  same  time  not  interfere  in  the  least  with  its  ready  insertion 
in  the  socket  and  its  withdrawal  therefrom. 


-FfcJ. 


In  the  accompanying  sheet  of  drawings,  Figure  1  is  a  vertical  central  section  of  m; 
1 xi A.i <_  il.  is -  to—  o.  d:»  o  «&*»  A-vfAi*n*1  via*  nf  t.hA  Mine. 


298  DttOIfltOKfl  69  V.  6.  COtWtB  Itf  fATfiKt  CASES. 

Similar  letters  of  reference  indicate  like  parts. 

The  whip-socket  A  may  be  made  of  cast-iron.,  hard  .rubber,  or  auy  of  the  materials 
now  need  for  each  purpose.  Cast-iron,  however,  would  probably  be  the  preferable 
material.  The  socket  may  have  an  opening,  «y  at  its  bottom,  to  admit  of  the  escape 
of  water,  dust,  etc.,  and  in  the  side  of  the  socket  there  is  an  opening  or  slot,  a(,  ex- 
tending nearly  its  whole  height  or  length.  .  In  this  slot  there  is  secured  a  fulcrum- 
pin,  o,  a  lever,  B,  which  is  slightly  curved,  as  shown  clearly  in  Fig.  1,  the  fnlcrum- 
pin  being  rather  below  the  center  of  the  lever,  and  the  latter  provided  with  a  projec- 
tion, V,  near  its  fulcrum-pin,  whioh  renders  the  lower  part  of  the  lever  heavier  than 
Its  upper  part,  with  its  center  of  gravity  at  one  side  of  its  fhlorum-pin,  so  that  the 
upper  end  e  of  the  lever  will  have  a  tendency  to  move  out  from  within  the  socket,  aa 
Indicated  by  the  arrow  1.  The  lower  end  of  the  lever  B  is  so  curved  as  to  extend 
within  the  lower  part  of  the  socket  at  all  times,  and  when  the  socket  is  empty,  no 
whip  in  it,  the  upper  end  e  of  the  lever  will  be  in  the  slot «,  If  not  out  from  it,  so 
aa  not  to  form  any  obstruction  to  the  bntt  of  the  whip  C  as  it  is  shoved  into  the 
socket  }  but  when  the  bntt  of  the  whip  reaches  the  lower  part  of  the  socket  it  strikes 
the -lower  enrved  end  of  the  lever  B  and  throws  the  upper  end  e  of  the  same  in  con- 
tact with  the  butt  (see  Fig.  1),  the  weight  of  the  whip  keeping  the  upper  end  o  of 
the  lever  in  contact  with  the  butt,  and  holding  the  whip  steady  in  the  socket. 

In  withdrawing  the  whip  from  the  socket  the  upper  end  e  of  the  lever  moves  freely 
outward  from  the  butt  as  soon  as  the  lower  end  of  the  lever  is  relieved  of  the  weight 
of  the  whip. 

This  simple  device  has  been  practically  tested,  and  it  operates  well.  There  are  no 
springs  required,  and  no  parts  used  which  are  liable  to  get  out  of  repair  or  become 
deranged  so  as  to  be  inoperative. 

Having  thus  described  my  invention,  I  olaim  as  new  and  desire  to  secure  by  letters 
patent— 

A  whip-socket  provided  with  a  fastening  composed  of  a  lever,  arranged  or  applied 
substantially  as  shown  and  described,  to  hold  the  whip  steady  or  firm  in  its  socket, 
as  set  forth. 

The  specification  and  claims  of  the  rpiasne  are  as  follows,  the  draw- 
ings of  the  reissue  being  substantially  the  same  aa  those  of  the  original : 

Be  it  known  that  I,  Erastus  W.  Scott,  of  Wauregan,  in  the  county  of  Windham, 
,and  State  of  Connecticut,  have  invented  certain  new  and  useful  improvements  In 
whip-oockets,  whioh  are  simple  in  construction,  efficient  in  operation,  and  durable 
in  use;  and  the  improvements  consist  in  the  use  of  a  lever  with  the* stationary  or 
upright  portion  of  the  socket,  and  in  the  construction  and  combination  of  the  parts, 
aa  hereinafter  more  fully  described;  and  I  do  hereby  declare  that  the  following  is  a 
full,  clear,  and  exact  description  thereof,  which  will  enable  others  skilled  in  the  art 
to  which  it  appertains  to  make  and  use  the  same,  reference  being  had  to  the  accom- 
panying drawing,  with  letters  of  reference  marked  thereon,  forming  a  part. of  this 
specification,  in  which— 

Figure  1  is  a  central  vertical  section,  taken  on  line  *  m  of  Fig,  %  of  a  socket  embody- 
ing my  invention ;  and  Fig.  8  is  an  elevation  of  the  same. 

A  represents  a  tabular  socket  provided  with  a  suitable  flange  at  the  top,  and  the 
interior  of  the  bottom  part  of  the  socket  gradually  decreases  in  size,  being  constructed 
In  a  partially  cone  form,  as  shown.  The  socket  A  is  provided  with  a  suitable  fast- 
ener for  the  purpose  of  securing  the  same  to  the  carriage.  The  socket  A  is  provided 
with  a  slot  a',  extending  a  sufficient  distance  to  admit  the  lever  B,  which  is  suitably 
pivoted  to  the  part  A  in  such  a  manner  as  to  move  on  its  pivot,  for  a  purpose  pres- 
ently described.  This  lever,  B  extends  upward  and  downward  from  its  pivot  and 
Inclines  or  carves  inward  from  the  pivot  to  each  end,  so  that  each  end  of  the  lever, 
or  a  point  near  each  end  of  the  lever,  forms  a  bearing-point  for  the  whip  C  when  inserted 
In  the  socket,  while  the  opposite  side  of  the  whip-stock  G  bears  upon  the.  socket  A, 
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*s  shown  in  Fig.  V  Tho  lever  B  is  pivoted  to  the  socket  A,  at  a  point  inaide  of  its 
ecnter  of  gravity,  so  that  whan  the  whip  is  removed  the  npper  part  of  the  lerer 
automatically  mores  outward,  as  indioated  by  the  arrow,  leaving  the  top  of  the 
socket  open  Jot  the  reoeption  of  the  whip.  The  same  outward  movement  of  the  top 
of  the  lever  would  be  caused  by  the  butt  of  the  whip  when  withdrawn  from  the 
socket 

The  operation  is  as  follows :  The  whip  C  being  removed  from  the  socket,  the  npper 
part  of  the  lever  mils  outward;  as  above  described,  leaving  the  top  of  the  socket 
open.  The  whip  then,  being  again  hurled  in  the  socket,  first  comes  in  contact  with 
the  lower  inclined  or  curved  part  *  of  the  lever  B,  and  as  the  whip  passes  down  the 
lower  parte  of  the  lever  is  pressed  outward,  which  action  brings  the  upper  parte 
inward  until  it  is  brought  to  bear  Urmly  against  the  whip  C,  and  thus  holding  the 
whip  securely  between  the  lever  and  the  opposite  side  of  the  socket  A. 

By  this  means  a  whip  of  any  ordinary  site  may  be  firmly  and  securely  held  in 
position. 

Having  thus  fully  described  the  invention,  what  is  claimed,  and  desired  to  be 
secured  by  Letters  Patent,  is— 

L  The  combination  of  the  stationary  part  of  a  whip-socket  and  a  lever,  the  lever 
being  hinged  or  pivoted  so  that  the  lever  bears  against  the  whip  at  or  near  the  ends 
of  the  lever,  to  hold  the  whip  in  position,  for  the  purpose  set  forth. 

2.  The  lever  B,  ourved  or  iuolined  inward  from  its  point  of  pivot,  and  need  in  con- 
nection with  the  stationary  part  A,  substantially  as  and  for  the  purpose  specified. 

3.  The  lever  B,  pivoted  at  a  point  inside  of  its  center  of  gravity,  so  that  when  left 
free  the  upper  part  of  the  lever  will  fall  outward,  substantially  as  and  for  the  pur- 
pose set  forth. 

The  bill  was  filed  in  July,  1880.  On  the  19th  of  July,  1880,  a  pre- 
liminary injunction  was  issued  and  served.  In  the  answer,  filed  in  Sep- 
tember, 1880,  it  was  set  up  that  the  defendants  were  making  and  selling 
whip-sockets  constructed  under  and  in  accordance  with  the  specifica- 
tion and  drawings  of  Letters  Patent  No.  70,075,  owned  by  them,  granted 
to  Henry  M.  Curtis  and  Alva  Worden,  October  22, 1867,  for  an  im- 
provement in  self  adjusting  whip-holder.  After  replication  and  proofs, 
the  case  was  heard,  and  on  the  24th  of  February,  1882,  an  interlocutory 
decree  was  made,  declaring  that  the  reissue  was  valid  and  had  been 
infringed,  and  awarding  a  perpetual  injunction  and  a  reference  as  to 
profits  and  damages.  On  the  6th  of  March,  1882,  an  order  was  made, 
entitled  in  the  cause,  imposing  a  fine  of  $260  on  the  defendants  to  be 
paid  by  them  to  the  complainants  for  a  violation  of  the  preliminary  in- 
junction. This  order  was  opened  on  the  29th  of  April,  1882,  for  a  farther 
hearing,  and  on  the  9th  of  October,  1882,  an  order  was  made,  entitled 
in  the  cause,  imposing  a  fine  of  $  L,182  on  the  defendants  for  such  viola- 
tion, to  be  paid  to  the  clerk  of  the  court,  and  by  him  to  be  paid  over  to 
the  plaintiffs  for  damages  and  costs,  the  defendants  to  stand  committed 
until  the  same  should  be  paid  (13  Fed.  Rep.,  716).  An  appeal  by  the 
defendants  from  this  order  was  allowed,  and  an  order  was  made  that  all 
proceedings  to  enforce  the  collection  of  the  fine  be  stayed  until  the  fur- 
ther order  of  the  circuit  court  on  the  giving  of  a  specified  bond,  which 
bond  was  given.  On  the  report  of  a  master  on  the  reference  under  the 
interlocutory  decree  a  final  decree  was  entered  that  the  plaintiffs  re- 
cover against  the  defendants  $24,573.91  as  profits  and($386.40  costs. 
From  this  decree  the  defendants  have  appealed. 
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The  specification  and  claim  and  drawings  of  the  Curtis  and  Worden 
patent  are  as  follows : 

Be  it  known  that  we,  Henry  M.  Curtis  and  Alva  Worden,  of  Ypeilanti,  in  the 
county  of  Washtenaw  and  State  of  Michigan,  have  inveuted  a  new  and  useful  Ma- 
chin*  for  Holding  Carriage-Whips,  which  we  denominate  "Curtis  and  Worden's  Self- 
A&justing  Whip-Holder; "  and  we  do  hereby  declare  that  the  following  is  a  full,  dear, 
and  exact  description  of  the  construction  and  operation  of  the  same,  reference  being 
had  to  the  annexed  drawings,  making  a  part  of  this  specification,  in  which— 

Figure  1  is  a  sectional  view.  Fig.  3  is  a  perspective  view  of  the  whip-holder  com- 
plete and  ready  for  use  without  the  whip.  Fig.  3  is  a  perspective  view  of  the  whip- 
holder  oomplete,  dosed  upon  the  whip-handle. 
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The  whip-holder  is  formed  of  metal  east  or  pressed  to  tho  desireu  shape,  and  ia 
composed  of  two  pieces  only,  Fig.  1  representing  one  sectional  half  and  the  other 
sectional  half  being  formed  exactly  like  it,  with  the  exception  of  the  loops  A  A,  used 
for  the  purpose  of  attaching  the  same  to  the  carriage-seat  or  dash-board.  Each  sec- 
tion of  the  whip-holder  is  a  cone-shaped  half-cylinder,  the  cone  being  reversed  near 
the  bottom  of  the  whip-holder,  forming  each  half-section  bilged  or  barrel -shaped, 
and  connected  together  at  the  bilge  by  an  ear-shaped  hinge,  B,  on  each  half-section, 
the  ears  being  connected  together  by  a  rivet  forming  the  hinge.  The  edge  or  face  of 
each  cylinder-section  is  formed  by  an  obtuse  angle  at  the  hinge,  so  constructed  that 
when  the  two  sections  are  connected  together  at  the  hinge  B  the  whip-holder  above 
the  joints  or  hinge  is  open,  and  shut  or  closed  below  from  its  own  weight,  as  in  Fig.  S. 

When  the  whip  is  inserted,  the  holder  opens  at  the  bottom,  below  the  joints  or 
hinge,  by  the  pressure  of  the  whip  upon  the  convex  conical  sides  of  the  holder,  and 
oloses  at  the  top  of  the  holder  around  the  whip,  thus  clasping  the  whip  firmly  at  top 
and  bottom  of  the  holder  and  holding  it  steady  and  firmly  in  its  place. 

The  whip  may  be  easily  drawn  out  by  a  perpendicular  motion,  the  holder  opening 
at  the  top  and  dosing  at  the  bottom,  so  that  the  whip  is  readily  detached. 
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What  wo  claim  as  oar  invention,  and  desire  to  secure  by  letters  patent,  is— 
The  shape  and  construction  of  the  whip-holder,  and  the  connection  of  the  two 
sectional  halves  by  hinges  or  joints,  in  snoh  a  manner  as  to  hold  the  whip  when  in- 
serted closely  and  firmly  by  clasping  the  same  at  the  top  and  bottom  of  the  holder  at 
the  same  time,  the  holder  being  formed  of  metal  and  oast  or  pressed  into  proper 
shape,  substantially  as  and  for  the  purpose  set  forth  and  described. 

The  circuit  court,  in  deciding  the  case  (11  Fed.  Sep.,  601,  and  21 0. 
G.t  1856),  said: 

A  glance  at  the  drawings  and  specifications  will  show  that  the  patents  [the  origi- 
nal and  the  reissue  J  are  for  the  same  invention— viz,  a  whip-socket  arranged  with  a 
lever  swung  upon  a  central  pivot,  and  operating  so  as  to  admit  the  whip  without 
difflonlty  and  hold  it  firmly  in  position,  and  at  the  same  time  not  preventing  its  easy 
withdrawal.  So  far  from  there  being  any  attempt  in  the  reissue  to  expand  the  claim 
of  the  original  patent  and  embrace  devices  whioh  might  have  come  into  nse  since  the 
original  patent  was  granted,  its  purpose  was  evidently  only  to  make  that  definite 
whioh  had  before  been  obscure,  and  to  set  forth  in  more  precise  and  accurate  terms 
the  details  of  the  invention.  I  regard  the  reissue  in  this  cose  as  a  perfectly  legiti- 
mate use  of  the  privileges  conferred  by  the  act  upon  that  subject 

As  we  are  of  opinion  that  the  defendant's  whip-socket  did  not  infringe 
the  claim  of  the  original  Scott  patent,  and  that  the  reissue  was,  in  its 
claims,  an  unlawful  expansion  of  the  original,  designed  to  cover  the 
defendant's  structure,  it  is  not  necessary  to  consider  any  other  matter  of 
defense. 

The  application  for  the  original  Scott  patent  and  the  application  for 
the  Curtis  and  Worden  patent  were  before  the  Patent  Office  at  the  same 
time.  The  application  for  the  Scott  patent  was  filed  August  23, 1867. 
It  was.  issued  November  5, 1807.  The  Curtis  and  Worden  patent  was. 
issued  October  22,  18G7.  The  date  it  was  applied  for  is  not  shown. 
Although  the  date  of  the  Scott  invention  may  be  earlier  than  that  of 
the  Curtis  and  Worden  invention,  each  patent  was  evidently  granted 
for  the  specific  apparatus  covered  by  its  claim.  There  was  no  conflict 
or  interference  between  them,  and  no  interference  between  their  claims 
was  declared.  Their  claims,  as  granted,  placed  side  by  side,  were  as 
follows : 

CurtU  and  Worden,  Soott. 

The  shape  and  construction  of  the  whip-        A  whip-socket  provided  with  a  fasten- 
holder,  and  the  connection  of  the  two    iqg  composed  of  a  lever  arranged  or  ap- 
sectional  halves  by  hinges  or  Joints,  in     plied,  substantially  as  shown  and  de- 
such  a  manner  as  to  hold  the  whip  when     scribed,  to  hold  the  whip  steady  or  firm 
inserted  closely  and  firmly  by  clasping    in  its  socket,  as  set  forth, 
the  same  at  the  top  and  bottom  of  the 
holder  at  the  same  time,  the  holder  being 
formed  of  metal  oast  or  pressed  into  proper 
shape,  substantially  as  and  for  the  pur- 
pose set  forth  and  described. 

The  specification  of  the  original  Scott  patent  stated  the  invention  to 
be  ua  new  and  improved  fastening  applied  to  a  whip-socket."  The 
socket  is  described  as  a  complete  whip-socket,  complete  in  itself  with- 
put  the  fastening,  and  having  in  its  side  an  opening  or  slot  extending 
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nearly  its  whole  height  or  length,  in  which  slot  is  inserted  a  lever.  The 
claim  is  for  "a  whip-socket *— that  is,  a  complete  whip-socket-?"  pro- 
vided with  a  fastening  composed  of  a  lever  arranged  or  applied  sub- 
stantially as  shown  and  described"— that  is,  inserted  in  the  slot  in  the 
socket  The  defendant's  structure  consists  only  of  two  sectional  halves, 
each  like  the  6ther  and  each  a  cone-shaped  half -cylinder,  and  bilged 
with  an  ear-shaped  hinge  on  each  half-section,  a  rivet  connecting  the 
two  forming  the  hinge.  This  arrangement  does  not  infringe  the  claim 
of  the  Scott  original  patent.  It  is  not  a  oomplete  whip-socket  provided 
with  a  lever  arranged  or  applied  substantially  as  in  Scott's  apparatus— 
that  is,  pivoted  in  a  slot  in  the  socket.  It  is  true  that  the  result  in 
each  arrangement  is  to  hold  the  whip  steady  or  firm  in  a  socket;  bat 
the  mechanisms  are  different. 

That  the  specification  and  claims  of  the  reissue  were  designedly  so 
worded  as  to  cover  a  structure  which  the  claim  of  the  original  patent 
would  not  cover  is  manifest.  Thus  the  original  specification  says  that 
the  invention  relates  to  a — 

fastening  applied  to  a  whip-socket  in  such  a  manner  as  to  hold  the  whip  firmly 
therein. 

This  means  that  you  have  a  complete  whip-socket  and  you  apply  a 
fastening  to  it,  which  fastening  is  so  arranged  as  to  hold  the  whip 
firmly  in  the  socket  in  which  the  whip  is  placed.  The  description  in 
the  original  specification  describes  a  complete  whip-socket,  with  an 
opening  or  slot  in  the  side  of  the  socket  extending  nearly  its  whole 
height  or  length,  with  a  fastening-lever  secured  in  the  slot  by  afulcram- 
pin  rather  Mow  the  center  of  the  lever,  the  lever  having  near  the  ful- 
crum-pin a  weighting  projection,  V.  The  reissued  specification  says 
that  the— 

improvements  consist  In  the  use  of  a  lever  with  the  stationary  or  upright  portion 
of  the  socket. 

The  socket  is  referred  to  as  if  it  had  a  part  which  is  not  stationary. 
The  first  aud  second  claims  carry  out  the  same  idea  by  making  the 
"  stationary  part  *  of  the  socket  an  element  in  each  of  those  claims. 
The  defendant's  holder  is  not  a  complete  holder  with  its  stationary  part 
alone  and  without  its  movable  part,  while  the  plaintiffs'  is.  Moreover, 
all  mention  of  the  weighting  projection  V  is  omitted  in  the  reissued 
specification.  The  design  manifest  in  it  is  to  cover  such  a  structure  as 
that  of  the  defendant,  and  the  evidence  tends  to  the  conclusion  that 
that  was  the  object  of  obtaining  the  reissue.  The  description  and  claim 
of  the  original  specification  was  entirely  adequate  to  cover  the  Scott 
device.    No  inadvertence,  accident,  or  mistake  is  shown. 

The  reissue  is  sought  to  be  sustained  by  the  counsel  for  the  appellee 
on  the  ground  that  the  invention  described  in  each  of  the  two  specifica- 
tions is 


the  combination,  with  a  whip-socket,  of  a  lever  which  operates  to  hold  the  whip 
firmly  therein  and  prevent  it  from  moving  or  shaking  laterally. 
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Even  if  Huoh  a  claim  would  be  valid,  it  is  not  the  claim*  made  in  the 
original  patent ;  and  even  if  it  were  tb*  claim  made  by  tbat  patent,  the 
reissue  purports  to  claim,  not  a  combination  of  a  whip-socket  and  a 
lever,  but  the  combination  of  the  stationary  part  of  a  whip-socket  And 
a  lever. 

We  are  therefore  of  opinion  that  this  reissued  patent  is  invalid. 

The  appellants  ask  for  a  review  and  reversal  of  the  orders  imposing 
lines  for  a  violation  of  the  preliminary  injunction.  The  appellee  con- 
tends that  this  court  can  not  review  the  action  of  the  circuit  court  in 
punishing  a  contempt  committed  by  a  violation  of  such  injunction  (1) 
because  the  proceedings  were  criminal  in  their  character  j  (2)  because 
the  actiou  of  the  Circuit  court  is  by  section  725  of  the  Revised  Statutes 
expressly  made  discretionary. 

All  the  proceedings  which  resulted  in  the  imposition  of  the  fines  were 
taken  and  entitled  in  the  suit.  The  order  of  March  6, 1882,  is  entitled 
in  the  suit,  and  adjudges— 

that  the  said  defendant*  are  guilty  of  tbe  contempt  charged  against  them  for  a  viola- 
tion of  the  injunction  issued  in  this  eanse,  and  that  said  defendants,  Alra  Worden  and 
John  8.  Worden,  pay  the  said  complainant,  Anson  8earls,  tbe  sum  of  two  hundred 
and  fifty  dollars  as  a  fine  for  said  violation,  together  with  costs  of  said  proceedings, 
to  be  taxed,  and  that  said  defendants  stand  committed  until  the  same  be  paid. 

The  order  of  October  9, 1882,  is  entitled  in  the  suit,  and  orders — 

that  said  defendants,  Alva  Worden  and  John  S.  Worden,  do  pay  a  fine  of  eleven 
hundred  and  eighty -two  dollars  to  the  clerk  of  this  court,  to  be  paid  over  by  said 
clerk  to  complainant  for  damages  and  costs,  and  tbat  said  defendants  do  stand  com- 
mitted until  the  same  is  paid. 

It  appears  that  the  $1,182  was  made  up  of  $6S2,  the  profits  of  tbe 
defendant  on  sixty-two  gross  of  whip-sockets  sold,  and  $600,  expenses' 
of  the  plaintiffs  in  the  contempt  proceedings. 

We  have  jurisdiction  to  review  the  final  decree  in  the  suit  and  all 
interlocutory  decrees  and  orders.  These  fines  were  directed  to  be  paid 
to  the  plaintiff.  We  say  nothing  as  to  the  lawfulness  or  propriety  of 
this  direction.  >  But  the  fines  were,  in  fact,  measured  by  the  damages 
the  plaintiffs  had  sustained  and  the  expenses  he  had  incurred.  They 
were  incidents  of  bis  claims  in  tbe  suit  His  right  to  them  was,  if  it 
existed  at  all,  founded  on  his  right  to  the  injunction,  and  that  was 
founded  on  the  validity  of  his  patent  The  case  differs,  therefore,  from 
that  of  ex  parte  Kearney  (7  Wheat,  39).  That  was  an  application  to 
this  oourt  for  a  writ  of  habeas  corpus  where  a  person  was  imprisoned  by 
the  circuit  court  of  the  District  of  Oolumbia  for  a  contempt  in  refusing, 
as  a  witness,  to  answer  a  question  on  the  trial  of  an  indictment  The 
application  was  denied  on  the  ground  that  this  court  had  no  appellate 
jurisdiction  in  a  criminal  esse.  So  the  fact  in  the  present  case  that, 
though  the  proceedings  were  nominally  those  of  contempt,  they  were 
really  proceedings  to  award  damages  to  the  plaintiff,  and  to  re-imburoe 
to  him  his  expenses,  distinguishes  the  case  from  that  otSew  Orleans  ▼• 
Steamship  Co.  (20  Wall.,  387).    There,  in  a  suit  in  equity,  a  circuit  oourt 
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of  the  United  States  imposed  a  fine  on  a  defendant  for  obtaining,  daring 
the  pendency  of  the  gait  from  a  State  court,  an  injunction  against  the 
plaintiffs  as  to  a  matter  within  the  scope  of  the  litigation.  On  appeal 
from  the  final  decree  /it  was  sought  to  review  the  order  imposing  the 
fine;  but  this  court  said  that  the  fine  was  beyond  its  jurisdiction,  and 
added: 

Contempt  of  court  is  a  specific  criminal  offense.  The  imposition  of  the  fine  was  a 
judgment  in  a  criminal  case.  That  part  of  the  decree  is  as  distinct  from  the  residue 
as  if  it  were  a  Judgment  upon  an  indiotment  for  perjury  committed  in  a  deposition 
read  at  the  hearing.  This  court  can  take  cognisance  of  a  criminal  case  only  upon  a 
certificate  of  division  in  opinion. 

Section  725  of  the  Revised  Statutes  provides  that  the  courts  of  the 
United  States  shall  have  power  to  punish- 
by  fine  or  imprisonment,  at  the  discretion  of  the  court,  contempts  of  their  authority, 
provided  that  such  power— 

s]iall  not  be  construed  to  extend  to  any  cases  exeept  •  *  •  the  disobedience 
by  •  #  •  any  party,  Juror,  witness,  or  other  person,  to  any  lawful  writ,  process, 
•cider,  rale,  decree,  o*  command  of  the  said  courts. 

We  do  not  think  this  provision  makes  the  action  of  the  circuit  court 
in  this  case  such  a  matter  of  discretion  that  the  orders  imposing  the 
fines  are  not  reviewable.  They  were  to  all  intents  and  purposes  on}ers 
in  the  course  of  the  cause,  based  on  the  questions  involved  as  to  the 
legal  rights  of  the  parties.  Although  the  court  had  jurisdiction  of  the 
suit  and  of  the  parties,  the  order  for  the  preliminary  injunction  was  unJ 
warranted  as  a  matter  of  law,  and  the  orders  imposing  the  fines  must, 
so  far  as  they  have  not  been  executed,  be  held  under  the  special  circum- 
stances of  this  case  to  be  reviewable  by  this  court  under  the  appeal 
from  the  final  decree.    The  result  is  that  they  can  not  be  upheld. 

The  final  decree  of  the  circuit  court,  and  the  orders  of  March  6, 1882, 
a$d  October  9, 1882,  are  reversed,  and  the  case  is  remanded  to  that 
court,  with  a  direction  to  dismiss  the  bill,  with  costs,  but  without  prej- 
udice to  the  power  and  right  of  the  circuit  court  to  punish  the  contempt 
referred  to  in-  those  orders  by  p  proper  proceeding.  The  preliminary 
injunction  was  in  force  until  set  aside.    (See  In  re  Chiles,  22  Wall,  157.) 


[United  States  Circuit  Court-Southern  District  of  New  Tort.) 

Dudgeon  v.  Watson  bt  al. 

Decided  December  18, 1886. 
39  O.  G.,  362, 

L  Dudgeon— Hydraulic  Jack— No.  137,765. 

Letters  Patent  No.  137,765,  of  April  15, 1873,  to  Biohard  Dudgeon,  for  an  im- 
provement in  hydraulic  jacks,  the  structure  being  this :  A  ram  works  in  a  water* 
tight  cylinder,  and  by  the  injection  of  water  or  other  liquid  by  means  of  a  force- 
pump  into  a  chamber  at  the  bottom  of  a  cylinder  the  ram  rises,  lifting  the  load. 
The  ram  is  lowered  by  permitting  the  liquid  to  escape.  Held  not  anticipated  or 
defeated  for  lack  of  invention  by  the  patent  granted  to  Worthiagton  and  Baker. 

Anrll  3    1QJA    fA.»U. x  a_    ji A   _ -A. .  .  ♦•...  ^ 
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B.  Dudchbow— Hydraulic  Jack— No.  897,975. 

Letters  Patent  No.  S97,97S,  granted  to  one  Kichard  B.  Dudgeon,  May  6, 1884, 
and  by  him  aarigned  to  oomplainant,  lor  an  improvement  in  hydraulic  jacks,  1879, 
No.  137,765.  By  tho  improved  device  a  smooth  bearing  it  given  to  the  plunger 
or  piston  while  taking  its  extended  stroke,  when  the  ram  is  lowered.  This  is  ae- 
eomplished  by  boring  the  reverse  passages  in  the  walls  of  the  independent  internal 
cylinder  in  which  the  plunger  operates.  This  cylinder  is  so  constructed  that  it 
can  be  removed  and  the  apparatus  which  it  contains  renewed  or  repaired.  In  the 
defendant's  structure  a  short  section  of  the  ram-cylinder  is  out  off,  and  the  internal 
oylinder  is  so  oast  as  to  fill  up  the  space  thus  left,  the  result  being  that  the 
latter  is  not  supported  by  the  screw-threads  of  the  valve-block,  as  in  the  patent, 
but  by  being  made  to  fit  olosely  to  the  ram-cylinder.  The  two  methods  are  equiv- 
alent, and  plaintiff's  patent  held  to  be  Infringed. 

Action  for  infringement  of  patents  for  improvements  in  hydraulic 
jaeks. 

Mr.  Edmund  Wetmore  (Phillips  Abbott  with  him)  for  the  complainant 
Mr.  Charles  2T.  Ju&wn  and  Mr.  Jama  McKeen  for  the  defendants. 

Coxs,  J. : 

This  id  an  equity  action  for  the  infringement  of  two  patents  owned  by 
the  complainant  Both  are  for  improvements  in  hydraulic  jacks.  The 
first,  No.  137,765,  was  granted  to  the  complainant  April  15, 1873.  The 
second,  Wo.  297,975,  was  granted  to  Richard  H.  Dndgeon,  May  6, 1884, 
and  by  him  assigned  to  the  complainant  The  defenses  are  want  of 
novelty  and  non-infringement.  The  patent  of  April  15, 1873,  will  first 
be  considered. 

A  hydraulic  jack  is  a  portable  machine  for  lifting  heavy  bodies  a  short 
distance.  A  ram  works  in  a  water-tight  cylinder,  and  by  the  injection  of 
water  or  other  liquid  by  means  of  a  force-pump  into  a  chamber  at  the  bot- 
tom of  the  oylinder  the  ram  rises,  lifting  the  load.  The  ram  is  lowered 
by  permitting  the  liquid  to  escape.  Prior  to  the  invention  the  lowering 
process  was  accomplished  by  means  of  a  long  stiff  wire  connecting  with 
the  ingress-valve  in  such  a  manner  that  when  the  pump-handle  was  de- 
pressed to  its  lowest  limit  both  the  ingress  and  egress  valves  were 
opened,  and  a  continuous  passage  for  the  liquid  was  made  from  the  ram- 
cylinder  back  to  the  reservoir.  In  practice  it  was  found  that  this  mech- 
anism frequently  got  out  of  order,  and  the  impossibility  of  lowering 
the  ram  was  followed  by  the  most  disastrous  consequences.  It  was  to 
remedy  these  annoying  and  dangerous  defects,  so  detrimental  to  the 
usefulness  of  the  wire  jack,  that  the  complainant  invented  the  improve- 
ment  in  question.  The  object  of  the  invention  is  to  permit  the  liquid  to 
flow  freely  from  the  ram-cylinder  through  the  egress-valve  and  around 
the  ingress-valve,  not  through  it,  as  formerly,  without  the  intervention 
of  any  delicate  or  perishable  mechanism.  The  wire  is  discarded.  The 
new  jacks  have  superseded  the  old  ones  in  popular  favor. 
22336  PAT 20 
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The  claims  are  as  follows: 

1.  The  combinations  and  arrangement  of  the  pinup-plunger,  constructed  with  lon- 
gitudinal passage*,  the  pump-barrel,  and  the  reverse  passage,  anbatantiailj  m  before 
eet  forth. 

*  8.  The  combination  and  arrangement  of  the  pomp-plunger,  the  pump-barrel  with 
its  reverse-passage,  the  egress  valve,  and  the  guard  thereof;  substantially  aa  before 
eet  forth. 

When  it  is  remembered  that  the  description  is  addressed  to  those 
Versed  in  the  art,  there  is  no  difficulty  as  to  the  proper  construction  of  the 
first  claim.  It  is  for  a  sab-combination  intended  to  be  need  in  hydraulic 
jacks.  Even  though  the  method  for  tripping  the  egress-valve  should  be 
wholly  unlike  that  described  in  the  patent,  even  though  the  use  of  this 
valve  should  be  rendered  unnecessary  by  the  introduction  of  other 
valved  passages,  still  the  patentee  desired  to  secure  the  right  to  oonvey 
the  liquid  from  the  ram-cylinder  back  to  the  reservoir  around  instead 
of  through  the  ingress- valve  by  the  described  means.  There  is  no  rea- 
son why  he  can  not  do  this. 

It  is  said  that  the  patent  is  anticipated  or  defeated  for  lack  of  inven- 
tion by  the  patent  granted  to  Worthington  and  Baker,  April  3, 1849, 
for  an  improvement  in  direct-action  pumping  engines.  The  object  of 
the  by-passes  in  this  apparatus  is  to  relieve  the  steam-piston  of  this 
strain  upon  it  by  the  pressure  of  the  water  in  the  pump-barrel,  thus 
permitting  the  piston  to  complete  its  stroke  freed  from  the  resistance 
of  the  water.  The  object  of  the  Dudgeon  invention,  as  has  been  seen, 
is  very  different  Indeed,  though  possessing  some  features  in  common, 
the  two  are  dissimilar  in  appearance,  operation,  purpose,  principle,  and 
result.  The  one  might  suggest  the  other  to  an  inventor,  but  not  to  m 
mechanic  It  required  a  creative  faculty  not  usually  found  in  the  slow 
non-perceptive  brain  of  the  skilled  workman  to  construct  the  hydraulic 
ja$k  of  1873  from  the  steam-pump  of  1849.  Assuming  that  the  connce* 
tion  between  the  two  is  as  intimate  as  the  defendants  insist,  it  is,  nev- 
ertheless, true  that  he  who  possessed  the  genius  to  perceive  that  the 
principle  of  the  one  could  be  utilized  to  remedy  the  serious  defects  of 
the  other  was  something  more  than  a  dexterous  and  intelligent  autom- 
aton. For  twenty -four  years  the  imperfections  in  hydraulic  jacks  were 
known.  For  twenty-four  years  men  of  experience  and  capacity  had 
been  endeavoring  to  remedy  these  imperfections.  For  twenty-four  years 
the  combination  of  the  Worthington  and  Baker  steam-pump  had  been 
accessible  to  an  army  of  skilled  mechanics.  That  the  idea  which  oc- 
curred to  Dudgeon  never  occurred  to  one  of  these  is  of  itself  a  sufficient 
answer  to  the  theory  now  advanced,  in  the  light  of  accomplished  facta, 
that  the  Combination  of  the  pump  is  an  equivalent  for  the  combination 
of  the  jack. 

Without  pausing  to  enter  into  a  more  minute  and  elaborate  discus- 
sion of  the  Worthington  and  Baker  reference,  it  suffices  to  say  that  the 
position  taken  by  the  complainant's  expert  witness,  Mr.  Eenwick,  is 
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sustained  by  the  proofs,  and  the  reasons  assigned  by  him  in  support  of 
his  opinion  seem  entirely  fair  and  logical. 

As  to  the  infringement  of  the  patent  there  can  be  no  doubt  The  de- 
fendants have  seised  upou  the  complainant's  discovery,  and  have  pro* 
daoed  a  jack  which  works  in  substantially  the  same  manner  and  ac- 
complishes the  same  result  by  similar  or  equivalent  mechanisms.  Of 
coarse,  there  are  difference?  in  the  two  structures,  bnt  they  are  of  form 
rather  than  of  substauoe.  There  is  no  functional  distinction,'  The  de- 
fendants out  away  more  of  the  pump-plunger  and  less  of  the  pump- 
barrel  than  the  complainant.  The  methods  of  forcing  the  liquid  around 
the  ingress-valve  when  the  ram  is  lowered  are  identical,  only  instead 
of  the  longitudinal  passages  in  the  plunger  the  metal  is  cut  away  around 
its  entire  circumference,  making  a  much  wider  channel.  In  the  pump- 
barrel,  on  the  contrary,  instead  of  cutting  the  surface  away  around  its 
inner  periphery,  as  in  the  patent,  the  defendants,  at  the  same  point, 
substitute  reverse  passages  bored  through  the  wall  of  the  barrel.  The 
new  apparatus  is  an  improvement  upon  the  old  j  but  every  feature  of 
it  is  covered  by  the  claims  of  the  patent.  The  defendants  have  widened 
in  one  place  and  narrowed  in  another  place  the  complainant's  channels ; 
but  they  do  not  for  this  reason  acquire  the  right  to  use  the  invention. 

The  patent  of  May  6, 1834,  remains  to  be  considered.  It  is  for  an 
improvement  upon  the  jack  of  1873.  In  this  patent  the  inventor  has, 
speaking  generally,  accomplished  what  the  infringing  jack  just  referred 
to  accomplishes.  It  is  a  more  perfect  machine.  By  the  improved  de- 
vice a  smooth  bearing  is  given  to  the  plunger  or  piston  while  taking  its 
extended  stroke  when  the  ram  is  lowered.  This  is  accomplished  by 
boring  the  reverse  passages  in  the  walls  of  the  independent  internal 
cylinder  in.  which  the  plunger  operates.  This  cylinder  is  so  constructed 
that  it  can  be  removed  and  the  apparatus  which  it  contains  renewed  or 
repaired.  The  advantages  over  the  1873  patent  may  be  summarized  as 
follows:  More  perfect  action,  increased  durability,  greater  ease  in  re-' 
pairing,  and  less  difficulty  in  construction. 

The  second  claim,  which  is  alone  in  controversy,  is  as  follows : 

3.  The  combination  with  the  hollow  piston  B  and  independent  cylinder  C,  provided 
with  internal  fluid-passages,  c,  of  the  valve-block  or  ping  $,  valve  **,  and  a  packing, 
G,  and  nnt  or  binding  piece  Ft  substantially  as  shown  and  described. 

It  is  not  seriously  argued  that  the  structure  covered  by  this  claim  is 
anticipated ;  but  it  is  said  that,  considering  the  prior  patents,  there 
was  no  invention  displayed  in  producing  it  In  view  of  the  conceded  ad- 
vantages of  the  improved  jack,  the  fact  that  no  prior  patent  suggests 
the  entire  combination  of  the  second  claim  and  no  skilled  mechanic  ever 
thought  of  the  improvement,  if  a  donbt  existed  upon  this  question,  it 
should  be  resolved  in  favor  of  the  patent 

The  defendants  infriuge.  Prior  to  this  suit  they  made  the  jack  ao- 
ootding  to  the  formula  of  the  complainant's  patent ;  and  the  patent 
granted  to  the  defendaut  Watson,  July  15, 1884,  shows  the  same  con- 
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•traction  of  the  independent  cylinder,  valve-blook,  etc  After  the  bill 
in  this  action  was  served  the  defendants  made  the  changes  by  which 
they  seek  to  escape  infringement  In  the  defendants'  structure  a  short 
section  of  the  ram  cylinder  is  oat  off  and  the  internal  cylinder  is  so  east 
as  to  All  up  the  space  thus  left,  the  result  being  that  the  latter  is  not 
supported  by  the  Screw-threads  of  the  valve-block,  as  in  the  patent,  but 
by  being  made  to  fit  closely  to  the  ram-cylinder.  The  two  methods  are 
equivalents.  The  defendants'  cylinder  is  "independent"  in  the  sense 
of  the  patent  It  performs  all  the  Amotions  that  the  Dudgeon  cylinder 
perforate  All  the  other  differences  are  based  upon  or  are  incident  to 
this  unimportant  change.  It  is  very  dear  that  the  defendants  accom- 
plish all  that  the  patent  sought  to  accomplish,  and  by  similar  or  equiv- 
alent means.  There  are  some  changes  which  at  first  sight  seem  impor- 
tant and  substantial,  but  when  analysed  are  of  form  merely,  and  foroe 
the  conviction,  when  the  other  circumstances  are  considered,  that  they 
were  adopted  simply  and  solely  for  the  purpose  of  avoiding  the  oom- 
plainantto  patent 
The  complainant  is  entitled  to  the  usual  decree. 


United  8t*t*  Circuit  Coart-DUtrict  of  lfMttohnasttt. 

Oboss  et  al.,  Trustee^  v.  Union  Metallic  Fastening  Company 

et  al. 

D$6UkiD*$mber  7,1888- 
39  O.  G.,  364 

h  bmnranMKNT— Evidence— Epplkb  Naiuno-Machin*. 

On  the  evidenoe,  Held  that  the  pivoted  foot-presser  improvement  on  defend- 
ante*  nailing-machine,  alleged  by  plaintiffs  to  have  been  invented  by  one  Nagle, 
and  need  for  the  first  time  by  him  on  defendants1  Eppler  nailing-machine  in  Sep- 
tember/ 1883,  had  been  need  on  said  machine  by  defendants  prior  to  that  date, 
and  therefore  Nagle  had  not  a  patent  right  therein. 

8.  Invention. 

An  improvement  in  the  nail-carrier  of  a  nailing-machine  which  consists  in  mak- 
ing the  edge  of  the  carrier  smooth  instead  of  corrugated  can  not  be  held  to  be  an 
invention. 

8.  Naolk— Nailing-Machine. 

Patent  No.  308,370,  of  November  25, 1884,  to  James  Nagle,  for  improvements  in 
nailing-machines,  considered  and  ksld  void,  part  as  .being  anticipated  by  the  own- 
ers of  the  Eppler  nailing-machine  patent  issued  August  14, 1883,  and  part  as  not 
amounting  to  an  invention. 

Mr.  B.  F.  Butler  and  Mr.  W.  A.  MacLeod  for  the  complainants. 
Me$*r$.  Livermore  A  Fish  for  the  defendants. 

Colt,  J.  ; 

This  suit  is  brought  for  the  infringement  of  Letters  Patent  No. 
308,370,  dated  November  26;  1884,  granted  to  James  Nagle,  far  improve 
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ments  in  nailing-machines.  These  impro  veinen  ts  relate  to  certain  changes 
made  in  the  Eppler  nailing  machine,  for  which  a  patent  was  issued 
August  14, 1883.  The  main  improvement  consists  in  the  substitution 
of  a  pivoted  for  a  rigid  presser-foot.  In  the  Eppler  machine  the  presser- 
foot  is  rigid,  in  consequence  of  which  it  is  said  that  the  nail-throat  some- 
times catches  on  the  head  of  the  nail  when  moving  backward  to  the  next 
nail-hole.  To  remedy  this  supposed  defect,  the  presser-foot  is  pivoted 
or  made  yielding  in  the  Nagle  machine.  The  defenses  are  want  of  nov- 
elty and  a  denial  that  Eagle  was  the  first  inventor. 

Want  of  novelty  is  based  largely  on  the  fact  that  there  is  found  in 
the  prior  Merritt  machine  a  yielding  presser-foot.  The  plaintiffs  con- 
tend that  the  mode  of  operation  of  the  Nagle  presser-foot  is  different 
from  the  Merritt,  and  that  therefore  the  first  claim  of  the  patent  should 
be  sustained.  I  have  considerable  doubt  whether  this  position  can  be 
successfully  maintained ;  but  without  deciding  this  I  am  satisfied,  upon 
the  evidence,  that  Nagle  was  not  the  first  inventor  of  the  pivoted  presser- 
foot  described  in  his  patent.  This  question  turns  upon  whether  the 
pivotjed  presser-foot  was  first  applied  to  the  Eppler  machine  during  the 
institute  fair  in  Boston,  in  September,  1883.  At  this  time  Nagle  was  in 
•the  employ  of  the  Union  Fastening  Company,  the  defendant  company 
being  its  successor,  and  his  duty  at  the  fair  was  to  operate  the  Eppler 
machine.  He  says  that  to  remedy  a  defect  in  the  working  of  the  Eppler 
machine  exhibited  at  the  fair  he  conceived  the  idea  of  the  pivoted 
presser-foot ;  that  he  made  a  wooden  model  and  exhibited  it  to  John  B. 
Flint,  a  fellow-workman,  also  to  Henry  S.  Bacon,  the  superintendent  of 
the  company,  and  to  Andrew  Eppler,  jr.,  the  foreman;  that  Eppler  said 
it  would  not  work,  while  Bacon  thought  it  was  worth  trying,  and  or- 
dered one  made,  which,  when  applied  to  the  machine,  gave  satisfaction. 
This  testimony  is  supported,  in  substance,  by  Bacon.  It  appears,  how. 
ever,  that  Bacon  shortly  afterward,  owing  to  some  disagreement,  left 
the  company,  and  he  does  not  deny  that  he  is  now  interested  in  a  rival 
company.  As  opposed  to  this,  we  have  the  testimony  of  Eppler,  the 
inventor  of  the  nailing-machine;  Eaton,  a  machinist  in  the  employ  of 
the  defendant  company,  and  Moses  Goupal,  Fish,  Peter  A.  Goupal,  and 
Flint,  employed  by  the  predecessor  of  the  defendant  company  during 
the  summer  and  fall  of  1883,  but  who  at  the  time  of  giving  their  testi- 
mony had  no  connection  with  the  defendant  company.  These  witnesses 
all  testify  to  the  effect  that  the  pivoted  presser-foot  was  applied  to  the 
Eppler  machine  previous  to  the  fair.  Eppler  says  he  thought  of  the 
pivoted  presser-foot  in  the  summer  of  1883,  and  gave  directions  to  Flint 
and  P.  A.  Goupal  how  to  do  the  work,  and  Flint  and  Goupal  confirm 
this  statement.  There  are  some  discrepancies  in  the  testimony  of  some 
of  these  witnesses,  brought  out  upon  long  and  rigorous  cross-examina- 
tion; but  this  is  not  strange  where  questions  of  detail  relating  to  past 
facts  are  critically  gone  into  and  witnesses  have  to  depend  on  their  reo- 
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ollection.  I  am  also  aware  of  the  attempt  on  the  part  of  the  complain- 
ants to  impeach  Flint's  testimony.  Bearing  in  mind  all  this,  I  think 
the  defendants'  evidence,  taken  as  a  whole,  remains  unshaken. 

There  is  another  class  of  evidence  which  the  complainants  seem  to 
deem  important.  From  the  latter  part  of  July  to  December,  1883,  each 
workman  employed  by  the  company  was  required  every  day  to  roport 
the  character  of  the  work  done  by  him  and  the  time  spent  upon  it  on  a 
slip  of  paper,  which  was  called  a  "time-slip."  The  description  of  the 
work  upon  these  slips  is  of  such  a  character  that  it  is,  difficult  to  tell 
whether  off  not  they  relate  to  changing  the  presser-foot  If  the  defend- 
ants are  unable  to  show  from  the  time-slips  that  the  presser-foot  was 
changed  before  the  first  part  of  September,  1883,  so  neither  can  the 
complainants  prove  from  them  that  the  change  was  made  at  the  time  of 
the  fair.  The  entry  upon  the  slip  of  Peter  A.Coupal  of  September  10  may 
relate  to  the  change  made  in  the  presser-foot;  but  this  is  not  clear.  The 
evidence  of  the  time-slips,  taken  together,  is  of  too  indefinite  a  charac- 
ter to  be  given  any  considerable  weight.  Weighing,  carefully  the  evi- 
dence upon  both  sides,  I  think  the  defendants  have  shown  that  the  piv- 
oted presser-foot  was  applied  to  the  Eppler  machine  prior  to  the  fair, 
and  that  therefore  Nagle  was  not  the  inventor.  This  disposes  of  the 
first  two  claims  of  the  Nagle  patent. 

The  third  claim  relates  to  an  improved  nail  carrier.  The  nail-carrier 
of  Nagle  is  identical  with  that  used  in  the  Eppler  machine,  except  its 
edge  is  smooth  instead  of  serrated.  It  is  said  the  nail  passes  through 
the  carrier  with  less  obstruction  when  the  edge  is  smooth.  Admitting 
this,  there  is  nothing  which  can  properly  be  termed  invention  in  making 
the  edge  of  the  carrier  smooth  instead  of  corrugated,  and  the  claim  must 
be  held  to  be  void. 

The  fourth  claim  is  not  in  controversy. 

The  bill  must  be  dismissed,  with  cost,  and  it  is  so  ordered. 


I  United  States  circuit  conrt— Northern  district  of  Illinois.  I 

The  Temple  Pump  Company  v.  The  Goss  Pump  and  Rubber 
Bucket  Manufacturing  Company  et  al. 

Decided  March  23,  ltf87. 
39  0.  G.,  467. 

1.  Churchill— Pump  Buckets. 

Letters  Patent  No.  178,735,  granted  June  13,  1876,  to  John  A.  Churchill,  for  an 
improvement  in  pump-buckets,  adjudged  valid. 
8.  Patentable  Novelty. 

The  court  finds  that  ono  clement  of  tho  combination  claimed  in  the  patent  in 
suit  was  new,  and  that  the  combination  was  useful,  and  determines  that  the  in- 
vention was  patentable. 
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3.  Claims— Construction  op. 

Where  the  claim  covered  the  combinations  of  three  elements,  each  designated 
by  letter  and  by  general  description,  it  does  not  follow  that  the  invention  is  con- 
fined to  other  particulars  of  construction  of  these  elements  described  in  the 
specification. 

4.  Specification— Defects  in. 

Where  only  mechanical  skill  is  required  to  supply  defects  in  the  invention  as 
described,  such  defects  do  not  render  the  patent  invalid. 

5.  Same. 

Where  the  patent  describes  an  element  as  concavo-convex,  ttik  degree  of  con- 
cavity or  convexity  is  left  to  practical  experience  and  judgment,  and  the  validity 
of  the  patent  is  not  affected. 

Messrs.  Peirce  &  Fisher  for  the  complainant 

Messrs.  West  &  Band  and  Mr.  A.  N.  Waterman  for  the  defendants* 

Blobgett,  J.  : 

The  bill  in  this  case  seeks  an  injunction  and  accounting  by  reason  of 
the  alleged  infringement  of  Patent  No.  178,735,  granted  June  13, 1876, 
to  John  A.  Churchill,  for  an  improvement  in  pump-buckets.  The  pat- 
ent covers  an  expansible  bucket  for  chain-pumps,  consisting  of  a  screw- 
threaded  bolt  or  link,  with  a  loop  at  each  end,  whereby  the  link  is  united 
with  other  links  to  form  a  pump-chain.  On  this  threaded  link  is  placed 
a  concavo-convex  or  bell-shaped  rubber  button,  the  outer  periphery  of 
which  is  intended  to  be  of  about  the  size  of  the  inner  bore  of  the  pump- 
tube.  This  rubber  button  is  fastened  to  one  end  of  the  threaded  link, 
just  below  the  eye  or  loop,  with  the  concave  surface  downward,  and 
upon  the  other  end  of  the  link  is  screwed  a  metallic  washer  or  disk  of 
such  size  as  to  enter  the  concave  end  of  the  rubber,  so  that  by  screw- 
ing this  washer  upward  along  the  link  into  the  mouth  or  concave  part 
of  the  rubber  button  the  periphery  of  the  button  or  bell  shaped  rubber 
will  be  expanded  to  make  it  fit  as  closely  as  shall  be  needed  against  the 
interior  of  the  tube  as  the  outer  flange  of  the  bucket  is  worn  away  by 
use.  The  longitudinal  lines  of  the  convex  and  concave  surfaces  of  this 
bell-shaped  rubber  are  not  parallel  to  each  other ;  but  the  convexity  is 
considerably  more  than  the  concavity,  so  that  the  body  of  the  rubber  is 
thinner  at  the  periphery  or  outer  edge  than  at  the  central  portions, 
although  no  rule  is  laid  down  or  suggested  as  to  any  ratio  or  difference 
between  the  lines  of  the  concave  and  convex  surfaces. 

Infringement  is  charged  of  the  first  claim  only  of  the  patent,  which 
is  as  follows : 

1.  The  combination  of  the  grooved  screw  bolt  or  link  A,  concavo-convex  rubber  B, 
and  interior  expanding- washer  C,  substantially  as  set  forth. 

The  defenses  are,  1,  that  there  is  no  patentable  novelty  in  the  com- 
bination, and,  2,  that  defendants  do  not  infringe. 

As  to  the  defense  of  want  of  novelty^  it  appears  from  the  proof  that 
rubber  buckets  with  some  degree  of  expansibility  for  chain-pumps  were 
comparatively  old  at  the  time  this  inventor  entered  the  field.    In  1852  i 
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patent  was  granted  to  one  Polley  for  an  adjustable  puuap-bucket,  wh.ch 
was  simply  a  hollow  globe  of  rubber,  and  the  adjustment  was  obtained 
by  pressure  upon  the  ends  of  the  globe,  whereby  it  was  flattened  or 
spread  out  at  the  center.  In  January,  1875,  a  patent  was  granted  to 
J.  D.  Shoots  for  an  expansible  bucket  for  chain-pumps,  which  showed 
a  rubber  disk  upon  a  link  between  two  metal  buttons,  and  by  screwing 
these  buttons  together  pressure  could  be  brought  upon  the  central  por- 
tion of  the  rubber  disk  so  as  to  expand  it  outwardly.  Patents  were 
also  granted  to  Mooney  and  Hamlin  and  Van  Duzer  and  Johnston  prior 
to  that  granted  to  Churchill ;  but  all  of  them  showed  the  expansion  to 
have  been  obtained  by  mere  squeezing,  so  to  speak,  upon  the  central 
portion  of  a  rubber  disk,  whereby  the  outer  portion  of  it  was  expanded. 
In  April,  1874,  a  patent  was  granted  to  M.  D.  Bennett  for  an  expansible 
bucket,  in  which  a  rubber  disk  was  shown  working  between  convex  and 
concave  metal  disks,  whereby  the  outer  periphery  of  the  rubber  disk 
was  bent  or  curved  downward  or  released  so  that  it  would  spring  up- 
ward, and  thereby  some  degree  of  expansibility  was  obtained.  There 
were  also  other  expansible  buckets,  of  which  the  Van  Zant  and  Davis 
patents  are  good  examples,  where  the  expansion  was  obtained  by  a 
rubber  disk  carried  upon  a  tapering  spindle  or  link,  and  by  means  of  a 
hole  through  the  metal  disk,  and  by  crowding  or  forcing  this  rubber 
disk  farther  on  the  spindle  its  outer  periphery  was  to  some  extent  ex- 
panded. 

I  have  no  time  to  go  into  a  minute  analysis  and  discussion  of  each  of 
these  prior  devices ;  but  it  is  sufficient,  I  think,  to  say  that  Churchill 
seems  to  have  been  the  first  to  so  arrange  his  expanding  device  as  to 
leave  the  outer  rim  of  the  bucket  free,  so  that  the  rubber  would  not  be- 
come set  and  its  elasticity  lost,  it  being  conceded  from  the  proof  in  this 
case  that  rubber,  when  subjected  to  pressure  for  a  long  time,  becomes 
set  or  fixed  in  its  texture  and  loses  its  elasticity.  The  Churchill  device 
shows  the  outer  flange  of  his  bucket  hanging  over  the  washer  in  such 
way  that  it  is  not  cramped  or  bound,  but  is  free  to  spring  inwardly  or 
outwardly  as  the  size  of  the  pump-tube  requires,  thereby  adjusting 
itself  readily  to  the  inequalities  of  the  pump-tube.  To  do  this  he  took 
the  old  threaded  link  which  he  found  in  the  art  and  a  rubber  button, 
but  made  the  button  or  disk  concavo-convex ;  that  is,  convex  upon  the 
upper  side  and  concave  upon  the  under  side,  making  it  bell-shaped,  a 
form  which  had  not  been  previously  shown,  and  placed  within  the 
mouth  of  the  rubber  bell  the  expanding-washer,  which  on  being  screwed 
up  or  down  on  the  link  expanded  the  bucket  or  allowed  it  to  contract. 
The  first  claim  of  the  patent  is  for  a  combination  of  these  parts.  It  is 
entirely  immaterial,  with  regard  to  the  validity  of  this  patent,  whether 
all  those  parts  were  old  or  whether  any  of  them  are  new.  If  no  one 
before  this  inventor  had  made  this  combination,  and  the  combination 
is  useful,  then  it  is  a  patentable  device.  I  do  not  find  in  the  testimony 
in  this  case  the  combination  of  these  operative  parts  of  this  patent.   As 
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already  intimated,  I  may  find  threaded  links,  I  may  And  a  metal  washer 
and  I  may  find  a  rubber  disk ;  bnt  I  do  n6t  .find  a  boll-shaped  rubber 
or  concavo-convex  rubber  disk  j  nor  do  I  find  an  expanding- washer 
combined  to  operate  as  these  parts  are  made  to  operate  in  the  Churchill 
patent. 

It  is  urged  with  much  tenacity  on  the  part  of  the  defense  that  under 
the  Churchill  patent  there  must  be  not  only  the  concavo-convex  rubber, 
but  it  must  have  a  drip-hole  near  the  periphery,  and  there  mnst  also 
be  a  hole  or  holes  through  the  washer  to  allow  the  escape  of  the  drip- 
water.  It  is  true  that  he  describes  these  drip-holes  in  the  rubber  and 
the  washer,  but  it  seems  to  me  that  he  had  the  right  to  claim  also  the 
combination  of  the  three  parts  without  these  drip-holes.  I  therefore 
conclude  that  the  defense  of  want  of  novelty  must  feil. 

As  to  the  qnestion  of  infringement,  I  fiud  in  the  defendants'  bucket 
the  threaded  link,  the  bell-shaped  rubber,  and  the  metallic  washer,  all 
combined  and  operating  precisely  as  they  operate  iu  the  Ohurchill  pat- 
ent, although  in  some  of  the  defendants'  later  buckets  the  bell  shaped 
rubber  is  so  constructed  that  the  washer  may  be  screwed  downward 
upon  the  link  instead  of  upward  for  the  purpose  of  expanding  the  periph- 
ery of  the  bucket.  This  I  do  not  consider,  anything  but  a  colorable 
change,  as  it  makes  no  difference,  it  seems  to  me,  in  which  direction 
the  expanding- washer  is  moved  in  order  to  operate  as  an  expander. 

It  is  also  urged  by  defendants  that  the  Churchill  patent  was  practi- 
cally worthless,  or  would  have  been  practically  inoperative,  from  the 
fact  that  no  provision  was  made  for  fastening  the  rubber  to  the  link, 
and  that  for  want  of  such  fastening  the  rubbers  soon  became  loose  and 
turn  upon  the  link,  and  it  is  also  insisted  that  the  washers  as  well 
as  the  rubbers  were  liable  to  work  loose  under  the  construction  given 
in  the  Churchill  patent  by  coming  in  contact  with  the  forks  of  the  reel 
as  the  pump  was  worked.  There  is  a  conflict  in  the  testimony  upon 
this  question  which  I  do  not  deem  it  necessary  to  settle  for  the  pur- 
poses of  this  case,  as  it  seems  very  clear  to  me  that  Churchill,  and  any 
person  who  used  the  Churchill  patent,  was  at  liberty,  if  it  was  found 
necessary  to  do  so,  to  fasten  the  rubber  by  any  of  the  well-known  me- 
chanical methods,  such  as  a  pin  passing  through  it,  or  making  the  part 
of  the  link  which  was  covered  by  the  rubber  square,  or  triangular,  or 
of  any  such  irregular  shape  as  would  prevent  the  rubber  from  turning 
on  it;  and  the  same  may  be  said  of  the  washer.  There  were  modes 
by  which  the  washer  could  be  prevented  from  turning  if  it  was  found 
desirable  to  do  so. 

It  is  also  contended  that  the  defendant  does  not  infringe  the  Chur- 
chill patent,  because  his  rubber  is  firmly  fastened  to  the  neck  of  the 
link  by  projections  or  nibs  which  enter  a  slot  or  recess  in  the  robber 
and  hold  it  from  turning,  and  that  the  interior  of  the  washer  is  beveled, 
so  it  will  not  turn  by  catching  in  the  reel-forks. 
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At  most  all  that  can  be  said  in  reference  to  these  differences  between 
the  defendants'  and  Churchill's  patents  is  that  the  defendants  have  im- 
proved apon  the  Churchill  patent  to  some  extent.  Whether  their  im- 
provements are  such  as  will  sustain  the  patents  under  which  defend- 
ants are  working  it  is  not  necessary  here  to  inquire  into  or  pass  upon. 
I  am  clear,  however,  that  the  defendants  do  use  and  infringe  the  first 
claim  of  the  Churchill  patent.  Much  discussion  was  also  had  at  the 
hearing  as  to  whether  the  rubber  button  shown  in  the  Churchill  model 
and  drawings  is  technically  concavo-convex  in  form.  I  do  not  find  in 
any  of  the  dictionaries  or  works  on  mechanics  a  definition  of  the  com- 
pound term  "  concavo-convex."  I  find  definitions  of  a  concavo-convex 
lens  and  a  concavo-convex  file ;  but  I  find  nothing  defining  or  Axing  the 
form  or  relations  of  the, lines  of  a  body  in  order  to  entitle  it  to  be  de- 
scribed as  concavo-convex.  I  think  it  is  enough  for  the  purposes  of 
this  oase  to  say  that  Churchill  intended  to  use  a  rubber  button  or  bucket 
(and  I  use  the  word  "  button n  because  this  bucket  takes  the  place  of 
the  old  metal  disks  or  buttons  which  were  formerly  used  on  pqnip- 
chains)  one  side  of  which  should  be  convex  aud  the  other  concave.  The 
degree  of  concavity  and  of  convexity  is  not  defined  or  described  in 
express  terms,  but  the  general  form  which  he  iutended  to  describe  is 
undoubtedly  shown  in  his  drawings ;  but  I  do  not  think  .that  Churchill 
intended  to  limit  himself  to  just  the  degree  of  concavity  or  convexity 
shown  in  his  drawings.  A  reasonable  latitude,  it  seems  to  me,  is  allow- 
able in  the  practical  construction  of  buckets  under  this  as  under  all 
other  patents.  The  degree  of  convexity  and  of  concavity  must  be  left 
to  the  practical  experience  and,  judgment  of  the  constructor.  The 
concavity  of  the  defendants'  buttons  is  greater  than  that  shown  in  the 
drawing  of  the  Churchill  patent.  In  fact,  while  the  interior  of  the  Gobs 
button  is  concave,  the  material  at  the  flange  is  made  thieker,  so  that  by 
screwing  the  expanding- plate  downward  on  the  link  it  operates  to  ex- 
pand the  periphery  of  the  button;  but,  as  I  have  already  said,  the 
change  in  the  interior  form  of  the  rubber  does  not  escape  the  patent. 

A  decree  may  be  entered  finding  that  the  defendants  infringe,  and 
awarding  an  accounting. 


[United  States  Circuit  Conrt-Sonthera  District  of  New  York.) 

Allison  v.  Trustees  op  New  York  and  Brooklyn  Bridge. 

Decided  December  23,  1886. 

39  O.  G.,  460. 

A1LI8ON— Pipe-Couplings— Scope  of  Claim— Infringement. 

The  claim  of  Letters  Patent  No.  105,290,  granted  July  12,  1870,  relating  to  an 
improvement  in  pipe-couplings,  is  for  rods  or  tubes  "having  tapering  ends  and 
tapering  threads  npon  the  same,  in  combination  with  a  sleeve  having  tapering 
sockets  and  threads  corresponding  to  those  of  the  rods."    Held  that  the  terms 
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'*  tapering  ends"  and  "  tapering  socket*,"  oonaidered  in  connection  with  the  de- 
eoriptive  part  of  the  specification,  are  to  be  interpreted  as  describing  a  rod  with 
a  tapering  screw  and  a  socket  with  a  tapering  chamber,  and  that  the  patent  is 
not  infringed  by  a  coupling  using  rods  in  which  the  threads  of  the  screw  surround 
a  cone-shaped  stem',  but  the  exterior  lines  of  the  threads  form  a  cylinder  and  not 
a  cone-shaped  or  tapering  end  or  screw,  and  in  which  the  exterior  lines  of  the 
sleeve  form  a  cylindrical  chamber,  and  not  a  cone-shaped,  or  tapering  chamber. 

Burr  for  infringement  of  patent. 

Mr.  Qeorge  Harding  for  the  complainant 

Mcssr*.  Bergen  A  Dgkman  and  Me$srs.  Wetmore  &  Jenner  for  the 
defendants. 

Wallace,  J.  .- 

The  only  issue  between  tlie  parties  is  whether  the  rod  coupling  of  the 
defendants  is  an  infringement  of  Letters  Patent  No.  105,290,  granted  to 
the  complainant  July  12, 1870,  for  an  improvement  in  pipe-couplings. 
•The  object  of  the  invention  described  in  the  letters  patent  is  to  effect  a 
perfect  and  secure  junction  of  tubes,  pipes,  rods,  etc.,  with  a  socket  or 
sleeve  designed  to  receive  and  retain  them  when  the  ends  of  two  rods 
or  pipes  are  brought  into  connection  in  the  socket 

The  specification  states  that— 

The  invention  consists  of  a  coupling  in  which  tapering  and  vanishing  screw-threads 
on  the  ends  of  the  tabes,  pipes,  or  rods,  to  be  coupled  together,  are  combined  with  a 
socket  having  internal  vanishing  and  tapering  screw-threads  corresponding  to  those 
on  the  tabes,  rods,  etc. 

And  describes  the  accompanying  drawings  as  follows: 

Figure  1  represents  an  exterior  view,  partly  in  section,  of  the  ends  of  two  pipes 
coupled  together  according  to  the  invention.  Fig.  2  represents  the  ordinary  mode  of 
coupling  pipes  together,  and  Fig.  3  illustrates  the  advantages  oCthe  invention. 

The  specification  states  that— 

It  has  been  usual  to  cut  a  slightly- tapering  screw  on  the  ends  of  the  adjoining  tubes, 
while  an  internal  screw-thread  without  any  taper  was  formed  in  the  socket;  hence 
bnt  a  portion  of  this  internal  thread  of  the  socket  was  in  proper  binding  contact  with 
the  threads  of  the  pipes,  as  is  clearly  shown  in  Fig.  2,  the  greater  portion  of  the 
threads  both  on  the  tubes  and  in  the  socket  being  of  no  avail  as  mediums  for  effecting 
a  tight  junction  of  the  two  tabes. 

After  pointing  out  the  defects  in  aud  objections  to  such  screw-coup- 
lings, the  patentee  proceeds  in  the  specification  as  follows : 

In  order  to  obviate  these  objections,  I  cut  on  the  ends  of  the  pipes  A"  A'",  Fig.  3,  a 
tapering  screw.  Instead  of  outting  the  thread  of  this  screw  to  one  uniform  depth, 
however,  I  so  out  it  that  it  shall  gradually  vanish  until  it  disappears  at  the  exterior 
of  the  tube,  as  shown  at  y,  Fig.  3.  It  should  be  understood,  however,  that  the  thread 
of  the  screw  does  not  vanish  so  abruptly  as  is  shown  in  that  figure,  which  is  exag- 
gerated, with  the  view  of  rendering  more  apparent  the  advantages  of  my  invention. 
The  socket  B',  Fig.  3,  instead  of  having  a  screw-thread  out  through  it,  as  in  Fig.  % 
has  two  screw-threads,  tapering  one  in  one  direction  for  receiving  the  end  of  one  tube, 
and  the  other  in  another  direction  for  receiving  the  end  of  the  other  tube,  the  tapers 
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of  each  screw  corresponding  with  that  of  the  tube  which  it  has  to  receive!  and  tjie 
,  screw-thread  vanishes  to  correspond  with  the  vanishing  thread  of  the  tube,  as  clearly 
indicated  in  the  drawings. 


The  claim  of  the  patent  is  as  follows : 

The  rods  or  tubes  A  A7,  having  tapering  ends  and  tapering  threads  upon  the  i 
in  combination  with  a  sleeve  having  tapering  sockets  and  threads  corresponding  to 
those  on  the  rods,  as  sot  forth. 

The  defendants  contend  that  their  coupling  does  not  infringe  this 
claim,  because,  although  their  tube  is  cut  with  a  vanishing  thread  and 
their  sleeve  has  a  vanishing  thread  to  correspond  to  that  of  the  tube, 
their  coupling  does  not  have  a  rod  with  a  tapering  end  or  screw  or  a 
tapering  socket.  In  their  rods  the  threads  of  the  screw  surround  a 
cone- shaped  stem  ;  but  the  exterior  lines  of  the  threads  form  a  cylinder 
and  not  a  cone-shaped  or  tapering  end  or  screw ;  and  the  exterior  lines 
of  their  sleeve  form  a  cylindrical  chamber  and  not  a  cone-shaped  or 
tapering  chamber. 
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The  case  tarns  wholly  on  the  meaning  of  the  term  "  tapering  ends" 
and  "  tapering  sockets,"  as  used  in  the  claim.  If  these  terms  are  to  be 
interpreted  as  describing  a  rod  with  a  tapering  screw  and  a  socket  with 
a  tapering  chamber,  the  defendants  do  not  infringe.  If  they  describe 
a  rod  with  a  tapering-stem  having  vanishing  threads  cat  upon  it  and 
a  socket  to  correspond,  infringement  is  established.  It  is  entirely  clear 
that  the  "tapering  threads"  of  the  claim  are  synonymous  with  the 
"  vanishing  threads"  of  the  specification. 

The  patentee  was  the  first  to  combine  in  a  coupling  a  sleeve  and  screw 
in  which  a  vanishing  male  and  female  thread  were  made  to  correspond 
with  each  other.  By  doing  this  he^effected  a  more  perfect  metallic  con- 
tact throughout  between  the  socket  and  the  screw  and  made  a  more 
perfect  and  secure  joint  than  had  been  done  before.  The  expert  for 
the  defendants  admits  that  he  knew  of  no  instance  in  the  state  of  the  art 
in  which  a  vanishing  screw-thread  cut  upon  a  tapering  mandrel  or  cone 
was  combined  with  a  tapering  female  thread  cut  upon  the  surface  of  a 
hollow  cone  prior  to  the  date  of  the  patent  in  question.  The  patentee 
was  therefore  entitled  to  claim,  broadly,  a  sleeve  or  socket  and  screw 
in  which  a  vanishing  male  and  female  thread  were  made  to  correspond 
with  each  other.  But  the  question  in  this  case  is  whether  the  terms  of 
his  claim,  when  interpreted,  as  they  must  be,  by  the  specification,  are 
not- narrower  than  the  real  invention,  and  such  as  to  enable  the  defend- 
ants to  deny  infringement.  The  claim  by  itself,  so  far  as  it  relates  to 
the  rods,  is  capable  of  an  interpretation  which  would  fully  cover  the 
real  invention.  If  a  rod  with  a  tapering  end  is  to  be  regarded  as  a  rod 
in  which  the  stem  of  the  screw  is  tapering,  the  claim  is  ample,  and  em- 
braces the  rod  of  the  defendant.  On  the  other  hand,  if  the  term  "  taper- 
ing end  "  is  intended  to  describe  a  rod  with  a  taperiug  screw— that  is, 
a  rod  in  which  the  exterior  lines  of  the  screw-threads  form  a  tapering 
end— the  coupling  of  the  defendants  is  not  an  infringement.  A  rod 
with  a  tapering  end  may  mean  a  rod  in  which  the  stem,  mandrel,  or 
solid  part  of  the  end  tapers,  or  it  may  mean  one  in  which  the  end,  screw- 
thread  included,  as  adapted  to  be  fitted  into  a  sleeve  or  recess,  is  taper- 
ing. The  term  as  used  in  the  claim  is  therefore  capable  of  two  mean- 
ings, and,  being  ambiguous,  the  true  meaning  must  be  ascertained  by 
resort  to  the  descriptive  part  of  the  specification,  in  order  to  discover 
what  the  patentee  describes  as  new  aud  what  the  public  have  a  right 
to  understand  Was  intended  to  be  claimed. 

An  examination  of  the  specification  denotes  quite  plainly  that  the 
patentee  supposed  that  the  gist  of  his  improvement  upon  the  couplings 
previously  in  nse  consisted  in  substituting  a  tapering  screw  having 
vanishing  threads,  in  conjunction  with  a  sleeve  or  socket  adapted  to 
receive  such  a  screw,  for  tapering  screws  without  the  vanishing  thread 
and  a  socket  not  adapted  to  receive  a  tapering  screw.  The  drawings 
distinctly  denote  this.  In  describing  the  advantages  of  his  invention 
he  dwells  upon  the  objections  to  the  use  of  a  "slightly-tapering  screw" 
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-with  a  socket  which  does  not  taper  to  receive  it  fiach  of  the  drawings 
shows  a  tapering  screw;  but  figure  2,  which  shows  the  objectionable 
coupling,  has  no  vanishing  thread  upon  the  screw  and  has  no  tapering 
recess  in  the  socket,  while  figure  3,  which  illustrates  the  improvement, 
shows  a  tapering  screw  with  a  vanishing  thread  and  a  tapering  recess 
with  a  vanishing  thread.  Nevertheless,  the  inquiry  is  not  what  the 
patentee  may  have  supposed,  bat  what  he  has  described,  his  invention 
to  be.  He  states  in  the  general  statement  of  the  nature  of  his  inven- 
tion that  the  tabes  are  to  have  "  tapering  and  vanishing  screw-threads,'1 
not  '<  tapering  or  vanishing."  He  points  out  the  objections  to  the  use 
of  a  "slightly -tapering  screw  "  on  the  ends  of  the  tabes  in  the  old  coup- 
ling with  a  socket  which  did  not  taper  to  receive  it  Then,  in  describ- 
ing the  difference  between  bis  coupling  and  the  old  one,  he  says  that 
•  he  cute  a  "  tapering  screw  "  on  the  end  of  his  tube ;  bat,  instead  of  cat-, 
ting  his  threads  at  a  uniform  depth,  he  cats  them  so  that  the  thread 
shall  vanish  gradually  until  it  disappears.  He  thus  declares  anequi vo- 
cally that  what  he  has  done  which  is  new  is  to  make  a  tapering  screw 
with  fe  peculiar  form  of  thread.  The  specification  contains  no  sugges- 
tion, to  indicate  that  a  rod  having  a  tapering  stem,  bat  not  a  tapering 
screw,  could  be  employed.  Such  a  stem  could  not  be  employed  with 
the  socket  described  in  the  specification.  The  specification  requires 
the  ends  of  the  rod  to  be  adapted  to  fit  into  a  tapering  recess,  "as 
clearly  indicated  in  the  drawings."  The  claim  itself  makes  a  sleeve 
having  a  tapering  socket  an  dement.  A  tapering  socket  is  one  adapted 
to  receive  a  tapering  screw.  Bead  by  the  aid  of  the  context,  it  does 
not  seem  open  to  fair  doubt  that  the  rods  with  tapering  ends  and  taper- 
ing threads  specified  in  the  claim  are  rods  with  a  tapering  screw  and 
vanishing  threads  upon  the  ends.  Some  significance  should  also  be  at- 
tached to  the  description  of  the  rods  in  the  claim  by  a  reference  to  the 
drawings,  whfch  show  a  rod  wUh  a  tapering  screw. 
It  follows  that  the  bill  must  be  dismissed. 


[United  8t*tes  Circuit  Court— Eastern  District  of  New  York.] 

Thompson  v.  Hall  et  al. 

Decided  Juljf  24, 1886. 
39  O.  G.t   470. 

Johnson— Cutting-Pubbs. 

A  patent  was  issued  to  plaintiff,  Henry  G.  Thompson,  as  assignee  of  Hoses  C. 
Johnson,  for  an  improvement  in  cutting-pliers,  and  he  filed  a  bill  for  damages  • 
and  an  in j auction  against  one  Hall.  It  appeared  that  Hall  was  president  of  a 
company  engaged  in  making  omtting-plters  under  a  patent  issued  to  Hall.  The 
writ  turned  on  the  question  whether  a  certain  model  was  made  by  Johnson  while 
he  was  in  the  employ  of  the  company  or  after  he  had  been  discharged  by  Hall. 
Meld  that  on  the  evidence  it  was  not  made  till  after  the  discharge,  that  Johnson 
was  not  the  first  inventor,  and  the  bill  must  be  dismissed. 
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Mr.  Horace  Barnard  for  the  plaintiff. 
Mr.  Amos  Broadnax  for  the  defendants. 

Benedict,  J. : 

This  action  is  founded  upon  Letters  Patent  No.  232,97o,  dated  Octo- 
ber 5, 1880,  issued  to  Henry  G.  Thompson,  assignee  of  Moses  0.  John- 
son, for  an  improvement  in  cutting-pliers.  The  bill  charges  infringe- 
ment, and  pray 8  for  damages  and  an  injunction.  The  question  at  issue 
is  whether  the  combination  described  in  the  plaintiff's  patent  was  in- 
vented by  Moses  0.  Johnson  while  an  ampoly6  of  a  corporation  styled 
the  "  Interchangeable  Tool  Company,"  which  corporation  was  engaged 
in  the  manufacture  of  cutting-pliers  under  a  patent  issued  to  the  de- 
fendant, Thomas  G.  Hall,  then  the  president  of  the  corporation.  In 
support  of  the  averment  that  Moses  0.  Johnson  was  the  first  inventor 
of  the  combination  in  question  the  plaintiff  produces  a  model  known  in 
the  case  as  "  Defendant's  Exhibit  C,"  which  model  embodies  the  inven- 
tion in  question,  and  was  made,  as  the  plaintiff  has  sought  to  prove, 
while  Johnson  was  in  the  employ  of  the  Interchangeable  Tool  Company. 
On  the  other  hand,  the  defendants  assert,  and  have  sought  to  prove, 
that  this  model  was  not  made  by  Johnson  while  employed  by  the  Inter- 
changeable Tool  Company,  but  after  Johnson  had  been  discharged  from 
that  employment,  and  for  the  purpose  of  supporting  a  fraudulent  claim 
to  an  invention  really  discovered  by  the  defendant  Hall,  put  forth  for  the 
first  time  by  Johnson  after  he.  had  been  discharged  from  the  service 
of  the  Interchangeable  Tool  Company. 

In  one  aspect  the  decision  of  the  case  depends  upon  a  question  of 
time — that  is  to  say,  whether  this  model  (Exhibit  C),  composed  of 
brass  and  iron,  was  made  when  Johnson  says  it  was,  while  he  was  a 
workman  for  Hall's  company,  or  at  a  date  subsequent  to  Hall's  dis- 
charge of  Johnson.  Upon  this  question  much  testimony  has  been 
taken  on  both  sides.  Upon  a  full  consideration  of  all  the  evidence  my 
conclusion  is  that  Exhibit  C  was  not  made  when  Johnson  says  it  was, 
but  subsequent  to  Johnson's  leaving  the  employment  of  the  Inter- 
changeable Tool  Company,  and  that  Moses  0.  Johnson  was  not  the  first 
inventor  of  the  combination  described  in  the  patent  issued  to  the  plaint- 
iff as  assignee  of  Johnson. 

There  must  therefore  be  a  decree  dismissing  the  bill,  with  costs. 
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[Sdpreme  Cunrtrf  the  Uoited  States.) 

The  Thatcher  Heating  Company  et  al.  v.  Burtis  et  al. 

Bedded  April  Id,  1887. 
39  0.  G.,  587. 

1.  Thatcher— Firs-Place  Heater. 

The  first  and  second  claims  of  Letters  Patent  No.  104,377,  granted  Jnne  4, 1870, 
to  John  M.  Thatcher,  declared  invalid. 

2.  Aggregation  mot  Patentable  Invention. 

Simply  transferring  the  well-known  fael-magazine  from  an  outstanding  base- 
burning  stove  to  a  fire-place  heater,  when  each  of  the  parts  performed  the  same 
functions  and  operated  in  the  same  way  as  in  the  old  relation,  produces  an  aggre- 
gation of  old«lements,  and  does  not  possess  patentable  novelty. 

&  No  Aggregation  when  New  Means  of  Uniting  Old  Parts  are  Employed. 
If,  however,  to  adapt  these  separate  elements  to  each,  so  that  they  can  act  in 
one  organization,  required  the  use  of  means  not  within  the  range  of  mere  me- 
chanical skill,  then  the  means  of  effecting  a  mutual  arrangement  of  the  parts 
would  be  patentable. 

4.  Claim*  to  be  Valid  must  Include  such  New  Means. 

•  In  the  particular  instance  the  claims  were  for  the  combination  of  the  two  ele- 
ments, no  matter  how  or  by  what  means  it  might  be  effected,  and  such  a  patent 
can  not  be  sustained. 

Appeal  from  the  circuit  court  of  the  United  States  for  the  Southern 
District  of  New  York. 

Mr.  B.  F.  Lee  for  the  appellants. 
Mr.  A.  J.  Todd  for  the  appellees. 

Mr.  Justice  Matthews  delivered  the  opinion  of  the  court 
This  is  a  bill  in  equity  filed  December  13, 1875,  by  the  appellants,  as 
assignees  of  John  M.  Thatcher,  to  restrain  the  alleged  infringement  of 
Letters  Patent  No.  104,376,  dated  June  14, 1870,  granted  to  John  M. 
Thatcher,  for  certain  new  and  useful  improvements  in  fire-place  heaters. 
There  was  a  decree  below  dismissing  the  bill,  from  which  the  complain- 
ants prosecute  the  present  appeal. 

The  patentee  in  his  specification  describes  his  invention  as  follows: 

My  invention  consists,  first,  of  a  base-burning  fire-place  stove,  in  which  are  com- 
bined the  following  elements,  namely:  a  cylinder  or  body  projecting  outward  from 
the  mantel  or  frame,  a  fuel-magazine  or  feeder  within  the  said  cylinder,  and  an  open- 
ing through  which  the  said  magazine  can  be  fed  from  above. 

The  object  of  this  part  of  my  invention  is  to  increase  the  capacity  of  the  fuel-mag- 
azine; secondly,  of  a  base-burning  fire-place,  stove,  or  heater,  in  which  the  magazine 
or  feeder  is  extended  to  the  feed-opening  of  the  outer  casing,  so  that  there  may  be  no 
open  space  across  which  to  project  the  fuel  on  feeding  the  magazine;  thirdly,  in  the 
combination,  with  a  fire-place  stove  or  heater,  of  a  feeder  or  magazine  projecting 
above  the  top  of  the  heater,  so  as  to  increase  the  capacity  of  the  said  magazine. 

Figure  1  is  a  front  view  of  ray  improved  fire-place  heater ;  Fig.  2,  a  vertical  section  of 
the  same ;  Fig.  3,  a  sectional  plan ;  Fig.  4,  a  plan  view  with  part  of  the  mantel  removed ; 

*%.  5,  a  view  of  the  "  slicer"  or  plate  to  be  introduced  into  the  fire-pot  under  the 
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"feeder "for  the  purpose  of  holding  up  the  coal  which  is  un consumed  when  the 
clinkers,  ashes,  etc.,  in  the  lower  part  of  the  fire-place  have  to  be  removed.  Fig.  6 
is  a  plan  view  of  the  grate,  and  Fig  7  an  edge  view  of  the  grate. 


The  specification  then  proceeds  to  describe  in  detail  the  various  parts 
and  arrangements  of  the  heater ;  bat  as  that  portion  is  not  material  to  a 
determination  of  the  questions  arising  in  the  case  it  is  omitted.  The 
specification  then  proceeds  as  follows : 

A  more  minute  description  of  my  improved  heater  than  that  given  above  will  be 
unnecessary,  as  several  of  the  parts  described  and  illustrated  in  the  drawings  form 
the  subjects  of  other  patents,  and  my  present  improvements  relate  especially  to  the 
top-feeding  arrangements  pf  a  fire-place  stove  or  heater.  I  will  now  refer  more  par- 
ticularly to  these  improvements. 

In  constructing  my  improved  heater  I  have  so  combined  three  elements  or  features 
as  to  produce  an  important  result.  These  features  are  as  follows :  First,  a  cylinder 
or  body  of  the  heater  projecting  outward  from  the  frame  or  mantel ;  second,  a  feeder 
or  fuel- magazine  within  the  cylinder;  and,  thirdly,  an  openibg  through  which  the 
said  magazine  can  be  fed  from  above. 

While  fire-place  stoves  or  heaters  with  protuberant  cylinders  and  feeders  or  maga- 
zines were  known  prior  to  the  date  of  my  invention,  I  am  not  aware  that  the  above 
combination  of  three  features  above  referred  to— namely,  a  top-feeding  arrangement, 
a  protuberant  cylinder  permitting  such  an  arrangement,  and  a  magazine  within  the 
cylinder — has  never  been  known  or  used  prior  to  my  invention  of  the  same. 

It  has  been  the  practice  to  so  construct  base-burning  fire-place  stoves  or  heaters 
that  the  fuel  had  to  be  introduced  into  the  feeder  or  magazine  through  a  doorway  in 
front;  hence  the  magazine  was  of  a  very  limited  capacity.  By  so  arranging  the 
feed-hole,  however,  that  the  fuel  can  be  introduced  into  the  magazine  from  above, 
the  capacity  of  the  magazine  is  increased,  a  result  whioh  I  especially  aimed  at  in 
09S&&  pat 9A 
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adopting  the  first  part  of  my  invention,  namely,  the  above-mentioned  combination 
and  in  the  production  of  my  top-feeding  base-burning  fire-place  stove. 

The  second  part  of  my  invention  consists  in  extending  the  feeder  or  magazine  to 
the  feed-hole  of  fire-place  stoves.  This  not  only  increases  the  capacity  of  the  maga- 
zine to  some  extent,  but  an  uninterrupted  passage  or  guide  is  afforded  for  the  intro- 
duction of  fuel  into  the  magazine  through  the  opening  in  the  6uter  casing. 

The  capacity  of  the  magazine  is  still  further  increased  in  the  present  instance  by 
currying  the  feeder  up  above  the  top  of  the  heater,  by  placing  thereon  a  movable  sec- 
4 ion,  o,  furnished  with  a  cover,  ol,  which  has  to  be  lifted  off  when  coal  has  to  be  in- 
troduced into  the  magazine. 

The  first  and  second  claims,  which  are  alone  involved  in  this  con* 
troversy,  are  as  follows : 

1.  A  base-burning  fire-place  stove  in  which  are  combined  the  following  elements, 
namely :  A  cylinder  or  body  projecting  outward  from  the  mantel  or  frame,  a  fuel  mag- 
azine or  feeder  within  the  cylinder,  and  an  opening  through  which  the  said  magazine 
can  be  fed  from  above. 

2.  A  fire-place  stove  or  heater  in  which  the  magazine  is  extended  to  the  feed-open- 
ing of  the  outer  casing. 

The  case  tamed  in  the  circuit  court  on  the  question  of  the  validity  of 
the  patent  on  the  ground  of  want  of  novelty  in  the  invention  in  view  of 
the  state  of  the  art  at  its  date.  In  passing  upon  this  question  on  final 
hearing  Judge  Wallace,  in  his  opinion,  stated  the  grounds  of  bis  decree 
dismissing  the  bill,  as  follows : 

It  is  conceded  that  these  claims  are  to  be  construed  broadly,  so  as  to  cover  the 
combination  of  a  fire-place  heater  having  a  body  projecting  outward  from  the  mantel 
or  frame,  and  a  furnace-like  portion  in  the  chimney  behind  the  mantel,  with  a  foel- 
receptable  within  the  cylinder  of  the  heater,  which  will  preserve  a  supply  of  unig- 
nited  coal  while  the  heater  is  in  operation,  and  an  opening  through  which  the  maga- 
zine can  be  fed  from  above,  the  magazine  extending  to  this  opening.  Inasmuch  as 
the  heater  was  old  and  the  fuel- recept able  with  the  described  opening  was  old  when 
located  within  an  ordinary  coal  stove,  what  Thatcher  accomplished  was  merely  the 
advantageous  location  of  the  fuel-receptacle  within  the  fire-place  heater.  As  the 
^complainants'  expert,  Mr.  Brevoort,  states,  "  the  problem  Thatcher  had  before  him 
was  to  place  the  fuel-magazine  within  the  'Bibb  and  Augee  Heater.'" 

It  must  be  conceded  that  it  was  not  obvious  that  such  a  fuel-magazine  could  be. 
advantageously  employed  in  such  a  heater.  Attempts  had  been  made  by  others  to 
do  the  same  thing  without  satisfactory  results ;  but  Thatcher's  organization  was  a 
success,  and  immediately  commended  Itself  to  the  poblic.  But  Thatcher's  broad 
claims  can  not  be  sustained.  There  may  have  been  patentable  novelty  in  the  means 
he  employed  to  adjust  the  parts  in  the  new  organization ;  but  there  was  none  in 
merely  bringing  these  parts  together.  They  did  not  perform  any  new  function  in 
the  new  arrangement.  The  fuel- magazine  does  just  the  same  work  in  the  new  struct- 
ure it  did  in  the  ordinary  coal  stove.  All  the  other  parts  of  the  fire-place  heater 
operate  precisely  as  they  would  if  the  ordinary  fuel-pot  were  used  instead  of  the  sub- 
stituted magazine.  The  parts  do  not  co-operate  to  produce  a  new  resnlt.  By  their 
aggregation  the  new  structure  contains  all  the  advantages  which  resided  before 
separately  in  several  structures.  The  new  heater  is  therefore  a  better  heater  than 
any  which  preceded  it ;  but  it  does  not  present  a  patentable  combination  irrespective 
of  the  means  employed  to  adjust  the  several  parts  into  efficient  relations  to  each 
other. 

As,  concededly,  the  claims  of  the  patent  are  not  to  be  limited  to  any  such  combina- 
tion, they  must  be  held  void  for  want  of  patentable  novelty.  (22  O.  G.,  90S,  13  Fed. 
Bep.,  569.) 
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On  this  appeal  counsel  for  the  appellants  contest  the  accuracy  of  the 
positions  of  the  circuit  court,  on  which  its  decree  if  founded,  and  in 
opposition  thereto  contend,  first,  that  it*  was  sufficient  to  support  the 
patent  that  Thatcher  found  out  that  the  fuel- magazine  was  useful  in  its 
new  situation,  and  that  its  use  in  this  new  situation  was  not  obvious  to 
those  skilled  in  the  art;  in  other  words,  that  Thatcher,  having  suc- 
ceeded in  making  a  better  fire-place  heater  than  any  that  had  gone  be 
fore  it  by  .doing  Homethiug  that  was  not  obvious  to  those  skilled  in  the 
art,  what  he  did  involved  invention  as  distinguished  from  mere  mechan- 
ical skill ;  second,  that  as  regards  fireplace  heaters,  the  fuel-magazine 
did  perform  a  new  function,  because  its  use  was  never  before  known  in 
such  structures;  third,  that  the  parts  of  the  combination  stated,  in  the 
claims  did  not  constitute  a  mere  aggregation,  but  co  operated  to  pro- 
duce a  new  result.  This  new  result,  it  is  claimed,  consisted  in  securing 
in  fire-place  heaters  a  uniform  and  steady  heat,  that  could  be  regulated 
for  their  own  purposes  by  the  occupants  of  the  upper-rooms,  heated  by 
means  of  furnace-registers,  at  the  same  time  furnishing  heat  for  the  room 
in  which  it  was  situated  by  means  of  a  heater  that  did  not  require  fre- 
quent attention.  The  result  of  the  contention  on  these  points  as 
claimed  is  that  the  fireplace  heater  of  the  patent,  containing  a  maga- 
zine extending  to  the  outer  casing  of  the  heater  capable  of  holding  a 
supply  of  unignited  coal  and  feeding  the  same  to  the  fire,  was  patent- 
able as  a  new  article  of  manufacture. 

Mr.  firevoort,  the  principal  expert  on  behalf  of  the  appellants,  states 
the  case  on  their  part  in  his  testimony,  as  follows : 

The  problem  which  Thatcher  had  before  him  was  to  place  the  magazine  of  his  pat- 
ent within  the  Bibb  and  Augee  fire-place  heater,  or,  rather,  his  invention  may  be  said 
to  have  consisted  in  the  conception  of  the  idea  of  taking  ont  the  fuel  chamber  or  pot 
•of  the  Bibb  and  Angee  device  and  substituting  therefor  a  magazine  of  the  kind  shown 
in  the  Thatcher  patent,  the  execution  of  which  conception,  if  successful,  had  for  its 
•object  to  confer  upon  the  fire-place  heater  the  regularity  and  steadiness  of  action 
which  alone  could  be  secured  by  ttfe  use  of  a  magazine  standing  ready  always  to  au- 
tomatically feed  the  fire  whenever  it  may  become  necessary.  Now,  it  was  not  at  all 
an  obvious  thing  that  this  large  mass  of  unignited  coal  could  be  put  within  the  com- 
paratively limited  compass  necessary  for  the  ordinary  fire-place  heater  in  place  of  the 
incandescent  coal  contained  in  the  pot  or  fuel  chamber  of  the  Bibb  &  Augee  heater 
and  still  leave  a  heater  which  would  be  successful.  Indeed,  one  of  the  defendants' 
witnesses  in  this  case  placed  a  magazine  in  a  fire-place  heater,  tried  it,  and  aban- 
doned Has  useless  and  as  a  positive  injury,  rather  than,  as  future  experiments  have 
shown,  a  great  benefit,  to  the  structure.  Another  witness  seems  to  have  introduced 
a  magazine  into  one  of  his  fire-place  heaters  at  about  the  date  of  Thatcher's  patent. 
This  witness  says  that  he  did  not  think  it  was  important,  but  says  that  had  he 
known  anything  of  its  importance  he  would  have  got  a  patent  for  it.  These  two  wit- 
nesses clearly  show  that  the  putting  of  a  magazine  into  a  fire-place  heater  was  not 
obviously  a  good  method  of  improving  the  old  Bibb  and  Augee  heater,  and  that  even 
after  a  magazine  had  been  introduced  that  its  utility  was  not  manifest  without  ex- 
periment and  careful  trial,  and  this  testimony  is  given  by  men  who  apparently  were 
thoroughly  skilled  in  the  art  and  had  had  much  and  long  experience  in  the  fire-place 
beater  business.  A  consideration  of  the  old  Nott  structure,  if  it  ever  existed,  as  tes- 
tified to,  would  have  deterred  rather  than  encouraged  any  one  from  introducing  such 
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a  fuel-receptacle  as  was  there  shown  into  a  fire-place  heater  which  was  required  to 
heat  rooms  above  and  below  simultaneously.  For  the  reasons  above  given,  I  think 
that  it  required  invention  to  introduce  a  magazine  extending  to  the  top  or  outer  cas- 
ing of  the  stove  into  a  fire-place  heater  having  a  protuberant  front  for  heating  the 
room  in  which  the  heater  stood  and  a  furnace-like  back  for  heating  the  air  for  the 
rooms  above.  Most  assuredly,  the  parts  referred  to  in  the  first  and  second  claims  of 
the  Thatcher  patent  coact  when  in  action  in  the  production  ef  the  result  desired. 
The  protuberant  body  heats  the  lower  room.  The  mantel  or  frame  separates  one 
portion  of  the  heater  from  the  other,  so  that  the  protuberant  body  may  perform  its 
function  while  the  furnace-like  back  may  perform  its  function.  The  fuel-magazine 
holds  the  fuel  in  readiness  to  supply  the  fire  which  is  to  heat  both  back  and  front 
alike  with  steadiness  and  uniformity,  the  magazine  being  fed  through  a  hole  in  the 
outer  casing  directly,  thus  obviating  the  opening  of  any  doors  into  the  combustion- 
chamber  when  the  fire  is  to  be  fed  and  the  consequent  cooling  off  of  the  heater  by 
admitting  fresh  air  into  .the  device  above  the  grate.  By  the  bringing  together  of 
these  parts  and  their  joint  action  one  with  the  other  a  fire-place  heater  is  formed 
having  advantages  over  any  heater  that  went  before,  and  which  form  of  heater  has 
gone  so  extensively  and  largely  into  use  that  it  has  practically  superseded  all  other 
forms,  as  I  am  informed. 

This  statement  mast  be  considered  in  connection  with  the  well  estab- 
lished and  admitted  facts  in  respect  to  the  prior  use  of  fuel-magazine* 
in  base  burning  outstanding  stoves,  so  classified  as  stoves  standing  de- 
tached in  the  room  to  be  heated  to  distinguish  them  from  fire-place 
stoves  or  heaters  which  are  partially  inclosed  by  the  chimney-piece. 
Thatcher  makes  no  claim  in  bis  patent  for  the  fuel-magazine,  as  long 
prior  to  the  date  of  his  application  such  a  magazine  was  in  common  use 
in  what  are  known  as  "  base-burning  stoves."  In  construction  and  in 
position,  with  relation  both  to  the  burning  mass  in  the  pit  of  the  stove 
and  to  the  outer  casing  through  which  it  opened,  either  on  the  top  or 
at  the  side  of  the  stove  itself,  the  fuel-magazine  of  the  outstanding  stove 
is  the  same  as  the  fuel- magazine  when  placed  in  the  fire-place  heater 
according  to  Thatcher's  patent.  It  is  admitted  that  what  Thatcher 
did,  and  all  that  he  did,  was  to  transfer  this  well-known  fuel-magazine 
from  its  use  in  an  outstanding  base-burning  stove  to.a  fireplace  heater, 
equally  well  known  and  in  common  use  as  to  its  arrangement,  con- 
struction, position,  and  mode  of  operation.  When  this  fuel-magazine 
was  thus  transferred  from  one  kind  of  stove  to  another,  in  its  new  situ- 
ation it  performed  precisely  the  same  function  with  respect  to  the  fuel 
and  the  fire  as  it  had  always  been  accustomed  to  perform  in  its  old  place, 
and  the  fire-place  heater  into  which  it  was  thus  newly  placed,  so  far  as 
the  generation  and  transmission  of  heat  and  heated  air  are  concerned, 
operated  precisely  as  it  bad  habitually  done  before.  It  is  true  that 
such  a  fire-place  heater  by  reason  of  the  fuel-magazine  was  a  better 
heater  than  before,  just  as  the  outstanding  stove  with  its  similar  fuel- 
magazine  was  a  better  heater  than  a  similar  stove  without  such  a  fuel- 
magazine  ;  but  the  improvement  in  the  fireplace  heater  was  the  result 
merely  of  the  single  change  produced  by  the  introduction  of  the  fuel- 
magazine — but  one  element  in  the  combination.  The  new  and  improved 
^esult  in  the  utility  of  a  fire-place  heater  can  not  be  said  to  be  due  to 


DECISION  OF  U.   S.   COURTS   IN  PATENT  CASES.  325 

anything  in  the  combination  of  the  elements  which  compose  it  in  any 
other  sense  than  thatit  arises  from  bringing  together  old  and  well-known 
separate  elements,  which,  when  thils  brought  together,  operate  separ- 
ately, each  in  its  own  old  way.  There  is  no  specific  quality  of  the  result 
which  can  not  be  definitely  assigned  to  the  independent  action  of  a  sin- 
gle element.  There  is  therefore  no  patentable  novelty  in  the  aggrega- 
tion of  the  several  elements,  considered  in  itself.  If,  however,  to  adapt 
these  separate  elements  to  each  other,  so  that  they  can  act  together  in 
one  organization,  required  the  use  of  means  not  within  the  range  of 
mere  mechanical  skill,  then  it  would  be  true  that  the  invention  of  such 
means  for  effecting  a  mutual  arrangement  of  the  parts  would  be  pat- 
entable. If  in  the  present  case,  owing  to  the  necessary  form,  size, 
structure,  and  situation  of  a  fire-place  heater  as  ordinarily  made  and 
used,  there  were  ascertained  difficulties  in  uniting  such  a  fuelmagasine 
as  Thatcher  adopted  from  its  known  use  in  outstanding  base-burning 
stoves,  and  those  difficulties  were  overcome  by  something  more  than 
mere  mechanical  ingenuity,  he  might  have  been  entitled  to  a  patent, 
not  for  the  combination,  however  made,  of  the  fuel-magazine  and  the 
fire-place  heater,  but  for  the  means  which  he  had  invented  for  effecting 
it.  Nothing  of  that,  however,  appears  is  this  case.  The  invention  de- 
scribed is  not  of  any  such  device  for  effecting  the  combination.  No 
claim  is  made  of  that  character.  The  claim  made  is  for  the  combina- 
tion, no  matter  how  or  by  what  means  it  is  or  may  be  effected.  In  this 
view  of  the  case  it  is  impossible  to  distinguish  it,  so  far  as  the  rule  of 
decision  is  concerned,  from  the  cases  of  Hailes  v.  Van  Wormer  (20 
Wall.,  263);  Eeald  v,  Rice  (104  U.  S.,  737,  754);  Penn.  R.  R.  Co.  v. 
Ike  Locomotive  Truck  Co.  (110  U.  S.,  490);  Morris  v.  McMillin  (112 
U.  S.>  244);  Hollisterv.  Benedict  Manufacturing  Co.  (113  U.  S.,  59); 
Thompson  v.  Boisselier  (114  U.  8.,  1) ;  Beecher  Manufacturing  Co.  v.  At- 
water  Manufacturing  Co.  (114  U.  S.,  523);  Gardner  v.  Herz  (118  U.  8.,* 
180). 

There  is  no  escape,  we  think,  from  the  conclusions  reached  by  the  cir- 
cuit court.    Its  decree  is  therefore  affirmed. 


(United  States  Circuit  Court- Eastern  District  of  Missouri— Eastern  Division.] 

The  Kaolatype  Engraving  Company  et  al.  v.  Hoke  et  al. 

Decided  March  24,  1887. 

39  0.G.f589. 

1.  Multifariousness. 

Where  a  suit  is  brought  against  A  B  aud  C  D,  doing  business  under  the  name  of 
"AB  Eugraving  Plate  Co.,"  without  stating  whether  the  concern  was  a  firm  or 
corporation,  Held  that  a  conjoint  use  was  shown,  and  a  demnrrer  to  the  bill  on 
the  ground  of  multifariousness  was  not  well  taken. 
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2.  Laches. 

Where  a  bill  filed  in  1886  stated  that  between  the  issue  of  the  patent  (in  1874) 
and  the  filing  of  the  bill  and  at  divers  times  and  occasions  the  defendants  had 
infringed  the  patent,  Held  that  the  bill  did  not  show  affirmatively  that  there  had 
been  a  continuous  use  for  such  period,  and  a  demurrer  on  the  ground  of  laches  waa 
overruled. 

3.  Discovery. 

Where  the  assignment  under  which  the  complainant  holds  title  employs,  so  far 
as  the  bill  shows,  such  words  as  "  all  the  right,  title,  and  interest,"  Held  that  the . 
compl  ainant  had  no  right  to  a  discovery  prior  to  the  date  of  transfer. 

4.  Judicial  Notice. 

A  court  will  not  take  notice,  on  demurrer,  of  the  contents  of  printed  publica- 
tions, such  as  mechanical  dictionaries,  encyclopedias,  etc.,  as  the  same  does  not 
fall  within  the  category  of  things  of  general  knowledge  of  which  courts  take  judi- 
cial notice,  but  can  more  properly  be  considered  at  the  final  hearing,  with  an  op- 
portunity on  the  part  of  the  complainant  to  explain  or  rebut  them. 

On  demurrer  to  bill 

Mr.  George  H.  Knight  for  the  complainants. 
Mr.  B.  F.  Bex  for  the  defendants. 

Thayer,  J. : 

First  In  the  above  case  the  court  is  of  the  opinion  that  it  sufficiently 
appears  from  the  bill  that  the  defendants  are  jointly  engaged  in  the 
alleged  acts  of  infringement,  and  that  the  first  point  of  the  demurrer, 
to  the  effect  that  the  bill  is  multifarious,  should  be  overruled.  We  are 
also  of  the  opinion  that  it  does  not  affirmatively  appear  that  the  plaintiff 
has  been  guilty  of  such  laches  as  to  preclude  it  from  obtaining  relief. 
The  allegation  is  that  since  the  date  of  the  letters  patent,  on  June  14, 
1874,  on  divers  times  and  occasions  the  defendants  have  used  and  sold 
the  invention.  This  language  does  not  imply  a  continuous  use  of  the 
invention  for  such  period  as  to  bar  all  relief.  The  second  point  of  the 
demurrer  is  accordingly  overruled. 

The  description  of  the  assignment  under  which  complainants  derived 
title  to  the  letters  patent  on  February  11, 1880,  is  in  such  language  that 
it  would  not  entitle  the  complainants  to  damages  for  any  infringement 
prior  to  that  date.  The  assignment  as  described  in  the  bill  merely 
carried  the  title  to  the  letters  patent  as  of  that  day.  It  did  not  transfer 
any  right  to  sue  for  damages  previously  incurred.  The  third  point  of 
the  demurrer  is,  accordingly,  well  taken.  Complainants  are  not  entitled 
on  the  averments  of  the  bill  to  a  discovery  or  to  relief  for  acts  committed 
prior  to  February  11, 1880. 

Second.  The  other  points  of  the  demurrer  are  more  vital.  We  are, 
in  effect,  asked  to  declare  on  an  inspection  of  the  patentee's  claims,  as 
set  forth  in  the  bill,  that  the  claims  disclose  no  invention.  If  foots 
exist  of  which  the  court  is  bound  to  take  judicial  notice,  and  those  facts 
clearly  establish  waut  of  invention  in  the  matter  claimed  by  the  com- 
plainants, undoubtedly  we  can  declare  the  present  patent  void  on  de- 
murrer, inasmuch  as  the  patentee's  description  and  claims  form  a  part 
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of  the  bill.  {Brown  v.  Piper,  91  U.  S.,  41 ;  10  O.  G.,  43  7 ;  St*  ft  v. 
R.  B.  Co.,  107  U.  S.,  649}  24  O.  G.,  99.) 

As  the  case  has  been  presented,  the  qnestion  really  before  ns  is 
whether  we  will  take  judicial  notice  of  certain  processes  described  in 
various  mechanical  dictionaries,  encyclopedias,  and  other  publications 
produced  on  the  hearing  of  the  demurrer,  and  by  reason  of  our  taking 
judicial  cognizance  of  such  processes  determine  that  the  patent  in  ques- 
tion does  not  describe  an  advance  in  the  art  to  which  it  appertains  rising 
to  the  dignity  of  an  invention.  Besides  those  facts  of  which  courts  are 
bound  by  law  to  take  judicial  notice  they  will  ordinarily  only  take  notice 
of  facte  of  universal  notoriety,  of  facts  that  are  so  generally  understood 
that  they  may  be  regarded  as  forming  part  of  the  common  knowledge 
of  every  person.    (Brown  v.  Piper,  supra.) 

The  matters  of  which  we  are  asked  to  take  judicial  cognizance  in  this 
instance,  and  thereupon  declare  the  invalidity  of  this  patent,  do  not 
strike  us  as  falling  within  the  last  category.  They  are  a  class  of  facts 
which  might  more  properly  be  called  to  our  attention  on  the  hearing 
(with  opportunity  to  the  other  side  to  rebut  or  explain)  as  tending  to 
show  the  state  of  the  art  to  which  this  patent  appertains,  and  for  the 
purpose  of  enabling  us  to  determine  whether  this  patent  really  described 
a  newly-discovered  process  which  called  for  an  exercise  of' the  inventive 
faculty.  The  remaining  points  of  the  demurrer  we  accordingly  over- 
rule. 


[United  States  Circuit  Court -Eastern  District  of  Missouri.) 
CUBBAN  ET  AL  V.  ST.  LOUIS  BEFRIGERATOR  AND  WOODEN  GUTTEB 

Company  et  al. 

Decided  December  13, 1886. 

39  O.  G.,  590. 

1.  Reissues— Broadened  Claims— Delay. 

The  right  to  a  reissue  with  a  broadened  claim  is  lost  by  a  delay  of  four  yean 
in  making  application  therefor. 
3.  Sumner—  Lumber-Driers. 

The  second  clause  of  the  claim  of  Reissued  Letters  Patent  No.  9,309,  granted 
July  20, 1880,  to  E.  J.  Sumner,  for  an  improvement  in  lumber-driers,  makes  said 
claim  broader  than  the  claim  of  the  original  patent. 

3.  Curran— Lumber-Drier— No.  8,846. 

The  second  clause  of  the  claim  of  Reissued  Letters  Patent  No.  8,846,  granted 
August  12,  1879,  to  John  J.  Curran,  for  an  improvement  in  lumber-driers,  makes 
said  claim  broader  than  the  claim  of  the  original  patent.  The  fifth  and  sixth 
clauses  introduce  no  new  element. 

4.  8ame— Same— No.  8,840. 

The  claim  of  Reissued  Letters  Patent  No.  8,840,  to  same  party,  on  same  date, 
for  similar  invention,  is  no  broader  than  the  claim  of  the  original  patent. 

Demurrer  to  bill. 

Messrs.  Krum  dt  Jonas  and  Mr.  Jesse  Cox  for  the  complainants. 
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Messrs.  Hyde,  Dickinson  &  Howe  and  Mr.  Elmer  P.  Howe  for  the  de- 
fendants. 

This  is  a  bill  for  injunction  and  damages  for  the  alleged  infringement 
of  three  reissued  letters  patent,  all  for  improvements  in  lumber-driers, 
viz :  (I)  Reissued  Letters  Patent  No.  9,309,  issued  July  20, 1880,  to  E. 
J.  Sumner's  assignees,  being  reissue  of  original  Letters  Patent  No. 
125,098,  dated  March  26, 1872;  (2)  Reissued  Letters  Patent  No.  8,846, 
issued  August  12, 1879,  to  J.  J.  Curran  and  0.  Wilcox,  originally  granted 
March  30,  1875,  and  numbered  161,490;  (3)  Reissued  Letters  Patent 
No.  8,840,  issued  to  J.  J.  Curran  and  O.  Wilcox  August  12, 1879,  origi- 
nally granted  April  10, 1877,  and  numbered  189,432. 

The  defendants  demur  upon  the  following  grounds,  viz: 

1.  That  the  complainants  have  not  made  or  stated  such  a  case  as  entitles  them  in 
this  honorable  court  to  any  discovery  or  relief  in  respect  to  the  infringement  charged 
of  the  second  clause  of  the  claim  of  said  letters  patent,  Reissue  No.  9,309,  for  that  it 
appears  by  the  said  bill  of  complaint  that  Letters  Patent  No.  125,098,  whereof  profert 
is  made  in  the  said  bill,  were  issned  and  granted  March  96, 1872;  that  the  reissue 
thereof,  No.  9,309,  whereof  profert  is  also  made,  was  granted  and  issued  July  20, 1880, 
upon  the  application  of  the  patentee  made  October  28,  1879;  that  the  said  letters 
patent,  Reissue  No.  9,309,  contain  a  clause  in  the  claim  thereof  not  contained  in  the 
claim  of  the- said  original  Letters  Patent  No.  125,098,  to  wit,  the  clause  numbered  2 
therein,  which  is  an  enlargement  of  the  scope  of  the  claim  of  said  original  letters 
patent,  whereby  the  said  reissued  letters  patent  are  made  to  claim  new  subjects-mat- 
ter of  invention  not  contained  in  or  covered  by  the  claim  of  said  original  letters  pat- 
ent ;  that,  inasmuch  as  the  said  patentee  delayed  and  neglected  for  more  than  seven 
years  to  apply  for  the  said  Reissued  Letters  Patent  No.  9,309,  the  grant  thereof  with 
said  second  clause  of  its  claim  was  contrary  to  the  provisions  of  the  Revised  Statutes 
of  the  United  States  (tit.  60,  c.  1). 

2.  That  the  complainants  have  not  made  or  stated  such  a  case  as  entitles  them  in 
this  honorable  court  to  any  discovery  or  relief  in  respect  to  the  infringement  charged 
of  the  second,  fifth,  and  sixth  clauses,  or  either  of  them,  of  the  claim  of  said  letters 
patent,  Reissue  No.  8,846,  for  that  it  appears  by  the  said  bill  of  complaint  that  Let- 
ters Patent  No.  161,490,  whereof  profert  is  made  in  the  said  bill,  were  granted  and 
issued  March  30,  1875 ;  that  the  reissue  thereof,  No.  8,846,  whereof  profert  is  also 
made,  was  grauted  and  issued  August  12,  1879,  upon  the  application  of  the  patentee 
therefor,  made  July  2,  1879 ;  that  the  said  letters  patent,  Reissue  No.  8,846,  contain 
three  clauses  in  the  claim  thereof  not  contained  in  the  olaim  of  the  said  original  Let- 
ters Patent  No.  161,490,  to  wit,  the  clauses  numbered  2,  5,  and  6  therein,  each  of 
which  said  clauses  enlarges  the  scope  of  the  claim  of  said  original  letters  patent, 
whereby  the  said  reissued  letters  patent  are  made  to  claim  new  subjects-matter  of ' 
invention  not  contained  in  or  covered  by  the  claim  of  the  said  original  letters  pat- 
ent ;  that,  inasmuch  as  the  said  patentee  delayed  and  neglected  for  more  than  four 
years  to  apply  for  the  said  Reissued  Letters  Patent  No.  8,846,  the  grant  thereof  with 
said  second,  fifth,  and  sixth  clauses  of  its  claim  was  contrary  to  the  provisions  of  the 
Revised  Statutes  of  the  United  States  (tit.  60,  c.  1). 

3.  That  the  complainants  have  not  made  or  stated  such  a  case  as  entitles  them  in 
this  honorable  court  to  auy  discovery  or  relief  in  sespect  to  the  infringement  charged 
of  the  fifth  and  seventh  clauses,  or  either  of  them,  of  the  claim  of  said  letters  patent, 
Reissue  No.  8,840,  for  that  it  appears  by  the  said  bill  of  complaint  that  Letters  Pat- 
ent No.  189,432,  whereof  profert  is  made  in  said  bill,  were  granted  and  issued  April 
10, 1877 ;  that  the  reissue  thereof,  No.  8,840,  whereof  profert  is  also  made,  was  granted 

id  issued  August  12,  1879,  upon  the  application  of  the  patentee  therefor  made  July 
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2, 1879 ;  that  the  said  letters  patent,  Reissue  No.  8,840,  contain  two  clauses  in  the 
claim  thereof  not  contained  in  the  claim  of  the  said  original  Letters  Patent  No. 
189,432,  to  wit,  the  clanses  numbered  5  and  7  therein,  each  of  which  said  clanses  en- 
larges the  scope  of  the  claim  of  said  original  letters  patent,  whereby  the  said  reissued 
letters  patent  are  made  to  claim  new  subjects-matter  of  invention  not  contained  in 
or  covered  by  the  claim  of  the  said  original  letters  patent ;  that,  inasmuch  as  the 
said  patentee  delayed  and  neglected  for  more  than  four  years  to  apply  for  the  said 
Reissued  Letters  Patent  No.  8,840,  the  grant  thereof  with  said  fifth  and  seventh 
clauses  of  its  claim  was  contrary  to  the  provisions  of  the  Revised  Statutes  of  the 
United  States  (tit.  60,  c.  1). 

Treat,  J.  : 

As  to  Keissue  No.  9,309,  the  same  not  having  been  made  for  more 
than  seven  years  after  tbe  original  patent  was  issued,  the  said  second 
claim  in  the  reissue  can  not  be  upheld.  Therefore  demurrer  thereto  is 
sustained. 

Keissue  No.  8,846,  as  to  the  claims  referred  to  in  the  demurrer,  the 
court  holds  that  the  demurrer  is  well  taken  as  to  the  second  claim,  but 
not  as  to  the  fifth  and  sixth. 

As  to  Reissue  No.  8,840,  the  demurrer  is  overruled  as  to  the  fifth  and 
seventh  claims  therein. 


[United  States  Circuit  Court— Southern  District  of  New  York.] 

Kittle  v.  Hall  et  al. 

Decided  January  3,  1867. 
39  O.  G.,  707. 

1.  Kittle—Spiral  Springs  for  Mattresses. 

Letters  Patent  No.  93,505,  granted  to  Samuel  P.  Kittle,  January  4,  1670,  for  an 
improved  spiral  spring  for  mattresses  and  furniture,  as  limited  to  the  first  two 
claims  under  such  patent,  are  valid,  and  the  patent  granted  to  James  I.  Spencer, 
July  24, 1677,  for  an  improvement  in  spring  bed-bottoms,  is  an  infringement  upon 
them.  The  third  claim,  for  a  flexible  border  of  rattan  attached  to  the  outer  edges 
of  the  springs  as  a  support  to  keep  the  ticking  in  line,  in  combination  with  the 
springs,  frame,  webbing,  etc.,  is  not  valid,  for  the  reason  that  it  was  inserted 
more  than  four  years  after  the  application  was  filed  and  more  than  two  years 
after  the  structure  covered  thereby  had  gone  into  public  use. 

2.  8even  Years'  Delay— Notice  to  Defendants— No  Defense. 

In  an  action  for  infringement  of  letters  patent,  where  it  is  shown  that  the  de- 
fendants took  a  license  from  plaintiff  to  make  and  vend  the  patent,  and  subsequently 
denied  plaintiff's  rights  and  claimed  to  make  under  another  patent ;  that  shortly 
after  such  denial  plaintiff  became  bankrupt  and  the  assignee  in  bankruptcy  sold 
the  patent  after  two  years;  that  plaintiff  entered  into  negotiations  to  get  the 
patent  back  from  the  vendee ;  that,  though  the  vendee  took  no  steps  to  prevent 
the  patent  being  plundered,  plaintiff  gave  defendants  notice  he  intended  to  hold 
them  accountable  for  their  infringements;  that  after  his  discharge  from  bank- 
ruptcy, and  when  he  had  reacquired  the  patent,  plaintiff  commenced  action  against 
defendants  for  infringement,  tbe  court  sitting  in  equity  will,  considering  all  the 
circumstances,  take  jurisdiction  of  the  cause,  notwithstanding  a  delay  of  about 
seven  years  in  the  prosecution  by  plaintiff  of  his  rights. 
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Mr.  James  P.  Foster  for  the  complainant. 
Mr.  James  A.  Whitney  for  the  defendants. 

Coke,  J.: 

This  action  is  for  the  infringement  of  Letters  Patent  No.  98,505, 
granted  to  the  complainant  January  4,  1870,  for  an  improved  spiral 
spring  for  mattresses  and  furniture.  The  double  cone  or  hour-glass 
spring  is  constructed  by  having  one  or  more  of  its  central  coils  wound 
at  right  angles  to  its  axis,  iustead  of  spirally,  as  before.  When  several 
of  these  springs  are  used,  as  in  a  mattress,  for  instance,  the  central  coils 
are  all  on  the  same  horizontal  plane,  so  that  wheu  strips  of  cross- web- 
bing fastened  to  a  suitable  frame  are  passed  between  the  coils  the  springs 
are  held  firmly  in  a  vertical  position. 

It  is  asserted  by  the  patentee  that  prior  to  his  invention  the  spring  in 
use  could  not  be  successfully  supported  in  the  middle  or  held  in  a  ver- 
tical position.  It  had  a  tendency  to  "  bag  out."  The  specification  pro- 
vides for  a  slight  wooden  frame  to  support  the  webbing  and  the  springs. 
The  webbing,  having  its  ends  secured  to  this  frame,  is  passed  through 
and  fastened  to  the  central  horizontal  coils,  each  strip  of  webbing  pass- 
ing alternately  over  and  under  the  strip,  crossing  at  right  angles.  The 
middles  of  all  the  springs  are  thus  held  in  the  same  relative  position, 
their  full  elasticity  is  preserved,  and  durability  is  assured. 

The  claims  are  as  follows: 

1.  A  spiral  spring  for  use  in  mattresses,  furniture,  etc.,  so  constructed  that  its  cen- 
tral coil  or  coils  are  wound  at  right  angles  to  its  axis,  substantially  as  and  for  the  pur- 
poses set  forth. 

2.  The  combination  of  a  spiral  spring  when  constructed,  as  described,  with  the 
cross-webbing  C  C  and  frame  D,  or  their  equivalent,  when  arranged  to  support  such 
spring,  substantially  as  and  for  the  purposes  set  forth. 

3.  In  a  spring-mattress  having  the  springs  supported  from  or  at  their  centers,  the 
arrangement  of  a  rattan  or  a  like  flexible  border  attached  to  the  outer  edges  at  bot- 
tom and  top  of  the  outside  rows  of  springs  to  furnish  a  suitable  support  to  keep  the 
ticking  in  line,  but  which  will  also  yield  as  any  spring  or  part  of  the  mattress  is  com- 
pressed. 

The  defenses  are :  First,  that  the  complainant  has  no  title  to  the  pat- 
ent; second,  that  he  is  guilty  of  laches;  third,  abandonment;  fourth, 
lack  of  novelty ;  fifth,  non-infringement. 

To  the  third  claim  several  distinct  and  separate  defenses  are  urged, 
which  will  *e  stated  hereinafter. 

There  is  no  flaw  in  the  complainant's  title.  On  the  31st  of  December, 
1877,  he  was  forced  into  bankruptcy.  The  adjudication  vested  the  title 
in  the  court.  On  the  11th  of  April,  1878,  the  register  in  charge  assigned 
all  the  property,  as  provided  by  law,  to  De  Witt  0.  Weeks,  the  duly-ap- 
pointed assignee.  On  the  28th  of  January,  1879,  Weeks  sold  and  as- 
signed the  patent  to  Francis  G.  Devlin.  Six  days  thereafter  Devlin  as- 
signed it  to  Theodore  Wilkins,  who  held  it  until  the  8th  day  of  October, 
1884,  when  it  was  transferred  by  him  to  the  complainant.  On  the  4th 
of  October,  1878,  the  complainant  was  discharged  in  bankruptcy  by 
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the  district  court.  The  chain  of  title  is  perfect.  No  valid  accusation 
can  be  made  against  it. 

The  proposition  that  the  bill  can  not  be  maintained  because  of  the 
laches  of  the  complainant  is  a  most  perplexing  one.  The  solution  of 
it  hfts  been  rendered  more  difficult  from  the  fact  that  the  complainant's 
brief,  so  full  and  exhaustive  upon  other  branches  of  the  case,  makes  only 
casual  and  passing  allusion  to  the  question,  which  is  elaborately  pre- 
sented upon  the  brief  of  the  defendants.  The  facts  bearing  upon  this 
question  are  as  follows: 

In  the  autumn  of  1865  the  patentee  conceived  the  invention.  On 
the  4th  of  January,  1870,  the  patent  was  granted.  In  February,  1885, 
fifteen  years  thereafter,  this  action  was  commenced.  In  1875  a  suit  for 
infringement  was  commenced  against  one  James  Y.  Bchenck,  but  the 
proofs  were  not  completed  and  it  was  never  brought  to  a  final  hear- 
ing. No  step  appears  to  have  been  taken  in  it  after  July,  1877.  No 
other  action  was  at  any  time  commenced.  In  the  autumn  of  1877  the 
defendants  commenced  making  the  infringing  mattresses.  They  were 
made  under  a  patent  granted  to  James  I.  Spencer,  July  24, 1877,  for  an 
improvement  in  spring  bed-bottoms.  In  November,  1877,  the  defend- 
ants issued  a  circular  to  the  trade,  in  which  they  insisted  in  most  vig- 
orous and  uncompromising  language  upon  their  right  to  manufacture 
under  the  Spencer  patent,  and  closed  with  these  words: 

We  have  only  to  say,  in  conclusion,  that  Mr.  Kittle  must  do  one  of  two  things. 
He  mnst  stop  interfering  with  oar  business  or  he  must  bring  suit  opon  his  patent,  and 
thnsgive  as  a  chauee  to  see  how  little  it  amounts  to.  If  he  does  not  do  on*  thing  or 
the  other  of  these,  he  will  soon  find  himself  defendant,  instead  of  plaintiff,  in  a  law. 
suit. 

The  complainant  appears  to  have  chosen  the  first  of  these  alterna- 
tives, for  from  that  time  until  this  suit  was  commenced  there  was  no 
more  interference  with  the  defendants  or  their  customers,  except,  as  he 
testifies,  that  he  told  the  defendant  Hall,  in  April,  1882,  that  a  day  of 
reckoning  was  approaching  and  ho  wished  him  to  keep  a  strict  account 
of  his  sales. 

From  December,  1877,  neither  the  complainant  nor  any  of  the  inter- 
mediate owners  of  the  patent  has  manufactured  or  asserted  any  right 
under  it,  except  as  before  stated.  The  assignees,  with  the  exception  of 
Mr.  Devlin,  who  held  the  patent  but  a  short  time,  alj  knew  of  the  in- 
fringement, by  the  defendants  not  only,  but  by  the  trade  generally,  and 
yet  they  made  no  move  to  prevent  it,  though  frequently  urged  to  do  so. 
In  short,  the  patent  from  the  fall  of  1877  has  been  pirated  upon  by  the 
whole  trade.  Since  then  no  one  has  respected  it.  On  the  4th  of  Feb- 
ruary, 1876,  the  defendants,  then  doing  business  at  Philadelphia,  took 
from  the  complainant  a  license  to  make  and  vend  the  patented  mat- 
tress in  that  city  for  one  year.  The  license  provided  that  in  case  of 
the  failure  of  the  defendants  to  perform  the  conditions  of  the  license 
the  same  was  to  become  null  and  void  and  all  rights  and  privileges 
under  it  to  cease  and  determine.  ^ 
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These  are  the  facts.  Bearing  in  mind  the  theory  upon  which  equity 
takes  cognizance  in  patent  causes,  as  established  by  the  decision  of 
the  Supreme  Court  in  Root  v.  Railway  Co.  (105  U.  S.,  189),  it  becomes 
important  to  ascertain  what  the  law  is  as  applicable  to  these  facte. 
The  accumulated  wisdom  of  a  multitude  of  precedents  has  established 
the  principle  that  he  who  invokes  the  protection  of  a  court  of  equity 
must  be  "  prompt,  eager,  and  ready  "  in  the  enforcement  of  his  rights. 
Equity  will  not  encourage  a  sleepy  suitor.  As  time  passes  memory 
fails,  wituesses  die,  proof  is  destroyed,  and  the  rights  of  individuals  and 
of  the  public  intervene.  Long  acquiescence  and  laches  can  only  be 
excused  by  proof  showing  excusable  ignorance  or  positive  inability  to 
proceed  on  the  part  of  the  complainant,  or  that  he  is  the  victim  of 
fraud  or  concealment  on  the  part  of  others.  A  mere  "  imaginary  impe- 
diment or  technical  disability "  is  not  enough.  The  court  will  not 
entertain  a  case  when  it  appears  that  the  complainant,  or  those  to 
whose  rights  he  has  succeeded,  have  acquiesced  for  a  long  term  of  years 
in  the  infringement  of  the  exclusive  right  conferred  by  the  patent,  or  have 
delayed,  without  legal  excuse,  the  prosecution  of  those  who  have  openly 
violated  it  These  prepositions  are,  it  is  thought  abundantly  sustained 
by  the  following  authorities:  Piat  v.  Vattier  (9  Pet.,  405);  Wyeth  v. 
Stone  (1  Story,  273);  McLaughlin  v.  Peoples  Railway  Co.  (21  Fed.  Rep., 
574;  29  O.  G.,  277);  Speidell  v.  Henrid  (15  Fed.  Rep.,  753);  The  Flem- 
ing (9  Fed.  R«p.,  474);  Estes  v.  Worthington  (22  Fed.  Rep.,  822);  Bar- 
den  v.  Duluth  (28  Fed.  Rep.,  14);  Wagner  v.  Baird  (7  How.,  234);  City 
of  Concord  v.  Norton  (16  Fed.  Rep.,  477);  Badger  v.  Badger  (2  Wall.,  87); 
Wallensak  v.  Reiher  (115  IT.  S.,  101 ;  S.  0.,  5  Sup.  Ot  Rep.,  1137); 
Br  own  v.  County  of  Buena  Vista  (95  IT,  S.,  157);  Lansdalev.  Smith  (106 
U.  S.,  391;  S.C.,  1  Sop.  Ot.  Rep.,  350);  Goddenv.  Kimmell  (99  U.  S.f 
201);  Maxwell  v.  Kennedy  (8  flow.,  210);  Sperry  v.  Ribbans  (3  Ban.  & 
A.,  260);  Curt.  Pat.,  sees.  440,  441;  Walk,  fat.,  sees.  596,  597;  Pom. 
Eq.  Jur.,  sees.  418,  419. 

In  the  present  case  it  is  argued  with  considerable  plausibility  that  the 
complainant,  from  the  date  of  bis  patent  until  the  commencement  of 
this  action,  with  the  exception  of  the  abortive  and  abandoned  suit  against 
Schenck,  has  made  no  active  effort  to  stop  infringements,  although  they 
commenced  before  the  patent  was  issued,  and  continued,  with  the 
knowledge  of  the  complainant,  until  they  were  well-nigh  universal; 
that  the  public  had  a  right  to  assume,  from  this  profound  silence  and 
supineness,  that  the  patentee  and  his  successors  had  relinquished  any 
claim  which  they  might  possess.  The  complainant  seems  -to  proceed 
upon  the  theory  that  if  it  can  be  shown  that  he  personally  is  free  from 
negligence  it  is  sufficient,  and  that  he  shows  this  when  it  appears  that 
the  title  passed  out  of  him  when  he  was  adjudicated  a  bankrupt,  and 
that  when  he  obtained  it  again,  in  October,  1884,  he  used  due  diligence 
in  prosecuting  infringers.  The  proposition  stated  thus  broadly  can  not 
be  maintained.    A  party  who  purchases  a  patent  which  has  for  years 
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been  freely  plundered  by  a  multitude  of  trespassers  does  not  answer  the 
charge  of  laches  by  showing  that  he  commenced  immediately  after  he 
acquired  title  to  bring  the  wrong-doers  to  account.  Such  a  fact  is  of  no 
more  interest  to  a  defendant  sued  for  infringement  than  the  fact  that 
the  last  holder  of  an  outlawed  note  brought  an  action  upon  it  without 
delay  is  to  the  maker  of  the  note.  But,  so  far  as  these  defendants  are 
concerned,  it  can  not  be  maintained  that  there  was  any  laches  until  they 
stood  out  from  under  their  license  and  boldly  proclaimed  their  purpose 
to  continue  the  manufacture  uuder  the  Spencer  patent.  This  was  in 
November,  1877.  A  month  later  the  complainant  was  in  bankruptcy* 
It  was  not  until  the  11th  of  April,  1878,  that  the  patent  was  transferred 
to  the  assignee  in  bankruptcy.  He  held  the  title  uutil  the  28th  of  Jan- 
uary, 1879.  During  this  period,  when  the  patent  was  in  the  court  of 
bankruptcy,  negligence  can  be  imputed  to  no  one.  For  several  months 
the  title  was  suspended  and  no  action  could  have  been  maintained,  and 
as  to  the  remaining  time,  it  can  not  be  maintained  that  it  is  the  duty  of 
an  assignee  in  bankruptcy  to  institute  suits  for  the  infringement  of  a 
patent  owned  by  the  bankrupt  and  that  his  failure  so  to  do  is  negli- 
gence. Wilkins  held  the  patent  from  February  3,  1879,  until  October 
8, 1884,  and  no  valid  reason  is  discovered  in  the  record  why  he  could 
not  have  made  some  effort  to  prevent  the  patent  from  being  plundered* 
It  appears,  however,  that  the  complainant  early  commenced  negotiations 
with  Wilkins  looking  for  a  re-assignment  of  the  patent,  and  that  in 
April,  1882,  the  defendant  Hall  had  notice  that  the  complainant  still 
asserted  its  validity  and  intended  to  hold  him  to  a  strict  accouut.  Fur- 
thermore, it  is  entirely  clear  that  whatever  may  be  said  as  to  other 
manufacturers,  the  defendants  were  not  misled.  The  defiant  challenge 
of  their  circular  leaves  no  doubt  that  they  had  made  up  their  minds  as 
to  the  course  to  be  pursued,  and  that  they  did  not  intend  to  desist  unless 
prevented  by  the  command  of  the  court.  So  the  simple  question  is,  will 
equity  refuse  to  entertain  a  cause  where,  in  the  circumstances  disclosed 
by  this  record,  there  has  been  a  delay  of  about  seven  years  in  its  prose- 
cution T  The  question  is  an  interesting  one,  and  is  by  no  means  free 
from  doubt;  but  it  is  thought,  taking  into  consideration  the  fact  that 
the  delay  has  been  partially  accounted  for  and  excused,  that  the  case  is 
in  some  respects  sui  generis  /  that  no  precedent  has  been  discovered  for 
the  dismissal  of  a  bill  for  laches'  extending  through  so  short  a  period, 
and  that  it  should  be  answered  in  the  negative. 

It  is  entirely  clear  that  the  invention  must  be  confined  to  what  is  cov- 
ered by  the  first  and  second  claims.  The  accusations  urged  against  the 
third  claim  are  so  numerous  that  it  will  be  impossible  to  consider  them 
all.  It  is  said  that  the  drawings  which  relate  to  it  are  defective ;  that 
the  subject-matter  of  the  claim  was  abandoned  to  the  public ;  that  no 
application  was  ever  filed  for  the  invention  which  it  covers ;  that  it  is 
for  a  mere  aggregation  and  not  for  a  patentable  combination,  and  that 
it  is  void  for  uncertainty.    It  is  by  no  means  an  easy  task  to  place  an 
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intelligent  construction  upon  this  claim.  The  expert  witnesses  do  not 
4gree  ad  to  what  it  includes,  and  in  one  instance  at  least  the  same  wit- 
ness, when  he  is  again  called  to  testify,  greatly  modifies  his  first  opin- 
ion regarding  it  It  may  be  said  that  if  the  broad  construction  sug- 
gested is  adopted,  the  claim  is  anticipated ;  if  the  narrow  one  is  taken 
the  defendants  do  not  infringe;  but  the  manner  in  which  the  claim 
found  its  way  into  the  patent  was  irregular  and,  it  would  seem,  illegal, 
and  the  public  acquired  vested  rights  in  the  invention  covered  by  the 
claim  years  prior  to  its  first  appearance  in  the  Patent  Office.  The  ap- 
plication was  filed  November  28, 1865.  It  recites  that  the  petitioner 
has  invented,  not  a  new  mattress,  but  a  new  improved  spiral  spring, 
and  prays  that  a  patent  may  issue  therefor.  No  other  application  was 
ever  filed.  The  patent  when  issued  was  for  a  spring  alone.  The  claims 
of  the  original  specification — three  in  number — related  only  to  the  spring 
and  the  "  former  "  on  which  it  was  constructed.  The  application  was 
rejected.  A  year  later  the  patentee,  after  correspondence  with  the 
Commissioner,  forwarded  amendments,  omitting  the  claim  for  the  former 
and  substituting  the  present  second  claim  for  the  proposed  third  claim, 
so  that  the  patent  then  had  but  two  claims — the  first  and  second,  as 
they  now  appear.  On  the  10th  of  December,  1866,  the  application  was 
re-examined  and  again  rejected.  Nothing  more  was  done  until  Novem- 
ber 22, 1869,  when  a  request  was  made  by  the  complainant  through  his 
solicitor  for  a  re  examination  of  the  case.  This  was  granted  and  the 
patent  allowed  about  the  27th  of  the  same  month.  Three  weeks  there- 
after— on  the  17th  of  December,  1869— the  solicitor  wrote  the  Commis- 
sioner proposing,  if  it  were  not  too  late,  that  the  present  third  claim 
should  be  inserted.    It  was  inserted. 

So  far  as  appears  from  the  file- wrapper,  the  attention  of  the  Patent 
Office  was  never  called  to  the  third  claim  uutil  December,  1879,  and 
then  only  by  this  letter  of  the  solicitor. '  For  more  than  two  years  prior 
to  the  first  suggestion  of  this  claim,  mattresses  embodying  all  its  ele- 
ments were,  with  the  knowledge  and  consent  of  the  complainant,  bought 
And  sold  in  the  open  market  In  this  connection  it  is  worthy  of  comment 
that  one  of  the  defendants  testifies  that  the  complainant  repeatedly  in- 
formed him,  in  substance,  that  his  invention  was  confined  to  the  spring 
and  the  mode  of  fastening  it,  and  that  the  third  claim  could  not  stand 
the  test  of  a  judicial  examination.    This  testimony  is  not  denied. 

Assume  that  the  patent  had  been  granted  in  1866  for  a  spring,  as 
prayed  for,  and  on  the  17th  of  December,  1869 — four  years  later — the 
complainant  had  petitioned  for  a  new  or  reissued  patent  covering  the 
combination  of  the  third  claim,  it  needs  no  citation  of  authorities  to 
prove  that  such  a  proceeding  would  not  have  been  received  with  favor 
by  the  court ;  aud  yet  how  is  the  position  strengthened  by  an  attempt 
to  graft  the  invention  upon  an  application  which  will  not  sustain  it, 
especially  when  it  is  shown  that  during  the  interval  the  invention  went 
>ito  public  use  t 
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lnBaUuay  Co.  v.  Sayles  (97  17.  8.,  654)  Mr.  Justice  Bradley,  at  page 
•563,  says : 

It  will  be  observed  that  we  have  given  particular  attention  to  tbe  original  applica- 
tion, drawings,  and  models  filed  in  the  Patent  Office  by  Tbompoen  and  Baohelder 
We  have  deemed  it  proper  to  do  this  because,  if  the  amended  application  and  model 
filed  by  Tanner  five  years  later  embodied  any  material  addition  to  or  variance  from 
the  original— anything  new  that  was  not  comprised  in  that— each  addition  or  variance 
can  not  be*  sustained  on  the  original  application.  The  law  does  not  permit  such  en- 
largements of  an  original  specification  which  would  interfere  with  other  inventors 
who  have  entered  the  field  in  the  meantime  any  more  than  it  does  in  the  case  of  reis- 
eoes  of  patents  previously  granted.  Courts  should  regard  with  jealousy  and  disfavor 
any  attempts  to  enlarge  the  scope  of  an  application  once  filed,  or  of  a  patent  once 
granted,  the  effect  of  which  would  be  to  enable  the  patentee  to  appropriate  other  in- 
ventions made  prior  to  such  alterations,  or  to  appropriate  that  which  has  in  the 
meantime  gone  into  public  use. 

(See,  also,  Eagleton  Manufg  Co.  v.  West,  dx.,  Manufg  Co.,  Ill  D.  8., 
490;  S.  0.,  4  Sap.  Ot.  Kep.,  593;  at  circuit,  2  Fed.  Rep.,  774;  Planing 
Machine  Co.  v.  Keith,  101  U.,  S.  479 ;  Fruit  Jar  Co.  v.  BeUaire,  <jfccM  Co., 
27  Fed.  Sep.,  381;  lAndseyv.  Stein,  10  Fed.  Rep.,  913;  United  States 
Rifle,  dec.,  Oo.  v.  Whitney  Arms  Co.,  14  Blatchf.,  94;  Consolidated  Fruit 
Jar  Co.  v.  Wright,  12  Blatchf.,  149;  affirmed,  94  U.  S.,  92;  Bevin\. 
East  Hampton  BeU  Co.,  9  Blatchf.,  50.) 

It  is  asserted  that  the  invention,  confining  it  to  the  spring  and  the 
means  of  fastening  it,  is  void  for  lack  of  novelty.  The  proof  shows  that 
prior  to  the  patent  it  frequently  happened  that  doable-cone  springs 
made  of  iron  wire,  which  were  then  iu  use, "  broke  down  "  in  the  center. 
This  occurred  from  accident  or  want  of  skill  in  the  maker.  When  in 
this  condition,  they  were  regarded  as  second-class  or  damaged  springs, 
and  were  sold  as  such  for  use  in  cheap  and  inferior  furniture.  The  cen- 
tral coils,  which  thus  happened  in  some  instances  to  be  at  right  angles 
to  the  axis  of  the  spring,  were  not  of  tbe  same  size,  so  that  when  in  use 
the  smaller  coil  would  frequently  pass  through  the  larger,  thus  causing 
the  spring  to  rattle.  These  springs  did  not  break  down  in  the  same 
place,  and  were  incapable  of  performing  the  functions  of  the  patented 
spring,  even  if  any  one  had  thought  of  putting  them  to  this  use;  but 
no  one  ever  did.  Neither  the  damaged  springs,  nor  the  French  patent, 
nor  any  of  the  other  references,  are  sufficient  to  defeat  the  patent.  The 
evidence  all  falls  far  short  of  that  clear  and  convincing  proof  which  is 
required  in  such  cases.  (Coffin  v.  Ogden.lS  Wall.,  120;  Coburnv.  Schroe* 
der,  19  Blatchf.,  377 ;  S.  0.,  8  Fed.  Rep.,  519 ;  Webster  Loom  Oo.  v.  Hig- 
gins,  4  Ban.  &  A.,  88;  Herring  v.  Nelson,  14  Blatchf.,  293 ;  Wood  v. 
Cleveland  Boiling  Mill  Co.,  4  Fish.,  550 ;  Putnam  v.  Hollander,  19 
Blatchf.,  48 ;  S.  0.,  6  Fed.  Rep.,  882 ;  Howe  v.  Underwood,  1  Fish.,  160; 
Clough  v.  Barker,  106  17.  S.,  166;  S.  C,  1  Sup.  Gt.  Rep.,  188.) 

The  defendants  infringe.  The  Spencer  spring  used  by  them  is  con- 
structed with  a  vertical  bend  or  bearing- loop  at  the  central  axis  of  the 
spring.  This  bend  or  pin  passes  through  a  metallic  eyelet  in  the  web- 
bing.   The  spring  is  so  wound  that  on  either  side  of  the  webbing  there 


386  DECISIONS   OF  U.   S.   COUBTS   IN   PATENT   CA8E8. 

is  a  horizontal,  or  nearly  horizontal,  coil  at  right  angles  to  the  axis  of 

the  spring,  which  helps  to  support  the  spring  in  a  vertical  position.    A 

portion  of  the  central  coil  is  wonnd  at  right  angles  to  the  axis,  and  there 

is  a  level  bearing  of  the  spring  upon  the  webbing.    It  is  quite  likely  an 

improvement;  but  nevertheless  it  performs  all  the  functions  of  the 

patented  spring. 

The  questions  argued  relating  to  the  amount  of  damages  and  profits 

an  best  be  considered  upon  the  coming  in  of  the  report  of  the  master. 

The  complainant  is  entitled  to  decree  for  an  accounting  upon  the  first 

and  second  claims  of  the  patent. 


fTJnited  State*  Circuit  Court— Diafcriot  of  Maataohiuetto.] 

Boston  Electbio  Company  v.  Fuller  et  al. 

Decided  December  24,  1886. 
39  0.  G.,  710. 

1.  PlOTHAM— EUECTBIC  GaS-LIQUTING  APPARATUS— EARLIER  INVENTIONS, 

The  invention  contained  in  Letters  Patent  No.  230,590,  granted  July  27,  1880r 
to  George  F.  Pinkham,  assignee  of  Jacob  P.  Tirrell,  for  electric  gas-lighting  ap- 
paratus, Held  not  anticipated  by  the  Tirrell  inventions  of  1871  and  1872,  contained 
in  Patents  No.  121,302  and  No.  190,770,  nor  by  the  Cutler  Patent  No.  220,704,  none 
of  these  prior  devices  being  so  constructed  that  by  the  action  of  the  electric  cur- 
rent the  gas-cook  is  turned  by  a  single  impulse  and  a  succession  of  sparks  ia- 
produced  at  the  burner-tip  without  further  motion  of  the  gas-cock. 

2.  Invention. 

Held,  also,  that  this  improvement  over  prior  devices  constitutes  invention. 

3.  Infrinqeicent— Difference  in  Detail. 

The  patent  Held  infringed  by  defendants'  apparatus,  although  the  latter  differs 
somewhat  in  construction  from  that  described  in  the  patent.  The  feet  that  the 
main  features  in  the  patented  apparatus— such  as  the  circuit-breaker,  single  cir- 
cuit, operating  the  gas-cock  directly  by  the  armature— are  old,  should  not  limit 
the  patentee  to  the  exact  form  of  mechanism  found  in  the  patent. 

Suit  for  infringement  of  patent. 

Mr.  J.  E.  Abbott  for  the  complainant. 
Mr.  K  P.  Payson  for  the  defendants. 

Colt,  J. : 

This  suit  is  brought  for  infringement  of  the  first  claim  of  Letters 
Patent  No.  230,590,  granted  July  27, 1880,  to  George  F.  Pinkham,  as- 
signee of  Jacob  P.  Tirrell,  for  electric  gas-lighting  apparatus.  The  in- 
vention relates  to  apparatus  for  lighting  gas  by  electricity,  in  which  the 
gas-cock  is  opened  and  closed  by  electric  action  upon  a  mechanical 
device  connecting  with  the  cock  and  a  battery. 

The  specification  says : 

My  present  improvements  consist  in  the  employment  of  a  horizontal  swinging  arm 
attached  to  the  lower  end  of  the  vertioal  gas-cock,  this  arm  being  forked  and  strad- 
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dHng  an  upright  bar  erected  upon  the  top  of  a  vibrating  armature  disposed  between 
two  pain  of  electro-magnet*  and  caused  to  vibrate  by  the  closing  and  opening  of  an 
electro-circuit  from  a  suitable  battery,  the  vibration  of  the  armature  effecting  recipro- 
cation of  the  lever  and  cock. 

My  invention  also  consists  in  connecting  the  armature  with  the  lower  end  of  the 
movable  electrode  or  arm  in  such  manner  that  as  the  armature  moves  in  one  direction 
and  opens  the  cock  it  causes  the  movable  electrode  to  separate  from  the  fixed  and 
insulated  electrode,  thus  breaking  the  electric  circuit  and  producing  a  spark  to  light 
the  gas,  while  a  reverse  movement  of  the  armature  closes  the  cock  and  allows  the 
movable  arm  to  return  by  the  stress  of  a  spring  and  make  contact  with  the  fixed  arm. 
•  •••••» 

It  will  be  seen  that  the  vibrations  of  the  armature  are  of  such  extent  and  its  rela- 
tions to  the  gas-cock  and  movable  electrode  are  such  that  the  cook  is  opened  before 
the  spark  is  produced.  The  purpose  of  this  is  to  cause  a  sufficient  volume  of  gas  to 
issue  from  the  burner  in  advance  of  the  spark  to  insure  its  ignition  by  the  latter. 

In  the  use  of  this  device  the  pressure  on  the  knob  which  charges  the  magnet  H  H' 
should  be  continued  for  a  few  seconds,  as  this  produees  rapid  intermittent  vibrations 
of  the  movable  electrode  and  a  corresponding  number  of  sparks,  the  object  of  this  be- 
ing to  insure  the  lighting  of  the  gas  should  the  first  spark  fail  to  do  so.  In  order 
that  these  con  tinned  vibrations  of  the  movable  electrode  and  armature  may  be  placed 
without  effect  upon  the  gas-cook,  I  form  the  notch  in  the  forked  end  of  the  lever  of 
soffi  cient  width  to  permit  of  the  vibrations  of  the  armature  without  moving  such 
lever. 

Claim  1  is  as  follows : 

1.  In  an  eleo  trio-lighting  gas-burner,  a  magnet  for  turning  the  gas-cock  by  one 
electric  imp  ulse,  combined  with  a  fixed  electrode  a'  and  a  movable  electrode  &  nor- 
mally in  contact,  and  mechanism  connecting  the  armature  with  the  movable  elec- 
trode to  break  the  contact  between  a'  and  &  the  instant  after  the  gas  is  turned  on, 
and  create  a  spark  for  ignition,  substantially  as  described. 

In  gas-burners  there  is  a  portion  of  the  tube  between  the  cock  and 
the  end  of  the  tube  which  becomes  full  of  air  when  the  gas  is  turned 
off.  When  the  gas  is  again  turned  on,  a  little  time  is  required  to  expel 
the  air  from  the  burner.  If  only  one  electric  spark  is  produced  at  the 
tip  of  the  burner  the  instant  the  gas  cock  is  turned,  the  air  would  not 
have  escaped  and  the  gas  may  not  be  lighted.  In  the  patented  appa- 
ratus the  gas  cock  is  opened  by  a  single  impulse,  and  by  pressure  on  the 
button  a  succession  of  sparks  is  produced  at  the  burner- tip  by  the  in- 
termittent vibrations  of  the  movable  electrode  and  the  armature,  and 
these  vibrations  occur  without  further  moving  of  the  gas-cock  by  reason 
of  the  notch  in  the  forked  end  of  the  lever.  In  closing  the  gas-cock  no 
spark  is  produced  at  the  burner-tip.  There  is  evidence  that  this  appa- 
ratus was  the  first  which  operated  successfully  in  house-lighting,  and 
that  it  has  been  extensively  used.  Now,  it  is  apparent  that  this  appa- 
ratus was  not  anticipated  by  the  Tirrell  inventions  of  1871  and  1872, 
and  contained  in  Patents  No.  121, 802  aud  No.  130, 770,  nor  by  the  Cut- 
ler Patent  No.  220,704.  None  of  these  prior  devices  were  so  con- 
structed that  by  the  action  of  the  electric  current  the  gas-cock  is  turned 
by  a  single  impulse  and  a  succession  of  sparks  is  produced  at  the 
burner-tip  without  further  motion  of  the  gas  cook.  I  am  also  satisfied 
223011  pat 22  ^ 
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that  this  improvement  over  prior  devices  constituted  invention.  The 
defendants'  apparatus  is  the  same  in  principle,  though  its  construction 
differs  somewhat  from  the  plaintiff's.  The  magnets  have  their  cores 
parallel  with  the  burner,  while  the  magnets  in  the  patent  are  substan- 
tially at  right  angles  thereto.  The  movable  electrode  has  a  vertical 
movement  to  break  the  circuit,  while  the  movable  electrode  in  the  pat- 
ent has  a  laterally- vibrating  movement  In  defendants  apparatus  the 
armature  is  horizontal  instead  of  vertical,  and  the  means  for  breaking 
the  circuit  are  somewhat  different  I  am  of  opinion,  however,  that  the 
defendants'  apparatus  embodies  the  substance  of  the  patented  inven- 
tion, and  that  changes  in  the  details  of  construction  should  not  protect 
them  from  the  charge  of  infringement.  The  fact  that  the  main  features 
in  the  patented  apparatus— such  as  the  circuit-breaker,  single  circuit, 
•operating  the  gas-cock  directly  by  the  armature — were  old,  should  not 
limit  the  complainant  to  the  exact  form  of  mechanism  found  in  the 
patent.  The  patent  covers  an  important  improvement  in  the  art  of 
lighting  gas  by  electricity,  and  it  should  receive  a  reasonably  broad 
construction,  and  those  should  be  held  to  be  infringers  who  accomplish 
the  same  result  by  substantially  the  same  or  equivalent  means. 
Decree  for  complainant. 


[Supreme  Court  of  the  United  States.] 

Bragg  et  al  v.  Fitch  et  al. 

Decided  May  2,  1887. 
39,  O.  G.,  829. 

1.  Claims,  How  Construed. 

Where  the  patented  invention  is  but  one  of  a  series  of  improvements,  all  hav- 
iDg  the  same  general  object  and  purpose,  the  claims  of  the  patent  must  be  re- 
stricted to  tho  precise  form  and  arrangement  of  the  parts  as  described  in  the 
specification  and  to  the  purpose  indicated  therein. 

2.  Claims,  When  not  Infringed. 

Where  all  the  parts  claimed,  with  one  exception,  were  old  and  bad  been  used 
in  a  similar  combination  in  other  things  of  the  same  general  character,  the 
defendant  not  using  the  excepted  part  escapes  infringement. 

Appeal  from  the  Circuit  Court  of  the  United  States  for  the  District 
«f  Connecticut. 

Mr.  W.  E.  Simonds  for  the  appellants. 

Messrs.  Jno.  8.  &  John  K.  Beach  for  the  appellees. 

Mr.  Justice  Bradley  delivered  the  opinion  of  the  Court. 

This  is  a  suit  on  a  patent  granted  to  Charles  B.  Bristol,  May  16, 1865, 
for  an  improvement  in  harness  hooks  or  snaps,  the  complainants  being 
assignees  of  the  patent.  These  hooks  are  usually  attached  to  the  end 
of  a  strap  or  chain  for  the  purpose  of  fastening  it  to  a  ring  or  staple. 
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as  in  the  case  of  a  tie-strap  for  fastening  a  horse  to  a  post  The  small 
hook  by  which  a  watch-chain  is  fastened  to  the  ring  or  stem  of  the  watch 
is  an  example.  It  has  a  movable  part,  called  the  "  tongue,"  which  is 
connected  to  the  shank  of  the  hook  by  a  pivot,  and  is  kept  in  place 
against  the  end  of  the  hook  by  the  pressure  of  a  spring  acting  between 
the  shank  and  the  tongue.  The  tongue  may  be  pressed  inward  so  as  to 
admit  the  ring  or  staple,  and  is  thrust  back  to  its  place  by  the  action 
of  the  spring.  In  some  form  or  other  the  implement  has  long  been  in 
use.  The  patent  in  question  relates  to  the  mode  of  arranging  the  spring 
in  the  tongue  and  of  attaching  both  to  the  shank  of  the  hook. 
The  complainants'  expert  says: 

The  invention  shown  and  described  in  the  patent  of  Bristol  is  an  improvement  in 
that  class  of  snap-hooks  in  which  the  tongne  is  pivoted  in  a  recess  between  two 
cheeks  in  the  shank.  In  this  recess  a  coil-spring  is  arranged  aronnd  the  pivot  so  that 
the  two  ends  of  the  spring  bear  one  upon  the  tongne  and  the  other  npon  the  body  of 
the  hook,  tending  to  pre*  the  tongne  np  against  the  end  of  the  hook,  bnt  yet  per- 
mitting the  tongne  to  be  depressed  to  open  the  hook.  In  this  class  of 'hooks  prior  to 
Bristol  the  tongne  was  cast  with  a  recess  npon  its  under  side  to  form  two  cheeks,  cor- 
responding to  the  cheeks  in  the  shank  of  the  hook.  The  cheeks  on  the  tongne  were 
drilled  corresponding  to  the  hole  throngh  the  checks  in  the  shank,  so  that  a  rivet 
conld  be  inserted  throngh  the  .sides  of  the  shank  and  both  sides  of  the  tongne  to , 
form  the  pivot  on  which  the  tongne  would  turn.  The  coil  of  the  spring  was  ar- 
ranged aronnd  the  pivot,  the  two  ends  bearing  one  npon  the  shank  and  one  npon  the 
hook,  as  before  described. 

The  principle  of  this  arrangement  was  exhibited  in  many  different 
forms.  Sometimes  the  spring  merely  passed  around  the  pivot  without 
any  coil;  sometimes  a  straight  spring  was  so  secured  to  the  one  part 
and  made  to  press  against  the  other  as  to  effect  the  same  object.  One 
would  hardly  suppose  that  a  patentable  invention  could  have  been 
made  in  relation  to  this  little  device;  but  many  patents  have  been 
and  probably  more  will  be  granted.  The  Bristol  patent,  now  sued  on, 
is  one  of  the  latest  in  the  series  which  has  been  brought  to  our  atten- 
tion. 

The  particular  contrivance  which  is  claimed  as  an  invention  in  this 
patent  may  be  described  as  follows:  Instead  of  having  a  separate  pivot 
or  pin  to*  pass  through  the  cheeks  or  ears  of  the  hook  and  tongue 
for  the  purpose  of  connecting  them  together  and  holdiug  the  coil  of 
the  spring,  a  small  projection  or  fulcrum,  to  answer  the  purpose  of 
a  pivot,  is  cast;  as  a  part  of  one  of  the  cheeks  of  the  hook,  on  its  inner 
side,  and  the  cheeks  (being  made  of  maleable  cast-iron)  are  spread 
farther  apart,  and  the  recess  between  them  is  thus  wider  than  they  are 
intended  to  be  when  the  article  is  finished.  The  coil  of  the  spring  is 
placed  on  the  projecting  fulcrum.  The  tongue  is  made  with  a  recess, 
as  usual,  but  one  side  of  this  recess  is  left  open,  the  other  side  having 
the  ordinary  cheek  perforated  with  a  hole  to  admit  the  fulcrum-pivot. 
The  tongue,  thus  constructed,  is  placed  in  the  recess  of  the  hook  and 
slipped  over  the  spring  and  pivot,  and  then,  by  means  of  a  vise  or 
press,  the  outside  cheeks  of  tbe  hook  are  squeezed  together  until  the 
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fulcrum-pivot  passes  through  the  hole  in  the  cheek  of  the  tongue  an* 
comes  in  contact  with  the  opposite  cheek  of  the  hook. 

The  patentee,  after  having  described  the  construction  of  the  several 
parts,  explains  the  mode  of  putting  them  together,  as  follows: 

Having  made  the  parte  as  before  described,  I  plaoe  the  spiral  spring,  Fig.  4,  on  the 
projection  or  pin  w,  Fig.  2,  and  slip  the  tongue,  Fig.  3,  onto  the  projection  or  fulcrum 
pin  «,  so  that  the  spring,  Fig.  4,  will  rest  in  and  be  inclosed  by  the  recess  r,  with 
the  two  tangential  parts  h  and  i  pointing  toward  the  hook  a.  I  then  place  the 
article  in  a  proper  vise  or  press  and  olose  up  the  cavity  between  c  and  d  until  the 
pin  a  comes  in  contact  with  the  side  or  ear  c,  Fig.  2,  when  the  whole  will  appear  as 
represented  in  Fig.  1,  (except  the  strap  A,)  and  wiU  be  ready  for  use  or  sale. 

The  claims  of  the  patent  are  as  follows,  namely : 

What  I  claim  as  my  invention,  and  desire  to  secure  by  Letters  Patent,  is— 

1.  The  combination  of  the  tongue  g  with  the  spiral  spring,  Fig  4,  when  the  spring- 
works  on  the  tortion  principle  and  rests  in  a  recess  (as  r)  in  the  rear  end  of  the  tongue,, 
substantially  as  herein  described. 

2.  The  combination  of  the  fulcrum- pin  a  with  the  tongue  g,  when  the  pin  «  is  oast  in. 
one  of  the  ears,  and  the  recess  or  cavity  is  fitted  to  be  closed,  substantially  as  herein, 
described. 

Only  the  first  claim  is  relied  on  in  the  present  suit,  as  the  defendants 
do  not  use  the  fulcrum-pivot  cast  with  the  cheek  of  the  hook,  but  the 
ordinary  pivot  inserted  in  holes  in  both  cheeks. 

The  defense  is  threefold,  namely :  first,  that  the  supposed  invention 
was  described  in  previous  patents;  second,  that  in  view  of  the  state 
of  the  art  the  device  claimed  as  new  wps  not  a  patentable  invention ; 
third,  that  upon  a  proper  construction  of  the  patent  the  defendants  do 
not  infringe  it 

Several  prior  patents  were  given  in  evidence  which  show,  if  not  an 
entire  anticipation  of,  at  least  a  very  near  approach  to,  the  invention 
claimed. 

In  1862  a  patent  was  issued  to  Palmer  and  Simmons  for  an  improved 
hook  for  whiffletrees  embodying  the  same  principle  as  the  snap-hook, 
in  which  the  recess  of  the  tongue  inclosing  the  spiral  spring,  having 
precisely  the  same  object  as  the  recess  of  the  tongue  and  spring  in 
Bristol's  and  other  snap-hooks,  had  but  one  cheek,  the  other  side  of  the 
recess  being  open  until  it  was  applied  to  the  end  of  the  whiffletree  sup- 
porting the  hook,  by  which  it  was  closed  up  when  the  parts  were, 
brought  together.  The  connection  of  the  two  was  made  by  a  pivoc 
passing  entirely  through  the  cheek  of  the  tongue  and  the  coil-spring 
inclosed  therein  and  into  the  end  of  the  whiffletree.  This  pivot  had  a 
broad  head,  which  compressed  the  tongue  and  kept  it  in  place  in  the 
same  manner  as  is  done  by  the  oheek  of  the  hook  in  Bristol's  snap- 
hook. 

In  1859  one  Daniel  H.  Hull  patented  a  trace-fastener  which  contained 
a  similar  device  so  far  as  the  arrangement  of  the  tongue  and  spring 
are  concerned.  The  tongue,  called  in  the  patent  the  "latch,"  had  a 
recess  containing  the  spring,  which  was  open  on  the  inside,  opposite  to  a 
slight  recess  in  the  slotted  fastener  which  corresponded  to  the  hook  in 
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-the  snap-hook.  The  pivot  on  which  the  tongue  moved  and  which 
passed  through  the  spiral  spring  was  of  the  usual  kind,  and  not  cast 
as  part  of  the  fastener  or  of  the  latch. 

In  January,  1864,  a  patent  was  granted  to  one  G.  S.  Abeel  for  an  im- 
provement in  safety-hooks  in  which  he  dispensed  with  both  the  ears  of 
the  tongue  by  the  use  of  one  or  two  straight  springs,  one  end  of  which 
was  inserted  in  a  slight  groove  in  the  recess  or  chamber  of  the  hook, 
and  the  other  resting  against  the  tongue  either  in  a  groove  or  against  a 
projection  or  shoulder. 

In  December  of  the  same  year  a  patent  was  granted  to  Oliver  S. 
Judd  for  an  improvement  in  snap-hooks  in  which  the  spring  was  ar- 
ranged in  the  recess  of  the  tongue  and  operated  exactly  like  the  spring 
in  Bristol's  hook,  the  only  difference  between  the  two  being  that  in 
Judd's  hook  the  pivot  passed  through  both  the  hook  and  the  tongue, 
And  the  latter  had  two  cheeks,  one  on  each  side  of  its  recess.  The  ar- 
rangement of  the  spiral  spring,  with  both  tangential  ends  projecting 
forward  toward  the  hook,  was  precisely  like  Bristol's. 

These  prior  patents  exhibit  every  feature  of  the  .Bristol  snap-hook 
described  in  the  patent  sued  on  except  the  single  one  of  the  fulcrum- 
pivot  cast  as  part  of  the  cheek  of  the  hook  and  not  passing  through 
holes  in  both  ears.  This  fulcrum  is  the  only  novelty  shown  in  the 
patent,  and  this  is  not  used  by  the  defendants.  The  snap-hook  made 
by  them  has  the  same  pivot  which  is  used  in  Judd's  hook,  inserted  in 
the  same  way,  and  passing  through  both  cheeks  of  the  hook.  The  only 
particular  in  which  it  differs  from  Judd's  is  that  the  tongue  has  but 
one  cheek,  and  only  one  end  of  the  coiled  spring  projects  forward  to- 
ward the  hook,  resting  against  the  tongue,  while  the  other  end  projects 
backward  and  presses  against  the  side  of  the  recess  in  the  tongue,  which 
is  curved  around  and  prolonged  sufficiently  for  this  purpose.  It  differs 
in  two  respects  from  the  Bristol  snap-hook — to  wit,  in  not  using  the 
fixed  fulcrum  cast  as  part  of  the  cheek,  and  in  not  having  both  tangen- 
tial ends  of  the  spring  projecting  forward  toward  the  hook,  but  having 
one  of  the  ends  projecting  backwards  and  pressing,  not  against  the 
tongue  itself,  but  against  the  opposite  side  of  its  recess,  prolonged  suf- 
ficiently for  the  purpose. 

It  is  obvious  from  the  foregoing  review  of  prior  patents  that  the  in- 
vention of  Bristol,  if  his  snap-hook  contains  a  patentable  invention,  is 
but  one  in  a  series  of  improvements  all  having  the  same  general  object 
and  purpose,  and  that  in  construing  the  claims  of  his  patent  they  must 
be  restricted  to  the  precise  form  and  arrangement  of  parts  described 
in  his  specification,  and  to  the  purpose  indicated  therein.  As  we  have 
seen,  with  one  exception  (the  solid  pivot),  all  the  parts  are  old,  and 
have  been  used  in  combination  in  other  things  of  the  same  general 
character.  The  use  of  a  recess  in  the  tongue  with  one  of  its  ears  or 
cheeks  removed  was  to  adapt  it  to  the  new  element  referred  to— namely, 
the  solid  pivot — and  although  the  first  claim  of  the  patent  is  for  th 
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tongue  thus  constructed,  in  combination  with  the  spiral  spring  as  ar- 
ranged in  connection  with  it,  yet  this  claim  must  be  construed  in  refer- 
ence to  the  purpose  for  which  the  tongue  and  spring  thus  arranged 
were  intended,  namely,  for  adjustment  upon  the  solid  pivot.  Without 
this  relative  purpose  the  combination  of  the  tongue  and  spring  by 
itself  would  be  anticipated  by  the  patent  of  Palmer  and  Simmons  and 
that  of  Hull.  If  it  has  any  novelty,  it  consists  in  its  new  application 
to  the  snap-hook  as  devised  by  Bristol,  and  this  was  a  snap-hook  pro- 
vided with  the  peculiar  solid  pivot  or  fulcrum-pin,  which  is  the  subject 
of  his  second  claim,  and  to  which,  as  we  have  seen,  the  form  and  ar- 
rangement of  the  tongue  and  spring  were  specially  adapted  aud  requisite 
to  its  beneficial  use.  This  necessary  restriction  of  the  first  claim  renders 
it  clear  that  it  is  not  infringed  by  the  defendants,  for,  as  before  stated, 
they  do  not  use  the  solid  pivot,  but  the  old  and  long  used  pin  passing 
through  both  ears  or  cheeks  of  the  tongue  and  the  hook. 

The  defendants  also  use  a  different  device  from  that  described  by 
Bristol,  in  the  arrangement  of  the  spiral  spring  the  two  ends  of  which, 
instead  of  pointing  toward  the  hook,  point  in  different  directions,  one 
toward  the  hook  and  pressing  against  the  body  of  it,  and  the  other  in 
the  opposite  direction  and  pressing  against  the  side  of  the  recess  in  the 
tongue,  which  is  prolonged  and  curved  around  for  that  purpose. 

On  the  whole  view  of  the  case,  we  are  satisfied  that  the  defendants 
do  not  infringe  the  patent  sued  on  when  construed  as  it  must  be  to  give 
it  any  validity.  The  decision  of  the  circuit  court  must  therefore  be 
reversed,  and  the  case  remanded,  with  instructions  to  dismiss  the  bill. 


[Supreme  Court  of  the  United  States.  J 

McCoy  r.  Nelson. 

Decided  May  2, 1886. 

39  O.  G.,  831. 

Pbactice— General  Demurrer  to  Bill. 

Where  the  bill  of  complaint  made  the  usual  averments  as  to  invention,  the  pro- 
curement of  letters  patent,  ownership  of  the  same,  and  to  an  infringement,  and 
the  demurrer  was  general  and  setup  no  particular  ground,  the  court  below  erred 
in  sustaining  the  demurrer  and  in  dismissing  the  biU. 

Appeal  from  the  circuit  court  of  the  United  States  for  the  District 
of  Qolorado. 

Mr.  Leigh  Robinson  for  the  appellant. 

Mr.  Justice  Blatchford  delivered  the  opinion  of  the  court. 

This  is  a  bill  in  equity,  filed  in  the  circuit  court  of  the  United  States 
for  the  district  of  Colorado,  by  George  0.  McCoy  against  Frederick 
Nelson,  for  the  infringement  of  Letters  Patent  of  the  United  States  No. 
^54,993,  granted  to  McCoy,  March  14, 1882,  for  an  improvement  in  boots. 
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The  bill  sets  forth  a  copy  of  the  patent  and  of  its  specification  and  draw- 
ings at  length.  The  defendaut  interposed  a  general  demurrer  to  the 
bill,  for  want  of  equity,  specifying  no  grounds  of  demurrer.  The  court 
sustained  the  demurrer  and  entered  a  decree  dismissing  the  bill,  from 
which  the  plaintiff  has  appealed. 

We  are  not  furnished  with  a  copy  of  any  opinion  of  the  circuit  court, 
nor  with  any  brief  from  the  appellee,  and  the  case  was  not  orally  argued 
on  his  part  We  are  left,  therefore,  without  information  as  to  the 
grounds  uppn  which  the  demurrer  was  sustained. 

The  bill  alleges  that  the  plaintiff- 
is  the  original  and  first  inventor  of  a  new  and  useful  improvement  and  invention  in 
boots,  which  are  fully  and  particularly  ^escribed  in  the  letters  patent  hereinafter 
mentioned,  and  which  had  not  been  known  or  used  before  his  said  invention. 

It  then  sets  out  that  he  applied  for  and  obtained  the  patent.    The 
patent  states,  on  its  face,  that  he  has  applied  for  a  patent— 
for  an  alleged  new  and  useful  improvement  in  boots,  a  description  of  which  inven- 
tion is  contained  in  the  specification,  of  which  a  copy  is  hereto  annexed,  and  made  a 
part  hereof. 

The  patent  grants  to  him,  his  heirs,  or  assigns,  for  seventeen  years 
from  its  date— 

the  exclusive  right  to  make  and  vend  the  said  invention  throughout  the  United  States 
and  territories. 

The  specification  states  that  he  has — 
invented  a  new  and  improved  boot,  of  which  the  following  is  a  full,  clear,  and  exact 
description. 

It  says : 

The  object  of  my  invention  is  the  production  of  a  boot  of  novel  and  improved  con- 
■traction,  as  hereinafter  described  and  claimed. 

It  refers  to  seven  figures  of  drawings,  which  accompany  the  specifica- 
tion, one  of  which— 
is  a  perspective  view  of  my  improved  boot. 

It  states  that— 
the  sole  and  heel  of  the  boot  are  of  ordinary  form,  and  the  upper  and  counter  may  be 
secured  to  the  sole  by  any  of  the  well-known  and  common  means. 

It  then  describes  the  vamp,  the  quarters  which  form  the  leg,  the  mode 
of  sewing  the  quarters  together,  the  hooks  and  holes  for  lacing,  and  the 
lacing  device,  and  the  strip  secured  over  the  front  seam,  and  the  leather 
tongue  which  closes  the  opening  in  front  in  the  main  material  of  the  leg, 
and  is  itself  secured  to  the  leg  pieces  or  quarters  and  the  vamp. 

The  claim  is  as  follows : 

Having  thus  described  my  invention,  I  claim  as  new  and  desire  to  secure  by  letters 
patent — 

The  herein-described  boot,  consisting  of  the  vamp  B,  the  quarters  d,  sewed  together 
in  the  back  and  a  short  distance  in  front,  from  the  top  down,  and  provided  with  the 
hooks  c,  holes  i,  and  a  suitable  lacing  device,  the  strip  f,  secured  over  the  said  front 
seam,  and  the  tongue  G,  secured  to  the  said  leg-pieces  and  vamp,  substantially  as  set 
forth. 
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The  bill  then  alleges  that  the  plaintiff  was  and  is  the  owner  of  the 
patent;  that  he  has  invested  and  expended  large  sums  of  money  for 
the  purpose  of  carrying  on  the  business  of  making  and  selling  boots 
containing  the  invention ;  that  the  invention  has  been  of  great  utility  ; 
that  boots  were  made  according  to  it  and  containing  it,  and  sold  by 
him,  to  the  great  advantage  of  the  public;  that  the  public  have  gener- 
ally acknowledged  and  acquiesced  in  the  validity  of  the  patent  and  in 
his  rights ;  that  the  defendant  has  manufactured,  used,  and  vended  to 
others  to  be  used,  boots  containing  and  embracing  the  invention  in  the 
District  of  Colorado  without  the  license  of  the  plaintiff,  and  in  viola- 
tion of  his  rights  and  in  infringement  of  the  patenjt,  with  full  knowledge 
of  those  rights,  and  to  the  injury  of  tfie  plaintiff,  whereby  he  has  been 
and  still  is  being  deprived  of  profits  which  he  otherwise  would  have 
obtained;  and  that  the  defendant  has  made  and  sold  large  quantities 
of  said  boots,  and  is  still  engaged  in  selling  the  same,  and  has  a  large 
quantity  thereof  on  hand  which  he  is  offering  for  sale,  and  has  made 
large  profits  from  such  sales.  The  bill  prays  for  an  answer  on  oath, 
and  that  the  defendant  may  account  for  and  pay  to  the  plaintiff  the 
profits  acquired  by  the  defendant  and  the  damages  suffered  by  the 
plaintiff  from  the  unlawful  acts  of  the  defendant.  It  also  prays  for  an 
injunction. 

Groping  in  the  dark,  and  grappling  with  shadows,  we  are  unable  to 
perceive  the  objection  to  this  bill.  The  brief  of  the  appellant  does  not 
state  upon  what  ground  it  is  understood  the  court  below  proceeded.  It 
it  be  suggested  that  the  claim  of  the  patent  is  for  the  boot  described, 
and  that  the  bill  merely  alleges  that  the  defendant  has  made,  used,  and 
sold  boots  containing  and  embracing  the  invention  covered  by  the  pat* 
ent,  instead  of  alleging  that  the  defendant  has  made,  used,  and  sold  the 
invention,  or  the  patented  boot,  we  are  of  opinion  that  there  is  no  force 
in  the  objection.  If  the  boot  made,  used,  and  sold  by  the  defendant  is 
not  a  boot  consisting,  substantially,  of  the  parts  mentioned  in  the  claim 
of  the  patent,  it  does  not  infringe  the  patent,  and  is  not,  in  Judgment 
of  law,  a  boot  containing  and  embracing  the  invention  in  the  language 
of  the  bill.  Although  the  claim  of  the  patent  is  a  claim  to  the  described 
boot,  consisting  of  the  elements  specified,  the  invention  patented  is  an 
"  improvement  in  boots,"  as  stated  in  the  patent,  and  any  boot  which 
contains  that  improvement,  according  to  the  terms  of  the  claim,  infringes 
the  patent  and  is  a  boot  containing  and  embracing  the  invention  pat- 
ented. The  bill  is  entirely  sufficient  to  put  the  defendant  upon  his 
answer,  and  the  rights  of  the  parties  will  be  properly  and  adequately 
•adjusted  in  the  further  proceedings  in  the  cause.  The  bill  is  in  accord- 
ance with  approved  precedents  and  is  in  the  usual  form. 

The  patent  having  been  issued  fifteen  months  before  the  bill  was  filed, 
and  having  nearly  sixteen  years  then  to  run,  and  the  bill  alleging  that 
the  public  have  generally  acknowledged  and  acquiesced  in  the  validity 
of  the  patent,  and  that  the  invention  has  been  put  in  practice  by  the 
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plaintiff,  and  has  been  of  great  utility,  it  was  not  necessary  to  show  a 
recovery  at  law  to  warrant  jurisdiction  in  equity  for  an  injunction  and 
an  account    (Boat  v.  Railway  0©.,  105  U.  8M  189,  20JJ.) 

The  decree  of  the  circuit  court  is  reversed,  and  the  case  is  remanded 
to  that  court,  with  a  direction  to  take  such  further  proceedings  as  shall 
be  in  conformity  with  this  opinion. 


LUattod  8t*fc»  Circuit  Coart-Soottwrn  Dictate*  of  *ew  Totk.1 

Higkhns  ET  AL.  v.  Keuffhl  bt  al. 

Decidod  April  W,l&n. 

»  O.  G.,  832. 

1.  Maimtbnanck  of  Action  foe  Invbikgxmkht  or  a  Label. 

To  maintain  an  action  for  protection  of  a  label  by  yirtoe  ot  ita  registration  in 
the  Patent  Office  under  the  act  of  June,  1874,  notioe  of  moh  registration  most 
hare  been  given  in  the  form  prescribed  by  the  copyright  law. 
3.  Notice  of  Registration. 

Publication  of  the  label  with  a  defective  notioe  is  the  same  as  a  publication 
without  notice,  and  is  practically  an  abandonment  of  the  copyright. 
3.  Use  as  a  Tram-mam. 

If  the  orators  have  any  rights  to  the  contents  of  the  label  growing  out  of  its 
use  as  a  trade- mark,  these  rights  are  not  involved  In  a  suit  for  infringement  of 
copyright  of  the  registered  label. 

Mr.  Edward  W.  Cody  for  the  complainants. 
Mr.  Louis  0.  Baegener  for  the  defendants. 

Wheeler,  J. : 

This  bill  is  brought  upon  a  copyright  of  a  label  registered  in  the  Pat- 
ent Office  by  the  orator  Higgins,  October  27, 1883,  numbered  3,693,  act 
of  June  18, 1874.    (Suppt.  Eev.  Stat.,  40 ;  18  Stat,  78.) 

The  title  by  which  the  label  is  registered  is  "  Water-Proof  Drawing- 
Ink."  The  label  itself  consists  of  the  same  words  in  one  line,  in  an  ob- 
long formed  of  double  lines.  The  alleged  infringement  consists  of  the 
words  "  Water-Proof  Black  Drawing -Ink,"  in  three  lines  in  a  similar 
oblong,  with  a  medallion  at  each  end  of  the  lines  of  words  within  the 
oblong.  No  notioe  of  a  copyright  by  inscription  on  the  labels  is  given, 
otherwise  than  by  the  words  and  figures  "  Registered,  3,693,  1883," 
printed  on  their  face.  The  effect  of  this  act  of  Congress  is  understood 
to  be  to  require  the  registration  of  labels  in  the  Patent  Office  in  place 
of  their  deposit  in  the  office  of  the  Librarian  of  Congress  to  copyright 
them.  {Marsh  v.  Warren^  18  Blatchf.,  263.)  No  remedy  for  infringe- 
ment is  given  by  that  act ;  bat  the  form  of  the  notice,  without  which 
no  action  could  be  maintained,  is  so  varied  that  it  may  be  by  the  word 
"  Copyright,"  with  the  year  in  which  and  the  person  by  whom  the  copy- 
right was  taken  out,  instead  of  a  statement  of!  an  entry  in  the  office  of 
the  Librarian,  as  before  was  required. .  This  would  enable  a  notice  of  a 
copyright  by  registration  to  be  given  without  the  making  of  a  false 
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statement  as  to  entry,  and  make  the  statutes  harmonious.  The  notice 
in  one  or  the  other  of  the  forms  was  as  much  requisite  to  the  maintain- 
ing of  an  action  as  before,  and  as  much  when  the  copyright  was  by  reg- 
istration in  the  Patent  Office  as  when  it  was  by  deposit  in  the  office  of 
the  Librarian.  If  the  word  "  registered  "  was  the  equivalent  of  the  word 
"copyright"  for  this  purpose,  the  notice  wbnld  lack  the  name  of  the 
party  by  whom  the  copyright  was  taken  out.  The  name  is  expressly 
required  to  the  notice  by  this  act,  as  it  has  always  been  required  in  such 
notices  of  copyright.  (Act  of  May  31,  1790;  Rev.  Stat.,  sec  4692.) 
And  the  word  "  copyright n  has  a  peculiar  significance  in  such  a  notice. 
It  carries  the  meaning  of  what  has  been  done  in  a  manner  that  the  word 
<*  registered  "  alone  does  not  The  former  word  signifies  that  the  per- 
son whose  name  is  appended  had  the  right  tocopy,  while  the  latter  does 
not  tell  what  had  been  registered,  nor  where.  The  exact  form  of  the 
notice  is  prescribed  by  law,  and  no  equivalent  is  provided  for  nor  any 
room  for  an  equivalent  left.  If  that  specific  notice  is  not  given,  the 
right  of  action  otherwise  conferred  is  withheld.  All  the  requirements 
of  law  on  which  the  right  of  action  rests  must  be  complied  with,  or  the 
suit  can  not  be  maintained.  ( Wheaton  v.  Peters,  8  Pet.,  591.)  This  no- 
tice is  so  defective  that  the  publication  of  the  label  with  no  other  was 
the  same  in  effect  as  a  publication  without  any  would  have  been.  Such 
a  publication  is  practically  an  abandonment  of  the  copyright  The  or- 
ators claim  that  Higgins  was  an  inventor  or  discoverer  of  water-proof 
ink,  for  which  he  composed  this  label,  and  that  to  some  extent  the  label 
indicated  that  ink  to  which  it  was  applied  was  his.  If  these  claims  are 
well  founded,  as  they  may  be,  they  do  not  appear  to  vary  the  rights  of 
the  orators  as  owners  of  this  copyright  He  has  no  patent  for  the  ink, 
and  the  manufacture  and  sale  of  that  appears  to  be  open  and  free  to 
all.  This  device  was  not  registered  as  a  trade-mark,  and  if  the  orators 
have  any  rights  to  it  as  such  growing  out  of  its  use  they  are  not  in  any 
manner  involved  here  now.  (Trade-Mark  Oases,  100  U.  8.,  82.)  The 
only  right  now  involved  is  the  exclusive  right  to  copy,  and  no  right  of 
action  upon  that  appears  to  remain.  These  considerations  make  it  un- 
necessary to  consider  any  question  of  infringement  Let  there  be  a 
decree  dismissing  the  bill  of  complaint,  with  costs. 


[United  States  Circuit  Court— Southern  District  of  New  York.] 

Rogers  v.  Reissner  et  al. 

Decided  April  9, 1887. 
39  O.  G.,  832. 
Practice— 8ettumg  Decrees. 

The  rights  of  the  parties  are  to  be  determined  as  they  stood  at  the  commence- 
ment of  the  suit,  and  when  determined  the  accounting  should  coyer  everything 
within  it  to  the  time  of  taking  the  account. 

Mr.  George  C.  Lay  for  the  complainant. 
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Wheeleb,  J. 

Farther  question  is  made  on  settlement  of  the  decree  in  this  case  with  re- 
spect to  the  termination  of  the  license  by  the  act  of  parties  other  than  th* 
orator  and  to  accounting  for  what  has  been  done  since  suit  was  brought. 
If  Norria,  or  Young,  his  assignee,  had  power  to  terminate  the  contract, 
without  regard  to  the  orator's  rights  under  it,  for  non-payment  of  the 
license  fees,  neither  of  them  did  so  for  that  cause,  and  they  had  no  right 
to  do  it  but  for  that  cause.  The  defendants  had  the  power  to  terminate 
the  contract  by  giving  notice  according  to  its  terms  and  ceasing  to  oper- 
ate under  it  They  did  not  do  that  If  they  had,  they  would  have 
been  chargeable  only  so  for.  The  orator  had  rights  imder  the  contract 
which  the  others  could  not  trade  away.  What  was  done  about  termin- 
ating the  license  appears  to  have  been  to  pretend  to  terminate  it  with- 
out really  doing  so,  for  the  purpose  of  cutting  off  the  orator's  rights. 
This  was  of  no  effect  They  could  not  do  by  indirection  what  was  be- 
yond their  power  to  do  directly.  What  they  did  under  the  patents  was 
done  in  pursuance  of  the  original  arrangement,  and  the  orator  is  entitled 
to  his  share.  The  rights  of  the  parties  are  to  be  determined  as  they 
stood  at  the  commencement  of  the  suit  When  determined,  an  account- 
ing, which  follows,  should  cover  everything  within  it  to  the  time  of 
taking  the  account.  (Rubber  Co.  v.  Goodyear,  9  W9IL,  788.)  Of  course 
any  question  as  to  what  is  or  is  not  within  the  scope  of  the  accounting* 
decreed  may  be  made  before  the  master,  and  taken  before  the  court, 
according  to  the  rules  and  practice  in  such  cases. 


I  United  State*  Circuit  Coort-Dtetrtot  of  New  Jsnty.] 

The  Bate  Refrigerating  Company  v.  Oillbtt  et  al. 

Decided  April  22,  1887. 
39.    O.  G.,  833. 

1.  Persons  hot  Parties  to  Suit,  When  Liable  for  Violating  Decrees. 

A  party  complained  of  as  violating  a  decree  who  has  never  been  a  defendant  of 
record  in  the  salt  can  not  be  bound  by  the  ideoree  except  as  privy  to  one  or  mora 
of  the  defendants,  or  as  a  purchaser  pendente  lite. 

2.  Privy,  When  Bound  bt  Decree. 

To  bind  such  a  party  not  defendant  of  record  as  privy,  the  judgment  must  bind 
in  relation  to  some  specific  right  of  property  directly  affected  by  the  judgment 
and  acquired  after  the  judgment. 

3.  Same. 

Where  transfers  are  colorable,  as  for  the  purpose  of  avoidiug  an  injunction,  or 
if  there  has  been  a  mere  change  of  names,  or  if  the  transferring  parties  retain  the 
management  and  principal  ownership,  and  the  violation  is  willful,  then  privies 
not  defendants  of  record  are  bound  by  decree. 

4.  Privy  not  Bound  bt  Decree. 

There  is  no  privity  to  a  party  not  a  defendant  in  the  suit  because  of  a  purchase* 
by  such  party  pendente  lite  of  property,  not  involved  in  the  suit. 
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5.  Sams. 

A  party  not  a  defendant  to  the  rait  does  not  become  privy  thereto,  and  is  not 
bonnd  by  the  decree  by  reason  of  a  purchase  of  the  property  after  enit  and  before 
the  decree  with  an  agreement  to  meet  all  liabilities  and  obligations  of  the  party 
selling  existing  at  the  date  of  the  sale. 

6.  Practice,  Attachment  for  Contempt,  When  Granted. 

An  attachment  for  oontempt  is  a  summary  proceeding,  and  the  writ  is  granted 
only  in  cases  which  are  free  from  any  reasonable  donbt  on  the  law  or  the  facts. 

STATEMENT  OF  CASE. 

Four  partners,  who  were  the  principal  defendants  after  the  suit  and 
before  the  injunction,  and  with  the  knowledge  of  complainant,  trans- 
ferred in  good  faith  all  the  partnership  property  to  a  corporation  which 
included  the  partners  and  others  as  stockholders,  the  partners  retain- 
ing a  minority  of  stock  and  being  a  minority  of  directors,  the  corpora- 
tion at  the  time  of  transfer  agreeing  to  assume  the  liabilities  and  meet 
the  obligations  of  the  partnership.  Subsequently  and  after  the  injunc- 
tion the  infringement  occurred  which  was  the  ground  of  the  motion  for 
attachment 

Messrs.  Bickerson  &  Bickerson  for  the  complainants. 
Mr.  John  B.  Bennett  for  the  defendants. 
Messrs.  Lord,  Dag  A  Lord  for  Vernon  H.  Brown. 

Wales,  J: 

This  is  an  application  for  an  attachment  for  contempt  against  Vernon 
fi.  Brown,  who  is  the  accredited  agent  of  the  Ounard  Steamship  Com- 
pany (Limited),  at  the  port  of  New  York,  and  has  the  entire 'control 
and  management  of  its  business  at  that  place,  for  the  violation  of  an 
Injunction  granted  in  the  above  suit  The  bill  in  this  cause  was  filed 
on  the  5th  of  February,  1878,  against  the  Ounard  Steamship  Company, 
which  was  impleaded  with  certain  individuals  named  therein,  for  the 
infringement  of  Letters  Patent  No.  197,314,  dated  November  27,  1877, 
for  improvement  in  processes  for  preserving  meats  during  transporta- 
tion and  storage.  The  answer  of  that  company  was  filed  on  the  30th 
of  March,  1878,  and  a  decree  sustaining  the  validity  of  the  patent  aud 
ordering  an  injunction  was  entered  November  14, 1881.  This  decree 
was  vacated  on  August  4, 1882,  and  reinstated  March  25, 1884. 

At  the  time  of  filing  the  bill  and  putting  in  the  answer  the  uCuuard 
Steamship  Company,"  as  it  was  then  known  and  called,  was  an  asso- 
ciation or  partnership  of  four  persons,  transacting  business  under  the 
name  and  style  of  "  The  British  and  North  American  Royal  Mail  Steam 
Packet  Company;"  but  the  association  appeared  to  the  suit  and  an- 
swered without  taking  exception  to  the  misnomer. 

The  Cunard  Steamship  Company  (Limited)  was  incorporated  on 
the  23d  of  May,  1878,  under  the  British  company's  act  of  1862,  and 
on  or  abont  July  1, 1878,  succeeded  to  the  property  and  business  of  the 
British  and  North  American  Royal  Mail  Steam  Packet  Company.    On 
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the  organization  of  the  incorporated  company  the  four  individuals  con- 
atitating  the  old  association  or  partnership  became  four  of  the  six 
shareholders  of  the  corporation,  and  were  the  controlling"  owners  and 
managers  of  it  Other  purchasers  of  shares  came  in  afterward,  so  that* 
prior  to  April  25, 1886,  the  partners  owned  not  more  than  one-fourth  of 
the  stock  and  were  represented  by  three  members  in  a  board  of  eight  di- 
rectors. By  an  agreement  made  between  the  partnership  and  the  cor- 
poration, at  the  time  of  the  sale  and  transfer  of  the  partnership  property  f 
business,  and  good  will  the  corporation  agreed  to  "  pay,  satisfy,  and 
dischargeall  the  debts,  liabilities,  and  obligations  of  the  venders  whatso- 
ever, and  adopt,  perform,  and  fulfill  all  contracts  and  engagements 
binding  on  them,  and  at  all  times  keep  the  venders  indemnified 
against  sach  debts,  liabilities,  obligations,  contracts,  and  agreements, 
and  against  all  actions,  proceedings,  costs,  damages,  claims,  and  de- 
mands in  respect  thereof." 

The  alleged  disobedience  of  the  injunction  was  the  transportation  of 
covered  meat  by  the  Pavonia,  one  of  the  vessels  of  the  Ounard  Steam- 
ship Cjpmpany  (Limited),  on  or  about  April  26, 1886.  The  Pavonia  was 
a  new  vessel,  fyult  by  the  corporation,  and  never  belonged  to  the  old 
partnership.  According  to  the  statement  of  Mr.  Brown,  the  company 
rented  certain  cubic  space  in  that  vessel  to  a  third  person  at  so  much 
per  cubic  ton,  which  space  was  occupied  by  a  refrigerating-box  put 
into  the  vessel  by  the  shipper  at  his  own  expense,  in  which  box,  on  one 
occasion — to  wit,  April  25, 1885,  he  shipped  covered  meat  in  a  manner 
claimed  to  be  an  infringement  of  the  complainants  patent.  The  com- 
pany had  nothing  to  do  with  the  covering,  shipment,  or  care  for  the  meat, 
except  that  the  ship's  tackles  hoisted  it  from  the  wharf  to  the  deck,  and 
that  a  certain  quantity  of  steam  was  furnished  from  the  vessel's  boilers 
to  compress  the  air  used  in  the  refrigerating  process.  The  use  of  steam 
for  compressing  air  iu  the  refrigerating  process-is  not  by  itself  an  in- 
fringement, but  becomes  so,  it  is  claimed,  when  used  in  combination 
with  the  complainant's  process  for  preserving  meat.  It  is  not  claimed 
that  the  partners  sold  and  transferred  their  property  to  the  company, 
or  that  it  was  accepted  by  the  latter  with  any  fraudulent  intent  on 
either  part  to  evade  a  decree  in  this  suit;  nor  is  it  denied  that  the  com- 
plainant had  knowledge  of  the  sale  and  transfer  at  or  about  the  time 
they  were  made.  Mr.  Brown  never  acted  as  agent  for  the  partnership. 
He  was  appointed  agent  of  the  corporation  on  October  1, 1880. 

On  these  facts,  in  support  Of  the  motion,  it  is  contended:  (1)  That 
where  there  is  simply  a  transfer  of  all  its  property  and  business  by  aud 
from  the  individual  members  of  a  partnership  to  the  same  individuals 
organized  as  a  corporation,  the  corporation  is  immediately  and  directly 
bound,  and  becomes,  ipso  facto,  a  substituted  party  to  any  litigation 
which  may  be  pending  agaiust  the  partnership ;  (2)  that  eveu  if  this  is 
not  so  always,  it  is  certainly  so  under  the  peculiar  circumstances  of  the 
assumption  of  obligations  which  exist  in  the  present  case,  and  in  which 
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the  corporation  agrees  with'  itself  to  fulfill  every  engagement  and  to 
perform  every  duty  of  the  old  partnership ;  (3)  that  if  the  corporation 
4oes  not  become  by  its  act  of  incorporation  a  substituted  party  in  the 
original  litigation,  yet  it  is  so  far  affected  by  the  injunction  as  to  be 
bound  by  it,  and  a  violation  of  such  injunction  by  it  is  to  be  treated  by 
the  court  in  the  same  way  as  a  violation  by  the  original  party. 

The  Gunard  Steam-ship  Company  (Limited)  is  not  and  never  was*  a 
party  to  the  record  in  this  suit,  and  can  be  bound  by  the  decree  rendered 
only  as  a  privy  to  one  or  more  of  the  defendants  in  the  suit,  or  as  pur- 
chAser  pendente  lite.  A  judgment  binds  all  parties  to  the  record,  and  also 
those  whom  they  represent  or  who  are  in  privity  with  them  and  claim 
under  them.  By  privity  is  meant  the  mutual  or  successive  relationship 
to  the  rights  of  property,  and  therefore  a  judgment  to  be  binding  on 
one  who  is  not  a  party  to  the  record  must  bind  him  in  relation  to  some 
specific  right  of  property  which  is  directly  affected  by  the  judgment. 
<3  Bouv.  Inst,  373;  1  Greenleaf  Ev.,  sec  189;  Hunt  v.  Haven,  52  N.  H., 
162;  Consolidated  Fruit  Jar  do.  v.  Whitney,  2  Ban.  and  Ard.) 

The  interlocutory  decree  rendered  in  this  suit  is  against  the  parties 
defendant  on  the  record,  who  have  been  adjudged  guilty  of  the  tort 
complained  of  in  the  bill — that  is,  of  acts  committed  by  them  prior  to 
the  filing  of  the  bill,  and  restrains  and  prohibits  any  repetition  by  them 
of  such  acts  in  the  future;  but  in  no  manner  does  it  relate  to  or  affect 
the  title  to  or  interest  in  any  property  which  the  corporation  now  holds 
as  vendees  of  the  defendants.  Identity  of  interest  in  the  property 
affected  by  the  judgment  makes  the  grantee  or  vendee  of  that  property 
privy  to  his  grantor  or  vender  whenever  the  sale  or  transfer  is  made 
after  the  judgment  has  been  rendered.  But  here  the  corporation  ac- 
quired all  its  rights  of  property  before  the  decree  was  entered,  and  it 
has  not  been  known  how  or  in  what  way  that  decree  concerns  or  directly 
affects  any  of  the  property  which  was  assigned  or  transferred  by  the 
partnership  to  the  corporation.  Uutil  this  has  been  done  the  corporation 
can  not  be  said  to  be  in  privity  with  the  defendants  in  the  proper  sense 
of  that  term.  This  is  not  the  case  of  a  fraudulent  transfer  of  property 
to  avoid  the  effect  of  a  decree.  Such  cases  have  occurred,  and  some  of 
them  were  cited  on  the  argument,  where  a  court  of  equity  was  able  to 
see  through  the  disguise  and  to  disregard  it. 

In  Mayor  v.  The  Staten  Island  Ferry  Company  (64  N.  Y.,  622),  where 
it  was  evident  that  the  transfer  was  colorable  and  for  the  purpose  of 
avoiding  an  injunction,  it  was  not  allowed  to  prevent  the  issuing  of  an 
attachment  against  the  fraudulent  transferee.  So,  also,  the  mere  change 
of  the  corporate  name  or  the  consolidation  of  two  or  more  corporations 
will  not  prevent  the  enforcement  of  legal  or  equitable  claims  against 
the  responsible  parties.  (Broughton  v.  Pensacola,  93  B".  S.,  270;  The 
York  and  M.  L.  R.  R.  Co.  v.  Winans}  17  How.,  40 ;  The  Key  City,  4 
Wall.,  653.)  If,  even  in  the  absence  of  fraud,  it  could  be  made  to  ap- 
pear that  the  original  partners  in  the  association,  who  voluntarily  ap- 
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peared  to  this  suit  and  are  parties  of  record,  had,  on  the  25th  of  April, 
1885,  the  controlling  management  and  direction  of  the  busiuess  and  af- 
fairs of  the  Canard  Steam-ship  Company  (Limited)  and  willfully  violated 
the  injunction,  a  different  case  would  be  presented  from  the  one  now 
before  the  court,  and  there  might  be  less  doubt  of  the  propriety  of 
granting  the  motion. 

A  corporation  is  an  artificial  body,  and  there  is  no  identity  between 
it  and  the  persons  who  compose  it.  Here  the  corporation  is  an  entire 
stranger  to  the  record,  and  the  admitted  facts  do  not  show  that  privity 
ia  interest  and  estate  between  it  and  any  of  the  defendants  in  the  suit 
which  is  necessary  to  bring  it  within  the  scope  of  the  decree. 

The  rale  of  lis  pendens  is  founded  ou  constructive  notice  and  princi- 
ples of  public  policy,  and  is  iutended  to  operate  for  the  prevention  of 
indefinite  litigation  in  reference  to  some  specific  thing.  It  begins  with 
the  service  of  a  summons  or  subpoena,  aud  operates  from  that  time ; 
but  it  is  notice  only  to  those  who  have  acquired  title  to  or  interest  in 
the  property  involved  in  the  litigation  since  the  bringing  of  the  suit 
from  and  under  a  party  to  the  record  against  whom  judgment  is  finally 
rendered.  One  who  buys  or  acquires  property  under  such  circum- 
stances becomes  bound  by  the  judgment  against  the  party  from  whom 
he  bays  or  acquires  title,  so  far  as  the  judgment  affects  that  specific 
property.  (Consolidated  Fruit  Jar  Co.  v.  Whitney,  supra;  Daniel  v. 
Hodges,  15  Rep.,  534;  Oreen  v.  Slayter,  4  Johns.  Ohy.,  38;  Leitch  v. 
Wells,  48  N.  T.,  580.)  In  the  last  cited  case  the  rule  of  lis  pendens  is 
characterized  as  being  a  hard  one,  not  a  favorite  of  the  courts,  aud  it 
was  held  that  a  party  claiming  the  benefit  of  it  must  clearly  bring  his 
case  within  it.  As  the  corporation  was  not  the  purchaser  of  any  prop- 
erty involved  in  this  suit,  it  can  not  come  under  the  operation  of  the 
rale. 

The  agreement  by  the  corporation  to  pay  the  debts  and  fulfill  the 
contracts  of  the  partnership  must  be  restricted  to  its  expressed  terms 
and  meaning,  and  these  do  not  extend  beyond  or  embrace  more  than 
the  payment  of  ascertained  amounts  and  the  performance  of  contracts 
and  obligations  existing  at  the  time  the  agreement  was  made.  At  that 
time  the  partnership  owed  no  debt  and  had  no  contract  with  the  com- 
plainant. It  may  become  obligatory  upon  the  corporation  to  pay  the 
damages  which  may  be  finally  awarded  against  the  partnership  iu  this 
suit ;  bat  it  will  be  the  right  of  the  partnership  to  enforce  that  pay- 
ment.   As  to  the  complainants,  the  agreement  is  res  inter  alios  acta. 

An  attachment  for  contempt  is  a  summary  proceeding,  aud  the  writ 
granted  only  in  cases  which  are  free  from  any  reasonable  doubt  ou  the 
law  or  the  facts.    (California  Company  v.  Molliter,  113  U.  8.,  609.). 

The  motion  is  refused. 
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(United  tatw  Oral*  Court-Southern  DUtrlot  of  New  York.] 

Henius  v.  Lublin  bt  al. 

DeotiM  Mag  9, 1887. 

39  0.  G.,  959. 
Hurras— Cohbkt-Stays. 

Claims  1  and  2  of  the  Patent  No.  316,034,  granted  to  Max  W.  Henius,  for  im- 
provement  in  inannfaoture  of  corset-stays,  Held  to  cover  no  patentable  invention, 
the  method  or  art  being  easily  suggested  by  the  tools  employed  earlier  by  other 
mannfaetnrers.    Bill  dismissed, 

Mr.  Arthur  v.  Briesm  for  the  complainant 

Mr.  Edmund  Wetmore  and  Mr.  William  A.  Jennet  for  the  defendants. 

Shipman,  J.: 

This  is  a  bill  in  equity,  which  is  baaed  upon  the  alleged  infringement 
of  Letters  Patent  No.  316,034,  applied  for  November  28, 1884,  and  issued 
April  21, 1886,  to  Max  W.  Henins  for  an  improved  process  of  manufact- 
uring corset-stays.  The  object  of  the  invention  was  to  blank  oat  single 
and  doable  or  H  shaped  corset-stays  from  a  strip  of  metal  by  successive 
single  operations.  The  H-shaped  or  Sherwood  stay  was  the  invention 
of  Henry  0.  Sherwood. 

The  process  is  probably  stated  with  sufficient  clearness  in  the  two 
claims  of  the  patent,  as  follows: 

1.  The  method  of  forming  single  and  donble  oorset-stays  an  a  single  operation, 
which  consists  in  blanking  ont  a  single  stay  between  the  two  sides  of  the  last  half  of 
one  donble  stay  and  the  two  sides  of  the  first  half  of  the  next  donble  stay,  and  at  the 
same  time  separating  the  completed  donble  stay  from  the  strip. 

2.  The  herein-described  improvement  in  the  art  of  manufacturing  corset-stays,  the 
same  consisting,  first,  in  feeding  to  the  press  a  strip  of  metal  the  width  of  a  double 
stay;  secondly,  in  blanking  out  a  single  stay  between  the  two  parts  of  the  last  half 
of  one  donble  stay  and  the  two  parts  of  the  first  half  of  the  next  double  stay ;  and, 
thirdly,  in  separating  the  completed  double  stay  from  the  strip  of  metal. 

In  December,  1883,  and  January,  1884,  and  prior  to  the  date  of  the 
alleged  invention,  John  Norton,  the  foreman  of  the  Blun  &  Henins 
Manufacturing  Company,  of  which  Henins  was  a  member,  devised  and 
made,  at  Henius'*  request,  the  tools  for  making  what  is  called  the  "  Conn 
stay,"  which  is  a  double  O-shaped  corset-stay,  connected  by  cross-pieces 
at  each  end.  The  dies  for  the  Cohn  stay  are  the  same  as  for  the  Sher- 
wood stay,  except  that  the  die  for  the  cross-cut  is  placed  very  near 
the  die  for  the  longitudinal  cat.  The  principle  or  the  method  of  the  so- 
called  "  Henins  process"  was  easily  suggested  by  the  Cohn  tools. 

I  am  strongly  inclined  to  the  opinion  that,  in  view  of  the  previously- 
known  process  for  making  the  Cohn  stay,  there  was  no  invention  in  the 
process  for  making  the  Sherwood  stay;  bat  if  the  latter  improvement 
is  entitled  to  be  called  an  invention  its  authorship  entirely  belongs  to 
John  Norton,  the  same  person  who  made  the  tools  for  the  Cohn  stay. 
Norton's  testimony  upon  the  subject  is  very  clear,  is  corroborated  by 
Sherwood,  and  is  entirely  uncontradicted. 

The  bill  ia  diamiaaAil. 
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[United  States  Circuit  Coort-Disftriot  of  Massaehaaetto.  ] 

McKay,  Trustee,  v.  Smith  et  al.    Same  r.  Tucker. 

Decided  November  27, 1886. 

39  O.  G.,  959. 

Bill  or  Equity  Against  Licensee— Injunction  and  Account. 

A  bill  in  equity  which  seta  forth  a  license  to  defendants  to  use  certain  patents 
embodied  in  machines  leased  to  them  by  plaiutiff,  the  license  providing  for  pay- 
ment of  license-fees,  or  purchase  and  nse  of  license-stamps  and  for  rendering  ac- 
counts, and  which  alleges  failure  of  defendants  in  their  obligations  under  the 
license,  and  prays  for  discovery  and  account,  and  decree  for  payment  of  fees,  aud 
an  injunction  until  such  payment  shows  a  cause  for  equitable  relief. 

Motion  to  dismiss  bills. 

Mr.  J.  J.  Myers  for  the  complainant. 

Mr.  0.  A.  Taber  and  Mr* P.  E.  Tucker  for  the  defendants. 

Colt,  J: 

In  these  two  cases  the  bills  are  substantially  alike.  The  defendants 
have  filed  a  motion  to  dismiss  in  each  case  on  the  ground  that  the 
plaintiff  has  a  plain,  adequate,  and  complete  remedy  at  law.  The  .bills 
set  forth  a  license  to  the  defendants  to  use  certain  patents  embodied  in 
machines  leased  to  the  defendants.  The  license  provides,  among  other 
things,  that  the  licensee  shall  pay  the  sum  of  ten  cents  for  every  pair 
of  shoes  made  by  the  aid  of.  the  machines  or  by  the  use  of  the  patents, 
or  any  of  them,  or,  instead  thereof,  he  shall  purchase  and  affix  to  every 
pair  of  shoes  a  license-stamp  of  a  value  to  be  determined  by  reference 
to  a  schedule  attached  to  and  forming  part  of  the  license.  The  licensee 
agrees  to  keep  an  account  of  the  shoes  made,  and  to  render  an  account 
every  six  months  to  the  licenser.  It  was  also  agreed  that  the  license 
shall  continue  until  the  expiration  of  all  the  patents,  or  any  extensions 
or  renewals  of  the  same.  The  bills  allege  that  the  defendants  have  con- 
tinued to  use  the  machines,  making  many  pairs  of  shoes  monthly,  and 
that  since  August  or  September,  1881,  they  have  wholly  neglected  to 
purchase  and  affix  stamps  to  the  shoes  made  by  the  machines,  and  that 
they  have  refused  to  pay  any  license-fees,  neglected  to  render  any  ac- 
counts, and  that  they  have  removed  from  the  machines  the  indicator 
registering  the  amount  of  work  done.  The  prayer  of  the  bills  is  for  dis- 
covery and  account;  also,  that  the  defendants  may  he  decreed  to  pay 
the  license-fees  found  due,  and  that  they  may  be  enjoined  from  using 
the  machines  until  they  have  paid  the  amount  found  due  under  the 
license. 

The  only  question  raised  by  these  motions  to  dismiss  is,  whether, 
upon  the  allegations  contained  in  the  bills,  the  plaintiff  has  made  a 
case  cognizable  in  a  court  of  equity,  or  whether  his  proper  remedy  is 
at  law.  I  think  the  plaintiff  has  brought  himself  within  recognized 
grounds  of  equitable  jurisdiction,  and  that  the  motions  should  be  denied. 
22336  pat 23 
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The  bills  not  only  pray  for  discovery  and  account,  which  of  themselves 
might  be  deemed  insufficient  iu  this  class  of  cases,  bat  they  also  pray 
for  an  injunction  against  the  use  of  machines  embodying  patents  which 
are  unexpired.  Bills  of  this  character  have  frequently  been  sustained 
by  the  courts.  (Goodgear  v.  Congress  Rubber  Co.,  3  Blatchf.,  449 ;  Wood- 
worth  v.  Weed,  1  Blatchf.,  165;  Wilson  v.  Sherman,  Id.,  536 ;  Eureka  Co. 
v.  Bailey  Co.,  11  Wall.,  488;  Magic  Ruffle  Co.  v.  Elm  City  Co.,  13  Blatchf., 
151 ;  White  v.  Lee,  3  Fed.  Rep.,  222;  Nesmith  v.  Calvert,  1  Wood  &  M.,  34.) 
In  Crandall  v.  Piano  Co.  (24  Fed.  Kep.,  738),  and  in  Perkins  v.  Hendryx. 
(23  Fed.  Rep.,  418),  no  injunction  was  asked  for. 
Motions  denied. 


[Supreme  Court  of  tbe  United  8tetee.] 

Snow  et  al.  v.  The  Lake  Shore  and  Michigan  Southern  Bail- 
way  Company. 

Decided  May  2,  1887. 
39  O.  G.,  1061. 

Infringement— Detached  Piston-Rod. 

Where  the  specification  showed  that  one  material  part  of  the  invention  was 
the  detachment  of  the  piston  from  the  piston-rod.  Held  that  a  steam  bell-ringer 
not  containing  this  contrivance  did  not  infringe  the  patent,  although  the  moat 
important  features  of  the  bell-ringer  were  suggested  by  the  invention  of  the 
patentee.  Decree  of  court  below  affirmed. 
8.  Claim— Construction. 

Claims  must  be  construed  with  reference  to  the  specification ;  and  where  the 
latter  imposes  a  restriction  or  limitation  upon  an  element  of  a  combination,  a 
claim  for  the  combination  can  not  be  so  coustrued  as  to  avoid  such  limitations. 

Appeal  from  tbe  Circuit  Court  of  the  United  States  for  the  Northern 
District  of  New  York. 

Mr.  James  A.  Allen  for  the  appellants. 
Mr.  George  Payson  for  the  appellee. 

Mr.  Justice  Matthews  delivered  the  opinion  of  the  Court 

The  appellants,  who  were  complainants  below,  filed  their  bill  in 
equity  August  7, 1882,  against  the  defendant,  to  restrain  the  alleged 
infringement  of  Letters  Patent  No.  127,933,  granted  to  the  Buffalo 
Dental  Manufacturing  Company,  as  assignee  of  George  B.  Snow,  on 
June  11, 1872,  for  a  new  and  useful  improvement  in  steam  bell  ringers, 
the  Buffalo  Dental  Manufacturing  Company  being  a  joint  stock  associa- 
tion under  the  laws  of  the  State  of  New  York,  of  which  the  appellants 
were  the  sole  officers,  directors,  shareholders,  associates,  and  persona 
in  interest.  The  specifications,  with  drawings  annexed,  of  this  patent 
are  as  follows: 
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Specification  describing  certain  improvement*  in  steam  bell-ringing  apparatus, 
invented  by  George  B.  8now,  of  Buffalo,  in  the  county  of  Erie,  State  of  New  York. 

This  invention  relates  to  the  construction  of  a  steam  bell-ringer  in  such  a  manner 
as  to  prevent  any  apparent  leakage,  either  of  water  or  steam,  without  resorting  to 
the  nse  of  stuffing-boxes ;  and,  also,  to  cause  the  admission  and  release  of  the  steam 
directly  by  the  motion  of  the  piston,  and  without  the  use  of  any  intermediate  parts 
between  the  piston  and  valves. 

Referring  to  the  annexed  drawing,  Fig.  1  is  an  elevation  of  the  device  as  applied 
to  the  bell  of  a  locomotive.  Fig.  2  is  a  vertical  section  of«the  steam-cylinder  on  the 
plane  a  b,  on  an  enlarged  scale. 

A  is  a  single-acting  steam-cylinder,  connected  to  the  crank  B  on  the  bell-yoke  by 
the  slotted  rod  C.  This  rod  should  be  of  such  a  length  that  the  piston  Q  will  be 
forced  to  the  bottom  of  the  cylinder  as  the  crank  B  passes  its  lower  center,  the  slot 
through  which  the  crank-pin  passes  being  long  enough  to  allow  the  crank  to  pass  its 
upper  center  freely,  notwithstanding  the  disproportion  between  the  throw  of  the 
crank  B  and  the  length  of  stroke  of  the  piston-rod  D.  The  piston  G  is  disconnected 
from  its  rod  D,  to  prevent  any  lateral  strain  being  communicated  to  it,  thereby  de- 
creasing to  some  extent  the  wear  of  the  piston  in  the  cylinder.  The  piston  should  be 
considerably  longer  than  its  length'  of  stroke.  The  piston-rod  D  passes  through  a 
sleeve  in  the  cylinder-cover  I,  w*hich  should  be  long  enough  to  steady  it  and  act  as  a 


guide,  and  is  limited  in  its  upward  motion  by  the  collar  d.  E  is  a  conical  exhaust- 
valve,  seating  upward  against  the  bottom  of  the  piston  G.  F  is  the  steam- valve,  also 
conical,  and  seating  upward,  containing  within  itself  the  tail  of  the  exhaust-valve  E, 
such  an  amount  of  motion  being  permitted  between  the  two  that  the  steam-valve  F 
will  be  raised  to  it*  seat  and  the  exhaust-valve  E  be  opened  as  the  piston  approaches 
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the  upper  end  of  its  stroke.  Exhaust-passages  M  m  are  formed  in  the  piston  G,  which 
communicate  with  the  holes  m'  in  the  side  of  the  cylinder  by  means  of  annular 
grooves  turned  in  the  side  of  the  piston,  the  openings  m1  being  of  snch  a  number  and 
so  disposed  as  to  insure  a  constant  communication  with  the  passage  M.  The  thimble 
H  forms  an  annular  space  around  the  cylinder,  from  which  the  steam  escapes  through 
the  passage  O.  If  the  piston  is  closely  fitted  it  will  wear  a  long  time  with  very  little 
leakage,  and  what  there  may  be  will  be  caught  in  the  annular  grooves  in  the  side  or 
the  piston,  and  passed  at  once  through  the  exhaust  passages  «•',  thus  preventing  any 
leakage  around  the  piston-rod  D.  It  is  advisable  to  use  a  packing  of  a  single  ring  at 
the  lower  part  of  the  piston,  not  so  much  to  avoid  leakage  as  to  sustain  the  piston  at 
the  upper  end  of  its  stroke  by  the  elasticity  of  the  ring,  until  it  is  brought  to  the 
bottom  of  the  cylinder  by  the  return  swing  of  the  bell. 

The  bell  being  set  in  motion,  the  crank  B  drives  the  piston  to  the  bottom  of  the 
cylinder,  closing  the  exhaust-valve  and  forcing,  open  the  steam-valve,  admitting 
steam  to  the  cylinder  from  the  space  8.  As  the  piston  is  driven  upward  the  exhaust- 
valve  is  carried  with  it,  and  as  the  piston  approaches  the  end  of  its  stroke  the  steam* 
valve  is  also  raised  to  its  seat,  after  which  the  exhaust-valve  is  opened.  As  the 
pressure  is  relieved  the  exhaust- valve  drops,  leaving  the  passage  M  entirely  clear 
during  the  return  stroke,  which  is  made  by  the  momentum  of  the  bell  on  its  return. 

The  arrangement  of  valves  shown  is  not  essential,  as  the  exhaust-valve  may  be 
placed  in  a  cavity  in  the  body  of  the  cylinder  opening  into  the  exhaust-passage,  and. 
both  the  steam  and  exhaust  valves  be  closed  by  the  direct  impulse  of  the  steam,  the 
openings  m'  being  made  low  enough  in  the  cylinder  to  allow  the  piston  to  pass  them? 
at  the  upper  end  of  the  stroke;  or,  by  using  a  piston  in  the  form  of  an  inverted 
c-p,  the  steam  and  exhaust  may  be  worked  through  openings  in  the  side  of  the  piston 
and  cylinder,  the  expansion  of  the  steam  doing  the  work.  The  disadvantage  of  the 
first  of  these  plans  is,  that  the  valves  are  closed  so  violently  that  they  soon  wear-  out ; 
of  the  second,  the  difficulty  of  getting  rid  of*  water  of  condensation. 

Having  thus  fully  described  my  device,  I  claim  as  my  invention — 

1.  The  combination  of  the  cylinder  A,  piston  G,  piston-rod  D,  slotted  rod  C,  and. 
crank  B,  when  constructed  and  operated  substantially  as  described. 

2.  The  combination  of  the  valves  E  and  F,  both  seating  upward,  with  the  piston  Qh 
and  passages  M  m  *%',  for  the  purpose  of  admitting  steam  to  and  exhausting  it  from, 
under  the  piston  G,  substantially  as  described. 

The  infringement  alleged  is  of  the  first  claim  only,  and  consists  in. 
the  use  by  the  defendant  below  of  steam  bell-ringers  constructed  and 
operated  in  conformity  to  the  drawings  and  specifications  of  letters  pat- 
ent granted  Angnst  25, 1874,  No.  154,394,  to  Charles  H.  Hudson,  for  a 
new  and  useful  improvement  in  steam  bell-ringing  apparatus.  The- 
specifications  and  illustrative  drawings  of  that  patent  are  as  follows: 

To  all  whom  it  may  concern : 

Be  it  known  that  I,  Charles  H.- Hudson,  of  the  city  and  county  of  Dubuque,  Iowa, 
have  invented  a  new  and  useful  improvement  in  steam  bell-ringing  apparatus,  of 
which  the  following  is  a  specification. 

This  invention  relates  to  steam-engines,  designed  for  ringing  bells  on  locomotives 
and  in  other  places ;  and  it  consists  in  the  construction  and  arrangement  of  parts,  aa 
hereinafter  described,  and  specifically  indicated  in  the  claim. 

In  the  accompanying  drawings  Fig.  1  represents  a  vertical  section  of  Fig.  2  on 
the  line  x  x;  and  Fig.  2  is  a  horizontal  section  taken  on  the  line  y  y,  Fig.  1. 

Similar  letters  of  reference  indicate  corresponding  parts. 

This  bell-ringing  engine  may  be  worked  with  either  steam  or  air. 

JL  is  the  cylinder;  B,  the  piston.    C  is  the  piston-rod.    D  is  the  valve-ring.    £  is  a. 

id,  which  is  hinged  to  the  piston-rod  at  the  point  F.    This  rod  E,  elides  in  the  tabs' 
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Of  whloh  is  attached  to  the  boll-crank.  This  connection  is  such  that  the  lower  end 
of  the  tube  G  will  be  at  the  shoulder  H  when  the  bell- crank  is  at  the  lowest  point 
and  the  piston  at  the  .bottom  of  the  stroke.  The  movement  of  the  tnbe  upon  the  rod 
J2  will  allow  the  bell  to  be  turned  over  and  the  bell-crank  to  go  to  its  highest  point 
freely,  while  the  piston  is  at  the  lowest  point. 


*9*. 


I  is  the  exhaust-port ;  J,  the  inlet-port.  The  valve-ring  is  so  arranged  in  regard  to 
Jthe  ports  that  the  movement  of  the  piston  to  the  lowest  point  moves  the  valve-ring 
•down  and  closes  the  exhaust  and  opens  the  inlet  port.  When  the  piston  moves  to 
the  other  end  of  the  stroke,  the  ring  is  moved  in  the  other  direction,  and  the  inlet  is 
closed  and  the  exhaust  is  opened.  K  is  the  inlet  passage.  L  is  the  exhaust  passage. 
m  is  a  small  opening  into  the  exhaust  passage,  to  allow  any  steam  which  may  pass 
the  pistan  to  escape.  O  O  are  ports  or  passages  in  the  lower  head  of  the  double  pis- 
ton, to  permit  the  steam  (or  air,  if  used)  to  act  against  the  lower  head  of  the  cylinder. 
When  the  bell  is  in  motion,  the  bell-crank  will  press  the  tube  down  on  the  rod  and 
force  the  piston  to  the  bottom  of  the  stroke,  and  thereby  close  the  exhaust  and  open 
the  inlet  ports.  When  the  crank  has  passed  the  center  of  the  stroke,  the  steam  ad- 
mitted by  the  movement  of  the  valve-ring  presses  the  piston  up  and  throws  up  the 
bell.  The  tube-connection  allows  the  bell-crank  to  move  freely  upward  after  the 
piston  has  reached  the  end  of  its  stroke,  cut  off  the  steam,  and  open  the  exhaust- 
port.    The  return  swing  of  the  bell  is  followed  by  the  same  action  of  the  parts. 

N  is  a  small  set-screw  in  the  tube  G,  the  end  of  which  enters  a  groove,  or  acts 
against  the  flat  side  of  the  rod  E,  to  prevent  the  piston-rod  from  turning.  Any  other 
suitable  device  may  be  adopted  for  the  purpose. 

I  do  not  claim,  broadly,  tbe  combination  of  a  valve-ring  with  a  piston  and  cylinder 
for  cutting  off  admission  and  escape  of  steam  alternately ;  but, 

Having  thus  described  my  invention,  I  claim  as  new  and  desire  to  secure  by  Letters 
Patent- 
In  combination  with  the  vertical  cylinder  A,  having  inlet  and  exhaust  ports  K  J 
and  I L  si,  the  double  piston  B,  having  openings  or  passages  O  O  in  its  lower  head, 
And  the  valve-ring  D,  arranged  bolow  the  upper  head  thereof,  as  shown  and  do- 
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The  question  of  infringement  tarns  upon  the  construction  to  be  given 
to  the  first  claim  of  the  patent  sued  on,  to  determine  which  it  is  neces- 
sary to  consider  the  state  of  the  art  at  the  time  of  its  date.  This  is 
shown  by  a  prior  patent  issued  to  Snow,  No.  11,307,  dated  July  11, 
1854,  and  which  had  expired  before  the  granting  of  the  patent  sued  on. 

The  specifications  and  accompanying  drawings  of  that  patent  are  as 
follows : 

To  whom  it  may  ooncern ; 

Be  it  known  that  I,  G.  B.  Snow,  of  Buffalo,  in  the  county  of  Erie  and  State  of  New 
York,  have  invented  a  new  and  useful  Method  of  Employing  8team  to  Ring  the  Bella 
of  Locomotives  and  other  Bells;  and  I  do  hereby  declare  that  the  following  is  a  full, 
clear,  and  exact  description  of  the  same,  reference  being  had  to  the  accompanying 
drawings,  forming  part  of  this  specification,  in  which — 

Figure  1  is  a  longitudinal  vertical  section  of  the  apparatus  I  employ  applied  to  a 
bell.    Fig.  2  is  a  plan  of  the  same. 


*s*$*$ssss$«$^^ 


Similar  letters  of  reference  indicate  corresponding  parts  in  both  figures. 

My  invention  relates  to  the  application  of  steam-power  to  the  ringing  of  the  bell ; 
and  it  consists  of  a  novel  combination  and  arrangement  of  a  direct-acting  engine  with 
the  bell  in  such  a  manner  that  the  bell,  being  swung  by  the  engine  in  one  direction, 
is  allowed  to  swing  in  the  opposite  direction  by  its  own  gravity  and  momentum,  and 
is  caused  thus  continuously  automatically  to  work  with  the  same  freedom,  bat 
greater  regularity  and  consequent  increased  clearness  of  note,  as  is  obtained  by  the 
ordinary  manual  process  of  ringing. 

To  enable  others  to  make  and  use  my  invention,  I  will  proceed  to  describe  its  con- 
struction and  operation. 
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A  in  the  drawings  is  the  bell,  which  is  suspended  by  a  yoke,  B,  of  the  usual  kind, 
famished  with  a  lever,  C,  for  the  purpose  of  ringing  it.  D  is  the  steam-cylinder, 
which  is  placed  in  a  suitable  position  for  its  piston  E  to  connect  with  the  yoke,  and 
by  its  movement  to  swing  the  bell.  The  bore  of  the  cylinder  for  a  locomotive-engine 
would  require  to  be  of  a  diameter  about  one  and  a  quarter  ( 1£)  inches,  and  of  a  length 
about  four  and  a  half  (4|)  inches.  The  piston-rod  F  works  through  a  stuffing-box  at 
one  end  of  the  cylinder,  which  is  closed,  and  it  carries  a  cross-head,  G,  which  works 
on  a  fixed  guide-rod,  H.  The  other  end  of  the  cylinder  is  open  to  the  atmosphere. 
At  the  closed  end  of  the  cylinder  there  is  a  valve-box  or  steam-chest,  K,  which  receives 
a  steam-pipe,  c,  from  the  boiler,  and  has  a  steam-port,  a,  leading  to  the  cylinder,  and 
an  exhaust-port,  b,  leading  to  the  atmosphere.  The  slide-valve  I,  which  this  valve- 
box  contains,  has  a  rod,  0,  passing  through  a  stuffing-box,  and  furnished  with  two 
tappets,  if  <r\  between  which  it  is  embraced  by  a  fork  on  the  cross-head  G.  These 
tappets  are  adjusted  so  that  the  fork  shall  come  in  contact  with  them  to  open  or  close 
the  steam-port  at  the  proper  time,  and  thus  regulate  the  movement  of  the  piston. 
The  cross-head  is  connected  with  the  lever  C  of  the  bell-yoke  B  by  a  chain,  J. 

Fig.  1  of  the  drawings  represents  the  steam-port  a  open,  and  the  steam  acting  on 
the  piston,  which  has  nearly  terminated  its  stroke,  owing  to  the  cross-head  having 
come  in  contact  with  the  tappet  df  and  being  about  to  move  the  valve  to  close  the 
steam-port  and  open  the  exhaust-port.  As  soon  as  the  steam  is  shut  off  and  the  mo- 
mentum of  the  bell  is  spent,  the  latter  will  swing  back,  drawing  with  it  the  piston, 
until  the  cross-head  strikes  the  tappet  d  and  moves  the  valve  far  enough  to  open  the 
steam-port  and  close  the  exhaust-port,  when  the  motion  of  the  bell  will  be  again 
reversed. 

The  motion  which  is  thus  given  to  the  bell  is  precisely  similar  to  that  produced  by 
ringing  by  hand,  and  could  not  be  produced  by  the  direct  application  of  steam-power 
to  swing  it  in  both  directions,  which  must  produce  too  positive  a  motion  and  could 
not  allow  it  to  swing  with  the  same  freedom  as  when  the  power  is  only  applied  in  one 
direction  and  the  bell  is  allowed  to  return  under  the  influence  of  gravitation  alone. 

I  do  not  claim  of  itself  as  new  ringing  bells  by  the  application  of  steam-power,  as 
such,  in  a  positive  manner,  by  rigidly  connecting  the  engine  with  the  bell  in  both 
directions  of  the  swing  of  the  latter,  has  before  been  done;  nor  do  I  claim  the  several 
devices  herein  named  individually  as  new ;  but 

I  do  claim  as  new  and  useful  and  desire  to  secure  by  Letters  Patent— 

The  manner  herein  described  of  ringing  the  bell  by  the  application  of  steam-power 
and  the  gravity  and  momentum  of  the  bell  combined  by  means  of  the  direct-acting 
engine  attached  by  chain  or  other  equivalent  mechanical  device  to  the  bell,  and  ar- 
ranged, combined,  and  operating  with  the  bell  as  specified,  and  so  that  the  bell  is 
swung  in  one  direction  and  then  let  loose  or  free  to  swing  back  in  the  opposite  direc- 
tion by  its  own  gravity  and  momentum  to  produce  the  ring  or  sound,  and  the  steam 
alternately  admitted  to  and  exhausted  from  the  engine  by  the  action  of  the  engine 
and  movement  of  the  bell  combined,  substantially  as  specified,  and  whereby  the  same 
freedom  in  the  swing  of  the  bell  to  produce  a  long  and  clear  sound  as  is  produced  by 
the  ordinary  manual  process,  but  with  greater  regularity  and  consequent  increased 
clearness  of  note,  is  automatically  obtained,  as  herein  set  forth. 

On  filial  hearing  in  the  Circuit  Court  the  bill  was  dismissed  for  the 
reasons  stated  by  the  district  judge  in  his  opinion,  as  follows : 

Although  the  complainants'  patent  of  June  11, 1872,  suggests  the  principal  and  the 
most  valuable  parts  of  the  combination  found  in  the  defendant's  steam  bell-ringer, 
the  plain  and  explicit  language  of  the  specification  requires  a  construction  of  the 
first  claim  whioh  will  enable  the  defendant  to  escape  liability  as  an  infringer.  The 
first  claim  must  be  limited  to  a  combination  in  which  the  piston  and  piston-rod  are 
detached  from  each  other. 

The  patentee  doubtless  considered  that  the  detachment  of  the  piston  and  piston- 
rod  would  assist  materially  in  effecting  one  of  the  two  expressed  objects  of  his  in  von 
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tion— viz.,  the  prevention  of  leakage  of  steam.  To  prevent  the  escape  of  steam 
axoand  the  piston-rod,  he  proposed  to  confine  the  steam  behind  the  piston  instead  of 
introducing  it  into  the  cylinder  in  front  of  the  piston,  as  was  done  in  his  earlier  in- 
vention. Accordingly  he  located  the  steam-passages  behind  the  piston,  and  adopted 
a  tightly-fitting  piston,  and  in  order  that  the  piston  might  remain  tight  he  adopted 
a  detached  piston-rod  to  relieve  the  piston  from  lateral  strain.  The  specification 
states  that  "  the  piston  is  disconnected  from  its  rod  to  prevent  any  lateral  strain  be- 
ing communicated  to  it,  thereby  decreasing  to  some  extent  the  wear  of  the  piston  in 
the  cylinder; "  and,  farther,  "  if  the  piston  is  closely  fitted  it  will  wear  a  long  time 
with  very  little  leakage,  and  what  there  may  be  will  be  oanght  in  the  annular  grooves 
in  the  side  of  the  piston  and  passed  at  once  through  the  exhaust-passages,  thus  pre- 
venting any  leakage  through  the  piston-rod."  The  drawings  show  a  detached  piston- 
rod,  and  all  the  co-operative  devices  are  conformed  and  adjusted  to  a  detached  rod, 
such  as  the  long  sleeve  in  the  cylinder,  to  guide  it,  and  the  collar  on  the  end  of  the 
rod,  to  limit  its  movemeuts. 

It  is  impossible  to  ignore  the  particular  construction  of  these  two  parts  which  Is 
thus  pointed  out  as  material.    As  the  defendant's  bell-ringer  does  ndt  contain  such  a 
'piston  or  piston-rod,  infringement  is  not  shown.    The  biH  is  therefore  dismissed.    (95. 
O.  G.  W30, 18  Fed.  Rep.)  60&) 

On  this  appeal,  it  is  argued  on  behalf  of  the  appellants  that  this  con- 
struction of  their  patent  is  too  narrow,  and  it  is  now  contended  that 
the  detachment  of  the  piston  and  piston-rod  is  not  an  essential  part 
of  the  description  and  claim  of  the  invention  patented.  We  cab  not, 
however,  but  agree  with  the  circuit  judge  that  the  language  of  the 
specification  limits  the  first  claim  to  a  combination  in  which  the  piston 
and  piston-rod  are  detached  from  each  other.  In  describing  his  inven- 
tion in  the  introductory  part  of  the  specification  the  patentee  manifestly 
divides  it  into  two  parts.  The  first  relates  u  to  the  construction  of  a 
steam  bell-ringer  in  such  a  manner  as  to  prevent  any  apparent  leakage, 
either  of  water  or  steam,  without  resorting  to  the  use  of  stuffing- 
boxes;  "  the  second,  "  to  cause  the  admission  and  release  of  the  steam 
directly  by  the  motion  of  the  piston  and  without  the  use  of  any  inter- 
mediate parts  between  the  piston  and  valves."  The  first  claim  covers 
the  first  part  of  .this  invention  by  "  the  combination  of  the  cylinder  A, 
piston  G>  piston-rod  D,  slotted  rod  G,  and  crank  B,  when  constructed 
and  operated  substantially  as  described."  The  second  claim,  which  we 
need  not  further  consider  here,  because  not  involved  in  the  case,  covers 
the  second  part  of  the  invention. 

In  the  description  of  the  device,  with  reference  to  the  drawings,  the 
specification  says: 

The  piston  6  is  disconnected  from  its  rod  D,  to  prevent  any  lateral  strain  being 
oommnnicated  to  it,  thereby  decreasing  to  some  extent  the  wear  of  the  piston  in  the 
cylinder. 

It  is  not  admissible  to  adopt  the  argument,  made  on  behalf  of  the  appel- 
lants, that  this  language  is  to  be  taken  as  a  mere  recommendation  by 
the  patentee  of  the  manner  in  which  he  prefers  to  arrange  these  parts 
of  his  machine.  There  is  nothing  in  the  context  to  indicate  that  the 
patentee  contemplated  any  alternative  for  the  arrangement  of  the  pis- 
ton and  piston-rod.    The  arrangeineut  of  the  valves,  as  shown  in  the 
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drawings,  he  declared  not  to  be  essential,  and  explained  how  they  might 
be  otherwise  adjusted,  and  the  comparative  advantage  and  disadvan- 
tage of  those  plans;  bat  no  such  language  is  used-  in  reference  to  the 
connection  between  the  piston  and  its  rod.  And  when  we  compare  the 
device  as  described  in  the  specifications  of  the  patent  sued  on  with  that 
of  the  patent  of  1854,  in  which  it  was  necessary  to  use  stuffing-boxes, 
and  consider  that  one  of  the  express  objects  expected  to  be  accomplished 
by  the  improvement  contained  in  the  patent  of  1872  was  to  prevent 
leakage  of  water  or  steam  without  resort  to  staffing-boxes,  the  conclu- 
sion seems  unavoidable  that  the  patentee  intended  the  detachment  of 
the  piston  from  its  rod  as  an  essential  part  of  the  combination  to  be 
covered  by  the  first  claim. 
The  decree  of  the  circuit  court  is  therefore  affirmed. 


[United  States  Circuit  Court— Eastern  District  of  Missouri.] 
PUETZ  V.  BRANSFORD. 

Decided  May  16, 1667. 
39.  O.  G.,  1083. 

1.  ASSIGNMENTS   BEFORE  APPLICATION  COVXR    DIVISIONS  OF   ORIGINAL  APPLICA- 
TION. 

An  assignment  before  application  for  letters  patent  "of  the  fall  aud  exclusive 
right  to  the  invention  as  fully  set  forth  in  the  specification"  carries  with  it 
-whatever  patents  may  issue  upon  divisions  of  the  application  required  by  the 
rules  of  the  Patent  Office. 

2.  8dch  Assignments  Cover  Unpatentable  Variations  in  Divisions  from  the 
Original  Application. 

A  new  application  based  upon  features  Withdrawn  from  the  original  applica- 
tion, and  differing  in  construction  and  arrangement,  but  not  to  a  patentable  de- 
gree, from  the  corresponding  features  in  the  original  application  does  not  relieve 
such  new  application  from  the  assignments  before  stated  of  the  original  applica- 
tion. 

3.  Pleading — Certainty  in. 

Where  the  answer  sets  up  generally  want  of  equity  in  the  bill  to  defeat  an  in- 
junction, without  alleging  reasons  why  the  injunction  would  be  inequitable,  the 
court  will  not  consider  such  defense. 

Mr.  Oeorge  H.  Knight  for  the  complainant 
Mr.  Paul  Bdkqvcell  for  the  defendant. 

Thayer,  J. : 

This  litigation,  in  both  of  its  branches,  affects  three  letters  patent 
issued  to  the  complainant  November  17,  1835,  and  numbered,  respect 
ively,  330,849, 330,850,  and  330,851.    For  convenience,  they  will  be  fc-..  -. 
inafter  spoken  of  as  Patents  Nos.  49,  50,  and  51. 

Complainant  seeks  by  his  bill  to  restrain  an  infringement  of  the 
third  claim  of  Patent  No.  50.    The  defendant,  by  his  answer,  admits 
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it  he  has  made  two  machines  which  embody  the  same  device  covered 
the  third  claim  of  Letters  Patent  No.  50;  but  he  alleges  that  it 
aid  be  inequitable  (for  reasons  hereinafter  stated)  to  enjoin  him  from 
.king,  using,  and  selling  the  device  described  in  the  third  claim  of 
d  patent*  He  further  avers  that  he  was  a  joint  inventor  with  the 
nplaiuaut  of  the  device  iu  questiou,  and  by  way  of  cross-bill  he  asks 
it  the  complainant  be  compelled  to  assign  to  him  an  undivided  one- 
rd  interest  in  the  invention  covered  by  Letters  Patent  No.  51,  and  for 
lecree  adjudging  that  Letters  Patent  No.  50,  on  which  complainant's 
1  is  based,  are  void. 

[t  will  be  more  convenient  to  dispose  of  defendant's  crossbill  before 
isideriug  any  of  the  questions  raised  by  the  bill  and  answer.  Refer- 
ig,  then,  to  that  branch  of  the  litigation,  it  will  suffice  to  say  that 
mplainaut  first  applied  for  a  patent  on  a  plug-tobacco  machine,  of 
dch  he  claimed  to  be  the  inventor,  on  December  20, 1884.  A  few 
eks  previous  thereto  he  had  formed  a  partnership  with  the  defendant 
d  one  Valentine  Kerner.  With  respect  to  the  nature  and  scope  of 
a  partnership,  it  is  unnecessary  to  say  more  at  present  than  that  the 
rtnership  agreement  evidently  contemplated  an  assignment  to  de- 
idaut  and  to  Kerner  each  of  an  undivided  one-third  interest  in  the 
mention  subsequently  described  in  complainant's  specifications  for  a 
tent  filed  on  December  20, 1884.  Accordingly,  when  an  application 
:  the  patent  was  drawn,  complainant  on  the  same  day  executed  an 
signment  whereby  he  transferred  to  each  of  his  copartners  "  one- 
ird  of  the  full  and  exclusive  right  to  the  invention,  as  fully  set  forth 
d  described  in  the  specifications"  accompanying  complainant's  appli- 
tion  for  the  same. 

Without  goiug  further  into  details  of  construction  (as  the  machine 
scribed  by  the  specifications  was  somewhat  complicated),  it  may  be 
ited,  generally,  that  it  was  a  machine  designed  to  compress  loose 
if-tobacco  into  plugs  of  any  desired  size,  and  that  it  consisted  of 
ree  distinct  parts — that  is  to  say,  of  heavy  plungers,  with  appropriate 
Eichinery  for  raising  and  lowering  the  same,  which  were  designed  to 
mpress  leaf-tobacco  into  pings ;  of  a  *4  charger  or  feeder,"  with  appro- 
iate  mechanism  to  move  the  charger  backward  and  forward,  which 
is  designed  to  receive  loose  leaf-tobacco  and  carry  it  forward  under 
e  plungers;  and,  thirdly,  of  what  has  been  termed  a  "clutch  and 
itomaticstop  mechanism,"  which  was  designed  to  throw  the  machine  in 
id  out  of  gear  at  intervals  as  the  charger  was  being  filled.  The  three 
arts  of  the  machine  last  mentioned  were  fully  described  in  the  speci- 
ations  filed  in  the  Patent  Office  on  December  20,  1884,  to  which  the 
signment  in  favor  of  the  defendant  related,  and  the  several  parts  were 
ibstantially  claimed  by  the  complainant  as  his  inventions ;  but  inas- 
uch  as  the  "  clutch  and  automatic  stop  mechanism  "  might  be  applied 
other  machines  besides  the  plug-tobacco  machine  described  in  com- 
ainant's  specifications,  it  was  held,  under  a  rule  of  the  Patent  Office, 


DECISIONS   OF  U.   S.   COURTS  IN   PATENT  CASES.  363 

that  the  "  clutch  and  stop  mechanism  n  claimed  most  be  made  the  sub- 
ject-matter of  a  separate  patent,  and  could  not  be  covered  by  a  patent 
which  also  covered  the  devices  shown  in  other  parts  of  the  machine. 
Complainant  accordingly  withdrew  from  his  application  filed  on  De- 
cember 20, 1884,  the  claim  therein  made  with  reference  to  the  "  clutch 
and  stop  mechanism,"  and  eventually,  on  November  17, 1885,  obtained 
Letters  Patent  No.  49,  covering  the  result  of  his  claims — that  is  to  say, 
covering  substantially  the  "  plungers  and  plunger  mechanism  "  of  his 
machine  and  the  "  charger  and  charger  mechanism."  Prior,  however, 
to  the  grant  of  Letters  Patent  No.  49,  complainant  made  an  application 
for  a  separate  patent  on  a  u clutch  and  automatic  stop  mechanism" 
which  varied  only  in  two  respects  from  a  similar  mechanism  described 
and  claimed  in  his  original  application  on  December  20, 1884.  On  this 
latter  application,  covering  a  clutch  and  stop  mechanism  only,  he  ob- 
tained Letters  Patent  No.  51,  also  beariug  date  November  17, 1885, 
which  letters  patent  he  now  claims  as  his  exclusive  property. 

The  foregoing  facts  are  practically  conceded  by  both  parties. 

Now,  inasmuch  as  complainant's  assignment  of  date  December  16, 
1884,  conveyed  to  defendant  a  one-third  interest  in  the  invention,  as 
fully  described  in  the  specifications  filed  by  complainant  in  the  Patent 
Office  on  December  20, 1884,  the  assignment  must  be  construed  as  in- 
tended to  cover  all  of  the  inventions  described  in  such  specifications 
(and  not  merely  apart  of  them),  and  more  especially  should  the  assign- 
ment  be  construed  as  covering  such  devices  shown  by  said  specifica. 
tions  as  complainant  at  that  time  claimed  to  be  patentable.  The  fact 
that  a  rule  of  the  Patent  Office  prevented  the  issuance  of  a  single 
patent  coveriug  all  of  the  novel  devices  disclosed  and  claimed  by  the 
original  specifications  for  Patent  No.  49  can  not  be  allowed  to  restrict 
the  effect  of  the  assignment  to  a  conveyance  merely  of  a  one-third  in- 
terest in  the  invention  covered  by  the  patent  as  ultimately  issued. 
Evidently  the  parties  to  the  assignment  did  not  intend  that  it  should 
have  such  limited  operation.  That  instrument  was  intended  to  embrace 
all  of  the  patentable  devices  shown,  and  especially  those  claimed  by  the 
specifications  therein  referred  to,  and  it  was  manifestly  drawn  upon 
the  assumption  that  said  devices  could  be  covered  by  one  patent. 
There  can  be  no  doubt,  I  think,  that  two  independent  applications 
would  have  been  filed  on  December  20, 1884,  and  that  the  assignment 
would  have  been  drawn  so  as  to  cover  both  sets  of  specifications  if  the 
parties  had  understood  that  all  of  the  devices  could  not  be  covered  by 
a  single  patent. 

In  view  of  the  construction  given  to  the  assignment,  it  is  manifest 
that  defendant  is  equitably  entitled  to  a  one-third  interest  in  Patent 
No.  51,  covering  a  "  clutch  and  automatic  stop  mechauism,"  unless  that 
mechanism,  as  described  in  the  specifications  of  Patent  No.  51,  contains 
such  novel  features  (not  shown  by  the  original  specifications  of  Patent 
No.  49)  as  would  entitle  complainant  to  a  patent  as  for  an  improvement- 
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on  the  mechanism  as  at  first  designed  j  and  even  if  such  novel  features 
are  shown  by  the  last  application  for  "  a  clutch  and  stop  mechanism  *, 
it  would  be  doubtful,  under  the  circumstances  of  this  case,  whether 
complainant  could  in  equity  be  esteemed  the  sole  owner  of  the  inven- 
tion covered  by  Patent  No.  51,  inasmuch  as  an  interest  in  a  substantial 
part  of  the  invention  had  been  assigned  to  the  defendant  as  early  as 
December  16, 1884.  It  is  unnecessary,  however,  to  pass  judgment  on 
the  point  last  suggested,  as  the  court  is  clearly  of  the  opinion,  bqsed 
upon  its  own  observation  of  the  mechanism,  as  well  as  upon  the  expert 
testimony,  that  no  novel  features  are  shown  in  the  "  clutch  and  stop 
mechanism"  described  in  Patent  No.  51  which  were  not  disclosed  in  the 
original  specifications  filed  December  20, 1884. 

The  original  specifications  and  drawings  for  Patent  No.  49  show  a 
lever  fulcrumed  to  the  frame  of  the  machine  and  attached  near  the  ful- 
crum to  a  sliding  clutch  on  the  drive-shaft,  and  attached  at  another 
point  to  the  end  of  a  spring-rod.  The  lever  was  designed  for  no  other 
service  than  to  throw  the  machine  into  gear  when  it  was  started.  .  A 
pull  at  the  end  of  the  lever  would  force  the  sliding  clutch  into  engage- 
fluent  with  a  driving  puii  \y  <>n  the  drive-shaft,  and  at  the  same  time  with- 
draw the  end  of  the  spring-rod  from  a  slot  or  hole  in  the  web  of  a  large 
cog-wheel  and  permit  it  to  revolve.  The  specifications  and  drawings 
attached  to  Patent  No.  51  show  that  the  patentee  (for  greater  conven- 
ience in  handling  and  for  the  purpose  of  giving  increased  power  to  the 
lever  designed  to  throw  the  machine  into  gear)  simply  added  an  addi- 
tional arm  or  short  lever  and  changed  the  shape  of  the  original  lever  by 
bending  the  long  arm.  In  other  words,  the  sum  total  of  this  particular 
alteration  in  the  clutch  and  stop  mechanism  consisted  in  the  substitu- 
tion of  a  compound  lever  for  what  was  before  a  simple  lever. 

The  other  alteration  in  the  original  device  was  even  less  important. 
Tt  consisted  in  cutting  an  incline  or  "  taper"  into  one  side  of  the  slot  or 
hole  in  the  cog-wheel,  so  that  the  end  of  the  spriug-rod  would,  be  forced 
up  the  incline  aud  out  of  the  slot  by  the  forward  revolution  of  the  wheel 
■after  the  spring-rod  had  been  only  partially  withdrawn  by  the  action  of 
the  lever.  In  my  judgment  neither  of  these  alterations  called  for  an 
exercise  of  the  inventive  faculty.  (Atlantic  Works  v.  Brady,  107  U.  S., 
192 ;  Thompson  v.  Boisselier,  113  U.  S.,  11 ;  Hollister  v.  Benedict  et  aL9 
114  U.  S.,  59.) 

The  idea  of  substituting  a  compound  lever  in  place  of  a  simple  lever 
for  the  purpose  of  gaining  increased  power,  and,  under  the  circum- 
stances shown,  woulu  suggest  itself  readily  to  the  mind  of  any  skilled 
machinist  as  soon  as  the  necessity  for  increased  power  revealed  itself; 
and  with  respect  to  the  incline  cut  into  one  si{le  of  the  hole  in  the  cog- 
wheel to  permit  the  rod  to  slide  out  and  the  wheel  to  revolve,  it  may  be 
said  that  the  evidence  in  the  case  shows  that  that  particular  device,  or 
rather  the  device  of  beveling  ona  side  of  the  hole  for  the  same  purpose, 
■suggested  itself  to  the  patentee  without  any  apparent  study  the  first 
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time  the  clutch  and  stop  meehauism  as  originally  conceived  was  put  to 
a  practical  test. 

My  conclusion  is  therefore  that  the  clutch  and  automatic  stop  mechan- 
ism shown  by  Patent  No.  51  is  practically  the  same  in  all  its  essential 
features  as  the  similar  mechanism  shown  and  claimed  in  the  original' 
specification  for  Patent  No.  49 ;  that  a  one-third  interest  in  that  inven- 
tion was  assigned  to  the  defendant,  and  that  he  is  entitled  to  a  decree 
enforcing  a  conveyance  of  a  one-third  interest  in  Patent  No.  51. 

The  cross-bill,  as  before  stated,  also  prays  for  a  decree  declaring  that 
Letters  Patent  No.  50  are  void.  This  prayer  is  based  upon  an  allegation 
in  the  cross-bill  that  complainant  was  not  the  sole  inventor  of  the  de- 
vice covered  by  the  third  claim  of  said  patent;  that  said  device  is  iu 
fact  the  product  of  the  combined  inventive  skill  of  the  complainant  and 
defendant,  and  that  the  former  made  false  representations  to  the  Pat- 
ent Office  to  obtain  a  patent  therefor  in  his  own  name  and  as  sole  in- 
ventor. It  will  suffice  to  say  that  the  evidence  does  not  satisfy  me  that 
this  charge  is  well  founded.  The  testimony  does  not  show  to  my  satis- 
faction that  defendant  took  any  such  part  iu  the  creation  of  the  device 
aa  would  constitute  him,  in  any  proper  sense  of  the  term,  a  joint  in- 
ventor with  the  complainant.  The  patent  itself  is  prima  facie  evidence 
that  complainant  was  the  sole  inventor  of  the  device  covered  by  Letters 
Patent  No.  50,  and  tlie  evidence  in  this  case  tends  to  confirm  the  pre- 
sumption rather  than  to  overthrow  it.  The  last  prayer  of  the  cross- bill 
must  accordingly  be  denied. 

What  has  been  said  in  treating  of  the  cross  bill  with  respect  to  de- 
fendant's claim  that  he  was  a  joint  inventor  with  the  complainant  of 
the  device  covered  by  the  third  claim  of  Patent  No.  50  effectually  dis- 
poses of  a  plea  of  the  same  character  contained  in  the  defendant's  an* 
swer  by  way  of  defense  to  the  bill. 

It  is  somewhat  difficult  to  determine  from  the  answer  the  precise  na~ 
ture  of  the  other  defense  or  defenses  intended  to  be  made  to  complain- 
ant's bill.  In  formulating  defenses,  as  required  by  the  nineteenth  rule* 
of  this  court,  defendant  contents  himself  with  the  general  statement 
"that  it  would  be  inequitable,  under  all  the  circumstances  of  the  case, 
to  enjoin  him  from  making  and  selling  the  device  described  in  the  third 
claim  of  complainant's  Letters  Patent  No.  50,"  and  that  complainant  ••  is 
not  entitled  to  equitable  relief  because  he  has  not  come  into  equity 
with  clean  hands."  There  is  no  plea  to  the  effect  that  defendant,  has 
acquired  the  right  to  use  and  sell  the  device  covered  by  the  third  claim 
of  Patent  No.  60  from  the  patentee,  or  under  and  by  virtue  of  any  part- 
nership agreement  existing  between  the  parties  to  the  bill.  The  fact 
that  such  partnership  did  exist  is  not  even  mentioned  in  the  answer  to 
the  bill,  although  frequent  reference  to  such  an  agreement  has  been 
made  in  the  course  of  the  argument  as  though  it  in  some  manner  af- 
fected the  proper  settlement  of  the  controversy.  It  follows,  therefore, 
that  the  court  can  not  consider  any  possible  rights  which  defendant 
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may  have  acquired  to  make,  sell,  or  nse  the  device  covered  by  the 
third  claim  of  Patent  No.  60  under  the  partnership  agreement  between 
the  parties,  the  nature  of  which  agreement  is  not  stated  in  the  answer 
or  even  referred  to. 

I  may  furthermore  add,  in  this  connection,  that  the  validity  of  Patent 
No.  60  is  not  called  in  question  by  the  answer,  nor  is  complainant's' title 
thereto  challenged  in  any  other  manner  than  by  the  plea  heretofore  con- 
sidered and  overruled  to  the  effect  that  defendant  was  a  joint  inventor 
of  one  of  the  devices  covered  by  the  patent.  So  for  as  the  court  can 
see,  the  claim  now  urged  that  complainant  has  no  standing  in  equity  to 
dispute  defendant's  right  to  make,  use,  and  vend  the  device  covered  by 
the  third  claim  of  Letters  Patent  No.  60,  rests  wholly  upon  certain  aver- 
ments in  the  answer  to  the  effect  that  complainant  withdrew  the  claim 
covering  the  "clutch  and  stop  mechanism"  from  the  original  specifica- 
tions of  Patent  No.  49,  and  thereafter  obtained  Patent  No.  61  on  £he 
same  devise  in  his  own  name,  and  claimed  it  as  his  exclusive  property, 
for  the  fraudulent  purpose  of  depriving  the  defendant  of  an  interest  in 
that  invention  to  which  he  had  become  entitled  by  virtue  of  the  assign- 
ment of  December  16, 1884.  This  is  apparently  the .  substance  of  the 
charge  against  complaiuant  which  is  supposed  to  preclude  him  from  all 
right  of  redress  for  an  admitted  infringement  by  defendant  of  the  third 
claim  of  Patent  No.  60.  Now,  without  stopping  to  determine  whether 
complainant's  acts  in  the  matter  referred  to  were  inspired  by  an  actual 
fraudulent  intent,  it. is  sufficient  to  say  that  it  is  not  perceived  how  com- 
plainant's conduct  with  reference  to  obtaining  Letters  Pateut  Nos.  49 
and  61  can  estop  him  from  enforcing  his  rights  under  Letters  Patent  No. 
60,  which  letterb  patent,  for  the  purposes  of  this  decision,  most  be  re- 
garded as  the  sole  property  of  complainant  and  as  in  all  respects  valid. 
Even  if  it  appeared  that  complainant  acted  in  bad  faith  toward  the  de- 
fendant in  the  matter  of  obtaining  a  patent  in  his  own  name  on  the 
■*•  clutch  and  stop  mechanism,"  how  would  that  fact  operate  to  destroy 
his  rights  under  Patent  No.  60,  as  to  which  no  fraud  is  charged  in  the 
method  of  obtaining  the  same  f 

It  inust  be  borne  in  mind  that  complainant  is  not  seeking  by  his  bill 
to  enforce  any  claims  under  Letters  Patent  No.  61,  to  which  the  charge 
of  fraud  and  bad  faith  solely  relates.  He  is  simply  asking  an  injunc- 
tion against  an  admitted  infringement  of  the  third  claim  of  Patent  No. 
60,  which  covers  a  form  of  " charger"  that  was  invented  by  him  after 
the  application  for  Patent  No.  49  was  filed.  And,  moreover,  it  is  not 
claimed  (at  least  by  the  answer)  that  the  particular  "charger  device* 
covered  by  Letters  Patent  No.  60  lacks  novelty,  or  that  it  was  described 
in  the  original  specifications  filed  on  December  20, 1884. 

In  deciding  the  case  the  court  is  of  course  confined  to  those  issues 
which  have  been  raised  by  the  pleadings.  It  may  be  that  the  firm  of 
Bransford  &  Puetz  became  equitably  entitled  to  Patent  No.  60  as  part 
of  the  firm  assets  by  virtue  of  the  partnership  agreement,  or  that  a 
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license  to  the  defendant  to  use  the  device  covered  by  the  third  claim  of 
said  patent  might  be  inferred  from  the  manner  in  which  the  partner- 
ship business  was  conducted  for  a  period  of  several  months  5  bat  de- 
fendant has  not  pleaded  property  in  the  invention  acquired  in  virtue 
of  the  partnership  agreement,  or  a  license  to  use  the  invention,  or  any 
facts  which  estop  the  complainant  from  asserting  an  exclusive  right 
to  make  and  sell  the  device  covered  by  the  third  claim  of  the  patent  in 
question.  The  court  is  accordingly  precluded  from  passing  judgment 
on  such  defenses,  although  such  defenses  have  been  in  effect  made  in. 
the  course  of  the  argument 

A  decree  will  be  entered  in  complainant's  favor  on  the  bill  in  accord- 
ance with  the  above  views. 


[United  8Utas  Circuit  Court-Southern  DUtrict  of  New  York.] 

North  American  Iron  Works  v.  Fiske. 

Decided  April  19,  1887. 

39  O.  G.,  1086. 

1.  Moore— Drinking-Trough. 

Letters  Patent  No.  316,639,  granted  April  28,  1885,  to  Jonathan  Moore,  for  a 
drinking-trough  for  animals,  adjudged  valid. 

2.  Patentable  Invention— What  Ifl. 

Wooden  troughs  with  a  covered  float  and  valve  at  one  end  were  old,  and  iron 
troughs  with  a  standing  supply-pipe  and  an  overflow  were  old.  The  trough  of 
complainant  having  a  supply-pipe  and  an  incased  valve  and  float  so  arranged 
that  the  inflow  of  water  came  from  the  bottom  of  the  trough  through  openings  in 
the  case  involved  patentable  invention. 

3.  Practice— Defendant  Ceasing  Infringement. 

Defendant  infringed  before  suit,  but  desisted  as  soon  as  suit  was  brought.  He, 
however,  contested  the  validity  of  complainant's  patent  to  the  end. 

4.  Decree. 

Decree,  that  the  patent  is  valid,  has  been  infringed,  and  for  an  account. 

DBISKIXO-TBOUGHB. 

Mr.  Francis  Forbes  for  the  complainant. 
Mr.  Andrew  J.  Todd  for  the  defendant. 

WHBELER,  J. : 

This  bill  is  brought  upon  Letters  Patent  No.  316,639,  dated  April  28, 
1885,  and  granted  to  Jonathan  Moore  for  a  drinking- trough  for  animals. 
The  answer  sets  np  several  prior  patents,  prior  knowledge  and  use  by 
several  persons,  want  of  invention,  and  denies  infringement.  That  part 
of  the  answer  which  sets  up  prior  patents,  knowledge,  and  use  is  not 
supported  by  any  evidence.  The  validity  of  the  patent  rests  npon  the 
question  whether  it  shows  any  patentable  invention.  The  patent  itself 
states  that  such  troughs  had  been  made  of  wood  with  a  covered  float 
and  valve  at  one  end  to  admit  and  regulate  the  height  of  the  water, 
which  would  prevent  access  to  the  water  from  all  sides  and  expose  the 
narts  to  iniurv  bv  attempts  to  drink  near  them,  and  also  that  iron 
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troughs  had  been  made  with  standing  supply-pipe  and  overflow.,  The 
trough  of  the  patent  is  made  with  a  supply-pipe,  valve,  and  float  in  the 
interior  covered  by  a  case  with  open  water  all  around  it  coming  from 
the  bottom  through  openings  in  the  case.  This  gives  free  access  to  the 
water  on  all  sides,  and  has  the  advantages  of  water  coming  in  at  the 
bottom  and  in  the  middle,  flowing  upward  and  away  from  the  center. 
This  arrangement,  to  give  these  advantages,  wonld  require  some  calcu- 
lation and  contriving  beyond  the  skill  of  a  mere  workman,  and  involved 
some  invention,  although  not  of  a  very  high  order.  It  was  held  to  be 
sufficient  in  the  Patent  Office  to  warrant  a  patent,  and  does  not  now  ap- 
pear to  be  so  utterly  insufficient  as  to  render  the  patent  void  for  want 
of  this  foundation. 

The  evidence  fails  to  show  any  willful  violation  by  the  defendant  of 
the  rights  secured  by  the  patent,  but  does  fairly  show  that  at  least  one 
trough  which  embodied  the  patented  invention  was  made  and  set  up  by. 
his  workmen  before  the  bill  was  brought.  The  extent  of  the  infringe- 
ment is  not  now  so  important  as  the  fact  that  there  was  any  and  more 
to  be  apprehended  at  the  commencement  of  the  suit  to  furnish  ground* 
for  it.  After  the  suit  was  brought  the  defendant  desisted,  and  there  ia 
no  occasion  for  an  injunction.  The  defendant  has  contested  the  valid- 
ity of  the  patent  all  the  way  through,  and  the  orator  has  thereby  been 
compelled  to  prosecute  the  suit  to  establish  its  right.  There  must,  there* 
fore,  upon  these  considerations  be  a  decree  establishing  the  validity  of 
the  patent,  and  for  an  account,  with  costs. 

Let  a  decree  be  entered  that  the  patent  is  valid,  that  the  defendant 
has  infringed,  and  for  an  account,  with  costs. 


[United  SUtet  Circuit  Court— Southern  DUtriot  of  Ohio,  Western  DiriaUm.] 

Wilcox  v.  Bookw alter  Beo.  &  Go.    Same  0.  Anderson,  Feazrr 

&  Co. 

Decided  April  2,  1887. 

39  O.  G.,  1800. 

1.  Wilcox— Vehicle-Hubs. 

Complainant's  patent,  Reissue  No.'  8,868,  August  26,  1879,  for  an  improvement 
iu  vehicle-hubs,  HM  to  be  valid  and  infringed  by  defendants. 

2.  Invention— Mechanical  Skill. 

The  difficulty  of  drawing  the  line  between  skill  and  invention  considered.  The 
standard  of  skill  is  being  constantly  raised,  and  the  standard  of  invention  is,  as  a 
necessary  consequent,  correspondingly  raised.  The  standard  of  the  date  of  the 
alleged  invention  is  that  by  which  the  test  is  to  be  made. 

3.  Invention. 

Invention  may  be  a  discovery,  or  it  may  be  the  embodiment,  novel  and  useful, 
of  a  mental  conception. 

Messrs.  Wood  &  Boyd  and  Messrs.  Young  &  Young  for  the  complain- 
Messrs,  Stem  &  Peek  for  the  defendants. 
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Sage,  J.: 

The  complainants  patent,  Reissue  No.  8,868,  August  20, 1879,  is  for 
an  improvement  in  vehicle-hubs.    T?be  specification  sets  forth  that— 

My  invention  relate*  to  a  wooden  hub  having  its  waist  or  middle  portion  com- 
pressed and  solidified  and  provided  with  surrounding  bands  of  metal;  and  the  inven- 
tion consists  in  constructing  the  hub,  in  the  first  instance,  with  finished  ends,  an  en- 
larged belt  or  zone  at  the  middle,  and  annular  grooves  adjacent  to  said  belt,  and  sub- 
sequently compressing  said  belt  to  its  finished  size,  and  at  the  same  time  compressing 
into  the  grooves  metal  bauds,  which  engage  over  and  bold  the  ends  of  the  compressed 
belt,  as  hereinafter  described. 

The  specification  proceeds: 

The  invention  also  farther  consists  in  combining  with  a  grooved  wooden  hub  a 
metal  strengthening-band  seated  in  the  groove,  and  provided  with  a  continuous  side 
lip  or  flange  arranged  to  engage  over  the  outside  surface  of  the  hnb  and  prevent  the 
ends  of  the  fiber  from  rising  or  working  loose  adjacent  to  the  band,  the  peculiarity 
of  my  invention  in  this  regard  consisting  in  the  fact  that  the  wood  is  not  scarfed 
down  or  cut  away  adjacent  to  the  groove  to  receive  the  lip,  but,  on  the  contrary,  is 
left  intact,  and  the  lip  passed  over  and  forced  down  into  the  onter  surface,  so  that 
the  ends  of  the  fiber  adjoining  the  grooves  are  confined  and  held  firmly  within  or  be- 
neath the  lip. 

The  invention  alao  f nrther  consists  in  a  peculiar  form  of  the  metal  band. 

The  hub  is  first  made  with  its  ends  finished  complete  in  the  usual 
form,  but  with  an  enlarged  central  belt  or  zone,  and  a  gtoove  around 
each  end  contiguous  to  the  enlarged  belt  Two  metal  bands,  of  iron  or 
other  malleable  metal,  are  then  provided.  They  are  of  a  sectional  form, 
corresponding  to  that  of  the  grooves,  and  each  is  provided  on  the  inner 
side  with  an  overhanging  lip  adapted  to  fit  upon  and  encircle  the  en- 
larged belt  of  wood  on  ttfe  hub,  and  each  has  an  internal  vertical 
shoulder  or  face  at  the  inner  edge  of  the  overhanging  lip.  After  plac- 
ing the  bands  upon  the  ends  of  the  hub— that  is,  over  the  grooves  above 
described — with  their  lips  engaging  over  the  ends  of  the  enlarged  belt, 
the  patentee  forces,  by  hydraulic  pressure,  the  hub  and  bands,  first  one 
end  of  the  hub  and  afterward  the  other  end,  into  a  tapering  die  of  such 
size  and  form  as  to  compress  the  wooden  belt  and  bands  to  the  diam- 
eter required  for  the  finished  hub,  thereby  giving  the  hub  the  appear- 
ance shown  in  figure  2  of  the  drawings,  at  the  same  time  seating  the 
bands  in  the  grooves  with  their  lips  pressed  over  and  into  the  ends  of 
the  compressed  central  belt,  so  as  to  prevent  it  from  expanding  and  so 
as  to  confine  the  ends  of  its  fibers. 

The  claims  are  as  follows  : 

1.  A  wooden  hub  having  the  wood  left  in  its  natural  condition  at  its  ends,  and 
having  at  the  middle  a  highly-condensed  zone  or  belt  provided  with  metal  confining 
bands,  substantially  as  described. 

2.  The  herein-described  method  of  constructing  a  wooden  hub,  consisting  in  first 
constructing  the  hab  with  finished  ends  and  an  enlarged  central  belt,  and  then  apply- 
ing metal  bands  to  the  ends  of  said  belt,  and  subsequently  reducing  the  belts  and  the 
bands  by  compression  to  a  size  corresponding  with  the  previously-finished  ends. 

3.  A  metal  hub-band  having  the  overhanging  lip  at  its  inner  side  and  the  internal 
vertical,  or  substantially  vertical,  shoulder  at  the  inside  of  said  lip,  substantially  as 
shown  and  described,  the  lip  being  adapted  to  confine  the  spoke-receiving  portion  of 
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the  hub,  and  the  shoulder  to  abut  squarely  against  tlfe  grain  of  said  portion  to  pre  - 
▼ent  its  displacement. 

4.  The  method  of  preparing  banded  wooden  hubs,  consisting  in  grooving  the  hah 
and  applying  thereto  a  band  having  a  body  adapted  to  fill  the  groove,  and  a  side  lip 
adapted  and  arranged  to  extend  beyond  the  groove  and  engage  over  the  outside  sur- 
face of  the  hub,  and  finally  seating  said  band  down  firmly  within  the  groove,  with 
its  lip  overhanging  and  covering  the  ends  of  the  fiber  adjacent  thereto. 

5.  A  grooved  wooden  hub,  iu  combination  with  a  seamless  metallic  band  having  a 
body  seated  in  the  groove,  and  a  side  lip  Heated  over  and  upon  the  outside  surface  of 
the  hub  adjacent  to  the  groove,  said  surface  being  left  uncut  or  without  scarfing  to 
receive  said  lip,  so  that  the  lip  may  cover  the  ends  of  all  the  surface  fibers. 

6.  The  grooved  wooden  hub,  in  combination  with  the  continuous  metallic  band 
having  its  body  seated  in  the  groove,  and  the  side  lip  seated  flush  within  the  hub, 
over  tho  outside  of  the  surface  adjacent  to  the  groove,  and  confining  beneath  it  the 
ends  of  the  outermost  fiber,  as  described  and  shown. 

The  specification  contains  the  followiug  disclaimers : 

]  am  aware  that  it  is  old  to  strengthen  wooden  hubs  by  means  of  metallic  bands 
compressed  into  grooves  therein  and  otherwise  applied  thereto. 

I  am  also  aware  that  a  machine  has  been  hitherto  patented  for  compressing  and 
banding  various  wooden  bodies  enumerated  in  said  patent. 

lam  also  aware  that  it  has  been  proposed  to  compress  metallic  bands  upon  wooden 
hubs,  and  at  the  6ame  time  compress  the  wood  more  or  less  adjacent  to  the  band. 

I  am  also  aware  that  the  bands  have  been  heretofore  made  with  thin  edges  and  a 
central  thickened  portion  of  rounding  form  and  seated  by  compression  into  a  groove 
of  like  form,  the  lip  being  seated  in  the  groove  on  an  inclined  or  chamfered  surface, 
instead  of  overhanging  the  groove  and  engaging  upon  the  exterior  surface  of  the  hub, 
as  in  my  case. 

The  complainant  affirms  that  he  was  the  first  to  make  a  wooden  hub 
with  a  waist  or  spoke-receiving  portion  compressed  throughout,  and, 
having  a  metallic  'band  so  applied  as  to  make  the  compression  perma- 
nent by  preventing  the  wood  from  overcoming  the  compression  by  its 
constant  tendency  to  expand.  This  is  accomplished  by  the  bands, 
which  are  by  compression  so  fitted  to  their  places  that  the  overhanging 
lips  exteuding  inwardly  beyond  the  edges  of  the  grooves  in  which  they 
are  seated  cover  and  hold  firmly  in  place  the  surface  fibers  of  the  Lab 
at  each  end  of  the  waist  or  spoke-receiving  portion.  The  groove  in 
which  the  band  is  seated  serves  also  as  an  abutment,  preventing  the 
lateral  displacement  of  the  baud  by  the  pressure  of  the  central  portion 
of  the  hub,  or  from  any  other  cause.  The  internal  vertical,  or  substan- 
tially vertical,  shoulder  at  the  inside  of  the  lip  of  the  band  confines  the 
waist  or  spoke-receiving  portion  of  the  hub,  the  shoulder  abutting 
squarely  against  the  grain  of  said  portion  to  prevent  its  displacement. 
That  the  results  claimed  are  accomplished  is  conceded.  The  advan- 
tages arc  that  the  compression  of  the  middle  zone  of  the  hub,  which  is 
greatest  near  the  surface,  closes  the  pores  of  the  wood  and  renders 
it  practically  impervious  to  moisture,  thus  preventing  expansion  and 
contraction  by  atmospheric  influences.  The  continued  pressure  pro- 
duced by  the  constant  tendency  of  the  compressed  wood  to  expand 
serves  to  keep  the  band  tight  and  to  prevent  its  circular  movement, 
and  causes  the  wood  to  bear  on  all  sides  of  the  spoke-tenon,  thua  assist- 
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iog  the  glue  in  holding  it  to  its  place.  There  are  other  advantages 
claimed,  which  it  is  not  necessary  to  specify.  The  general  result  is  a 
hub,  light,  shapely,  strong,  sufficiently  elastic,  durable,  and  easily  and 
cheaply  manufactured. 

The  defenses  are  anticipation,  lack  of  invention,  and  non-infringement 

Of  the  hubs  introduced  in  evidence  as  anticipating  the  complainant's 
invention  ibur  are  specially  referred  to  by  defendants9  counsel. ,  They 
are  the  Book  waiter  plain  band  hub,  first  made  in  1872 ;  the  Shute  hub, 
Patent  No.  156,893,  November  17, 1874,  application  October  6,  1874, 
date  of  invention  spring  of  1872;  the  Ford  hub,  first  made  in  Septem- 
ber, 1873,  for  which  a  caveat  was  filed  but  no  patent  applied  for,  and 
the  Olds  hub,  patent  applied  for  March  4,  and  granted  March  24, 1874, 
for  an  invention  made  in  the  fall  and  winter  of  1873.  None  of  these 
hubs  had  a  compressed  central  zone.  They  were  all  banded;  but  for 
the  reason  that  there  was  no  compressed  central  zone,  the  expansion 
of  which  was  to  be  prevented,  the  great  object  was  to  prevent  the  split- 
ting of  the  hub  either  by  the  driving  of  the  spokes  to  their  places  or  by- 
the  use  of  the  completed  wheel. 

Accordingly,  in  the  Bookwalter  hub  the  band  was  not  seated  in  a 
groove,  but  upon  a  scarfed  or  chamfered  surface  shaped  by  turning  to 
receive  the  baud,  which  was  of  malleable  iron  and  bell-shaped.  The 
band  was  slipped  over  the  end  of  the  hub  and  then  the  hub  and  band 
were  placed  in  an  iron  cup  or  die  and  subjected  to  a  screw  or  hydraulic 
press,  which  was  used  not  to  compress  the  central  portion  of  the  hub, 
but  to  upset  the  band  against  and  upon  the  scarfed  or  ch&mfered  sur- 
face. This  operation  necessarily  compressed  the  wood  of  the  hub  under 
the  band  and  immediately  adjoining  its  inner  edges.  It  was  unlike  the 
complainant's  hub  in  that  the  band  had  no  overhanging  lip  nor  vertical 
shoulder  to  prevent  lateral  displacement  of  the  fibers  of  the  central 
zone  of  the  hub,  nor  abutment  at  the  outer  edge  of  the  band  to  prevent 
its  slipping  off.    It  does  not  anticipate  the  complainant's  invention. 

The  Shute  hub-bands  were  provided  with  inwardly-projecting  spurs, 
which  were  pressed  into  an  inclined  or  chamfered  surface  of  the  hub, 
where  the  central  zone  tapers  down  to  the  inner  line  of  the  ends  of  the 
hub.  In  pressing  these  bands  to  place  there  was  some  compression  of 
the  parts  of  the  hub  under  and  immediately  adjacent  to  them;  but  the 
bands  were  for  a  time  cast  with  shoulders  at  their  outer  edges,  which 
were  pressed  into  the  hub  and  intended  to  prevent  the  bands  slipping 
off,  but  also  prevented  them  from  being  forced  farther  on  toward  the 
center  of  the  hub.  The  shoulder  was  subsequently  omitted.  As  the 
record  is  silent  as  to  the  date  of  the  omission,  the  presumption  is  that 
it  was  after  the  complainant's  patent.  The  forcing  of  the  inner  rim  of 
edge  of  the  band  to  close  contact  with  the  hub  caused  it  to  hold  down 
the  fibers  of  the  portion  of  the  hub  which  it  pressed  upon ;  but  it  was 
not  of  snch  form  nor  was  it  so  applied  as  to  serve  the  purpose  accom- 
plished by  the  use  of  the  complainant's  bands. 

Digitized  by  VjOO QIC 
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The  Ford  hob  was  first  turned  to  the  required  size  with  annular 
grooves  to  receive  the  bands,  which  were  compressed  into  the  grooves 
and  had  their  suter  faces  upon  a  line  with  the  contiguous  portions  of  the 
periphery  of  the  hub.  No  hub  of  this  description  was  manufactured  for 
use ;  no  wheel  with  such  a  hub  was  ever  made.  The  hubs  that  were 
made  were  made  in  the  course  of  experimenting  when  Ford  thought  of 
applying  for  a  patent.  That  idea  was  abandoned,  and  there  is  here  no- 
anticipation  of  the  complainants  hub. 

In  the  Olds  patent,  too,  the  bands  were  set  by  pressure  in  grooves, 
which  they  filled  so  as  to  be  flush  with  the  surface  of  the  wood.  The 
wood  of  the  hub  adjacent  to  the  bands  was  compressed  during  the  set- 
ting process;  but  the  drawings  do  not  show,  nor  do  the  specifications 
describe,  an  overhanging  lip  of  the  band,  anticipating  that  feature  of 
the  complainant's  hub. 

The  next  question  is  whether  there  was  invention  in  the  complainant's 
improvement.  In  support  of  their  contention  that  the  skill  of  a  me 
chanic  trained  in  the  art  of  wheel-making  and  wood- working  was  all  that 
was  required  to  produce  the  complainant's  hub,  they  refer,  in  addition 
to  the  patents  already  cited,  to  the  Woolsey  patent,  No.  149,623,  dated 
April  14, 1874,  for  an  improvement  in  hubs,  and  the  Oilman  patent,  No. 
113,644,  dated  March  22, 1871,  for  an  improvement  in  the  methods  of 
banding  compressed  wood. 

The  outer  edge  of  the  band  of  the  Woolsey  hub  is  curved  downward, 
and  pressing  into  the  wood  (there  being  a  groove  in  the  hub  to  receive 
it)  formed  a  shoulder  for  the  curved  edge  to  rest  against,  and  thereby 
prevent  its  coming  off  or  getting  loose.  The  bands  were  put  on  at  each 
end  of  the  mortises  cut  to  receive  the  spokes,  and  the  object  sought  to 
be  obtained  was  to  prevent  the  ends  of  the  mortises  from  giving  way 
or  crowding  up  by  the  pressure  of  the  tenon  of  the  spoke  while  it  was 
being  driven  to  its  place. 

The  Oilman  improvement  consisted  of  a  sectional  die  provided  with 
recesses  for  the  reception  of  the  bands.  This  sectional  die,  with  metal- 
lic bands  iu  the  recesses,  was  placed  upon  a  platen  or  follower.  A 
compressing  conical  die  of  the  same  interior  diameter  at  its  lower  extrem- 
ity as  the  sectional  die  and  recessed  to  receive  the  top  of  the  sectional 
die  was  placed  in  position  immediately  over  the  sectional  die,  and  the 
platen  or  follower  was  provided  with  a  corresponding  recess,  by  which 
the  sections  of  the  die  were  held  together.  The  block  to  be  compressed 
was  placed  in  position  over  and  with  one  end  within  the  larger  diame- 
ter of  the  conical  d:e,  the  other  end  being  held  by  a  transverse  frame  of 
the  machine.  The  sectional  die  rested  upon  the  movable  piston  of  a 
hydraulic  pump.  The  upward  motion  of  the  piston  forted  the  block  of 
wood  into  the  conical  die.  The  stroke  of  the  piston  was  then  retracted, 
lowering  the  die  so  that  a  suitable  follower  could  be  placed  above  the 
partially  compressed  block.  This  done,  another  upward  stroke  forced 
the  block  of  wood  into  the  sectional  die,  and  the  two  dies  and  the  block 
being  of  uniform  lengths,  the  ends  of  the  block  were  inclosed  in  the 
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bands  previously  placed  in  the  recesses  of  the  sectional  die,  their  inte- 
rior diameters  corresponding  to  the  interior  diameter  of  the  sectional 
•die,-  so  that  the  bands  fitted  tightly  about  the  block.  The  sectional  die 
was  then  released  from  the  machine  and  the  compressed  banded  block 
taken  out. 

ifow,  it  is  true  that,  looking  back,  after  complainant  made  his  improve- 
ment, and  after  its  utility  and  superiority  found  recognition  in  the  mar- 
ket, we  can  find  in  the  Oilman  patent  a  method  of  compressing  wood 
suggestive  of  the  method  employed  by  complainant.  Complainant's 
method  is  simpler,  and  Oilman's  method  was  impracticable  for  com- 
plainant's purpose.  We  find  also  in  the  Woolsey  band  an  exterior 
abutting  shoulder  designed,  and  apparently  effective,  to  prevent  lateral 
•displacement.  We  find  in  the  drawings  of  the  Ford  band,  as  exhibited 
in  defendants'  evidence,  an  internal  vertical  shoulder,  and  it  appears 
that  by  pressing  some  of  these  bands  to  their  places  their  inner  edges 
were  made  to  bear  upon,  and,  to  some  extent,  c6mpress  the  adjacent 
wood  of  the  central  zone  of  the  hub,  and  hold  firmly  the  fibers  of  the 
wood;  but  not  one  of  these  bands,  nor  of  any  of  the  bands  offered  in 
-evidence  by  the  defendants,  will  serve  the  purpose  as  the  complainant's 
hub.    Nothing  but  his  band  or-its  equivalent  will  answer. 

It  is  sometimes  difficult  to  draw  the  Hue  between  skill  and  invention, 
and  every  year  it  becomes  more  difficult.  The  standard  of  skill  iu  me- 
chanics, as  in  the  profession^  is  being  constantly  raised.  The  workman 
who  employs  the  best  skill  of  his  craft  of  thirty  or  even  ten  years  ago, 
and  only  that,  may  be  properly  discharged  as  incompetent,  as  the  phy- 
sician who  treats  his  patient  with  nothing  better  than  the  best  methods 
and  remedies  known  thirty  or  even  ten  years  ago  may  be  guilty  of  mal- 
practice. The  standard  of  invention  is,  as  a  necessary  consequent,  cor- 
respondingly raised.  As  Justice  Matthews  said  in  HoUister  v.  Benedict 
Mfg.  Op.  (113  U.  8.,  73)  there  must  be  "  something  more  than  the  ex- 
pected skill  of  the  calling;"  but  when  we  come  to  determine  what  that 
is,  or,  rather,  what  it  was  at  the  date  of  the  alleged  invention,  for  the 
standard  of  that  date  is  the  test,  we  must,  if  we  proceed  intelligently, 
oonsidcfr  what  those  engaged  in  that  calling  were  seeking  to  accomplish 
and  what  they  were  actually  accomplishing.  This  is,  after  ail,  a  good 
practical  test  of  what  skill  can  accomplish.  It  is  not  always  a  complete 
«nd  certain  test.  Two  or  more  persons,  each  acting  independently  and  of 
Jus  own  knowledge  alone,  may  arrive  at  the  same  result— undoubtedly  in- 
vention—at  so  nearly  the  same  time  as  to  make  it  as  difficult  to  decide 
who  is  entitled  to  priority  as  when  two  or  more  astronomers  almost 
simultaneously  discover  a  new  comet ;  and  yet,  if  there  were,  under  such 
circumstances,  a  score  of  rival  applicants  for  letters  patent,  that  fact 
would  not  negative  invention,  for  it  is  clear  that  it  is  invention,  and  the 
only  question  is  who  first  made  it.  On  the  other  hand,  an  improvement 
in  any  department  of  manufacture  or  of  the  useful  arts  may  be  made 
<shortly  after  the  necessity  or  occasion  for  it  arises  by  one  person  alone. 
It  may  be  novel  and  ingenious,  and  yet  to  one  familiar  with  the  state  of 
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the  art  and  the,  handicraft  of  those  engaged  in  it  it  maj  be  elear  that 
skill' only  and  not  invention  is  displayed,  aud  the  fact  that  no  other  one 
had  at  or  about  the  same  time  produced  the  same  result  by  substanti- 
ally the  same  or  by  any  means  would  not  make  it  invention;  but  when 
for  years  skill  is  unsuccessfully  reaching  out  in  all  directions  tor  a  desired 
result,  and  Anally  some  one,  by  a  new  device  or  new  process  which  no  one- 
else  had  thought  of,  accomplishes  it,  that  fact  is  strongly  indicative  of  in- 
vention, and  it  may  be  conclusive,  for  skill  had  long  sought  it  in  vain,  mid 
therefore  the  law  may  recognize  it  as  a  discovery,  or  as  the  embodiment,, 
novel  and  useful,  of  a  mental  conception — that  is,  as  an  invention.  How 
is  it  in  this  easel  As  early  as  1851  it  was  common  to  apply  metal  band* 
to  hubs.  They  were  pressed  on  while  hot  and  then  suddenly  cooled  with 
water,  so  that  they  shrank  and  compressed  the  adjacent  fibers  of  the 
wood.  Then  followed  hubs  with  shell  bands.  After  1870  there  was  a 
considerable  demand  for  banded  hubs.  What  everybody  in  the  trade 
was  striving  for  was  a  hub,  light,  elastic,  and  strong.  The  complainant 
was  the  first  to  compress  and  at  the  same  time  band  the  central  zone  of 
the  hub.  This  was  nearly  five  years  after  the  revival  of  the  demand  for 
banded  hubs,  for  the  complainant  fixes  the  date  of  his  invention  in  the 
summer  of  1875.  The  application  for  his  original  patent  was  November 
19, 1875,  and  up  to  that  date  nothing  embodying  the  features  of  his  im- 
provement was  manufactured  or  on  the  market.  The  advantages  result- 
ing have  already  been  referred  to.  It  was  a  greater  improvement  than 
Jiad  been  made  by  any  of  his  predecessors.  If  it  was  not  invention, 
why  had  it  not  been  wrought  out  by  the  skill  of  some  one  at  least  of 
the  thousands  of  workmen  in  hubs  and  wheels  throughout  the  United 
States  constantly  doing  their  best  to  make  improvements  in  the  very 
line  of  his  improvement  T  The  conclusion  of  the  court  is  that  it  waa 
invention,  and  that  his  patent  is  valid. 

Without  referring  to  the  claims  in  detail,  it  is  sufficient  to  say  that> 
excepting  the  second,  which  was  upon  the  hearing  withdrawn,  they  are- 
sustained,  and  that  the  objections  to  the  reissued  letters  are  not  well 
taken. 

Upon  the  questiou  of  infringement  it  is  not  necessary  to  enter  upon 
details.  The  grooves  ot  the  hubs  manufactured  by  defendants  and  in. 
troduced  in  evidence  by  the  complainant  are  not  identical  in  shape  witb 
those  in  complainant's  hubs,  uor  are  the  bands;  but  they  are  equiva- 
lents. The  inner  sides  of  the  grooves  are  not  vertical,  but  they  are- 
substantially  so,  within  the  fair  construction  of  complainant's  patent. 
The  bands  are  not  made  with  lips ;  but  they  are  of  such  shape  as,  when 
compressed  into  the  grooves,  to  overlap  and  confine  the  outer  fibers  of 
the  central  zone  of  the  hub  as  do  the  bands  of  the  complainant's  hubs, 
and  they  abut  against  the  central  portion  of  the  hub,  which  is  com- 
pressed  by  pressure,  so  as  to  prevent  its  displacement,  the  outer  edgea 
of  the  bands  bearing  Against  the  outer  sides  of  the  grooves,  substan- 
tially as  in  the  complainant's  hubs. 

The  decree  will  be  for  complainant.  ^le 
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[Fatted  State*  Circuit  Court— Northern  District  of  Hew  York.] 

Fillet  v.  The  Littlefeeld  Stove  Company  et  al. 

Decided  April  %\m. 

39  O.  G.,  1903. 

1.  Fiaxey— Cooking-Stoves— Ovens  fob  Cooking-Stoves,  * 

Letters  Patent  No.  236,425,  granted  to  Giles  Filley,  January  11, 1681,  adjudged 
valid.    Letters  Patent  No.  246,606,  granted  to  Giles  Filley,  September  6, 1881, 
adjudged  valid  as  to  the  second  claim. 
8.  Claims— Construction  of. 

A  claim  in  a  patent  cannot  be  changed  by  intendment  when  the  effect  of  such 
change  will  make  such  claim  precisely  alike  another  claim  in  the  same  patent. 

3.  Invention— What  is  Not. 

Placing  a  large  register  in  a  stove-oven  door  where  a  small  register  had  been 
need  previously  is  not  patentable  invention. 

4.  Improvements  do  not  Avoid  Infringement. 

The  addition  of  a  flue  to  increase  the  draft  of  air  through  the  oven-door  into 
the  oven  does  not  avoid  infringement  of  complainant's  patents  where  complain- 
ant's gauze  screen  was  also  used. 
&  Same. 

The  addition  of  an  outer  perforated  plate  to  heat  the  air  before  it  passed 
through  the  gauze  screen  into  the  oven  does  not  avoid  infringement  of  complain- 
ant's patents. 

Mr.  Paul  BakewM  for  the  complainant. 
Mr.  D.  G.  Littiefield  for  the  defendants. 

Coxe,  J. : 

This  is  an  equity  action  for  infringement  founded  upon  Letters  Pat- 
ent 3o.  236,425,  granted  to  complainant  January  11, 1881,  for  an  im- 
provement in  cooking-stoves,  and  upon  Letters  Patent  No.  246,606, 
granted  to  complainant  September  6, 1881,  for  an  improvement  in  doors 
for  stove-ovens. 

Prior  to  the  invention  described  in  the  patent  of  January  11, 1881, 
the  aim  of  manufacturers  of  cooking-stoves  was  to  exclude  the  outer 
air  from  the  oven  by  means  of  doors  with  air-tight  joints.  The  com- 
plainant discovered  the  error  of  this  theory,  and  his  invention  is  based 
upon  the  proposition  that  the  circulation  of  the  outer  air  through  the 
oven  is  highly  beneficial  in  preventing  shrinkage  and  drying  and  in 
improving  the  flavor  of  the  articles  being  cooked.  Accordingly  he  pro- 
vides the  oven  doors  of  his  stoves  and  ranges  with  wire-gauze  or  finely- 
perforated  metal,  so  that  the  air  enters  through  the  lower  portion  and 
passes  out  through  the  upper  portion,  thus  causing  a  circulation  of  air 
through  the  oven. 

The  claims  of  this  patent  are  both  involved,  and  are  as  follows: 

1.  A  cooking-stove  or  range  oven  having  one  or  both  of  its  doors  provided  with 
wire-gauze  or  finely  perforated  metal,  A,  as  and  for  the  purpose  described. 

2.  A  cooking-stove  or  range  oven  having  one  or  both  of  its  doors  provided  with 
wire-gauze  or  finely-perforated  metal,  such  gauze  or  metal  extending  up  and  down 
the  upper  part,  and' also  up  and  down  1 
described. 
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i  the  lower  part,  of  the  door,  for  the  purposes 
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The  patent  of  September  6  is  for  an  improvement  upon  the  mechanism 
described  iu  the  prior  patent  The  invention  consists  in  providing  a 
gauze  oven-door  with  a  register  as  large  as  the  door  will  permit,  and  so 
arranged  that  the  outer  air  will  pass  in  at  the  lower  openings  and  out 
at  the  npper  openings.  In  place  of  a  rotating  register,  a  side-register 
may  be  used. 

The  first  two  claims  alone  are  involved.    They  are : 

1.  A  cooking-stove  or  range  oven  door  or  dooie  having  a  register  arranged  and  ex- 
tended  through  the  main  portion  of  the  door,  as  and  for  the  purpose  set  forth. 

2.  A  cooking-stove  or  range  oven  door  or  doors  having  the  register  B  and*gatissC, 
said  register  being  arranged  and  extended,  as  and  for  the  purpose  set  forth. 

The  defenses  are  lack  of  novelty  and  non-infringement 

It  is  thought  that  the  claims  of  the  patent  of  January  11  and  the 
second  claim  of  the  patent  of  September  6  are  valid.  There  is  nothing 
\n  the  Roberts  or  Magee  patents  which  anticipates  or  materially  limits 
the  scope  of  these  claims.  The  complainant  has  made  an  invention 
which  is  clearly  meritorious.  The  defense  of  lack  of  novelty  is  not  es- 
tablished. The  first  claim  of  the  September  patent  must,  however,  be 
held  void  for  want  of  invention  if  the  claim  covers  only  the  large  reg- 
ister therein  described.  It  is  contended  that  it  should  be  construed  to 
cover  the  register  in  combination  with  the  gauze;  but  this. contention 
leaves  out  of  sight  the  fact  that  it  will  then  be  simply  a  repetition  of 
the  second  claim,  and  thus  the  patent  will  have  two  claims  for  the  same 
combination.  It  was  clearly  the  intention  of  the  patentee  to  secure 
the  extended  register  by  the  first  claim  and  the  combination  by  the 
second*  In  both  patents  he  states  that  prior  to  his  invention  a  small 
register  had  been  inserted  in  the  center  of  oven-doors.  In  view  of  this 
admission,  there  can  be  no  invention  in  placing  a  large  register  where 
there  bad  previously  been  a  small  one.  (Slawson  v.  Grand  St  B.  JR. 
Co.,  107  U.  S.,  049;  Phillips  v.  Page,  34  How.,  104.) 

Do  the  defendants  infringe  T  In  1884  the  complainants  obtained  a 
decree  upon  the  patents  in  suit  against  the  defendant  Littlefield  in  the 
eastern  district  of  Missouri.  The  validity  of  the  patents  was  not  as- 
sailed, and  the  case  turned  solely  upon  the  question  of  infringement 
(Filley  v.  Littlefield,  25  Fed.  Sep.,  282.)  The  oven-door  which  was  then 
held  to  infringe  was  the  same  as  the  device  now  before  the  court,  except 
that  the  defendants  insist  that  the  wire-gauze  was  bent  out  so  that 
it  came  in  contact  with  the  perforated  metal  guard,  thus  destroying  the 
air-circulating  chamber  between  the  two.  A  motion  for  a  preliminary 
injunction  was  made  in  the  case  at  bar,  and  was  granted  by  the  circuit 
judge  in  November,  1885.  The  question  of  infringement  has  therefore 
been  answered  twice  in  favor  of  the  complainant. 

The  defendants9  doors  are  constructed  according  to  the  principle  de- 
scribed in  Letters  Patent  No.  313,874,  granted  to  D.  G.  Littlefield, 
March  17,  1885.    It  should  be  remembered  that  the  purpose  of  the 
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complainant  in  the  first  pateuc  is  to  introduce  the  outer  air  into  the 
oven  of  a  cooking-stove  by  means  of  wire-gauze,  or  its  equivalent,  in- 
serted in  the  door  so  that  the  air  will  enter  through  the  lower  portion 
and  pass  out  through  the  upper  portion  of  the  perforations,  and  in  the 
second  patenthis  object  was  to  regulate  the  passageof  the  air  through  the 
gauze  by  means  of  a  large  register  inserted  in  the  oven-door.  With 
these  facts  in  mind  it  will  be  seen  that  the  defendants  have  adopted  all 
Che  valuable  features  of  the  invention.  The  same  result  is  produced  in 
substantially  the  same  way.  The  advantages  attributed  to  the  use  of 
the  defendants'  door  are  identical  with  those  described  in  the  specifica- 
tions Of  the  patents.  It  is  true  that  the  defendants  have  added  what 
is  called  an  "  auxiliary  flue,"  which'  produces  a  stimulated  draft;  but 
the  addition  of  this  element  does  not  give  them  the  right  to  use  the  in- 
vention. As  well  might  it  be  urged  that  a  party  who  has  constructed  a 
flume  which  produces  an  increased  water-power  has  thus  acquired  the 
right  to  use  a  patented  mill-wheel.  The  law  upon  this  question  is  well 
settled.  (Blake  v.  BobcrUon,  94  U.  8.,  728, 733;  Cochrane  v.  Dcener,  Id., 
780,  786.)  It  is  said  also  that  the  air  before  it  is  introduced  into  the 
oven  through  the  gauze  is  heated  by  its  passage  through  the  perfora- 
tions of  the  door  and  by  its  contact  with  the  heated  air  in  the  lower 
chamber  of  the  door  between  the  outer  perforated  plate  and  the  inner 
gauze  screen ;  but  this  statement  is  vigorously  combated  by  the'  com- 
plainant, and  even  if  it  wereitrue  that  the  outer  air  is  slightly  heated 
in  passing  through  the  inch  or  so  of  space  between  the  metal  and  the 
gauze  it  wonld  not  negative  infringement.  The  defendants  introduce 
the  outer  air  into  their  oven  through  a  gauze  panel;  but  before  it 
reaches  the  gauze  it  passes  through  perforations  \n  a  metal  guard  placed 
about  an  inch  from  the  gauze.  The  addition  of  this  plate  does  not  en- 
able the  defendants  to  escape  the  charge  of  infringement.  (Morey  v. 
Looktcood,  8  Wall.,  230;  Elizabeth  v.  Pavement  Company,  07  XT.  S.,  126, 
137.)  It  is  equally  unimportant  that  the  gauze  used  by  the  defendants 
has  a  finer  mesh  than  that  used  by  the  complainant  The  complainant 
does  not,  confine  himself  to  the  use  of  gauze  or  metal  containing  per- 
forations of  any  fixed  size. 

It  follows  that  as  to  the  patent  of  January  11  the  complainant  is  en- 
titled to  a  decree  for  an  injunction,  and  an  account,  and  a  similar  decree 
as  to  the  second  claim  of  the  patent  of  September  6  upon  filing  a  dis- 
claimer as  to  the  first  claim.  ( Walker  on  Patent*,  sec.  208.)  The  ques- 
tion of  costs  can  be  determined  upon  the  settlement  of  tbe  decree. 
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(Supreme  Court  of  the  United  Steteo.) 

EAHB3  V.  ANDREWS  ET  AL. 

DMtod  Map  23,  1867. 

1.  Greek— Driven  Well. 

Green's  Reissued  Patent  No.  4,372  declared  valid  and  to  have  been  infringed. 

2.  General  Introduction  and  Use  Proof  of  Patentable  Invention. 

The  general  introduction  and  use  of  driven  wells  since  the  date  of  Green's  pat- 
ent strongly  corroborate  the  supposition  that  their  construction  and  mode  of 
operation  are  based  upon  the  application  of  some  natural  force  not  previously 
known  or  used. 

3.  Theories  of  Operation  need  not  be  Embodied  in  Specifications  of  Pat* 

ENT8. 

The  theory  of  the  operation  of  a  patented  invention  may  be  derived  wholly 
from  the  testimony  of  experts,  ami  need  not  be  stated  in  the  specification  of  a 
patent  if  the  thing  to  be  done  is  so  described  in  the  specification  that  it  can  be 
produced. 

4.  Reissues— Invention  when  the  8ame  as  in  the  Original  Patent. 

Certain  matters  fonnd  only  in  the  reissued  patent,  being  (1)  that  the  end  of  the 
.  tube  should  form  an  air-tight  con_  x.tion  with  the  surrounding  earth ;  (2)  that 
the  tube  itself  should  be  air-tight,  and  (3)  that  the  pump  should  be  attached  to 
it  by  an  air-tight  connection.  Held  that  all  these  additional  matures  were  matters 
of  reasonable  inference  from  the  language  of  the  original  specification,  as  ex- 
plained by  testimony,  or  by  common  knowledge. 

5.  Reissues— Proper  Subjects  for. 

Where  matters  found  only  in  the  reissue,  or  matters  where  a  change  has  been 
made  from  that  described  in  the  original  patent,  occur,  if  the  additions  and 
changes  do  not  in  fact  amount  to  a  different  invention,  the  oast  is  simply  one  of 
a  defective  specification  and  a  proper  subject  of  amendment. 

6.  Reissues— When  Proper. 

If  the  amended  specification  does  not  enlarge  the  scope  of  the  patent  by  ex- 
tending the  claim  so  as  to  cover  more  than  was  embraced  in  the  original,  and 
thus  cause  the  patent  to  include  an  invention  not  within.the  original,  the  rights 
of  the  public  are  not  thereby  narrowed,  and  the  case  is  within  the  remedy  in- 
tended by  statute. 

7.  Reissues— When  Improper. 

If  by  the  reissue  the  scope  of  the  original  is  so  enlarged  as  to  cover  and  claim 
as  a  new  invention  that  which  was  not  in  the  original  specification  as  a  part  of 
the  invention  described,  or,  if  described,  was  by  reason  of  not  being  claimed  vir- 
tually abandoned  and  dedicated  to  public  use,  the  reissue  is  unauthorised. 

Claims  Compared  and  Found  to  be  for  the  Same  Invention. 

Original.  RMwue. 

The  herein-desoribed  process  of  sinking  The  process  of  constructing  wells  by 
wells  where  no  rock  is  to  be  penetrated,  driving  or  forcing  an  instrument  into  the 
vis,  by  driving  or  forcing  a  rod  to  and  ground  until  it  is  projected  into  the  water 
into  the  water  under  ground  and  with-  without  removing  the  earth  upward,  as 
drawing  it  and  inserting  a  tube  in  its  it  is  in  boring,  substantially  as  herein 
place  to  draw  the  water  through,  sub*  described, 
stantially  as  herein  described. 

Held  that  each  of  these  claims  is  for  the  same  invention. 
9.  Rejection  and  Withdrawal  of  Claim— When  not  Prejudicial. 

Where  the  reissue  applicant  asserted  a  claim  whioh  was  rejected  by  the  Patens 
Office  as  unnecessary,  the  patentee  ie  not  prejudiced  by  the  withdrawal  of  i 
claim. 
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10.  Disclaimer  in  Original  Omitted  in  Reissue  Patent. 

Where  in  the  original  there  wee  a  disclaimer  of  en  eerlier  patent,  end  it  ap- 
peexed  thet  in  a  subsequent  interferenoe  proceeding  it  wee  determined  that  sneh 
enbeeqnent  patent  wee  for  a  different  invention,  the  omission  of  the  disclaimer  in 
a  reiesne  was  proper. 

11.  Anticipation— What  is  not. 

Green's  patent  is  not  anticipated  by  earlier  patented  processes  for  obtaining 
water  by  bored  wells,  or  Artesian  wells,  or  by  any  earlier  published  description 
which  was  not  as  full,  dear,  and  exact  as  would  be  required  in  a  specification  of 
a  patent,  or  was  a  description  which  would  enable  a  properly  qualified  person  to 
put  the  invention  in  practical  operation  from  the  description  alone. 
IS.  Infringement— What  is. 

Green's  patent  is  infringed  by  a  process  whioh  employed  boring  to  a  point  near 
the  water  and  then  driving  a  tube  into  the  water  in  such  a  way  as  to  make  an 
air-tight  connection  of  the  surrounding  earth  with  the  lower  part  of  the  tube. 

Appeal  from  the  Circuit  Court  of  the  United  States  for  the  District 
of  Connecticut 

Jfr.  C.  R.  Ingersoll  for  the  appellant. 

Mr.  A.  Q.  Keasbey  and  Mr.  J.  C.  Clayton  for  the  appellee. 

Mr.  Justice  Matthews  delivered  the  opinion  of  the  Goart 
This  is  an  appeal  from  the  decree  of  the  Circuit  Court  of  the  United 
States  for  the  District  of  Connecticut  upon  a  bill  in  equity  filed  by  the 
appellees  to  restrain  the  alleged  infringement  of  reissued  Letters  Patent 
No.  4,372,  issued  to  Nelson  W.  Green  on  May  9, 1871,  for  an  improved 
method  of  constructing  Artesian  wells.  The  original  Letters  Patent 
No.  73,425  were  issued  to  the  patentee  January  14, 1868.  The  defenses 
relied  on  were  that  the  defendants  did  not  infringe ;  that  the  patent 
was  void  for  want  of  novelty  in  the  invention,  and  that  the  reissued 
pateut  was  void  because  it  was  not  for  the  same  invention  as  that  de- 
scribed and  claimed  in  th*  original  patent.  The  controversy  relates  to 
what  is  commonly  known  as  the  "  driven  well  patent" 

As  one  of  the  defenses  is  that  the  reissued  patent  is  void,  as  covering 
more  than  was  described  and  claimed  in  the  original  patent,  it  becomes 
necessary  to  compare  the  two,  and  for  that  purpose  they  are  here  printed 
in  parallel  columns,  the  drawings  being  the  same  iu  both : 

Specification  farming  part  of  Letters  Patent     Specification  forming  part  of  Letters  Patent 
No.  73,425,  dated  January  14,  1868. .  No.  73,425,  dated  January  14,  1868 ;  re- 

issue No.  4,372,  dated  Mag  9,  1871. 

ORIGINAL.  REISSUE. 

Be  it  known  that  I,  Nelson  W.  Green,  Be  it  known  that  I,  Nelson  W.  Greek, 
of  Cortland,  in  the  county  of  Cortland  •  of  Amherst,  in  the  county  of  Hampshire 
and  State  of  New  York,  have  invented  a  and  8tate  of  Massachusetts,  have  in- 
new  and  useful  improvement  in  the  man-  vented  a  new  and  improved  method  of 
ner  of  sinking  and  constructing  Artesian  constructing  Artesian  wells  f  and  I  do 
or  driven  wells  where  no  rook  is.  to  he  hereby  declare  that  the  following  is  a  fall, 
penetrated,  and  of  raising  water  there*  clear,  and  exact  description  of  the  same. 
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from;  and  I  do  hereby  declare  the  follow- 
ing to  be  ft  fall,  clear,  and  exact  descrip- 
tion of  the  eame,  reference  being  had  to 
the  accompanying  drawings,  making  a 
part  of  this  specification  in  which— 

Figure  I  represents  a  portion  of  the  rod 
which  is  driven  or  forced  into  the  ground 
to  form  the  opening  or  hole  for  the  inser- 
tion of  the  tube  that  forms  the  casing  or 
lining  of  the  well  and  the  aveuue  through 
whioh  the  water  is  raised  to  or  above  the 
surface  of  the  ground ;  and  Fig.  2  repre- 
sents a  portion  of  the  tube. 


reference  being  made  to  the  accompany* 
ing  drawings,  forming  part  of  this  spec- 
floation. 

My  invention  is  particularly  intended 
for  the  construction  of  Artesian  wells  in 
places  where  no  rock  is  to  be  penetrated. 

The  methods  of  oonstruoting  wells  pre- 
vious to  this  invention  were  what  have 
been  known  as  "  sinking"  and  " boring," 
in  both  of  which  the  hole  or  opening  con- 
stituting tho  well  was  produced  by  tak- 
ing away  a  portion  of  the  earth  or  rock 
through  which  it  was  made. 


Ju 


My  invention  consists  in  driving  or  forc- 
ing an  iron  or  a  wooden  rod  with  a  steel 
or  iron  point  into  the  earth  until  it  is  pro- 
jected to  or  into  the  water,  and  then  with- 
drawing the  said  rod .  and  inserting  in  its 
place  a  tube  of  metal  or  wood  to  the  same 
depth,  through  which  and  from  whioh 
the  water  may  be  drawn  by  any  of  the 
usual  well-known  forms  of  pumps. 


lilts  invention  consists  in  producing 
the  well  by  driving  or  forcing  down  an 
instrument  into  the  ground  until  it  reaches 
the  water,  the  hole  or  opening  being  thus 
made  by  a  mere  displacement  of  the  earth, 
which  is  packed  around  the  instrument 
and  not  removed  upward  from  the  hole, 
ss  it  is  in  boring. 

The  instrument  to  be  employed  in  pro- 
ducing snoh  a  well,  whioh,  to  distinguish 
it  from  "sunk"  or  " bored  n  wells,  may 
be  termed  a  "  driven  n  well,  may  be  any 
that  is  capable  of  sustaining  the  blows 
or  pressure  necessary  to  drive  it  into  the 
earth  >  but  I  prefer  to  employ  a  pointed 
rod,  whioh  after  having  been  driven  or 
forced  down  until  it  reaches  the  water  I 
withdraw  and  replace  by  a  tube  made  air- 
tight throughout  its  length,  except  at  or 
near  its  lower  end,  where  I  make  openings 
or  perforations  for  the  admission  of  water, 
and  through  and  from  which  the  water 
may  be  drawn  by  any  well-known  or  suit- 
able form  of  pump. 

In  oertain  soils  the  use  of  a  rod  prepar- 
atory to  the  insertion  of  a  tube  is  unnec- 
essary, as  the  tube  itself,  through  which 
the  water  is  to  be  drawn,  may  he  the  in- 
strument whioh  produces  the  well  by  the 
act  of  di  iving  it  into  the  ground  to  the 
requisite  depth. 
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To  enable  others  tkffled  iu  the  art  to 
make  and  we  my  invention,  I  will  pro- 
eeed  to  describe  the  same  with  reference 
to  the  drawings. 


The  driving-rod  A,  I  construct  of  wood 
or  iron,  or  other  metal,  or  of  parte  of  each, 
with  a  sharp  point,  s,  of  steel  or  other- 
wise, to  penetrate  the  earth,  and  a  slight 
swell,  a,  a  short  distance  above  the  point, 
to  make  the  hole  slightly  larger  than  the 
general  diameter  of  the  rod.  This  rod  I 
drive,  by  a  falling  weight  or  other  power, 
into  the  earth  until  its  point  passes  suf- 
ficiently far  into  the  water  to  procure 
the  desired  supply.  I  then  withdraw  the 
rod  and  insert  in  its  place  the  'iron  or 
wooden  tube  B,  which  may  be  slightly 
contracted  at  its  lower  end  to  insure  its 
easy  passage  to  its  place.  In  general, 
this  tube  B,  I  make  of  iron,  and  of  a  thick- 
ness that  will  bear  a  force  applied  at  its 
upper  extremity  sufficient  to  drive  or 
force  it  to  its  place  j  and  where  a  large  or 
continuoos  flow  of  water  is  desired  I  per- 
forate this  lower  end  of  the  tube  to  admit 
the  water  more  freely  to  the  inside. 

The  perforations  c  may  be  about  one- 
half  of  an  inch  in  diameter,  less  or  more, 
and  from  one  to  one  and  a  half  inch  apart, 
and  the  perforations  may  extend  from  the 
bottom  of  the  tube  upward  from  one  to 
two  feet.  The  diameter  of  the  tube  should 
be  somewhat  smaller  than  the  diameter  of 
the  swell  a  on  the  drill  end  of  the  driving- 
rod  A. 

In  localities  where  the  water  is  near  the 
surface  of  the  ground  and  the  well  is  for 
temporary  use  only,  as  in  the  case  of  a 
moving  army,  or  for  temporary  camps, 
lighter  and  thinner  material  than  iron  may 
be  used  for  making  the  tubes— as,  for  in- 
stance, sine,  tin,  copper,  or  sheet  metal 
of  other  kind,  or  even  wood  may  be  used. 
The  rod  may  be  of  any  suitable  and  prac- 
tical size  that  can  be  readily  driven  or 
forced  into  the  ground,  and  may  be  from 
one  to  three  inches  in  diameter. 

Any  suitable  well-known  pump  may  be 
applied  to  raise  the  water  up  through  the 
tube  to  the  surface  or  above  it. 


To  enable  others  to  make  and  use  my 
invention,  I  will  proceed  to  describe  it 
with  reference  to  the  drawings,  in  which— 

Figure  1  represents  a  portion  of  the 
pointed  rod  above  mentioned,  and  Pig.  8 
a  portion  of  ihe  tube  which  forms  the  cas- 
ing or  lining  of  the  well. 

The  driving-rod  A,  I  construct  of  wood 
or  iron  or  other  metal,  or  of  parts  of  each, 
with  a  sharp  point,  bt  of  steel  or  other* 
wise,  to  penetrate  the  earth,  and  a  slight 
swell,  a,  a  short  distance  above  the  point, 
to  make  the  hole  slightly  larger  than  the 
general  diameter  of  the  rod.  This  rod  I 
drive,  by  a  failing  weight  or  other  power, 
into  the  earth  until  its  point  passes  suffi- 
ciently far  into  the  water  to  procure  the 
desired  supply.  I  then  withdraw  the  rod 
and  insert  in  its  place  the  air-tight  iron  or 
wooden  tube  B,  which  may  be  slightly 
contracted  at  its  lower  end  to  insure  its 
easy  passage  to  its  place.  In  general,  this 
tube  B,  I  make  of  iron,  and  of  a  thickness ' 
that  will  bear  a  force  applied  at  its  upper 
extremity  sufficient  to  drive  or  force  it  to 
its  place,  and  where  a  large  or  continuous 
flow  of  water  is  desired,  I  perforate  this 
tube  near  its  lower  end  to  admit  the  water 
more  freely  to  the  inside. 

The  perforations  o  may  be  about  one- 
half  of  an  inch  in  diameter,  less  or  more, 
and  from  one  to  one  and  a  half  inch  apart, 
and  the  perforations  may  extend  from  the 
bottom  of  the  tube  upward  from  one  to 
two  feet.  The  diameter  of  the  tube  should 
be  somewhat  smaller  than  the  diameter 
of  the  swell  a  on  the  drill  end  of  the  driv- 
ing-rod A. 

In  localities  where  the  water  is  near  the 
surface  of  the  ground  and  the  well  is  for 
temporary  use  only,  as  in  the  case  of  a 
moving  army,  or  for  temporary  camps, 
lighter  and  thinner  material  than  iron  may 
be  used  for  making  the  tubes— as,  for  in- 
stance, zinc,  tin,  copper,  or  sheet  metal  of 
other  kind,  or  even  wood  may  be  used. 

The  rod  may  be  of  any  suitable  and 
practical  size  that  can  be  readily  driven 
or  forced  into  the  ground,  and  may  be  from 
one  to  three  inches  in  diameter. 

In  some  cases  the  water  will  flow  oat 
from  the  top  of  the  tube  without  the  aid  of 
a  pump.  In  other  cases  the  aid  of  a  pump 
to  draw  the  water  from  the  well  may  be 


382  DECI8ION8  OF  U.   8.   COURTS  IN  PATENT   CA8ES. 

*L  am  aware  of  James  Snggett's  patent  neoesssry.  In  the  latter  oases  I  attach  to 
of  March  29, 1864,  and  I  disclaim  all  se-  the  tube  by  an  air-tight  connection  any 
cured  to  him  therein.  known  form  of  pomp 

Having  thus  folly  described  my  inven-  What  I  olaim  as  my  invention,  and  de- 

tion,  what  I  claim,  and  desire  to  seonre  by  sire  to  seenre  by  Letters  Patent,  is—. 

Letters  Patent,  is—  The  process  of  constrnoting  welis  by 

The  herein-described  process  of  sinking  driving  or  forcing  an  instrument  into  the 
wells  where  no  rock  is  to  be  penetrated,  ground  until  it  is  projected  into  the  water 
vis :  by  driving  or  forcing  down  a  rod  to  without  removing  the  earth  upward,  as  it 
and  into  the  water  underground,  and  with-  is  in  boring,  substantially  as  herein  de- 
drawing  it  and  inserting  a  tube  in  its  place  scribed, 
to  draw  the  water  through,  substantially 
as  herein  described. 

The  attempts  judicially  to  enforce  the  rights  claimed  under  this  pat- 
ent have  met  with  determined  resistance  and  Riven  rise  to  extensive 
litigation,  in  the  course  of  which  the  original  and  reissued  patents  have 
been  subjected  to  great  scrutiny  and  criticism.  The  first  reported  case 
is  that  of  Andrews  v.  Carman  (13  Blatch.,  307),  decided  by  Judge  Bene- 
dict in  187G.  That  has  been  followed  by  Andrews  v.  Wright,  before 
Judges  Dillon  and  Kelson  (13  O.  G.,  969) ;  Mine  v.  Wahl,  before  Ju<^ge 
Gresham ;  Andrews  v.  Cross,  before  Mr.  Justice  Blatchford,  then  circuit 
judge  (19  Blatch.,  294) ;  Green  v,  French,  before  Judge  Nixon  (11  Fed. 
Sep.,  591) ;  Andrews  v.  Creegan,  before  Judge  Wheeler  (19  Blatch.,  113) j 
Andrews  v.  Long,  before  Judge  McCrary  (2  McCrary,  577);  the  present 
case,  before  Judge  Shipman  (15  Fed.  Bep.,  109),  and  Andrews  v.  Cone 
and  Andrews  v.  Hovey,  heard  before  Judges  Love,  Shiras,  and  Nelson 
(5  McCrary,  181).  The  case  of  Hine  v.  Wahl  was  argued  in  this  court 
on  appeal,  at  October  term,  1882,  the  decree  below  being  affirmed  by  a 
divided  court.  The  patent  has  been  sustained  against  all  defenses  made 
in  the  cases  just  mentioned  except  those  of  Andrews  v.  Cane  and  An- 
drews v.  Hovey  (5  McCrary,  181),  which  are  now  pending  on  appeal  in 
this  court. 

The  extent  of  this  litigation  attests  at  least  the  utility  of  the  process 
supposed  to  be  described  in  the  patent,  as  it  shows  and  measures  the 
extent  of  the  public  demand  lor  its  use.  This  is  further  shown  by  the 
statement  of  one  of  the  complainants  in  the  present  cause  when  exam- 
ined as  a  witness,  who  says  that  large  numbers  of  wells  constructed  ac- 
cording to  the  process  described  in  the  patent  are  in  use  in  the  New 
England  States,  New  York,  Pennsylvania,  and  most  of  the  Western 
States,  as  well  as  in  New  Jersey,  and  probably  in  every  State  in  the 
Union,  and  that  from  estimates  made  by  agents,  well-drivers,  and  others 
having  an  opportunity  of  knowledge  in  the  matter,  it  is  believed  that 
the  number  of  driven  wells  throughout  the  United  States  is  somewhere 
between  Ave  hundred  thousand  and  a  million. 

The  wells  in  general  use  prior  to  the  date  of  this  patent  were  of  two 
kinds :  First,  the  open,  common,  dug  well,  usually  walled,  or  boarded, 
or  otherwise  lined,  from  which  the  water  which  collected  in  the  well  was 
usually  lifted  by  means  of  a  bucket  and  windlass,  or  by  a  pump ;  and 
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second,  Artesian  wells,  bored  frequently  to  a  great  depth  by  means  of 
drills,  chisels,  augers,  and  other  such  tools,  whereby  the  opening  was 
made  into  the  earth  to  the  water-supply.  In  both  kinds  the  process 
used  was  to  make  an  excavation,  removing  the  material  through  the 
opening.  It  was  nsual  in  making  Artesian  bored  wells  to  drive  down  a 
wooden  or  iron  pipe  open  at  both  ends,  having  a  sharp  edge  around  the 
circumference  of  its  lower  extremity,  the  earth  being  taken  out  from 
within  it.  as  the  driving  proceeds,  and  after  it  reaches  the  rock,  chisels, 
drills,  and  other  tools  arc  used  to  disintegrate  the  rock,  which  is  taken 
to  the  surface  through  the  tube  so  driven.  In  the  latter  case  the  tube 
is  inserted  into  the  hole  bored  for  the  purpose  of  preventing  the  cav- 
ing in  of  the  sides  of  the  opening.  Through  that  tube  the  water  is 
drawn,  if  necessary,  by  a  pump,  or  otherwise  flows  in  consequence  of 
pressure  from  the  head.  The  manner  in  which  the  water  is  obtained 
and  supplied  by  means  of  these  two  descriptions  of  wells  is  thus  stated, 
as  we  suppose  correctly,  by  an  expert  witness  in  this  case.  He  says : 

Water  is  •applied  to  open  dag  wells  only  by  the  force  of  gravity,  and  when  the 
water  is  pumped  from  them  by  the  ordinary  suction-pump  the  pressure  of  the  atmos- 
phere is  the  same  on  the  surface  of  the  water  in  the  well  as  it  is  upon  the  water  in  the 
earth  surrounding  it,  and  the  result  isihat  the  water  in  the  well  itself,  being  in  free 
space,  is  more  readily  forced  by  the  pressure  of  the  atmosphere  into  the  suction  pipe 
of  the  pump  than  the  surrounding  water,  whioh  is  retarded  by  friction  through  the 
tsarth,.and  in  consequence  the  continued  operation  of  the  pump  soon  exhausts  the 
water  in  the  well,  whioh  supply  can  pnly  be  replenished  by  the  action  of  gravity,  the 
pressure  of  the  atmosphere  to  retard  its  flow  into  the  well  being  equal  to  and  coun- 
terbalancing the  pressure  exerted  by  the  atmosphere  upon  the  surface  of  the  water 
la  the  earth,  and  the  operation  of  the  pump  has  no  effect  upon  the  water  in  the  sur- 
rounding earth  to  force  it  into  the  well ;  hence  the  supply  to  the  open  dug  well  is  due 
to  and  produced  only  by  the  action  of  gravity.  In  the  Artesian  weU  the  same  prin- 
ciples govern  in  regard  to  the  means  of  supply  whan  they  are  not  flowing  wells ;  but 
la  consequence  of  such  wells  being  usually  inserted  down  into  rook  or  like  sub- 
stance until  they  meet  with  open  fissures  in  the  rock,  through  whioh  water  flows 
note  freely  and  readily  than  it  does  through  ordinary  compacted  earth,  sand,  etc., 
which  form  the  water-bearing  strata  above  the  rock,  a  much  larger  quantity  of  water 
is  obtained  therefrom  in  proportion  to  their  diameter  than  is  usually  obtained  from 
the  dug  well,  unless,  as  in  some  eases,  the  dug  wells  are  carried  down  into  a  rook 
stratum  and  strike  a  similar  seam  in  the  rock.  When  Artesian  wells  are  flowing  wells, 
the  generaUy-received  opinion  is  that  their  supply  of  water  comes  from  a  water-bear- 
imp  stratum  lying  beneath  a  stratum  practically  impervious  to  water,  but  whioh  lower 
stratum  extends  beyond  and  crops  out  at  the  surface  of  the  earth  at  a  greater  or  less 
distance  from  the  well  itself  (often  many  miles  away)  and  at  a  copsiderably  higher 
elevation  than  the  surface  of  the  earth  at  the  well. 

The  same  witness  describes  the  invention  which  he  supposes  to  be 
embodied  in  the  driven  well  and  covered  by  the  patent  in  suit,  as  fol- 
lows: 

I  understand  the  invention  to  be  founded  upon  the  discovery  by  Colonel  Green  that 
if  a  pipe  which  is  air-tight  throughout  its  length,  except  at  its  upper  end  and  at  or 
near  its  lower  end,  where  are  openings  for  the  admission  of  water,  be  inserted  into 
the  earth,  down  and  into  a  water-bearing  stratum,  the  pipe  within  the  water-bearing 
stratum  being  surrounded  and  in  close  contact  with  the  earth,  and  having  a  pump  of 
any  ordinary  construction  attached  by  an  air-tight  connection  to  its  upper  end,  thus 
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forming  a  well  air-tight  from  its  upper  end,  into  and  below  the  surface  of  the  water 
in  the  earth,  that  upon  operating  the  pump  so  attached  and  removing  the  pressure  of 
the  atmosphere  from  the  well  the  pressure  of  the  atmosphere  through  the  earth  upon 
the  surface  of  the  water  within  the  earth  would  force  the  water  into  the  body  of  the 
well  with  a  velocity  due  to  the  pressure  of  the  atmosphere,  and  that  the  supply  of  the 
water  to  the  well  directly  from  the  earth  surrounding  it  would'  be  continuous  and 
lasting,  so  long  as  water  was  contained  in  the  stratum  of  earth  with  which  the  lower 
end  of  the.pipe  was  in  communication,  and  that  the  water  contained'  in  that  stratum 
could  be  made  directly  tributary  to  the  well  without  regard  to  the  distance  to  which 
said  water-bearing  stratum  might  extend.  In  other  words,  that,  unlike  the  previ- 
ously-known open  wells,  either  dug  or  bored,  into  which  the  water  from  the  surround- 
ing earth  was  forced  by  the  action  of  gravity  alone,  he  could  oontrol  the  delivery  of 
water  to  a  well  by  this  pressure  of  the  atmosphere,  which  he  discovered  acted  as 
effectually  through  the  earth  to  force  water  from  the  earth  into  a  well  from  which  the 
pressure  of  the  atmosphere  had  been  removed  as  if  no  earth  existed  above  the  surface 
of  the  water.  To  utilise  this  discovery,  he  proposed  a  method  of  making  a  well  by 
simply  driving  a  tube  down  through  the  earth  into  a  water-bearing  stratum,  by 
which  means  he  secured  a  close  contact  of  the  lower  end  of  his  tube  with  the  earth 
of  the  water-bearing  stratum. 

The  differences  between  the  wells  previously  in  common  use  and  the 
driven  wells  are  stated  by  the  same  witness,  as  follows : 

The  distinguishing  characteristics  of  a  driven  well  as  it  differs  from  the  dug  well  is 
that  when  the  pressure  is  relieved  from  the.  interior  of  the  tube,  which  itself  forma 
the  body  of  the  well,  not  only  does  the  force  of  gravity  act  to  supply  it  with  water 
directly  from  the  earth!  but  there  being  no  intervening  body  of  water  between  the 
wall  of  the  well  itself  and  the  earth  surrounding  it  upon  which  the  atmosphere  can 
act  directly  and  with  greater  effect  to  force  it  into  the  well  (as  it  can  and  does  in 
the  open/well),  the  water  is  supplied  directly  to  it  from  the  earth  surrounding  it  in 
a  direct  inverse  ratio  to  its  distance  from  the  well,  and  the  friction  of  the  water 
through  the  earth  being  directly  as  the  square  of  its  velocity,  as  the  distance  from 
the  well  increases  the  water  moves  very  much  slower  than  it  does  immediately  next 
to  the  well  itself;  but  the  area  of  the  source  of  supply  being  increased  exactly  in  the 
ratio  of  the  square  of  its  distance  from  the  well,  and  the  friction  being  increased  ex- 
actly as  the  sqoare  of  the  velocity  (in  any  given  stratum),  the  one  exactly  counter- 
balancing the  other,' it  follows  that,  from  natural  laws,  the  surface  of  the  water  in 
the  earth  surrounding  the  well  is  and  must  be  maintained  practically  at  a  given 
level ;  whereas  in  the  open  well,  supplied  by  gravity  only,  the  water  in  the  earth 
inclines  from  the  natural  surface  of  the  stratum  in  the  earth  to  the  bottom  of  the 
well,  the  angle  of  that  decline  decreasing  as  the  supply  is  taken  from  the  well,  and 
unless  pumping  is  stopped  and  time  allowed  for  a  resupply,  the  lowering  of  the 
water  in  the  earth  extends  to  a  continually-increasing  distance,  and  a  longer  time  is 
required  to  obtain  the  original  quantity  in  the  well,  while  the  supply  to  the  driven 
well  is  continuous  and  steady  and  practically  inexhaustible,  the  supply  in  a  given 
time  being  proportioned  in  any  given  soil  to  the  sise  of  the  pipe  forming  the  well, 
having  openings  proportionate  to  its  size,  different  wells  varying  in  the  supply  ac- 
cording to  the  nature  of  the  soil  in  which  they  are  inserted,  but  remaining  virtually 
constant  at  all  times  in  the  same  soil.  It  is  not  claimed,  nor  is  it  a  faot,  that  water 
can  be  pumped  from  a  driven  well  in  any  given  stratum  with  greater  ease  than  from 
an  open  well  sunk  into  the  same  stratum ;  but  the  great  advantages  are  that  a  much 
larger  and  more  extended  supply  of  water  is  controlled,  and  in  consequence  of  the 
passage  of  the  water  through  the  earth  under  the  pressure  of  the  atmosphere  a  con- 
stant filtration  is  secured,  thus  securing  both  a  greater  supply  and  better  water. 
And  where  large  and  continuous  supplies  are  obtained  by  unin  permitted  pumping  for 
days  and  weeks  at  a  time,  experience  has  shown  that  the  quantity  of  water  has 
gradually  but  preceptible  improved,  as  in  the  case  of  the  wells  at  BellviUe,  hereto  - 
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tee  mentioned,  where  an  Amount  of  water  it  emptied  Largely  exceeding  the  rain-tall 
npon  the  entire  territory  not  ehnt  ont  from  the  Talley  by  onteropping  rooks  npon 
three  tides  and  open  to  salt  water  npon  the  fourth,  and  no  practical  diminution  of 
the  height  of  the  water  is  observed.  One  peculiar  eharaeteristio  of  a  driven  well,  as 
distinguished  from  the  bored  Artesian  well,  is  that  the  driven  well  is  for  use  in  soil 
where  no  rock  is  to  be  penetrated,  and  where  the  pressure  of  the  atmosphere  is  free 
to  act  upon  the  surface  of  the  water  in  the  earth  surrounding  it ;  while  the  Artesian 
well  is  usually,  if  not  always,  bored  into  a  rock  stratum,  and  is  supplied  with  water. 
through  fissures  in  the  rook,  instead  of  through  the  earth  itself  surrounding  the  en- 
trance or  opening  to  the  well. 

.  In  describing  the  mode  of  constructing  a  driven  well  trader  the  patent, 
the  same  witness  states  that 'the  pipes  in  general  use,  which  are  driven 
into  the  ground,  have  openings  for  the  admission  of  water  into  them 
near  the  lower  end,  usually  extending  up  around  the  sides  of  the  pipe 
from  fifteen  inches  sometimes  up  to  several  feet.  These  holes  are  about 
three-eighths  of  an  inch  square,  over  which  upon  raised  rings  is  placed 
a  screen  of  perforated  brass  having  openings  of  a  size  giving  from  one 
hundred  and  fifty  to  three  hundred  to  the  square  inch.  When  the  pump 
is  first  applied  to  such  a  pipe,  a  small  amount  of  mud  or  sand  is  at  first 
usually  brought  up,  coming  from  a  greater  or  less  distance  from  the 
outside  of  the  tube,  but  not  leaving  an  open  space  around  the  perfora- 
tions, as  these  are  not  large  enough  to  admit  of  but  the  smaller  particles 
near  the  tube.  It  leaves  interstices  between  the  coarser  particles  in  it, 
and  through  which  the  water  flows,  and  which  are  constantly  filled  with 
water.  The  swell  on  the  point  of  a  driven- well  tube  (shown  in  the  draw* 
ings  and  marked  a)  is  made  larger  in  diameter  than  the  tube  itself,  or 
the  coupling  to  the  tube,  for  the  reason,  as  stated,  that  there  is  a  certain 
elasticity  in  the  soil,  which,  after  driving  a  certain-sized  instrument  into 
it,  causes  the  hole  to  contract  after  the  point  passes,  and  it  was  thus 
foaod  necessary  to  make  the  point  somewhat  larger  than  even  the  coup- 
lings  of  the  pipe,  for  the  purpose  of  partially  relieving  the  pipe  and 
couplings  from  the  great  friction  resulting  from  their  passage  through 
the  bole  thus  contracted.  After  reaching  a  water-bearing  stratum  of 
the  earth  the  earth  at  once  settles  around  the  point  and  tube,  even  more 
rapidly  and  effectually  than  it  does  above  the  water  stratum,  and  the 
hole  made  by  driving  an  instrument  into  a  waterbearing  stratum  and 
withdrawing  it  will  remain  intact  but  a  very  short  time,  unless  that 
stratum  is  composed  of  gravel  and  similar  substances,  thus  leaving  the 
entrance  to  the  pipe  in  close  contact  with  the  earth  and  effectually  pro- 
tecting the  entrance  from  the  admission  of  air  or  free  water  standing 
between  the  pipe  and  the  earth  surrounding  it.  The  effect,  therefore, 
of  this  feature  of  the  tube  is  more  effectually  to  make  air-tight  the  point 
or  lower  part  of  the  tube. 

The  scientific  theory  stated  by  the.  expert  witness  on  behalf  the  com* 

plainantsas  an  explanation  of  the  principle  according  to  which  the 

patented  process  operates  in  famishing  a  supply  of  water  by  means  of 

a  driven  well  is  not  contradicted  or  qualified  by  any  opposing  testimony, 

22836  PAT 25  by'^ 
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and,  so  far  as  we  can  know,  is  not  inconsistent  with  accepted  scientific 
knowledge.  The  general  introduction  and  nse  of  driven  wells  since  the 
date  of  the  patent,  both  iu  this  conn  try  and  abroad,  strongly  corroborates 
the  supposition  that  their  construction  and  operation  is  based  upon  the 
application  of  some  natural  force  not  previously  known  or  used.  It 
appears  from  the  evidence  in  this  case  that  the  process  of  making 
driven  wells  was  subjected  to  experimental  tests  l>y  the  best  authorities 
in  England,  and  found  so  successful  that  it  was  used  to  great  advan- 
tage in  the  supply  of  water  to  British  troops  in  the  Abyssinian  expedi- 
tion under  General  Napier  in  1867.  In  view  of  these  premises  Judge 
Benedict,  in  Andrews  v.  Carman  (13  Blatck.,  307),  construed  the  patent 
in  suit  according  to  the  following  extracts  from  his  opinion  in  that  case : 
The  difference  between  the  new  process  under  consideration  and  the  old  is  that  the 
pressure  of  the  atmosphere  which  in  the  ordinary  well  operates  at  the  sides  and  bot- 
tom of  the  well-pit  to  maintain  an  equally-distributed  atmospheric  pressure  upon  the 
water,  whereby  the  flow  of  water  into  the  well  is  made  dependent  upon  the  foroe  of 
gravity,  in  the  new  process  is  removed  from  within  the  well-pit,  and  ceases  there  to 
operate  against  the  inward  flow  of  water,  so  that  the  pressure  of  the  atmosphere  operates 
with  its  fall  power  to  force  the  water  in  the  earth  from  the  earth  into  the  well- pit,  and 
without  any  opposition  caused  by  meeting  in  its  flow  the  pressure  of  the  atmosphere 
at  the  sides  or  bottom  of  the  pit.  This  process  involves  a  new  idea,  which  was  put 
to  practical  use  when  the  method  was  devised,  of  fitting  tightly  in  the  earth  by  the 
act  of  driving  without  removing  the  earth  upward  a  tnbe  open  at  both  ends,  but 
otherwise  air-tight,  and  extending  down  to  a  water-bearing  stratum,  to  whioh  is 
attached  a  pump,  a  vacuum  in  the  well-pit,  and  at  the  same  time  in  the  water-bear 
ing  stratum  of  the  earth,  being  necessarily  created  by  the  operation  of  a  pump 

attached  to  a  pipe  so  driven.  l 

•  •••••• 

The  novelty  of  the  process  under  consideration  does  not  lie  in  a  mechanical  device 
for  sinking  the  shaft  or  raising  the  water  to  the  surface,  but  in  the  method  whereby 
water,  by  the  use  of  artificial  power,  is  made  to  move  with  increased  rapidity  from 
the  earth  into  the  shaft,  whence  it  results  that  a  tube  but  a  few  inches  in  diameter 
driven  down  tightly  to  a  water-bearing  stratum  of  the  earth  affords  an  abundant 
supply  of  water  to  a  pump  attached  thereto,  and  constitutes  a  practical  and  product- 
ive well.  Such  an  invention  is  without  the  field  of  mechanical  contrivance.  It  con- 
sists in  the  new  application  of  a  power  of  nature,  by  which  new  application  a  new 
and  useful  result  is  obtained.  There  is  no  new  product,  but  an  old  product— water- 
is  obtained  from  the  earth  in  a  new  and  advantageous  manner. 

•  •»»»*• 

In  the  specification  we  find  stated  more  dearly  the  distinguishing  feature  of  the 
process,  wherein  it  differs  from  any  process  before  adopted  for  procuring  a  supply  of 
water  from  the  earth,  for  the  specification  says  that  an  instrument  is  to  be  driven 
into  the  ground  until  it  reaches  water,  having  the  earth  tightly  packed  around  it. 
It  is  by  means  of  this  packing  of  the  earth  tightly  aronnd  the  tube  that  the  foroe  de- 
veloped by  the  creating  of  the  vacuum  in  the  well-pit  is  brought  to  bear  directly  upon 
the  water  lying  in  the  water-bearing  stratum  to  force  it  into  the  well-pit,  and  this 
driven  tube  forms  the  well -pit  of  the  new  invention,  for,  as  stated,  it  is  to  be  a  tube 
made  air-tight  throughout  its  length,  except  at  its  lower  end,  where  are  to  be  per- 
forations for  the  admission  of  water,  and  through  and  from  which  the  water  may  bo 
drawn  by  a  pump.  The  specification  also  mentions  the  vacuum,  and  points  out  where 
it  is  to  be  created,  for  a  vacuum  must  of  necessity  be  formed  in  the  well-pit  and  in 
the  water-bearing  stratum  by  operating  a  pump  attached  to  such  tube  so  driven  into 

•  •  •  •  •  igitizad  by  VjOO< 
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I  therefore  understand  this  patent  to  be  a  patent  for  a  process,  and  that  the  ele- 
ment of  novelty  in  this  process  consists  in  the  driving  of  a  tube  tightly  into  the  earth, 
without  removing  the  earth  upward,  to  serve  as  a  well  pit,  and  attaching  thereto  a 
pump,  which  process  puts  to  practical  use  the  new  principle  of  forcing  the  water  in 
the  water-bearing  strata  of  the  earth  from  the  earth  into  a  well-pit  by  the  use  of  arti- 
ficial power  applied  to  create  a  vacuum  in  Xhe  manner  described. 

Assuming  this  construction  of  the  patent  to  be  correct,  it  is,  however, 
now  contended  on  behalf  of  the  appellant  that  the  reissue  is  void  be- 
cause the  invention  described  in  it  is  not  contained  in  the  original 
patent. 

It  is  to  be  observed  that  the  scientific  theory  and  principle,  the  appli- 
cation of  which  is  supposed  to  constitute  the  invention  of  Colonel  Green, 
are  not  set  forth  either  in  the  original  or  reissued  patents.  This .  fea- 
ture was  commented  upon  by  Mr.  Justice  JBlatchford,  in  Andrews  v. 
Cross  (19  Blateh.,  294,  305),  as  follows : 

It  may  be  that  the  Inventor  did  not  know  what  the  scientific  principle  was,  or  that, 
knowing  it,  he  omitted,  from  accident  or  design,  to  set  it  forth.  That  does  not  vitiate 
the  patent.  He  sets  forth  the  process  or  mode  of  6peration  which  ends  in  the  result 
and  the  means  for  working  out  the  process  or  mode  of  operation.  The  principle  re- 
ferred to  is  only  the  why  and  the  wherefore.  That,  is  not  required  to  be  set  forth. 
Under  section  *J6  of  the  act  of  July  8, 1870  (16  U.  S.  Stats,  at  Large,  201),  under  whioh 
this  reissue  was  granted,  the  specification  contains  a  description  of  the  invention  and 
of  " the  manner  and  process  of  making, constructing,  compounding,  and  using  it"  in 
such  terms  as  to  enable  any  person  skilled  in  the  art  to  which  it  appertains -to  make, 
construct,  compound,  and  use  it ;  and,  even  regarding  the  case  as  one  of  a  machine, 
the  specification  explains  the  principle  of  the  machine  within  the  meaning  of  that 
section,  although  the  scientific  or  physical  principle  on  which  the  process  acts  when 
the  pump  is  used  with  the  air-tight  tnbe  is  not  explained.  An  inventor  may  be  ig- 
norant of  the  scientific  principle,  or  he  may  think  he  knows  it,  and  yet  be  uncertain, 
or  he  may  be  confident  as  to  what  it  is,  and  others  may  think  differently.  All  this 
is  immaterial  if  by  the  specification  the  thing  to  be  done  is  so  set  forth  that  it  can  be 
reproduced. 

The  particulars  relied  on  to  establish  the  proposition  that  the  reis- 
sued patent  describes  a  different  invention  from  that  contained  in  the 
original  are  as  follows :  First,  it  is  said  that  it  is  essential  to  the  success 
of  the  process  that  the  end  of  the  tube  should  form  an  air-tight  con- 
nection with  the  surrounding  earth ;  that  the  tube  itself  should  be  air- 
tight and  attached  to  a  pump  with  an  air-tight  connection,  whioh  ele- 
ments are  set  out  in  the  reissued  patent  and  are  not  contained  in  the 
original.  Upon  this  point,  speaking  of  the  original  patent,  Judge 
Shiras,  in  the  Circuit  Court  for  the  Southern  District  of  Iowa,  in  An- 
drews v.  Hovey  (5  McCrary,  195),  said : 

He  describes  a  driving-rod  having  a  swell  thereon,  whioh  is  to  be  driven  into  the 
ground  and  then  withdrawn,  and  a  tube  of  a  diameter  somewhat  smaller  than  the 
diameter  of  the  swell  of  the  drill-rod  is  to  be  inserted  in  the  hole  thus  made.  In  no 
part  of  the  description  is  it  said,  either  expressly  or  by  fair  implication,  that  the 
tube,  when  inserted,  must  fit  so  closely  into  the  opening  made  by  the  rod  that  no  air 
can  pass  down  on  the  outside  of  the  tube  to  the  water,  nor  is  it  stated  that  the  pump 
must  be  attached  by  an  air-tight  connection  to  the  top  of  the  tube.  A  person  can 
follow  with  exactness  all  the  instructions  thereiu  given,  and  yet  it  would  not  i 
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saxily  follow  that  be  had  excluded  the  air  from  the  lining  of  the  well,  or  from  the 
water-bearing  strain  m  at  the  place  where  the  tube  penetrated  the  same.  In  other 
words,  the  description  of  the  means  to  be  employed,  as  set  forth  in  these  specifica- 
tions, does  not  show  that  one  of  the  results  arrived  at  is  to  render  the  lining  of  the 
well  air-tight  and  to  have  attached  thereto  a  pnmp  by  an  air-tight  connection.  The 
description  of  the  means  to  be  employed  can  be  carried  oat  in  practice  without  mak- 
ing an  air-tight  lining  or  tube,  and  hence  without  forming  a  vacuum  around  the 
bottom  of  the  tube  or  in  it.  This  being  true,  it  follows  that  itian  not,  from  the  de- 
scription of  the  means  employed,  be  inferred  that  Colonel  Green  then  intended  to 
olaim  as  part  of  his  discovery  or  invention  the  application  of  the  principle  that  by 
creating  a  vacuum  in  and  about  the  tube,  the  same  having  been  made  air-tight,  the 
flow  of  water  would  be  largely  increased.  He  did  not  olaim  it  in  express  words,  and 
the  description  of  his  invention  and  the  means  to  be  used  in  carrying  the  same  into 
practical  use  fail  to  show  that  such  was  the  main  or  even  a  necessary  part  of  his  in* 
vention. 

To  this  view  there  are  two  sufficient  answers. 
First  We  think  it  is  a  reasonable  inference,  from  the  language  em- 
ployed in  the  specification  of  the  original  patent,  that  the  tube  in  the 
act  of  being  driven  into  the  earth  to  and  into  a  water-bearing  stratum 
would  form  an  air-tight  connection  with  the  surrounding  earth,  and 
that  the  pump  should  be  attached  by  an  air-tight  connection.    This  in- 
ference reasonably  follows  from  the  fact  shown  in  the  evidence  that  the 
mere  act  of  driving  the  tube,  as  distinguished  from  boring,  usually  re- 
sults in  making  an  air-tight  connection  with  the  surrounding  earth* 
The  necessary  effect  of  driving  the  tube  is  to  displaoe  the  earth  later- 
ally by  compressing  it,  and  the  elasticity  of  the  earth  is  such  as  to 
cause  it  to  cling  and  contract  around  the  tube  so  as  to  exclude  the  air,, 
so  that  any  one  following  the  directions  in  the  specification  of  the  orig- 
inal patent  would,  in  fact,  usually  so  drive  the  tube  as  to  make  the 
necessary  air-tight  connection,  whether  he  consciously  intended  to  do 
so  or  not.    As  the  object  of  applying  a  pump  to  the  upper  orifice  of 
the  tube  was  to  draw  the  water  flowing  into  its  lower  end,  it  would 
equally  follow,  as  a  matter  of  common  knowledge,  both  that  the  tube 
itself  should  be  air-tight  and  that  it  should  b&  attached  to  the  pump 
with  an  air-tight  connection,  because  a  vacuum  in  the  tube  is  neoessary 
to  raise  the  water  in  all  oases  where  it  does  not  flow  out  in  consequenoe 
of  the  superior  height  of  its  source  and  the  consequent  pressure  of 
the  head. 

The  precise  objection  to  the  reissued  specification  is  that  it  states 
that  the  tube  which  is  to  replace  the  driven  rod  is  "  made  air-tight 
throughout  its  length,"  and  also  that  in  cases  where  the  aid  of  a  pump 
to  draw  the  water  from  the  well  may  be  necessary  the  patentee  at- 
taches "  to  the  tube  by  an  air-tight  connection  any  known  form  of 
pump,  and  that  the  original  specification  does  not  state  that  the  tube 
is  made  air-tight  throughout  its  length,  nor  that  the  pump  is  to  be  at- 
tached to  the  tube  by  an  air-tight  connection,  but  only  states  that  "  any 
suitable  well-known  pump  may  be  applied  to  raise  the  water  up  through 
the  tube  to  the  surface  or  above  it."    It  appears,  however,  in  evidence 
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that  the  patentee,  when  applying  for  his  reissue,  with  the  text  of  the 
specification  reading  as  it  does  new,  applied  to  have  granted  to  him  a 
second  claim  in  these  words: 

I  also  claim,  In  combination  with  a  tube-driven  well,  an  attachment  of  a  pnmp  to 
the  tube  by  an  air-tight  connection,  substantially  at  herein  eet  forth ; 

that  the  Patent  Office  rejected  this  second  claim,  assigning  its  reasons 
in  these  words : 

The  second  clause  la  for  a  pomp  attached  to  a  tube  by  an  air-tight  connection. 
This  is  indispensable  to  the  operation  of  a  pnmp,  and  a  universal  right.  Whenever 
a  supply  of  water  is  found  a  pump  may  be  applied  without  new  invention ; 

that  in  a  subsequent  communication  by  the  Patent  Office  to  the  paten- 
tee the  Office,  in  speaking  of  this  proposed  second  claim,  said : 

This  devioe  is  of  universal  use  in  Artesian  well  tubes  and  other  connections,  and  is 
a  necessity  in  the  relation  of  pumps  to  weU  tubes, 

and  that  the  patentee  afterward  withdrew  the  proposed  second  claim. 

As  the  air-tight  connection  was  indispensable  to  the'  operation  of  a 
pomp,  it  was  implied  of  necessity  in  the  original  specification  as  much 
so  as  if  it  had  been  expressed,  and  there  was  no  enlargement  of  the  in- 
vention in  stating  the  fact  in  the  reissued  specification. 

In  view  of  all  this,  it  is  also  fairly  to  be  implied,  from  the  entire  Ian* 
guage  of  the  original  specification,  that  the  tube  was  intended  to  be  air* 
tight  throughout  its  length.  As  that  specification  states  that  the  water 
is  to  be  raised  up  through  the  tube  to  the  surface  by  the  pump,  and  as 
an  air-tight  conuection  at  the  junction  of  the  pump  with  the  tube  was 
"  indispensable  to  the  operation  of  the  pump,"  so  it  was  equally  a  neces- 
sity to  the  perfect  operation  of  the  apparatus  that  the  tube  should  be 
air-tight  throughout  its  length,  these  facts  being  both  of  them  common 
knowledge  in  the  art 

Second.  But  even  if  this  were  not  so,  the  case  would  be  simply  that 
of  a  specification  defective  for  not  containing  a  full  and  perfect  descrip- 
tion of  the  process  intended  to  be  patented.  It  presents  the  very  case 
of  the  right  secured  to  a  patentee  by  section  53  of  the  act  of  July  8, 
1870,  which  provides  that — 

Whenever  any  patent  is  inoperative  or  invalid,  by  reason  of  a  defective  or  insuf- 
ficient specification,  *  *  *  if  the  error  has  arisen  by  inadvertence,  accident,  or 
mistake,  and  without  any  fraudulent  or  deceptive  intention,  the  Commissioner  shall, 
on  the  surrender  of  such  patent  and  the  payment  of  the  duty  required  by  law,  cause 
a  new  patent  for  the  same  invention,  and  in  accordance  with  the  corrected  specifica- 
tion, to  be  issued  to  the  patentee,  etc. 

If  the  amended  specification  does  not  enlarge  the  scope  of  the  patent 
by  extending  the  claim  so  as  to  cover  more  than  was  embraced  in  the 
original,  and  thus  cause  the  patent  to  include  an  invention  not  within 
the  original,  the  rights  of  the  public  are  not  thereby  narrowed,  and  the 
case  is  within  the  remedy  intended  by  the  statute.  Those  cases  in 
which  this  court  has  held  reissues  to  be  invalid  were  of  a  different  char- 
acter, and  were  cases  where,  by  the  reissued  patent,  the  scope  of  the 
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original  was  so  enlarged  as  to  cover  and  claim  as  a  new  invention  that 
which  was  either  not  in  the  original  specification  as  a  part  of  the  in* 
vention  described,  or,  if  described,  was,  by  not  being  claimed,  virtually 
abandoned  and  dedicated  to  pnblic  use. . 

Such  is  not  the  present  case.  Here  the  amended  specification  does 
not  enlarge  the  scope  of  the  original  invention  as  described  in  the  orig- 
inal specification.  It  .simply  in  this  respect  supplies  a  deficiency  by 
describing  with  more  particularity  and  exactness  the  means  to  be  em* 
ployed  to  produce  the  desired  result.  It  is  thus  said  in  the  specification 
of  the  reissued  patent  that  "this  invention  consists  in  producing  the 
well  by  driving  or  forcing  down  an  instrument  into  the  ground  until  it 
reaches  the  water,  the  hole  or  opening  being  thus  made  by  a  mere 
displacement  of  the  earth  which  is  packed  around  the  instrument,  and 
not  removed  upward  from  the  hole,  as  it  is  in  boring;"  and  "I  prefer 
to  employ  a  pointed  rod,  which,  after  having  been  driven  or  forced 
down  until  it  reaches  the  water,  I  withdraw  and  replace  by  a  tube  made 
airtight  throughout  its  length,  except  at  or  near  its  lower  end,  where  I 
make  openings  or  perforations  for  the  admission  of  water,  and  through 
and  from  which  the  water  may  be  drawn  by  auy  well  known  or  suita- 
ble form  of  pump;"  and  Hn  certain  soils  the  use  of  a  rod  preparatory 
to  the  insertion  of  a  tube  is  unnecessary,  as  the  tube  itself  through 
which  the  water  is  to  be  drawn  may  be  the  instrument  which  produce* 
the  well  by  the  act  of  driving  it  into  the  ground  to  the  requisite  depth  ;n 
and  "in  some  cases  the  water  will  flow  out  from  the  top  of  the  tube 
without  the  aid  of  a  pump.  In  other  cases  the  aid  of  a  pump  to  draw 
the  water  from  the  well  may  be  necessary.  In  the  latter  cases  I  attach 
to  the  tube  by  an  airtight  connection  any  known  form  of  pump." 

There  is  nothing  in  these  additions  and  amendments  which  either 
was  not  virtually  contained  by  reasonable  implication  in  the  original 
description,  or,  if  new,  amounted  to  more  than  specific  and  exact  direc- 
tions to  supplement  those  contained  in  the  original.  The  invention  is 
not  differently  described,  and  is  not  described  so  as  to  be  a  different  in- 
vention, nor  is  the  claim  enlarged. 

In  the  second  place,  however,  under  this  head,  a  material  alteration 
from  the  original  in  the  amended  specification  is  said  to  have  been  made 
in  the  following  respect:  The  original  specification  starts  out  with  a 
declaration  that  the  patentee  has  "  invented  a  new  and  useful  improve- 
ment in  the  manner  of  sinking  and  constructing  Artesian  or  driven 
wells  where  no  rock  is  to  be  penetrated  and  of  raising  water  therefrom," 
and  the  claim  is  stated  to  be  "  the  herein-described  process  of  sinking 
wells  where  no  rock  is  to  be  penetrated,"  etc  In  the  specification  of 
the  reissued  patent,  he  says :  "  Hy  invention  is  particularly  intended 
for  the  construction  of  Artesian  wells  in  places  where  no  rook  is  to  be 
penetrated,"  and  the  claim  is  for  "  the  process  of  constructing  wells  by- 
driving  or  forcing  an  instrument  into  the  ground  until  it  is  projected 
into  the  water  without  removing  the  earth  upward,  as  it  is  in  boring, 
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substantially  as  herein  described,"  from  which,  it  will  be  observed,  are 
omitted  the  words  "  where  no  rock  is  to  be  penetrated." 

It  is  therefore  contended  that  the  effect  of  this  amendment  to  the 
specification  and  claim  is  to  enlarge  the  scope  of  the  patent  so  as  to 
cover  by  the  reissued  patent  the  process  of  constructing  driven  wells, 
whether  rock  is  to  be  penetrated  or  not,  while  the  original  patent  was 
expressly  limited  to  cases  where  no  rock  was  to  be  penetrated.  We  do 
not,  however,  so  understand  either  the  reason  or  the  effect  of  these 
amendments.  It  is  perfectly  evident  from  the  nature  aud  description 
of  the  invention  that  a  driven  well  can  not  be  made  where  through  its 
whole  course  the  formation  is  rock,  or  where  the  supply  of  water  to  be 
utilized  is  found  in  the  fissure  of  a  rock  formatiou.  This  is  so  for  the 
reason  that  the  tube  can  not  be  driven  through  rock.  Bock  must  be 
bored  by  drills,  angers,  chisels,  and  other  similar  instruments  for  per- 
forating it  and  withdrawing  the  comminuted  particles.  So,  where  the 
supply  of  water  which  must  be  utilized  consists  of  a  flowing  stream  or 
a  pool  found  in  a  rock  formation  the  point  of  the  driven  rod  or  tube  can 
not  be  inserted  by  driving,  as  described  in  the  patent,  so  as  to  form  the 
air-tight  connection  necessary  to  the  successful  operation  of  the  princi- 
ple on  which  the  process  of  the  patent  depends.  Therefore,  it  follows 
from  the  amended  specification  and  the  claim  of  the  reissued  patent,  by 
the  necessity  of  the  case,  as  expressly  declared  in  the  original,  that  a 
driven  well  can  not  be  constructed  in  a  rock  formation. 

On  the  other  hand,  it  does  not  follow,  either  from  the  amended  or  the 
original  patent,  that  a  driven  well,  according  to  the  process  described, 
may  not  be  constructed  and  operated  noth withstanding  in  its  construc- 
tion some  rock  has  to  be  penetrated.  There  may  be  a  layer  of  rock  on 
the  surface.  When  this  is  removed  or  cut  through,  a  driven  well  may 
then  be  constructed  in  the  space  thus  uncovered  from  the  obstruction. 
Bo,  if  a  stratum  of  rock  is  met  in  the  course  of  driving  the  rod  or  tube, 
that  layer  may  be  penetrated,  not  by  driving  the  rod  or  tube  through  it, 
but  by  other  usual  means  of  boring  a  nd  drilling.  After  it  is  passed,  the 
rod  or  tube,  having  been  inserted  in  the  opening  made  through  the 
rock,  may  then  be  driven  in  the  usual  manner  through  the  remainder 
of  its  course  until  it  reaches  a  water-bearing  stratum  of  earth,  as  if  no 
rock  had  been  met  in  its  passage. 

The  object  and  purpose  of  the  amendments  to  the  specification 
obviously  were  to  meet  a  possible  construction  of  the  original,  whereby 
the  patentee  would  be  precluded  from  the  use  of  his  process  ^here  it 
was  evidently  intended  to  be  applied  simply  because  one  or  more  strata 
of  rock  had  to  be  penetrated  in  the  process  of  driving. 

Such,  in  our  opinion,  is  hot  the  meaning  of  the  original  patent.    Its 
true  meaning  is  that,  so  far  as  it  may  be  necessary  to  penetrate  a  rock 
in  the  course  of  constructing  a  well,  the  process  of  driving  can  not  be. 
used  to  overcome  the  obstacle  presented  by  the  rock,  but  that  other- 
wise the  tube  may  be  driven  until  it  reaches  the  proper  supply  of  water 
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and  then  operate  as  a  driven  well.  The  only  effect  of  the  amendments 
contained  in  the  new  specification  and  claim  is  to  make  that  intention 
clear.  So  far  as  in  the  course  of  constructing  a  well  rock  must  be  pen- 
etrated the  driven- well  process  can  not  be  used  in  the  perforation  of  the 
rock,  bat  in  every  other  part  of  its  course  it  may  be  applied.  Such,  in 
our  judgmenti  is  the  legal  effect  of  both  the  original  and  the  reissued 
patents. . 

In  our  opinion,  therefore,  the  grounds  on  which  it  is  sought  to  inval- 
idate the  reissued  patent  as  being  for  a  different  invention  from  that 
described  in  the  original  can  not  be  sustained. 

This  conclusion  is  not  in  conflict  with  anything  said  in  Ruudl  v. 
Dodge  (93  U.  S.,  460).  Mr.  Justice  Field,  in  delivering  the  opinion  of 
the  Court  in  that  case,  referring  to  the  provisions  of  the  statutes  in 
reference  to  reissues,  said: 

According  to  these  provisions  a  reissne  could  only  be  hsd  where  the  original  pat* 
ent  was  inoperative  or  invalid  by  reason  of  a  defective  or  insufficient  description  or 
specification,  or  where  the  claim  of  the  patentee  exceeded  his  right,  and  then  only  la 
ease  the  error  committed  had  arisen  from  the  causes  stated ;  and  as  a  reissne  oonld 
only  be  granted  for  the  same  invention  embraced  by  the  original  patent  die  specifi* 
cation  oonld  not  be  substantially  changed  either  by  the  addition  of  new  matter  or 
the  omission  of  important  particulars,  so  as  to  enlarge  the  scope  of  the  invention  aa 
originally  claimed.  A  defective  specification  oonld  be  rendered  more  definite  and 
certain  so  as  to  embrace  the  claim  made,  or  the  claim  oonld  be  so  modified  as  to  cor- 
respond with  the  specification  |  bat  except  under  special  circumstances,  such  aa 
occurred  in  the  case  of  Loekwood  v.  Jforey  (8  Wall.,  830),  where  the  inventor  waa 
induced  to  limit  his  claim  by  the  mistake  of  the  Commissioner  of  Patents,  this  waa 
the  extent  to  which  the  operation  of  the  original  patent  oonld  be  changed  by  the 
reissue.  The  object  of  the  law  was  to  enable  patentees  to  remedy  accidental  mis- 
takes, and  ihe  law  was  perverted  when  any  other  end  was  secured  by  the  reissue; 

And  this  is  in  harmony  with  all  that  has  since  been  said  by  this  Court 
on  the  subject  of  reissued  patents. 

It  is  further  contended  on  the  part  of  the  appellant  that  the  reissued 
patent  iu  suit  is  void  for  want  of  novelty. 

First.  Under  this  head  it  is  first  alleged  that  it  is  anticipated  by  a 
patent  granted  to  James  Buggett,  March  29, 1864.  In  the  specification 
of  the  original  patent  of  Green,  of  January  14, 1868,  he  says : 

I  am  aware  of  James  Suggett's  patent  of  March  89, 1864,  and  I  disclaim  all  secured 
to  him  therein; 

The  reissued  patent  omits  that  disclaimer.  After  the  application  for 
the  reissued  patent,  as  appears  by  the  contents  of  the  file-wrapper,  an 
interference  was  declared,  to  which  the  parties  were  Byron  Mudge  for 
a  reissue  of  his  patent  for  a  mode  of  constructing  wells,  and  the  above- 
named  patent  of  James  Buggett  for  putting  down  and  operating  bored 
wells,  and  the  application  of  Oolonel  Green.  The  matter  was  carried 
by  appeal  from  the  decision  of  the  Commissioner  of  Patents  to  the  Su- 
preme Court  of  the  District  of  Columbia.  The  judgment  of  that  court 
was  that  Buggett  was  entitled  to  priority  of  invention  in  regard  to  what 
was  claimed  by  him  in  his  patent,  and  that  Oolonel  Green  was  also  en. 
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titled  to  have  a  patent  issued  to  him  according  to  his  amended  specifi- 
cation. The  decision  of  the  judge  of  the  Supreme  Court  of  the  District 
of  Colombia  says: 

I  am  clearly  of  opinion  that  Green  first  put  Into  practice  the  conception  of  *"**'*■*§ 
a  driven  well,  and  is  entitled,  therefore,  to  his  patent  for  the  broad  claim  of  sinking 
wells  by  driving  down  the  pump  or  rod  without  removing  the  dirt  upward,  and  that 
Snggfttt  was  entitled  to  a  patent  for  the  perforated  pipe  and  point  for  sinking  yells, 
and  I  therefore  affirm  the  deoision  of  the  Commissioner. 

Suggett's  patent,  on  the  face  of  his  specification,  is  for  a  "  new  and 
improved  method  of  patting  down  and  operating  bored  wells,"  and  all 
that  his  claim  covers  is  the  apparatus  consisting  of  the  perforated  pipe 
with  a  pointed  end,  constructed  as  a  drill,  and  united  with  a  pump.  The 
subjects  of  the  two  patents  are  quite  different,  and  do  not  necessarily 
conflicti  even  on  the  supposition  that  Suggett's  patent  is  in  force,  al- 
though, as  testified  in  this  case,  it  has  been  judically  declared  to  be  in- 
valid  for  want  of  novelty. 

Second*  An  anticipation  of  fhe  driven-well  patent  is  also  alleged  by 
reason  of  an  English  patent  granted  to  John  Goode,  August  20, 1823. 
That  patent,  however,  like  that  of  Suggett's,  does  not  profess  to  be  a 
patent  for  a  process  of  raising  water  from  the  earth  by  means  of  wells 
of  any  particular  construction  or  mode  of  operation,  but  merely  for 
"  certain  tools  of  various  formation  fbr  the  purpose  of  boring  the  earth, 
and  certain  apparatus  for  the  purpose  of  raising  water,"  which  the 
patentee  says  "  constitute  my  certain  improvements,  as  aforesaid." 

Third.  It  is  further  contended  that  the  driven-well  patent  is  antici- 
pated by  having  been  previously  described  in  numerous  printed  publi- 
cations. Of  these  there  were  introduced  in  evidence  in  this  cause  by 
the  appellant  those  enumerated  in  the  following  list : 

1.  An  extract  from  vol.  4,  "  Repertory  of  Patent  Inventions,"  published  in  London 
in  1827,  by  T.  &  G.  Underwood,  page  113,  which,  however,  merely  oontains  a  detailed 
description  of  the  machinery,  tools,  and  apparatus  for  boring  the  earth,  desoribed  in 
John  GoodVs  patent  of  August  90, 1883. 

2.  Extract  from  "  Dictionary  of  Arts,  Manufactures,  and  Mines,"  by  Andrew  Ure, 
published  in  New  York,  in  1847,  by  D.  Appleton  &  Co.,  page  03,  under  the  head  of 
"Artesian  Wells." 

3.  Extract  from  page  388  of  "  MoKensie's  5,000  Beoeipts  in  all  the  Useful  and  Do- 
mestic Arts,"  first  published  in  1840. 

4.  Extract  from  "  Bees'  Cyolopsxiia,"  vol.  40,  published  at  Philadelphia,  by  Samuel 
F.  Bradford,  about  1819,  title  "  Wells  in  Bural  Economy." 

6.  Extract  from  "  Journal  of  the  Franklin  Institute,"  third  series,  published  at 
Philadelphia,  by  the  Franklin  Institute,  in  1844,  vol.  7,  page  188. 

6.  Extract  from  "  Brando's  Encyclopedia,  or  Dictionary  of  Science,  Literatures, 
and  Art,"  published  by  Harper  Bros.,  New  York,  in  1843,  vol.  3,  page  1333,  under 
article  "Well." 

7.  Extract  from  "  Bees'  Cyclopedia,"  vol.  33,  title  "  8pring-Draining  Pump." 

5.  Extract  from  "  London  Eaoyolopadia,"  published  by  Thomas  Tegg,  London, 
1889,  vol.  88,  page  593. 

9.  Extract  from."  Mechanics'  Magazine,"  published  by  Knight  &  Lacey,  London, 
1884,  vol.  9,  pages  15  and  16. 

10.  Extract  from  "  Harper's  New  Monthly  Megaslne,"  September,  1861,  page  640. 
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11.  Extract  from  "  De  PArt  da  Fontainier  Sondenr  et  des  PuiU  Artesiena,"  pub- 
lished at  Paris,  France,  in  1822,  page  09,  sec.  79. 

12.  Extract  from  "  Bulletin  du  Mnsee  de  l'Industrie,"  published  by  De  Mot  et  Cie., 
Bruxellesy  1846,  tome  10,  page  163. 

13.  Extract  from  "  Hericart  de  Thury,  Jaillissement  dee  Eaux,"  published  by  Bsohe- 
lier,  Paris,  France,  1829,  pages  274, 275. 

14.  Extract  from  "F.  Arago,  (Envres,"  tome  6,  by  Gide  et  J.  Bandy,  Paris;  and 
Leipzig,  by  J.  O.  Weigel,  1856,  page  457. 

15.  Extract  from  "  F.  Gamier,  Traite*  snr  les  PuiU  Artesiena,"  published  by  Baehe- 
lier,  Paris,  France,  1826,  page  207. 

16.  Extract  from4 'The  Encyclopaedia  of  Domestio  Economy," published  in  New 
York,  in  1849,  by  Harper  Bros.,  page  848. 

Tbe  rule  governing  defenses  alleging  the  invalidity  of  the  patent  by 
reason  of  prior  printed  publications  was  stated  by  Mr.  Justice  Clifford 
in  Seymour  v.  Osborne  (11  Wallace,  516,  555)  in  this  language : 

Patented  inventions  cannot  be  superseded  by  the  mere  introduction  of  a  foreign 
publication  of  the  kind,  though  of  prior  date,  unless  the  description  and  drawings 
contain  and  oxhtbit  a  substantial  representation  of  the  patented  improvement  in 
snob  full,  clear,  and  exact  terms  as  to  enable  any  person  skilled  in  the  art  or  science 
to  which  it  appertains  to  make,  construct,  and  practice  the  invention  to  the  same 
practical  extent  as  they  would  be  enabled  to  do  if  the  information  was  derived  from 
a  prior  patent.  Mere  vague  and  general  representations  will  not  support  such  a  de- 
fense, as  tbe  knowledge  supposed  to  be  derived  from  the  publication  must  be  suffi- 
cient to  enable  those  skilled  in  the  art  or  science  to  understand  the  nature  and  operation 
of  the  invention  and  to  carry  it  into  practical  use.  Whatever  may  be  the  particular 
circumstances  under  which  the  publication  takes  place,  the  account  published,  to  be 
of  any  effect  to  support  such  a  defense,  must  be  an  account  of  a  complete  and  opera* 
tive  invention,  capable  of  being  put  into  practical  operation. 

The  same  rule  was  repeated  by  Mr.  Justice  Strong  in  the  opinion  of 
the  Court  in  Oohn  v.  The  U.  8.  Comet  <7o.  (03  IT.  8.,  360,  370 }  11  O.  Gk, 
457)  as  follows : 

It  must  be  admitted  that  unless  the  earlier  printed  and  published  description  does 
exhibit  the  later  patented  invention  in  such  a  full  and  intelligible  manner  as  to  en- 
able persons  skilled  in  the  art  to  which  the  invention  is  related  to  comprehend  it 
without  assistance  from  the  patent,  or  to  make  it  or  repeat  the  process  claimed,  it  la 
insufficient  to  invalidate  the  patent. 

This  rule  was  affirmed  in  Dotonton  v.  Ymger  Milling  Co.  (108  U.  3., 
486,471;  25G.G.,697). 

The  application  of  this  rule  to  the  publications  relied  upon  in  the 
present  case  shows  that  none  of  them  can  properly  be  said  to  anticipate 
the  invention  of  the  driven-well.  It  would  serve  no  usefhl  purpose 
specially  to  notice  in  this  opinion  all  the  publications  mentioned  in  the 
secord.    A  few,  as  samples  most  relied  on,  will  be  considered. 

The  first  is  the  extract  from  "  McKenzie>s  5,000  Receipts."  It  appears 
from  the  file- wrapper  in  the  matter  of  the  reissued  letters  patent  in  suit 
that  the  application  was  rejected  at  first  by  the  examiner  in  the  Patent 
Office  on  reference  to  this  extract,  which  is  as  follows : 

To  raise  water  in  all  situations.  The  finest  springs  may  be  found 'by  boring,  which 
Is  performed  in  the  simplest  manner  by  the  mere  use  of  an  iron  rod  forced  into  the 
earth  by  a  windlass.    The  workmen  in  a  few  days  get  to  a  genuine  spring  of  pure 
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water,  fit  for  every  purpose.  After  the  water  is  found  they  merely  pat  the  tin  pipes 
down  the  aperture,  and  it  preserve*  a  fine  stream,  which  sometimes  rises  from  four 
to  five  feet  high.  ~ 

It  is  quite  obvious  that  this  baa  no  relation  whatever  to'the  process 
of  obtaining  water  by  means  of  driven  wells.  It  is  nothing  more  than 
a  simple  process  of  finding  water  in  the  nsnal  way,  as  in  the  case  of  an 
ordinary  dng  or  bored  well,  such  as  have  been  immemorially  used. 

The  same  observation  equally  applies  to  the  extract  from  "  Bees'  Cy- 
clopaedia," under  the  title  of  u  Wells  in  Rural  Economy,"  which  is  as  fol- 
lows: 

The  most  ingenious  of  these  is  that  proposed  by  a  French  philosopher,  who  has  ad- 
vised that  the  ground  should  be  perforated  to  a  sufficient  depth  by  means  of  an  anger 
or  borer,  a  cylindrical  wooden  pipe  being  then  placed  in  the  hole  and  driven  down- 
ward with  a  mallet,  and  the  boaring  oontinned,  that  the  pipe  may  be  forced  down  to 
a  greater  depth,  so  as  to  reach  the  water  or  spring.  In  proportion  as  the  borer  be- 
comes filled  with  earth  it  should  be  drawn  np  and  cleared,  when,  by  adding  fresh 
portions  of  pipe,  the  boring  may  be  carried  to  much  extent  under  ground,  so  that 
water  may  in  most  oases  be  thus  reached  and  obtained.  It  is  stated  that  wells  made 
in  thig  manner  are  superior  to  those  constructed  in  the  common  method,  not  only  in 
point  of  cheapness,  but  also  by  affording  a  more  certain  and  abundant  supply  of 
water,  while  ho  accident  can  possibly  happen  to  the  workmen  employed.  In  case 
the  water  near  the  surface  should  not  be  of  a  good  quality,  the  perforation  may  be 
continued  to  a  still  greater  depth  till  a  purer  fluid  can  be  procured ;  and  when  wells 
have  become  impure  or  tainted  from  any  circumstance  or  accident,  when  previously 
emptied,  and  the  bottom  perforated  in  a  similar  manner,  so  as  to  reach  the  lower  sheet 
of  water,  it  will  rise  in  th«>  cylindrical  tube  in  a  pure  state  into  the  body  of  the  pnmp 
fixed  for  the  purpose  of  bringing  it  up. 

The  extract  from  "  Brandefe  Encyclopedia,"  under  the  article  "  Well," 
is  as  follows: 

The  use  of  the  borer  alone  may  procure  an  adequate  supply  of  water  in  particular 
situations.  This  mode  appears  to  have  been  long  resorted  to  in  this  and  other  coun- 
tries. From  what  we  have  already  stated  as  to  the  disposition  of  strata,  the  condi- 
tions requisite  for  its  success  will  be  readily  conceived— viz.,  watery  strata  connected 
with  others  on  a  higher  level.  The  pressure  of  the  water  containod  in  the  higher 
parts  of  such  strata  on  that  in  the  lower  will  readily  force  up  the  latter  through  any 
orifice,  however  small.  All  that  is  necessary,  therefore,  is  to  bore  down  to  the 
stratum  containing  the  water,  and,  having  completed  the  bore,  to  insert  a  pipe  into 
the  bore,  which  may  either  be  left  to  overflow  into  a  cistern  or  it  may  terminate  in  a 
pnmp. 

A  similar  one,  from  the  "  Mechanics'  Magazine,"  vol.  2,  page  16,  is 
this: 

BORING  WELLS. 

Jnawtr  to  Qaet/ios. 

LBED6,  March  15,  1824. 
Drive  a  cast-iron  pipe  through  the  gravel— i.  «.,  by  means  of  a  weight  hung  at  the 
end  of  spring-pole,  need  in  boring;  and  should  the  pipe  meet  with  any  loose  stone 
to  obstruct  its  passage,  put  the  boring-rods  into  the  pipe  and  boro  until  the  stone  is 
broken  to  pieces  or  driven  sideways ;  then  drive  the  pipe  as  before.  I  have  had  the 
management  of  a  great  many  bore-holes  for  water  in  this  neighborhood,  some  above 
ene  hundred  yards  deep,  and  many  contrivances  I  have  used  on  account  of  difficulties 
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met  with  in  different  strata.  I  shall  be  happy  to  give  your  correspondent  every  in- 
formation  in  my  power  on  the  subject,  and,  if  agreeable  to  you,  will  send  a  list  of  a 
few  holes,  stating  the  different  strata  gone  through  and  the  several  springs  of  water 
met  with. 

Yours,  etc.,  T.  T. 

N.  B.— The  shell-borer  must  be  used  at  times  to  bring  out  the  gravel  that  gets  into 
the  pipe,  and  the  pipe  must  have  spigot  and  faucet  joints. 

There  is  nothing  in  these  extracts  to  suggest  the  peculiarities  which 
distinguish  the  driven  well  as  described  in  the  reissued  patent,  and  it 
may  be  paid,  in  general,  of  all  the  extracts  contained  in  the  record,  in- 
cluding these,  that,  so  far  as  they  undertake  to  describe  anything  in 
actual  and  practical  use,  they  point  merely  to  the  ordinary-bored  Arte- 
sian well,  or  the  instruments  and  implements  to  be  used  in  its  construc- 
tion. 

This  view  of  these  publications  is  strongly  corroborated  by  the  cir- 
cumstances attending  the  introduction  of  Green's  process  of  driven 
wells  into  public  use  in  England.  It  is  shown  that  his  agent  for  the 
introduction  of  the  well  into  that  country,  and  to  whom  the  invention 
was  sold,  James  L.  Norton,  took  out  in  his  own  name  an  English  pat* 
ent,  and,  as  has  alrea^l;  been  stated  and  is  shown  in  the  proof,  after  va- 
rious experimental  tests  made  by  civil  and  military  engineers  of  high 
authority,  the  driven  well  according  to  this  process  was  adopted  and 
successfully  employed  for  the  purpose  of  obtaining  a  water  supply  for 
the  British  troops  in  the  Abyssinian  expedition.  The  present  record 
contains  extracts  from  standard  scientific  publications  in  England, 
showing  how  extensively  and  successfully  the  driven  well  has  since  its 
first  introduction  been  employed  in  England  for  the  purpose  of  raising 
water,  in  which  it  is  admitted,  as  the  facts  show,  that  the  process  was 
considered  new,  differing  in  substance  from  any  previously  known  and 
in  use,  and  ascribed  to  the  American  invention. 

The  next  defense  relied  upon  by  the  appellant  is  that  the  evidence 
fails  to  establish  a  case  of  infringement.  It  is  not  important  to  set  out 
fully  the  evidence  on  this  point ;  the  substance  of  it  is  contained  in  the 
opinion  of  Judge  Shipman  in  this  case  (15  Fed.  Rep.,  109).  In  reference 
to  it  the  court  says: 

The  defendants  counsel  strenuously  urge  that  these  wells  were  constructed  by  bor> 
lug ;  that  the  wells  were  bored  until  water  was  struck— that  is,  until  a  supply  of  water 
was  obtained;  and  that  the  wells  were  finished  by  pressing  the  pipes  more  deeply 
into  the  source  of  supply  whioh  had  been  reached  when  the  workmen  "  struck  water." 
In  other  words,  the  defendant  seeks  to  bring  the  case  within  the  decision  of  Judge  Me- 
Crary  in  Andrew  v.  Long  ( 12  Fed.  Rep.,  871).  In  this  case,  however,  the  witnesses,  when 
they  used  the  oommon  expression  "  struck  water,"  did  not  mean  that  they  had  reached 
an  adequate  source  of  supply  for  a  well,  but  that  they  had  reached  a  place  where  the 
presence  of  water  manifested  itself,  and  where  by  continuous  excavation  an  adequate 
supply  would  be  attained.  The  wet  sand  or  wet  clay  upon  the  auger  showed  that 
water  was  at  hand.  The  well  was  then  finished,  and  a  supply  of  water  was  obtained 
by  pressing  or  driving  a  tube  into  the  ground  without  removing  the  earth  upward, 
and  attaching  thereto  a  pump.    When  this  was  done,  there  was  put  "to  practical 
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use  the  new  principle  of  forcing  the  water  into  the  water-bearing  strata  of  the  earth; 
from  the  earth  into  a  well-pit,  by  the  nee  of  artificial  power  applied  to  create  a  vacuum 
in  the  water-bearing  strata  of  the  earth  and  at  the  same  time  in  the  well-pit."  (^a- 
tfrem  t.  Cro$$9  6  Fed.  Rep.,  269.) 

In  other  words,  the  case  of  the  appellant  is  this :  He  sought  to  evade 
the  patent  by  boring  instead  of  driving  until  he  came  to  the  water* 
bearing  stratum.  Then,  in  order  to  avail  himself  of  the  patent,  he 
drove  the  tube  downward  into  the  water-bearing  stratum,  so  as  to  se- 
cure those  conditions  of  an  air-tight  connection  between  the  point  of 
the  tube  and  the  surrounding  earth  which  constitute  the  principle  of 
the  driven-well  patent.    It  is  therefore  a  clear  case  of  infringement 

The  decree  of  the  circuit  court  is  accordingly  affirmed. 


[Supreme  Court  of  tbe  United  Strict.] 

Beedle  v.  Bennett  et  al. 

Dtcided  May  23,  1887. 

39  O.  6.,  1926. 

1.  Gbsbh— Drtvkn  Wells. 

Nelson  W.  Green's  patent,  No.  4,372,  granted  May  9, 1871,  for  driven  wells,  npoo 
an  application  filed  February  24, 1871,  for  a  reissue  of  Patent  No.  73,425,  dated 
January  14, 1868,  declared  valid. 

2.  Jurisdiction— When  not  Affected  bt  Expiration  of  Patent. 

When  a  patent  is  in  force  at  the  time  of  filing  the  bill  and  there  was  then  time 
for  procuring  a  preliminary  injunction,  the  jurisdiction  of  the  court  is  not  de» 
feated  by  the  expiration  of  the  patent  before  final  decree. 

3.  Dedication  or  Abandonment  Governed  by  Law  at  Date  of  Application. 

The  law  governing  the  qnestions  of  dedication  or  abandonment  of  a  patented 
invention  is  that   in  force  at  the  date  of  the  application  for  the  original  patent. 

4.  Delays  in  Making  Application— When  Affording  no  Presumptions  of 

Abandonment. 
A  delay  of  more  than  two  years  in  making  application  for  a  patent  after  an  experi- 
mental use  by  the  inventor  of  the  particular  invention  will,  under  oertain  cir- 
cumstances, rebut  presumptions  of  dedication  or  abandonment  which  might  arise 
under  the  law  in  force  at  the  time  of  the  application. 

Appeal  from  the  Circuit  Court  of  the  United  States  for  the  Northern 
District  of  Ohio. 

Mr.  Arthur  Stem  for  the  appellant. 

Mr.  John  T.  FoUet  and-  Mr.  Thomas  J9T.  Kelly  for  the  appellees 

Mr.  Justice  Matthews  delivered  the  opinion  of  the  Court 
This  is  a  bill  in  equity  filed  by  the  appellees  May  15, 1883,  to  restrain 
the  alleged  infringement  of  Reissued  Letters  Patent  No.  4,372,  issued 
to  Nelson  W.  Green,  for  a  driven  well.    The  cause  was  heard  by  stipu- 
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lation  between  the  parties  upon  an  agreed  statement  of  facts  set  oat  In 
the  record,  as  follows : 

For  the  purpose  of  saving  the  expense  of  taking  testimony,  it  is  hereby  agreed  by 
and  between  the  parties  hereto  that  the  above  cause  and  the  others  hereinafter  re- 
ferred to  may  be  tried  upon  the  following  agreed  statement  of  facte, 'said  statement 
to  be  accepted  as  proof  of  the  facts  recited  as  folly  and  completely  as  if  the  same  had 
been' duly  and  formally  proven: 

It  is  agreed  that  Nelson  W.  Green  was  the  patentee  of  a  new  and  valuable  process 
in  the  constructions  of  wells,  and  claimed  to  be  its  first  and  original  inventor,  for 
whioh  process  he  received  original  Letters  Patent  of  the  United  8tates,No.  73,425,  on 
she  14th  day  of  January,  1868,  and  for  which  Reissue  Letters  Patent  No.  4,372  were 
granted  to  Nelson  W.  Green  on  May  9, 1871,  the  application  for  which  having  bean 
filed  February  24, 1871. 

That  the  title  to  the  letters  patent  sued  on  for  the  State  of  Ohio  is  in  the  complain- 
ants. 

That  the  defendants  have  had  in  use  on  their  farm  for  the  past  seven  or  eight  yean 
one  or  more  driven  wells,  which  wells  were  put  down  for  the  defendants  by  an  ordi- 
nary well-driver  in  the  following  manner:  A  tube,  of  which  the  lower  portion  was 
perforated  with  small  holes  and  the  lower  end  provided  with  a  point,  wae  driven  into 
the  ground  until  it  projected  into  the  water,  without  removing  the  earth  upward  as 
in  boring.  The  water  then  entered  the  tube  through  the  perforations  and  was 
pumped  up  through  the  tube  by  an  ordinary  pump. 

That  the  defendants  have  never  driven  wells  for  themselves  except  as  above  de- 
scribed or  for  other  purposes ;  never  have  sold  or  offered  for  sale  driven  wells  or  the 
materials  for  driving  them,  but  have  simply  used  their  own  wells  for  their  personal 
use  on  their  farms. 

It  is  agreed  that  printed  copies  of  the  original  and  reissued  letters  patent  granted 
to  N.  W.  Green  in  1868  and  1871,  Nos.  73,425  and  4,372,  respectively,  may  be  offered 
in  evidence  at  the  hearing,  and  may  be  accepted  as  proof  with  the  same  force  and 
effect  as  if  formally  proven. 

That  the  said  N.  W.  Green  made  his  alleged  invention  or  discovery  as  early  as  1881, 
when  he  put  down  on  his  own  grounds,  at  Cortland,  New  York,  the  first  driven  well 
for  the  purpose  of  demonstrating  his  discovery. 

That  he,  at  the  time  of  his  alleged  invention,  claimed  to  have  made  a  valuable  dis- 
covery, and  to  have  invented  a  new  process. 

That  he  then  declared  an  intention  to  secure  his  process  by  letters  patent,  and  ex- 
pressed his  belief  that  large  profits  would  accrue  therefrom. 

That  he,  at  that  time,  having  been  partly  educated  at  West  Point,  was  engaged 
in  organising  a  regiment  at  Cortland,  New  York,  his  residence,  and  was  expecting 
soon  to  take  part  in  the  war  of  the  rebellion. 

That  in  June,  1861,  he  put  down  a  well  at  his  house  in  Cortland,  and  in  October, 
1861,  he  publicly  drove  a  well,  in  the  manner  described  in  his  original  patent,  at  the 
fair-grounds  near  Cortland,  for  the  use  of  the  soldiers  in  samp,  and  demonstrated  to 
his  own  complete  satisfaction  its  success. 

That  he  gave  orders  and  directions  for  the  construction  of  proper  apparatus  for 
driving  such  wells,  and  made  arrangements  for  its  transportation  with  his  regiment 
as  it  wss  moved  to  the  seat  of  war. 

That  on  the  6th  of  December,  1861,  while  in  discharge  of  what  seemed  to  be  his  duty, 
he  felt  compelled  to  shoot  one  of  the  captains  of  his  regiment  named  MoNett;  that 
the  shot  was  not  mortal,  but  inflioted  serious  injury ;  that  in  the  then  state  of  the 
public  mind  this  occasion  gave  rise  to  intense  public  excitement,  out  of  which  sprang 
a  controversy  of  extraordinary  bitterness,  involving  numerous  persons  and  continu- 
ing for  several  years ;  that  the  effect  upon  Green  was  disastrous  in  the  extreme ;  that 
he  was  suspended  from  his  command,  then  tried  by  a  court  of  inquiry  at  Albany,  and 
reinstated  in  command ;  that  his  regiment,  after  having,  it  is  said,  required  the  pro- 
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taction  of  a  battery  to  save  it  from  violence  at  the  hands  of  evil-disposed  people  of 
the  country,  removed  to  Washington,  where  Green  was  relieved  from  command  and 
then  dismissed  the  service  and  subjected  to  military  charges. 

That  he  was,  in  addition,  harassed  by  civil  salts  brought  to  charge  him  with  a  per- 
sonal liability  for  articles  used  by  his  regiment. 

That  be  was  also  arrested  and  then  indicted  for  the  shooting  of  If  cNett,  and  after 
repeated  postponements  of  the  trial,  effected  because  of  the  excited  state  of  the  pub- 
lic mind,  was  tried  in  1866,  and,  the  jury  having  disagreed,  was  discharged. 

That  during  this  period  he  also  became  involved  in  church  difficulties  arising  out 
of  the  shooting  of  McNett ;  was  expelled  from  the  church  and  compelled  to  appeal  to 
the  bishop,  and  also  became  involved  in  litigation  with  the  pastor  of  his  church. 

That  his  efforts  during  this  period  to  secure  a  reversal  of  the  order  dismissing  him 
from  the  service  were  constant  and  absorbing;  and  were  attended  with  such  anxiety 
of  mind  as  to  give  rise  to  the  charge  that  he  was  insane. 

That  this  state  of  things  continued  up  to  1866,  during  whioh  period  he  wasyof  neces- 
sity often  absent  from  Cortland,  at  Albany  and  at  Washington,  and  that  he  was  com- 
pelled to  devote  his  entire  time  to  the  controversy  in  whioh  he  had  become  involved, 
abandoning  all  other  occupation  and  exhausting  all  his  means. 

That  in  November,  1865,  when  Green  saw,  by  an  advertisement  in  the  papers,  that 
driven  wells  were  being  put  down,  although  he  was  advised  by  counsel  defending  him 
on  the  indictment  for  the  shooting  of  MoNett  not  to  apply  for  a  patent,  as  he  would 
thereby  increase  the  number  of  his  enemies  and  prejudice  him  on  the  trial  of  the 
indiotment  then  about  to  come  on,  he  nevertheless  did  then,  and  in  opposition  to  the 
advice  of  his  counsel,  file  his  application  and  assert  his  right  to  the  invention. 

That  the  said  Green,  during  this  period  aforesaid,  never  declared  any  intention  of 
abandoning  his  said  discovery  and  invention,  and  that,  having  so  made  his  application 
as  aforesaid,  original  letters  patent  were  granted  the  said  N.  W.  Green,  January  14, 
1868. 

It  is  further  agreed  that  whatever  order  or  decree  is  made  in  this  cause  the  same 
shall  be  made  in  all  the  cases  pending  in  this  court  in  whioh  the  same  parties  are  com- 
plainants, a  list  of  which  cases,  with  thetitfe  and  number  thereof,  is  hereto  attached 
and  made  a  part  of  this  stipulation. 

It  is  further  admitted  that  the  complainants'  prioe  for  settling  for  infringement 
under  the  above  patent  without  suit  has  been  ten  dollars  per  well  and  the  recognition 
of  complainants'  rights,  and  that  the  complainants  offered  to  settle  on  such  terms 
with  these  defendants  before  bringing  suit,  which  offer  was  refused. 

A  decree  was  rendered  in  favor  of  complainants  on  the  6th  day  of 
December,  1886,  bat,  as  at  that  time  the  patent  had  expired,  no  injunction 
was  granted.  The  amount  of  the  damages  awarded  was  at  the  rate  of 
$10  for  each  well  used,  that  being  the  amount  of  royalty  which  the  com- 
plainants had  offered  to  take  before  suit  was  brought,  and  admitted  to 
be  the  customary  price  for  the  same,  as  a  license  fee.  The  defendant 
prosecutes  the  present  appeal. 

As  the  patent  was  in  force  at  the  time  the  bill  was  filed,  and  the 
complainants  were  entitled  to  a  preliminary  injunction  at  that  time, 
the  jurisdiction  of  the  court  is  not  defeated  by  the  expiration  of  the 
patent  by  lapse  of  time  before  final  decree.  There  is  nothing  in  the 
case  of  Boot  v.  Railway  Co.  (105  U.  S.,  189)  to  sustain  the  objection 
made  by  the  appellant  on  this  account.  (See,  also,  Clark  v.  WoosUr, 
119  U.  S.,  322,  325,  and  cases  there  cited.)  All  other  defenses  made  in 
the  cause,  except  that  of  prior  public  use  and  the  defendant's  infringe- 
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ment,  have  been  passed  upon  in  the  case  of  Eames  v.  Andrews,  jost 
decided. 

In  the  present  ease  the  appellant  contends  that  the  patentee  publicly 
nsed  his  invention  more  than  two  years  before  he  applied  for  his  patent, 
and  thereby  forfeited  his  right  to  a  patent  nnder  the  law.  This  defense 
was  raised  and  considered,  upon  facts  substantially  the  same,  in  the 
case  of  Andrews  v.  Carman  (13  Blatoh.,  307),  and  also  in  the  case  of 
Andrews  v.  Cross  (19  Blatoh.,  294).  The  law  governing  the  subject  of 
the  alleged  dedication  and  abandonment  by  Green  of  his  invention 
prior  to  obtaining  his  patent  is  that  which  was  in  force  prior  to  Novem- 
ber, 1865,  when  he  made  his  application.  By  the  patent  act  of  1870, 
as  well  as  by  the  Revised  Statutes,  all  rights  previously  acquired  were 
preserved.  The  law,  therefore,  applicable  to  the  question  is  to  be  found 
in  the  acts  of  1836  and  1839.  The  act  of  1839,  as  has  repeatedly  been 
held,  has  n6  effect  to  invalidate  a  patent,  unless  there  be  proof  of  aban* 
donment  or  of  a  use  of  the  invention  for  more  than  two  years  prior  to 
the  application  for  the  patent,  The  only  facts  from  which  such  an 
abandonment  or  dedication  can  be  inferred  are  that  Green,  in  June, 
1861,  put  down  a  well  at  his  house  in  Cortland,  New  York ;  that  in 
October,  1861,  he  publicly  drove  a  well,  in  the  manner  described  in  his 
original  patent,  at  the  fair  grounds  near  Cortland,  for  the  use  of  the 
soldiers  in  camp,  and  demonstrated  to  his  complete  satisfaction  its  suc- 
cess, and  that  he  gave  orders  and  directions  for  the  construction  of 
proper  apparatus  for  the  driving  of  such  wells,  and  made  arrangements 
for  its  transportation  with  his  regiment  as  it  was  moved  to  the  seat  of 
war.  The  circumstances  of  delay  which  intervened  between  that  date 
and  the  time  when  he  made  his  application  Sot  his  patent  in  November, 
1866,  are  stated  in  the  agreed  statement  of  facts.  Those  circa  instances 
sufficiently  rebut  any  presumptions  which  might  otherwise  have  arisen 
of  an  Intention  on  his  part  to  abandon  and  dedicate  to  the  use  of  the 
public  the  invention  described  in  his  patent.  The  wells  made  by  Green 
himself  at  Cortland  and  at  the  fair  grounds  near  Cortland  for  the  use 
of  his  soldiers  were  his  first  experiments.  In  respect  to  these  it  was 
said  by  Judge  Benedict,  in  Andrews  v.  Carman  (13  Blatoh.,  907, 
325): 

The  first  experiment  was  a  success  in  this,  that  it  proved  the  possibility  of  obtain* 
ing  a  supply  of  water  by  this  process;  bnt  of  course  it  could  not  prove  that  a  tube 
could  be  driven  down  to  a  water-bearing  stratum  in  all  localities  with  the  cheapness 
and  dispatch  necessary  to  render  the  process  ono  of  general  utility.  It  was  natural, 
therefore,  to  suppose  that,  before  the  process  could  be  declared  to  be  satisfactory, 
other  experiments,  in  other  and  different  localities,  sboald  be  made.  He  could  by 
law  use  his  invention  for  tbis  purpose,  and  permit  it  to  be  used  for  two  years  with- 
out forfeiting  bis  right  to  a  patent.  Under  such  circumstances  it  would  be  going  far 
to  say  that  his  act  of  permitting  tbe  use  of  bis  process  at  the  camp  in  Cortland,  where 
his  regiment  was  then  in  camp,  and  of  providing  material  wherewith  to  construct 
such  wells  for  bis  regiment  when  it  should  move  into  hostile  territory,  amounted  to 
a  dedication  of  his  invention  to  public  use  and  worked  a  forfeiture  of  his  right  to  it. 
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Section  7  of  the  act  of  March  3, 1839  (5  Stat,  at  Large,  364),  protects 
every  one  who  had  purchased  or  constructed  the  subject  of  the  inven- 
tion prior  to  the  application  for  the  patent,  and  adds,  as  follows : 

And  no  patent  shall  be  held  to  be  Invalid  by  reason  of  such  purchase,  sale,  or  use 
prior  to  the  application  for  a  patent  as  aforesaid,  except  on  proof  of  abandonment  of 
inch  Invention  to  the  public,  or  that  such  purchase,  sale,  or'prior  nse  has  been  for 
more  than  two  years  prior  to  suoh  application  for  a  patent. 

There  is  no  evidence  in  the  record  of  any  use  or  sate  of  the  invention 
by  Green  before  his  application  for  a  patent,  and  no  evidence  from 
which  to  conclude  that  any  use  of  any  driven  well  by  others  before  his 
application  was  consented  to  or  allowed  by  him,  except  in  the  instances 
mentioned  at  Cortland,  which  were  merely  experimental  tests,  made  by 
himself.  Much  less  is  there  any  evidence  to  show  that  there  was  any 
use  of  the  invention  by  others  for  more  than  two  years  prior  to  his  ap- 
plication* 

Upon  the  question  of  infringement,  the  agreed  statement  of  facts 
shows  the  following : 

That  the  defendants  have  had  in  nse  on  their  farm  for  the  past  seven  or  eight  years 
one  or  more  driven  wells,  which  wells  were  pnt  down  for  the  defendants  by  an  ordi- 
nary wen-driver  in  the  following  manner:  A  tube,  of  which  the  lower  portion  was 
perforated  with  small  holes  and  the  lower  end  provided  with  a  point,  was  driven  into 
the  ground  until  it  projected  into  the  water,  without  removing  the  earth  upward,  as 
in  boring.  The  water  then  entered  the  tube  through  the  perforations  and  was 
pnmped  up  through  the  tube  by  an  ordinary  pump.  That  the  defendants  have  never 
driven  wells  for  themselves,  except  as  above  described,  or  for  other  purposes ;  never 
have  sold  or  offered  for  sale  driven  wells,  or  the  materials  for  driving  them,  but  have 
simply  used  their  own  wells  for  their  personal  use  on  their  farms. 

It  is  now  contended  on  the  part  of  the  appellant^  that  the  claim  of 
the  patent  is  for  the  process  of  driving  the  well,  and,  not  for  the  nse  of 
the  well  after  it  has  been  driven,  and  that,  consequently,  the  appellant 
is  not  shown  to  have  infringed ;  but,  as  has  been  shown  in  the  case  of ' 
Fames  v.  Andrew*,  the  patent  covers  the  process  of  drawing  water  from 
the  earth  by  means  of  a  well  driven  in  the  manner  described  in  the 
patent  The  use  of  a  well  so  constructed  is,  therefore,  a  continuing  in- 
fringement, as  every  time  water  is  drawn  from  it  the  patented  process 
is  necessarily  used.  As  was  said  by  Mr.  Justice  Blatchford  in  Andrews 
v.  Cross  (19  Blatch.,  294, 305) : 

Under  this  construction  the  defendant  has  infringed  by  using  the  pump  in  a  driven 
well,  constructed  in  a  house  hired  by  him,  to  obtain  a  supply  of  water  for  the  use  of 
his  family,  although  he  may  not  have  paid  for  driving  the  well,  or  have  procured  it 
to  be  driven.    Such  nse  of  the  well  was  a  use  of  the  patented  process. 

The  decree  of  the  circuit  court  is  accordingly  affirmed. 
22336  PAT 26 
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f  Supreme  Court  of  the  United  8tates.) 

The  New  Process  Fermentation  Company  v.  Maus  et  al. 

Decided  May  27, 1887. 

39  O.  G.,  1419. 

1.  Meller  and  Hofmakn— Beer-Making. 

Patent  No.  215,679,  granted  May  20,  1879,  upon  the  application  of  Leonard 
Meller  and  Edmund  Hofmann,  to  George  Bartholomae,  assignee,  for  beer-making, 
declared  valid,  and  infringed  as  to  its  third  claim. 

ft.  Process  Independent  of  Apparatus. 

Where  a  process  is  capable  of  being  carried  on  by  a  variety  of  apparatus,  tbe 
validity  of  the  claim  is  not  affected  by  the  want  of  novelty  in  the  apparatus  if 
the  process  is  new  and  produces  a  new  result. 

Appeal  from  the  Circuit  Court  of  the  United  States  for  the  District 
of  Indiana. 

Mr.  Ephraim  Banning,  Mr.  Thoma$  A.  Banning,  and  Mr.  W.  W.  Leg* 
gett  for  the  appellant. 
Mr.  0.  P.  Jacobs  for  the  appellees. 

Mr.  Justice  Blatohpobd  delivered  the  opinion  of  the  Court 

This  is  a  suit  in  equity,  brought  in  the  Circuit  Court  of  the  United 
States  for  the  district  of  Indiana  by  the  New  Process  Fermentation 
Company,  an  Illinois  corporation,  against  Magdalena  Mans,  Albert  0. 
Maus,  Casper  J.  Maus,  Frank  A.  Maus,  and  Mathias  A.  Mans,  for  the 
infringement  of  Letters  Patent  No.  215,679,  granted  May  20, 1879,  to 
George  Bartholomrfb,  as  assignee  of  Leonard  Meller  and  Edmund  Hof- 
mann, as  inventors,  for  an  improvement  in  processes  for  making  beer, 
subject  to  the  limitation  prescribed  by  section  4887  of  the  Revised  Stat* 
utes*  by  reason  of  the  invention's  having  been  patented  in  France  No- 
vember 30, 1876,  and  in  Belgium  February  28, 1877.  The  specification 
and  drawing  and  claims  of  the  patent  are  as  follows : 

To  all  whom  it  may  concern : 

Be  it  known  that  we,  Leonard  Meller,  of  Lndwigshafen-on-the-Rhine,  in  the 
state  of  Bavaria,  and  Edmund  Hofmann,  of  Mannheim,  in  the  state  of  Baden,  Ger- 
many, have  invented  certain  new  and  useful  improvements  in  the  art  of  making 
beer ;  and  we  hereby  declare  the  following  to  be  a  full,  dear,  and  exact  description 
thereof,  reference  being  had  to  the  accompanying  drawing,  making  a  part  of  this 
specification,  in  which  the  figure  represents  an  end  view  of  our  apparatus,  with  the 
water- column  in  section. 

Heretofore  in  brewing  beer,  after  cooking  and  cooling,  the  beer  has  been  pnt  into 
open  vessels  to  ferment.  The  fermentation  lasts,  say,  fifteen  days,  and  then  the  beer 
is  drawn  off  from  the  yeast  into  large  casks  nearly  closed,  where  it  remains  from  one 
to  six  months  to  settle,  and  among  the  sediment  there  will  still  remain  some  yeast.  The 
beer  is  then  pumped  into  shavings-casks  and  is  mixed  with  young  beer  (kraeusen), 
whioh  starts  a  mild  fermentation,  lasting  from  ten  to  fifteen  days,  until  tbe  genera- 
tion of  the  gas  is  reduced  to  a  minimum.  During  this  fermentation  the  beer  offer- 
vesoes  through  means  of  the  carbonic-acid  gas  rising,  and  the  lighter  particles  of  yeast 
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and  solid  matter  are  thrown  to  the  top,  forming  a  foam,  which,  daring  the  ebullition, 
runs  oyer  the  edges  of  the  opening  in  the  cask,  and  carrying  along  a  small  portion 
{more  or  less)  of  the  beer,  which  is  wasted,  and  this  waste  has  to  be  replaced  by  re- 
filling with  new  beer  daily.  This  waste  we  estimate,  from  practical  experience  in  the 
manufacture,  to  be  about  one  barrel  in  every  forty,  more  or  less.  This  waste  beer, 
running  down  around  the  casks  and  on  the  floor  of  the  cellars,  sours  and  produces  a 
mildew,  which  impregnates  the  air  with  foul  vapors  highly  injurious  to  the  work- 
man, and,  permeating  the  beer  in  the  casks,  alters  its  flavor  and  in  instances  where 
the  mildew  penetrates  the  wood  of  the  casks  spoils  the  beer  entirely.  This  fouling 
of  the  barrels  requires  that  they  should  be  washed  outside  from  time  to  time,  and  the 
water  used  in  this  washing  always  raises  the  temperature  of  the  cellar  and  wastes  the 
ice  which  is  therein  packed  to  keep  the  temperature  about  41°  Fahrenheit.  After  the, 
beer  has  been  in  the  shavings-cask  from  ten  to  fifteen  days,  the  gelatine  or  other 
•clarifying  medium  is  introduced,  and  at  the  end  of  a  couple  of  days  the  beer  is  en- 
tirely clear.  The  shavings-cask  is  then  bunged  up  tightly  for  from  three  to  five  days, 
to  confine  the  last  portions  of  the  rising  carbonic-acid  gas.  This  charges  the  beer 
with  carbonic-acid  gas  (CO*),  so  as  to  make  it  merchantable,  and  it. must  be  drawn 
off  at  once  into  kegs  and  used,  otherwise  the  pressure  on  the  shavings-cask  may 
burst  it 


In  selecting  the  time  for  drawing  off  the  beer  from  the  shavings-casks  into  the  kegs, 
to  send  it  to  market,  the  beer  should  never  be  under  a  pressure  of  over  seven  pounds  to 
the  square  inch,  otherwise  the  keg  fills  with  foam  in  the  drawing  off,  and  the  bub- 
bles, subsiding,  leave  an  air-space  over  the  liquid  beer,  which  absorbs  a  portion  of  tfia 
carbonio-acid  gas  and  soon  leaves  the  beer  in  the  keg  flat  As  the  art  is  now  prac- 
ticed, arriving  at  the  proper  degree  of  pressure,  when  to  put  the  beer  in  kegs  is  merely 
a  matter  of  judgment  or  guess  by  the  foreman,  and  no  two  shavings-casks  will  be 
drawn  off  at  precisely  the  same  pressure,  and  the  effervescing  qualities  of  the  beer 
will  vary  considerably,  much  to  the  detriment  of  sales  by  the  brewer.  If  the  beer  is 
not  put  in  market  at  once  at  this  stage,  the  bungs  have  to  be  removed  from  the  casks 
■and  the  gas  allowed  to  escape.  Then  the  escaping  gas  stirs  up  the  yeast  and  im- 
purities that  have  settled  to  .the  bottom,  and  the  beer  has  to  go  again  through  the 
entire  shavings-cask  step  in  the  process. 

Under  the  processes  now  in  use  it  requires  about  twenty  days  to  put  beer  on  the 
market  after  it  is  pumped  into  the  shavings-casks.  This  delay  requires  brewers  to 
keep  a  large  amount  of  capital  invested  during  the  time  in  unfinished  beer,  and  it  is. 
highly  important  to  decrease  this  time  of  preparation. 

The  essential  features  of  our  invention  have  been  patented  in  foreign  countries  as 
follows :  France,  to  Leo.  Meller  &  Co.,  filed  September  28,  1876,  allowed  and  coun- 
tersigned, Paris,  November  30,  1876,  No.  114,^37;  Belgium,  to  Leo.  Meller  &  Co., 
filed  February  14, 1877,  allowed  and  countersigned,  Bruxeiles,  February  28, 1877,  No. 
41,517. 
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The  object  of  oar  invention  is  to  overcome  the  difficulties  above  'named,  and  also* 
to  produce  in  a  shorter  time  a  better  quality  of  beer,  containing  more  sugar  and  lesa 
.  alcohol.    ' 

Our  invention  consists  in  treating  the  beer  when  in  the  shavings-cask  step  of  the 
process,  in  one  or  more  closed  casks,  under  automatically  •controllable  oarbonio-acid- 
gas  pressure,  generated  either  by  the  mild  fermentation  of  the  beer  or  artificially. 
This  equalises  the  pressure  in  such  cask  or  series  of  casks,  and  the  effervescing  quality 
of  the  beer  in  all  the  casks  when  two  or  more  are  connected  together  is  uniform. 

The  cask  or  casks  being  closed,  none  of  the  beer  wastes  by  running  over,  and  the 
foul  smells  and  washing  of  the  casks  and  cellars  are  avoided.  The  escaping  can- 
bonio-aoid  gas  is  oonduoted  from  the  relief-valve  to  the  open  air,  and  does  not  settle 
in  the  brewing-cellars,  to  endanger  life. 

Our  invention  consists,  farther,  in  similarly  treating  the  beer  when  in  the  "kraeuv 
sen*  stage,  or  subsequently  thereto,  or  both,  or  when  in  the  settling-casks  ("ruh- 
beer"),  this  being  the  second  fermenting  stage— that  is  to  say,  our  invention  oonsista 
in  so  treating  the  beer  at  any  time  or  times  previous  to  racking  off  and  bunging  or 
bottling. 

In  order  that  those  skilled  in  the  art  may  make  and  use  our  invention,  we  will  pro- 
ceed to  describe  the  manner  in  whioh  we  have  carried  it  out. 

,  In  the  drawings,  A  A  are  shavings-casks,  having  faucets  a  a,  provided  with  valve* 
i  i,  inserted  tightly  in  their  bungs.  These  faucets  are  connected  to  taps  N  on  the 
main  pipe  a1  by  means  of  flexible  sections  fr,  provided  with  couplings.  The  taps  or 
connections  N  have  valves  i'  i'.  Pipe  a'  bends  upward  and  passes  above  the  level  of  a 
water-oolumn,  C,  and  then,  passing 'downward,  enters  the  base  of  the  column  at  *,  * 
where  it  is  provided  with  a  cock,  *'.  The  water  column  or  vessel  C  has  a  faucet,  *V 
to  draw  off  water  when  desired  to  decrease  the  pressure.  A  depending  branch  pipe, 
«,  and  cook,  a1,  serve  to  discharge  any  condensed  moisture  from  pipe  a',  and  a  pressure- 
gage,  0,  serves  to  indicate  the  pressure. 

By  means  of  a  gas-generator  located  at  a  and  conneoted  to  pipe  a'  by  means  of  pipe 
/,  having  cock  g,  we  are  enabled  to  test  the  joints  of  the  apparatus  and  drive  all  at- 
mospheric sir  from  the  pipes  when  the  operation  begins. 

At  the  top  of  the  water-column  is  a  conical  cap  terminating  in  a  pipe,  E,  which  is 
projected  out  of  the  building  and  leads  all  the  gas  into  the  open  air.  Loeatdd  within 
this  cap  is  a  conical  diaphragm,  C,  centrally  located,  so  that,  should  the  escape  of 
the  gas  become  so  rapid  as  to  lift  the  body  of  water  upward;  the  water  will  be  ar- 
rested by  the  diaphragm,  while  the  gas  escapes  around  its  edges. 

It  is  evident  that  the  pressure  in  all  the  shavings-casks  connected  with  pipe  «'  will 
be  equal,  and  will  be  kept  so  indefinitely  by  means  of  the  water-column,  and,  as  far 
as  the  enlivening  of  the  beer  is  concerned,  it  is  always  ready  for  market*  be  it  ten 
days  or  four  months,  whereas  in  processes  now  praotioed  beer  has  to  be  bunged  at  a 
particular  time  for  a  particular  day's  market. 

Our  process  enables  the  brewer  to  keep  on  hand  merchantable  beer,  which  can  be 
shipped  instantly,  or  if  trade  decreases  it  enables  him  to  keep  his  stock  on  band 
without  deterioration  till  the  demand  is  made  for  it. 

All  that  has  been  said  above  in  relation  to  a  series  of  casks  applies,  of  course, 
equally  to  treatment  in  a  single  cask. 

It  is  obvious  that  means  other  than  a  water-column  may  be  adopted  for  equalising 
the  pressure  of  the  gas  without  departing  from  the  spirit  of  our  invention — as,  for 
example,  safety-valves  and  the  like— and  the  apparatus  is  susceptible  of  many  other 
variations  without  affecting  the  process  itself,  whioh  constitutes  the  essence  of  our 
invention. 

By  using  our  process  we  are  enabled  to  clarify  the  beer  and  clear  it  of  impurities  in 
eight  days  or  less,  whereas  in  the  ordinary  processes  it  takes  from  twelve  to  twenty 
days.  This  immense  gain  in  time  we  ascribe  to  the  following  action :  The  air  being 
forced  out  of  the  pipes,  the  carbonic  acid  fills  them  and  the  space  in  the  casks  above 
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41m  beer.  Then  the  gas  slowly  accumulates  in  the  space  above  the  beer  until  the 
pieemre  above  It  euoh  as  to  overoome  the  dentlt y  of  the  beet  and  re-enter  it,  to  m  to 
charge  it  up  to  the  pressure  for  which  the  column  It  sst.  This  oxeates  in  a  manne? 
an  equilibrium  between  the  rising  bubbles  and  the  pressure  above,  during  whioh 
gravity  ean  aot  rapidly  on  the  yeast  and  impurities  in  the  beer,  and  carry  them  down 
mmong  the  shavings  at  the  bottom  of  the  cask,  where  they  remain. 

We  introduce  the  clarifying  gelatine  into  the  shavings-casks  alter  the  beer  is  intra* 
dneed  and  before  connecting  with  pipe  a',  and  actual  praotioe  has  demonstrated  to.  us 
that  to  clarify  the  beer  by  our  prooess  requires  only  about  one-half  of  Jhe  gelatine 
heretofore  need.  This  saving,  together  with  the  saving  of  the  waste  teer  heretofore 
mentioned  (one  or  more  barrels  in  every  forty),  and  the  saving  of  labor,  will  greatly 
cheapen  the  production  of  beer* 

When  we  desire  to  make  beer  for  bottling,  we  attach  our  apparatus  to  the  settling- 
casks  filled  with  beer,  and  no  young  beer  (kraeusen)  is  added;  but  a  little  gelatine  is 
Added,  and  the  beer  allowed  to  remain  for  torn  fourteen  to  twenty  days,  until  it  be-  . 
semes  "lively"  (saturated  with  CO*),  and  it  is  then  bottled. 

We  And  that  bottled  beer  prepared  this  way  is  healthier,  and  will  last  in  good  eon* 
dition  two  or  three  months,  whereas  the  beer  bottled  in  the  usual  manner  with 
fcracusen  beer  lasts  only  for  eight  or  ten  days,  if  purs  and  not  steamed  alter  bottling, 
the  latter  spoiling  the  avoma  and  flavor. 

Having  thus  described  our  invention,  what  we  claim  as  new,  and  desire  to  secure 
hj  Letters  Patent,  1*^ 

1.  The  process  of  preparing  beer  for  the  market,  whioh  consists  in  holding  it  under 
controllable  pressure  of  oarbonio-aoid  gas  whsn  in  .the  Mkrfaeusen"  stage,  substan- 
tially as  set  forth. 

2.  The  prooess  of 'treating  beer  when  in  the  kraeusen  stage)  whioh  oonsists  in  hold* 
Jng  )t  in  a  vessel  under  automatically  oontrollable  pressure  of  oarbonio-aoid  gas,  sub- 
stantially as  described. 

3.  The  process  of  preparing  and  preserving  beer  for  the  market,  whioh  oonsists  in 
holding  it  under  oontrollable  pressure  of  carbonic-told  gas  from  the  beginning  of  the 
fcraeuaen  stage  until  such  time  as  it  is  transferred  to  kegs  and  bunged,  substantially 
as  described. 

4.  The  method  herein  described  of  preserving  beer  in  a  marketable  oondition  after 
it  has  passed  the  kraeusen  stage,  which  oonsists  in  holding  it  under  pressure  of  oar- 
bonio-aoid gas,  said  pressure  being  automatically  regulated  by  a  counteracting  hydro* 
atatio  pressure,  substantially  as  described. 

o\  The  process  of  treating  beer  when  in  the  second  fermenting  stage  ("  ruh-beer  ")» 
which  consists  in  holding  it  under  automatically-controllable  pressure  of  carbonio- 
neid  gas,  substantially  as  described. 

6.  The  process  of  treating  beer  in  the  course  of  its  manufacture,  which  oonsists  in 
holding  it  in  closed  connected  vessels  under  automatically-controlled  pressure  of  oar* 
booio-acid  gas,  substantially  as  described. 

7.  The  prooess  of  clarifying  and  settling  beer  in  a  series  of  shavings-casks  and  equal* 
izing  the  rate  of  fermentation  in  all  of  them,  whereby  the  beer  is  more  rapidly  and 
thoroughly  clarified  and  will  be  ready  for  racking  off  in  all  the  casks  at  the  santa 
time,  and  can  be  kept  so,  which  oonsists  in  holding  the  beer  in  closed  connected 
ahnvings-casks  under  automatically-controlled  low  pressure  of  carbonic-acid  gas,  sub* 
•tantially  as  described. 

8.  Casks  A  A,  provided  with  cooks  a  a,  flexible  sections  ft,  and  taps  N  N,  ^combi- 
nation with  main  pipe  •',  water-column  C,  and  pressnre-gage  a3,  all  constructed, 
arranged,  and  operated  as  and  for  the  purposes  set  forth. 

Infringement  is  alleged  of  claims  1, 2, 3,  4, 6,  and  7.  The  Circuit 
Oonrt  dismissed  the  bill,  and  the  plaintiff  has  appealed. 

The  principal  contest  in  the  cane  in  as  to  the  validity  Of  the  patent  as 
•  patent  for  a  process.    The  state  of  the  art  of  brewing  beer,  so  far  as 
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it  concerns  the  invention  of  the  patentees,  is  set  forth  in  the  specification.. 
That  invention,  so  far  as  it  is  applicable  to  what  is  call  the  "  kraensen" 
stage  of  beer,  is  applicable  to  the  beer  after  it  is  pnmped  into  the  shav- 
ings-casks and  the  kraeusen-beer  is  added  tor  the  purpose  of  starting  a- 
mild  fermentation.    By  the  old  pfafess  the  fermentation  lasted  from  tea 
to  fifteen  days,  until  the  generation  of  the  gas  was  reduced  to  a  mini- 
mum.    By  the  rising  of  the  oarbonic-aeid  gas  through  the  effervescence* 
of  the  beer  a  foam  was  formed,  which  ran  over  the  edges  of  the  opeo 
b^ng-hole  and  wasted  more  or  less  of  the  beer— say  one  barrel  in  every 
forty.    This  waste  beer  soured  and  mildewed,  produced  foul  vapors  in- 
jurious to  health,  altered  the  flavor  of  the  beer  in  the  casks,  and  some- 
times spoiled  it  entirely.    The  washing  of  the  barrels  on  the  outside 
was  required,  the  temperature  of  the  cellar  was  raised  by  the  use  of  Um> 
water  for  the  washing,  and  the  ice  was  wasted  which  was  packed  in  the 
cellar  to  keep  the  temperature  at  about  41°  Fahrenheit.    After  the  beer 
had  been  in  the  shaving^jasks  from  ten  to  fifteen  days,  gelatine  or  some 
other  clarifying  medium  was  introduced,  and  at  the  end  of  a  couple  of 
days  the  beer  was  entirely  clear.    The  shavings-cask  was  then  bunged 
up  tightly  for  from  three  to  five  days,  to  confine  the  last  portions  of  the 
rising  carbonic-acid  gas  and  charge  the  beer  with  it  to 'make  it  mer- 
chantable.   The  proper  degree  of  pressure  in  the  shavings-cask  at  which 
to  draw  off  the  beer  into  kegs  for  market  was  a  matter  of  judgment  in 
the  workman.    If  the  pressure  was  over  seven  pounds  to  the  square 
inch,  the  keg  filled  with  foam  in  drawing  it  off,  and  the  bubbles,  sub- 
siding, left  an  air  space  over  the  liquid  beer,  which  absorbed  a  portion 
of  the  carbonic-acid  gas  and  soon  left  the  beer  in  tine  keg  flat.    As  » 
result  of  the  fact  that  the  proper  degree  of  pressure  was  merely  a  matter 
of  judgment,  no  two  shavings-casks  were  drawn  off  at  precisely  the 
same  pressure,  and  the  effervescing  qualities  of  the  beer  would  vary 
considerably.    If  the  beer  was  not  put  into  market  at  once,  at  the 
proper  stage,  the  bungs  had  to  be  removed  from  the  shavings-casks  and 
the  gas  allowed  to  escape.    The  escaping  gas  then  stirred  up  the  yeast 
and  impurities  which  had  settled  at  the  bottom,  and  the  beer  had  to  go 
again  through  the  entire  shavings-cask  stage  in  the  process.    It  required 
about  twenty  days  to  put  beer  on  the  market  after  it  was  pumped  into 
the  shavings-casks.    This  delay  required  brewers  to  keep  a  large  amount 
of  capital  invested  during  the  time  in  unfinished  beer,  and  a  decrease 
of  this  time  of  preparation  was  highly  important 

Upon  these  premises  the  object  of  the  invention  of  the  patentees  was 
to  overcome  the  difficulties  above  named.  In  this  view,  the  statement 
of  the  invention  in  the  specification  is  in  these  words : 

Oar  invention  consists  in  treating  the  beer  when  in  the  shavings-casks  step  of  the 
process,  in  one  or  more  eloeed  casks,  under  automatically-controllable  carbonio-acid- 
gas  pressure,  generated  either  by  the  mild  fermentation  of  the  beer  or  artificially. 
This  equalizes  the  pressure  in  such  cask  or  series  of  casks,  and  the  effervescing 
CjaaUty  of  the  bear,  in  all  the  casks  when  two  or  more  are  connected  together  is  uni- 
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'form.  The  cask  car  casks  being  closed,  none  of  the  beer  wastes  by  running  over,, 
and  the  fonl  smells  and  washing  of  the  casks  and  cellars  are  avoided.  The  escaping 
carbonic-acid  gas  is  conducted  from  the  relief-valve  to  the  open  air,  and  does  not 
settle  in  the  brewing-cellars  to  endanger  life. 

This  is  fairly  to  be  read  a*  a  statement  that  the  beer  is  tobe  thus 
treated  during  the  whole  of  its  subjection  to  the  shaving  casks  stage  of 
the  process,  whether  in  one  closed  cask  or  in  two  or  more  closed  casks 
connected  together.  The  statement  is  tiffat  the  cask  or  casks  are  to  be 
dosed— that  is,  closed  throughout  the  shaving-casks  stage  of  the  proc- 
ess and  kept  daring  that  process  under  automatically-controllable  car- 
bonic acid-gas  pressure,  generated  either  by  the  mild  fermentation  of 
the  beer  or  artificially.  It  is  also  stated  that  none  of  the  beer  wastes 
by  running  over,  and  that  the  foul  smells  and  washing  of  the  casks  and 
cellars  are  avoided,  and  that  the  escaping  carbonic-acid  gas  is  conducted 
to  the  open  air.  These  consequences  can  not  follow,  nor  can  the  ad- 
vantages of  the  invention  set  forth  be  fully  availed  of,  unless  the  casks 
are  closed  from  the  beginningof  the  shavings-casks  kraeusen  stage*  Ad- 
equate means  for  working  this  process  and  securing  this  result  are  set 
forth*  in  the  specification ;  also  means  for  connecting  together  a  series 
of  shavings-casks  so  as  to  secure  equal  pressure  in  all  of  them. 

The  specification  further  says : 

By  using  onr  process  we  are  enabled  to  clarify  the  beer  and  clear  It  of  imparities  in 
eight  days  or  less,  whereas  in  the  ordinary  process,  it  takes  from  twelve  to  twenty 
days.  This  immense  gain  in  time  we  ascribe  to  the  following  action :  The  air  being 
,  forced  ont  of  the  pipes,  the  carbonic  acid  fills  them  and  the  space  in  the  casks  above* 
the  beer.  Then  the  gas  slowly  accnmnlates  in  the  space  above  the  beer  until  the* 
pressure  above  is  such  as  to  overcome  the  density  of  the  beer  and  re-enter  it,  so  as  to 
charge  it  up  to  the  pressure  for  which  the  column  is  set.  This  creates,  in  a  manner; 
an  equilibrium  between  the  rising  bubbles  and  the  pressure  above,  daring  which 
gravity  can  act  rapidly  on  the  yeast  and  impurities  in  the  beer  and  carry  them  down 
among  the  shavings  at  the  bottom  of  the  cask/ where  they  remain. 

We  introduce  the  clarifying  gelatine  into  the  shavings-casks  after  the  beer  is  intro- 
duced and  before  connecting  with  pipe  a',  and  actual  practice  has  demonstrated  to 
us  that  to  clarify  the  beer  by  our  prooess^requires  only  about  one-half  of  the  gelatine- 
heretofore  used.  This  saving,  together  with  the  saving  of  the  waste  beer  heretoforej 
saentioned  (one  or  more  barrels  in  every  forty),  and  the  saving  of  Jabor,  will  greatly 
cheapen  the  production  of  beer. , 

The  third  claim  of  the  patent  is  as  follows : 

3.  The  process  of  preparing  and  preserving  beer  for  the  market,  which  consists  in' 
holding  it  under  controllable  pressure  of  carbonic-acid  gas  from  the  beginning  of  the  - 
kraeusen  stage  until  such  time  as  it  is  transferred  to  kegs  and  bunged,  substantially 
as  described. 

This  claim  covers  the  real  invention  of  the  process  of  the  patentees, 
if  it  be  their  invention  and  be  patentable  as  a  process. 

The  Circuit  Court  in  its  opinion  (20  Fed.  Rep.,  725,  733)  held  that  the 
•  most  that  could  be  claimed  by  the  patentees  was  that  they  applied  the 
controllable  pressure  created  by  the  carbonic-acid  gas  in  a  state  of  fer- 
mentation at  an  earlier  stage  than  was  before  known  \  that  the  essential 
parts  of  the  apparatus  used  were  known  before;  that  the  same  con- 
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tollable  pressure  had  been  applied  at  various  stages  of  the  manufact- 
ure ;  thatthe  application  at  one  stage  of  the  condition  of  the  beer  in* 
stead  of  another  would  seem  not  to  involve  anything  morp  than  la  mere 
mechanical  change  which  coold  be  employed  by  any  one  skilled  in  the 
art,  and  that  the  claim  of  a  patent  for  a  particular  process,  irrespective 
of  the  mechanical  devices  claimed  (which  the  defendants  had  not  used), 
could  not  be  sustained.  Bat  we  think  that  In  this  view  the  court  erred, 
and  that  the  third  claim  of  the  patent  is  a  valid  claim  for  the  process 
covered  by  it  and  described  in  the  specification.  The  testimony  is  very 
fall  and  clear  that  as  a  process  it  was  not  known  or  used. before  in  the 
art  of  making  beer ;  that  it  worked  a  valuable  and  important  change  in 
that  art  in  the  particulars  set  forth  in  the  specification  5  that  it  went  at 
once  extensively  into  use  both  in  Europe  and  in  the  United  States,  and 
that  it  was  recognised  as  a  new  and  valuable  invention  in  published 
works  on  the  subject  immediately  after  it  jras  made  known. 
Professor  Haines,  the  leading  expert  for  the  plaintiff,  says : 
The  Meller  and  Hofinann  system*  accomplishes,  in  my  opinion,  many  results  whioh, 
had  not  before  been  obtained,  and  it  acts  in  doing  to  in  this  way :  Automatically  regu- 
lated pressure  ia  applied  to  the  casks  during  the  process  of  active  fermentation,  sod 
air  is  thereby  of  coarse  excluded.  Under  this  increased  pressure  and  the  exclusion 
of  the  air  fermentation  takes  place  more  regularly  and  the  impurities  in  the  beer 
settle  more  rapidly.  By  the  exclusion  of  the  air,  moreoYer,  fewer  impurities  are  pro- 
duced, for  it  is  a  demonstrated  fact  that  when  oxygen  is  excluded  from  a  fermenting  - 
mixture  fewer  yeast-cells  and  other  solids  are  generated.  Not  only  is  there,  therefore, 
produced  less  matter  to  subside,  but  by  the  increased  pressure  these  particles  are 
rendered  specifically  hearier,  and  therefore  settle  much  more  rapidly.  The  process, 
therefore,  if  applied  during  the  stage  of  active  fermentation,  not  only  regulates  the 
fermentation,  but  will  materially  hasten  the  clarifying  of  the  beer,  both  of  whioh 
are  objects  not  obtained,  so  far  as  I  know,  by  any  previously-used  process  or  ap- 
paratus. 

The  invention  of  the  patentees  oovered  by  claim  3  is,  as  stated  before, 
applicable  to  the  beer  in  the  kraensen  stage  in  the  shavings-casks.  The 
shavings  in  these  casks  are  thin  strips  Qt  white  beech,  hazel-nut,  or 
ether  suitable  wood,  placed  lengthwise  of  the  cask,  on  its  bottom,  op- 
posite the  bung-hole,  and  used  as  a  fining  medium.  Being  porous,  they 
absorb  the  turbid  ingredients  in  the  beer,  and  also  mechanically  arrest 
them,  when  precipitated.  The  kraensen  beer,  which  is  added  to  the 
contents  of  the  shavings-casks,  to  produce  fermentation,  is  young  beer, 
in  full  fermentation,  the  beer  or  wort  to  which  the  kraensen  beer  to 
added  in  the  shavings-casks  being  itself  comparatively  flat  and  not 
clarified. 

Vent-bungs  of  various  descriptions  existed  before,  but  were 
toward  the  last  stage  of  the  fermentation  of  the  beer  in  the  ] 
stage  in  the  shavings-casks  to  confine  mecfianioally  the  very  last  of  the 
slowly-generating  gas,  the  valve  or  vent  in  the  bung  operating  to  pre- 
vent overpressure  or  "  overbunging,"  in  case  there  should  be  delay  in 
drawing  off  the  beer  after  it  became  ready  for  market.  The  effect  of 
the  accumulation  of  the  oarbonie-acid  gas  generated  in  the  later  steges 
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*f  the  fermentation  was  and 'is  to  impart  more  effervescence  to  tbe  beer. 
Tbe  invention  of  the  patentees  i&  entirely  independent  of  the  old  aqd 
rwell  known  vent-bangs,  and  of  any  prior  apparatus  for  preventing  over- 
twinging.  It  is  for  the  process  of  banging  tbe  cask  simultaneously  with 
tbe  commencement  of  the  active  fermentation  of  the  beer  in  the  kraensen 
•tage.  It  utilizes  the  gas  to  clarity  the  beer,  the  pressure  of  the  gas 
causing  theimpurities  quickly  and  permanently  to  deposit  themselves 
on  the  bottom  and  sides  of  the  cask;  instead  of  being  removed,  as  in 
the  old  method,  by  overflowing  and  slow  deposit 
Professor  Hainef  says : 

,  The  novelty  and  characteristic  feature  of  the  process,  by  which  its  exoellent  results 
are  produced,  chiefly  Writes  from  its  introducing  mi  automatically-ftcting  process  at 
An  earlier  stage  of  the  preparation  of  beer  than  hat  been  practiced  by  other  devices, 
Thie  earlier  bunging  produce*  a  number  of  valuable  results,  one  of  the  most  valuable 
of  which  is  the  rapid  clarification  of  the  beer.  By  placing  the  actively-fermenting 
liquid  under  adequate  automatically-controlled  pressure,  and  keeping  it  thus  under 
pressure  until  drawn  off  for  use,  the  beer  ferments  more  equably,  less  sediment  is  pro* 
duoed,  and  clarification  is  more  rapid  and  more  certain.  It  is.  then,  as  I  understand 
it,  not  the  mechanical  application  of  pressure,  but  tfte  application  of  a  suitable  press- 
lire,  beginning  with  tbe  second  active  fermentation  of  the  beer  and  continuing  to  the 
close,  that  constitutes  the  most  valuable  and  novel  feature  of  this  process. 

Dr.  Buschhanpt,  another  expert  witness  for  the  plaintiff  says: 

It  is  an  acknowledged  fact  that  the  influence  of  pressure  upon  a  compressible  object 
suspended  in  a  liquid  causes  it  to  sink,  and  also  that  pressure  in  closed  vessels  is 
propagated  to  all  sides  with  the  same  force.  For  this  reason  an  ascending  or  rising 
of  the  insoluble  impurities  can  not  take  place  as  long  as  the  pressure  continues  of  in- 
creases. However,  .as  soon  as  the  pressure  is  released  or  diminished,  a  rising  must 
necessarily  result.  With  beer  especially  such  rising  easily  occurs,  and  the  lighter  im* 
purities  will  almost  at  once  be  drawn  into  the  beer  again.  Any  apparatus  which  does 
not  allow  the  pressure  to  become  diminished  at  any  time  during  the  operation,  and 
which  is  not  apt  to  get  out  of  order  or  become  clogged,  like  a  hydrostatic  oolumh,  wi}l 
Avoid  the  drawbacks  above  referred  to,  and  this  object  is  beyond  question  fuBytae-. 
eomplished  by  the  apparatus  patented  to  Heller  and  Hofmann.  It  is  net  sbapJ7.sK 
•afety-valve  or  vent,  but  intended  to  accomplish  much  more,  and  to  be  used\  if/naoss'». 
sary,  in  the  height  of  the  kraeusen  stage;  But  not  in  this  respect  lies  the  prtaeipal 
advantages  of  said  patent.  Its  new  mode  of  treatment  is  the  main  thing.  The  pat- 
ent recommends  automatic  bunging  at  an  earlier  stage  of  manufacture  than  before 
practiced— vis,  during  the  kraeusen  stage— and  for  an  entirely  different  purpose 
vis,  to  hasten  the  clarifying  and  settling  of  the  beer.  The  patent  suggests  in  this 
respect  a  new  and  different  mode  of  treatment  before  the  beer  is  clear  and  settled.  The 
new  process  is  carried  into  effect  by  causing  the  liquid  in  the  cask  to  be  placed  under 
An  even  and  equal  pressure  of  carbonic-acid  gas.  which  is  uniformly  applied  and  main* 
sained  throughout  the  treatment,  up  to  the  very  time  of  racking  off  the  beer,  by 
means  of  an  automatically- working  valve  or  weight,  regulated  at  a  prefixed  standard 
*>f  about  seven  pounds  to  the  square  inoh. 

The  advantages  of  the  process  in  practice  are  thus  stated  by  Mr. 
Seib,  a  brewer: 

First,  I  save  on  a  thirty-barrel  cask  about  a  barrel  and  a  half  of  beer ;  secondly,  my 
toeer  will  not  become  overbunged ;  third,  in  the  old  mode  of  treating  beer,  when  the 
liquid  was  two  to  three  weeks  on  shavings*  it  became  a  shavings  taste,  which  is  not 
the  case  under  the  Meller  and  Hofmann  method.  You  may  keep  the  beer  two 
months  in  the  latter  way.    Fourth,  it  also  involves  material  financial  advantages, 
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Ilk  this:  If  {he  boar  is  not  used  at  the  particular  time,  it  needs  not,  as  of  old,  bs> 
pumped  oyer  into  other  casks  to  guard  against  the  results  of  overhanging.  .There  is 
another  most  important  advantage  arising1  from  this  early  process  of  bunging.  It 
prevents  overflowage  and  the  yeast  souring  the  floors  and  cellars,  and,  as  the  yeast 
is  a  plant  and  continues  to  grow,  the  atmosphere  becomes  corrupted,  which  reacts  <m 
the/beer  in  the  cellar. 

Contemporary  publications  give  to  the  patentees  the  credit  of  this 
invention.  In  the  "Manual  of  Beer  Brewing,9  published9 at  Weimer 
in  1877,  by  Prof.  Ladislans  Von  Wagner,  at  pages  728  and  729,  Metier1* 
•  method  of  treatment,  in  using  carbonic-acid  gas  to  clarify  beer,  is  spoken 
of  as  successful,  and  as  having  been  already  introduced  for  four  years 
and  spread  oyer  the  whole  European  continent.  In  a  treatise  on  beer* 
brewing,  published  at  Braunschweig,  in  1877,  by  Dr.  Carl  Lintner,  the 
invention,  as  one  for  putting  the  beer,  when  drawn  off  into  casks,  imme- 
diately under,  the  pressure  of  pure  carbonic-acid  gas,  is  ascribed  to 
Keller.  In  "  The  American  Beer  Brewer,9  published  at  Hew  York,  in 
June,  1878,  by  A.  Schwartz,  the  invention  is  spoken  of  as  one  which 
the  writer  had  seen  in  1877  at  the  brewery  of  Mr.  Hofmann,  at  Man* 
heim,  in  Germany,  carried  out  by  a  bunging  apparatus  such  as'  is  .de- 
scribed in  the  patent. 

Within  the  roles  laid  down  by  this  Court  in  Corning  v.  Burdeny  (15> 
How.,  252,  267),  in  Cochrane  v.  Deener,  (04  U.  S.,  780,  787,  788),  and  in 
TUghman  v.  Proctor,  (102  U.  S.,  707,  722,  724,  7$5),  we  think  that  the 
method  or  art  coVered  by  the  third  claim  of  the  patent  is  patentable  a* 
a  process,  irrespective  of  the  apparatus  or  instrumentality  for  carrying* 
it  out.  It  is  the  performing  of  a  series  of  acts  upon  the  beer  in  the 
kraeusen  stpge,  producing  new  and  useful  results  in  the  art  of  making 
marketable  beer.  The  process  consists  not  in  merely  applying  an  ap- 
paratus to  the  cask  at  some  period  of  the  kraeusen  stage* of  tie  beer,, 
but  consists  in  this,  that  when  the  beer  has  been  put  into  the.  casks* 
and  the  kraeusen  beer  is  added  to  it,  and  the  apparatus  is  applied  a* 
the  beginning  of  the  kraeusen  stage,  the  beer  will  be  kept  under  a  con- 
trollable pressure  of  carbonic  acid  gas  until  such  time  as  it  is  fit  to  be 
transferred  to  the  kegs  for  market,  such  pressure  resulting  in  the  com- 
plete and  speedy  clarification  of  the  beer,  although  it  is  in  a  state  of 
active  fermentation  in  the  closed  shavings-casks,  with  the  incidental 
results  of  no  loss  of  beer,  no  fouling  of  the  casks  or  the  cellar,  no  altera- 
tion of  the  flavor  of  the  beer,  and  no  danger  to  the  health  of  the  work- 
men. This  is,  as  was  said  in  Cochrane  y.  Deener,  "a  mode  of  treatment 
of  certain  materials  to  produce  a  given  result,9  and  "an  act  or  a  series, 
of  acts  performed  upon  the  subject-matter  to  be  transformed  and  re- 
duced to  a  different  state  or  thing,"  and  "requires  that  certain  things 
should  be  done  with  certain  substances,  and  in  a  oertain  order."  It  is, 
therefore,  a  process  or  art  The  apparatus  for  carrying  out  the  pro- 
cess is  of  secondary  consequence,  and  may  itself  be  old,  separately  con- 
sidered, without  invalidating  the  patent,  if  the  process  be  new  and  pro- 
duces a  hew  result*  ^[e 
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There  appears  also  to  be  a  uew  principle  of  action  involved  in  the  in- 
vention of  the  patentees.  The  carbonic-acid  gas  generated  by  the  fer- 
mentation in  the  cask,  instead  of  being  allowed  to  continually  ascend, 
as  it  does  with  an  open  bung-hole,  keeping  the  liquid  constantly  in  a 
turbid  state  and  overflowing  at  the  bung-hole,  is  made,  as  stated  in,  the 
specification,  to  first  accumulate  in  the  space  above  the  beer  in  the 
dosed  cask,  until  the  pressure  is  such  that  the  gas  overcomes  the  den- 
sity of  the  beer,  and  enters  it  again,  and  charges  it  up  to  the  pressure 
at  which  the  water-column  is  set,  thus  creating  an  equilibrium  between 
the  rising  bubbles  of  gas  and  the  .pressure  above,  so  that  gravity  can 
act  on  the  yeast  and  impurities,  and  carry  them  down  so  that  they  will 
remain  with  the  shavings  at  the  bottom.  This  is  a  new  use,  in  the 
treatment  of  fermenting  beer,  of  the  carbonic-acid  gas  which  it  gene- 
rates, and  a  new  method  or  process  of  hastening  the  clarifying  and 
settling  of  the  beer.  This  being  the  proper  construction  of  the  third 
claim  of  the  patent,  we  a?e  prepared  to  consider  the  question  of  the 
novelty  of  the  process  covered  by  the  claim  in  the  light  in  which  it 
has  been  explained. 

The  United  States  patent,  to ,  George  Wallace,  No.  62,681,  granted 
March  5,  1867,  does  not  exhibit  any  such  process.  The  apparatus 
shown  in  it  acted  op  a  directly  opposite  principle,  and  was  designed  to 
stir  np  the  fermenting  medium  and  accelerate  the  fermentation  and 
decomposition  of  mash.    Professor  Haines  says  in  regard  to  it: 

I  have  examined  the  Wallace  patent,  and  compared  it  with  the  process  and  appa- 
ratus of  HeQer  and  Hofmann.  In  my  opinion,  the  two  are  radically  different.  The 
Wallace  patent  introduces  to  the  bottom  of  one  fermenting-taak  a  pipe,  which  ia 
connected  with  the  npper  portion  of  the  other  fermenting-cask.  Now,  if  any  ezoesa 
of  pressure  should  occur  in  either  cask  over  what  there  is  in  the  other,  a  quantity  of 
carbonio-acid  gas  will  he  forced  to  the  very  bottom  of  the  cask  haying  the  smaller 
pressure,  and  in  this  way  the  yeast  and  other  sediment  will  be  thoroughly  stirred  op. 
and  diffused  through  the  fermenting  liquid.  This  would  unquestionably  increase  the 
rapidity  of  fermentation,  but  it  would  accomplish  exactly  the  opposite  result  of  what 
the  M  eller  and  Hofmann  process  contemplates— namely,  the  forcing  down  of  the  sedi- 
ment, so  as  to  clarify  the  beer,  and  not  its  agitation  and  dissemination  through  the 
fluid.  It  seems  to  me,  therefore,  that  the  Wallace  apparatus  and  process,  as  figured 
and  described  in  patent  ti2,5&,  would  not  and  could  not  be  used  for  the  same  pur* 
poses  that  the  Heller  and  Hofmann  process  is  employed. 

Dr.Ruschbaupt  testifies  to  the  same  effect. 

Tb&  United  States  Patent  No.  63,636,  granted  to  Thomas  B.  Hick* 
April  9, 1867 }  the  United  States  Patent  No.  90,349,  granted  to  William 
Dietriehsen,  May  25, 1869,  and  the  United  States  Patent  No.  115,950, 
granted  to  William  Oilbam,  June  1.3, 1871,  do  not,  any  of  them,  disclose 
the  process  of  the  appellant,  of  controlling  the  action  of  beer  in  active 
fermentation  in  the  kraeusen  stage,  for  the  purposes  of  clarification  and 
preparation  for  market,  by  means  of  the  controllable  pressure  of  car- 
bonic-acid gas.  The  patent  to  Oilbam  is  for  the  production  of  sparkling 
wine,  by  charging  the  wine  under  pressure  with  the  carbonic-acid  gas 
generated  by  the  wine  during'  the  process  of  fermentation.    It  does  not 
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devoiop  the  prooesa  of  the  appellant  as  applied  to  beer  in  the  kraeusen 
Stage,  nor  does  it  disclose  the  foot  that  Gilham  knew  of  the  existenoe 
of  any  such  prooess. 

.  The  patent  to  Henry  Sblaudeman,  No.  264,087,  of  June  11, 1878;  the 
patent  to  John  M.  P&udler,  No,  205,572,  of  Jnfy  2, 1878 ;  the  patent  to 
Theodore  P.  Btranb,  No.  208,771,  of  October  6, 1878,  and  the  patent  to 
Frank  Fehr,  No.  211,596,  of  May  20, 1879,  are  later  in  date  than  the 
invention  of  Meller  and  Hofinann,  and  all  of  them  are  subsequent  in  date 
to  the  introduction  into  use  of  that  invention  in  this  ootantry,  in  July 
or  August,  1877. 

.  The  experimented  Clement  A.  Maus  were  in  September,  1877.  The 
apparatus  of  Jacob  W.  Loeper  was  an  automatic  vent-bung  j  but  it  is 
not  shown  to  have  been  used  in  carrying  out  any  such  prooess  as  that 
ef  the  appellant  The  apparatus  of  Herman  Sturm  was  manifestly 
only  aa  experiment,  abandoned  and  given  up  before  thp  invention  of 
Keller  and  Hofinann  was  introduced.  It  is  not  satisfactorily  shown  to 
have  been  used  on  shavings-casks  with  the  beer  in  the  kraeusen  stage. 
Dr.  Busohbaupt  testifies  that  the  devices  of  Sturm,  all  of  them,  belong 
to  the  class  of  automatic  vent-bungs  used  during  the  last  stages  of 
after-fermentation}  that  they  were  not  capable  of  being  used  during 
the  kraeusen  stage,  in  shavings-casks',  because  they  were  constructed  to 
act  under  a  much  lower  pressure  than  that  spoken  of  in  the  patent  to 
Meller  and  Hofinann;  that  the  one  with  the  mercury-gage  is  intended 
to  work  under  a  pressure  of  only  about  one  pound  to  the  square  inch,  and 
the  others  were  liable  to  get  out  of  order  by  the  clogging  and  rusting 
of  the  springs,  and  that  they  were  only  applied  to  let  off  tBe  surplua 
oarbonio-acid  gas  from  lager  beer  casks  tb  prevent  their  bursting. 

Professor  Haines  testifies  as  follows  in  regard  to  the  Sturm  appa- 
ratus; 

la  my  opinion,  the  forme  of  apparatus  desorfbed  and  figured  in  the  testimony  of 
Oeneral  Storm  oonld  not  be  practically  applied  for  the  purposes  of  the  Meller  and 
Hofinann  prooess,  for  the  bangs  figured  and  desoribed  would  certainly  become  clogged 
by  .the  foam  that  is  sent  upward  in  considerable  quantity  during  the  active  fermen- 
tation, and,  becoming  clogged,  would  either  cease  to  act  or  else  remain  permanently 
•open.  The  other  device  figured  and  described  contemplates,  according  to  the  descrip- 
tion, the  application  of  a  very  trivial  pressure,  stated  by  the  witness  himself  as  equiv- 
alent to  about  a  pound  per  square  inch.  As  I  before  testified,  I  believe  such  a  trivial 
pressure  would  not  bring  about  the  effects  obtained  by  the  Meller  and  Hofmaqn  proc- 
•ess,  although  it  would  be  sufficient  to  charge  the  beer  with  a  certain  amount  of  gas 
and  prevent  the  casks  from  bursting,  which,  as  I  understand  it,  was  the  object  of  the 
apparatus  now  spoken  of.  *  *  *  It  is  difficult  to  determine,  from  the  testimony 
•of  the  witness,  exactly  at  what  stage  of  the  brewing  of  the  beer  the  apparatuses 
were  employed,  but  as  be  states  that  they  were  made  in  I860,  at  which  time  the  treat- 
ing of  beer  with  kraeusen  in  shavings-casks  was  not  practiced,  it  is  evident  that  the 
apparatuses  Were  not  intended  to  be  applied  during  this  stage  of  brewing. 

It  is  testified  that  the  appellant's  process  of  treating  beer  under  the 
automatically-controllable  pressure  of  carbonic-acid  gas  is  of  great  value 
la  the  brewing  business,  and  has  come  into  general  use  and  been  pat 
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op  in  about  eighty  breweries,  many  of  which  are  among  the  largest  Id 
the  United  States. 

There  is  no  doubt  whatever  that  the  defendants  have  need  the  proc- 
ess covered  by  the  third  claim  of  the  patent  One  of  the  defendants,. 
Frank  A.  Mans,  testifies  that,  in  the  fall  of  1878  or  the  spring  of  1879; 
the  defendants  commenced  using  an  apparatus  which  applies  the  con- 
trollable pressure  of  carbonic-acid  gas  to  the  beer  in  the  kraenset> 
stage ;  that,  as  soon  as  the  finings  are  added  to  the  beer  in  the  shavings- 
casks,  they  attach  the  apparatus;  that  sometimes,  however,  it  is  not 
attached  until  a  day  or  two  after  the  kraeosen  and  finings  are  added ; 
that  they  keep  it  attached  from  eight  to  twenty  days,  until  the  beer  is 
drawn  off  for  the  market;  that,  on  an  average,  they  gain  about  two 
days  by.  the  use  of  the  apparatus,  and  that  they  avoid  the  running  ever 
of  the  foaming  yeast  through  the  bung-hole.  \ 

We  have  confined  our  consideration  of  this  case  to  the  third  claim  of 
the  patent,  as  that  is  the  one  which  distinctly  embodies  the  invention 
of  the  patentees,  and  it  has  been  infringed  by  the  defendants.  It  will 
be  time  enough  to  consider  the  other  process  claims,  and  the  eighth 
claim,  in  cases  involving  their  infringement,  where  the  third  claim  is 
not  also  infringed.  In  the  present  case  it  appears  that  the  defendants 
have  used  "the  process  of  preparing  and  preserving  beer  for  the  mar- 
ket," by  "holding it  under  controllable  pressure  of  carbonic-acid  gas 
from  the  beginning  of  the  kraeusen  stage  until  such  time  as  it  is  trans- 
ferred to  kegs  and  bunged,  substantially  as  described,"  in  the  specifi- 
cation of  the  patent. 

The  decree  of  the  Circuit  Court  is  reversed,  and  the  case  is  remanded 
to  that  court,  with  a  direction  to  enter  a  decree  establishing  the  va- 
lidity of  the  third  claim  of  the  patent,  and  awarding  a  perpetual  injunc- 
tion and  an  account  of  profits  and  damages,  and  to  take  such  further 
proceedings  in  the  suit  as  may  not  be  inconsistent  with  this  opinion-. 


[Supra*  Court  of  U»  United  States.] 

Gandy  v.  Mabblb,  Ckmmi$$ioner  of  Patent*. 

DeeUM  Jfoy  27,  1887. 

39  O.  a,  1483. 

t.  Provisions  or  Section  4894  Revised  Statutes  Apply  to  8urrs  under  Section* 
4915  Revised  Statutes. 

The  objection  that  the  applicant  failed  to  prosecute  his  application  for  a  pat- 
ent within  two  years  after  the  last  action  thereon,  of  which  notice  was  given 
(section  4894),  applies  to  a  suit  in  equity  for  a  patent  under  section  4915. 

2.  Such  a  8uit  ▲  Part  of  the  Application  fob  the  Patent. 

Such  a  snit  is  in  fact  and  necessarily  a  part  of  the  application  for  the  patent, 
and  is  to  be  governed  by  the  rule  as  to  laches  and  delay  declared  by  section  4094 
to  be  attendant  upon  an  application.    .  D  °8lC 
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lasD^aeaititaeybeehown  to  the  eatielaetioa  of  the  «vt  that  the  eoley 

tetfcati 


Appeal  from  the  Supreme  Court  of  the  District  of  Gdhfmbia. 
Mr.  A.  J.  WUUrd*iAMr.AwH*Bro*dmaxt<Kthe*ppdlMnt. 


Mr.  Auistant  Attornef-Geteral  Ifmry  for  the  appellee. 

Mr.  Justice  Blatchpokd  delivered  the  opinion  of  the  Court. 

This  is  an  appeal  by  the  plaintiff  in  a  suit  in  equity  brought  in  the 
Supreme  Court  of  the  District  of  Columbia  against  the  Secretary  of  the 
Interior  and  the  Commissioner  of  Patents  from  a  decree  of  the  general 
term  of  that  court  dismissing  the  taDL  The  suit  was  brought  by  Mao- 
rice  Gandy  against  H.M.  Teller,  as  Secretary  of  the  Interior,  and  KM. 
Marble,  as  Commissioner  of  Patents.  The  bill  was  founded  upon  sec- 
tion 4910  of  the  Bevised  Statutes,  which  provides  as  follows: 


8bc  4916.  Whenever  a  patent  on  application  is  refbeed,  either  by  the 
aioner  of  Patents  or  by  the  Supreme  Court  of  the  Distriet  of  Colombia  npon  appeal 
from  the  Commlsetoner,  the  applicant  may  have  remedy  by  hfll  in  eqatty ;  and  the 
eourt  having  cognisance  thereof;  on  notice  to  advene  parties  and- other  dae  ptesesd- 
lags  had,  may  aojodge  that  such  applicant  is  entitled,  according  to  Uw,  to  receive  • 
patent  mr  hie  Invention,  aespeelSed  in  hie  claim,  or  finr  any  part  thereof,  ee  the  facts 
iavthe  case  may  appear.  And  scch  adjudication,  if  it  be  in  favor  of  the  right  of  the 
applicant,  •hell  authorise  the  Commiaflioner  to  lerae  enoh  potent  on  the  applicant  SI- 
lag  in  the  Patent  Office  a  copy  of  the  r^jodieatlooe  and  otherwiee  complying  with  the 
requirement*  of  law.  In  all  came,  where  there  is  no  opposing  party,  a  copy  of  the 
bill  shell  be  served  on  the  Commissioner;  and  all  the  expenses  of  the  proceed  lag 
eball  be  paid  by  the  applicant,  whether  the  final  decision  ie  in  his  favor  or  not. 

The  foots  of  the  case  are  these:  On  the  1st  of  December,  1877,  Gandy 
filed  in  the  Patent  Office  an  application  for  a  patent  for  improvements 
in  belts  or  bands  for  driving  machinery.  The  application  was  rejected 
on  the  merits.  After  due  proceedings  an  appeal  was  taken  to  the  Com- 
missioner of  Patents  in  person,  who,  on  the  7th  of  April,  1879,  affirmed 
the  decision  rejecting  the  application.  Gandy  appealed  to  the  Su- 
preme Court  of  the  District  of  Columbia,  which,  on  a  hearing,  and  on 
the  30th  of  January,  1880,  dismissed  the  petition  of  Gandy  and  directed 
that  a  copy  of  its  decree  be  transmitted  to  the  Commissioner  of  Patents. 
The  bill  states  that  the  ground  of  the  action  of  the  Patent  Office  and  of 
the  Supreme  Court  of  the  District  of  Columbia  in  rejecting  the  applica- 
tion was  that  the  invention  was  not  patentable,  having  been  anticipated 
in  prior  patents.  The  bill  alleges  that  the  application  waa  erroneously 
rejected,  and  prays  that  the  court  will  hear  and  determine  the  right  of 
the  plaintiff  to  a  patent  for  what  be  claims,  or  for  such  parts  thereof 
as  he  may  be  justly  entitled  to,  and  will  decree  accordingly.  The  bill 
was  filed  on  the  3d  of  May,  1883.  A  subpeena  was  issued  upon  it  and 
served  upon  the  Secretary  of  the  Interior  and  the  Commissioner  of  Pat- 
ents on  the  5th  of  May,  1883.    On  the  10th  of  October,  1883,  the  solid- 
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tor  for  tbe  plaintiff  served  on  the  Secretary  of  the  Interior  and  the  Com- 
missioner of  Patents,  in  perpon,  a  notice  that  he  would  on  the  next  day 
move  the  court  for  leave  to  enter  their  default  in  the  case,  and  there- 
upon to  proceed  with  the  cause  ex  parte  to  final  hearing.  On  the  20th 
of  October,  1883,  the  court  made  ap  order  setting  forth  that  the  pro- 
cess of  the  court  and  a  copy  of  the  bill  had  been  duly  served  upon  the 
defendants ;  that  they  had  not  appeared  or  answered,  and  that  on  proof 
of  service  of  the  above-named  motion,  no  one  appearing  for  the.defend- 
ants,  it  was  ordered  that  the  plaintiff  have  leave  to  enter  the  default  of 
the  defendants  and  to  proceed  with  the  cause  ex  parte,  and  that  he  have 
*izty  days  to  take  and  put  in  his  proofs.  It  also  specified  the  officers 
before  whom  proofs  might  be  taken.  Documentary  and  oral  proofs 
were  put  in,  tbe  former  including  a  copy  of  the  proceedings  in'  the  Pat- 
<eot  Office,  by  which  it  appeared  that  the  date  of  the  last  proceeding 
in  the  application  was  tbe  making  of  the  decree  of  January  SO,  }880,by 
the  Supreme  Court  of  the  District  of  Columbia.  No  one  appeared  for 
tbe  defendants  on  the  taking  of  any  of  the  proofs.  On  the  14th  of 
April,  1884,  the  Supreme  Court  in  special  term,  no  one  appearing  for  the 
defendants,  made  an  order  that  the  cause  be  heard  in  the  first  instance 
by  the  general  term. '  On  the  30th  of  April,  1884,  Benjamin  Butter- 
worth,  having  succeeded  Mri  Marble  as  Commissioner  of  .Patents, 
moved  the  court  in  general  term  to  dismiss  the  bill  and  set  aside  the 
order  entering  the  default  of  the  defendants  and  for  leave  to  make  a 
defense  in  the  cause,  assigning  as  grounds  for  the  motion  that  the  Sec- 
retary of  the  Interior  was  not  a  proper  party  to  the  suit ;  that  Mr.  But- 
terworth  had  succeeded  Mr.  Marble  as  Commissioner  of  Patents,  and 
that  the  application  for  the  patent  had  been  abandoned  by  reason  of 
the  failure  to  prosecute  the  same  within  two  years  after  the  last  action 
thereon,  of  which  notice  was  duly  communicated  to  the  applicant.  The 
*oort  in  general  term  made  an  order  allowing  the  plaintiff  to  amend 
his  bill,  striking  out  the  name  of  the  Secretary  of  the  Interior  as  a  de- 
fendant and  adding  .as  a  defendant  the  successor  in  office  of  Mr.  Marble. 
On  the  same  day  the  court  in  general  term  made  a  decree,  on  a  hearing 
of  counsel  for  both  parties,  dismissing  the  bill  with  costs.  From  that 
decree  the  plaintiff  has  appealed  to  this  court 

We  are  of  opinion  that  this  decree  must  be  affirmed.  It  is  provided 
by  section  4804  of  the  Revised  Statutes  as  follows : 

See.  4894.  All  applioaUotts  for  patents  shall  be  completed  and  prepared  for  exam- 
ination within  two  yean  after  the  filing  of  the  application,  and  in  default  thereof, 
or  npon  failure  of  the  applicant  to  proaeoute  the  same  within  two  yean  after  any  aetion 
therein,  of  whieh  notioe  shall  hare  been  given  to  the  applioant,  they  shall  be  re- 
garded as  abandoned  by  the  parties  thereto,  unless  it  be  shown  to  the  satisfaction  of 
the  Commissioner  of  Patents  that  snoh  delay  was  unavoidable. 

The  applioant  failed  to  prosecute  his  application  within  two  years 
after  the  last  action  therein,  of  whibh  notice  waa  given  to  the  appli- 
oant. The  decree  of  the  Supreme  Court  of  the  District  of  Columbia 
waa  made  on  the  30th  of  January,  1880,  and  this  bill  was  not  filed  until 
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the  3d  of  May,  1883.  No  excuse  for  the  laches  and  delay  is  set  up  i» 
th<&  bill,  and  none  is  shown  in  the  proofs,  nor  is  it  alleged  in  the  bill  that 
the  delay  was  unavoidable.  Although,  as  was  said  by  this  Court  in 
Butterworikv.  Hoe  (112  U.  8.,  50,  61),  citing  Whipple  v.  Miner  (15  Fed. 
Sep.,  117);  Esparto  Squire  (3  Ban*  &  Aid.,  133),  and  Sutler  v.  Bkaw 
(21  Fed.  Sep.,  321),  the  proceeding  by  bill  in  equity  nnder  section  4015 
on  the  recusal  to  grant  an  application  for  a  patent  intends  a  suit  accord- 
ing to  the  ordinary  course  of  equity  practice  and  procedure,  and  is  not 
a  technical  appeal  from  the  Patent  Office,  nor  confined  to  the  case  as 
made  in  the  record  of  that  office,  but  is  prepared  and  heard  upon  alt 
competent  evidence  adduced  and  upon  the  whole  merits,  yet  the  pro- 
ceeding is  in  feet  and  necessarily  a  part  of  the  application  for  the 
patent  Section  4015  declares  that  the  judgment  of  the  court,  if  in. 
fisvor  of  the  right  of  the  applicant,  is  to  be  a  judgment  that  the  ap- 
plicant "  is  entitled  according  to  law  to  receive  a  patent  for  his  inven- 
tion, as  specified  in  his  claim,  or  for  any  part  thereof  as  the  facts  in 
the  case  may  appear;9  and  that  if  the  abjudication  be*  in  favor  of  the 
right  of  the  applicant  it  shall  authorise  the  Commissioner  to  issue  the 
patent  on  the  filing  in  the  Patent  Office  by  the  applicant  of  a  copy  of ' 
the  abjudication,  and  on  his  u  otherwise  complying  with  the  require- 
ments of  law.9  One  requirement  of  law  is,  by  section  4894,  that  the 
application  shall  be  regarded  as  abandoned  if  the  applicant  foils  to 
prosecute  the  same  within  two  years  after  any  action  therein  of  which 
notice  shall  have  been  given  to  him;  "  unless  it  be  shown  to  the  satis- 
faction of  the  Commissioner  of  Patents  that  such  delAy  was  unavoid- 
able.9 All  that  the  court  which  takes  cognizance  of  the  bill  in  equity* 
under  section  4015,  is  authorised  to  do  is  to  adjudge  whether  or  not 
"the  applicant  is  entitled, 'according  to  law,  to  receive  a  patent,"  and 
after  an  abjudication  in  his  favor  to  that  effect,  the  Commissioner  is 
noi  authorised  to  issue  a  patent  unless  the  applicant  otherwise  com- 
plies with  the  requirements  of  law.  Jn  the  present  case  there  would 
be  no  compliance  with  the  requirements  of  law,  in  view  of  the  dehqr 
for  more  than  two  years,  unless  it  be  shown  to  the  satisfaction  of  the 
Court  that  the  delay  was  unavoidable.  The  jurisdiction  of  the  appli- 
cation being  transferred  gro  tamto  to  the  Court  by  Virtue  of  the  bill  in 
equity,  it  can  not  adjudge  that  the  applicant  is  entitled,  according  to 
law.  to  receive  a  patent,  unless  he  shows  to  the  satisfaction  of  the 
court  that  the  delay  was  unavoidable  nnder  an  allegation  to  that  effect 
in  the  bill.  The  presumption  of  abandonment,  under  section  4894,  un- 
less it  is  shown  that  the  delay  in  prosecuting  the  application  for  two* 
years  or  more  after  the  last,  prior  action,  of  which  notice  was  given  to 
the  applicant,  was  unavoidable,  exists  as  fully  in  regard  to  that  branch 
of  the  application  involved  in  the  remedy  by  bill  in  equity  as  in  re- 
gard to  any  other  part  of  the  application,  whether  so  much  of  it  as  is 
strictly  within  the  Patent  Office,  or  s6  much  of  it  as  insists  of  an  ap- 
peal  to  the  Supreme  Court  of  the  District  of  Columbia  under  section 
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4911*  The  decision  of  the  Court  on  a  bffl  in  eqnity  become 
the  judgment- of  the  Supreme  Court  of  the  District  of  Colombia  on  a 
direct  appeal  under  section  4911,  the  decision  of  the  Patent  Office,  and 
is  to  govern  the  action  of  the  Commissioner.  It  is  therefore  clearly  a 
branch  of  the  application  for  the  patent,  And  to  be  governed  by  the 
rule  as  to  laches  and  .delay  declared  by  section  4&4  to  be  attendant 
upon  the  application. 
Decree  affirmed* 


[United  States  Gfcnt*  Oonrt-Dtatotet  elf  MfamMoto.) 
TABBANT  V.  DULTTTH  LUjIBEB  COMPANY. 
"    Decided  Jfty,  1S87. 
89  O.  O.,  I486. 

%  Tajuuht— LochTtnurxa. 

>  Ho.  5|487,  dated  Jaly  15, 1878,  granted  to  Alexander  Rogers,  m  astignea 


'  of  Keen  Tarrant,  for  rolling  saw-logs,  declared  .valid  and  infringed  as  to  its  see* 
ood  olaim.  « 

S.  Obm— Loq-TumraB. 

Patent  No,  lte,308,  dated  llay  18, 187*,  granted  to  John  Onn,  for] 
deelared  invalid  at  to  tte  first  claim.  ' 
3*  DuGLammm  Aim  Rnssus— Exismt  or. 

After  a  decision  by  the  Supreme  Court  thai'  the  fimVelaim  of  the  : 
invalid  ae  being  for  an  invention  different  from  that  of  the  original  patent,  the 
owner  of  the  reianie  filed  a  paper  setting  ont  that  the  ipeoifioatlon  and  claim  of 
the  reianie  are  too  broad,  including  that  of  whioh  the  patentee  waa  not  the  first 
inventor,  and  diaelaiming  the  nrst*olaim.  AM,  that  this  disclaimer  waa  broad  t 
enough  to  carry  with  it  all  of  the  specification  which  waa  applicable  onljW 
such  claim.  . 
4.  PATmrra^-WHiEf  Bhtitlsd  to  ▲  Bboad  CovsTRUonoir  or  Claims. 

When  the  patent  in  suit  is  the  firet  in  its  particular  field  of  invention,  ita  claim 
is  infringed  b y  a  combination  whioh  employs  well-known  mechanical  equivalents 
to  accomplish  the  results  which  follow  from  the  combination, claimed  in  the 

-ft  OoMBnrATio*  Claims  to  bb  Valid  Hum  Covna  OnuuLnvs  CoxsTsucnona. 
Where  a  claim  in  a  patent  is  for  a  combination  of  several  elements,  and'it  ap- 
pears in  evidence  that'  the  combination  is  inoperative  without  the  addition  of 
another  element,  snch  claim  is  void. 

Me$*r$.  Parker  A  Burton,  Mr.  B.  F.  Tkmrtton,  and  Mr.  P.  HChmdhd  - 
Jbr  the  oomplatnant. 
Me$*r$.  West  A  Band  tot  the  defendant 

Nelson,  J..- 

This  la  a  suit  in  equity,  brought  by  the  complainant  against  the  de- 
fendant, charging  the  infringement  of  two  letters  patent,  one,  Beissae 
JTo.  5,487,  dated  July  15,  1878,  to  Alexand*  Bodgera,  as  assignee  of 
Bean  Tarrant,  and  the  other  granted  to  John  Onn,  No.  163,398,  dated . 
May  18, 1875.   Thewmplatamntownato 

.        22336  PAT— «7  '     —  '    )itize6byV^,OOge 
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the  infringement  of  the  second  claim  in  the  Tarrant  reissue  and  thfr 
first  claim  of  the  Orm  patent. 

The  answer  contains  several  defenses.  It  denies  infringement  and 
alleges  that  the  second  claim  of  the  Tarrant  reissue  is  void  because 
the  reissue  has  been  unlawfully,  enlarged,  and  that  both  the  second 
claim  of  the  Tarrant  reissue  and  the  first  claim  of  the  Orm  patent  are 
void  for  want  of  patentability.     >  v 

Before  touching  the  question  of  infringement,  I  will  examine  the  de- 
fense of  the  invalidity  of  the  patents  as  charged. 

•  Tarrant  patent. 

.  Esau  Tarrant  took  out  letters  patent  August  25, 1868,  for  a  new  and 
improved  machine  for  rol^ng  saw-logs.  As  described  in  the  specifica- 
tion, the  apparatus  rotated  a  log  upon  its  axis  upon  the  log  carriage  of 
a'«aw*mill,  and  the  knees  on  the  carriage  were  effective  and  essential 
to  the  operation.  As  stated  by.  him,  his  invention  had  for  its  Object- 
to  furnish  an  improved  device  for  taming  or  rolling  logs  upon  the  carriage  of  saw- 
mills; and  it  consists  in  the  construction  and  combination  of  the  various  parts,  as-  ' 
hereinafter  more  fully  described. 

The  first  claim  of  the  patent  was  for  a  combination,  as  follows: 
The  tooth-bar  C,  pivoted  at  its  lower  end  between  the  blocks  E,  which  are  adapted 
to  slide  in  vertical  grooves  formed  in  posts  D,  whereby  the  said  bar  C  is  rendered  ver* 
tfteally  movable  and  capable  of  adjustment  to  suit  logs  of  different  sixes,  substantially 
as  herein  set  forth  and  shown. 

This  bar  moving  up  and  down  by  the  side  of  the  log  on  the  carriage 
rotated  it  upon  its  axis.  The  lower  end  of  the  bar  being  pivoted  to 
and  between  blocks  which  move  in  the  grooves  of  upright  posts— sub- 
stantially a  cross-head  allowed  a  horizontal  movement?— would  mov* 
.  back  and  forth  to  adjust  itself  to  the  log  upon  the  carriage.  The  power 
is  applied  to  a  projecting  arm  at  the  rear  side  of  the  lower  end  of  the 
bar  and  moves  it  up  and  down  and  presses  it  forward  so  that  the  teeth 
shall  take  a  firm  hold  of  the  log,  and  the  kneed  against  which  the  lof 
is  pressed  hold  it  in  place  and  form  part  off  the  means  by  which  it  it 
rotated. 

In  the  reissue  the  invention  is  declared  to  be  a  new  and  improved, 
machine  for  turning  logs,  and  it  is  described  in  the  specification  as  aa 
invention  having  for  its  object- 
to  {Ornish  an  improved  device  for*  turning  and  rolling  logs  to  or  upon  the  carriage/ 
of  circular  or  other  saw  mills;  •  •  •  mad  it  consists  in  the  application  for  that 
purpose  of  a  toothed  bar  connected  with  means  for  giving  it  the  necessary  movement; 
and,  further,  in  the  construction  and  combination  of  the  various  parts,  as  hereinafter 
woefully  described. 

And  an  additional  claim  was  added,  to  wit : 

I  claim;  first,  the  tooth~bar,  herein  described,  operating  substantially  in  the  msm*. 
mar  described,  and  for  the  purpose  specified. 

This  first  claim  of  the  Tarrant  reissue  was  held  by  the  Supreme  Oooit 
the  United  States  in  Torrtnt  Arm$  Go.  v.  Boigen  (US  U.  8.  Be- 
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porto,  659)  to  be  void  for  the  reason  that  the  specification  had  been 
unlawfully  enlarged  ao  as  to  describe  a  machine  or  an  invention  not  the 
same  as  the  one  for  which  the  original  patent  issued. 

After  a  decision  in  that  case  the  complainant  purchased  the  Tarrant 
patent,  and  filed  a  disclaimer  June  3, 1886,  as  to  the  first  claim  of  the 
reissue.  The  disclaimer  may  be  found  in  complainant's  evidence,  page 
169,  and  in  brief;  after  setting  up  his  title  to  the  Tarrant  reissue,  etc, 
states  that  he  has  reason  to  believe  that,  through  Inadvertence  and 
mistake,  the  specification  and  claim  of  said  letters  patent  are  too  broad, 
including^that  of  which  said  patentee  was  not  the  first  inventor.  Your 
petitioner,  therefore,  enters  his  disclaimer  to  that  part  of  the  claim  in 
that  specification,  which  is  in  the  following  words,  to  wit : 

L  The  tooth-bur,  herein  described,  operating  substantially  in  the  manner  and  for 
the  purpose  specified. 

(Signed)  JOHN  TORRENT. 

Witnesses  t 

R.  A.  Pabxxb* 

CBABLSS  F.  BtJKTOH. 

In  other  words,  the  disclaimer  amounts  to  this :  I  disclaim  a  tooth- 
bar  connected  with  means  for  turning  or  rolling  logs  to  the  carriage  of 
saw-mills.  This  disclaimer,  I  think,  is  broad  enough  to  cany  with  it 
all  in  the  specification  which,  connected  with  the  first  claim  of  the  re- 
issue, describes  an  invention  whereby  the  tooth-bar  could  be  used  with- 
out the  knees  as  a  machine  for  rolling  logs  to  the  carriage  of  a  saw-milL 

The  Supreme  Court  decided  that  the  invention  described  in  the  origi- 
nal patent  required  the  use  of  knees,  and  that  the  operation  of  the 
tooth-bar  is  enlarged  in  the  first  claim  of  the  reissue,  in  that  it  required 
a  change  of  the  movement  and  location  of  the  tooth-bar  necessary  to 
roll  a  log  to  the  carriage,  and  that  the  knees,  essential  to  the  operation 
of  the  invention  described  in  the  original — to  wit,  turning  or  rolling 
logs  upon  the  carriage  of  a  saw-mill— would  be  an  obstruction  to  the 
operation  of  a  tooth-bar  for  the  purpose  of  rolling  logs  to  the  carriage. 
This  disclaimer  refers  to  the  claim  in  that  specification,  which  enlarged 
the  invention,  and  a  fair  construction  of  it  would  eliminate  any  opera- 
tiOQ  and  use  of  a  tooth-bar  covering  a  different  invention  from  that 
described  in  the  original  patent  The  disclaimer  relieves  the  reissue 
from  the  objectionable  features  pointed  out  by  the  Supreme  Court  and 
describes  the  same  invention  as  the  original  The  second  claim  in  the 
reissue  therefore  being  for  a  combination  of  elements,  to  wit: 

ft.  The  toothed-bar  C9  pivoted  at  its  lower  end  between  the  blocks  E,  which  are 
adapted  to  slide  in  vertical  grooves  formed  in  the  posts  D,  whereby  the  said  bar  C  is 
rsjiisrsd  vertically  movable  and  capable  of  adjustment  to  salt  logs  of  different 
stag,  substantially  as  herein  set  forth— 

does  not  enlarge  the  scope  of  the  patent,  but  corresponds  with  the  body 
of  the  specification  after  effect  is  given  to  the  disclaimer  as  I  interpret 
it.  The  defendant's  counsel  concedes  the  right  to  disclaim  and  limit 
As  description  in  the  specification  of  a  patent,  and  also  the  correspond 
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ing  claim ;  and  authorities  are  not  wanting  for  each  right  there  is, 
then,  described  In  the  reissue  an  invention  which  is  novel  and  original 
and  of  great  value  to  the  lumber  interests  of  the  country.  It  was  the 
tat  device  of  its  kind  for  turning  a  log  upon  the  carriage  of  a  saw- 
mill, and  was  extensively  used. 

There  was  no  machine  used  previous  to  Tarrant's  patent,  in  1868,  for 
the  purpose  of  handling  the  log  upon  the  carriage  in  the  manner  de- 
scribed therein,  and  for  that  purpose  it  was  practically  efficient.  The 
second  claim  of  the  reissue,  therefore,  after  the  disclaimer  contained  a 
patentable  combination,  and  Tarrant  was  the  first  inventor  of  a  machine 
which  accomplished  its  work  effectively  and  gave  the  tooth-bar,  through 
the  contrivance  described,  a  vertical  and  lateral  motion  which  rotated 
♦**  log  upon  its  axis.  Such  a  combination  of  elements  is  entitled  to 
protection  as  a  hew  and  useftd  invention.  The  defendant  insists  that 
the  second  claim  in  the  reissue  as  a  combination  claim  is  limited  to  the 
peculiar  and  specific  form  of  the  devices  mentioned  in  it,  and  described 
in  the  specification  as  operating  in  a  particular  manner. 

The  doctrine  relating  to  mechanical  equivalents,  as  he  states  it,  is 
not  applicable  to  this  invention.  The  Tarrant  patent,  as  the  pioneer 
invention,  is  entitled  to  a  more  liberal  application  of  the  doctrine  of  me- 
chanical equivalents,  and  if  the  defendant  has  substantially  made  use 
of  the  patentee's  invention  by  employing  well-known  mechanical  equiva- 
lents to  accomplish  the  same  results  as  the  Tarrant  combination  does, 
it  is  an  infringer.  The  defendant  uses  a  machine  which  has  an  upright 
tooth-bar  with  two  arms  or  branches,  one  in  front  and  one  in  the  rear 
at  its  lower  end,  which  makes  it  forked.  Two  steam-cylinders  sitting 
on  trunnions  are  placed  under  it,  one  smaller  than  the  other,  and  each 
arm  of  the  tooth-bar  is  hinged  to  the  outer  end  of  the  piston-rods  of . 
these  cylinders.  The  front  end  is  pivoted  to  a  radius-bar,  the  other* 
end  of  which  is  hinged  to  the  frame  of  the  saw-mill.  When  the  log  is 
upon  the  carriage  to  be  rotated,  steam  power  is  applied  to  the  piston 
of  the  larger  cylinder,  to  which  the  rear  arm  is  attached,  and  the  tooth- 
bar  moves  up,  causing  its  teeth  to  take  hold  of  the  log.  At  the  same 
tifce  the  piston-rod  of  the  smaller  cylinder  moves  up,  and  the  end  of 
the  radius-bar  pivoted  to  the  front  arm  of  the  tooth-bar  allows  it  to 
adjust  itself  to  the  log  upon  the  carriage.  The  piston-rod,  to  which  the 
power  is  applied  as  it  moves  the  tooth-bar  vertically,  also  presses  the 
log  against  the  knees  of  the  carriage,  when  the  teeth  engage  it,  and  by 
these  movements  the  log  is  rotated.  If  it  is  necessary  to  press  the  log 
more  closely  to  the  knees,  steam  is  admitted  to  the  top  of  the  smaller 
cylinder,  which  would  tend  to  stop  the  upward  movement  of  the  tooth- 
bar,  and  draw,  by  this  piston-rod,  the  bar  more  firmly  to  the  log.  Other 
operations  are  performed  in  the  defendant's  machine;  but  only  the 
movements  described  are  necessary  €or  my  purpose.  The  machine  used 
is  called  the  "  Hill  Machine."  It  is  seen  at  a  glance  that  if  the.  radius- 
bam  used  in  the  Hill  machine  is  equivalent  to  the  cross-heads  and  potts 
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In  the  Tarrant  machine!  and  serves  the  purpose  far  which  Tarrant  used 
them,  the  defendants  machine,  in  the  operation  of  taming  a  log,  in* 
vades  the  invention  owned  by  complainant.  The  radios-bar  in  the  Hill 
machine  guides  the  lower  end  of  the  tooth-bar  and  permits  it  to  adjust 
itself  to  the  diameter  and  inequalities  of  a  log  when  the  power  is  ap- 
plied to  the  rear  arm  or  branch,  to  move  it  vertically.  It  also  holds 
the  cylinders  in  position,  and  if  the  radius-bar  is  taken  away  the  tooth- 
bar  and  the  cylinders  will  be  free  to  topple  over. 
■■  It  is  shown  by  the  evidence  that  radius-bars  were  in  common  use 
as  the  full  equivalent  for  cross  heads  and  guide-posts  when  the  move- 
ment is  to  be  guided  in  the  direction  and  as  described  in  the  Tarrant 
reissue.  In  the  Hill  machine,  then,  I  find  a  tooth-bar  pivoted  at  its 
lower  end  and  guided  so  that  the  bar  is  rendered  vertically  movable 
and  capable  of  adjustment  to  suit  logs  of  different  sizes,  and  this  com- 
bination of  elements  performs  the  same  office  as  the  combination  of 
corresponding  elements  in  the  Tarrant  invention.  So  far,  then,  as  this 
combination  .exists  in  the  Hill  machine,  and  the  practical  operation  of 
the  elements  of  the  combination  to  rotate  a  log  upon  its  axis  upon  a 
carriage  is  the  same  in  both  machines,  the  defendant  infringes  the 
complainant's  invention.  Tarrant  was  the  first  in  the  field,  and  Hill 
followed  his  leading  ideas  set  forth  in  his  patent 

Orm  patent. 

» 

The  defendant  insists  that  the  first  claim  of  the  Orm  patent  is  void 
far  want  of  patentable  novelty.  This  claim  is  in  the  following  lan- 
guage: 

1.  In  ft  log-turning  device,  the  spike-to  F,  having  spikes  F,  in  combination  with 
the  piston-rod  D"  and  piston-head  D'"  of  a«steam  cylinder.  A,  constructed  and  oper- 
ating substantially  as  and  for  the  purposes  described. 

In  the  year  1871  or  1872  John  Orm,  seeing  at  Muskegon,  Michigan,  a 
Tarrant  machine  in  operation  working,  as  he  thought,  too  slow,  and 
having  previously  seen  a  steam  freight-hoisting  apparatus  on  a  steamer, 
which  consisted  of  a  platform  upon  which  the  freight  was  placed  and 
hoisted  .from  deck  to  deck  by  a  steam-cylinder,  conceived  the  idea  that 
the  tooth- bar  could  lie  operated  by  steam,  and  he  built  what  he  called  a 
"  steam-cylinder  log-canting  machine,"  which  consisted  of  two  cylinders 
Ave  feet  long  and  eight  inches  in  diameter,  with  trannions  on  each  for 
oscillating,  and  bolted  together  with  a  steam-joint  It  formed  really 
but  one  cylinder  with  piston-head,  as  usual  in  steam-engines,  and  with 
a  short  piston-rod  connecting  with  it,  to  which  was  attached  a  tooth  or 
spike-bar.  There  was  a  pressure  roller  at  the  back  of  this  spike-bar  to 
hold  the  bar  up  to  the  log.  This  machine  he  afterwards  made  with  a 
single  cylinder,  the  tooth-bar  being  attached  rigidly  to  the  piston-rod, 
and  used  a  pressure-roller.  This7  was  the  machine  patented.  The  cyl- 
inder being  on  trunnions  allowed  horizontal  motion  to  the  bar  j  but  the 
resistance  of  the  knees  would  throw  the  bar  back  when  it  was  moved 
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vertically  and  the  teejbh  engaged  the  log.  Unless  there  was  a  piessoie* 
roller  to  hold  it  up,  the  bar  would  fall  back  dear  of  the  log,  and  would 
not  tarn  it  at  alL  Such  is  the  testimony  of  defendants  expert,  Bates. 
John  Orm  saw  this,  and  his  patent  provides  for  a  pressure-roller  perma- 
nently attached  to  the  frame  of  the  mill;  and  to  secure  its  operation  to 
hold  the  tooth-bar  up  to  the  log,  he  has  an  oscillating  bar,  nearly  up* 
right,  pivoted  to  the  frame  of  the  mill,  and  near  its  top  and  at  right 
angles  an  arm  extended  toward  the  tooth-bar,  and  at  the  end  of  this 
arm  is  securely  attached  a  pressure-roller,  which  bears  upon  the  rear  of 
the  tooth-bar.  The  oscillating  bar  can  be  held  by  a  weight  so  that  the 
pressure-roller  shall  cause  the  spikes  or  teeth  to  keep  their  hold  during 
the  upward  reciprocation  of  the  bar  in  the  operation  of  turning  the  log. 
If  there  was  no  pressure-roller,  when  the  tooth-bar  struck  the  log  and 
moved  horizontally,  it  would  not  turn  the  log,  but  All  awa^  as  for  as 
the  length  of  the  slot  through  which  the  bar  passed  would  allow.  The 
machine,  in  my  opinion,  would  not  operate  without  the  rear  pressure- 
roller.  John  Orm  put  it  there.  Robert  Orm  said,  "  It  has  to  have  it 
on."  The  complainfentte  expert,  Dayton,  says  that  it  would  turn  small 
logs  without  it ;  but  Bates,  the  defendants  expert,  says  it  would  be  in* 
operative  without  it  or  some  device  to  hold  the  bar  up  to  the  log.  1 
think  the  counsel  for  the  defendant,  by  the  diagram  and  model  illustrat- 
ing the  movements  of  the  bar,  has  also  shown  that  it  is  inoperative 
without  the  pressure-roller.  The  second  claim  in  the  Orm  patent,  there* 
fore,  in  my  opinion,  does  not  describe  an  operative  combination,  and  is 
void. 

The  conclusion  arrived  at  is  that  the  complainant  is  only  entitled  tea 
decree,  as  prayed  in  his  bill,  for  an  infringement  of  the  second  claim  in 
the  Tarrant  reissue  and  it  is  so  ordered. 


LUalfted  Statei  Circuit  Conrt-Baatern  Dartrlet  of  Miaaouri,  Baatsrn  WtWmlJ 

PUETZ  V.  BftANSFOBD. 

Zfeefdsd  Mat  *>,  1387. 

39  O.  G.v  1487. 

AiBIOHMBHT. 

Letters  Patent  No.  390,860,  issued  to  Tillman  Poets,  jr.,  November  17,  1886, 
shows  features  of  novelty  not  embraced  in  thedrawings  and  description  of  the 
application  for  Patent  No.  330,849,  and  an  assignment  conveying  an  interest  In 
*  the  latter  does  not  confer  any  right  to  the  former. 

PSBSUMPTIOIT. 

Where  an  assignment  is  made  to  a  defendant  conveying  to  him  an  interest  in 
an  invention  described  in  a  certain  application  for  patent,  a  broad  claim  of  whisk 
was  canceled  after  objection  by  the  Commissioner  to  allowing  the  claim,  and  the 
defendant  did  not  attempt  to  show  that  he  conld  have  convinced  the  Commis- 
sioner that  he  should  allow  the  claim  if  he  had  been  aware  of  its  rejection,  HM 
that  the  oonrt  wiU  not  assume  that  the  defendant  conld  have  overcome  ties  ab- 
jection to  allowing  the  claim. 
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g,  ESTOFPKL. 

If  a  defendant  relies  od  the  complainant  being  estopped  from  enforcing  his 
lights  against  the  defendant,  each  estoppel  mast  be  set  op  in  the  pleadings,  or 
She  eonrt  will  take  no  notice  of  it.- 

Oh  Motion  for  rehearing. 

Mr.  fhorge  H.  KnigU  for  the  complainant. 
Mr.  Paul  BakmM  for  the  defendant. 

Thaybb,  J.: 

I  have  examined  defendants  motion  for  a  rehearing  in  this  ease  folly. 
Defendant  insists  that  his  answer  to  the  bill  avers,  and  that  the  proof 
supports  the  allegation*  that  complainant  concealed  from  the  defendant 
Hie  foot  that  the  broad  eighth  claim  contained  in  the  original  application 
for  Patent  No.  49,  covering  a  charger  made  in  two  parts,  had  been  with- 
drawn before  Patent  No.  49  issued;  and  inasmuch  as  defendant  was 
the  assignee  of  a  one-third  interest  in  the  invention  shown  by  that  ap- 
plication, and  inasmuch  as  complainant  thereafter  obtained  Patent  No. 
40  in  his  own  name,  covering  a  similar  device  to  that  covered  by  said 
eighth  claim,  defendant  urges  that  complainant  is  estopped  in  this  p«sv 
needing  from  enforcing  the  third  claim  of  Patent  No.  £0,  covering  the 
charger,  as  against  this  defendant.  This  is  the  allegation  and  the  proof 
•said  to  support  it  that  the  court  is  supposed  to  have  overlooked  when 
it  originally  decided  the  case. 

Now,  it  may  be  conceded  for  the  purpose  of  this  decision  that  the 
defendant  has  a  perfect  right  to  manufacture  a  machine  containing  all 
the  devices  shown  by  the  original  application  for  Patent  No.  49.  It  may 
'  be  Conceded,  furthermore,  that  if  the  device  covered  by  the  third  claim 
of  Patent, No.  60  is  substantially  the  same  as  the  device  shown  by  the 
original  eighth  claim  in  the  application  for  Patent  No.  49,  he  has  a  right 
to  make  and  vend  chargers  constructed  according  to  the  specifications 
of  Patent  No.  50;  but  the  court  originally  held  that  the  charger  as 
described  in  Patent  No.  30  is  substantially  a  different  device  from  that 
-shown  in  the  drawings  and  specifications  of  Patent  No.  49 ;  that  it  con- 
tains  features  of  novelty  and  is  not  the  same  invention  as  that  disclosed 
in  the  original  application  of  Patent  No.  49,  and  in  so  holding  and  so 
ruling  the  court  is  of  the  opinion  that  it  substantially  answered  the 
point  that  is  now  raised  by  the  motion  for  a  rehearing. 

If  it  should. be  conceded  for  the  purpose  of  this  decision  that  there 
was  an  intentional  concealment  of  the  foot  of  the  withdrawal  of  the  broai 
eighth  claim  contained  in  the  specifications  of  Patent  No.  49,  Itam  un- 
able to  see  how  such  concealment  operated  to  harm  the  defendant ;  and 
unless  some  concealment  was  practiced  which  operated  to  defendant's 
disadvantage  and  was  a  wrongfttl  act,  considering  the  relations  of  the 
parties,  of  coarse  the  complainant  can  not  be  estopped  from  asserting 
Iris  rights  under  Patent  No.  5Qi 
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The  evidence  in  this  case  shows  that  the  eighth  claim  of  Patent  No* 
48  Was  not  voluntarily  withdrawn*  On  the  contrary,  it  appears  that  the 
claim  was  withdrawn  1)008080  the  Patent  Office  insisted  upon  its  being 
withdrawn,  and  because  the  office  refused  to  issue  a  patent  covering  such 
a  broad  claim  as  the  eighth  claim  in  the  original  specifications.  The 
defendant  does  not  pretend  and  the  Court  will  not  assume  that  if  he  had 
been  advised  of  the  objection  to  the  claim  that  he  could  have  induced  the 
Patent  Office  to  make  any  different  ruling  thereon.  ,  Furthermore,  the 
evidence  is  not  sufficient  to  warrant  the  inference  that  the.  complainant 
withdrew  that  claim  covering  the  charger  for  any  fraudulent  purpose* 
The  evidence  rather  tends  to  show  that  complainant  would  have  Wen 
very  glad  to  obtain  a  patent  covering  the  broad  eighth  claim,  and  that  1a 
point  of  foot  he  did  all  that  was  in  his  power  to  obtain  a  patent  embrac- 
ing that  claim.  Now  it  may  be  that  the  defendant  in  this  case  was  not 
aware  of  the  withdrawal  of  the  claim  until  a  few  days  before  Patent  No. 
48  was  issued.  I  am  rather  inclined  to  think  that  tie  was  not  aware 
of  it  He  does  not  seem  to  have  paid  much  attention  to  the  progressof 
the  application  for  that  patent,  and  it  appears  that  he  even  made  some 
objections  to  the  expenditures  that  were  being  made  in  the  way  of  ex- 
periments  with  a  vie*  of  improvements  upon  the  machine.  He  doea 
not  seem  to  have  visited  the  office  of  the  persons  who"  were  soliciting 
this  patent  more  than  twice  in  seven  or  eight  months,  and  the  evidence, 
as  I  take  it,  rather  tends  to  show  that  he  was  satisfied  with  the  form  of 
charger  that  was  described  in  the  original  specifications  for  Patent  No* 
49,  and  that  he  did  not  pay  much  attention  to  or  take  mucfc  interest  in 
oomplainantfs  efforts  to  improve  the  device.  But,  be  this  as  it  may,  I 
think  the  point  of  the  motion  is  answered  by  the  fact  that  the  charger  de- 
scribed in  Patent  No.  60  is  an  entirely  different  piece  of  mechanism  from 
that  described  in  the  original  specifications  for  Patent  No.  49,  and  tjiat 
It  was  invented  subsequent  to  the  application  for  the  original  patent, 
and  that  it  was  solely  the  invention  of  the  complainant  I  can  not  find 
any  testimony  in  the  record  that  will  suffice  to  estop  the,  complainant 
from  insisting  upon  his  rights  under  the  Patent  No.  60,  even  as  against 
this  defendant,  unless  it  be  that  the  partnership  between  the  two  parties 
was  of  such  character  that  under  and  by  virtue  of  the  same  the  defend- 
ant became  entitled  to  all  the  improvements  that  were  made  on  the 
machine  as  originally  conceived  during  the  pendency  of  the  partnership. 
As  I  stated  the  other  day  in  deciding  the  case,  that  defehse  is  not 
pleaded  and  the  Court  can  take  no  notice  of  it.  The  motion.  fi>r  a  reheat* 
ing  will  therefore  be  denied. 


Digiti 


zed  by  G00gle 
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[United  States  Cironit  Coort-S«mtheni  District  of  Be*  York.  ] 

INTERNATIONAL  TOOTH-OBOWN  OOXPANY  V.  RICHMOND  ET  AL, 

ZfeefaM  JUt-amy  22, 18H7. 

39  0.  G.,  1650. 
L  Low— Artificial  Thxh. 

Patent  No.  238,940,  granted  March  15,  1891,  to  James  E.  Low,  declared  valid 
and  infringed.  Patent  No:  277,941,  granted  May  22, 1883,  to  Cassius  M.  Richmond, 
declared  invalid.  Patent  No.  277,993,  granted  May  22, 1883,  to  Alvan  S.  Rich- 
mond,  declared  invalid. 

%  Application  fob  Patent— When  Continuous. 

Where  patentee  filed  an  application  for  a  patent  Jannary  6, 1879,  amended  the 
same  frequently,  and  upon  the  suggestion  of  the  Examiner  filed  an  application 
December  30, 1679,  containing  the  essential  features  of  the  original  application, 
Held  to  be  a  continuous  proceeding  dating  from  January  6, 1879. 

&  Public  use— Effect  of  not  Changed  by  Npn-patentablb  Additions. 

Where  an  invention  had  been  publicly  known  and  practiced  more  than  two- 
years  before  the  date  of  filing  the  application,  adding  to  such  application  new 
features  which  did  not  require  invention,  does  not  avoid  the  bar  of  the  previous, 
public  knowledge  and  use. 

4.  Same. 

A  nee  of  an  invention  prior  to  application  can  not  be  considered  experimental 
when  the  subsequent  completion  of  the  invention  added  nothing  to  its  patentable 
quality. . 

Mr.  E.  H.  Dickersonyjr.j  and  Mr.  E.  IT.  Diekereon  for  the  plaintiff. 
Mr.  John  Kimberly  Beach  and  Mr.  3.  J.  Gordon  for  the  defendants* 

Before  Wallace  and  Shipman,  Judge*. 

Wallace,  J..- 

-  The  complainant  is  the  owner  of  four  patents  relating  to  improve- 
ments in  the  dental  art,  all  of  which  are  alleged  to  be  infringed  by  the- 
.  defendant*.  This  suit  is  brought  for  an  injunction  and  accounting. 
The  first  of  the  patents  in  suit  was  granted  to  James  E.  Low,  March 
16, 1881,  upon  an  application  filed  December  20, 1880.  The  subject  is 
an  improvement  in  dentistry,  whereby  artificial  dental  surfaces  may  be 
permanently  fixed  in  the  mouth  in  place  of  lost  teeth  without  the  use  of 
plates  or  other  means  of  deriving  support  from  the  gum  beneath  the 
artificial  dentition.  The  patentee  refers  in  his  specification  to  the  pre- 
existing state  of  the  art  as  follows: 

Heretofore  artificial  teeth  have'  invariably  been  supported  entirely  by  the  gum, 
and  usually  upon  a  plate  fitted  to  the  gum,  and  in  the  ease  of  upper  teeth  to  the  roof 
of  the  mouth.  Clasps  or  attachments  to  the  adjacent  teeth  have  been  employed  for* 
ina  lower  jaw  to  retain  the  artificial  teeth  in  proper  relation  to  the  adjacent  teeth ; 
tat  said  attachments  have  never  been  designed  or  adapted  to  sustain  the  pressure 
upon  the  artificial  teeth  in  mastication  without  aid  from  the  gum. 

The  use  of  plates  or  other  methods  of  supporting  the  artificial  tooth  by  the  gum  is 
highly  objectionable,  because,  first,  they  necessarily  cover  the  cutaneous 
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which  health  requires  should  be  uncovered ;  second,  they  occupy  a  space  within  the 
mouth  and  are  uncomfortable;  third,  they  require  frequent  removal  for  the  .purpose 
•of  being  cleansed ;  fourth,  they  accumulate  offensive  matter  next  the  skin,  and  there- 
fore promote  disease. 

The  use  of  clasps  to  retain  the  teeth  with  very  small  supporting-plates  has  very 
generally  been  abandoned  lor  the  upper  jaw,  and  suotiou-platee  substituted,  because 
the  injury  to  the  teeth  by  the  clasp  is  supposed  to  be  more  objectionable  than  the  dis- 
comfort and  other  disadvantages  attending  the  use  of  the  suction-plate. 

He  points  oat  the  general  advantages  of  his  invention  as  follows : 

All  the  objections  to  the  presence  of  artificial  dentition  mentioned  above  are  obvi- 
ated by  my  improvement,  which  leaves  the  cutaneous  surfaces  uncovered  and  sup- 
ports the  artificial  dentition  by  its  attachments  to  the  adjacent  natural  teeth,  and 
the  same  method  of  attachment  is  equally  applicable  to  both  the  upper  and  lower 
Jaw. 

The  general  description  of  his  improved  method  is  as  follows: 

A  band  of  gold  or  other  suitable  metal  is  first  prepared  and  accurately  fitted  around 
the  tooth  adjacent  to  the  vacant  spaces  to  be  supplied  with  an  artificial  tooth. 
This  band  is  firmly  secured  in  place  by  cement,  which  effectually  excludes  water  or 
the  fluids  of  the  mouth,  and  is  thus  permanently  attached  to  the  tooth,  eo  that  it  can 
not  be  removed  without  an  operation  directly  for  that  purpose.  It  is  sometimes 
sufficient  to  prepare  one  of  the  adjacent  teeth  in  this  way;  but  generally  it  is  desir- 
able to  prepare  the  adjacent  teeth  on  each  aide  of  the  vacant  spaoe.  It  will  always 
be  advisable  to  do  so  if  the  vacant  place  is  to  be  occupied  with  more  than  one  tooth. 
'  The  artificial  block  to  fill  this  vacant  place  may  comprise  one  or  more  teeth,  as  the  oass 
may  require,  and,  if  desired,  may  be  molded  in  a  single  block.  The  lower  surface 
adjacent  to  the  gum  is  out  away  at  the  backhand  only  descends  to  contact  with  the 
gum  along  its  front  edge,  eo  as  to  prevent  the  appearance  of  sn  open  space  between 
the  artificial  teeth  and  the  gum.  The  artificial  block  is  provided  with  projecting 
lugs  or  pins  of  suitable  metal,  and  may  be  thereby  firmly  secured  by  screws  or  other* 
wise  to  the  permanently-fixed  bauds  around  the  adjacent  natural  teeth. 


*  *  *  The  small  area  covered  by  the  bases  of  the  artificial  teeth,  and  its 
-contact  with  or  pressure  upon  the  gum,  renders  the  deposition  of  secreted  or  foreign 
matter  from  the  food  unlikely  and  easily  removable  with  the  brush  or  by  water  forced 
under  the  artificial  teeth  in  the  process  of  rinsing  tjie  mouth.  It  sometimes  happens 
that  a  tooth  has  elongated  to  such  an  extent  that  there  is  not  space  between  its  crown 
and  the  opposite  gum  for  the  insertion  of  a  regular  tooth,  and  in  such  a  case  as  that 
I  sometimes  supply  an  artificial  dental  surface  composed  of  one  or  more  metallic  bass, 
C,  extending  from  one  permanent  tooth  to  the  next,  and  secured  at  their  end  to  the 
band. 

The  specification  states  that  the  patentee  does  not  propose  to  limit 
himself  to  the  details  as  shown  in  his  specification  and  drawings,  bat ' 
-considers  that  his  intention — 

Jnoludes  the  permanent  attachment  of  artificial  teeth  by  securing  them  to  continuous 
bands  permanently  attached  to  adjoining  teeth  supported  upon  natural  roots,  and 
supporting  said  artificial  teeth  by  said  attachments  withont  dependence  upon  the 
gum  beneath  said  artificial  tooth. 

The. claims  of  the  patent  are  as  follows: 

1.  The  herein-described  method  of  inserting  and  supporting  artificial  teeth,  which 
•eoueists  in  attaching  said  artificial  teeth  to  continuous  bands  fitted  and  cemented  to 
the  adjoining  permanent  teeth,  whereby  said  artificial  teeth  are  supported  by  said 
st  teeth  without  dependence  upon  the  gum  beneath.  ted  by  Google 
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S.  An  arttftslaltooftb  out' away  at  the  back,  eo  at  not  to  present  any  contact  with 
the  gum  except  along  it*  front  lower  edge,  and  supported  by  rigid  attachment  to 
4Mie  or  more  adjoining  permanent  teeth,  substantially  as  and  for  the  purpose  set. 
Jorth* 

It  is  entirely  clear  that  the  invention  described  in  the  patent  was  not 
only  new  and  useftal,  bnt  was  an  improvement  in  the  dental  art  of  con- 
siderable merit.  The  former  methods  of  supporting  artificial  teeth  re- 
faired,  to  in  the  patent  were  not  designed  to  secure  a  permanent  attach- 
ment of  the  artificial  teeth  to  the  natural  teeth,  bnt  were  intended  to 
secure  a  removable  attachment,  the  theory  of  many  dentists  being  that 
a  rigid  attachment  was  undesirable  and  impracticable,  as  uncleanly, 
and  also  as  liable  to  produce  inflammation  of  the  natural  teeth.  The  m 
methods  which  had  been  employed  to  secure  a  permanent  or  rigid  at- 
tachment of  the  artificial*  to  the  natural  teeth  were  well  calculated  to 
excite  the  distrust  and  opposition  of  intelligent  dentists.  One  of  these 
is  described  in  an  article,  of  which  W.  H.  H.  Eliot  was  the  author,  pub- 
lished in  March,  1844,  in  the  America*  Journal  of  Dental  Science.  This 
•describes  an  artificial  denture  consisting  of  three  teeth  fastened  upon  a 
backing  of  metal.  The  extreme  teeth,  or  the  ones  at  each  end  of  the 
artificial  denture,  are  provided  each  with  a  pin.  These  pins  are  to  go 
Into  holes  drilled  in  the  prepared  roots  of  natural  teeth,  and  in  this  way 
the  denture  is  to  be  held  in  places  A  slight  bearing-surface  is  formed 
by  plates,  which  are  to  bear  upon  the  smooth  ends  of  the  natural  roots 
remaining  in  the  gum.  This  denture  simply  consists  of  teeth  held  in  by 
pivots  and  connected  by  »  bar  or  backing  of  metal.  Another  of  these 
methods  is  described  in  the  United  States  patent  to  Benjamin  J.  Bing, 
of  January  23, 1871.  This  method  consists  in  attaching  artificial  teeth 
to  metallic  bars,  which  bars  at  either  end  are  to  be  secured  to  natural 
teeth  by  forming  cavities  in  the  natural  teeth,  inserting  the  ends  of  the 
bars  in  the  cavities,  and  then  filling  the  cavities  with  gold. 

The  objection  to  the  use  of  plates  or  other  methods  of  supporting  the 
artificial  teeth  by  the  gum  are  sufficiently  pointed  out  in  the  patent, 
and  the  objections  to  methods  like  those  of  Eliot  and  Bing  lor  support- 
ing the  artificial  teeth  by  a  permanent  attachment  to  natural  teeth,  or 
the  roots  of  such  teeth,  are  obvious.  Where  pivots  are  inserted  in  the 
teeth  to  secure  a  rigid  attachment,  as  in  the  Eliot  method,  they  become 
loosened  in  the  process  of  mastication,  and  the  teeth  are  liable  to  be 
split  by  sidewise  wrench  or  motion.  Such  methods  as  Brag's  tend  to 
the  destruction  of  the  adjacent  natural  teeth,  the  strain  and  motion  in 
mastication  loosening  the  metal  fillings  and  requiring  a  re-attachment 
of  the  denture  from  time  to  time,  to  the  increasing  injury  of  the  natural 
teeth.  By  the  method  of  the  patent  a  plate  is  dispensed  with  when 
some  natural  teeth  remain,  and,  instead  of  the  artificial  teeth  being 
loosely  clasped  to  the  adjacent  natural  teeth,  they  are  attached  with 
strength  and  permanency,  and  are  not  forced  into  contact  with  the  gum 
during  the  strain  of  mastication.    By  being  firmly  fixed  upon  bands  of 
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metal,  secured  rigidly  and  permanently  by  cement  or  otherwise  upon- 
the  adjacent  natural  teeth,  which  they  surround,  the  denture  has  an 
easy  and  efficient  bearing,  the  gum  escapes  injury,  and  the  strain  of' 
mastication  is  transferred  to  the  natural  teeth.  When  the  artificial 
teeth  employed  have  their  surfaoe  adjacent  to  the  gum  out  away  at  the 
back  and  only  descend  to  contact  with  the  gum  along  the  front  edge, 
another  advantage  results,  because  the  small  area  covered  by  the  bases 
of  the  teeth  precludes  such  an  accumulation  of  food  or  other  foreign 
matter  between  the  gum  and  the  denture  as  can  not  be  readily  removed. 
It  is  not  contested  that  Low  was  the  first  to  devise  and  perfect  the  im- 
provement described  in  the  patent;  but  it  is  urged  that,  in  view  of  the 
prior  state  of  the  art  as  described  by  the  publications  referred  to,  and 
as  also  described  by  the  publications  of  Lintott,  Scott,  Fowell,  and 
others,  the  improvement  of  Low  did  not  involve  invention.  The  refer* 
enoes  to  the  publications  of  Lintott,  Scott,  and  Fowell  are  not  of  suffi- 
cient importance  to  require  comment.  Undoubtedly  Low  was  materi- 
ally assisted  in  perfecting  his  invention  by  his  observations  of  the  arti- 
ficial crown  of  Dr.  Richmond,  and  it  is  not  unlikely  that  the  invention 
derives  its  chief  value  from  its  adaptability  to  use  with  the  Richmond 
crown.  It  may  not  have  involved  a  high  order  of  inventive  faculty  to 
work  out  the  conception  by  connecting  such  crowns  by  a  bar  or  bridge 
bearing  an  artificial  tooth  or  teeth.  Nevertheless  the  fact  remains  that 
Dr.  Low  was  the  first  to  accomplish  successfully  what  skillful  dentists  - 
like  Dr.  Richmond  did  not  believe  to  be  practicable,  and  to  demonstrate 
how  the  objections  which  were  supposed  to  be  so  serious  to  the  method  of., 
rigid  attachment  could  be  obviated.  It  is  not  difficult  after  the  feet  to 
show  by  argument  how  simple  the  achievement  was,  and,  by  aggregat- 
ing all  the  failures  of  others,  to  point  out  the  plain  and  easy  road  to 
success.  This  is  the  wisdom  after  the' event  that  often  confutes  inven- 
tion and  levels  it  to  the  plane  of  mere  mechanical  skill  The  ingenious 
argument  in  this  case  has  not  satisfied  us  that  there  was  no  invention 
in  the  improvement  of  Low. , 

The  defense  is  relied  on  that  the  invention  had  beeif  in  public  use  for 
more  than  two  years  before  the  application  for  the  patent.  The  proofs 
show  that  operations  were  performed  by  Low  during  the  latter  part  of  the 
year  1877,  in  which  he  inserted  the  dentures  of  the  patent  in  the  mouths 
of  patients.  As  the  application  upon  which  the  patent  was  granted 
was  not  filed  until  December  20, 1880,  the  defense  would  be  established 
were  it  not  for  the  fact  that  Low  had  made  an  application,  which  was- 
filed  in  the  Patent  Office  January  6, 1879,  which  had  never  been  aban<- 
doned,  for  substantially  the  same  invention.  That  application  contained 
some  matters  foreign  to  the  subject  of  the  second  application ;  but  so* 
far  as  it  related  to  the  inventions  covered  by  the  claims  of  the  patent 
it  did  not  differ  from  the  second  application  except  in  a  single  particu- 
lar. The  specification  of  the  patent  states  that  non-contact  of  the  an 
tificial  tooth  or  denture,  carried  by  the  bridge  with  the  gum,  or  the 
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absence  of  pressure  upon  the  gum,  is  one  of  the  advantages  of  the  in* 
vention ;  while  it  was  stated  in  the  first  application  to  be  necessary  "to 
♦careftilly  fit  the  base  of  the  tooth  or  block  to  be  inserted  to  the  jaw, 
and  when  secured  it  should  be  so  pressed  down  as  to  leave  no  space 
beneath  it  for  the  admission  of  food."  The  statement  in  the  first  appli- 
cation is  not  inconsistent  with  the  method  of  the  patent,  which  cousists 
in  attaching  the  artificial  tooth  or  the  denture  to  bands  and  supporting 
them  by  the  adjoining  permanent  teeth  "without  dependence  upon  the 
gum  beneath."  Bo  long  as  this  essential  feature  of  the  invention  is  re- 
tained it  is  quite  immaterial  whether  the  artificial  dentition  "is  so 
pressed  down  as  to  leave  no  space  beneath  it  for  the  admission  of  food,* 
in  the  language  of  the  specification,  or  whether  it  is  in  positive  non- 
contact  with  the  gum.  When  the  artificial  denture  is  in  nonoontaot 
with  the  gum  cleanliness  is  facilitated,  and  the  suggestion  which  was 
first  made  in  the  second  application  was  therefore  a  useftil  one }  but  it  did 
not  change  the  invention  in  essentials.  Although  the  tooth  or  denture 
is  pressed  down  so  close  to  the  jaw  that  food  can  not  lodge  between 
it  and  the  gum,  it  is  still  supported  by  the  adjoining  tooth  or  teeth,  and 
not  by  the  gum.  As  was  stated  in  the  first  application,  "  the  yielding 
eurfeoe  on  which  it  rests  will  readily  conform  to  the  tooth  or  block,  and 
.any  pain  at  first  induced  by  the  pressure  will  disappear." 

There  is  nothing  to  indicate  that  Low  intended  to  abandon  his  first 
Application.  His  application  was  refased,  correspondence  ensued  with 
•the  Patent  Offloe,  and  finally  Low  made  a  personal  visit  to  the  Office, 
had  an  interview  with  the  examiner,  and  convinced  the  examiner  that 
the  invention  which  was  the  subject  of  the  application  was  meritoriota* 
.and  novel,  and  one  for  which  he  was  entitled  to  a  patent.  .During  the 
controversy  with  the  Patent  Offloe  various  interpolations  had  been 
made  in  the  first  application,  and  the  examiner  suggested  that  Low  had 
totter  make  a  new  application,  and  thereupon  the  second  application 
was  drawn  up.  So  far  as  relates  to  the  present  invention,  the  new  ap- 
plication differed  from  the  first  merely  in  omitting  some  superfluous 
matters  and  in  changing  the  description  in  reference  to  the  character 
of  the  contact  between  the  denture  and  the  gum.  There  was  no  act  on 
the  part  of  Low  which  was  equivalent  to  a  withdrawal  of  his  first  ap- 
plication, or  to  aq  acquiescence  in  its  rejection.  He  merely  made  a  new 
application  as  a  more  convenient  way  of  presenting  the  original  appli- 
cation for  the  final  action  of  the  Office  after  he  had  been  assured  that 
the  rejection  of  his  first  application  would  be  reconsidered  and  a  pat- 
ent would  be  granted  for  the  present  invention.  Both  applicatiSns  are 
to  be  considered  as  parts  of  one  continuous  proceeding,  and  the  two 
years  within  which  the  invention  could  not  be  publicly  used  without 
invalidating  the  patent  did  not  begin  to  run  until  January  9, 1879 
{Godfrey  v.  Barnes,  1  Wall.,  317 ;  Smith  v.  Goodyear  Co.,  93  IT.  S.,  500 
Graham  v.  Geneva  Lake  Co.,  11  Fed.  Bep.,  138.) 

The  second  claim  includes,  with  the  elements  of  the  first  claim,  the 
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features  of  a  tooth  oat  away  at  the  back.    Thus  construed,  the  defend- 
ants infringe  both  claims  of  this  patent. 

The  next  patent  in  suit  which  may  be  most  conveniently  considered 
is  No.  277,941,  granted  May  22, 1883,  to  Cassias  M.  Richmond,  assignor,, 
etc.  The  application  for  this  patent  was  Qled  December  1, 1882.  This 
patent  is  for  the  invention  known  in  the  dental  profession  as  the  "  Rich- 
mond Tooth  Crown."  A  patent  waj  granted  to  Richmond,  dated  Feb* 
rnary  10, 1880,  for  an  artiflcal  tooth-crown,  and  the  present  invention 
Is  said  to  be  for  an  improvement  upon  the  tooth-crown  therein  described ; 
but  it  is,  in  feet,  for  a  radically  different  tooth-crown.  ,  The  invention 
relates  to  an  improved  method  or  device  for  attaching  such  crown  to 
roots  or  stnmps  of  natural  teeth  remaining  in  the  mouth,  the  object 
being,  to  provide  an  artificial  crown  of  improved  construction,  to  be 
adjusted  and  scoured  to  the  root  of  the  natural  tooth  in  a  permanent, 
practical,  and  artistic  manner,  so  that  the  tooth  when  finished  will  pre- 
sent a  natural,  appearance  and  be  capable  of  the  same  service  as  a 
sound,  natural  tooth;  After  the  natural  root  or  stump  has  been  cut  off 
or  ground,  preferably  on  a  level  with  the  gum,  and  a  hole  is  drilled 
therein,  into  which  a  pin  is  to  be  subsequently  inserted,  a  metallic  far- 
rule  is  then  fitted  upon  and  shaped  to  the  prepared  root  of  the  tooth* 
A  suitable  crown  is  then  selected  to  be  applied  to  the  root;  color,  sice, 
and  shape  being  consulted  in  order  to  make  it  conform  in  appearance 
to  and  as  a  substitute  for  a  natural  tooth.  The  artifloal  crown  is  pro* 
vided  with  a  metallic  back  or  attachment,  which  has  holes  through  it 
to  allow  the  passage  of  the  pins,*  which  are  firmly  embedded  in  porce- 
lain. The  root  and  crown  having  been  so  prepared,  the  crown  is  placed 
in  position  and  attached  to  the  ferrule  by  wax  sufficiently  to  hold  the 
crown  firmly  in  position  to  allow  of  the  removal  of  the  ferrule.  Then 
a  suitable  pin,  designed  to  be  inserted  in  the  hole  drilled  in  the  root, 
is  embedded  in  the  wax.  The  prepared  crown  is  then  invested  or  pro- 
tected by  a  suitable  cover  of  marble-dust  and  plaster,  leaving  the  wax 
portion  exposed.  This  investiture  will  hold  the  parts  in  the  position 
which  they  are  to  occupy  when  placed  in  the  mouth.  The  wax  is  then 
melted  from  the  pin  and  crown  and  replaced  by  a  suitable  gold  solder, 
which  may  be  blown  in  a  blowpipe  and  fused  around  the  pin.  Thin 
solder  will  unite  with  the  pip  extending  into  the  root,  the  ferrule,  the 
pin  extending  into  the  porcelain,  and  the  porcelain  backing,  making  a 
solid  metal  backing  to  the  crown  and  firmly  holding  all  the  parts  to* 
gether.  The  prepared  crown  is  thed  slipped  upon  the  prepared  root 
and  cemented  thereon,  the  ferrule  when  placed  in  position  projecting 
along  the  very  margin  of  the  gum  sufficiently  to  protect  the  root  from 
decay  and  to  conceal  the  ferrule  from  view. 
The  specification  contains  the  following  statement: 
It  wiU  be  seen  that  when  this  denture  is  applied  to  a  toot  the  end  of  the  root  is  en* 
ttrely  protected  from  the  injurious  action  of  the  fluids  of  the  month,  and  is  1 
©ally  sealed;  being  covered  by  a  elosed  cap.    This  inelosing-eap  is  of  the  | 
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portanc**,  because  otherwise  decay  most  necessarily  take  place  by  reason  of  the  action) 
<if  the  fluids  of  the  month  on  the  exposed  dentine,  and  the  denture  would  become  use* 
lee*.  By  this  arrangement,  therefore,  both  the  end  of  the  root  and  so  much  of  the> 
same  as  mightotherwise  bo  exposed  to  the  fluids  of  the  month  are  hermetically  sealed^ 
and  the  root  is  thus  protected  from  the  injurious  effect  which  would  otherwise  result 
from  the  action  of  the  fluids.  *  t*  •  It  is  obvious  that- this  part  of  my  invention— 
namely,  the  sealing-cap  on  the  end  of  the  root—  may.be  used  with  other  kinds -of 
dentures  and  other  arrangements  of  artificial  crowns  besides  those  shown  herein,  and 
that,,  when  properly  applied,  the  root  is  completely  protected.  Ac  shown  in  Figs.  4, 
4,  and  7,  the  flange  of  the  cap  should  project  beneath  the  gum  and  allow  the  gum  to 
extend  to  the  porcelain  orown.  The  freedom  of  the  gum  from  permanent  attachment 
with  the  end  of  the  root  allows  this  band  to  be  placed  in  position  without  causing 
irritation.  I  do  not  limit  myself  to  the  precise  method  of  attaching  this  inclosing^ 
cap  to  the  root,  as  other  methods  might  be  employed ;  but  the  one  here  shown  is  the 
simplest  known  to  me. 

The  caps  hereinbefore  described  are  so  constructed,  as  set  forth,  as  to  cover  and  in- 
close the.  prepared  end  of  the  root,  wholly  excluding  the  juioes  of  the  month  there 
from,  and  preventing  the  decay  that  would  otherwise  result. 

The  claims  of  the  patent  are  as  follows : 

1.  The  combination  of  a  prepared  root  having  its  natural  terminal  contour  noar 
the  margin  of  the  gnm,  with  an  ineloeing-cap  attached  thereto  for  supporting  an  arti- 
•  fldal  denture,  substantially  as  described. 

8.  The  combination  of  a  prepared  root  having  its  natural  terminal  contour  near 
the  margin  of  the  gum,  with  an  tuolosing-oap  attached  thereto,  and  with  an  artificial 
porcelain  or  other  crown  supported  by  the  said  cap,  substantially  as  described. 

&  The  combination  of  a  prepared  root  having  its  natural  terminal  oon tour  near 
the  margin  of  the  gnm,  with  an  inclosing-cap  attached  thereto,  the  said  cap  being 
attached  to  the  root  by  a  pin  or  suitable  attaching  contrivance  passing  upward  and 
into  a  suitable  cavity  in  the  root,'substsntially  as  described. 

4.  The  combination  of  a  tooth-crown,  a  metallic  backing  soldered  to  said  crown, 
and  a  pin  firmly  soldered  to  said  artificial  backing  and  secured  to  and  passing  through 
a  ferrule  adapted  to  surround  the  root,  substantially  as  described. 

6.  The  combination  of  the  orown  C,  provided  with  suitable  attaching-plns,  E,  the 
hacking-plate  D,  and  the  metallio  hacking  N,  united  to  ferrule  B,  and  pin  Z,  sub- 
stantially as  described. 

6.  The  combination  of  the  orown  C,  metallic  backing  N,  united  to  proteoting-plat* 
D.  and  pin  Z,  the  root  A,  and  cement  J,  uniting  the  pin  Z  to  the  root,  substantially 
as  described. 

It  to  not  open  to  doubt  that  this  patent  describes  an  invention  in 
dentistry  of  the  greatest  utility  and  value.  The  invention  enables  an 
artificial  tooth  to  be  placed  upon  a  natural  root,  which  can  only  be  dis- 
tinguished from  the  natural  tooth  by  the  most  critical  examination, 
which  is  as  serviceable  while  it  lasts  as  a  natural  tooth,  and  which  la 
very  durable.  The  Richmond  crown  not  only  supplies  the  place  of  a 
natural  tooth  for  the  purposes  of  use,  so  as  to  be  a  perfect  substitute 
ftr  a  lost  tooth,  but  it  can  be  so  artistically  made  as  in  many  instances 
to  be  an  improvement  in  appearance  upon  the  natural  tooth.  Never- 
theless, if  the  patent  can  be  sustained  as  valid  to  any  extent,  it  can  only 
be  upheld  by  placing  a  very  narrow  limitation  upon  the  claims. 

.Without  referring  at  present  to  the  prior  state  of  the  art  at  the  time 
Dr.  Richmond  conceived  the  inventions  of  the  patent  in  1880  and  of 
the  present  patent  it  suffices  to  sav  that  everything  which  is  the  sub- 
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jeot  of  the  fourth,  fifth,  and  sixth  claims  of  the  present  patent  h^d  been 
in  prio*  public  use  for  more  than  two  years  prior  to  the  application  for 
the  patent,  and  was  public  property  prior  to  the  year  1880;  and  ST  the 
remaining  claims  are  invalid  it  is  only  because  an  inclosing-cap,  by 
which  the  end  of  the  root  is  hermetically  sealed  and  thus  protected 
from  the  action  of  the  fluids  of  tfie  mouth,  is  an  element  of  each  claim. 
The  inventor  himself  bad  abandoned  all  the  rest  of  bis  invention  to  the 
public.  As  early  as  in  December,  1876,  Dr.  Richmond  had  inserted  a 
denture  in  the  mouth  of  a  patient  in  San  Frfencisco  involving  the  prin- 
ciple of  the  patent  That  denture  differed  from  the  artificial  tooth- 
crown  of  the  patent  only  because  the  inclosing  ferrule  or  band  was  not 
a  cap  which  covered  the  end  of  the  root,  and  did  not  extend  so  far  under 
the  gum  of  the  patient  as  to  wholly  conceal  the  gold  surface.  The 
denture,  as  then  inserted  by  him,  was  a  complete  practical  success,  and, 
so  far  as  is  known,  still  remains  in  use  in  the  mouth  of  the  patient. 

In  the  years  1878  and  1879  Dr.  Richmond  practiced  the  invention  ex- 
tensively in  many  of  the  large  cities  of  the  United  States,  and  demon* 
etrated  to  hundreds  of  dentists  in  public  clinics  and  private  practice 
the  method  of  preparing  and  inserting  his  artificial  tooth-crowns.  The 
method  was  practiced  with  differences  of  detail,  but  was  always  the 
earne  in  essentials.  The  root  was  always  prepared  in  the  way  pointed 
out  in  the  patent,  and  the  denture  always  consisted  of  a  ferrule  or 
band  accurately  fitted  to  surround  the  root,  to  which  was  soldered  a 
«rown  with  a  porcelain  front,  having  a  pin  extending  into  the  root,  the 
whole  being  cemented  on  the  root  in  one  piece.  Sometimes  a  loose 
floor  of  platinum  or  gold  was  packed  inside  the  band  behind  the  back- 
ing of  the  porcelain  front,  so  as  to  make  a  floor  above  the  solder  when 
the  crown  was  invested  in  position  and  the  solder  blown  in ;  and  some- 
times, instead  of  a  loose  floor,  a  half  floor  was  joined  to  the  band,  ex- 
tending partly,  over  the  end  of  the  root,  forming  a  cap  embracing  part 
of  the  exposed  end  of  the  root,  and  the  solder  was  then  blown  in  under 
this  cap.  When  made  in  either  of  these  ways,  the  denture  consisted 
of  a  porcelain  tooth  attached  to  »  ring  of  gold  at  its  upper  part,  and 
where  the  porcelain  itself  met  the  Ting  there  was  no  solid  floor  to  the 
ring,  but  the  porcelain  itself  impinged  upon  the  ring. 

.Among  those  to  whom  Dr.  Richmond  taught  the  invention  was  Dr. 
Oaylord,  a  dentist,  one  of  the  defendants  in  this  cause.  Two  original 
dentures  made  by  Dr.  Oaylord,  and  inserted  in  the  mouths  of  patients, 
one  in  April,  1879,  and  the  other  in  May,  1879,  have  been  produced  in 
evidence  and  identified,  and  the  fact  that  these  tooth-crowns  were  made 
and  inserted  at  those  dates  and  were  practical  and  successful  opera- 
tions, and  that,  with  a  single  exception,  both  were  in  all  respects  the 
tooth-crowns  of  the  patent,  inserted  according  to  the  method  of  the 
patent,  is  clearly  established.  It  is  conceded  by  the  expert  for  the  com- 
plainant that  if  these  dentures  had  been  made  with  a  ring  or  ferrule 
having  a  complete  floor,  embracing  the  exposed  end  of  the  root*  they 
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iroald  be  the  tooth-crowns  of  the  pateut.  One  of  them  has  a  half-floor 
of  platinum  back  of  the  porcelain  under  the  ring,  intended  to  partially 
inclose  the  exposed  end  of  the  root,  and  the  other  has  a  partial  floor 
made  of  loose  gold-foil  stuffed  behind  the  porcelain  before  the  solder  was 
flowed  through  the  back  of  the  crown.  It  is  insisted  that  when  the 
crown  is  constructed  in  this  way  it  does  not  have  the  inclosing-cap  of 
the  patent,  and,  consequently,  the  end  of  the  root  is  not  hermetically 
sealed.  The  controversy  as  to  this  patent  is  thus  narrowed  to  the 
question  whether  the  substitution  of  a  complete  floor  over  the  end  of 
the  ferrule,  so  as  to  wholly  inclose  the  end  of  the  natural  root  in  the 
place  of  a  partial  floor,  involves  sufficient  invention  to  sustain  the 
patent. 

It  is  to  be  observed  that  in  one  sense  the  end  of  the  root  is  hermet- 
ically sealed  according  to  the  method  of  the  patent,  whether  covered 
with  the  closed  cap  or  not  The  specification  states  that  the  prepared 
crown  is  slipped  upon  the  prepared  root  and  cemented  thereto.  As  the 
invention  was  practiced  by  Dr.  Bichmond  from  1876,  enough  cement 
was  placed  inside  the  recess  of  the  prepared  crown  to  exude  at  the  mar- 
gin of  the  gum  when  the  crown  was  forced  on  the  root  to  fill  up  the 
space  and  to  make  a  solid  contact,  when  hard,  between  the  root  at  all 
the  parts  exposed  and  the  crown  beneath  and  the  ring  surrounding  the 
root.  The  cement  not  only  serves  to  hold  the  crown  firmly  in  its  place 
'  upon  the  root,  but  forms  a  hermetically-sealed  inclosure  of  the  root. 
But  it  is  insisted  by  the  experts  for  the  complainant,  and  by  some  of 
the  witnesses  who  have  applied  the  invention  practically,  that  unless 
the  ring  has  a  solid  metallic  floor  the  porcelain  where  it  joins  the  ring 
can  not  be  so  closely  united  that  the  juices  of  the  mouth  will  not  enter 
at  the  joint;  that  the  solder  flowed  in  behind  the  porcelain  will  not 
effectually  close  this  joint,  and  that  in  consequence  the  cement  inclosing 
the  root  will  be  soon  dissolved  and  destroyed  by  the  secretions  of  the 
mouth.  It  is  alleged  that  if  the  minutest  hole  or  perforation  is  left  In 
the  floor  of  the  inclosing-cap,  the  cement  is  exposed  to  the  secretions  | 
that  the  secretions  of  different  months  vary  wonderfully  in  their  de- 
structive action,  and  that  while  in  some  cases  the  cement  might  resist 
for  years,  in  others  it  would  fail  speedily,  and  thus  that  the  practical 
value  of  the  invention  depends  most  materially  upon  the  inclosing  cap. 

Inasmuch  as  Dr.  Bichmond  had  for  years  been  practicing  the  inven- 
tion without  a  closed  cap,  and  introducing  his  artificial  crown  every- 
where to  the  profession  as  a  perfect  substitute,  when  inserted  upon  a 
natural  root,  for  the  natural  tooth,  it  may  be  doubted  whether  the  me- 
chanical  change  of  covering  the  ring  with  a  solid  floor,  thereby  convert- 
ing it  into  a  cap,  was  introduced  by  him  so  much  for  its  utility  as  it 
was  for  the  purpose  of  suggesting  novelty  and  enabling  him  and  those 
with  whom  he  had  become  engaged  to  obtain  a  patent.  The  change 
was  not  made  until  others  had  become  pecuniarily  interested  with  Dr. 
Bichmond  in  his  inventions.    Then  it  was  suggested  that  the  reason  of 
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the  failure  of  several  crowns  which  had  been  inserted  for  patients  waft 
that  they  were  defective  because  they  were  open  at  the  end  of  the  eap 
inclosing  the  end  of  the  root  at  the  point  where  the  porcelain  came  in 
contact  with  the  cap.  Thereupon  the  closed  cap  was  adopted.  No 
experiments  were  apparently  necessary;  but  the  defect  was  remedied 
'  as  soon  as  it  was  suggested.  It  is  testified  that  the  effect  of  this  change 
1M  greatly  to  increase  the  strength  of  the  artificial  crown  and  assist  in 
protecting  the  root  from  the  leverage  of  the  pin  by  lateral  pressure,  aa 
well  also  as  to  protect  more  efficiently  the  cement  from  the  action  of 
the  secretions  of  the  mouth.  On  the  other  hand,  the  testimony  indi- 
cates that  since  the  closed  cap  has  been  adopted  it  is  not  exclusively 
used  by  those  who  are  authorized  to  practice  the  invention  under  the 
patentees  j  and  although  it  is,  perhaps,  generally  preferred,  the  impres- 
sion left  by  the  proofe  is  that  there  is  considerable  exaggeration  in  the 
•opinion  that  attributes  to  th4  closed  cap  the  peculiar  efficacy  which  has 
been  assigned  to  it 

If  Dr.  Richmond  had  been ,  the  first  to  make  a  clbsed  cap  for  a  use 
.cognate  to  that  to  which  it  was  applied  by  bim,  the  question  whether 
there  was  any  invention  in  making  the  change  might  be  resolved  in 
fsvor  of  the  complainant;  but  it  was  not  new  in  the  art  to  use  a  closed 
eap  in  order  to  hermetically  inclose  the  root  of  a  tooth.  This  sufficiently 
appears  by  reference  to  a  publication  in  the  Missouri  Dental  Journal, 
in  1868,  of  the  operation  of  Dr.  Morrison.  That  publication  describes 
an  operation  in  which  a  gold  cap  is  fitted  upon  the  root  of  a  lost  or  de- 
cayed tooth,  so  as  to  be  adjusted  accurately  to  the  remaining  portions 
*  of  the  tooth  and  made  to  correspond  in  configuration  with  the  original 
tooth.  The  cap  is  filled  with  a  thin  paste  of  cement  and  pressed  to  its 
place  upon  the  root,  the  superfluous  cement  being  crowded  out  at  the 
Margin  of  the  gum,  where  the  cap  extends*  quite  to  the  alveolus. 
Another  instance  of  the  use  of  caps  having  a  tight  metal  floor  to  be  in- 
serted on  the  natural  roots  of  teeth,  and  having  a  porcelain  tooth  crown 
soldered  on  the  cap,  is  disclosed  in  the  patent  granted  February  S,  1881, 
to  John  B.  Beers,  for  an  improvement  in  artificial  crowns  forteeth.  In 
view  of  these  references  alone,  it  must  be  held  that  there  was  po  inven- 
tion in  making  the  change  which  was  effected  by  Dr.  Richmond  in  the 
fUl  of  1881  by  substituting  the  closed  cap  in  the  place' of  the  cap  with 
a  partial  floor  or  without  a  solid  floor.  All  that  Richmond  did  was  to 
dose  the  band  or  ferrule  with  a  bottom  of  gold  and  build  up  his  artificial 
crown  upon  it,  and  the  way  to  do  this  had  been  already  pointed  out. 

The  patent  can  not  be  sustained  upon  the  theory  that  Dr.  Richmond 
was  experimenting  with  and  improving  his  method  of  making  and  in- 
serting artificial  tooth-crowns  during  the  time  intervening  between  his 
.operation  in  San  Francisco,  in  1876,  until  at  last,  with  the  change  to 
the  closed  cap  made  by  him  in  the  fall  of  1881,  he  succeeded  in  perfect- 
tag  an  invention  which  up  to  that  time  had  been  inchoate  or  incomplete. 
Dnrtag  all  this  period  he  had  been  demonstrating  and  practicing  the 
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invention  in  public  to  dentists  throughout  the  United  States  and  in  his 
private  practice,  with  all  the  variations  of  mechanical  detail.  Those  to- 
whom  he  taught  his  method  for  compensation  bought  their  instruction 
in  order  to  practice  the  invention  in  their  profession.  They  did  practice 
it,  and  it  was  put  into  successful  use  in  ail  parts  of  the  country,  and  it 
is  now  too  late  to  deprive  the  public  of  what  became  rightfully  theirs 
by  supplementing  to  the  invention  a  mere  matter  of  mechanical  improve- 
ment which  in  itself  had  no  patentable  novelty. 

The  third  patent  in  suit  is  No.  277,983,  granted  May  22,  1883,  to 
Alvan  8.  Richmond,  assignor,  etc,  for  an  artificial  denture.  It  is  suffi- 
cient to  say  of  this  patent  that,  in  view  of  the  inventions  of  Dr.  0.  M, 
Biohmood  and  Dr.  Low,  the  first  and  third  claims  embrace  nothing 
which  involves  invention,  and  that  carrying  the  metal  of  the  bridge 
under  the  wearing  surface  of  the  porcelain  does  not  impart  patentable, 
character  to  the  third  claim.  At  the  hearing  of  the  cause  We  indicated 
sufficiently  the  reasons  for  considering  the  fourth  patent,  upon  which 
the  suit  was  brought,  invalid  for  want  of  novelty,  and  it  is  unnecessary 
to  enlarge  upon  them  now. 

A  decree  is  ordered  for  an  injunction  and  an  accounting  as  to  thfc . 
ilrst  of  the  patents  in  suit.    As  to  the  others  the  bill  is  dismissed* 
Neither  party  is  awarded  costs. 


[Ualttft  8Mm  CtoMdft  Oo«rt-Dt*rkrt  of  lbuMhoNtk] 

United  States  Metallic  PACxnre  Company  v.  Tripp. 

Decided  June  11, 1807. 
39  O.  G.,  1664. 

i.  Dnroroairr  a  Fobmxb  Surr— Wnmr  Estoppsd  from  Dmrrnro  Validity. 

The  defendant  in  this  suit  having  been  a  defendant  in  a  former  suit  upon  the 
seme  patent,  where  the  assignor  of  the  complainant  corporation  was  the  party 
complainant,  and  wherein  the  defendant  had  Sled  sn  answer  letting  up  substan- 
tial defenses  andthen  permitted  a  decree  by  content  for  nominal  damages!  with 
no  costs,  and  with  an  injunction,  Held  that  upon  thie  state  of  facte  it  is  not  open 
to  the  defendant  on  this  motion  to  deny  the  validity  of  complainants  patent  in 
suit. 

-4.  pRxxnaxrasT  iHJUHcnow— Whbh  Psofbb. 

It  appearing  that  the  packing  made  by  defendant  since  the  injunetion  in  the 
former  suit  differed  only  in  form  from  that  enjoined,  but  operated  in  the  same 
way,  a  preliminary  injunetion  is  proper. 

Mr.  Oaueien  Browne  and  Mr.  Alex.  P.  Browne  for  the  complainant 
Mr.  Charles  0.  Morgan  and  Mr.  Albert  0.  Bwrrage  for  the  defendant. 

Ooi/r,J.: 

This  is  a  motion  for  a  preliminary  injunction  to  restrain  the  defend- 
ant from  infringing  Reissued  Letters  Patent  No.  9,365,  granted  August 
-SI,  1880,  to  Martin  Sohneble,  for  improvements  in  piston-rod  packing. 
In  1881  the  assignor  of  the  plaintiff  corporation,  and  having  the  same 
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name*  brought  a  bill  in  equity  for  an  infringement  of  this  patent  against" 
the  present  defendant  and  the  Hancock  Inspirator  Company.  To  thiav 
bill  the  defendant  Tripp  filed  an  answer  denying  infringement,  denying 
the  novelty  of  the  patented  invention,  and  denying  that  the  reissue 
was  for  the  lame  invention  as  the  original  patent  In  January,  1882,  * 
final  decree  was  entered  by  consent  for  nominal  damages  and  without 
costs,  and  for  an  injunction  restraining  the  defendants  from  making, 
using,  or  selling  any  metallio  packing  infringing  the  reissued  patent.. 
Upon  this  state  of  foots  it  is  not  open  to  the  defendant  on  the  present 
motion  to  deny  the  validity,  of  the  Sdhneble  patent  The  only  quest^m 
properly  before  the  court  at  the  present  hearing  is  whether  the  piston* 
rod  packing  which  the  defendant  now  makes  is  substantially  the  sam» 
as  that  whioh  he  has  been  enjoined  by  this  court  from  making. 
'  The  former  packing  made  by  the  defendant  had  two  disks  plaosd  at 
the  bead  of  the  stuffing-box,  one  with  a  oonoave  reoess  and  the  other 
with  a  convex  prqjeotion  whioh  fitted  into  the  recess.  By  this  mean* 
the  packing  was  capable  of  a  rooking  or  oscillating  movement,  and  so- 
could  aooommodate  itself  to  a  bent  piston,  or  to  a  rod  not  set*  parallel 
with  the  axis  of  the  ■team-cylinder.  In  the  piston-packing  the  defend- 
ant now  makes  he  has  changed  the  form  of  the  disks.  He  has  Qne  disk, 
with  a  conical  prqjeotion,  and  the  other  disk  with  a  beveled  edge,  which, 
fits  over  the  projection.  The  result  is  the  same— namely,  a  rooking  or 
oscillating  movement— though  it  is  a  more  imperfeot  device  than  the 
other.  The  form  is  different,  but  the  things  are  substantially  the  same*. 
It  is  a  mere  colorable  change,  and  therefore  can  not  relieve  the  defend- 
ant 

The  motion  for  an  injunction  should  be  granted,  and  it  is  so  ordered*. 
Motion  for  preliminary  injunction  granted. 


ISapismt  Court  of  th«  United  8t*tet»1 

TOPLIFP  ST  AU  V.  TOPLIFF. 

D**WJ/ay23,1887. 

40  O.  G.,  115. 

Construction  of  Aorboobnt— Substitution  of  Anothbr  Patent. 

The  manufacture  by  complainants  under  Patent  No.  114,686  and  the  payment 
of  royalties  up  to  1879  constituted  an  aeoeptanee  of  such  patent  as  a  substitute- 
for  the  patent  named  in  the  agreement,  and  the  subsequent  discovery  by  the  c 
plainants  of  the  insufficiency  «f  Patent  Ho.  1 10,613  gave  them  no  right  to  l 
the  agreement. 
Construction  of  Particular  Language  nr  Aonmoorr. 

The  language  in  the  agreement  as  to  "  any  improvement  made  in  these  articles* 
is  not  restricted  to  articles  like  those  described  in  the  patent  referred  to  in  the 
agreement,  but  embraces  articles  such  as  are  described  in  Patent  No.  114,886. 
Construction  of  Partus  to  Contracts— Controlling. 

Where  there  is  any  doubt  or  ambiguity  arising  out  of  the  language  of  an  ex- 
ecutory contract,  the  construction  given  by  all  the  parties  to  the  same  is  entitled, 
to  great,  if  not  controlling,  influence. 
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STATEMENT  OF-  THE  CASE. 

The  parties  agreed  in  writing,  about  September  1, 1870,  that  the  de- 
fendant should  give  the  complainant  a  license  which  should  be  exclusive 
for  Ave  years  upon  his  patent  for  tubular  iron  carriage-bows,  for  which 
he  had  a  pending  application,  and  after  five  years  not  exclusive  as  to 
the  defendant,  who  might  then  manufacture  at  one  or  two  places.  The 
.agreement  also  provided  that  "any  improvement  made  upon  these  ar- 
ticles by  either  party  should  be  for  the  mutual  benefit."  Defendant's 
patent  issued  upon  this  application  as  No.  110,513,  dated  December  27, 
1870,  and  was  reissued  as  No.  9,0-6,  dated  January  6, 1880.  Subse- 
quently defendant  procured  Patent  No.  114,885,  dated  May  16, 1871,  on 
an  improved  carriage-bow,  and  complainants  obtained  Patent  No. 
166,950,  dated  August  24, 1875,  for  carriage-bow  sockets.  Complainants 
•commenced  manufacturing  soon  after  the  date  of  the  agreement,  the 
-defendant  entering  into  their  employment,  and  paid  license  fees  reg- 
ularly up  to  1879,  the  defendant  then  leaving  them  and  commencing 
iqanufqcture  on  bis  own  account  at  one  place.  The  complainants 
Aled  their  bill  on  February  28, 1880,  for  the  infringement  of  Patent  No 
166,950.  The  defendant  set  up  the  agreement  as  a  defense ;  but  the 
complainants  asserted  that  the  agreement  bad  been  resciuded  in  1879 
upon  their  discovery  then  that  the  patent  named  in  it  did  not  cover  the 
nse  of  tubular  carriage-bows,  as  had  been  represented  by  the  defendant, 
And  that  he  acquiesced  in  the  rescindment  of  the  agreement,  surren- 
dered his  patent,  and  took  the  reissue  before  mentioned.  The  defend- 
ant in  reply  pat  in  testimony  that  the  manufacture  under  the  applica- 
tion for  the  patent  named  in  the  agreement  was  abandoned  before  the 
issue  of  that  patent,  and  was  carried  on  subsequently  under  Patent  No. 
114,885,  and  the  license  fees  paid  regularly  up  to  1879  upon  a  manu- 
facture under  that  patent. 

BOW-SOCKKS  FOB  BUOOT-TOW. 

Appeal  from  the  Circuit  Court  of  the  United  States  for  the  Northern 
District  of  Ohio. 

Mr.  E.  S.  Sherman  and  Mr.  \V.  Bakewell  for  the  appellants. 
Mr.  M.  D.  Leggett  and  Mr.  W.  W.  Boynton  for  the  appellee. 

Mr.  Justice  Matthews  delivered  the  opinion  of  the  Court: 
The  appellants,  complainants  below,  on  the  28th  of  February,  1980, 
.filed  their  bill  in  equity  to  restrain  the  alleged  infringement  by  the  de- 
fendant of  Letters  Patent  No.  166,950,  granted  August  24, 1875,  to  John 
A.  Topliff,  for  a  new  and  useful  improvement  in  bow-sockets  for  buggy- 
tops.    As  stated  in  the  specification— 

•  This  invention  has  relation  to  bow-eocketa  Tor  bnggy-tops,  and  consists  in  placing 
a  flUing  of  wood  in  the  tnbes  of  the  bow-sookets  to  strengthen  the  same;  also,  in  ex- 
tending the  strip  of  steel  whieh  is  inserted  in  the  wood  filling  far  enough  down  to 
•enable  it  to  be  welded  or  otherwise  fastened  to  the  slat-iron. 
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Among  other  grounds  of  defense  the  defendant  in  his  answer  set*  out 
the  following :  He  alleges  that  some  time  prior  to  the  27th  day  of  De- 
cember, 1870,  he  invented  a  new  and  useful  invention,  denominated  an 
"  improvement  in  carriage-bows,"  consisting  in  the  main  in  constructing 
the  straight  part  of  carriage-bows  out  of  tapering  tubes  made  of  sheet- 
iron  with  soldered  seams  and  lower  ends  flattened,  forming  a  part  of  the 
hinge,  in  conjunction  with  the  bows  made  of  wood,  shaped  and  fitted 
into  the  upper  ends  of  the  tubes;  that  this  invention  was  secured  to 
him  by  Letters  Patent  dated  December  27, 1870,  No.  110,513 ;  that  tola 
patent  was  reissued  as  Reissued  Letters  Patent  No.  9,026,  January  6, 
1880,  and  that  he  obtained  another  patent,  No.  114,885,  dated  May  16, 
1871,  for  a  new  and  improved  carriage-bow  cover  and  slat-iron  com- 
bined ;  that  soon  after  he  invented  his  first  improvement  in  carriage- 
bow  s,  for  which  he  obtained  the  patent  dated  December  27, 1870,  and 
pending  the  application  therefor,  a  contract  in  writing  was  entered  into 
on  or  about  the  1st  day  of  September,  1870,  between  himself  and  the 
complainants,  as  follows : 

This  agreement,  made  and  concluded  this day  of ,  A.  D.  1870,  by  and  be- 
tween Isaac  N.  Topliff,  of  tbe  first  part,  and  John  A.  Topliff  and  George  H.  Ely,  of 
the  second  part,  witnesseth :  1st.  Tbe  said  party  of  tbe  first  part  is  the  sole  owner  of 
a  certain  patent  for  tubular  iron  bows  used  in  manufacturing  carriage  and  buggy 
tops,  which  patent  was  issued  tbe day  of ,  A.  D. .  Now,  in  considera- 
tion of  tbe  agreements  of  said  party  of  the  second  part  to  be  by  them  performed,  the 
said  party  of  the  first  part  hereby  gives,  grants,  sells,  and  conveys  to  tbe  said  party 
of  the  second  part  tbe  exclusive  right  of  manufacturing  and  of  selling  tbe  above- 
mentioned  article  throughout  tbe  United  States  for  five  years  from  the  date  of  this 
agreement,  it  being  understood  that  at  tbe  expiration  of  five  years  tbe  said  party  of 
the  first  part  shall  have  the  right  to  have  the  above-named  articles  manufactured  at 
not  more  than  two  other  places,  to  be  sold  at  prices  adopted  by  said  party  of  the  sec- 
ond part,  but  in  all  other  respects  the  rights  and  privileges  of  the  said  party  of  the 
second  part  shall  continue  during  the  entire  life  of  the  patent. 

2.  The  parties  mutually  agree  that  they  will  share  the  expense  of  maintaining  the 
right  of  the  patent  against  infringements  and  other  patents  in  the  following  propor- 
tion :  The  first  party  to  pay  one-third  and  tbe  second  party  to  pay  two-thirds.  It  is 
also  further  agreed  that  any  improvement  made  on  these  articles  by  either  party  shall 
be  for  the  mutual  benefit  of  tbe  parties. 

3.  In  consideration  of  the  above  grant  the  said  party  of  the  second  part  hereby 
agrees  to  pay  to  the  said  party  of  the  first  part  fifteen  per  cent,  on  the  wholesale  selling 
prices  of  above-named  articles  as  royalty  on  all  sold  by  them,  it  being  understood 
that  these  prices  shall  at  all  times  be  settled  by  mutual  agreement  between  both 
parties.  The  said  party  of  the  second  part  further  agree  that  they  will  advertise 
thoroughly  the  above-named  article  in  such  ways  as  may  seem  best,  and  do  all  in 
their  power  to  introduce  and  extend  tbe  sale  of  said  articles.  They  also  agree  that 
they  will  make  tbem  of  quality  and  finish  to  meet  the  approbation  of  said  party  of 
the  firet  part. 

In  witness  whereof  the  parties  have  set  their  hands  and  seals  to  duplicates  tbe  day 
and  year  first  above  written. 

I.  N.  TOPLIFF.  [beau] 
J.  A.  TOPLIFF.  [8EAL.1 
GEORGE  H.  ELY.     [8*ai_] 

That,  in  pursuance  of  this  agreement,  the  complainants  entered  upon 
the  manufacture  and  sale  of  carriage-bows,  the  defendant  being  in  their 
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employment  as  traveling  salesman,  and  as  such  devoted  his  tiniQ  largely 
to  the  iiitroduvtivQ  and  sale  of  said  carriage-bows  throughout  the 
United  States,  and  also  his  time,  thought,  and  attention  to  making  im- 
provements therein,  knowledge  of  which  was  commnuicated  by  him  to 
the  components  from  time  to  time;  that  some  of  these  improvements 
made  by  him  were  covered  by  the  patent  bearing  date  May  16, 1871 ; 
that  the  business  was  carried  on  by  the  complainants  in  this  way  under 
said  contract  for  more  than  eight  years,  to  their  great  gain  and  profit* 
The  defendant  further  alleges  that — 

after  the  toning  to  him  of  the  last-mentioned  letters  patent  he  made  some  slight 
changes  and  improvements  in  the  manufacture  of  carriage-bows,  and  communicated 
the  same  to  said  complainants,  especially  to  said  John,  and  requested  that  in  the 
manufacture  of  can iage- bows  onder  his  patent  aforesaid  that  the  said  complainants 
should  construct  and  manufacture  them  in  accordance  with  his  said  suggestions  and 
improvements,  which  improvements  were  communicated  by  this  defendant  to  the  said 
complainants  on  or  about  the  first  day  of  June,  1873 ;  that  thereupon  his  said  sugges- 
tion and  invention  was  adopted  by  the  said  complainants  in  the  manufacture  of  car- 
riage-bows by  the  said  complainants,  and  afterward  the  said  John  A.  Topliff,  for  the 
purpose  of  securing  the  same  to  the  complainants  and  to  this  defendant  for  their  mu- 
tual use  and  benefit,  in  accordance  with  the  terms  of  said  contract,  made  application 
for  a  patent  thereon  and  secured  the  alleged  patent  in  the  complainants'  bill  of  com* 
plaint  described ;  and  this  defendant  alleges  and  says  that  if  in  reality  there  is  any- 
thing new  or  useful  embraced  in  the  said  letters  patent  issued  to  the. said  John  A.  Top- 
lift  that  he  was  and  is  the  true  inventor  and  rightful  owner  thereof,  and  that  the  said 
John  A.  Topliff  was  not  and  is  not  the  true  and  original  inventor  and  discoverer  thereof; 
and  this  defendant  alleges  that  whether  said  patent,  so  issued  in  the  name  of  said 
complainants,  is  or  is  not  valid,  that  he  by  the  terms  of  his  said  contract  entered 
into  with  said  complainants  is  entitled  to  use  the  same  to  the  same  extent  that  the 
complainants  are  entitled  to  use  the  same ;  that  by  the  terms  of  said  contract  such 
right  is  expressly  granted  and  conveyed  to  him,  and  that  the  complainants  have  so 
interpreted  said  contract,  and  have  had  upon  their  part  the  free  use  and  benefit  of 
the  invention,  discovery,  and  improvement  made  by  this  defendant  and  secured  to 
him  by  letters  patent  dated  May  16, 1871,  as  aforesaid,  and  other  considerations  there- 
tor,  as  agreed,  and  that,  relying  upon  said  contract,  he  communicated  to  the  said 
complainants  the  information  and  instructions  in  regard  to  manufacturing  under  his 
•aid  patents  and  other  improvements  above  named,  upon  which  the  said  John  A.  Top- 
liff made  the  application  and  secured  to  the  said  complainants  the  letters  patent  said 
to  be  owned  by  them ;  and  this  defendant  denies  that  he  has  made  other  use  of  the 
letters  patent  issued  to  the  complainants  than  snch  as  he  was  authorized  to  make  by 
the  terms  of  the  contract  aforesaid  between  the  complainants  and  himself. 

The  defendant  further  says  that  he  has  established  a  manufactory  of 
carriage-bows  in  the  city  of  Cleveland,  but  not  in  any  other  place  or 
places,  and  that  by  the  terms  of  his  contract  with  the  complainants  he 
is  entitled  so  to  do,  and  in  said  business  to  use  the  alleged  improvements 
covered  by  the  patent  described  in  the  bill. 

The  case  was  heard  on  the  pleadings  and  proofs,  when  the  circuit 
court,  being  satisfied  that  under  the  contract  set  up  in  the  answer  each 
party  had  a  ri^bt  to  use,  without  the  payment  of  royalty,  the  patent  is- 
sued to  the  complainants,  a  decree  was  eutered  dismissing  the  bill.  The 
complainants  took  the  present  appeal. 
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It  is  now  contended  on  the  part  of  appellants,  first,  that  at  the  time 
when  the  bill  was  filed  the  contract  set  np  in  the  answer  was  not  in  force, 
having  been  previously  rescinded  by  the  parties ;  and  second,  that  if  the 
contract  is  in  force  it  does  not  secure  to  the  appellee  the  right  to  the  use 
of  the  improvement  covered  by  the  patent  to  John  A.  Topliff^  of  August 
24, 1875,  belonging  to  the  appellants. 

The  circumstances  which,  according  to  the  contention  of  the  appellants, 
constitute  the  rescission  of  the  contract  are  claimed  to  be  as  follows: 
They  allege  that  when  the  contract  in  question  was  entered  into  the  ap- 
plication of  the  appellee  for  his  patent  was  pending ;  that  a  sample  speci- 
men of  the  carriage-bow  intended  to  be  covered  by  the  patent  was  shown 
by  the  appellee  to  the  appellants j  that  the  appellee  represented  to  them 
that  the  patent  would  cover  the  use  of  tubular  carriage-bows;  that  in 
point  offset  the  original  application  made  the  following  claims: 

1.  The  upright  part  of  carriage-bows,  constructed  of  tubular  sheet  metal  A,  in  ooav 
bination  with  the  wooden  bow  B,  put  together  in  the  manner  and  for  the  porpoees  eat 
forth  and  described. 

2.  The  tube  A,  with  elongated  flat  portion  e,  to  form  a  solid  joint  with  the  bow. 
socket  D  in  the  manner  described. 

3.  The  scallop-edged  sheet-iron  bow-socket  D,  to  be  used  in  connection  with  the 
tubes  A  and  A'  in  the  manner  described. 

That  these  claims  were  rejected  in  the  Patent  Office,  and  in  lieu  of 
them  the  claim  of  the  patent  as  issued  on  December  27, 1870,  was  sub- 
stituted, as  follows : 

The  straight  part  of  the  bow  A,  tabular  and  flattened  at  the  lower  end,  the  bow- 
socket  D  consisting  of  two  concave  scalloped  pieces,  and  the  bent  part  of  the  bow 
B,  all  combined,  constructed,  and  arranged  as  and  for  the  purposes  set  forth. 

That  the  appellants  were  not  aware  of  the  rejection  of  the  original 
claims  until  some  time  in  the  year  1879 ;  that  during  that  period  they 
acted  under  the  impression  that  they  were  secured  in  the  exclusive  right 
to  use  carriage-bows  containing  the  tubular  uprights;  that  they  had  np 
knowledge  to  the  contrary  until  the  fact  was  disclosed  by  an  examina- 
tion of  the  records  of  the  Patent  Office ;  that  immediately  upon  discov- 
ering it  they  gave  notice  to  the  appellee  that  the  consideration  for  the 
contract  between  them  had  thus  failed,  the  patent  being  of  no  avail  to 
them,  and  that  they  would  no  longer  regard  it  as  obligatory,  and  that 
thereupon  the  appellee  acquiesced  in  this  rescission  df  the  contract  by 
them,  and  resumed  his  ownership  of  the  original  patent,  surrendered 
the  same,  and  obtained  a  reissue  thereof  on  January  6, 1880,  the  claims 
of  which  are  as  follows: 

1.  A  carriage-bow,  the  side  or  upright  portions,  A  A,  of  which  are. tubular,  sub- 
stantially as  and  for  the  purpose  shown. 

2.  A  carriage-bow  consisting  of  the  bent  wooden  section  B  and  the  tubular  sections 
A  A,  the  latter  constituting  the  vertical  sides  or  arms  of  the  bow,  the  opposite  ends  of 
the  bent  portion  B  being  secured  to  the  upper  ends  of  the  tubular  sections  A  A,  sub- 
stantially as  set  forth. 

3.  A  carriage-bow  consisting  of  the  bent  wooden  section  B  and  the  inetaUio  tabu- 
lar sections  A  A,  the  latter  constituting  the  straight  or  vertical  aides  of  the  bow,  sub- 
stantially as  set  forth. 
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4.  A  carriage-bow  consisting  of  the  bent  wooden  section  B  and  the  tubular  teotlona 
A  A,  the  latter  constituting  the  straight  or  yertical  sides  of  the  bow,  and  constructed 
•at  their  lower  ends  to  be  attached  to  a  socket  or  carriage-seat,  substantially  as  set 
forth. 

On  the  other  hand,  it  appears  from  the  testimony  in  the  case  that  the 
manufacture  of  the  carriage-bows  as  contemplated  under  the  application 
for  the  original  patent  was  abandoned  by  the  parties  before  the  patent 
was  in  fact  issued,  experience  showing  that  the  bows  so  made  were  not 
practically  useful  in  the  tipde ;  that  the  original  patent  of  December  27, 
1870,  soon  after  it  was  issued  was  delivered  to  the  applicants  and  kept 
in  their  possession  until  it  was  lost  or  destroyed  in  December,  1873,  and 
that  thereby  they  had  abundant  opportunity  of  knowing,  from  an  exami- 
nation of  its  contents,  the  actual  extent  of  its  claims,  and  that  subse- 
quently the  patent  of  May  16, 1871,  was  issued  to  the  appellee  for  a  new 
and  improved  carriage-bow  cover  and  slat-iron  combined,  which  em- 
bodied important  improvements  on  the  carriage-bow  as  previously  made. 

Under  this  patent  all  the  parties  continued  to  carry  on  the  business 
of  making  and  selling  carriage-bows,  the  articles  of  manufacture  being 
from  time  to  time  improved  and  rendered  more  valuable  and  salable 
by  the  suggestion  and  adoption  of  improvements  made  from  time  to 
time  by  both  parties.  To  cover  some  of  the  improvements  thus  in- 
vented and  adopted  the  appellant,  John  A.  Topliff,  applied  for  and  ob- 
tained his  patent  of  August  24, 1875.  The  claims  of  that  patent  are  as 
follows : 

1.  In  combination  with  the  baok  tabes  of  bow-sockets  and  wood  bows  or  fillings, 
•a  steel  or  other  hard-metal  plate,  welded  or  otherwise  fastened  within  the  tube  to  the 
slat-iron,  substantially  as  and  for  the  purpose  specified. 

2.  The  combination,  with  the  metal  tubes  of  bow-sockets,  of  a  wooden  filling,  sub- 
stantially as  and  for  the  purpose  set  forth, 

John  A.  Topliff  states,  as  a  witness  in  the  case,  that  his  improvement 
•consisted — 

In  placing  a  filling  of  wood  in  the  tubes  of  the  bow-sockets  to  strengthen  the  same, 
.and  also  in  extending  the  strip  of  steel  which  is  inserted  in  the  wood  filling  far  enough 
down  to  enable  it  to  be  welded  or  otherwise  fastened  to  the  slat-iron. 

After  the  issue  of  this  patent  the  business  was  continued  by  the  par- 
ties as  before,  the  carriage-bows  and  bow-sockets  being  made  with  all 
the  improvements  added,  the  appellants  oontinuin^regularly  to  account 
to  the  appellee,  according  to  the  terms  of  the  contract  between  them, 
for  his  share  of  the  proceeds  of  the  sales  of  the  manufactured  articles, 
being  fifteen  per  cent,  of  the  wholesale  selling  prices  of  all  actually  sold. 
These  sums  amounted  in  the  aggregate  to  forty  thousand  or  fifty  thou- 
sand dollars,  and  the  payments  were  made  regularly  until  in  August  or 
September,  1879. 

In  reference  to  John  A.  ToplifFs  patent  of  August  24, 1875,  the  ap- 
pellee claimed  that  the  idea  of  a  woodeu  filling  in  the  tabes  of  the  bow- 
sockets  was  suggested  by  him,  and  that  of  weldir  g  the  steel  plate  to  the 
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slat-iron  was  suggested  by  bis  brother.    On  that,  point  he  says  in  hi* 
testimony : 

Some  time  in  1S74  or  1875, 1  think  it  wm,  I  came  home,  and  my  brother  said  thai 
they  had  concluded  to  patent  that  device  of  welding  the  steel  to  the  slat-iron,  and  he 
said  that  he  thought  that  they  had  better  take  out  a  patent  or  make  one  claim  lor  the 
filling  also.  I  told  him  that  the  filling,  of  course,  was  my  improvement,  and  I  did  not 
know  that  it  would  be  right  to  insert  it  into  his  patent.  He  said  it  would  make  no- 
difference,  as  our  contract  would  cover  it  all.  He  said  that  it  would  make  no  differ- 
ence which  took  out  the  patent,  whether  it  was  in  his  name  or  my  name,  and  £ 
made  no  farther  objeotion  to  it;  but  I  always  claimed,  and  he  never  disputed  it  as. 
that  time,  that  the  device  was  mine  as  far  as  the  filling  was  concerned. 

This  statement  of  the  appellee  as  a  witness  is  not  contradicted  by  the 
testimony  of  either  John  A.  Topliff  or  George  H.  Ely,  the  appellants,  the* 
only  other  witnesses  examined  in  the  cause. 

In  1879  the  appellee  left  the  employment  of  the  appellants  and  made- 
preparations  to  establish  a  business  of  his  own  in  the  manufacture  of 
carriage-bows  and  bow-sockets  in  Cleveland,  claiming  the  right  to  do 
so  nnder  the  terms  of  his  contract,  when  the  present  controversy  arose 
between  them.  In  explanation  of  their  continuing  to  pay  royalty  nnder 
the  contract  as  late  as  in  1879,  John  A.  Topliff  states  in  his  testimony 
as  follows: 

We  paid  royalty  from  the  fact  that  we  supposed  we  were  working  nnder  his  origi- 
nal patent.  We  did  not  know  to  the  contrary.  The  original  patent  was  somewhere, 
perhaps  in  our  office,  and  was  burned  up  in  1873, 1  think— I  think  that  was  the  time- 
of  the  fire— and  we  had  not  seen  it  for  a  long  time,  and  supposed  that  we  were  working: 
nnder  the  original  patent  until  we  finally  received  the  file-wrappers  from  Washing- 
ton, informing  us  to  the  contrary,  and  when  we  received  tnem,  together  with  the- 
patent,  we  found  out  that  we  were  not  working  under  his  patent,  and  refused  to  pay 
further  royalty. 

This  explanation  can  not  be  accepted,  ft  is  inconsistent  with  the 
iacts  testified  to  by  the  same  witness,  as  well  as  others,  that  the  manu- 
facture of  the  bows  and  bow-sockets  under  the  original  patent  ceased 
early  in  1870,  before*  in  fact,  that  patent  was  issued,  and  that  the  busi- 
ness was  actually  carried  on  under  Isaac  N.  ToplifTs  pateut  of  May  16, 
1871,  and  the  subsequent  improvements  patented  to  John  A.  Topliff 
nnder  the  patent  of  August  24, 1875.  The  fact,  therefore,  that  the 
patent  of  December  27, 1870,  was  of  no  practical  value  in  the  business 
was  well  known  and  perfectly  understood  from  a  very  early  period  in 
its  prosecution,  ancl  the  patent  of.  May  16,  1871,  was  accepted  by  the 
parties  as  a  substitute  for  it  The  appellants  therefore  can  not  claim 
that  they  made  the  first  discovery  of  its  inutility  in  1879,  and  had  a 
right  by  reason  thereof  to  rescind  the  contract  for  a  failure  of  consider- 
ation. It  was  equally  immaterial  that  Isaac  N.  Topliff  subsequently 
thereto,  in  1880,  surrendered  that  patent,  and  obtained  the  reissue.  If 
the  reissue  is  void,  the  situation  of  the  parties  is  not  changed  ;  if  it  is 
valid  and  useful,  it  inures  to  the  benefit  of  the  appellants  as  well  as  to* 
that  of  the  apj>ellee  by  virtue  of  the  express  terms  of  the  agreement 
between  them. 


DECISIONS  OF   U.   8.   COURTS  IN  PATENT  CA8E8.  44S 

The  second  proposition  of  the  appellants  is  that  if  the  contract  set  up 
in  the  answer  is  in  force  it  does  not  secure  to  the  appellee  the  right  to 
the  use  of  the  improvement  covered  by  the  patent  saed  on.  The  lan- 
guage of  the  agreement  is  this : 

It  is  also  further  agreed  that  any  improvement  made  on  theee  artioles  by  either 
party  shall  be  for  the  nintnal  benefit  of  the  parties. 

It  is  contended  by  the  appellants  that  the  artioles  referred  to  in  this- 
clause  of  the  contract  are  those  mentioned  in  the  former  part  of  the- 
agreement  as  meaning  articles  to  be  manufactured  under  the  original 
patent  of  Isaac  N.  Topliff  of  December  27, 1870,  and  that  the  improve- 
ment which  is  to  inure,  by  virtue  of  the  clause  quoted,  to  the  mutual 
beuefit  of  the  parties  must  be  an  improvement  upon  the  patented  arti- 
cle. This,  however,  it  seems  to  us,  is  too  narrow  and  restricted  a  mean- 
ing to  be  placed  on  the  language  of  the  parties,  and  fails  to  secure  their 
actual  intention.  The  subject  of  the  contract  is  the  manufacture  and 
sale  of  bows  and  bow-sockets  for  carriage  and  buggy  tops,  in  which  the 
parties  were  to  have  mutual  interests,  as  defined  in  the  contract  It 
was  supposed,  and  this  undoubtedly  was  the  original  basis  of  the  agree- 
ment, that  the  appellee  had  secured  the  exclusive  right  to  a  valuable- 
improvement  in  the  manufacture  of  this  description  of  articles.  His 
application  for  the  patent  was  then  pending ;  the  patent  was  in  fact 
subsequently  issued.  In  the  mean  time  the  article  as  proposed  was. 
manufactured  and  put  on  sale,  and  ascertained  by  experience  not  suf- 
ficient to  answer  the  purpose.  By  mutual  suggestion  and  assent  im- 
provements in  the  manufacture  were  adopted,  and  some  of  them  em- 
braced in  the  second  patent  to  the  appellee  of  May  16, 1871.  The  article 
made  under  that  patent  was  treated  as  the  artiqfcp  intended  by  the 
contract  Other  improvements  were  subsequently  devised  and  adopted, 
for  perfecting  the  same  article,  aud  these  were  embraced  in  the  patent 
to  John  A.  Topliff  of  August  24, 1875.  The  operations  of  the  parties  in 
the  manufacture  and  sale  of  the  article  were  carried  on,  and  continued 
to  enlarge  and  prosper,  and  became  profitable,  and  the  parties  through- 
out- acted  upon  the  assumption  and  understanding  that  the  article  thna 
manufactured  was  the  article  contemplated  by  the  contract  between 
them.  If  there  were  any  doubt  or  ambiguity  arising  upon  the  words- 
employed  in  the  clause  of  the  contract  under  consideration,  they  would 
be  effectually  removed  by  this  practical  construction  continuously  put 
upon  them  by  the  conduct  of  the  parties  for  so  long  a  period. 

In  eases  where  the  language  need  by  the  parties  to  the  contract  is  indefinite  or  am- 
bignons,  and  hence  of  doubtful  construction,  the  practical  interpretation  of  the  par- 
ties themselTes  is  entitled  to  great,  if  not  controlling,  influence.  The  interest  of  each 
generally  leads  him  to  a  construction  most  favorable  to  himself,  and  when  the  differ* 
ence  has  become  serious  and  beyond  amicable  adjustment  it  can  be  settled  only  by 
the  arbitrament  of  the  law.  Bat  in  an  exeontory  contract,  and  where  its  execution 
necessarily  involves  a  practical  construction,  if  the  minds  of  both  parties  concur, 
there  can  be  no  great  danger  in  the  adoption  of  it  by  the  court  as  the  true  one.  (Ohl- 
ea#o  v.  Sksldon,  9  WaU.,  60,  64,  per  Mr.  Justice  Nelson.) 

Digitized  by  VjQOQlC 


444  DECISIONS   OF   U.   S.   COURTS   IN  PATENT  CA8ES. 

In  oar  opinion,  the  contract  between  the  parties  set  np  in  the  answer 
-continued  in  force,  notwithstanding  what  was  done  by  the  appellants 
in  1879  with  the  intention  to  pnt  an  end  to  it ;  and  by  virtue  of  its  terms 
the  appellee  is  entitled  to  manufacture,  in  Cleveland,  carriage-bows  and 
bow-sockets,  using  therein  the  combinations  covered  by  the  patent  to 
John  A.  Topliff  of  August  24, 1875,  without  royalty,  and  without  being 
•charged  with  liability  as  an  infringer. 

The  decree  of  the  circuit  court  in  dismissing  the  bill,  which  is  its 
whole  legal  effect,  was  therefore  right,  and  is  hereby  affirmed. 


[tJnitod  BtetM  CJreoit  Court- District  of  New  Jersey.] 

Sax  v.  The  Taylor  Iron  Works. 

Decided  March  30, 1887. 

40  O.  G.,  118. 
Sax— Cab-Wheklb. 

Letters  Patent  No.  249,102,  dated  Norember  1, 1881,  granted  to  John  K.  Sax, 
for  improvements  in  the  manufacture  of  oar-wheels,  declared  invalid. 

1.  ANTICIPATION  BY  PRIOR  PaTBKT—  WHAT  IS. 

A  prior  patent  anticipates  a  later  patent  where  the  later  patent  varies  from  the 
prior  patent  in  particulars  which  do  not  require  patentable  invention. 
$.  Patentable  Invention— What  is  not. 

The  reversal  of  a  tongue  and  its  recess  in  the  same  kind  of  a  struoture,  even 
if  productive  of  an  improved,  but  not  a  new,  result,  does  not  require  patentable 
invention. 

Mr.  David  A.  Burr  for  the  complainant. 

Messrs.  A.  0.  Rickey  A  Son  and  Mr.  Marcellus  Bailey  for  the  defend- 
ants. • 

Butler,  J. : 

The  suit  is  for  infringement  of  Patent  No.  249,102,  issued  to  plaintiff 
November  1, 1881,  for  improvements  in  the  manufacture  of  car- wheels, 
the  claims  of  which  are  as  follows: 

1.  A  ear-wheel  consisting  of  a  flanged  rim  having  a  recess  at  the  inner  side  and  a 
metal  body  fused  or  welded  to  the  said  rim,  substantially  as  set  forth. 

2.  The  combination,  in  a  wheel,  of  the  hammered  or  rolled  metal  rim  having  in- 
ward projecting  side  flanges  and  a  cast-metal  body  fused  to  said  rim,  as  specified. 

The  only  difference  between  these  claims  is  that  the  first  calls  for  a 
plain  tongue-and-groove  joint,  while  the  second  calls  for  a  dovetail* 
joint. 

The  defense  set  np  is  twofold— anticipation  and  non-invention.  The 
burden  of  proof  is  on  the  defendants.  To  sustain  the  first  branch  (an* 
ticipation)  several  patents  have  been  introduced  showing  the  prior  state 
of  the  art.  There  is  no  difficulty  about  this  branch  of  the  case.  Com- 
posite car- wheels  having  cast-iron  bodies  and  steel  rims  are  old.  Such 
wheels  constructed  with  transversely  curved  projection  on  the  inner  side 
of  the  tread,  to  keep  them  in  place  on  the  rail,  this  projection  being  in 
K>me  instances  a  part  of  the  rim  and  in  others  a  part  of  the  body,  the 
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rim  and  the  body  being  united  by  a  fused  tongue-and-groove  joint,  some- 
times tbe  groove  being  on  the  outer  edge  of  the  body,  embracing  the 
rim,  as  in  the  Sax  and  Kear  patent,  of  1877,  and  sometimes  on  the  inner 
side  of  the  rim,  embracing  spokes  which  form  a  part  of  the  body,  as  in 
the  Finch  patent,  of  1849,  and  in  others  embracing  a  tongue  connected 
with  the  body,  though  made  separately,  as  in  the  Miles  patent,  of  1875, 
had  been  in  use  for  a  long  time.  This  state  of  the  art  is  admitted  by 
the  plaintiff,  who  claims  no  more  at  present  than  the  flanged  or  groove 
rim  and  solid-metal  body  fused  or  welded  into  it,  the  joint  being  either 
plain  or  dovetail.  The  claim  is,  indeed,  liqrited  to  this  method  of  uniting 
the  body  and  rim.  All  else  is  conceded  to  be  old.  Was  this  antici- 
pated! 

The  plaintiff  and  one  Kear,  in  1809,  procured  a  patent  for  improve- 
ments in  car-wheels,  which  was  successively  reissued  in  1870  and  1877, 
the  claims  of  which  are  as  follows: 

1.  A  wheel  in  which  the  body  is  of  cast  iron  and  the  tread  of  east  steel  embedded 
is  and  welded  to  the  cast-iron  body,  as  set  forth. 

2.  A  wheel  having  a  cast-iron  body  welded  to  a  rolled  or  hammered  east-steel  band, 
tire,  re-enforce,  or  tread,  substantially  in  the  manner  and  for  the  purpose  set  forth. 

3.  A  wheel  having  a  body  and  part  of  the  periphery  of  oast-iron  and  the  wearing 
portion  or  tread  of  cast  steel  fused  to  the  iron,  as  set  forth. 

4.  A  wheel  having  part  of  the  periphery  of  cast-iron  and  the  wearing  part  or  tread 
of  cast-steel  fused  to  a  cast-iron  body  and  extending  to  and  forming  the  wearing  por- 
tion of  the  flange,  as  specified. 

5.  A  wheel  having  the  body  and  part  of  the  periphery  of  east-iron  and  the  wearing 
portion  or  tread  of  cast-steel,  a  part  of  which  is  overlapped  by  the  oast-iron  portion, 
the  steel  andiron  being  fused  or  welded  together,  substantially  as  and  for  the  par- 
pose  set  forth. 

6.  A  car- wheel  having  a  cast-metal  body  and  hub  and  a  sleeve  of  softer  metal  in- 
serted in  the  axle-opening  and  welded  to  the  body,  as  set  forth. 

Are  not  these  claims  broad  enough  to  cover  every  description  of  car* 
wheel  composed  of  a  cast-iron  body  and  steel  rim,  the  two  parts  being 
united  by  means  of  a  fused  tongue-and-recess  joint  f  The  plaintiff 
seems  to  have  so  intended  and  regarded  them,  as  appears  from  his  cir- 
culars and  advertisements,  as  well  as  from  his  method  of  constructing 
the  wheels,  which  vary  from  that  shown  by  his  specification  and  draw- 
ings. If  he  did  thus  intend  and  construe  them,  he  should  be  held  to 
this  now.  Having  dealt  with  the  public,  licensees,  and  purchasers  of 
the  wheels  on  the  basis  of  the  claims  so  construed;  he  should  not  be 
allowed  to  take  advantage  of  the  fact  that  the  invention  did  not  war- 
rant it,  if  this  is  so.  Can  it  be  doubted  that  he  would  have  appealed 
to  these  claims  and  insisted  on  this  construction  if  another  had  manu- 
factured wheels  such  as  are  described  in  his  patent  of  1881  f  The 
wheels  manufactured  under  the  patent  of  1877,  as  before  suggested, 
vary  seriously  from  the  wheels  described  in  it,  having  the  transverse- 
curved  projection  on  the  steel  rim  (as  called  for  in  the  patent  of  1881), 
although  in  the  former  patent  this  projection  is  described  as  a  part  of 
the  iron  body.   The  only  remaining  difference  between  the  wheels  manu- 
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factored  under  the  former  and  latter  patents  consists,  as  before  stated, 
in  the  fact  that  in  the  former  the  recess  is  in  the  body  and  embraces 
the  rim,  while  in  the  latter  it  is  in  the  rim  and  embraces  the  body— that 
is,  that  in  the  one  the  rim  is  projected  into  the  body,  while  in  the  other 
the  body  is  projected  into  the  rim.  This  difference  docs  not  seem  to  be 
greater  than  the  departure  made  from  the  terms  of  the  former  patent 
in  manufacturing  wheels  under  it.  Suppose,  however,  the  claims  of 
the  Sax  and  Rear  patent  are  not  so  broad  as  the  plaintiff  intended  and 
construed  them  to  be,  and  that  the  plaintiff  should  not  be  held  to  this 
intention  and  construction,  still  are  they  not  broad  enough  to  cover  the 
wheels  described  in  the  patent  of  1881  f  As  we  have  seen,  the  differ- 
ence between  the  wheels  manufactured  under  the  former  patent  and 
those  described  in  the  latter  is  very  slight,  embracing  no  more  than  a 
reversal  of  the  tongue  and  recess  forming  the  joint.  This  difference 
contains  nothing  new.  The  result  of  combining  the  body  and  rim  is 
not  changed.  Why,  therefore,  should  not  the  patent  of  1877  be  held  to 
cover  it  T  The  most  that  can  be  claimed  is  that  the  result  is  improved. 
Even  this  is  questioned  and  open  to  doubt;  but  such  improvement  of 
the  result,  as  we  shall  directly  see,  would  not  be  important  to  this  in- 
quiry. 

Others  than  the  plaintiff  and  Kear  had  long  been  engaged  in  the 
manufacture  of  similar  wheels.  The  patent  to  Finch  of  1849,  while  it 
did  not  describe  a  wheel  with  solid  iron  body  and  steel  rim,  did  describe 
the  identical  manner  of  connecting  the  rim  with  spokes  forming  a  part 
of  the  body  here  involved.  The  rim  was  recessed  precisely  as  described 
in  the  patent  of  1881,  and  the  spokes  fitted  into  it,  forming  a  dovetail 
joint 

The  Miles  patent,  of  1875,  exhibits  a  similar  method  of  uniting  the 
body  and  rim.  The  joint  is  not  identical  with  the  plaintiff's,  but  in 
principle  appears  to  be  the  same.  The  body  as  well  as  the  rim  are  re- 
cessed, and  the  tongue,  made  separately,  fitted  into  each.  The  subject 
need  not  be  pursued.  In  our  judgment,  the  plaintiff  was  anticipated. 
Suppose,  however,  he  was  not,  does  the  matter  claimed  embrace  inven- 
tion f  Its  utility,  as  we  have  seen,  is  seriously  questioned.  There  is 
testimony  both  ways.  It  does  not  appear  that  any  disadvantage  was 
•experienced  from  the  former -method  of  combining  the  body  and  rim, 
that  the  joint  or  wheel  ever  gave  way  or  was  defective.  The  plaintiff's 
own  testimony  (contained  in  circulars  and  advertisements)  to  its  excel- 
lence would  seem  to  leave  no  room  for  doubt  that  it  did  not  need  im- 
provement. Now,  however,  he,  as  well  as  experts  called  by  him,  see 
great  improvemtnt  in  the  new  wheel.  It  is  somewhat  significant  that 
the  alleged  invention  was  not  made  until  the  monopoly  secured  by  the 
patent  of  1877  was  approaching  its  end.  If  it  be  granted,  however,  that 
the  change  is  useful,  this  would  not  help  the  plaintiff  under  the  circum- 
stances. Utility  does  not  establish  invention..  Without  it,  of  course, 
no  invention,  however  ingenious,  is  patentable.    There  must  be  both 
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utility  and  invention.  Great  utility  may  have  some  bearing  on  the 
•question  of  invention ;  in  each  case  less  evidence  may  establish  its  ex- 
istence, yet  great  utility  sometimes  results  from  changes  in  mechanical 
devices  which  embrace  no  invention.  It  is  only  necessary  to  cite  Hot- 
lister  v.  Burnham  Manufacturing  Company  (113  U.  S.  B.,  59)  to  present 
a  striking  example  of  this.  There  the  construction  of  the  revenue-stamp . 
involved  embraced  both  utility  and  novelty.  This  was  admitted.  The 
utility  was  conceded  to  be  very  great  and  the  novelty  exhibited  much 
ingenuity,  yet  the  court  held  that  no  invention  was  shown,  and  conse- 
quently overturned  the  patent.  In  the4ight  of  this  case  it  seems  quite 
olear  that  the  change  in  the  method  of  combining  the  body  and  rim  of 
the  wheel  here  involved  did  not  require  invention.  As  we  have  seen, 
it  was  very  slight,  and  produced  no  new  result.  If  experience  de- 
veloped any  defect  in  the  wheel  of  Sax  and  Rear  or  difficulty  in  con- 
structing it,  which  could  be  overcome  by  transferring  the  groove  to  the 
rim  and  tongue  to  the  body,  it  seems  plain  that  any  intelligent  mechanic 
employed  about  the  work  must  have  seen  this  and  been  able  to  make 
the  change.  Much  more,  we  think,  could  have  been  urged  in  support 
of  the  revenue-stamp  patent  than  can  be  said  for  the  plaintiff's. 
A  decree  must  be  entered  for  the  defendants,  with  costs. 


[United  States  Circuit  Court-  Southern  District  of  New  Turk.] 

LUYTESS  ET  AL.  V.  HOLLENDEB  ET  AL. 

Decided  April  21,  18&7 

40  O.  G.,  119. 
Jurisdiction. 

In  a  rait  for  infringement  of  a  trade-mark  when  both  parties  are  citizens  of  the 
same  State  a  United  States  circuit  court  can  only  entertain  jurisdiction  on  the 
theory  that  the  complainants  have  a  valid  trade-mark,  registered  pursuant  to  the 
act  of  March  3, 1881,  and  no  relief  can  be  granted  because  of  unlawful  competition 
in  trade.  The  question  for  the  court  is  whether  the  complainants  have  an  ex- 
clusive right  to  the  alleged  trade-mark. 
Geographical  Names. 

The  word  "  Kaiser"  is  a  name  given  to  a  number  of  mineral  springs  in  different 
places  in  Europe  long  before  its  adoption  by  complainants.  Their  selection  of  it 
as  a  trade-mark  for  natural  mineral  waters  is  open  to  the  objection  that  it  was  al- 
ready descriptive  of  similar  products,  which  others  had  a  prior  right  to  sell  by 
the  same  name. 
,  Sams. 

As  against  the  complainants,  it  is  legitimate  for  the  owners  of  any  of  the  "  Kai- 
ser-quelle"  waters  of  Europe  to  sell  them  in  this  country  by  the  name  of  "  Kaiser 
Spring"  waters,  or  to  sell  them  anywhere  by  a  name  which  in  any  language  would 
signify  to  a  purchaser  the  true  name  of  the  article  and  its  origin  and  ownership. 

Mr.  William  H.  (PDwyer  for  the  orators. 

Messrs,  Ooepei  &  Raegmer  for  the  defendants. 

Mr.  Louis  0.  Jtaegener  of  counsel  for  the  defendants. 
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Wallace, J.: 

The  complainants  registered  in  the  Patent  Office,  July  11,  1883,  the 
word  "  Kaiser"  as  a  trade-mark  for  natural  mineral  water.  They  adopted 
the  same  as  early  as  1878,  and  at  the  time  of  registration  bad  used  it, 
and  have  used  it  since,  in  foreign  commerce,  selling  their  mineral  water 
.in  bottles  labeled  "  Kaiser  Natural  Mineral  Water,"  with  the  words 
"  Kaiser  Water,  Sehwalheim  "  blown  in  the  glasa  The  defendants  sell 
mineral  water  in  bottles  labeled  "  Kaiser  Water,  Hirresborn  Natural 
Mineral  Water."    The  bill  is  filed  for  an  injunction  and  accounting. 

Both  parties  are  citizens  of  this  State,  and  for  that  reason  this  court 
can  entertain  jurisdiction  only  upon  the  theory  that  the  complainant* 
have  a  valid  trade-mark  in  the  word  registered  pursuant  to  the  act  of 
Congress  of  March  3, 1881,  and  no  relief  can  be  granted  because  of  any 
unlawful  competition  in  trade  by  the  defendants  with  the  complainants. 
The  question  therefore  is  whether  the  complainants  have  the  exclusive 
right  to  apropriate  the  word. " Kaiser"  as  a  trade-mark  for  natural 
mineral  water. 

It  is  in  proof  that  long  before  the  complainants  adopted  the  word  as  a 
trade-mark  there  were  a  number  of  springs  of  mineral  water  located  at 
different  places  in  Europe,  known  by  the  name  of  "Kaiserqaelle"  or 
"  Ksiserbrunnen."  The  English  translation  is  Kaiser  spring  or  Kaiser 
fountain.  Several  of  them  were  in  Germany.  One  was  at  Aachen* 
the  waters  of  which  were  celebrated,  and  were  in  extensive  demand  in 
Europe,  and  had  been  sold  in  bottles  labeled  u  Aachen  Kaiserquetle  * 
at  "Kaiserbrunnen"  by  the  municipality  of  Aachen.  These  springs 
took  their  names  from  the  sovereign  of  the  country,  and,  except  when 
the  name  of  the  place  of  location  was  used  in  conjunction  with  the 
name  of  the  spring,  the  word  "Kaiserquelle  "  did  not  indicate  the  ori- 
gin or  characteristics  of  any  particular  water. 

Upon  these  facts  it  must  be  held  that  the  complainants?  selection  of 
a  trade-mark  is  o  pen  to  the  objection  that  they  have  adopted  a  name 
which  is  descriptive  of  natural  mineral  waters  that  others  had  a  prior 
right  to  sell  by  the  same  name,  and  more  especially  those  from  the  springs 
of  Aachen,  the  waters  of  which  had  been  introduced  to  the  public,  sold* 
and  became  well  known  by  the  name  of  "  Kaisexquelle  "  or  "  Kaiser- 
brunnen." The  municipality  of  Aachen  has  certainly  the  prior  right 
to  use  as  a  trade-mark  a  name  which  when  applied  to  mineral  waters 
signifies  the  waters  of  its  own  spring,  the  Kaiser  spring  of  Aachen. 
(Oongreu  ami  Umpire  Spring  Co.  v.  High  Bock  Congreu  Spring  Co.,  45 
X.  Y.,  291.) 

To  entitle  the  name  to  equitable  protection  as  a  trade-mark,  the  right 
to  its  use  must  be  exclusive,  and  not  one  which  others  can  employ  with 
as  much  truth  as  those  who  adopt  it.  (Canal  Co.  v.  OU*rk>  IS  WalLt 
311.) 

As  against  the  complainants,  it  would  clearly  be  legitimate  for  the 

wners  of  any  of  the  "  Kaiserquelle"  waters  of  Europe  to  sell  them  in 
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this  country  or  in  England  by  the  name  of  "  Kaiser  Spring"  waters,  or 
to  sell  them  anywhere  by  a  name  which  in  any  language  would  signify 
to  a  purchaser  the  true  name  of  the  article  and  the  description  of  its 
origin  and  ownership.  "Kaiser  Spring"  waters  and  "Kaiser"  water 
when  used  to  describe  natural  mineral  waters  mean  the  same  thing,  and 
the  essential  identity  between  the  name  adopted  by  the  complainants 
and  that  which  others  had  a  prior  right  to  use  is  not  changed  by  omit- 
ting, the  word  "spring."  That  word  would  be  inevitably  associated  by 
a  purchaser  of  the  article  with  the  rest  of  the  name. 

If  the  complainants  had  adopted  as  their  trade-mark  the  compound 
word  "  Kaiser- Water,  Sehwalheim,"  it  is  quite  likely  that  they  would 
be  entitled  to  protection.    As  it  is,  the  bill  must  be  dismissed. 


[United  States  Cireait  Court- Northern  District  of  Illinois.  | 
BUBB  V.  KPtBARK. 

Decided  January  17, 1867. 
40  O.  G.,  846. 

L  IiauircTiOH— Bbsach— Contmipt— Infringement  or  Patent— Bond— Knowl- 
edgb  or  Filing. 

Where  a  preliminary  injunction  to  restrain  the  infringement  of  patent-rights 
is  granted  on  condition  that  a  bond  be  filed  by  the  plaintiff,  and  the  defendant 
was  present  in  court  at  the  time  the  order  was  read  and  approved,  and  the 
complainant  then  exhibited  the  form  of  bond  which  he  was  required  to  giro 
and  stated  that  the  bond  would  be  filed  as  soon  as  the  surety's  signature  could 
be  obtained,  and  it  was,  in  fact,' filed  on  the  same  day,  the  defendant  can  not, 
in  proceedings  to  punish  him  for  contempt  in  committing  a  breach  of  the  injunc- 
tion, plead  in  justification  that  he  was  ignorant  of  the  filing  of  the  bond,  it  be- 
ing his  duty,  without  notification,  to  ascertain  whether  the  bond  had  been  filed 
or  not 

2.  Same— Manufacture  or  Articles  Involving  Principle  in  Issue. 

Where  the  principle  involved  in  a  patent  is  the  point  in  issue  in  a  suit  to  re- 
strain its  infringement,  the  defendant  will  commit  a  breaoh  of  a  preliminary  in- 
junction and  be  punishable  for  contempt  where,  for  the  purpose  of  evading  the 
injunction',  he  continues  to  manufacture  articles  involving  the  same  principle 
with  but  slight  modifications  of  structure. 

Messrs.  Mundayy  Evarts  dk  Adcock  for  the  complainant. 
Messrs.  Coburn  &  Thacher  for  the  defendant. 

Blodoett,  J.: 

This  is  a  proceeding  to  punish  the  defendant  for  an  alleged  contempt 
of  the  injanotional  order  entered  in  this  case  on  the  2d  day  of  August 
last    (37  O.  G.,  1480.) 

Thte  bill  was  filed  on  the  14th  of  May  last,  and  alleged  that  complain- 
ant was  then  the  owner  of  Patent  No.  142,989,  duly  Issued  to  himself 
from  the  Patent  Office  of  the  United  States  in  September,  1873,  for 
certain  improvements  in  wagon-bodies;  Patent  No.  187,452,  issued  from 

onoo/!  «•  >  ~  aa 
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the  Pateut  office  of  the  United  States  to  himself  in  February,  1877,  for 
improvements  in  wagon-bod}'  irousl  and  Patent  No.  187,450,  issued  to 
himself  from  the  Patent  Office  of  the  United  States  in  February,  1877t 
for  improvements  in  dash-boards.  The  bill  charged  defendant  with  the 
infringement  of  the  inventions  set  forth  and  claimed  in  all  of  the  said 
patents,  and  that  he  was  then,  at  the  time  of  the  filing  the  bill,  engaged 
in  the  business  of  manufacturing  and  selling  wagon-bodies  containing 
devices  covered  by  claims  in  all  of  these  patents.  A  motion  for  an  in- 
junction pendente  lite  was  made  in  the  case,  and  after  hearing  and  con- 
sidering the  same  the  court,  on  the  second  day  of  August  last,  entered 
an  order  commanding  and  enjoining  "the  defendant,  his  clerks  and  at- 
torneys, agents,  servants,  and  workmen,  that  they  forthwith  and  until 
the  further  judgment  and  decree  of  the  court  desist  from  directly  or 
indirectly,  in  any  way  or  manner,  making,  using,  or  selling  any  wagon- 
bodies,  or  dashboards,  or  wagon-body  irons,  substantially  as  described 
and  claimed  in  said  letters  patent,  or  either  of  them,"  reserving,  how- 
ever, to  the  defendant  the  right  to  sell  at  current  prices  the  completed 
bodies  he  then  had  on  hand,  to  the  number  of  one  hundred  and  twelve* 
and  no  more.  It  is  now  charged  that  defendant  has  wholly  disregarded 
the  said  injunction,  and  has  continued  to  make  and  sell  wagon-bodies 
and  dash-boards,  and  to  use  wagon-body  irons  covered  by  and  included 
in  the  claims  of  the  said  several  patents,  and  the  court  is  asked  to  pun- 
ish such  alleged  contempt  of  its  process  and  orders.  A  rule  to  show 
cause  why  the  defendant  should  not  be  dealt  with  for  the  alleged  con- 
tempt was  duly  issued,  and  the  defendant  has  made  return  to  said  rule. 
This  return  assigns  various  reasons  why  the  defendant  should  not  be 
punished  for  the  contempt  charged : 

1.  That  the  injunction  and  order  was  granted  on  condition  that  the 
complainant  should  file  a  bond,  with  surety  to  be  approved  by  the 
clerk,  in  the  sum  of  five  thousand  dollars  conditioned  for  the  payment 
of  such  damages  as  might  be  awarded  the  defendant  in  case  of  the  dis- 
solution of  the  injunction,  and  that  defendant  never  had  until  on  or  after 
August  10  any  notice  that  such  bond  had  been  filed  and  approved. 

2.  That  the  defendant,  after  the  issue  of  such  order,  completed  only 
ten  wagon'bodies  containing  the  improvements  covered  by  the  patents  in 
question,  and  that  said  ten  wagon-bodies  were  in  process  of  manufacture 
and  nearly  finished  at  the  time  the  injunction  was  ordered. 

3.  That  all  the  wagon-bodies  made  since  the  injunction  was  ordered, 
with  the  exception  of  the  ten  first  mentioned,  have  not  contained  any 
of  the  devices  covered  by  the  patent. 

4.  That  the  wagon-bodies  made  by  the  defendant  since  the  granting 
of  said  order  have  not  infringed  upon  any  of  the  valid  claims  of  either 
of  said  patents  when  said  claims  are  considered  in  the  light  of  the  state 
of  the  art. 

In  regard  to  the  first  point,  it  is  sufficient,  I  think,  to  say  that  the 
defendant  was  present  in  chambers  at  the  time  the  injnnctional  order 
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was  read  and  approved,  and  the  complainant  at  that  time  exhibited 
the  form  of  bond  which  he  was  required  to  give  in  pursuance  of  that 
order,  and  stated  who  the  surety  was  to  be,  and  also  stated  that  the 
bond  would  be  filed  as  soon  as  he  could  go  to  the  surety's  place  of  bus- 
iness in  this  city  and  obtain  his  signature ;  and  the  complainant,  or  his 
solicitor,  left  the  chambers  as  soon  as  the  order  was  directed  to  be 
entered,  for  the  purpose  of  having  the  bond  filed,  and  the  records  of 
the  court  show  the  bond  was  filed  and  approved  by  the  clerk  on  the 
same  day  that  the  injunctional  order  was  entered.  I  have  no  doubt, 
from  what  occurred  in  the  cham  bers  at  the  time  the  injunctional  order 
was  made,  th&t  the  defendant  knew  that  the  bond  would  be  filed  on 
that  day,  or  at  least  he  had  good  reason  and  reasonable  cause  to  sup- 
pose and  believe  that  the  bond  would  be  filed  on  that  day,  and  it  was 
therefore  his  duty  to  have  seen  to  it  and  to  have  taken  notice  of  the 
fact  that  it  was  so  filed.  Being  a  party  to  the  record  and  to  this  suit, 
he  is  chargeable  with  notice  of  all  steps  that  are  taken  in  it,  and  it  is 
not  necessary,  to  bind  him  by  the  terms  of  the  order,  that  he  should 
be  specially  notified  of  the  fact  that  the  bond  had  been  approved  and 
filed.  It  was  his  business  to  ascertain  from  the  clerk,  if  he  was 
anxious  upon  the  subject,  whether  a  bond  had  been  filed  or  not.  He 
was  bound  to  assume  it  would  be  filed,  as  notice  had  been  practically 
given  in  the  court-room  that  the  surety  wad  acceptable  and  the  form  of 
bond  approved.  The  defendant  admits  that,  in  violation  of  this  in- 
junction, he  did  proceed  and  finish  ten  wagon-bodies  which  were  in 
process  of  manufacture  at  the  time  the  injunction  was  issued.  Having 
obtained  from  thecourt  a  concession  of  the  right  to  sell  the  one  hundred 
and  twelve  then  manufactured  and  in  his  warehouse  for  sale,  it  seems 
to  me  the  defendant  ought  to  have  been  content  with  this  privilege  and 
not  have  proceeded  to  finish  the  ten  that  were  then  under  way.  Cer- 
tainly in  doing  so  he  took  the  responsibility  and  risk  of  violating  the 
process  of  the  court,  and  without  going  further  than  this  it  is  enough  to 
say  that  the  defendant's  own  affidavit  discloses,  it  seem  to  me,  a  delib- 
erate, contumacious  intent  to  violate  this  order  of  the  court.  It  is  also 
admitted  that  after  the  defendant  had  finished  the  ten  wagon : bodies, 
which  were  completed  after  the  entry  of  the  injunctional  order,  he  con- 
tinued to  construct  wagon-bodies  with  center  posts  containing  sockets, 
but  filed  notches  in  the  center  posts,  so  that  the  slats  or  ribs  could  be 
notched  or  halved  into  the  same  in  such  manner  as  to  make  some  por- 
tion of  the  slats  continuous.  As  it  will  be  undoubtedly  a  question  pre- 
sented at  the  final  hearing  of  the  case  whether  the  first,  second,  and 
third  claims  of  complainant's  Patent  No.  187,462,  for  wagon-body  irons, 
necessarily  require  that  the  horizontal  ribs  D  shall  be  cut  off  aud  ter- 
minate at  the  intersecting  sockets  in  the  upright  standard  E,  and 
whether,  by  making  a  portion  of  this  standard  E  continuous,  the  defend, 
ant  has  evaded  the  claims  of  this  patent,  it  may  be  better  to  withhold 
any  adjudication  or  opinion  upon  that  point  at  this  time;  but  it  is  con- 
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ceded  that  the  change  in  question  was  made  by  the  defendant  for  the 
express  purpose  and  with  the  intention  of  continuing  the  construction  of' 
wagon-bodies  in  external  appearance  substantially  like  those  covered 
by  the  complainants  patent,  and  which  could  and  would  be  sold  upon 
the  market  as  and  for  such  wagon-bodies* 

As  to  the  fourth  defense,  that  the  claims  of  the  complainants  patent 
are  void  for  want  of  novelty,  it  is  sufficient  to  say  that  this  is  the  very 
question  to  be  tried  in  this  case.  The  defendant  is  expressly  enjoined 
from  manufacturing  and  selling  any  wagon-bodies,  dash-boards,  or 
wagon-body  irons  substantially  as  described  in  the  claims  in  said  letters 
patent,  or  either  of  them.  One  of  the  claims  of  the  complainant's  pat- 
ent for  1873  is  for— 

A  wagon  body  or  box  constructed  of  *  frame-work,  when  the  several  parte  are  con- 
nected together  without  mortise  or  tenon,  substantially  as  specified. 

The  claim  broadly  covers  the  idea  of  making  a  wagon  body  or  box 
without  connecting  the  parts  by  mortise  or  tenon,  but  connecting  them 
with  irons,  substantially  as  shown  in  this  patent,  and  it  is  conceded 
that  the  defendant  has  continued  the  manufacture  of  wagon-bodies  the 
parts  of  which  were  connected  without  mortise  or  tenon,  and  by  means 
of  angle-irons  and  brackets  and  bolts,  substantially  as  shown  in  this- 
patent.  It  is  true  that  the  defendant's  affidavits  show  that  he  has  made 
four  mortises  and  tenons  in  the  construction  of  the  wagon-bodiee 
which  he  has  made  since  this  injunction;  but  he  has  connected  all  the 
other  parts  of  his  bodies  together  without  mortises  and  tenons.  A  com- 
plete wagon-body  without  the  use  of  these  connecting-irons  would  in- 
volve a  very  large  number  of  mortises  and  tenons  in  each  body.  All 
these  the  defendant  has  used,  with  the  exception  of  the  mortises  and 
tenons  which  connected  the  end  sills  with  the  side  sills.  Here  the  com- 
plainant bas  a  broad  claim  for  wagon-bodies  constructed  in  a  special 
manner,  and  the  defendant,  notwithstanding  this  claim  and  notwith- 
standing this  injunction,  has  continued  the  construction  of  wagon-bodies 
substantially,  as  I  must  say,  in  accordance  with  the  claims  of  this  pat- 
ent, making  only  colorable  changes.  So  in  regard  to  the  patent  upon 
the  dash-board.  The  complainant's  patent  covers  a  dash-board  the  ends 
of  which  are  inclosed  by  socket-pieces  of  metal.  The  defendant  has 
constructed  dash-boards  of  this  character  having  the  same  appearance 
and  general  characteristics  as  those  covered  by  the  patent,  but  has 
riveted  or  fastened  a  piece  of  iron  upon  a  metal  casting,  so  as  to  make 
the  socket  by  riveting  this  strap  of  irou  upon  the  casting,  instead  of 
casting  the  socket  whole,  as  was  shown  in  the  patent 

It  seems  to  me,  then,  in  summing  up  the  whole  of  defendant's  con- 
duct since  the  entry  of  this  restraining  order,  the  proof  shows  a  delib- 
erate  intention  to  violate  the  process  of  the  court  and  the  rights  of  this 
complainant  pendente  lite,  without  regard  to  the  injunction  under  which 
he  was  acting.  It  is  no  defense,  under  the  circumstances,  for  the  de- 
fendant to  say  that,  so  far  as  he  has  attempted  to  evade  this  patent*  he 
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has  been  acting  under  the  advice  of  counsel.  The  defendant  is  himself 
an  unusually  intelligent  man,  having  long  been  engaged  in  the  manu- 
facture of  this  kind  of  work,  and  knows  very  well  the  value  of  the  ex- 
clusive right  to  this  class  of  manufacture  which  is  secured  to  the  com- 
plainant by  his  patent;  and  when  the  injunction  was  granted  it  was  his 
duty  to  submit  to  the  injunction  in  the  language  in  which  it  was  stated 
and  "  wholly  refrain  from  the  manufacture  of  wagon-bodies  and  dash- 
boards" which  were  covered  by  any  of  the  claims  of  these  patents.  The 
validity  of  these  claims  and  the  question  of  how  far  the  change  in  the 
construction  would  enable  the  defendant  to  manufacture  other  wagon- 
bodies  involving  substantially  the  same  principle  with  but  slight  modi- 
fications of  structure  were  questions  to  be  determined  at  the  hearing 
of  the  case,  and  it  was  the  defendant's  duty  to  await  the  results  of  that 
hearing,  and  not  seek,  even  by  the  advice  of  counsel,  for  means  to  evade 
the  order  which  was  entered.  A  bond  sufficient,  in  the  judgment  of  the 
court,  to  indemnify  the  defendant,  was  exacted  from  the  complainant 
as  the  condition  of  awarding  him  this  injunction,  and  there  was  also 
reserved  to  the  defendant  the  right  to  move  for  a  further  bond  if  the 
one  mentioned  in  the  order  should  be  found  to  be  insufficient.  Under 
these  circumstances,  the  defendant  could  afford,  and  it  was  his  duty, 
to  wholly  suspend  the  manufacture  of  this  class  of  wagon-bodies  until 
his  case  was  heard  and  properly  decided  upon  the  proofs.  Much,  there- 
fore, as  I  regret  the  necessity,  a  due  regard  to  the  dignity  and  efficiency 
of  the  process  and  decrees  of  the  court  requires,  I  think,  such  an  ex- 
emplary punishment  as  will  teach  this  defendant  and  all  others  simi- 
larly situated  that  they  can  not  violate  the  decrees  of  the  court  with 
impunity.  The  defendant  is  therefore  ordered  to  pay  a  fine  of  five  hun- 
dred dollars  and  the  costs  of  this  motion,  including  fifty  dollars  to 
complainant's  solicitor,  the  defendant  to  be  arrested  and  committed  to 
the  jail  of  Cook  County  unless  the  fine  and  costs  are  paid  within  ten 
days  from  the  entry  of  the  order. 


[United  States  Circuit  Court -District  of  MuMacunaetta.] 

Steam  Gauge  and  Lantebn  Company  et  ax.  v.  Rogers  et  al. 

Decided  December  27, 1886. 

40  O.  G.,  248. 
Stetson— Lanterns. 

Letters  Patent  No.  244,944,  granted  July  26, 1881,  to  Joseph  B.  Stetson,  for  an 
improvement  in  lanterns,  construed,  and  Held  not  to  be  anticipated  by  the 
patents  to  Ford  in  1871,  Colony  in  1878,  Betts  in  1879,  Irwin  in  1869,  nor  Beidler . 
in  1877,  and  is  infringed  by  a  device  differing  from  the  patent  only  in  having  the 
side  wires  hooked  into  the  lower  perforated  plate  instead  of  being  wound  around 
or  under  it,  and  in  place  of  guides  are  supported  laterally  by  beiug  bent  partly 
around  the  side  tubes,  with  a  simple  difference  of  form  in  the  spring  connecting 
the  upper  plate  to  the  globe. 
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Mr.  E.  S.  Jenney  for  the  complainants. 
Mr.  E.  J.  (PBrien  for  the  defendants. 

Nelson,  J.: 

The  plaintiff's  patent,  Mo.  244,944/  granted  to  Joseph  B.  Stetson  and 
his  assignees  July  26, 1881,  is  for  new  and  useful  improvements  in  lan- 
terns, and  relates  to  devices  for  raising,  supporting,  lowering,  and  se- 
curing the  glass  globe  or  shade  of  a  lantern,  in  order  to  fill,  trim,  light, 
or  extinguish  the  lamp.  In  the  language  of  the  specification,  the  in- 
vention— 

Consists  in  a  portable  lantern  haying  a  globe-supporting  frame,  and  provided  with 
wire  or  other  suitable  connections  adapted  to  raise  and  lower  the  globe  relatively  to 
the  surrounding  frame. 

It  also  consists  in  such  devices  in  combination  with  a  spring  or  look  adapted  to  sup* 
port  the  lantern-globe  in  its  raised  position  and  to  secure  it  in  its  lowered  oondition. 

It  also  consists  in  the  further  devices  and  combinations  of  devices  set  for£h  in  the 
appended  claims. 

The  more  important  features  of  the  invention,  as  they  are  set  forth  in 
the  specification  and  drawings,  and  appear  in  the  exhibits  in  the  case, 
are  these :  The  upper  concave  plate  or  disk  of  the  lantern,  which  serves 
to  direct  the  current  of  heated  air  upward,  is  attached  to  the  upper  part 
of  the  globe  by  a  wire  spring,  and  has  a  vertical  movement  on  the  cen- 
tral draft-tube.  The  upper  plate  and  the  lower  perforated  plate,  on 
which  the  globe  rests,  are  connected  together  by  wires  supported  lat- 
erally by  guides  on  the  side  draft-tubes,  so  that  when  the  upper  plate 
is  raised  the  globe  is  raised  with  it  The  raising  and  lowering  is  effected 
by  a  wire  spring  attached  to  the  upper  platQ  and  curved  to  form  a  thumb- 
piece.  This  spring  and  the  friction  of  the  parts  serve  to  hold  the  globe 
in  position  when  raised.  The  globe  is  made  removable  by  means  of  the 
spring  connecting  it  with  the  upper  plate.  The  combination  of  the  lift- 
ing device  with  the  other  parts  of  the  lantern  is  what  is  secured  by  the 
patent. 

The  first  and  second  claims  are  as  follows : 

1.  In  a  lantern  having  a  globe-supporting  frame,  the  vertically  adjustable  plate  C, 
carrying  a  spring,  E,  adapted  to  hold  or  release  the  globe,  as  desired,  in  combination 
with  the  globe,  the  perforated  plate  on  which  it  rests,  the  connecting  rods  F  F,  serv- 
ing to  unite  the  top  and  bottom  plates,  and  suitable  guides  adapted  to  give  lateral 
support  to  the  lower  part  of  the  globe,  substantially  as  set  forth. 

2.  The  tubular  frame  D  D',  and  the  globe  G,  in  combination  with  the  plate  C  p,  the 
connecting  rods  F,  and  the  guides  H,  whereby  said  globe  is  raised  and  lowered  by  a 
suitable  lever  and  guided  or  steadied  laterally  in  its  movements,  for  the  purpose  set 
forth. 

The  great  utility  of  the  invention  is  obvious  upon  inspection.  It 
is  also  proved  by  the  immense  number  of  the  lanterns  sold  by  the 
plaintiffs,  exceeding  sixty-five  thousand  dozen  annually,  as  also  by  the 
extensive  imitations  by  other  manufacturers.  It. is  not 'a  mere  aggre- 
gation of  parts,  as  claimed  by  the  defendants,  but  a  patentable  combi- 
nation in  which  all  the  parts  cooperate  to  produce  a  new  and  useful 
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result  A  single  one  of  the  parts  being  absent,  the  raising  of  the  globe 
and  the  retaining  it  in  position  when  raised,  which  is  the  result  to  be 
obtained,  would  be  impracticable  with  the  others. 

There  is  no  pretense  that  the  invention  is  invalid  for  want  of  novelty, 
unless  it  is  shown  in  one  or  more  of  the  five  following  patents :  Ford's, 
No.  117,399,  dated  July  25, 1871;  Colony's,  No.  200,176,  February  12, 
1878;  Beta's,  No.  218,917,  August  26, 1879;  Irwin's,  No.  89,770,  May  4, 
1869,  and  Baffler's,  No.  187,085,  February  6,  1887.  So  far  as  I  have 
been  able  to  discover  from  an  examination  of  the  specifications  and 
drawings  of  these  patents,  without  the  help  of  exhibits  embodying  the 
inventions  described  in  them,  no  one  of  them  contains  the  Stetson  lift- 
ing apparatus,  or  anything  resembling  it  Some  of  the  parts  of  the 
combination  appear  in  all  the  patents  ;#but  the  sliding  upper  disk  and 
the  side  wires  supported  on  guides  are  not  to  be  found  in  any  one  of 
them.  So  far  as  these  patents  are  concerned,  the  Stetson  invention  is 
certainly  new. 

The  defendants'  lantern  differs  from  the  plaintiffs'  only  in  the  follow- 
ing particulars:  In  the  former  the  side  wires  are  hooked  into  the  lower 
perforated  plate,  instead  of  being  wound  round  or  under  it,  and  in  place 
of  guides  they  are  supported  laterally  by  being  bent  partly  round  the 
side  tubes.  The  spring  connecting  the  upper  plate  to  the  globe  is  also 
somewhat  different  in  form  from  that  shown  in  the  drawings  of  the  pat- 
ent. In  all  other  respects  it  is  an  exact  counterpart.  These  differences 
are  evidently  variations  in  form  only,  and  not  in  substance.  They  are 
mechanical  equivalents  for  the  corresponding  parts  in  the  Stetson  lan- 
tern, and  perform  the  same  functions  in  substantially  the  same  way* 
They  are  not  sufficient  to  save  the  defendants'  lantern  from  being  an  in- 
fringement of  the  first  and  second  claims  of  the  plaintiffs'  patent. 

Decree  for  the  plaintiff. 


f  United  States  Circuit  Court-Eastern  DUtriot  of  Ultsoarl,  Beaten  Division.  1 

Mat  v.  County  of  Balls.    No.  2723.    Sake  v.  County  of  Jeffer- 
son.   No.  2722.    Same  v.  County  of  St.  Genevieve.    No.  2726. 

Decided  June  4, 1567. 
40  O.  G.,  575. 

1.  Limitations— Statute  of. 

State  statutes  of  limitations  have  no  application  to  actions  arising  oat  of  the 
infringement  of  patents,  even  though  there  is  no  Federal  statute  in  existence. 
3.  Counties— Bight  to  Maintain  Suits  Against. 

A  county  has  the  physical  power  to  appropriate  property,  and  if  it  does  so 
wrongfully  it  will  not  be  exempt  from  liability  any  more  than  an  individual,  and 
a  suit  brought  against  a  county  for  infringement  of  a  patent,  or  for  damages 
after  the  expiration  of  a  patent,  may  be  maintained. 
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3.  Congress  has  Exclusive  Control  ovkb  the  Grant  of  Patents. 

Congress  has  the  exclusive  control  oyer  the  grant  of  patents,  and  may  author- 
ize suits  to  be  brought  against  such  persons  and  corporations  as  it  deems  expe- 
dient, and  a  State  can  not  exempt  counties  from  liability  for  infringement  of  let- 
ters patent  because  exclusive  jurisdiction  oyer  that  subject-matter  has  beam 
vested  in  the  Federal  Government. 

4.  Quasi  Corporations— Right  to  Sue. 

A  suit  can  not  be  maintained  against  a  sovereign  State  under  the  eleventh 
amendment  of  the  Constitution ;  but  no  reason  is  seen  why  a  suit  can  not  be 
maintained  against  a  quati  municipal  corporation  like  a  county,  which  has  bean 
created  by  the  laws  of  the  State  (and  under  the  State  laws  may  be  sued  for  ear- 
tain  purposes),  no  matter  what  may  be  the  particular  policy  of  the  State  with 
reference  to  relieving  counties  therein  from  liability  for  acts  of  non-feasance  of 
county  officials. 

6.  Counties  not  Exempt  from  Liability  for  Wrongdoing. 

No  exception  has  been  made  by  act  of  Congress  in  favor  of  any  wrongdoer. 
The  provision  is  general  in  its  terms,  and  may  as  well  include  counties  as  other 
corporations  or  individuals. 
&  Patents  Personal  Property. 

A  patent  is  personal  property,  and  if  a  county  wrongfully  appropriates  such 
property  it  should  not  be  exempt  from  liability  any  more  than  an  individual. 

7.  Obligations  of  those  Appropriating  Patents. 

Obligations  to  do  justice  rest  upon  all  persons,  natural  and  artificial,  and  if  a 
county  obtains  the  money  or  property  of  others  without  authority  of  law,  the  law, 
independent  of  any  statute,  will  compel  restitution  or  compensation. 

Demurrers  to  petitions. 

Mr.  George  H.  Knight  for  the  plaintiff. 

Messrs.  Hough,  Overall  &  Judson  and  Mr,  George  D.  Reynolds  for  the 
defendants. 

Thayer,  J.  (orally) : 

These  cases  are  actions  at  law  for  infringement  of  letters  patent. 
The  demurrer  on  file  in  each  case  raises  two  questions.  The  first  ques- 
tion is  whether  a  State  statute  of  limitations  (in  the  absence  of  any 
Federal  statute  of  limitations)  may  be  invoked  in  bar  of  an  action  of 
this  nature.  There  have  been  diverse  rulings  upon  the  question  in 
various  circuit  courts  of  the  United  States ;  but  the  question  has  never 
been  authoritatively  passed  upon  by  the  Supreme  Court  of  the  United 
States.  By  an  actual  count  there  are  five  cases  holding  the  affirmative 
of  the  proposition,  while  there  are  ten  holding  the  negative.  Without 
any  reference  to  the  mere  number  of  cases,  I  think  that  the  weight  of 
reason  is  with  the  decisions  holding  the  negative  of  tbe  proposition, 
viz,  that  a  State  statute  of  limitations  can  not  be  pleaded  in  bar  of 
actions  of  this  character. 

I  base  my  conclusion  mainly  on  the  ground  that  actions  of  this  sort 
are  purely  statutory  and  are  created  by  the  laws  of  the  United  States, 
and  are  exclusively  cognizable  in  the  Federal  courts.  A  State  statute 
of  limitations,  in  my  opinion,  can  have  no  application  to  actions  so  cre- 
ated and  so  cognizable,  even  in  the  absence  of  any  Federal  statute  on 
the  subject.    The  first  question  is  therefore  answered  in  the  negative. 
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The  second  question  is  whether  a  county  of  the  State  of  Missouri  can 
be  sued  at  law  for  the  infringement  of  letters  patent.  Section  4919  of 
the  Revised  Statutes  of  the  United  States  provides  that — 

Damages  for  the  infringement  of  any  patent  may  be  recovered  by  an  action  on  the 
-case  in  the  name  of  the  party  interested. 

It  is  insisted  that  counties  of  this  State  are  political  subdivisions  of 
the  State,  and  not  ordinary  municipal  corporations;  that  under  the 
laws  of  this  State  counties  can  only  be  sued  for  the  enforcement  of  con- 
tracts which  they  are  especially  authorized  to  make  and  have  made ; 
that  they  have  not  been  made  liable  to  suits  in  form  ex  delicto,  and 
therefore  that  an  action  at  law  for  the  infringement  of  a  patent,  which 
action  sounds  in  tort  and  is  denominated  in  the  statute  "  an  action  on 
the  case,"  can  not  be  maintained.  It  is  very  well  settled  in  this  State, 
as  all  lawyers  know,  as  well  as  in  other  States,  that  counties  are  not 
liable  for  acts  of  omission  on  the  part  of  county  officials,  as,  for  instance, 
for  failure  to  keep  roads  and  bridges  or  public  buildings  in  repair  and 
in  a  safe  condition,  and  for  injuries  sustained  in  consequence  of  such 
neglect  on  the  part  of  county  officials  a  suit  is  not  maintainable  against 
a  county.  It  has  also  been  held  under  certain  local  statutes  which  pre- 
vail in  this  State  that  counties  of  this  State  can  not  be  held  as  upon  ant 
implied  assumpsit  for  services  rendered  in  their  behalf  which  have 
proven  beneficial  and  have  been  accepted.  So  much  may  be  conceded; 
but  the  concession  so  made  does  not  meet  the  question  raised  by  this 
demurrer.  Gougress  has  exclusive  control  over  the  grant  of  letters 
patent,  and  may  authorize  suits  for  infringement  to  be  brought  in  such 
form  and  against  such  persons  or  corporations  as  it  deems  expedient. 
It  could  not  authorize  a  suit  for  infringement  to  be  brought  against 
a  State  under  the  eleventh  amendment  of  the  Constitution ;  but  no  rea- 
son is  perceived  why  it  may  not  authorize  a  suit  against  a  quasi  munic- 
ipal corporation  like  a  county,  which  has  been  created  by  a  law  of  the 
State,  and  under  State  laws  may  be  sued  for  certain  purposes,  no  matter 
what  may  be  the  peculiar  policy  of  the  State  with  reference  to  relieving 
counties  therein  from  liability  for  acts  of  non-feasance  of  county  officials. 
A  State  can  not  exempt  counties  from  liability  for  infringement  of  let* 
ters  patent  because  exclusive  jurisdiction  over  that  subject-matter  has 
been  vested  in  the  Federal  Government.  By  section  4919,  above  re- 
ferred to,  suits  at  law  have  been  authorized  in  the  form  of  case  for  the 
infringement  of  letters  patent.  No  exception  has  been  made  by  act  of 
-Congress  in  favor  of  any  wrong-doer.  The  provision  is  general  in  its 
terms,  and  may  as  well  include  counties  as  other  corporations  or  indi- 
viduals. The  power  of  Congress  to  authorize  suits  of  this  particular 
kind  to  be  brought  against  counties  is,  in  my  judgment,  ample.  Why 
should  it  be  held,  then,  that  counties  are  not  within  the  purview  of  sec- 
tion 4919,  supra,  but  are  exempt  from  such  suits  even  though  they  have 
been  guilty  of  acts  of  infringement  f  A  patent  is  personal  property. 
A  county  has  the  physical  power  to  appropriate  such  property.    If  it 
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does  so  wrongfully,  why  should  it  be  exempt  from  liability  any  more 
than  an  individual  f  As  was  said  in  Marsh  v.  Fulton  (10  Wall.,  676), 
and  alladed  to  in  the  case  of  this  Plaintiff  v.  The  Commissioners  of  Lo- 
gan County  (30  Fed.  Rep.,  258, 259)— 

The  obligation  to  do  justice  Teste  upon  all  persons,  natural  and  artifioial,  and  if  a 
county  obtains  the  money  or  property  of  others  without  authority  of  law,  the  law, 
independent  of  any  statute,  will  compel  restitution  or  compensation. 

My  conclusion,  in  common  with  that  of  several  other  courts  in  which 
a  similar  question  has  arisen,  is  that  counties  in  this  State  are  subject 
to  actions  of  this  character. 

The  demurrers  in  the  three  cases  will  be  overruled. 


[United  States  Circuit  Courts-Southern  District  of  New  York.] 

La  Rue  v.  Western  Electric  Company. 

Decided  May  16, 1887. 

40O.G..576. 
Edwards— Telegraph  Keys. 

Letters  Patent  No.  270,767,  granted  January  16, 1883,  to  Edgar  O.  Edwards,  for 
an  improvement  in  telegraph  keys,  construed,  and  Held  to  be  for  a  patentable 
invention. 

Mr.  Arthur  v.  Briesen  for  the  complainant. 
Mr.  George  P.  Barton  for  the  defendants. 

Coxe,  J. : 

This  is  an  equity  action  for  infringement  of  Letters  Patent  No. 
270,767,  granted  to  Edgar  A.  Edwards  January  16, 1883,  and  by  him 
assigned  to  the  complainant. 

The  invention  relates  to  instruments  used  for  transmitting  telegraphic 
signals,  and  is  said  to  be  an  improvement  upon  the  well-known  Morse 
key,  the  inventor  substituting  as  the  lever  fulcrum  a  torsional  spring  or 
strip  of  metal  for  the  trunnions  or  pivots  which  were  before  in  use.  The 
patent  contains  four  claims.  In  the  first,  second,  and  fourth  "the  cir- 
cuit-breaking lever"  is  distinctly  made  an  ingredient  of  the  combination. 
The  third  claim  is  in  these  words  : 

3.  The  combination,  in  a  telegraph  key,  of  the  lever  falcrnmed  upon  the  torsional 
spring  with  the  adjusting -screws  H  H',  for  regulating  the  amplitude  of  the  lever- 
movement  and  retractile  resistance  of  the  torsion-spring,  substantially  as  described. 

It  will  be  observed  that  this  claipi  omits  "  the  circuit-breaking  lever  " 
as  an  element,  and  in  this  respect  is  broader  than  the  other  three.  The 
infringing  instrument  is  called  a  "  sounder,"  and  contains  no  "  circuit- 
breaking  lever"  as  this  term  is  generally  understood. in  the  art  The 
complainant,  however,  insists  that  the  sounder  has  a  lever  which  breaks 
not  an  electric  but  a  magnetic  circuit,  and  is  therefore  within  all  the 
claims  of  the  patent.    What  the  patentee  invented,  and  unquestiona- 
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bly  intended  to  secure,  was  a  flat  torsional  spring,  ribbed  or  otherwise, 
upon  which  a  lever  is  fnlcrnmed  when,  in  any  electrical  instrument,  it 
can  be  substituted  for  the  pre-existing  trunnions  and  spiral  spring  and 
perform  the  two-fold  function  of  a  supporting  fulcrum  and  retractive 
spring.  He  distinctly  says  that  he  does  not  limit  himself  to  the  appli- 
cation of  the  spring  to  the  key  alone,  as  it  is  obvious  that  it  may  be  used 
to  replace  the  trunnions  of  the  relay  and  sounder.  He  may,  however, 
have  so  restricted  three  of  his  claims  that  they  do  not  cover  the 
instrument  used  by  the  defendants.  It  is  not  essential  in  the  present 
action  to  decide  this  question.  If  it  is  held  that  the  third  claim  is  in- 
fringed, the  complainant  will  derive  the  same  advantage  as  if  the  decree 
declared  the  infringement  of  all. 

The  defendants  insist  that  the  patent  is  void  for  want  of  utility  and 
invention,  and  that  they  do  not  infringe.  But  a  word  need  be  said  re- 
garding the  first  defense.  Several  instruments  embodying  the  inven- 
tion have  gone  into  practical  operation,  and  have  apparently  been  re- 
ceived with  favor  by  telegraphists.  In  fact,  it  appears  that  an  employ* 
of  the  defendants,  Charles  D.  Haskins,  has,  since  thecommencement  of 
this  suit,  secured  a  patent,  dated  November  9,1886,  for  an  improvement 
in  telegraph  receiving-instruments,  one  element  of  the  combination  be- 
ing a  torsional  spring  substantially  identical  with  the  patented  spring, 
the  only  difference  being  in  the  manner  in  which  it  is  fastened  to  the 
lever.  Tfcis  patent  was  assigned  to  the  defendants.  It  can  hardly  be 
said,  then,  that  Edwards'  invention  is  without  utility.  That  which  is 
used  is  useful.  A  thing  to  be  useless  can  have  no  utility  whatever.  A 
patent  is  never  declared  invalid  upon  this  ground  at  the  instance  of  one 
who  is  deriving  benefit  by  infringing  upon  its  claims.  ( Oibbs  v.  Hoefner, 
22  Blatchf.,  36,  and  cases  cited.) 

Is  the  patent  void  for  lack  of  invention  f  The  defendants,  for  the 
purpose  of  illustrating  the  art  at  the  date  of  the  invention,  have  intro- 
duced in  evidence  a  number  of  exhibits  showing  the  manner  in  which 
telegraph  keys  were  constructed  prior  thereto.  It  is  unnecessary  to 
refer  to  these,  as  they  do  not  contain  the  torsional  spring,  and  add 
very  little  to  the  light  thrown  upon  the  prior  art  by  the  statements  of 
the  patent  itself.  The  exhibits  which  are  the  nearest  approach  to  the 
invention  are  the  magnetic  "  pole-changer  "  and  the  "  adjustable  tor- 
sional spring."  In  the  "  pole-changer,"  first  known  in  1881,  there  is  a 
lever  which  oscillates  between  fixed  points  and  Is  fulcrutned  upon  the 
free  end  of  a  non-adjustable  torsional  spring.  The  principal  office  of 
this  spring  is  to  form  a  supporting-fulcrum  for  the  armature-level*.  The 
retractile  force  exerted  by  it  is  very  slight.  If  one  of  the  supporting- 
posts  in  the  patented  apparatus  were  removed,  its  similarity  to  the 
" pole-changer"  would  be  more  apparent.  The  "  adjustable  torsional 
spring"  exhibit  is  an  enlarged  model  of  an  instrument  made  by  one  of 
the  witnesses  in  1878.  It  consists  of  a  fine  wire  connected  at  each  end 
to  adjustable  brackets,  a  lever  being  suspended  iutiz|^  (center  of  the 
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wire.  It  is  not  the  purpose  of  the  wire  to  cause  repeated  and  regular 
oscillations  of  the  ends  of  the  lever.  That  it  performs  any  torsional 
function  is  strenuously  disputed.  The  wire  is  very  fine,  and  as  its  ends 
are  not  firmly  fastened,  but  to  some  extent  are  permitted  to  rotate  in 
the  holes  of  the  brackets,  it  is  not  easy  to  see  how  it  can  be  twisted  to 
exert  any  appreciable  force.  It  is  enough  to  say  that  the  matter  is  in- 
volved in  doubt  Neither  of  these  exhibits  can  be  said  to  anticipate  or 
otherwise  to  defeat  the  patent  It  follows,  therefore,  that  the  patentee 
has  made  an  invention,  not  a  great  one,  certainly,  but  one  entitling  him 
to  a  position  far  above  the  plane  of  the  skilled  mechanic  Torsional 
springs  were  of  course  well  known,  so  were  telegraph  keys  and  sounders 
minus  this  spring;  but  the  combination  of  the  patent  was  never  before 
used,  and  there  is  nothing  in  the  prior  art  to  suggest  it  except  to  an  in- 
ventor—to one  who  was  a  skilled  artisan  only  it  would  never  have  oc- 
curred. 

Do  the  defendants  infringe  f  They  argue  in  the  negative,  for  the 
reason  that  the  combination  of  the  third  claim  is  confined  to  a  tele- 
graph key  and,  by  implication,  to  a  «  circuit-breaking  lever,"  and  as  they 
use  the  combination  in  «i  telegraph-sounder  and  not  in  a  key,  they  do 
not  infringe.  They  insist,  further,  that  they  do  not  employ  the  adjust- 
ing-screws H  H'.  In  regard  to  the  latter  suggestion,  the  defendants' 
-expert  testifies: 

I  find  two  adjusting-screws  having  a  relation  to  the  lever  of  the  sounder  similar 
to  that  of  the  screws  H  H'  to  the  lever  of  the  key  in  the  patent ;  bnt  in  the  sounder 
they  do  not  practically  have  any  effect  upon  the  retractile  force  applied  in  the  lever. 

The  complainant's  expert  considers  the  functions  the  same  in  every 
particular.    The  court  is  satisfied  that  he  is  correct. 

As  has  been  seen,  the  third  claim  does  not  contain  the  elemeut  of  a 
41  circuit-breaking  lever,"  and  in  view  of  the  clearly  expressed  intention 
of  the  patentee  to  include  other  telegraphic  instruments  it  must  be  held 
to  include  the  lever  of  a  sounder.  Fairly  construed,  the  claim  should 
read :  "  The  combination  in  a  telegraph  key  or  sounder,"  etc.  To  re- 
strict it  to  a  "  key  n  alone,  as  that  word  is  known  in  telegraphy,  would 
be  most  illiberal,  and  would  unduly  circumscribe  the  invention.  Bb 
better  illustration  of  this  can  be  found  than  the  following  statement 
from  the  Haskins  patent,  before  alluded  to: 

The  invention  has  been  described  in  connection  with  a  telegraphic  sounder  ;  but 
it  is  evident  that  the  torsion-spring  maybe  applied  to  the  armature-lover  of  any  tele- 
graphic receiving-instrument  or  to  the  lever  of  any  tolegraphic  key  without  depart- 
ing from  the  spirit  of  the  invention. 

Equally  it  is  true  that  the  Edwards  spring  may  be  applied  to  a  sounder 
without  departing  from  the  spirit  or  the  letter  of  the  invention. 

As  the  questiou  of  infringement  was  carefully  examined  by  this  court 
upon  the  motion  for  a  preliminary  injunction  (28  Fed.  Kep.,  85;  36  O. 
G.,  453),  it  is  unnecessary  to  repeat  what  was  then  said. 

There  must  be  a  decree  in  favor  of  the  complainant  upon  the  third 
claim  for  an  injunction  and  an  accounting.  Digitiz 
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As  the  motion  to  punish  the  defendants  for  contempt  will  probably 
turn  upon  a  question  of  fact,  which  ought  not  to  be  determined  upon 
affidavits,  it  is  thought  that  this  issue  should  also  be  referred  to  the 
master  and  the  motion  held  in  abeyance  until  the  coming  in  of  his  re- 
port. 


(United  States  Circuit  Court— Eastern  District  of  Jftssoori,  Eastern  Division.] 

Iowa  Babb  Steel  Wire  Company  v.  Southern  Barb  Wire 

Company  et  al. 

Decided  March  16,  1887. 

40  O.  G.,  577. 

Contempt— Officers  of  Corporations. 

The  officers  of  a  corporation  engaged  in  a  manufacture  in  violation  of  the  injunc- 
tion of  the  court  can  not  shelter  themselves  from  individual  liability  by  the  plea  that 
they  are  acting  merely  as  agents  for  the  corporation. 

On  motion  for  attachment  for  contempt 

Mr.  John  R.  Bennett  for  the  complainant. 

M r.  J.  M.  Holmes  and  Mr.  Tiffany  for  the  defendants. 

Thayer,  J.  .• 

The  court  ruled  in  this  case  on  motion  to  modify  the  decree  (and  now 
confirms  that  ruling)  that  the  decree  in  its  present  form  was  properly 
entered.  •  The  bill  and  the  evidence  offered  in  support  of  the  same  are 
sufficient  to  sustain  the  decree.  If  a  corporation  is  engaged  without 
license  in  the  manufacture  of  an  article  protected  by  letters  patent,  ita 
acts  in  that  behalf  are  unlawful,  and  its  managing  officers  can  not  shield 
themselves  from  individual  liability  to  an  injunction  upon  the  plea  that 
what  they  may  have  done  was  done  as  officers  or  agents  of  the  corpora- 
tion, and  not  in  their  own  behalf  as  principals.  In  the  present  case 
the  managing  officers  were  made  parties  defendant  to  the  bill  as  joint 
wrong-doers  with  the  corporation.  They  answered  in  that  capacity  also. 
The  proof  offered  to  show  that  the  corporation  was  guilty  of  tortious 
acts,  also  showed  that  its  managing  officers  were  likewise  guilty,  and  an 
injunction  against  them  v^as  properly  awarded.  ' 

In  computing  the  damages  consequent  upon  the  infringement,  if  it 
appear  that  the  corporation  in  the  first  instance  derived  all  the  profits 
from  the  unlawful  manufacture,  and  that  the  managing  officers  have 
profited  merely  in  the  shape  of  dividends  on  their  stock  in  the  defend- 
ant corporation,  it  may  be  proper  to  confine  the  accounting  to  the  cor- 
poration. On  this  point,  however,  the  court  expresses  at  this  time  no 
decisive  opinion.  The  rule  as  to  the  accounting  may  be  controlled  by 
the  evidence  developed  on  the  hearing  before  the  master  as  to  the  mode 
of  corporate  management. 
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With  respect  to  the  application  for  an  attachment  against  the  indi- 
vidual defendants  for  contempt  in  violating  the  injunction,  it  is  suffi- 
cient to  say  that  the  injunction  is  broad  enough  in  its  terms  to  prohibit 
said  defendants  from  engaging  in  the  manufacture  of  "  Boss  barbed 
wire"  on  their  own  account  or  as  officers  or  agents  of  some  other  person 
or  corporation,  unless  such  other  person  or  corporation  has  been  licensed 
by  this  complainant  or  its  assigns  to  manufacture  the  "  Boss  wire." 

The  proof  submitted  to  m^shows  that  defendants  Clifford  and  Rowe, 
as  managing  officers  of  the  Southern  Wire  Company,  have  been  engaged 
in  the  manufacture  of  Boss  wire  since  the  service  of  the  injunction. 
Their  acts  in  that  regard  are  clearly  in  contempt  of  the  restraining  order, 
unless  the  Southern  Wire  Company  is  a  licensee  of  complainant  or  its 
assigns.  They  can  not  shelter  themselves  from  the  injunction  by  the 
plea  that  they  have  been  acting  merely  as  agents  for  the  corporation 
last  named,  but  must  show  beyond  question  that  their  principal  is  one 
of  complainant's  licensees.  Unless  such  faet  is  established  they  are  now 
in  contempt. 

The  claim  is  put  forward  by  Messrs.  Clifford  and  Rowe  that  the  South- 
ern Wire  Company,  of  which  corporation  they  are  now  officers,  is  in 
effect  one  of  the  complainant's  licensees  under  and  by  virtue  of  a  con 
tract  existing  between  complainant  and  the  Washburn  &  Moen  Man- 
ufacturing Company. 

Inasmuch  as  the  rights  asserted  by'  the  Southern  Wire  Company 
under  said  contract  are  not  perfectly  clear,  and  inasmuch  as  I  have  not 
the  means  on  the  proof  now  before  me  of  determining  the  good  faith  of 
the  parties  in  asserting  such  claim,  I  shall  merely  enter  a  rul*  at  this 
time  requiring  the  defendants  Clifford,  Rowe,  and  Gates  to  show  cause 
in  this  court  on  April  19, 1S87,  why  they  should  not  be  punished  for 
contempt  in  violating  the  injunction ;  and  in  so  ordering  I  merely  re- 
serve the  question  whether  the  Southern  Wire  Company  is  a  licensee  of 
complainant  or  its  assigns,  and  the  further  question  of  the  good  faith 
with  which  defendants  have  acted  in  pursuance  of  such  claim  in  doing 
the  acts  already  done. 


|  United  States  Circuit  Court  -Eastern  District  of  Missouri,  Eastern  Division.  ] 

/ 

Iowa  Barb  Steel  Wire  Company  v.  Southern  Barbed  Wire 

Company. 

Decided  April  22, 1887. 
40  O.  G.,  578. 

iCONTKMPT  OF  COURT. 

While  upon  an  examination  of  the  contract  under  which  defendants  claimed  to 
be  licensees  it  is  found  insufficient  to  support  sach  claim,  still,  as  it  is  apparent 
that  defendants  acted  in  good  faith,  under  the  belief  that  they  were  Authorised 
by  said  contract,  and  ceased  manufacture  upon  the  commencement  of  these  -pro- 
ceedings, they  should  not  be  punished  as  guilty  of  willful  contempt. 

Bule  to  show  cause. 
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Mr.  John  B.  Bennett  for  the  complainant. 
Mr.  J.  M.  Holmes  for  the  defendant 

Thayer,  J.,  (orally): 

In  the  case  of  the  Iowa  Barb  Steel  Wire  Company  against  the  South- 
ern Barbed  Wire  Company,  when  a  rale  was  granted  a  few  weeks  ago 
against  certain  of  the  defendants  requiring  them  to  show  cause  why 
they  should  not  be  punished  for  contempt  in  violating  the  injunction, 
the  only  questions  reserved  were  the  questions,  first,  whether  the  de- 
fendant in  doing  the  acts  complained  of  were  protected  by  a  license  from 
the  complainant  or  its  assignees  granted  to  the  Southern  Wire  Company, 
and,  secondly,  in  the  event  that  the  license  pleaded  was  held  to  be  in- 
effectual, whether  the  defendant  had  acted  in  good  faith  under  the  belief 
that  such  license  authorized  the  acts  complained  of. 

Upon  an  examination  of  the  contract  between  the  Iowa  Barb  Steel 
Wire  Company  and  the  Washburn  &  Moen  Manufacturing  Company, 
upon  which  the  license  depends,  we  are  both  Qf  the  opinion  that  the 
contract  is  not  in  the  nature  of  a  license,  and  that  it  is  insufficient  to 
support  the  claim  made  by  these  defendants  that  the  Iowa  Barb  Steel 
Wire  Company  has  granted  them  the  right  to  manufacture  the  wire  in 
question. 

We  are  furthermore  of  the  opinion,  upon  looking  into  the  return  made 
by  these  defendants,  that  it  is  most  probable  that  the  defendants  have 
in  doing  the  acts  complained  of  acted  in  good  faith,  under  the  belief  that 
the  contract  in  question  authorized  them  to  do  what  they  are  accused 
of  having  done,  and,  inasmuch  as  it  appears  that  they  ceased  to  manu- 
facture the  wire  as  soon  as  these  proceedings  were  begun  until  a  con- 
struction had  been  placed  upon  such  contract,  they  are  not  guilty  of 
any  willful  contempt  of  court,  and  should  not  be  punished  as  if  so  guilty. 

We  therefore  discharge  the  rule  in  this  case,  upon  payment  of  costs 
by  defendants,  holding,  however,  that  the  contract  under  which  they 
have  heretofore  claimed  the  right  to  manufacture  the  wire  in  question 
is  ineffectual  to  give  them  any  such  right. 


(United  States  Circuit  Coort—Sonthern  District  of  Ohio,  Wottern  DiYisUra.) 

Barnes  et  ax.  v.  Ruthenbitbg. 

Dedfod  June  4, 1887. 
40  O.  G.,  693. 

Barnes— Fire  Extinguisher. 

Patent  No.  233,393,  granted  October  19,  I860,  to  Charles  Barnes,  declared  valid, 
and  infringed  as  to  its  fourth;  fifth,  and  sixth  claims. 
Infringement  by  Use  or  Equivalents. 

An  infringement  results  when  defendant  employs  the  equivalents  of  the  ele- 
ments of  the  combination  claims  of  the  patent  in  suit  for  substantially  the  same 
purposes  and  with  substantially  the  same  result. 
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Messrs.  Foiled  Hyman  &  Kelly  and  Mr.  George  J.  Murray  for  the 
complainants. 
Mr.  James  Moore  for  the  respondent. 

Sage,  J.: 

The  (Complainants  sne  for  infringement  of  Letters  Patent  No.  216,821, 
granted  Jane  24, 1879,  to  Charles  Barnes,  for  apparatus  for  extinguish- 
ing: fires,  and  Letters  Patent  No.  233,393,  granted  October  19, 1880,  for 
automatic  fire-extinguisher,  alleging  infringement  of  the  two  claims  of 
No.  216,821,  and  of  the  third,  fourth,  fifth,  and  sixth  claims  of  No» 
233,393. 

The  drawings  in  No.  216,821  show  a  system  of  distributing-pipe* 
passing  through  the  various  rooms  of  a  building  at  their  ceilings  and 
fitted  with  a  number  of  downward-projecting  sprinkling-nozzles.  In 
the  lower  story,  and  just  above  the  supply- valve  of  a  pipe  leading  from 
the  street  main  up  to  and  connecting  with  the  distributing  pipes,  is  a 
reservoir,  to  be  filled  with  some  non-freezing  and  fire-extinguishing 
liquid,  which  will  be  discharged  upon  the  fire  by  the  force  of  water 
from  the  street-main  when  used  in  connection  with  water- works,  or  by 
the  weight  of  water  from  a  reservoir  on  top  of  the  building  in  local- 
ities where  there  are  no  water- works.  The  supply- valve  has  an  actu- 
ating-lever  which  is  held  up  to  keep  the  valve  closed  by  a  wire  passing 
up 'to  aud  united  in  each  room  by  a  fusible  joint  formed  by  cutting  the 
wire  aud  inserting  the  cut  ends  into  the  opposite  ends  of  a  metal  tube, 
and  making  solder  joints  between  the  ends  of  the  tube  and  the  wire 
with  fusible  metal.  The  sprinkler  consists  of  a  screw-threaded  shank 
seat-piece  adapted  to  be  screwed  into  the  union  of  the  distributing-pipes, 
a  perforated  rose-head  secured  to  the  shank,  and  a  valve  within  the 
rose  head,  adapted  to  be  adjusted  and  held  against  its  seat  by  a  screw- 
threaded  stem  tapped  through  a  cap  soldered  with  fusible  metal  upon 
the  neck  of  the  rose-head.  This  cap,  it  is  stated  in  the  specification, 
has  preferably  upturned  flanges,  which  cap  over  the  neck,  to  which  the 
cap  is  secured  by  fusible  solder  run  upon  the  top  edge  of  the  flange  and 
around  and  against  the  neck.  The  neck  has  a  space  between  its  shell 
and  the  valve-stem,  and  perforations  which  allow  the  heated  air  incase 
of  fire  to  enter  and  fuse  the  solder-joint  and  let  the  valve  drop  down 
aud  open  the  passage  for  the  fire-extinguishing  liquid  aud  water  into 
the  rose-head.  At  the  same  time  the  heat  fuses  the  soldered  joint  of 
the  wire  which  holds  up  the  actuating-lever  and  the  water  rushes 
through  the  supply-valve,  forcing  rind  following  the  fire-extinguishing 
liquid  into  the  distributing-pipes  aud  rose-heads,  the  caps  of  which,  the 
solder  holding  them  in  place,  having  been  fused,  are  forced  off  and  a 
shower  of  water  thrown  upon  the  fire.  There  is  also  an  arrangement 
for  ringing  au  alarm-bell ;  but,  as  it  is  not  mentioned  in  the  claims, it  is 
not  necessary  to  describe  it. 

Digitized  by  VjQOQlC 
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The  claims,  both  of  which,  it  is  claimed,  are  infringed,  are  as  follows: 

1.  Anosile  to  automatic  fire-extinguishers,  constructed  substantially  as  before 
set  forth,  namely,  of  a  rose-head  inclosing  a  valve  controlling  the  water-passage 
thereto,  the  stem  of  the  valve  projecting  through  a  neck  of  said  rose-head,  and  being 
screwed  to  a  cap  secured  to  said  neck  by  fusible  metal. 

8.  The  combination,  substantially  as  before  set  forth,  of  the  water-pipes,  the  au- 
tomatic valve,  and  the  fire-extinguishing  liquid-oontaining  reservoir,  connected  with 
the  water-pipes,  as  described,  so  that  its  contents  will  be  discharged,  with  and  by  the 
flow  of  the  water. 

The  object  of  Patent  No,  233,393,  as  set  forth  in  the  specification,  is 
fivefold,  as  follows:  (1)  to  provide  a  supply- valve  more  easily  and 
securely  forced  and  held  to  its  seat  and  more  readily  released  therefrom ; 
(2)  to  relieve  the  valve-sustaining  devices  from  the  strain  consequent 
upon  the  expansion  and  contraction  of  the  valve  closing  and  releasing 
wires  under  varying  temperatures;  (3)  to  relieve  the  fusible-solder 
joints  from  strain,  so  that  they  may  be  made  more  sensitive  to  heat 
without  liability  to  parting  except  in  case  of  fire ;  (4)  to  prevent  the 
possibility  of  the  discharge-orifices  becoming  clogged  by  sediment  or 
by  scales  from  the  pipes ;  (5)  to  provide  means  to  hold  the  valve-seat 
within  the  distributer  securely  to  its  seat  without  liability  of  fracturing 
the  solder  joint  by  which  it  is  held  by  expansion  and  contraction  of  the 
metal. 

The  drawings  show  the  general  system  of  distributing  and  supply 
pipes,  supply-valve,  and  reservoir,  as  in  No.  216,821.  The  case  of  the 
supply-valve  is  cast  in  two  sections,  which  are  bolted  together  through 
outwardly-projecting  flanges  to  receive  the  journal-bearings  of  a  shaft. 
The  valve  has  a  yoke  cast  with  it  upon  the  under  side,  through  which 
the  shaft  passes.  An  eccentric  upon  the  shaft  and  within  the  yoke 
opens  the  valve  when  turned  in  one  direction  and  closes  it  when  turned' 
in  the  opposite  direction.  The  valve  is  guided  by  rods  which  pass 
through  transverse  bars  in  the  upper  and  lower  parts  of  the  case.  The 
lower  rod  has  a  groove  to  receive  a  pin  from  one  of  the  bars  to  prevent 
the  valve  and  yoke  from  rotating,  and  the  shaft,  where  it  enters  the 
valve-case,  is  suitably  packed  to  prevent  leakage.  Any  desired  num- 
ber of  flanges  or  disks  may  be  secured  upon  the  shaft,  either  separately 
or  upon  a  common  hub.  The  form  of  the  shaft  outside  the  case  illus- 
trated in  the  drawing  is  square,  to  enter  corresponding  perforations  in 
the  flange  or  disk-hubs;  but,  the  specifications  state,  any  other  mode  of 
securing  them  rigidly  to  the  shaft  may  be  adopted.  To  each  of  the 
disks  a  lever  is  pivoted,  with  a  weight  suspended  from  outside  the  pe- 
riphery of  the  disks.  The  free  ends  of  the  levers  are  held  up  by  wires 
or  cords,  which  pass  through  the  different  stories  of  the  building,  and 
are  united  at  different  points  of  their  length  by  a  coupling  device, 
which  is  a  joint  of  fusible  solder.  When  in  position  or  coupled,  the 
wires  or  cords,  by  sustaining  the  lever,  hold  the  supply- valve  closed; 
and,  as  the  valve  opens  against  the  pressure  of  water  from  the  main, 
that  pressure  assists  to  hold  it  securely  to  its  seat. 
99JHA  vat an 
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The  patentee's  intention  was  to  have  independent  wires  or  cords  from 
the  different  stories  or  divisions  of  the  building  and  as  many  inde- 
pendent levers.  Thereby  the  contraction  and  expansion  of  the  wires 
wonld  be  distributed  between  all  the  levers,  and  the  friction  caused  by 
the  pulleys  or  bell-cranes  required  to  change  the  direction  of  one  wire 
throughout  the  entire  building  avoided.  Whenever  any  lever  is  re- 
leased by  its  retaining-wire,  the  weight  upon  the  lever  brings  it  dowu 
upon  its  fulcrum-pin  secured  in  the  face  of  the  disk,  partially  rotating 
the  shaft,  and  by  the  action  of  the  eccentric  opening  the  valve  and 
turning  a  supply  of  water  into  the  system  of  pipes. 

The  coupling  device  consists  of  a  metal  lever,  through  the  eye  of 
which  one  of  the  cut  ends  of  the  wire  cord  is  passed  and  looped.  A 
loop  is  made  tipon  the  end  of  the  adjoining  section  of  the  wire.  The 
bar  of  the  lever  is  passed  through  this  loop  and  turned  back  parallel 
with  the  wire,  which  passes  through  the  eye  of  the  lever.  A  slide  is 
passed  over  the  end  of  the  lever  and  over  the  cord,  holding  the  lever 
in  position  parallel  with  the  cord.  The  other  wire  or  part  of  the  wire 
is  held  by  ite  loop  around  the  enlarged  portion  of  the  lever  containing 
the  eye  and  extends  in  the  opposite  direction.  The.  slide  is  jointed  to- 
gether with  fusible  solder,  and  as  the  strain  is  slight  the  solder  may 
be  made  very  sensitive  to  heat  without  liability  to  part,  excepting  in 
case  of  fire.  When  it  does  part,  the  lever  is  released  and  flies  back, 
the  loop  of  the  other  part  of  the  wire  instantly  slips  off  the  lever,  the 
part  of  the  wire  over  which  the  slide  passed  is  released,  the  lever  of 
the  supply- valve  drops,  the  supply-valve  is  thrown  open,  the  water  is 
turned  on,  and  the  fire  extinguished. 

These  features  of  the  patented  improvements  are  covered  by  the  first, 
second,  and  third  claims  of  the  patent,  which  are  as  follows : 

1.  In  an  automatic  valve  for  fire-extinguishers,  the  combination  of  case  A,  valve  C, 
and  cam-shaft  B,  with  flange  D,  weighted  lever  E,  and  a  fasibly-jointed  mleasing- 
wire,  as  G,  for  the  purpose  specified. 

2.  In  an  automatic  fire-extinguisher  of  the  character  described,  the  combination  of 
a  system  of  pipes,  a  supply-valve  for  said  system,  with  two  or  more  independent 
valve-actuating  devices,  each  of  which  is  held  by  an  independent  wire  passing  to  a 
different  part  of  the  building,  either  one  of  which  actuating  devices  will  throw  the 
valve  open  when  its  holding- wire  is  parted. 

3.  A  valve-releasing  device  for  automatic  fire-extinguishers,  consisting  of  wires  G, 
lever  H,  and  fasibly-jointed  slide  I,  combined  to  operate  substantially  as  set  forth. 

Of  these  the  third  only  is  involved  in  this  cause. 

The  next  feature  of  the  complaiuants'  improvement  relates  to  a  per- 
forated rose-head  distributer  or  sprinkler,  into  the  lower  end  of  which 
is  screwed  a  cap,  and  between  two  lugs  secured  or  cast  upon  the  under 
side  of  this  cap,  about  the  distance  of  half  a  radius  from  its  center,  a 
lever  is  pivoted.  The  opposite  end  of  the  lever  has  a  swinging  lug- 
plate,  which  when  the  distributer  is  adjusted  for  use  is  secured  by  a 
fusible-solder  joint  to  a  projection  extending  from  the  periphery  of  the 
cap,  as  shown  in  the  drawings.    The  preferred  form  of  distributer  has 
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at  its  outer  end,  instead  of  the  lug-plate,  a  hooked  lever  which  reaches 
up  and  hooks  over  a  projection  of  the  shell  of  the  rose-head,  and  fras  its 
flat  edge  jointed  by  fusible  solder  to  the  projection  upon  the  shell  and 
a  corresponding  projection  upon  the  cup.  The  pivot-pin  of  the  lever  is 
in  a  vertical  plane  outside  the  solder  joint,  so  that  when  the  solder  is 
fused  the  lever  is  thrown  from  its  bearing,  the  lower  part  of  the  pro- 
jection upon  the  cap  serving  as  a  fulcrum  for  this  purpose.  The  valve 
of  the  distributer  which  shuts  off  the  flow  of  water  from  the  distribut- 
ing-pipes has  a  stem  in  two  sections  projecting  downward  through  a 
central  opening  in  the  cap.  The  lower  end  of  the  upper  section  is  bored 
out  for  some  distance  and  a  rubber  plug  inserted.  The  lower  section  is 
turned  off  to  enter  the  cavity  in  the  upper  portion  and  rest  ui>on  the 
rubber  plug,  which  serves  as  a  cushion.  The  valve  is  tightened  and 
held  to  its  seat  by  a  screw,  which  is  tapped  through  the  arm  of  the  lever 
above  described.  The  valve  is  thus,  when  the  lever  is  in  position,  held 
closed,  and  when  the  solder  of  the  lever-joint  is  fused  the  elastic  force 
of  the  rubber  plug  in  the  valve  assists  to  throw  the  lever  down,  and 
while  the  lever  is  in  position  the  same  force  prevents  a  fracture  of  the 
joint  and  also  leakage  from  the  valve  in  the  event  of  the  distributing- 
pipe  being  filled  with  water. 

The  specifications  also  describe  and  the  drawings  illustrate  the  mode 
of  applying  the  elastic  stem  of  the  valve  to  the  form  of  sprinklers  there- 
tofore used.  For  such  use  the  elastic  joint  is  made  at  the  upper  end  of 
the  valve-stem,  and  the  lower  end  is  screw-threaded  through  a  plug  of 
fusible  metal  in  the  lower  end  of  a  guide-cap,  which  has  a  projection 
extending  up  into  the  shell  of  the  distributer  and  a  flange  or  shed  ex- 
tending around  it  below  the  shell.  The  lower  part  of  the  shell  is  pert 
forated,  so  that  in  case  of  leakage  the  water  would  be  discharged  from 
the  distributer  upon  the  inclined  top  of  the  flange  and  be  carried  off 
without  reaching  the  neck  of  the  cap  to  impede  the  fusing  of  the  joint 
in  case  of  fire. 

These  features  of  the  complainants'  improvements  are  covered  by 
claims  4,  5,  and  6,  as  follows : 

4.  In  an  automatic  fire-extinguisher,  the  combination,  substantially  as  set  forth,  <i 
a  perforated  distributer,  a  valve  located  within  said  distributer,  and  having  a  stem 
which  projects  through  the  shell  of  the  distributer,  and  a  lever,  as  K',  to  bold  the 
valve  to  its  seat  within  the  distributer  until  its  fusible  joint  P  is  released  by  heat. 

5.  In  an  automatic  fire-extinguisher,  the  combination,  substantially  as  specified,  of 
a  perforated  distributer  provided  with  a  valve,  the  stem  of  whioh  projects  through 
the  distributer  shell,  with  a  jointed  lever  K',  and  latch  Ks,  said  latch  resting  upon  a 
projection  on  the  shell  of  the  distributer  and  secured  thereto  by  fusible  solder  to  hold 
the  valve  to  its  seat. 

6.  In  an  automatic  fire-extinguisher,  the  combination  of  a  perforated  distributer, 
and  a  valve  to  control  the  supply  of  water  to  said  distributer,  said  valve  provided 
with  a  two-part  stem  and  an  elastic  cushion  between  the  parts,  to  hold  the  valve  to 
its  seat  with  elastic  pressure  by  fusible  solder,  substantially  as  specified. 

There  is  also  a  provision  against  the  clogging  of  the  distributer  by 
.sediment  or  scales.    Tlys  is  prevented  by  a  perforated  screen  within 
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fbe  distributer,  which  is  covered  by  claim  7  of  the  patent ;  bat  as  that 
claim  is  not  involved  in  the  litigation,  no  farther  reference  to  it  is  nec- 
essary. 

The  defendant  admits  the  mannfactare  and  sale  of  the  device  which, 
it  is  claimed,  is  an  infringment  of  the  complainant^  patents.  The  com- 
plainants' system  is  what  is  known  technically  as  the  "dry- pipe  sys- 
tem"— that  is,  the  distributing  pipes  are  kept  free  from  fluid  nntil  the 
occasion  of  a  Arc— bat  if  his  reservoir  be  filled,  as  he  suggests  in  the  spec- 
ification of  his  patent  of  Jane  24,  1879,  "  with  some  non-freezing  and 
fire-extinguishing  liquid,"  the  pressure  of  the  gas  evolvetfin  the  reser- 
voir would  fill  the  distributing  pipes  with  the  liquid,  and  his  system 
would  be  a  "  wet-pipe  system*"  in  which  the  pipes  are  at  all  times  filled 
with  fluid.  Iu  practice  the  complainant  has  not  charged  his  reservoir, 
as  suggested,  but  has  placed  in  it  dry  chemicals,  with  which  the  water, 
upon  the  opening  of  the  supply-valve,  comes  in  contact,  and  the  fire  ex- 
tiuguishiug  fluid  thus  provided  passes  into  the  distributing-pipes  and 
is  thrown  through  the  sprinklers  upon  the  fire.  In  many  cases  even 
the  chemicals  are  omitted,  the  sole  dependence  being  upon  the  supply 
of  water  coming  through  the  supply-valve,  so  that,"  in  practice,  the  dom- 
plainants'  system  is  a  dry-pipe  system. 

The  defendant's  is  a  wet-pipe  system.  He  has  a  reservoir  charged 
with  a  fire-extinguishing  fluid,  which  generates  a  gas,  producing  a 
pressure  of  about  one  hundred  pounds  to  the  square  inch.  It  results 
that  the  distributing-pipes  are  at  all  times  filled  with  fluid.  He  has  also 
a  pipe-connection  with  the  street-main  or  other  source  of  supply,  which 
is  cut  oft*  by  a  check-valve  placed  without  the  reservoir  and  opening 
inwardly  toward  the  reservoir.  When  the  pressure  from  the  reservoir 
is  greater  than  that  from  the  main,  which  is  ordinarily  about  forty 
pounds,  the  check- valve  is  kept  closed,  but  it  opens  whenever,  as  occurs 
upon  the  breaking  out  of  a  fire  in  the  building,  the  pressure  from  with- 
out is  greater  than  that  from  within.  The  defendant  has  also  distrib- 
uting pipes  like  the  complainants',  and  sprinklers,  the  openings  to  which 
are — 

closed  by  valves  under  control  of  devices  whose  action  is  suspended  whenever  the 
temperature  of  the  surrounding  air  becomes  sufficient  to  melt  a  retaining  instrumen- 
tality of  some  fusible  metal. 

The  first  defense  is  anticipation  by  various  devices  in  public  use  before 
the  date  ot  complainants'  invention.  Armitage's  patent,  No.  15,721,  of 
July  8, 1856,  shows  a  vertical  supply-pipe  leading  from  a  ground  con- 
nection with  the  water-supply  to  the  different  stories  of  a  building, 
where  it  connects  with  jet-pipes  secured  to  the  ceiling.  A  valve  located 
in  the  supply-pipe  is  normally  closed,  preventing  the  passage  of  water 
to  the  jet-pipes.  This  valve  is  provided  with  a  weighted  lever,  which, 
falling  downward,  opens  the  valve ;  but  the  lever  is  prevented  from  fall- 
ing by  a  combustible  cord  which  sustaius  it  and  extends  to  and  along 
the  ceilings  where  the  jet-pipes  are  located.    The  burning  of  the  cord. 
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which  occurs  upon  the  breaking  oat  of  a  fire,  releases  the  lever,  the 
valve  opens,  and  the  Water  is  discharged  through  thfe  jet-pipes  upon 
the  fire.    This  was  a  dry  pipe  system.    The  jets  were  always  open. 

Newton's  patent,  No.  171,306,  dated  December,  21,  1873,  provided 
for  a  valve  or  stop-cock  in  each  branch  or  distributing  pipe,  and  oper- 
ated by  the  melting  of  an  easily -fusing  solder,  and  each  sprinkler,  is 
provided  with  a  suitable  check- valve  kept  closed,  except  in  case  of  fire, 
by  a  fusible  solder. 

Reservoirs  or  tanks  charged  with  chemical  compounds  for  extinguish- 
ing fires  were  known  before  the  date  of  complainants'  invention.  They 
are  shown  in  the  Manning  patent  of  October  17, 1871;  the  Maxim  pat- 
ent of  July  22, 1873,  in  which  the  reservoir  connects  directly  with  the 
jet-pipe  system  in  the  building.  They  are  also  shown  in  other  forms  of 
apparatus  of  dates  prior  to  the  complainants9  invention  for  extinguish- 
ing fires;  but  as  the  complainants  make  no  claim  to  the  reservoir,  but 
only  to  the  combination  of  the  valve  and  attachment  with  a  fusibly- 
jointed  releasing  wire,  they  need  not  be  considered.  The  combination 
claimed  is  not  anticipated. 

In  automatic  fire-extiuguishers  an  essential  requisite  is  prompt  action 
at  the  incipiency  of  the  fire  when  alpne  they  are  effective,  and  it  is  highly 
important  also  to  confine  the  discharge  of  the  extinguishing-fluid  to  the 
locality  of  the  fire,  and  thus  limit  damage  by  water.  In  testing  the  va- 
lidity of  the  complainants'  patents  we  must  keep  these  points  in  view. 

tf  lie  \>est  automatic  fire  extinguisher  prior  to  complainants9  was  Par- 
maWs,  known  as  the  "Parmalee  Water  Joint  Automatic  Distributer.11 
It  consisted  of  a  perforated  nozzle  or  distributer,  over  which  an  unper- 
forated  cap  was  soldered  by  a  fusible  metal.  This  was  a  wet-pipe  sys- 
tem, and  the  soldered  joint  was  in  contact  with  the  prater  in  the  pipes, 
which  retarded  the  melting  of  the  fusible  metal.  The  complainant 
Barnes  then  made  his  first  invention,  for  which  Letters  Patent  No. 
212,340  were  granted  him  February  18, 1879.  The  device  for  sustain- 
ing the  lever  controlling  the  supply-valve  differed  from  that  patented 
June  24, 1879,  No.  21G,821,  which  is  the  first  of  the  two  patents  on  which 
this  suit  is  brought,  in  that  the  fusible  connection  of  the  sustaining- 
wire  were  made  by  passing  the  eqds  of  the  wiie  through  holes  in  a  con- 
necting-piece of  fusible  metal,  and  making  a  loop,  or  by  soldering  them 
with  fusible  metal,  the  connection  to  be  made  iu  either  case  at  a  point 
removed  fioin  the  rose- heads  and  where  the  action  of  the  heat  upon  the 
fusible  metal  would  not  be  retarded.  The  stem  of  the  valve  of  the  rose- 
head  sprinkler  is  screw-threaded  and  tapped  through  a  cap  secured  to 
flanges  upon  the  neck  of  the  rose-head  by  fusible  solder.  The  neck  has 
a  space  bet  wen  its  shell  and  the  valve-stem,  and  perforations  which 
allow  the  heated  air  to  enter  so  as  to  rapidly  fuse  the  solder-joint  and 
release  the  valves.  At  the  same  time  the  heated  air  fuses  a  joint  of  the 
wire,  and  the  discharge  of  water  upon  the  fire  takes  place  in  less  than 
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half  the  time  required  to  set  any  previous  automatic  fire-extinguisher 
in  operation.  The  complainants'  improvement  was  properly  recognized 
as  a  patentable  invention,  as  were  the  improvements  subsequently  pat- 
ented and  in  suit.  It  is  true  that  most,  if  not  all,  of  the  constituent  parts 
were  old;  bnt  the  combinations  claimed  are  netf,  and  they  are  precisely 
the  combinations  requisite  to  greatest  sensitiveness  to  heat  and  the 
speediest  operation  of  the  apparatus  at  a  time  when  every  moment's 
delay  involves  damage  and  possible  danger. 

The  next,  inquiry  is,  does  the  defendant  infringe  f  And,  first,  as  to 
the  supply- valve  in  the  reservoir  or  tank  of  his  apparatus.  His  valve, 
as  has  been  stated,  is  an  ordinary  check- valvq  opening  inward,  or  to- 
ward the  reservoir.  It  has  no  lever  with  wire  attached,  as  has  the  com- 
plainants'. It  is  acted  upon  solely  by  pressure  from  within  or  without. 
If  the  excess  of  pressure  be  from  within,  as  is  the  case  when  his  reser- 
voir is  charged  and  the  sprinklers  of  his  distributing-pipes  are  closed, 
the  valve  is  closed  and  remains  closed  until  the  pressure  is  so  dimin- 
ished as  to  be  less  than  that  from  without,  and  then  it  oi>ens.  This  does 
not  occur  at  the  beginning  of  the  operation  of  his  apparatus  upon  the 
occasion  of  a  fire,  for  the  pressure  from  the  reservoir,  by  reason  of  the 
gas  generated,  exceeds  that  from  without  until  the  contents  of  the  res- 
ervoir are  almost  exhausted,  and  the  fire  may  be  entirely  quenched 
without  the  use  of  any  water  from  the  main.  This  differs  widely  from 
the  operation  of  the  complainants'  valve,  which  is  thrown  open  mechan 
ically  by  the  falling  of  the  lever  upon  the  parting  of  the  fusible  con- 
nection of  the  wire  at  the  location  of  the  fire,  and  at  once  admits  the 
water  from  the  main.  Let  us  look  at  it  in  another  view.  Suppose  the 
complainants'  reservoir  to  be  charged,  as  is  the  defendant's,  with  a  fire- 
extinguishing  fluid.  The  pressure  fills  his  distributing-pipes  with  the 
fluid,  and  his  is  then  no  longer  a  dry-pipe  system.  A  fire  breaks  out. 
His  fusible- wire  connections  are  severed  by  the  heat ;  his  supply- valve 
is  thereby  thrown  open,  and  at  the  same  time  the  valves  of  his  sprink- 
lers are  released  and  his  apparatus  is  in  full  play.  What  effect  will  the 
pressure  from  his  reservoir,  acting  through  the  open  supply-valve  in 
the  direction  opposite  to  that  of  the  fire,  have  upon  the  water  in  the 
pipe  leading  from  the  main  f  Until  the  pressure  is  reduced  below  that 
from  the  main,  it  must  drive  that  water  back.  In  other  words,  the 
complainants'  apparatus  under  such  conditions  would  operate  in  both 
directions — toward  the  fire  and  away  from  the  fire.  It  would  be  like  a 
gun  firing  from  the  muzzle  and  kicking  at  the  breech.  It  is  true  the 
complainant  might  pnt  in  a  check- valve,  which  is  common  property; 
bnt  that  is  not  suggested  in  the  patents,  or  either  of  them,  and  if  he 
did  so,  then  under  the  conditions  stated  his  supply- valve,  with  its  levers 
and  wire  attachments,  would  be  unnecessary  and  better  be  discarded. 
But  be  can  not  operate  his  apparatus  as  a  dry-pipe  system  with  a  check- 
valve  only,  for  there  would  be  no  pressure  from  within.  It  is  clear, 
then,  that  there  is  no  infringement  by  the  defendant  of  the  second 
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claim  of  complainants'  Patent  No.  215,821,  nor  the  third  claim  of  com- 
plainants' Patent  No.  233,393. 

This  brings  ns  to  consider  whether  the  defendant  infringes  the  first 
chum  of  complainants  Patent  No.  216,821,  and  the  fourth,  fifth,  and 
six  claims  of  complainants'  Patent  No.  233,393. 

The  valve  of  defendant's  sprinkler  or  distribnter  is,  first,  a  robber 
sphere  of  about  twice  the  diameter  of  the  nozzle  or  ajutage  of  the  dis- 
tri  bo  ting  pipe.  This  sphere  is  held  firmly  against  the  month  of  the 
nozzle  (as  the  defendant  states  in  the  specifications  of  his  Patent  No. 
318,506,  dated  May  26, 1885)  by  the  following  instrumentalities:  That 
part  of  the  valve  or  sphere  remote  from  the  ajutage  occupies  a  hemi- 
spherical cell  which  is  in  turn  inclosed  in  a  cup-formed  guard.  It  is  plain 
that  so  far  we  have  in  effect  the  lower  end  of  the  first  section  of  the 
vr  re-stem  of  complainants'  Patent  No.  233,393,  the  hemispherical  cell, 
and  the  inclosing- guard  answering,  under  the  doctrine  of  equivalents,  in 
every  essential  particular  to  the  section  of  the  complainants'  valve  with 
the  end  bored  out  With  the  rubber  sphere  in  place  we  have  the  first 
section  of  complainants'  valve-stem  complete,  but  inverted,  which  is  a 
mere  change  of  position  not  in  the  least  affecting  the  result.  But  to 
return  to  the  description.  This  guard,  with  its  inclosed  shell  and  valve 
(or  sphere),  is  confined  in  a  cage  composed  of  a  pan-shaped  deflector 
and  the  ajatage,  and  within  them  the  valve,  when  at  liberty,  freely 
slides.  A  staple-formed  projection  is  stamped  out  from  the  under  side 
of  the  deflector.  This  receives  an  arm  projecting  radially  from  the  de- 
flector, as  shown  in  the  models  and  in  drawings  of  the  patent  Another 
portion  of  the  deflector,  diametrically  remote  from  (to  use  the  phrase  of 
the  specification)  the  point  where  the  staple  projection  was  stamped,  a 
lip-formed  projection  is  stamped  also  downward  and  projecting  perpen- 
dicularly from  the  deflector.  Through  the  opening  created  by  this 
stamping  is  introduced  the  short  arm  of  a  lever  bent  into  a  hook  form, 
its  arms  forming  an  acute  angle.  When  the  longer  arm  of  this  lever  is 
drawn  up  close  to  the  arm  above  referred  to  as  projecting  radially  from 
the  deflector,  the  two  extending  the  same  distance  beyond  the  edge  of 
the  deflector,  the  short  arm  of  this  bent  lever  presses  up  against  and  at 
or  near  the  center  of  the  bottom  of  the  outside  of  the  guard  containing 
the  hemispherical  cup  and  the  valve,  and  so  as  to  hold  the  valve  close 
against  the  mouth  of  the  ajutage  and  to  close  the  same.  Here  we  have 
the  second  and  remaining  section  of  the  stem  of  complainants'  valve, 
and  there  is  before  us  an  illustration  of  that  ingenuity  in  evasion  which 
is  not  invention  and  does  not  avoid  infringement  The  outer  ends  of 
the  lever  and  the  radial  arm  are  held  together  by  a  tube,  ring,  or  band 
of  fusible  alloy,  and  here  we  have  almost  exactly  the  device  by  which 
the  complainants  connect  their  wires  controlling  the  supply- valve,  and 
we  have  also  the  equivalent  of  the  complainants'  device  for  retaining 
in  position  the  valves  of  their  distributers.  The  equidistant  bars, 
which  connect  the  deflector  to  the  ajutage,  aud  within  which  thg 
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guarded  valve,  when  at  liberty,  freely  slides,  are  provided  with  screw- 
threads  upon  their  points  of  eugagetneut  with  the  top  piece,  and  can 
be  used  to  adjust  the  seating  of  the  valve  and  prevent  leakage.  This 
device  is  the  equivaleut  of  the  screw  •  •  •  which  is  tapped,  the 
lever  arm  of  the  complainants'  distributer  iu  their  Patent  No.  233,393. 
The  defendant  substitutes  for  the  perforated  rose-head  distributer 
described  in  complainants' patents  the  circular  deflector  already  referred 
to.  When  the  valve  is  open,  the  water- 
striking  the  valve,  the  edge  of  the  guard,  the  deflector,  and  the  cage-ban,  is  scat- 
tered or  projected  in  a  spray  in  every  direction— upward,  downward,  and  sidewise— 
so  as  to  reach  every  object  within  the  range  of  its  delivery 

This  description,  quoted  from  the  specification  of  the  defendant's  pat- 
ent, accurately  describes  also  what  is  accomplished  by  complaiuauts' 
rose-bead  distributer,  in  which  the  water  from  the  distributing-pipe, 
stxiking  the  bottom,  is  scattered  or  projected  through  the  perforations 
in  a  spray — 

iu  every  direction—  up  ward,  downward,  and  sidewise— so  as  to  reach  ovcry  object 
within  the  range  of  its  delivery. 

The  defendant's  device  is  therefore  the  equivaleut  of  the  complain- 
ants'. The  deflector  was  known  before  the  date  of  complainants'  in- 
vention. It  is  shown  in  the  Alderson  and  Lotlbus  Pateut  No,  225,092, 
of  March  2, 1880. 

The  conclusion  of  the  court  is  that  the  defendant  infringes  the  fourth, 
filth,  and  sixth  claims  of  coinplaiuants'  Patent  No.  233,393,  of  October 
J9, 1880,  but  does  not  infringe  the  first  claim  of  complainant's  Patent 
No.  216,321,  of  .June  24, 1879,  and  a  decree  for  an  injunction  and  ac- 
count will  lie  entered  accordingly. 


[United  States  Circuit  Court- District  of  Masssehasstts.] 

Gray  v  Bangs  et  al. 

Derided  Jume  10,  1887. 
40  O.  G.,  812. 

1.  Gray— Sewing-Machines— Claim  Limited. 

The  claim  of  Gray's  Patent  No.  24,022,  dated  May  17, 1859,  and  extended  for 
Hf-.ven  years,  limited  in  view  of  the  state  of  the  art  to  details  of  the  construction, 
ftiiliatantiully  as  described  in  the  specification. 

2.  Claim— When  not  Infringed. 

Wltcu  defendants'  machine  did  not  hare  elements  which  con  Id  be  saecessfnlly 
employed  iu  the  combination  claimed  in  the  patent,  there  was  no  infringement. 

Mr.  Thomas  William  Clarke  and  Mr.  Qeorge  Clarendon  Hodges  for  the 
oooiplaiuaut. 
Mr.  Causten  Browne  and  Mr.  Alex  P.  Browne  for  the  defendants. 
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Colt,  J. : 

The  defendant*  are  charged  with  infringement  of  the  first  cjaim  of 
Letters  Patent  No.  24,022,  grunted  May  17,  I860,  and  extended  seven 
years  from  M*\y  17, 1873,  to  Joshua  Gray,  for  Improvements  in  sewine- 
machines.    The  specification  says : 

My  invention  in  npon  that  class  of  sewing-machines  which  form  a  double-looped 
stitch  with  two  thread**,  und  in  rietiignod  to  attain  precision  and  certainty  of  action 
with  the  greatest  simplicity  of  mechanism,  and  con  Hints  in  certain  details  of  construc- 
tion, which  will  be  now  fully  act  forth  and  described. 

These  details  of  construction  covered  by  the  first  claim  relate  to  an 
improved  feeding  mechanism.  The  feed  of  a  sewing-machine  should 
have  four  movements — upward  when  engaging  the  cloth,  forward  when 
feeding,  downward  when  disengaging,  and  backward  to  the  point  of 
beginning.  The  patent  describes  a  long  reciprocating  bur  actuated  by 
a  rock-shaft  The  bar  extends  from  the  driving  end  of  the  machine 
and  engages  the  feed-bar,  which  is  transverse  to  it.  The  reciprocating 
bar  has  three  inclines— two  on  the  opposite  edges  of  the.  bar  and  one 
on  its  upper  face.  The  feed-bar  has  two  stops— one  adjustable  and  the 
other  fixed.  The  adjustable  stop  regulates  the  lengtb  of  the  stitches 
by  regulating  the  movement  of  the  feed-bar.  The  longitudinal  roptions 
of  the  feed-bar  are  given  by  the  two  inclines  on  the  sides  of  the  recipro- 
cating bar  acting  in  connection  with  the  stops  on  the  feed-bar.  The 
upward  movement  of  the  feed  is  caused  by  the  incline  ou  the  face  of  the 
reciprocating  bar  acting  with  the  feed  bar.  The  feed-bar  is  moved  up- 
ward against  the  pressure  of  a  spring,  which  forces  the  feed  downward 
after  the  upward  movement  has  ceased.    The  claim  is  As  follows: 

The  combination  of  the  reciprocating  bar  G  with  its  side  inclines  10  and  11  and  np- 
per  incline,  <c,  with  feed-bar  N,  stop  v,  and  adjustable  stop  t,  arranged  and  operating 
as  herein  described,  for  the  purpose  set  forth. 

The  elements  of  this  combination  are  (1)  the  reciprocating  bar  O, 
constructed  with  two  side  inclines  and  an  upper  incline,  (2)  the  feed-bar 
X,  arranged  crosswise  of  one  end  of  the  reciprocating  bar,  (3)  the  fixed 
stop  v  on  the  feed-bar,  and  (4)  the  adjustable  stop  t  on  the  feed- bar,  the 
whole  "  arranged  and  operating  as  herein  described." 

In  view  of  the  previous  state  of  the  art,  it  is  clear  that  Gray's  inven. 
tion  was  not  a  broad  one,  but,  as  he  states  iu  his  specifics tionn,  it  was 
for  improvements  in  details  of  construction.  In  defendant's  machine 
two  cams  are  arranged  one  above  the  other  on  a  vertical  rotating  Hhaft 
The  cams  are  so  arranged  that  one  moves  a  bar  or  rod  back  and  forth 
and  the  other  from  side  to  side.  At  the  end  of  the  rod  is  the  feed  bar, 
which  closely  embraces  the  rod  between  two  fixed  jaws.  The  rod  has 
a&  adjustable  fulcrum  about  midway  between  the  driving  end  of  the 
machine  and  the  feed-bar.  Bearing  in  mind  the  scope  of  the  Oray  in- 
vention in  view  of  the  prior  state  of  the  art,  I  am  satisfied  upon  a  com- 
parison of  the  two  machines  that  the  defendants'  machine  does  not  con- 
tain either  the  reciprocating  bar  or  the  adjustable  stop  of  the  Gray 
patent.    The  bars  do  not  have  the  same  motions  or  operation.    Both 
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bars  may  be  said  to  have  a  reciprocating  motion  in  the  direction  of  their 
length;  bat  the. lateral  'motion  of  the  two  is  quite  different  The  de- 
fendants' bar  is  really  a  lever  which  is  vibrated  about  a  center,  its  vi- 
brating or  rocking  movement  being  compelled  by  one  cam  and  its  reci- 
procating movement  by  another.  Owing  to  the  action  of  the  inclines 
on  the  plaintiff's  bar,  the  lateral  movement  of  the  feed  takes  place  with 
the  reciprocating  movement  of  the  bar.  This  is  not  true  in  defendants' 
machine,  whose  vibratory  motion  is  distinct  and  separate  from  the  re- 
ciprocating. It  seems  to  me  that  to  pnt  the  Gray  inclines  on  the  de- 
fendants' bar  would  render  the  machine  practically  useless.  It  is  said 
that  in  defendants'  machine  two  cams  are  merely  substituted  for  two 
inclines  or  wedges,  and  that  a  wedge  and  a  cam  are  plainly  equivalent, 
and  have  been  so  called  by  the  Supreme  Court  in  Burr  v.  Duryee  (1 
Wall.,  631,  573).  Whatever  may  be  true  where  a  cam  is  merely  sub- 
stituted for  a  wedge  in  a  machine,  in  this  case,  considering  their  differ- 
ent mode  of  operation,  I  can  not  regard  the  two  cams  in  connection  with 
the  rod,  as  arranged  in  defendant*'  machine,  the  mere  equivalent  of  the 
rod  and  two  inclines  of  the  Gray  patent 

Again,  the  adjustable  stop  t  is  made  an  element  of  the  second  claim 
of  the  Gray  patent  In  defendants'  machine  there  is  an  adjustable  ful- 
crum, upon  which  the  rod  oscillates,  and  by  this  means  the  lateral  move- 
ment of  the  end  of  the  rod,  which  is  engaged  with  the  feed- bar,  is  regu- 
lated without  permitting  any  play  or  lost  motion  between  any  part  of 
the  rod  and  the  feed-bar.  The  two  jaws  of  the  feed-bar  in  defendants' 
machine  fit  the  vibrating  rod  closely,  and  neither  of  them  is  adjustable. 
I  do  not  think  the  adjustable  stop,  or  the  stops  of  the  Gray  machine, 
or  what  fairly  may  be  considered  their  equivalent,  are  to  be  found  in 
the  defendants'  device. 

In  my  opinion,  no  infringement  has  been  shown,  and  the  bill  should 
be  dismissed.    Bill  dismissed. 


fUaitod  States  Circuit  Court— District  of  New  Jeraey.  ] 

The  Bate  Refrigerating  Company  v.  Gellett  et  al. 

Decided  August  9,  1887. 
40  O.  G.,  1029. 

1.  Bate-Process  fob  Preserving  Meat. 

Bate's  United  States  Patent  No.  197,314,  dated  November  20, 1877,  for  processes 
for  preserving  meat,  declared  to  have  expired  nnder  section  4887,  Revised  8tata£ea, 
on  Jannary.9, 1882,  that  being  the  date  of  expiration  of  the  Bate  Canadian  pat- 
ent for  five  years. 

2.  Canadian  Amendatory  Act  of  Mat  25^  1883,  Construed. 

The  Canadian  amendatory  act  of  May  25,  1883,  did  not  affect  the  duration  of 
the  Bate  United  States  patent  at  the  time  of  its  issne  in  1877,  and  no  subsequent 
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3.  Phactice  or  Courts  ik  Rkoabd  to  Decisions  of  other  Judges  in  the  Sams 

Circuit. 

It  would  be  very  unseemly  for  one  Judge  of  a  oireuit  court  to  overrule  another 
judge  of  the  tame  circuit  in  the  same  cause,  particularly  when  the  first  decision 
had  been  adopted  in  other  circuits  and  had  not  been  reversed  by  the  appellate 
court. 

4.  United  States  Patents— Limitation  of  bt  Non-payment  of  Taxes  on  Fob* 

eign  Patents, 

A  patent  of  the  United  States  does  not  terminate  at  the  date  when  an  earlier 
English  patent  of  the  same  inventor  for  the  same  invention  becomes  void  by  the 
non-payment  of  taxes. 
6.  Practice— ^rounds  for  Refusing  to  Reopen  Decree. 

It  Is  not  sufficient  ground  for  reopening  a  decree  on  petition  of  oodefendants 
that  they  were  only  nomiual  defendants,  were  ignorant  of  the  patent  in  suit,  and 
were  misuamed  in  the  bill,  it  appearing  that  they  bad  answered  without  objec- 
tion and  the  law  imputing  knowledge  of  patents  es  publio  records. 
6.  Same— Reasonable  Diligence— What  is  not. 

Due  diligence  in  making  the  motion  is  required  of  a  party  who  seeks  to  correct 
or  amend  a  decree,  and  a  lapse  of  more  than  four  years  is  not  reasonable  diligenoe. 

Oh  Petition  to  dissolve  injunction,  etc. 

raEflaavmo  meat 

Mr.  John  R.  Bennett  for  the  motion. 

Mr.  Clarence  A.  Seward,  Mr.  John  Lowell,  and  Mr.  William  M.  EvarU, 
contra. 

Bradley,  J.  : 

This  case,  having  undergone  some  vicissitudes,  requires  to  be  briefly 
rehearsed. 

On  the  20th  day  of  November,  1877,  letters  patent  of  the  United 
States  (No.  197,314),  for  the  term  of  seventeen  years,  were  granted  and 
issued  to  John  J.  Bate,  of  Brooklyn,  in  the  State  of  New  York,  for  au 
improvement  in  processes  for  preserving  meat  during  transportation 
and  storage  by  enveloping  the  same  in  a  covering  of  fibrous  or  woven 
material  and  subjecting  it. to  a  continuous  current  of  cold  air,  which 
patent  was  assigned  to  the  complainant,  The  Bate  Refrigerating  Com- 
pany. On  the  5th  day  of  February,  1878,  the  bill  was  filed  in  the  pres- 
ent case,  alleging  infringement  of  the  patent  by  tbe  defendants,  and 
praying  for  an  injunction  and  account  of  profits.  Answers  were  filed 
and  put  at  issue  and  proofs  taken.  On  the  14th  day  of  November,  1881, 
an  interlocutory  decree  was  made  in  favor  of  the  complainant,  adjudg- 
ing that  the  patent  was  good  and  valid;  that  the  defendants  had  in- 
fringed it;  that  the  complainant  recover  profits  and  damages  with  refer- 
ence to  a  master  for  an  account,  and  that  a  perpetual  injunction  be 
issued  against  the  defendants,  their  officers,  and  agents.  Subse- 
quently—in May,  1882— tbe  defendants  filed  a  petition  praying  for  a 
dissolution  of  the  injunction,  alleging  that  they  had  recently  discov- 
ered that  prior  to  the  issue  of  the  complainant's  patent  on  which  the 
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ent  of  tbe  Dominion  of  Canada  were  granted  to  the  said  John  J.  Bate 
for  the  same  invention  for  the  term  of  five  years,  with  a  privilege  of  ex- 
tending the  same  for  two  other  terms  of  five  years  each,  and  that  the 
first  term  of  five  years  expired  on  the  9th  day  of  January,  1882.  The 
defendants  contended,  therefore,  that  by  force  of  section  4887  of  the 
Revised  Statutes  of  the  United  States  the  complainant's  patent  should 
have  been  limited  to  expire  at  the  same  time  with  the  Canadian  patent, 
and  had  no  validity  for  a  longer  period.  The  language  of  section  4887 
is  that  "every  patent  granted  for  an  invention  which  has  been  previously 
patented  in  a  foreign  country  shall  be  so  limited  as  to  expire  at  the  same 
time  with  the  foreign  patent9 

Tbe  complainant  opposed  tbe  motion  on  three  grounds :  First,  that 
the  foreign  patents  referred  to  in  the  section  are  only  such  as  have  been 
granted  prior  to  the  application  for  the  domestic  patent,  and  not  such 
as  are  granted  between  the  application  for  and  the  date  of  issuing  the 
patent ;  and  as  in  the  present  case  the  application  for  the  domestic 
patent  was  filed  December  1, 1876,  the  Oanadian  patent  could  not  affect 
it.  Second,  that  although  the  Canadian  patent  was  dated  the  9th  day 
of  January,  1877,  it  was  not  delivered  out  to  tbe  patentee  until  the  18th 
of  June,  1878,  because  no  model  was  filed  until  then,  as  required  by  law 
and  by  the  Patent  Office.  Third,  that  the  extension  of  the  Canadian 
patent,  under  the  privilege  given  by  the  Canadian  law,  operated  to 
make  it  a  patent  for  fifteen  years  instead  of  five  years. 

Judge  Nixon,  who  heard  the  motion,  decided  that  neither  of  these 
grounds  was  sufficient  to  prevent  the  application  of  section  4887  to  tbe 
domestic  patent  He  held  that  this  section,  different  from  the  acts  of 
1836  and  1839,  refers  to  foreign  patents  granted  previously  to  the  date 
of  the  American  patent,  and  not  merely  to  those  granted  previously  to 
the  filing  of  the  application  therefor.  On  the  second  point  he  was 
equally  decided  that  the  invention  was  "  patented "  in  Canada  when 
the  patent  was  signed  and  issued  as  a  patent,  ready  for  delivery.  The 
delay  of  delivering  it  out  to  the  patentee  was  entirely  caused  by  his  neg- 
lect to  file  a  model,  which  he  had  the  power  to  do  at  any  time.  The 
third  point  was  also  decided  by  Judge  Nixon  adversely  to  the  complain* 
ant.  He  held  that  as  the  patentee  chose  to  take  out  his  patent  for  five 
years  only,  relying  on  his  privilege  of  extending  it  further  if  he  should 
wish  to  do  so,  it  necessarily  resulted  that,  when  thus  taken  out,  it  wjis 
a  patent  for  fire  years  only.  As  this  was  its  status  when  the  Ameri 
can  patent  was  issued,  the  latter  was  limited  to  the  same  term. 

The  opinion  of  Judge  Nixon  is  reported  in  13  Federal  Reporter,  553- 
Entertaining  the  views  therein  expressed,  he  dissolved  the  iqjuuotion 
by  an  order  dated  September  29, 1882. 

Thereupon  the  complainant  changed  for  a  time  the  scene  of  opera- 
tions to  Canada.  First  was  procured,  on  the  25th  of  May,  1833,  an 
amendment  of  the  patent  law,  by  which  it  was  declared  that  the  term 
of  every  patent  should  be  fifteen  years,  with  an  option  of  paying  the 
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fall  fee  or  only  a  part,  and  if  the  unpaid  part  should  not  be  paid  the 
patent  should  then  expire.  It  was  further  declared  that — 
Every  patent  heretofore  issued  by  the  Patent  Office,  in  respect  of  which  the  fee  re- 
quired for  the  whole,  or  for  any  unexpired  portion  of  the  term  of  fifteen  years,  has 
been  duly  paid  according  to  the  provisions  of  the  now  existing  law  in  that  behalf, 
has  been  and  shall  be  deemed  to  have  been  issued  for  the  term  of  fifteen  years,  sub- 
ject, in  case  a  partial  fee  only  has  been  paid,  to  cease  on  the  same  conditions  ou  which 
patents  hereafter  issued  are  to  cease  under  the  operation  of  this  section. 

In  addition  to  this  legislation,  the  complainant,  through  its  agents, 
procured  the  institution  of  proceedings,  by  scire  facias,  in  the  superior 
court  for  Lower  Canada,  in  the  name  of  the  attorney-general  of  the 
Dominion,  to  have  the  Canadian  patent  vacated  and  declared  void  ab 
initio  for  want  of  a  model  filed  in  the  Patent  Office  before  the  granting 
of  the  patent  A  decree  to  this  effect  was  actually  made  by  the  court 
on  the  Oth  day  of  July,  1883. '  Thus  the  complainant  now  bad  the  ben- 
efit of  a  statute  which  declared  that  the  Canadian  patent  was  issued 
for  a  term  of  fifteen  years  and  of  a  judicial  decision  which  declared 
that  it  had  never  existed  at  all.  Armed  with  these  documents,  the 
complainant  applied  to  this  court  to  vacate  the  order  dissolving  the 
injunction  and  to  have  the  injunction  reinstated.  Judge  Nixon,  before 
whom  this  motion  also  came,  felt  compelled  to  grant  it,  inasmuch  as 
the  Canadian  patent,  which  was  the  ground  of  his  previous  decision, 
was  now  judicially  declared  to  Jiave  never  had  an  existence.  No  effect 
appears  to  have  been  given  to  the  amendatory  act  of  May  25,  1883. 
An  order  was  made  on  the  25th  of  March,  1884,  vacating  the  previous 
order  dissolving  the  injunction  and  reinstating  the  origiual  order  grant- 
ing the  injunction. 

The  defendants  now  followed  the  example  of  the  complainant  and  re- 
moved the  conflict  to  Canada.  According  to  the  course  and  practice  of 
the  courts  in  that  country,  which  are  modeled  very  much  upon  the  civil 
law,  they  applied  for  leave  to  litigate  the  proceedings  on  scire  facias  as 
third  opponents — that  is,  as  third  persons  having  an  interest  affected 
by  the  judgment.  The  complainant  and  the  other  parties  were  notified 
of  the  application  and  opposed  it;  but  the  court  granted  it,  and  al- 
lowed the  defendants  to  interplead.  They  did  so,  and  set  up  collusion 
between  the  principal  parties  in  procuring  the  judgment  which  had 
been  given,  and  contended  that  the  Canadian  patent  was  valid.  The 
court  sustained  this  defense,  and  declared  that  the  former  judgment  had 
beep  arrived  at  through  the  fraud  to  the  law  and  collusion  of  the  said 
John  Jones  Bate,  Bate  Refrigerating  Company,  and  Benjamin  Holman 
deceiving  the  attorney-general,  the  advocates,  and  the  court,  employ- 
ing and  paying  counsel  on  both  sides,  as  well  as  seemingly  against 
themselves  as  on  tbeir  apparent  behalf,  and — 

that  the  deposit  of  a  modol  of  the  invention  to  be  patented  is  not,  according  to  onr  law, 
»  matter  essential  to  the  granting  of  the  patent,  but  can  be  dispensed  with  at  the  dis- 
cretion of  the  Commissioner  of  Patents ;  that  the  facts  as  they  have  occurred  in  this 
case— that  is,  preparing,  drafting,  and  registering  the  patent  before  the  model  was 
deposited— would  in  themselves  constitute  a  dispensation  of  model,  etc.: 
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and  the  court  decreed  that  the  patent  of  January  9, 1877,  was  legally 
issued  and  had  been  legally  rcuewed,  and  far  from  being  null  ab  initio, 
had  never  ceased  to  be  in  full  force  and  effect  through  the  renewal  of 
December  12, 1881,  aud  as  declared  by  the  statute  of  1883,  aud  that  the 
former  judgment  was  null  and  void  aud  of  no  effect  to  all  legal  iutents 
and  purposes,  ami  especially  as  regards  the  said  third  opponents;  aud 
the  court  dismissed  the  suit  on  scire  facias.  This  decree  was  pronounced 
on  the  30th  day  of  June,  1886. 

The  defendants  on  the  faith  of  this  decree  now  come  before  the  court 
and  ask  that  the  order  dissolving  the  injunction  may  be  reinstated,  and 
that  the  last  order  vacating  it  may  itself  be  vacated. 

It  is  clear  that,  on  the  view  of  the  law  and  of  the  case  taken  by  Judge 
Nixon  in  his  previous  rulings  aud  decrees,  the  application  of  the  defend- 
ants should  be  grauted.  As  soon  as  the  existence  of  the  Canadian  pat- 
ent was  judicially  made  known  to  him,  he  decided  that  the  American 
patent  terminated  at  the  end  of  the  live  years9  term  of  the  Canadian  pat- 
ent—namely, on  the  9th  day  of  January,  1882— and  he  forthwith  dis- 
solved the  injunction  which  had  been  ordered  by  the  decree  of  September, 
1881,  and  he  only  vacated  that  order  of  dissolution  upon  the  exhibition 
of  the  decree  made  by  the  Superior  Court  of  Lower  Cauada,  July  9, 
1883,  declaring  the  Canada  patent  void  ab  initio.  As  that  decree  is  now, 
by  another  decree  of  the  same  court,  shown  to  have  been  collusive  and 
to  have  been  obtained  by  fraud,  and  has  been  vacated,  and  as  the  said 
court  has  adjudged  the  patent  to  have  been  valid,  it  should  follow,  of 
course,  upon  Judge  Nixon's  view  of  the  case,  that  the  dissolution  of  the 
injunction  should  be  restored. 

But  I  am  very  urgently  pressed  in  the  argument  of  the  able  counsel 
for  the  complainant  to  revise  the  rulings  of  Judge  Nixon  and  to  take 
up  the  case  ab  integro,  both  as  to  the  construction  of  section  4887  of  the 
Revised  Statutes  of  the  United  States  in  reference  to  the  time  when  a 
foreign  patent  must  have  been  granted  in  order  to  affect  the  term  of  an 
American  patent,  and  as  to  the  time  wbeu  the  Canadian  patetit  took 
effect  so  as  to  have  any  operation  under  our  law ;  and,  finally,  as  to  the 
term  of  the  Canadian  patent,  whether  it  was  for  five  years  or  fifteen 
years,  especially  in  view  of  the  ameudatory  act  of  May  25, 1883. 

I  may  say,  at  once,  that  I  attach  no  importance  to  the  last-mentioned 
act  The  American  patent  received  its  operative  force  aud  eftVcton  the 
day  it  was  issued,  and  no  subsequent  legislation  in  Canada  or  elsewhere 
could  change  it,  whatever  might  be  the  effect  of  such  legislation  where 
made.  The  force  aud  effect  of  the  American  patent  could  only  be  af- 
fected by  the  Canadian  patetit  as  the  latter  stood  when  granted,  and 
not  as  it  was  afterward  modified  by  legislation.  I  may  also  say  that  I 
entirely  agree  with  Judge  Nixon  in  his  view  of  the  Canadian  patent — 
that  it  took  effect  at  it*  date,  January  9,  1877.  and  not  at  the  time  of 
filing  the  model  in  1878.  It  was  granted  on  the  9th  of  January, 
1877,  after  which  time  the  patentee  could  take  it  out  of  the  Office  when* 
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ever  he  chose  to  file  the  model.  The  term  of  the  patent  commenced  to 
ran  at  its  date,  and  I  agree  with  Judge  Nixon  that  the  term  was  for 
only  live  years,  which  expired  in  January,  1882,  notwithstanding  the 
privilege  which  the  patentee  had  of  continuing  it  for  a  longer  period. 

With  regard  to  the  construction  of  oar  own  statute,  section  4887  of 
the  Bevised  Statutes,  if  the  question  were  an  open  one  I  might  have 
some  hesitation  j  but  as  it  is  at  least  a  question  of  considerable  doubt, 
I  feel  constrained,  sitting  at  the  circuit,  to  follow  the  lap  of  the  ease  as 
held  by  Judge  Nixon,  especially  as  his  judgment  has  been  followed  in 
other  circuits.  It  is  true  that  the  complainant  does  not  ask  the  reversal 
of  any  order  heretofore  made  on  the  ground  of  its  being  made  on  an  in- 
correct view  of  the  law,  but  asks  that  the  last  order  may  stand,  not- 
withstanding the  occurrence  of  foots  which,  according  to  the  previous 
view  of  the  law,  would  require  its  revocation.  I  do  not  see,  however, 
that  this  makes  much  difference  in  the  position  of  the  court  In  view 
of  the  Canadian  patent,  Judge  Nixon  dissolved  the  injunction*  When 
it  was  put  out  of  view  for  a  time  by  certain  rubbish,  the  injunction  was 
revised.  That  rubbish  has  now  been  cleared  away,  and  the  patent 
comes  again  into  view.  Not  to  dissolve  the  injunction  again  would  be 
to  repudiate  the  former  decision  of  the  court.  In  any  case  a  judge  will 
be  very  reluctant  to  decide  the  law  differently  from  what  it  had  been 
previously  decided  in  the  same  case,  either  by  himself  or  by  another 
judge,  although  it  has  sometimes  been  done,  especially  for  the  purpose 
of  conforming  to  the  decision  of  an  appellate  court;  but  where  no  such 
decision  has  been  made,  and  where  the  question,  to  say  the  least,  is 
quite  a  doubtftd  one,  it  would  be  very  unseemly  for  one  judge  to  over- 
rule the  decisions  of  another  in  the  same  cause.  Therefore,  without  hav- 
ing come  to  any  decided  conclusion  on  the  question  in  hand,  considered 
as  an  original  one,  I  feel  bound  to  follow  the  previous  rulings  of  this 
court,  confirmed,  as  they  are,  by  those  of  other  circuit  courts,  as  safe 
precedents  until  the  law  shall  be  differently  settled  by  the  appellate 
tribunal.  This  of  course  will  require  a  vacation  of  the  order  of  March 
25, 1884,  and  a  reinstatement  of  that  dissolving  the  injunction. 

The  defendants  have  presented  an  additional  petition  praying  for  a 
dissolution  of  the  injunction  and  an  order  to  limit  the  period  of  account- 
ing for  profits  on  the  ground  that  a  previous  English  patent  was 
granted  for  the  same  invention  on  the  29th  of  January,  1877,  for  the 
term  of  fourteen  years,  provided  that  if  the  patentee  should  not  pay  the 
stamp  duty  of  fifty  pounds  within  three  years,  or  of  one  hundred  pounds 
within  seven  years,  the  said  letters  patent  should  cease  and  determine. 
The  petition  alleged  that  the  patentee  failed  to  pay  the  said  stamp  duty 
of  fifty  pounds  within  three  years,  and  that  thereby  the  said  patent  be- 
came void  on  the  29th  of  January,  1880,  and  the  defendants  contend 
that  the  United  States  patent  of  the  complainant  did,  by  operation  of 
law,  cease  and  terminate  at  the  same  time.  I  do  not  think  that  this 
position  is  maintainable.    The  English  patent  was  granted  for  a  term 
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of  fourteen  years,  subject  to  be  defeated  by  the  nou-perforqianoe  of  a 
condition  subsequent  I  do  not  think  that  the  American  patent  became 
subject  to  the  same  condition.  The  term  of  the  English  patent  fixed 
the  term  of  the  American  patent— nothing  more,  nothing  h**w.  The 
subsequent  fate  of  the  English  patent  had  no  effect  upon  the  American. 
The  life  of  each  after  its  inception  proceeded  independently  of  the  life 
of  the  other.  (See  Holmes  Electric  Protective  Co.  v.  Metropolitan  Bur- 
glar Alarm  Co.,  21  Fed.  Bep.,  453;  PaiUard  v.  Bruno,  38  O.  O.,  000.) 

A  third  petition  in  the  case  is  that  of  The  British  and  North  Ameri- 
can Royal  Mail  Steam  Packet  Company,  who  allege  that  they  are  an  un- 
incorporated association  of  individuals  heretofore  doing  business  under 
that  name,  and  that  they  are  the  same  body  of  persons  who  were  made 
defendants  herein  under  the  name  of  the  Ounard  Steamship  Company. 
Ihey  pray  for  an  order  vacating  as  to  them  under  the  latter  name  the 
interlocutory  decree  of  November  14, 1881,  and  for  a  discontinuance  of 
the  suit  as  to  them,  and  that  the  name  of  the  Canard  Steamship  Com- 
pany may  be  stricken  from  the  record  in  all  further  proceedings  in  the 
cause,  and  that  they  may  be  discharged  from  all  further  attendance, 
&c.  The  petitioners  state  as  grounds  for  relief  that  the  other  defend- 
ants, Oillett}  being  exporters  of  fresh  meat,  bad  been  accustomed  to  inake 
shipments  by  the  steamships  of  the  Ounard  line;  but  that  the  petition 
era,  being  merely  .common  carriers,  in  the  habit  of  transporting  what 
ever  merchandise  was  offered  to  their  ships,  received  said  shipments 
without  being  aware  that  the  plaintiffs  or  John  J.  Bate  bad  any  patent 
of  the  kind  set  forth  in  the  bill  of  complaint,  or  that  it  was  claimed  or 
pretended  that  said  shipments  were  made  in  violation  of  any  such  pat- 
ent; that,  although  they  were  made  defendants  under  the  erroneous 
name  of  the  Cunard  Steamship  Company,  and  appeared  and  answered  as 
such,  the  other  defendants  were  the  principal  parties,  whose  acts  were 
charged  as  infringements,  and  the  petitioners,  having  no  sutotantial 
interest  in  the  matter,  and  being  content  to  allow  the  plaiutiffs  and  the 
other  defendants  to  litigate  their  respective  rights,  substantially  with- 
drew from  all  participation  in  the  litigation  after  having  introduced 
testimony  to  show  their  subordinate  position  and  the  fact  that  they 
were  themselves  dear  of  any  infringement;  that  the  interlocutory  de- 
cree against  them  was  granted  by  inadvertence  and  without  any  suffi- 
cient proof  that  the  patented  process  was  used  on  their  ships;  that  it 
has  since  appeared  by  the  evidence  of  Benjamin  W.  Oillett  before  the 
master  that  all  shipments  made  by  the  Qilletts  in  ships  of  the  Cunard 
line  prior  to  the  commencement  of  this  suit  were  made  prior  to  the  pat- 
ent itself,  and  that  none  of  them  were  made  since  that  time. 

In  reference  to  this  petition,  it  is  to  be  observed,  first,  that  the  defend- 
ants, being  sued  as  a  corporation  by  the  uame  of  the  Cunard  Steamship 
Company,  answered  under  that  name,  without  taking  auy  exception  to 
the  manner  In  which  they  were  sued,  and  thereby  admitted  their  name 
and  character  to  be  such  as  the  bill  charged.    Besides,  in  their  petition 
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to  the  Buperior  court  of  Lower  Canada  to  be  admitted  as  third  oppo- 
nents in  tbe  scire  facias  case,  a  copy  of  whicb  petition  appears  in  the 
proceedings,  they  call  themselves  ''The  Canard  Steamship  Company,  a 
body  politic  aud  corporate,  having  its  chief  place  of  business  in  the 
city  of  New  York."  It  is  plain  that  the  decree  can  not  be  opened  on 
this  ground. 

The  allegation  that  the  defendants  were  ignorant  of  the  existence  of 
the  patent  is  of  course  no  defense.  The  patent  was  a  public  record  of 
which  all  persons  were  bound  to  take  notice. 

As  to  the  allegation  that  there  was.no  sufficient  proof  of  their  in* 
fHngement  to  sustain  the  decree  against  the  Cnnard  Company,  it  is  too 
late  for  a  motion  to  open  the  decree  on  that  ground.  Tbe  defendants 
were  served  with  process;  they  appeared;  filed  an  answer;  took  part  in 
the  taking  of  testimony,  and  were  duly  notified  of  the  final  hearing. 
They  have  therefore  not  the  least  ground  for  alleging  surprise,  or  that 
any  advantage  was  taken  of  them.  The  general  principle  in  relation  to 
the  time  allowed  for  making  a  motion  to  correct  or  amend  a  decree  is  that 
the  party  must  exercise  due  diligence  and  make  the  motion  in  reason- 
able time.  (2  Smith's  Chanc  Pr.,  15,  note ;  2  Daniel's  Ch.  Pr.,  3d Amer- 
Ed.,  1040, 1041.)  A  lapse  of  more  than  four  years  is  not  reasonable 
time.    A  much  shorter  period  has  been  held  to  be  unreasonable.    (lb.) 

The  petitioners  may  go  before  the  master  and  show  that  they  are  not 
res]M)iisiblc  for  any  profits  or  damages,  and  may  in  that  way,  perhaps, 
get  off  with  merely  nomiual  damages;  but  it  is  too  late  to  try  the  cause 
over  again  on  tbe  merits  upon  the  issue  that  they  are  not  liable  at  all. 

The  prayer  of  the  last-named  petition  is  denied. 


I  United  6Utas  Cironit  Court-Eastern  District  of  Missouri.  Eastern  Division.] 

ABCHEE  V.  AEND  ST  AL. 

Decided  June  20, 1887. 

40  O.  O..  1032. 

1.  Rrissue  Voii>  Dkcausb  ok  New  Mattkr. 

Reissued  letters  patent  No  7,320,  granted  September  26,  1876,  to  Michael 
Ijeidccker,  declared  void  because  of  being  broadened  to  cover  more  than  the 
original  patent. 

2.  Mechanical  Equivalents— Doctrine  of. 

Where  there  were  a  number  of  devices  similar  to  that  covered  by  the  patent  in 
existence  when  the  patent  was  applied  for,  the  doctrine  of  mechanical  equiva- 
lents shonld  have  a  restricted  operation. 

3.  Dismissing  Bill  Without  Prejudice. 

Where  a  bill  has  been  filed,  pleadings  perfected,  proofs  taken,  and  an  applioa- 
t  ion  made  at  tbe  hearing  to  dismiss  tho  bill  without  prejudice  as  to  one  of  the  de- 
fendants, Held  that  the  application  should  be  denied. 

Meesrs.  Smith  &  Burgett  and  Mr.  Samuel  jST.  Holliday  for  the  com- 
plainant. 
Mr.  George  R.  Knight  and  Mr.  Edward  J.  OBrie*  for  the  defendants. 
pat— 31 
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Thayer,  J.: 

The  bill  in  this  ease  is  dismissed. 

For  the  information  of  counsel,  the  Court  states  the  grounds  of  its  da 
cisibn  briefly  as  follows: 

1.  Complainant's  patent  is  on  a  combination  for  inclining  dentist's 
and  barber's  chairs.  There  are  many  kindred  devices  in  use  for  the  same 
purpose.  The  seven  elements  composing  the  complainant's  combina- 
tion are  all  old.  In  such  cases  the  doctrine  of  mechanical  equivalents 
should  be  given  a  restricted  operation,  so  as  to  confine  the  patentee 
within  reasonable  limits  to  the  particular  combination  covered  by  his 
patent,  and  not  to  interfere  with  the  rights  of  others.  Acting  on  this 
principle,  the  court  finds  that  the  bell-crank  and  axis  of  the  same  used 
by  the  defendants  in  the  construction  of  barber-chairs  is  not  the  equiv- 
alent of  the  "rock-shaft" described  in  complainant's  specification ;  that 
the  spring-bolt  employed  by  the  defendants  is  not  the  equivalent  of  the 
u toggle-arms n  shown  in  complainant's  patent.  The  result  of  the  find- 
ing is  that  defendants  have  not  infringed  complainant's  patent. 

2.  The  courtis  furthermore  of  the  opinion  that  the  reissued  patent 
upon  which  complainant  sues  is  void  because  it  was  issued  more  than 
six  years  after  the  grant  of  the  original  patent,  and  was  evidently  in- 
tended to  broaden  the  original  invention,  and  in  point  of  fact  has  that 
effect.  The  original  letters  patent  contain  but  one  claim,  embracing 
seven  elements  in  combination.  In  the  reissued  patent  that  claim  is 
substantially  reproduced  as  claim  No.  2,  and  two  additional  claims  have 
been  added.  The  additional  claims  found  in  the  reissued  letters  seem 
to  have  been  intended  to  cover  separate  elements  of  the  combination, 
thereby  broadening  the  terms  of  the  original  grant  after  the  lapse  of 
more  than  six  years,  and  bring  the  case  within  the  purview  of  the  follow- 
ing cases,  to  wit:  Miller  v.  Brass  Company  (104  17.  S.,  350);  Matthews 
v.  Machine  Company  (105  U.  S.,  54);  Mahn  v.  Harwood  (112  U.  S.,  354). 

3.  I  also  deny  the  application  to  dismiss  the  bill  without  prejudice  as 
against  the  defendant  Henry  Amd. 


[United  SUtea  Circuit  Court—District  of  Hew  Jersey.] 

The  Ajspinwall  Manufactumng  Company  v.  Gill  bt  al. 

Decided  Jul*  18, 1887. 

40  O.  G.,  1133. 

Teems  of  a  License  not  extended  bt  Hostile  Conduct  of  Licenses. 

In  a  suit  for  infringement,  where  the  defense  was  a  license  to  make  one  hun- 
dred machines,  and  it  appeared  that  the  licensee  had  made  more  than  that  num- 
ber, the  hostile  conduct  of  the  licenser  might  make  him  liable  to  the  licensee  for 
damages,  bat  would  not  extend  the  terms  of  the  license. 

Digitized  by  VjQOQlC 
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2.  Part  Owners  of  Equitable  Interests  Entitled  to  Assignments  of  Legal 

Interests. 

When  the  same  inventor  had  assigned  an  earlier  patent  on  potato-planters, 
together  with  all  improvements  which  he  might  thereafter  make,  certain  inter- 
ests  in  which  patent  became  the  property  of  defendants,  they  thereby  acquired 
equitable  interests  in  subsequent  patented  improvements  of  the  same  inventor  in 
potato-planters  and  a  right  to  a  legal  title  to  the  same. 

3.  Assignment  of  Patent  with  Future  Improvements  Valid  as  to  Improve- 

ments. 

An  assignment  of  a  patent,  with  future  improvements  of  the  same  by  the  same 
inventor,  is  valid  as  to  the  improvements,  as  collateral  or  Incidental  stipulations 
connected  with  the  conveyance  of  the  principal  subject. 

4.  What  are  Improvements  upon  Earlier  Patents  bt  the  Same  Investor. 

One  patented  machine  is  an  improvement  upon  another  when  the  general  con- 
struction and  arrangement  of  parts,  the  principles  of  operation,  and  the  results 
are  substantially  similar  in  both  instances,  although  the  latter  machine  may  be 
much  better  than  the  earlier  one. 

5.  Defense— Equitable  Interest  in  a  Patent. 

The  owner  of  an  equitable  interest  in  a  patent  is  not  answerable  in  a  suit  for 
its  infringement  to  the  owners  of  the  legal  interest  in  the  same  patent. 

On  Bill,  etc.,  in  equity,  on  planter  patents. 

Mr.  Francis  Forbes  for  the  complainant. 

Mr.  James  Buchanan  and  Mr.  F.  C.  Lowthorp,jr.,  for  the  defendants. 

Bradley,  J.: 

The  bill  in  this  case  was  filed  to  restrain  the  infringement  of  two  cer- 
tain patents,  and  to  recover  profits  and  damages  for  the  infringement 
thereof.  The  patents  sued  on  were  granted  to  Lewis  Augustas  Aspin- 
wall for  improvements  in  potato-planters,  one  dated  December  14, 1880, 
and  numbered  235,401,  but  subject  to  the  limitation  prescribed  by  sec- 
tion 4887  of  the  Revised  Statutes  of  the  United  States,  by  reason  of  a 
British -patent  for  the  same  invention,  dated  October  27, 1874,  and  July 
30, 1878.  The  other  patent  sued  on  was  dated  May  8, 1883,  and  num- 
bered 276,994.  By  separate  deeds  of  assignment  bearing  date  Septem- 
ber 19, 1885,  the  said  Aspinwall  assigned  said  patents  and  all  claims 
and  demands  against  any  party  for  infringing  the  same  to  the  complain- 
ant. The  bill  alleges  infringement  by  the  defendants  and  prays  the 
usual  relief. 

The  defendants  set  up  two  grounds  of  defense — a  license  from  Aspin- 
wall and  an  assignment  of  a  part  interest  iu  the  patents  themselves. 

1.  The  license  relied  on  was  pleaded  in  this  wise :  Tbey  allege  that 
about  the  1st  of  January,  1882,  Aspinwall,  after  having  obtained  the 
first  of  the  patents  sued  on  and  made  application  for  the  other,  and  hav- 
ing, as  he  asserted,  obtained  letters  patent  from  the  Governments  of 
Great  Britain  and  of  Germany  for  improvements  in  potato-planters, 
agreed  with  the  defendants  for  the  construction  and  sale  by  them  of  one 
hundred  machines  containing  the  said  improvements,  and  also  one  hun- 
dred machines  known  as  "  potato  diggers."    The  answer  states  that  the 
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object  of  this  agreement  was  to  bring  the  machines  into  notice  and  to 
introduce  them  into  common  use ;  aud  that,  in  pursuance  of  the  agree- 
ment, the  defendants  expended  a  large  amount  of  money  under  the  di- 
rection of  said  Aspinwall,  who,  in  violation  of  his  agreement,  left  the 
works,  of  the  defendants  in  August,  1882,  and  forbade  them  to  make 
any  more  machines.  They  deny  that  they  have  ever  constructed  or 
used  or  sold  any  machines  except  those  constructed  upon  the  express 
order  of  Aspinwall  prior  to  said  agreement,  or  in  pursuance  thereof 
afterward. 

The  evidence  in  the  case  shows  that  such  an  agreement  was  made,  as 
stated  in  the  answer,  and  that  Aspinwall  superintended  the  making  of 
machines  in  the  defendants'  works  at  Trenton  during  the  year  1882  un- 
til some  time  in  August  of  that  year,  when  the  parties  had  a  difficulty, 
which  resulted  in  Aspinwall  leaving  and  forbidding  the  defendants  to 
manufacture  any  more  machines.  I  am  not  satisfied  from  the  evidence 
that  Aspi?wall  was  justified  in  his  conduct.  I  think  the  right  to  com- 
plete the  manufacture  of  one  hundred  machines  remained  in  the  defend- 
ants, and  that  they  can  not  be  called  to  account  in  this  suit  for  com- 
pleting and  disposing  of  the  same.  It  is  also  very  clear  that  Aspin  wall, 
during  the  years  1883, 1884,  and  1885,  endeavored  to  embarrass  the  de- 
fendants in  disposing  of  the  machines  made  by  them  by  announcing 
that  they"  had  no  right  to  manufacture  them,  threatening  suite  against 
purchasers,  etc.  All  this  was  sufficient  to  excuse  the  defendants  in  some 
delay  in  completing  the  one  hundred  machines.  But  the  evidence  is 
very  clear  that  they  had  manufactured  and  disposed  of  the  full  number 
before  this  suit  was  commenced,  and  that -they  had  undertaken  the 
manufacture  of  several  more.  Bennington  Gill  himself  testifies  that 
they  had  made  .and  sold  eighty-five  machines  before  the  commencement 
of  the  suit ;  that  they  had  made  in  all  one  hundred  and  twenty-five,  all 
of  which,  except  about  a  dozen,  were  entirely  completed.  Of  course, 
the  defendants  can  not  pretend  that  their  license  to  build  one  hundred 
machines  gave  them  any  right  to  build  any  more  than  that,  and  it  is 
'dear,'  therefore,  that  in  making  the  remaining,  twenty-five  machines 
they  were  acting  without  authority.  The  defense  of  license  is  good, 
and  has  been  maintained  as  to  the  one  hundred  machines,  but  no  more. 
As  to  the  others  this  defense  fails.  If  Aspinwall  was  guilty  of  miscon- 
duct in  trying  to  embarrass  the  defendants  in  the  disposal  of  their  one 
hundred  machines,  he  may  have  made  himself  liable  to  an  action  for 
damages ;  but  he  did  not  thereby  extend  the  license  beyond  one  hundred 
machines. 

The  other  defense  set  up  in  the  answer  is  part  ownership  of  the  pat- 
ents sued  on,  alleged  to  have  been  acquired  by  the  defendants  by  virtue 
of  certain  assignments.  It  seems  that  in  1869  Aspinwall  obtained  cer- 
tain letters  patent  for  a  potato-planter,  dated  November  30  of  that  year, 
and  numbered  97,339,  which  contained  at  least  some  of  the  elements 
mbraoed  in  the  two  patents  now  sued  onv    On  the  15th  of  January^ 
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1870,  he  assigned  this  patent  to  eleven  persons,  including  himself  as  one, 
by  an  instrument  of  which  the  following  is  a  copy,  to  wit: 

Ixpbovxmuit  in  Potato-Flaktsss,  No.  97,339. 

What  I  claim  as  my  invention,  and  desire  to  secure  by  Letters  Patent,  is— 

1.  A  spear,  or  spears,  provided  with  trips. 

2.  Operating  the  trips,  substantially  as  described. 

3.  The  V-shaped  concave  C,  constructed  and  used  in  the  manner  described. 

4.  Swinging  the  plow  and  covers  from  the  main  frame  substantially  as  described, 
and  for  the  purposes  set  forth. 

L.  AUQS.  ASPINWALL. 

Whereas  L.  Augustus  AspinwaU,  of  Albany,  N.  Y.,  did,  on  the  30th  day  of  Novem- 
ber, 1809,  obtain  letters  patent  for  the  United  States  of  America,  securing  him,  his 
heirs,  administrators,  or  assigns,  for  the  term  of  seventeen  years,  the  sole  right  to 
make,  vend,  and  sell  to  others  to  be  used,  the  said  improvements ;  and  whereas  p.  XL 
Wyckoff,  Stacy  P.  Conover,  Joseph  H.  Holmes,  Joseph  J.  Thompson,  John  I.  Thomp- 
son, Jonathan  Longstreet,  George  Schanck,  Garret  B.  Sohanck,  Daniel  Smock,  David 
Sohenck,  jr.,  and  L.  A.  AspinwaU  are  desirous  of  obtaining  an  interest  in  said  inven* 
Hon,  this  is  therefore  to  certify  that  I,  L.  Augustus  AspinwaU,  do  hereby  set,  sell,  and 
'convey  over  to  said  parties  my  entire  right  and  title  in  said  patent  for  the  following 
territory,  via,  the  United  8tates  of  America,  without  reserve,  for  the  sum  of  twelve 
thousand  dollars,  the  receipt  of  which  is  hereby  acknowledged,  together  with  all  im- 
provements I  may  hereafter  make,  without  further  cost. 

Witness.my  hand  and  seal  the  15th  day  of  January,  1870. 

(Signed)  L.  AUGUSTUS  ASPINWALL.    [L.  s.] 

Witnesses: 

Jonathan1  Longstrsst. 
Georgb  Schanck. 

This  instrument  was  duly  recorded  in  the  Patent  Office  November  3, 
1882. 

On  the  8th  day  of  November,  1882,  four  of  the  parties  named  in  the 
previous  assignment— to  wit,  David  H.  Wyckoff,  Stacy  P.  Conover, 
Joseph  H.  Holmes,  and  Jonathan  Longstreet— assigned  and  transferred 
unto  George  Schanck  (another  of  said  parties),  his  heirs  and  assigns, 
all  their  right,  title,  and  interest  in  the  said  patent  No.  97,339,  conveyed 
by  the  previous  assignment,  and  to  the  assignment  of  the  patent  added 
the  following  words,  to  wit: 

And  we,  the  parties  of  the  first  part,  do  relinquish  and  qnit  olaim  all  interest  or 
elaim  of  whatsoever  nature  or  description  which  we  now  hare  or  hold  in  the  said 
patent  No.  97,339  unto  the  said  George  Schanck,  his  heirs  and  assigns  forever. 

This  instrument  of  assignment  was  recorded  in  the  Patent  Office 
February  28, 1883. 

On  the  13th  day  of  December,  1882,  a  deed  of  assignment  was  made 
by  the  said  George  Schanck,  both  for  himself  and  as  heir-at-law  of  Gar- 
ret B.  Schanck,  and  by  Joseph  I.  Thompson  and  John  I.  Thompson,  to 
the  defendant,  Bennington  Gill,  whereby  they  assigned  to  him  all  right 
and  title  in  said  patent  No.  97,339,  dated  November  30, 1869,  and  in  and 
to  all  improvements  on  said  invention  made  after  said  date  by  said 
AspinwaU,  or  that  might  be  made,  as  fully  and  completely  as  it  was 
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vested  in  them.  Tbid  assignment  was  also  recorded  in  the  Patent 
Office  February  28, 1883. 

It  thas  appears  that  in  December,  1882,  the  defendant,  Bennington 
Oill,  became  the  assignee  of  eight  of  the  eleven  persons  to  whom  Aspin- 
wall  assigned  the  said  pateut  in  January,  1870. 

Now,  the  contention  of  the  defendants  is  that  the  patents  sued  on, 
granted,  as  before  stated,  one  on  December  14, 1880,  and  the  other  on 
May  8, 1883,  are  for  mere  improvements  upon  the  potato-planter  which 
was  patented  by  the  previous  pateut  of  November  SO,  1809,  and  that  by 
the  assignment  executed  by  Aspinwall  on  the  15th  of  January,  1870, 
whereby  he  assigned  the  last-named  patent,  with  the  addition  of  the 
words  "  together  with  all  improvements  I  may  hereafter  make,"  the  in- 
ventions set  forth  and  secured  by  the  patents  of  1880  and  1883  are 
covered  and  conveyed  j  and,  therefore,  that  the  defendant,  Bennington 
Oill,  is  in  fact  the  owner  of  eight-elevenths  of  the  patents  saed  on,  and 
that  the  complainant  corporation,  as  assignee  of  Aspinwall,  is  the  owner 
of  only  one-eleventh  part  of  the  same.  If  this  position  of  the  defend- 
ants be  correct,  it  is  evident  that  the  present  suit  can  not  be  main- 
tained, for  even  if  the  assignment  of  improvements  to  be  made  in  future 
does  not  convey  a  legal  interest  in  a  patent  taken  out  for  such  future 
improvement,  yet,  if  valid  at  all,  it  certainly  conveys  an  equitable  in- 
terest entitling  the  assignee,  to  call  upon  the  holder  of  the  legal  interest 
for  an  assignment  thereof  to  the  extent  of  the  equity. 

That  such  assignments  of  future  improvements  upon  a  machine,  in 
connection  with  the  assignment  of  a  patent  for  such  machine,  are  valid 
is  settled,  I  think,  by  the  case  of  Littlefield  v.  Perry  (21  Wall.,  2&6).  A 
naked  assignment  or  agreement  to  assign  in  gross  a  man's  future  labors 
as  an  author  or  inventor— in  other  words,  a  mortgage  on  a  man's  brain- 
binds  all  its  future  products,  does  not  address  itself  favorably  to  our 
consideration.  It  is  something  like  engagements  of  an  expectant  heir, 
binding  the  property  which  he  may  afterward  inherit,  which  are  always 
looked  upon  with  disfavor  by  the  law.  But  where  a  man  purchases  a 
particular  machine,  secured  by  a  patent  and  open  to  an  indefinite  line 
of  improvements,  it  is  often  of  great  consequence  to  him  that  he  should 
have  the  benefit  of  any  future  improvements  that  may  be  made  to  it- 
Without  that  the  whole  value  of  the  thing  might  be  taken  away  from 
him  the  next  day.  A  better  machine  might  be  made  by  the  inventor 
and  sold  to  another  party,  which  would  make  the  machine  acquired  by 
the  first  purchaser  entirely  useless.    These  things  happen  every  day. 

And  hence  it  has  become  the  practice  in  many  cases  to  stipulate  for 
all  future  improvements  that  may  be*  made  by  the  same  inventor  upon 
any  particular  machine  which  be  induces  a  party  to  purchase  from  him, 
sometimes  by  way  of  license  to  use  such  improvements  and  sometimes 
by  way  of  purchase  and  ownership  thereof.  Where  the  inventor  is  con- 
nected in  business  with  the  party  making  such  stipulation,  or  is  in- 
terested in  the  profits  arising  from  the  business  in  which  the  invention 
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is  used,  tbe  arrangement  seem?  to  be  altogether  unobjectionable.  Bat 
such  a  connection  or  interest  does  not  seem  to  be  necessary  to  the  valid- 
ity of  such  bargains.  If  based  upon  a  valuable  consideration,  th«y 
are  sustained  as  collateral  or  incidental  stipulations  connected  with  the 
conveyances  of  a  principal  subject. , 

Here  was  a  sale  of  a  patent  for  the  solid  sum  of  twelve  thousand  dol- 
lars upon  a  stipulation  to  have  the  benefit  of  all  future  improvements, 
which  means,  of  course,  all  future  improvements  upon  the  machine 
which  was  the  subject  of  the  patent  conveyed.  The  consideration  was 
a  valuable  one,  probably  of  great  consequence  to  Aspinwall  at  the  time. 
He  may  not  have  anticipated  then  how  much  better  the  machine  could 
be  made,  how  great  improvements  it  was  capable  of,  how  valuable  it 
would  come  to  be.  It  was  as  perfect  then  as  he  knew  how  to  make  it 
He  may  have  estimated  at  l>w  value  any  possible  future  improvements; 
but  whatever  were  his  views,  he  was  willing  to  make  the  bargain,  and 
did  make  it.  I  do  not  see  bow  he  can  avoid  being  bound  by  it ;  and  if 
he  is  bound,  his  assignee,  the  complainant,  is  in  no  better  plight,  for 
the  assignment  was  put  on  record  long  before  the  complainant  became 
owner  of  the  present  patents.  But  the  complainant  meets  this  defense 
by  denying  that  the  machine  covered  by  tbe  present  patents  is  an  im- 
provement upon  the  old  machine  covered  by  the  patent  of  1869.  On 
the  contrary,  the  complainant  contends  that  it  is  altogether  a  new  ma- 
chine, working  on  a  different  principle.  It  can  not  be  denied,  however, 
that  both  are  potato-planters  j  that  both  are  erected  on  a  two- wheel 
vehicle,  which  is  drawn  along  by  a  tongue,  like  a  cart;  that  both  have 
a  hopper,  into  which  the  potatoes  are  deposited  preparatory  to  planting; 
that  both  have  a  passage-way,  called  a  "  concave,"  for  the  potatoes  to 
pass  into,  where  they  are  taken  up  by  the  macbiuery  one  at  a  time;  that 
the  device  for  taking  them  up  is  a  series  of  spears  attached  to  a  disk, 
which  is  caused  to  revolve  by  the  movement  of  the  wheels  of  the  cart, 
and  that  these  spears  are  carried  as  the  disk  revolves  successfully  to 
tbe  potatoes  lying  in  the  passage-way  or  concave,  and  each  spear  im- 
pales a  potato  and  carries  it  up  and  around  to  a  tripping  device,  which 
throws  the  potato  off  of  the  spear  and  into  a  conductor  that  carries  it 
to  the  ground.  The  new  machine  is  better  than  the  old  one,  no  doubt; 
the  spears  are  differently  arranged  so  as  to  secure  a  potato  more  cer- 
tainly every  time,  and  other  improvements  are  adopted;  but  to  say  that 
it  is  not  an  improvement  on  the  old  machines  is  to  abandon  the  dictates 
of  common  sense  for  the  transcendental  distinctions  of  ingenious  theory. 

The  principal  ground  for  denying  the  new  machine  to  be  an  improve- 
ment of  the  old  is  the  difference  in  the  arrangement  of  the  spears,  the 
old  spear  being  bent  like  a  hook,  so  as  to  strike  the  potato  tangentially, 
and  the  new  one  being  straight,  nearly  in  line  with  the  radius  of  tbe 
disk,  to  which  it  is  fastened.  This  is  a  difference  in  form,  but  not  in 
principle.    The  object  in  both  cases  is  to  spear  the  potato.    By  the  old 
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method  you  strike  it  with  the  hooked  spear;  by  the  new. you  hold  the 
potato  while  the  spear  enters  it  The  last  is  much  the  better  device, 
no  doubt;  bat  in  both  yoa  spear  the  potato.  The  last  plan  of  doing -it 
«s  an  improvement  on  the  old  plan,  that  is  all.  The  Patent  Office  and 
patent  experts  may  make  two  classes  if  they  please,  and  call  one  a 
"  hook-spear  "  class  and  the  other  a  "  radial-spear  "  class ;  but  that  can 
not  settle  the  matter*  These  classifications  are  entirely  arbitrary,  and 
may  descend  to  infinitesimal  differences.  The  broad  common  sense  of 
the  thing  is  the  only  true  criterion  of  the  rights  of  the  parties  and  of 
the  legal  roles  by  which  they  are  to  be  decided. 

In  my  opinion,  the  maohiue  as  described  in  the  patents  of  1880  and 
1883  is  bnt  an  improvement  npon  the  machine  as  described  in  the  pat- 
ent of  1869  within  the  true  sense  and  meaning  of  the  word  "  improve- 
ments w  as  used  in  the  assignment  of  January  15,  1870.  Under  this 
view  of  the  effect  of  the  assignment  the  bill  of  course  most  be  dis- 
missed. The  owner  of  one-eleventh  of  a  patent  can  not  suo  the  owner 
of  eight-elevenths  of  it  for  an  infringement,  even  tboogh  the  owner- 
ship of  the  latter  be  only  an  equitable  interest  It  is  the  doty  of  the 
legal  owner  to  transfer  to  the  equitable  owner  his  rightful  share  of  the 
property. 

The  exact  mutual  rights  of  port  owners  of  a  patent  have  never  yet 
been  authoritatively  settled.  If  one  part  owner  derives  a  profit  from 
the  patent,  either  by  using  the  invention  or  getting  royalties  for  its  use 
or  purchase-money  for  Bale  of  rights,  it  would  seem  that  he  should  be 
accountable  to  the  other  part  owners  for  their  portion  of  such  profit, 
and  probably  a  bill  for  an  account  would  be  sustained  therefor;  bnt 
this  is  matter  of  mere  speculation  so  far  as  this  case  is  concerned.  It 
is  clear,  I  think,  that  one  part  owner  can  not  maintain  suit  against 
another  for  infringement. 

The  bill  is  dismissed  with  costs. 


[UiKed  States  Circuit  Coart-8o«tk«ni  District  of  Hew  York.] 

Patent  Clothing  Company  (Limited)  v.  Glover  st  al. 

Decided  July  90,  1867. 

40  O.  G.,  1135. 
Gibbons-  Pantaloons. 

Gibbons's  Reissue,  No.  9,616,  dated  March  22,  1881,  for  improvements  in  panta- 
loons, ml  judged  to  l»e  invalid  ae  to  the  second  claim  unless  construed  strictly 
in  accordance  with  the  original  patent,  and  as  thns  construed  not  to  have  been 
infringed. 
Construction  or  .Claims  Gknkraixy. 

Claims  must  be  construed  by  the  language  which  the  patentee  has  employed 
In  his  speoificationt  and  not  by  the  language  which  he  might  have  employed. 
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3.  CoNfrriircrioN  of  Particular  Claim. 

When  Ihe  origins)  patent,  described  and  claimed  a  "  bridgo-piecolM  it  described 
mid  cluiiiKMl  u  \rivw  which  ciohwmI  an  <>im*ii  upturn. 

4.  Ikfiuxormkxt— What  is  not. 

The  dofcudants,  not  using  a  bridge- piece  which  crossed  an  open  space,  did  not 
infringe. 

Mr.  Cauxten  Browne  and  Mr.  William  A.  Jenner  for  the  plaintiff. 
Mr.  Gilbert  M.  Plympton  for  the  defendants. 

SlIIPMAN,  J. : 

Thin  is  a  bill  in  equity  to  restrain  defendants  from  the  alleged  in- 
fringement of  the  second  claim  of  Keissned  Letters  Patent  He.  9,616, 
applied  for  February  19, 1881,  and  issued  March  22,  1881,  to  Bodmon 
Gibbons,  for  an  improvement  in  pantaloons.  The  original  patent  was 
dated  June  6, 1876.  A  brief  opinion,  in  which  the  bill  was  directed  to 
be  dismissed,  was  filed  on  May  14, 1887.  Upon  the  application  of  the 
plaintiff  the  case  was  thereafter  reargued. 

Tho  case  depends  upon  the  proper  construction  of  the  second  claim 
of  the  reissued  patent,  and  the  construction  turns  upon  the  question 
whether  this  claim,  if  construed  according  to  its  literal  meauing,  is  an 
enlargement  of  the  single  claim  of  the  original  letters  patent  The 
plaintiff  contends  that  the  defendants  infringe  the  patented  invention, 
as  it  was  originally  described  and  claimed,  and  that  there  was  no  en- 
largement in  the  reissue,  but  a  more  accurate  statement  of  the  inven- 
tion which  was  claimed  in  the  original  pateut.  I  therefore  quote  the 
substance  of  the  original  specification,  so  that  the  scope  of  the  inven- 
tion, as  it  was  therein  explained,  may  be  seen: 

My  invention  relates  to  a  fastening  for  tho  crotch  in  tho  fly  of  pantaloons  or  simi- 
lar garments;  and  it  consists  in  bridging  laid  crotch  with  a  check-piece  of  cloth  or 
other  inelastic  pliable  material,  as  hereinafter  fnliy  described. 

The  object  of  this  invention  is  to  prevent  that  tension  of  the  crotch  ordinarily  pro- 
duced either  by  continued  nse  of  tho  garment  or  by  any  undue  straiu  caused  by  the 
aasnniption  by  the  wearer  of  any  posture  of  the  body  or  by  the  removal  of  tho  gar 
meut,  calculated  to  produce  such  an  effect. 

The  said  improvement  is  applicable  to  all  descriptions  of  pantaloons  and  garments 
of  a  similar  character,  its  application  to  the  garment  adding  greatly  to  its  durability 
by  preventing  the  stretch  of  the  cloth  or  stitching  at  the  crotch* 

To  enable  persons  skilled  in  the  art  of  manufacturing  the  garments  to  which  my 
invention  is  adaptable,  I  describe  the  same  as  follows,  referring  to  the  annexed 
drawing. 

Figure  1  iif  a  view  of  the  upper  part  of  a  pair  of  pantaloons,  the  front  of  the  fly  be- 
ing turned  down  so  as  to  show  the  application  of  the  improvement.  Figs.  8  and  3 
are,  respectively,  edge  and  face  views,  on  an  enlarged  scale,  of  the  fly  extended  so  as 
to  show  the  attachment  of  the  improvement.  Fig.  4  shows  a  modification  in  eon. 
strnotion. 

In  Figs.  1,  2,  3  the  button-strip  of  the  fly  is  represented  by  a,  and  the  buttons  by 
ft.  The  button-hole  strip  is  indicated  by  c,  and  between  the  button-holes  it  is  stitched 
to  the  front  of  the  gnrmeut  in  the  ordinary  way.  Tho  lower  end  of  the  button-hole 
strip  does  not  extend  down  and  fasten  into  the  crotch  rf,  as  in  the  common  construe, 
tion  of  pantaloons,  but  bridges  over  the  orotoh,  being  securely  stitched  at  a  to  the 
button-strip  a.    The  button-hole  strip  is  also  firmly  secured  at  /  below  the  lower 
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Fig.  4  shows,  instead  of  the  preferred  construction  exhibited  in  the  other  figures,  a 
separate  piece  of  cloth  serving  as  the  bridge  or  check-piece.  This  construction  I 
deem  to  be  within  the  scope  of  my  invention. 

My  improvement,  as  seen  in  the  manner  preferred  by  me,  adds  nothing  to  the  cost 
of  the  garment,  but  rather  cheapens  its  manufacture,  by  causing  the  Attachment  of 
the  lower  end  of  the  button-hole  strip  to  be  made  at  a  point  more  easily  reached  than 
that  at  which  the  connection  is  ordinarily  made. 

The  letter  d  is  the  crotch  of  the  fly  and  w  at  the  crotch-seam  of  the 
fly,  and  that  seam  is  at  the  upper  end  of  the  seam  which  runs  from  the 
crotch  between  the  legs  upward  to  the  crotch  of  the  fly. 

The  letter  e  is  at  a  point  on  the  button-strip  opposite  to  /  upon  the 
button-hole  strip.  The  points  e  and/,  as  represented  in  the  drawings, 
are.  so  far  removed  from  the  crotch  d  that  there  is  a  considerable  open 
space  under  the  line  or  strip  which  unites  e  and/ 

Each  of  the  drawings,  except  No.  3,  which  is  a  plan  view,  shows  an 
open  space  under  the  check-piece,  and  represents  the  check-piece  as  one 
side  of  a  triangle,  of  which  the  other  two  sides  are  the  right  and  left 
fly  fronts  converging  to  an  apex  at  d. 

The  claim  of  the  original  patent  was  as  follows : 

In  combination  with  the  fly  of  pantaloons  or  similar  garments,  an  inelastic  bridge 
or  check-piece,  arranged  across  the  crotch  thereof,  substantially  as  described,  whereby 
the  strain  at  the  crotch,  when  the  fly  is  opened  and  spread  apart,  is  received  by  said 
bridge  or  check-piece,  instead  of  at  the  angle  of  the  crotch  itself. 

The  claims  of  the  reissued  patent  are  as  follows : 

1.  The  combination,  with  the  fly  of  a  pair  of  pantaloons  or  other  similar  garment, 
of  an  inelastic  bridge  or  check-piece  arranged  across  the  crotch  of  the  fly,  and  operat- 
ing, substantially  as  described,  to  receive  any  strain  occasioned  by  the  spreading 
.apart  of  the  fly,  and  which  .would  otherwise  be  exerted  upon  the  crotch  of  the  fly. 

2.  In  combination  with  the  fly  portion  of  a  pair  of  pantaloons  or  other  similar  gar- 
ment, a  check-piece  made  integral  with  the  button-hole  strip  of  the  fly,  and  adapted 
to  prevent  any  tension  at  the  crotch  d  that  might  operate  injuriously  upon  it 

The  overalls  which  the  defendants  make  do  not  have  a  bridge  span- 
ning an  open  space  between  the  bridge  and  the  point  where  the  two 
sides  of  the  fly  meet,  but  the  button-hole  strip  extends  down  to  and  is 
fastened  at  the  crotch  of  the  fly  and  extends  upward  and  is  secured  to 
the  button-strip  at  the  opposite  side  of  said  fly  portion,  being  lapped 
behind  the  button-strip.  The  overalls  which  the  plaintiff  now  makes 
are  of  the  same  construction,  except  that  the  button-hole  strip  is  lapped 
upon  the  front  side  of  the  button-strip.    This  difference  is  not  material. 

The  patentee's  licensees  instructed  their  employes  in  1877  to  bring  the 
sewing  of  the  crotch-seam  as  close  as  possible  up  to  the  check-piece. 
The  reissue  was  applied  for  after  the  defendants  began  to  make  and 
sell  the  garments  which  are  said  to  infringe. 

The  question  which  first  presents  itself  »is  whether,  under  a  proper 
construction  of  the  second  claim  of  the  reissued  patent,  it  should  not 
be  confined  to  a  bridge  or  check-piece  which  is  arranged  across  the  fly- 
front  and  bridge  over  the  crotch  of  the  fly,  as  shown  ^drawings  1, 2, 
and  4. 
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The  plaintiff  insists  that  the  actual  invention  of  the  patentee  was  a 
check-piece  which  received  the  force  of  any  unusual  strain  upon  the 
fly-front  of  overalls,  that  it  is  immaterial  whether  the  strip  is  arranged 
as  a  bridge  with  an  open  space  underneath  or  as  a  continuation  of  the 
buttonhole  strip  beyond  the  apex  of  the  fly-opening  np  to  the  button- 
strip,  that  the  open  space  has  no  operation,  and  that  the  original  speci- 
fication is  at  least  consistent  with  the  invention  as  it  is  now  used,  and 
does  not  demand  a  limited  and  narrow  construction  which  would  de- 
prive the  owners  of  the  reissued  patent  of  the  benefit  which  would 
otherwise  result  therefrom. 

It  is  true  that  the  idea  of  a  strip  of  cloth  which  shall  serve  as  a 
strengthening-piece  or  a  protection  against  a  strain  at  the  angle  of  the 
fly-front  is  better  developed  by  making  the  stay,  when  integral  With  the 
button-hole  strip,  a  continuation  of  it  around  instead  of  across  the  apex 
of  the  fly-opening,  and  that  a  stay  with  an  open  space  underneath'  it 
has  apparently  no  advantage  over  the  other  method  except  in  econ- 
omy of  manufacture,  and  it  is  also  true  that  it  is  the  duty  of  a  court  to 
give  letters  patent  for  inventions  a  construction  which  shall  sustain  the 
first  claims  of  %the  inventor  and  shall  relieve  him  from  the  injurious  ef- 
fect of  an  imperfect  description  of  the  invention  which  he  had  attempted 
to  secure.  If,  however,  the  patentee  has  plainly  pointed  out  and  by  his 
description  has  established  the  boundaries  of  his  invention,  they  can 
not  be  enlarged  by  construction.  Becognizing  this  principle  and  that 
the  question  is  not  what  the  patentee  might  have  applied  for,  but  what 
he  did  apply  for  and  receive,  the  plaintiff  says  that  the  original  patent, 
fairly  construed,  is  not  limited  to  a  stay  or  check-piece  which  is  a 
bridge  having  an  open  space  under  it. 

The  specification  shows  two  methods  of  construction — one,  shown  in 
figure  4,  which  is  a  separate  piece  of  cloth,  and  which  is  abridge,  while 
the  button-hole  strip  is  continued,  as  previously,  to  the  crotch  of  the 
fly ;  the  other,  shown  in  the  other  figures,  in  which  the  button-hole 
strip  becomes  the  bridge.  The  mooted  point  is  whether  this  strip  is 
described  as  not  extending  down  and  fastening  into  the  crotch,  but,  on 
the  contrary,  bridging  over  it,  or  whether  it  is  described  as  not  extend- 
ing to  the  crotch  and  stopping  there,  as  in  the  common  construction,  but 
extending  beyond  the  angle  and  lapping  into  the  button-strip. 

The  plaintiff  insists  that  when  the  patentee  said  in  his  specifica- 
cation  that  the  lower  end  of  the  button-hole  strip  does  not  extend 
down  to  and  fasten  into  the  crotch  d,  as  in  the  common  construction  of 
pantaloons,  he  meant  that  the  strip  does  not  extend  down  into  the  crotch 
d  and  become  incorporated  with  the  fly-crotch  seam  and  stop  there,  as 
hi  the  common  construction,  but  bridges  over  the  crotch.  It  says,  also, 
that  in  the  common  construction  of  fly -fronts  the  lower  end  of  the  button- 
hole strip  passed  down  into  and  stopped  in  the  seam  of  the  fly-crotch  ; 
whereas  in  the  patented  improvement  the  lower  end  of  the  strip  is  not 
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thus  carried  do wd  into  and  incorporated  with  the  fly-crotch  seam,  but  is 
carried  up  on  the  other  side,  and  is  attached  to  the  button-strip. 

The  natural  construction  of  the  specification  is  that  when  the  patentee 
described  a  bridge  which  was  arranged  across  the  crotch  of  the  fly  he 
meant  a  brace  or  stay  which  crossed  and  did  not  go  around  the  apex  of 
the  fly-front  A  different  construction  would  not  occur  to  the  reader 
until  he  learned  the  fact  that  such  a  construction  had  been  suggested, 
or  that  it  might  be  desirable.  The  idea  which  is  naturally  communi- 
cated by  the  word  u  bridge  "  and  by  the  expressions  "  bridge  over  "  and 
"  arranged  across  the  crotch  "  is  not  that  of  a  stay,  which  is  not  a  bridge, 
bnt  is  that  of  a  stay  which  spans  an  open  space.  The  employment  of 
these  terms  by  the  patentee  is  not  conclusive  as  to  his  meaning ;  but  he 
nsed  words  unnaturally  if  he  intended  to  convey  the  idea  that  his  check- 
piece  went  around  and  not  across  the  apex  of  the  fly-opening.  .  But, 
turning  to  the  sentence  which  is  the  center  of  the  discussion,  it  seems  to 
me  that  the  words  "  the  lower  end  of  the  button-hole  strip  does  not' ex- 
tend down  and  fasten  into  the  crotch  d,  as  in  the  common  construction 
of  pantaloons,  but  bridges  over  the  crotch,"  can  not  .fairly  be  interpreted 
to  mean  that  the  strip  does  not  simply  extend  down  and  fasten  into  the 
crotch  and  stop  there,  as  in  the  common  construction,  but  bridges  over, 
because  the  patentee  described  in  the  concluding  part  of  the  sentence 
and  of  the  paragraph  what-  he  meant  by  the  words  '' bridge  over"  by 
saying  "  being  securely  stitched  at  e  to  the  button-strip  a.  The  button- 
hole strip  is  also  firmly  secured  at/,  below  the  lower  buttonhole."  The 
inventor  here  declares  that  the  buttonhole  strip  is  a  bridge,  inasmuch 
as  it  is  securely  stitched  to  the  button-strip  at  a,  and  is  firmly  secured 
on  its  own  side  at/.  The  old  construction,  by  which  it  went  down  to 
the  crotch,  is  abandoned,  and  it  now  crosses  over  the  crotch  at/ and  e. 

Again,  the  drawings,  which  are  a  picture  of  the  invention,  show 
clearly  what  the  patentee  was  trying  to  describe  in  words.  They  show 
a  bridge,  and  nothing  but  a  bridge,  and  leave  no  doubt  in  my  miud  that 
the  only  invention  for  which  the  patentee  applied  for  a  patent  was  that 
of  a  check-piece,  which,  at  the  points  e  and  /,  below  the  lower  button- 
hole, crossed  over  and  connected  the  right  and  left  fronts  of  the  fly. 
Any  other  construction  of  the  patent  would  not  only  disregard,  but 
would  contradict  the  drawings. 

The  invention  of  the  original  patent,  as  well  as  of  the  first  claim  of 
the  reissue,  was  a  piece  of  inelastic  flexible  material  arranged  across 
the  crotch  as  a  bridge,  with  its  two  ends  secured  to  opposite  sides  of  the 
fly-front  at  points  so  far  down  the  two  sides  that  when  a  strain  is  brought 
thereon  the  bridge  will  take  the  entire  strain.  The  second  claim  of  the 
reissue  was  designed  to  include  a  check-piece  which  is  not  only  integral 
with  the  button -hole  strip,  but  which  extends  down  to  and  is  fastened 
at  the  crotch  of  the  fly  and  extends  up  upon  the  other  side  of  the  fly 
and  is  fastened  to  the  button -strip.  This  claim  is  invalid  unless  it  is 
limited  to  the  bridge  or  check  piece  of  the  original  claim.  With  that 
construction  ft  ere  is  no  infringement,  and  the  bill  is  dismissed. 
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PTnlted  States  Ofcenlt  Court  r-Bsstem  Dirtriet  of  Pemtytanla.] 

08BOBN  t>,  GLAZIER  BT  AL. 

Ihoidod  June  28, 1887. 

40O.G.,1137. 

1.  OSBOBN— KNITTIKGhMACBINB. 

Patent  No.  296,210,  granted  April  1, 1884,  to  William  Oebora,  for  knittuur-ma- 
chines,  adjudged  valid  and  to  have  been  infringed. 

2.  Patbhtabls  IimsNTiojr— What  u  Evidence  of. 

Where  the  patent  in  snit  remedied  serious  defects  in  a  former  machine  by  the 
employment  of  old  devices,  it  would  appear  to  present  a  new  combination  in- 
volving invention. 

3.  JPbiobitt  of  Invention— Evidence  to  Pbove  the  Same. 

To  antedate  a  patent  by  evidence  of  an  earlier  machine  such  evidence  must  be 
very  clear  and  precise  to  overcome  -the  presumptions  arising  from  the  grant  of 
the  patent. 

QiaouuLB-KHTrrnro  MACnn. 

Butlbe,  J.: 

The  suit  is  for  infringement  of  the  several  claims  of  Patent  No.  296,210, 
for  an  improvement  in  circular-knitting  machines,  intended  for  the  manu- 
facture of  plush-back  stockinet 

The  machine  in  nse  at  the  time  was  that  patented  by  Kent  and  Leason 
The  invention  is  stated  to  be  an  improvement  upon  the  mechanism 
of  this  machine,  and  consists,  essentially,  of  the  means  provided  for 
raising  the  "plash"  thread  np  and  over  the  beards  of  the  needles  in 
the  process  of  manufacture.  In  the  original  machine  this  thread  was 
raised  by  the  instrumentality  of  what  is  called  in  the  Kent  and  Leason 
patent  a  "  blending- wheel,"  which  is  so  constructed  as  to  perform  the 
double  office  of  closing  the  beards  and  lifting  the  thread  over  them,  the 
fabric  being  kept  down  by  a  bar,  known  as  the  "plush-back,"  under 
which  it  passes.  The  machine  thus  constructed  worked  imperfectly,  to 
such  a  degree,  indeed,  as  to  be  of  little  value.  The  trouble  arose  from 
the  construction  of  the  blending- wheel  and  its  combination  with  other 
parte  of  the  machine.  It  was  found  that  irregularities  in  the  material 
and  fabric  coming  within  reach  of  this  wheel  were  caught,  and  the  nee- 
dles consequently  bent  and  broken.  As  there  are  usually  several  sets 
of  the  wheels  used'  upon  one  large  needle-head,  the  bending  and  break- 
ing, and  consequent  embarrassment  and  loss,  were  very  great.  This 
serious  defect  of  the  Kent  and  Leason  machine  is  proved  by  the  wit- 
nesses on  both  sides.  To  avoid  it  Osborn  substituted  for  the  blending- 
wheel  two  separate  wheels,  the  one  termed  a  "landing-wheel,"  which 
is  placed  on  the  inside  of  the  needles,  and  in  operation  raises  the  plush- 
thread  ard  also  the  fabric,  and  the  other  a  "pressor- wheel,"  which 
(placed  on  the  outside)  closes  the  beards  of  the  needles,  and  added  a 
second  push- back,  which  operates  to  depress  the  fabric  after  the  landing* 
wheel  has  done  its  work.  These  two  wheels  are  virtually  formed  out 
of  the  structure  known  as  the  "blending- wheel"  in  the  Rent  and  Leason 
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machine.    Mr.  Brevoort  describes  the  change  and  its  effects  as  fol- 
lows: 

Osboxn,  instead  of  using  a  Mending-wheel  and  attempting  to  elevate  the  plush- 
thread  by  itself,  divided  his  push-back,  so  that  the  whole  fabric  could  be  forced  up 
when  it  was  desired  to  elevate  the  plush-thread,  and  then  by  the  second  half  of  the 
push-back  be  depressed  again,  so  that  the  main  thread  could  be  introduced.  Where 
the  push-baok  was  divided  or  intermitted,  he  introduced  a  landing-wheel  and  presser- 
wheel,  in  themselves  well-known  devices,  but,  so  far  as  I  know,  never  used  for  this 
purpose;  the  landing-wheel,  as  here  used  in  connection  with  the  presser-wheel^  ele- 
vating the  fabric  while  the  presser- wheel  closes  the  barbs  of  the  needles  where  the 
push-baok  Is  divided)  and  thus  by  elevating  the  fabrio,  with  the  needle-barbs  oloaed, 
also  elevating  the  plush-thread,  and  the  fabrio  is  then  pushed  .down  again  by  the  sec- 
ond section  of  the  push-baok.  The  operation  when  performed  in  this  way  is  done 
with  certainty  and  precision,  and  there  is  no  liability,  as  in  the  use  of  a  blending- 
wheel,  of  having  the  parts  oatoh  or  break  or  out  the  work.  • 

Osborn's  invention  therefore  consisted,  primarily,  in  combining  with 
the  other  parts  of  the  machine  a  divided  posh-back  and  a  landing  and 
presser- wheel  situated  where  the  push-back  was  intermitted  or  divided, 
which  structure  enabled  him  to  elevate  the  plush-thread  by  elevating 
the  fabric,  the  fabric  being  then  pushed  down  again  to  enable  the  sub- 
sequent acts  of  the  machine  to  be  performed. 

The  very  serious  defects  ot  the  old  machine  and  the  great  value  of 
Uie  improvement  are  admitted  by  the  respondents.  Osborn's  claims 
are  four  in  number,  specifying  the  improvement  in  combination  with 
parts  of  the  old  machinery.  A  single  claim,  or  at  most  two,  would  have 
answered  as  well.  While  the  application  was  not  filed  until  October 
15, 1883,  the  invention  was  made  and  reduced  to  practice  on  the  4th  of 
June  preceding. 

Although  several  defenses  are  stated  in  the  answer,  but  two  were  se- 
riously urgqd  on  the  hearing:  first,  lack  of  patentable  subject-matter; 
second,  prior  invention.  There  was  some  criticism  of  the  claims;  but 
it  is  sufficient  to  say  that  the  suggestion  of  ambiguity  and  deoeptive- 
ness  is  not  sustained. 

The  improvement  consists  in  very  slight  changes  in  the  old  machine, 
simple  in  their  character  and  containing  nothing  new  except  the  com- 
bination. As  we  have  seen,  the  old  blending-wheel  embraced  the  ele- 
ments of  the  two  new  ones.  Wheels  similar  to  these  had  been  long  in 
uj&e  in  the  common  knitting-machine.  Nevertheless,  the  combination 
was  novel',  very  useful,  and  productive  essentially  of  a  new  result — the 
successful  manufacture  of  plush-back  stockinet.  I  do  not  think  it  can 
safely  be  asserted  that  no  invention  is  involved  in  effecting  this  change. 
The  Kent  and  Leason  machine  had  been  found  virtually  unsuited  to  the 
use  for  which  it  was  designed.  Its  imperfections  had  been  experienced 
by  and  had  perplexed  many  persons  skilled  in  this  branch  of  manufact- 
ure. Yet  no  one  save  Osborne  had  discovered  the  remedy,  unless, 
indeed,  it  be  Mr.  Adams,  of  whose  claims  we  will  speak  further  on.  Like 
many  of  the  most  valuable  discoveries  and  inventions  made,  this  im- 
provement seems  very  simple  when  made — the  remedy  for  the  defect 
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in  fhe  old  machine  quite  obvious  to  ordinary  observation  when  pointed 
oat.  This  ease  may  be,  and  probably  is,  near  the  border  line  5  bat  I 
can  not  doubt  that  it  is  within  the  limits  of  invention. 

The  remaining  defense — priority  of  invention— was  principally  relied 
upon  on  the  argument.  It  is  by  no  means  free  from  difficulty,  and  was 
pressed  by  respondents'  counsel  with  great  earnestness  and  ability. 

It  is  shown  that  the  improvement  was  put  on  the  respondents?  ma- 
chines in  the  summer  of  1884,  first  on  a  machine  known  as  the  "  Schep- 
pers."  The  testimony  teitfs  to  show  that  the  improvement  was  not 
copied, but  made  in  pursuance  of  a  conception  of  Mr.  Adams.  Precisely 
when  it  was  conceived,  or  what  the  conception  was  prior  to  its  embodi- 
ment, is  not  certain  or  important  It  was  not  worked  out  or  embodied 
until  the  attachment  was  made  to  the  Scbeppers  machine.  When  was 
that  f  This  is  the  material  question.  Considerable  testimony  has  been 
produced  by  the  respondents  to  prove  that  it  was  in  the  latter  part  of 
May,  and  consequently  four  or  five  days  before  the  improvement  cov- 
ered by  the  patent  was  made,  and  the  complainant  has  called  witnesses 
in  answer.  To  make  a  written  analysis  of  this  testimony  would  involve 
more  time  than  I  can  spare,  and  when  made  would  be  of  no  material 
value.  I  have  read  it,  reread  it,  and  considered  it  with  great  care* 
While  there  is  much  tending  to  create  serious  doubt  respecting  the 
question  involved,  it  does  not  seem  to  present  such  reliable  and  certain 
proof  of  anticipation  as  would  justify  the  court  in  overturning  the  pat- 
ent. The  presumption  arising  from  the  action  of  the  patent  authorities 
must  stand  until  repelled  and  overborne  by  this  character  of  proof.  To 
create  doubt,  however  strong,  is  not  sufficient.  The  question  is  one  of 
dates,  always  difficult  to  a  party  having  the  burden  of  proof,  in  the  ab- 
sence of  written  memoranda  or  the  existence  of  special  circumstances, 
which  can  be  appealed  to  with  certainty,  Here  the  difficulty  is  greatly 
increased  by  the  fact  that  the  dates  involved  are  close  together,  sepa- 
rated by  an  interval  of  but  four  or  five  days.  The  respondents  have  no 
written  memoranda;  and  while  their  witnesses  all  testify  in  positive 
terms,  and  two  of  them  at  least  refer  to  circumstauces  which  are  sup- 
posed to  fix  the  date  when  the  improvement  was  attached,  it  is  evident 
they  are  liable  to  be  mistaken.  I  do  not,  indeed,  And  anything  very 
material  to  the  question  that  can  safely  be  relied  upon  except  in  the 
testimony  of  McQuade  and  Wetherill,  and  the  testimony  of  neither,  nor 
of  both  together,  is  entirely  convincing,  even  when  considered  alone. 
When  considered  in  the  light  of  surrounding  circumstances,  the  uncer- 
tainty is  increased.  The  delay  in  utilizing  the  improvement,  so  valua- 
ble and  important  as  it  was,  for  so  considerable  a  time  after  its  discovery 
is  not  satisfactorily  explained.  The  failure  to  apply  for  a  patent  is 
inconsistent  with  the  discovery  and  use  at  the  time  referred  to,  and  the 
reason  assigned  for  the  failure  to  apply  is  unsatisfactory.  It  would, 
indeed,  have  been  a  better  reason  for  urgency  in  the  application.  The 
testimony  of  Hibleston  and  Freeman,  produced  by  the  complainant, 
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tends  to  increase  the  uncertainty.  To  reach  this  conclusion  it  is  not 
necessary  to  ascribe  perjury  or  dishonesty  to  any  of  the  witnesses. 

I  see  no  occasion  to  distinguish  the  claims  in  considering  the  qnestiou 
of  infringement  here.  Under  the  circumstances  the  result  must  be  the 
same  whether  the  respondents'  liability  is  referred  to  all  the  claims  or 
confined  to  a  smaller  number.  The  entire  improvement  is  infringed, 
and  the  claims  embrace  no  more. 

A  decree  must  be  entered  for  the  complainant 


[United  States  Circuit  Coort— Western  DUtrict  of  PenDsylranln.1 

Cast  et  al.  v.  The  Lowell  Manufacturing  Company  (Limited). 

Dtcided  June  24,  M87. 
40  O.  G.,  1239. 

1.  Cary— Furniture  Springs. 

Cary's  patent,  No.  116,966,  dated  June  27,  1871,  for  improvement*  hi  furiiiliire- 
springs,  adjndgod  to  be  valid  and  to  have  been  infringed. 

2.  Ordinary  Meaning  ok  Words  Affected  by  Description  in  Patent. 

The  opacification  and  the  claim  of  the  patent  described  the  iuveution  as  a 
method  of  "  tempering. "  The  word  *•  tempering"  is  to  be  construed  as  tbo  par- 
ticular method  deacribed,  and  not  as  the  uhuuI  method  of  "  tempering. M 

3.  A  New  Purpose,  Object,  and  Result  Patentable. 

The  purpose,  object,  and  result  of  the  application  of  heat  hi  the  method  de- 
scribed in  the  patent  differing  from  that  before  employed  in  the  manufacture  of 
other  kind  of  springs  made  such  method  patentable. 

4.  Infringement— What  was. 

Although  defendant  employed  a  higher  heat  than  that  described  in  the  patent 
and  cooled  the  springs  by  plunging  them  into  cold  water,  the  patent  being  silent 
as  to  the  method  of  cooling  the  springs,  the  patented  method  was  infringed. 

Before  McKennan,  Cir.  J.,  and  Acheson,  J. 

Mr.  W.  C.  Witter  and  Mr.  W.  H.  Kenyon  for  the  complainant*. 
Mr.  William  Bdketrcll  and  Mr.  John  K.  Hallock  for  tbo  defendants. 

ACHESON,  J. : 

This  suit  is  for  the  infringement  of  Letters  Patent  No.  110,266,  dated 
June  27, 1871,  granted  to  Alauson  Cary,  for  an  improvement  in  furni- 
ture-springs. The  invention  relates  to  spiral  springs  extensively  used 
in  upholstering  sofas  and  chairs,  and  for  bed-bottoms,  etc.,  which  are 
usually  made  in  a  conical  form  of  hard  drawn  steel  wire  coiled  and 
forced  to  the  proper  shape. 

The  specification  states  that  the  metal  being  greatly  condensed  and 
hardened  in  the  process  of  drawing  the  wire,  a  good  degree  of  elasticity 
is  thereby  given  to  the  wire,  but  that  in  bending  or  coiling  the  wire 
Into  the  proper  shape  the  metal  is  unavoidably  weakened,  the  outer 
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portion  of  the  wire  coil  being  drawn  or  stretched!  while  the  inner  por- 
tion is  crashed  or  shortened,  aud  that  thereby  the  elasticity,  strength, 
and  durability  of  the  spring  are  mnch  reduced. 

The  invention  consists  in  a  process  for  restoring  to  the  wire  of  the 
spring  the  strength  and  elasticity  which  it  loot  by  this  distortion,  and 
this  is  effected  by  subjecting  the  spring,  after  it  has  been  completed  in 
the  usual  manner,  for  the  space  of  about  eight  minutes,  "to  a  degree 
of  heat  known  as  « spring-temper  heat,'  which  is  about  600°,  more  or 
less,  whereby  a  complete  homogeneity  of  the  metal  is  produced,  and 
greatly  increased  strength,  elasticity,  and  durability  are  imparted  to 
the  spring.* 

The  claim  of  the  patent  is  for— 

The  method  of  tempering  furniture  or  other  coiled  springs,  substantially  as  herein- 
before described. 

The  process  of  the  patent,  as  will  be  perceived  on  an  inspection  of  the 
specification,  is  based  on  the  fact  that  the  evils  resulting  from  the  dis- 
tortion of  hard  drawn  steel  wire  in  the  ordinary  operation  of  coiling  it 
into  springs  for  furniture  can  be  removed  by  a  single  application  of 
heat,  as  set  forth,  so  as  to  result  in  a  greatly  improved  spring. 

Of  the  great  utility  and  value  of  the  patented  process  there  can  be 
no  question  under  the  proofs.  Undoubtedly  it  secures  the  beneficial  re- 
suite  specified  in  the  patent,  and  hence  furniture  springs  so  treated, 
upon  their  introduction  into  the  market,  came  into  immediate  and  very 
general  use,  largely  superseding  springs  not  subjected  to  the  treatment. 
In  this  connection  another  significant  fact,  well  established  by  the 
proofs,  deserves  mention.  Experts  and  others  practically  familiar  with 
the  treatment  and  behavior  of  steel  were  greatly  surprised  at  the  re- 
sult effected  by  the  patented  process,  it  being  contrary  to  all  their  pre- 
vious conceptions  and  experience. 

This  patent  was  passed  on  and  its  validity  sustained  on  final  hearing 
and  after  full  consideration  by  the  circuit  court  for  the  southern  district 
of  New  York  in  the  case  of  Cary  v.  Wolff  (24  Fed.  Rep.,  139).  In  the 
course  of  his  opinion  Judge  Wheeler  there  says: 

The  process  of  the  patent  does  not  merely  add  temper  as  a  quality  to  steel  whioh 
did  not  have  it  before.  It  restores  the  lost  strength  and  elasticity  of  the  wire  conse- 
quent to  the  displacement  of  the  particles  of  which  it  is  composed  by  the  process  of 
making  it  into  springs.  The  discovery  was  that  the  application  of  heat  would  effect 
that  restoration,  whioh  is  a  different  thing  from  tempering.  Subjection  to  heat  for 
easting  and  tempering  and  to  produce  malleability,  and  for  various  other  purposes, 
was  well  enough  known,  bnt  it  was  not  known  for  this  purpose  until  it  w,as  applied 
to  this  kind  of  springs  in  their  peculiarly  weakened  state.  The  discovery  was  of  a 
new  application  of  an  old  process  which  produced  a  new  and  highly  useful  result. 

Judge  Wheeler  therefore  held  that  the  Cary  process  was  new  and 

patentable,  notwithstanding  previously,  in  the  manufacture  of  wire  bells 

for  clocks,  heat  had  been  applied  to  them  for  the  purpose  of  giving  them 

the  desired  sound  and  tone,  and  hair  balante-springs  for  marine  clocks 
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were  subjected  to  heat  while  coiled  in  the  grooves  of  a  metallic  plate  for 
the  purpose  of  permanently  setting  the  coils  in  proper  relation  to  each 
other. 

The  adjudication  in  the  second  circuit  is  entitled  to  great  weight,  and 
as  to  questions  directly  passed  on  ought  to  be  followed  by  a  court 
of  co-ordinate  jurisdiction  unless  a  mistake  of  law  or  fact  is  manifest  or 
new  evidence  leads  to  a  different  conclusion,  (Sear It*  v.  Worden,  11 
Fed.  Bep.,  501 ;  Amcr.  JB.  L.  Co.  v.  Cotter,  Id.,  728).  We  have,  however, 
given  to  the  subject-matter  of  this  litigation  an  independent  investiga- 
tion, and  after  the  most  careful  consideration  of  so  much  of  the  evidence 
in  the  case  of  Gary  v.  Wolff  as  has  been  stipulated  into  this  case  and 
the  new  proofs  we  are  unable  to  discover  any  reason  to  doubt  the  cor- 
rectness of  Judge  Wheeler's  conclusion.  We  agree  with  him  that  the 
patent  is  not  for  a  mere  tempering  process,  as  commonly  understood. 
True,  that  term  occurs  iu  the  patent,  but  clearly  not  to  denote  the  old 
and  well-known  tempering  process,  which  consisted  of  three  steps,  vis, 
heating  to  red  heat,  sudden  cooling  by  plunging  into  water  or  oil,  and 
reheating  to  draw  the  temper.  The  term  "  tempering,9  as  the  whole 
contest  shows,  is  used  in  the  patent  not  in  its  ordinary  sense,  but  to 
designate  the  particularly  described  method  of  treating  spirally -oiled 
springs  of  hard  drawn  steel  wire  to  overcome  the  evils  from  distortion 
and  to  improve  them  iu  strength,  elasticity,  and  durability.  When, 
therefore,  the  claim  speaks  of  "  the  method  of  tempering  furniture  or 
other  coiled  springs,  substantially  as  hereinbefore  described,9  resort  is 
to  be  had  to  the  specification  for  the  proper  understanding  and  con- 
struction of  the  claim,  (Roberts  v.  Dickey,  4  Fisher,  639).  Plaiuly  the 
thing  here  patented  is  the  described  "  method  9  or  process.  Again,  the 
purpose,  object,  and  result  of  the  application  of  heat  in  the  practice  of 
the  Gary  invention  are  so  entirely  different  from  those  aimed  at  and 
attained  by  the  application  of  beat  iu  the  manufacture  of  wire  clock- 
bells,  hair  balance-springs  for  marine  clocks,  and  the  other  shown  in- 
stances of  its  prior  use  that  we  do  not  hesitate  to  adopt  the  conclusion 
of  Judge  Wheeler  upon  this  branch  of  the  case.  "It  is  not  to  be 
doubted,9  says  Mr.  Justice  Strong  in  Roberts  v.  Dickey,  supra,  "that  a 
novel  process  or  method  of  operation  that  amounts  to  a  successful  ap- 
plication of  known  things  to  a  practical  use  is  patentable  as  an  art9 
And  in  Mowry  v.  Whitney  (14  Wall,  620)  we  find  it  deeieed  that  the 
application  of  annealing  to  the  manufacture  of  car- wheels  was  new  and 
patentable,  notwithstanding  the  fact  that  the  ordinary  process  of  an- 
nealing had  been  applied  to  other  kinds  of  castings. 

The  defense,  resting  upon  the  new  evidence  touching  the  alleged 
prior  use  of  the  process  in  question  in  the  manufacture  of  spiral  springs 
at  the  works  of  the  American  Spiral  Spring  Butt  Hinge  Company,  has 
received  our  careful  attention.  The  proofs  here  are  very  voluminous, 
and  we  can  not  undertake  to  discuss  them  in  detail.  To  do  this  would 
unreasonably  extend  this  opinion.    We  must  content  ourselves  with 


DECI8I0NS  OF  U.  8.  COURTS  IK  PATENT  CASES.     499 

aaying  that  the  evidence  fails  to  satisfy  us  that  the  Gary  process  was 
used  at  said  works,  or  by  any  person  connected  therewith,  prior  to  the 
date  of  Gary's  invention  in  December,  1870.  Nor  is  the  testimony  of 
Parmort  Bradford  as  to  his  applying  heat  to  some  few  lathe-springs 
about  the  year  1864  convincing.  He  is  very  uncertain  as  to  the  num< 
ber  made,  and  in  other  respects  his  statement  is  incomplete.  He  is  alto- 
gether uncorroborated;  although  it  would  seem  that  in  some  collateral 
particulars  at  least  it  was  open  to  the  defendants  to  sustain  him,  if  it 
could  be  done.  It  would  be  very  unsafe  to  overthrow  a  patent  upon 
such  testimony.  If  we  assume  that  Colonel  Paine  prior  to  1870  treated 
the  one  spiral  spring  mentioned  by  him,  it  is  still  quite  evident  from  his 
statement  that  the  treatment  was  merely  experimental,  and  was  not 
followed  up,  but  abandoned.  It  is  the  settled  rule  that  a  defendant  in 
a  suit  for  the  infringement  of  a  patent  for  an  invention  who  sets  up 
prior  use  and  want  of  novelty  as  a  defense  has  the  burden  of  proof  upon 
him  to  establish  the  facts  set  up  beyond  all  reasonable  doubt.  (Can- 
trell  v.  Wallickj  117  U.  S.,  690.)  Certainly  the  defendants  evidence 
here  falls  fax  below  this  standard  of  proof. 

In  respect  to  the  prior  publications  relied  on  as  a  defense,  we  need 
only  say  that,  in  our  judgment,  they  do  not  fulfill  the  requirement  of 
the  established  rule  that  such  publications  must  contain  in  themselves 
such  a  full,  clear,  and  exact  description  of  the  invention  as,  without 
anything  more,  will  enable  one  skilled  in  the  art  to  practice  the  inven- 
tion.   (Seymour  v.  Osborne,  11  Wall.,  516.) 

Upon  the  question  of  infringement  we  adhere  to  the  views  we  ex- 
pressed at  an  earlier  stage  of  the  case.  The  proof  of  infringement  is, 
we  think,  quite  clear.  It  may  be  possible  that  the  defendants  are  using 
a  degree  of  heat  somewhat  higher  than  that  specifically  mentioned  in 
the  patent;  but  so  did  the  defendants  in  Vary  v.  Wolff,  supra.  Bo  long 
as  the  springs  are  kept  below  a  red  heat  the  substance  of  the  invention, 
as  Judge  Wheeler  remarks,  is  taken.  (Tilghman  v.  Proctor,  102  U.  8., 
707.)  Nor  is  it  material  that  the  defendants  cool  their  springs  by 
plunging  them  into  cold  water.  ,  The  beneficial  results  are  secured  by 
subjecting  the  springs  to  the  prescribed  heat,  and  the  patent  is  al- 
together silent  as  to  the  manner  of  cooling,  and  if  the  springs  are  not 
raised  to  a  red  heat  it  is  immaterial  whether  air  cooling  or  water  cooling 
is  practiced. 

McKbnnan,  dr.  J.: 

The  foregoing  case  was  heard  at  final  hearing  before  both  Judge 
Acheson  and  myself,  and  has  been  the  subject  of  careful  consideration 
and  consultation,  and  the  above  opinion  is  the  result  of  our  considerate 
^concurrent  judgment. 

Let  a  decree  in  favor  of  the  complainants  be  drawn. 


Digiti 
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[United  State*  Circuit  Coart-Southern  Dkferlftt  of  Hew  Yctk.1 

MoNab  and  Harlem  Manufacturing  Company  v.  Nathan  Man- 
ufacturing Company. 

Decided  August  \3t  1087. 

40  O.  G.,  1240. 
L  Gkb-Lubricator. 

William  Gee's  patent  No.  106,150,  dated  August  9, 1870,  for  an  improved  lubri* 
oator,  declared  invalid  for  laok  of  patentable  invention. 
8.  Patentablb  Invention,  What  is  not. 

Self-feeding  regulated  lubricators,  where  the  drip  of  tjie  oil  from  a  reservoir  waa 
visible,  being  old  and  well  known,  and  eelf-feeding  regulated  lubricators  where 
the  oil  flowed  from  a  reservoir  into  a  transparent  pipe  having  been  described  in 
an  earlier  English  provisional  specification,  it  required  no  invention  to  make  a 
self-feeding  regulated  lubricator  where,  the  oil  was  delivered  in  drips  from  the* 
reservoir  into  a  transparent  chamber  below  the  same. 

3.  Sams. 

Neither  did  it  require  invention  to  employ  a  transparent  chamber  to  avoid  the 
effects  of  wind  and  dirt  upon  the  old  and  well-known  unprotected  drips. 

4.  An  Earlier  English  Provisional  Specification  mat  bb  Used  to  $egativb 

Invention. 

Where  an  earlier  English  provisional  specification  did  not  precisely  anticipate 
the  patent  in  suit,  it  may  be  used  to  show  that  no  invention  was  required  to  make 
the  simple  alteration  or  addition  which  distinguishes  it  from  the  patent  in  suit. 

Mr.  Arthur  v.  Briesen  and  Mr.  Antonio  Enauth  for  the  plaintiff. 
Mr.  Edmund  Wetmore  for  the  defendant. 

SmPMAN,  J.: 

This  is  a  bill  in  equity  to  restrain  the  defendant  from  the  alleged  in- 
fringement of  Letters  Patent  No.  106,160,  granted  August  9, 187D,  to 
William  Gee,  as  inventor,  for  an  improved  self-feeding  lubricator. 

The  patentee's  description  in  his  specification  of  the  nature  and  chary 
acter  of  the  invention  is  as  follows: 

The  want  of  some  means  of  observing  the  operation  of  self-feeding  lubricators  has 
long  been  recognized.  With  a  view  to  provide  for  this  want,  and  to  facilitate  the 
proper  adjustment  of  the  feed-regulating  device,  the  reservoirs  have  been  made  of 
glass  or  with  glass  sides,  through  whioh  the  quantity  of  oil  contained  therein  might 
be  seen ;  but  the  facility  thus  afforded  for  ascertaining  whether  the  lubricator  waa 
feeding  properly  was  very  imperfect,  as  the  action  could  only  be  determined  by 
watching  the  gradual  diminution  of  the  level  of  the  oil  in  the  reservoir,  whioh  waa 
necessarily  tedious. 

The  object  of  this  invention  is  to  provide  for  the  better  observation  of  the  opera* 
tion ;  and  to  this  end  it  consists  in  the  provision  below  the  reservoir  and  the  feed- 
regulating  device  and  the  contracted  orifice  through  whioh  the  oil  escapes  from  the 
reservoir  of  a  chamber  of  such  capacity  that  the  oil  or  other  lubricating  material 
drips  through  the  said  chamber,  instead  of  triokling  down  over  the  surface  of  tbe 
passage  leading  from  the  reservoir  and  feed-regulating  device  to  the  bearing  or  other 
device  to  be  lubricated,  such  chamber  having  openings  in  its, sides  or  being  partly 
constructed  of  glass,  and  thereby  enabling  the  dripping  of  the  oil  within  or  through 
it  to  be  distinctly  seen. 

In  order  to  insure  the  dripping  instead  of  the  trickling  of  the  oil  or  lubricating. 
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<Baterial  from  the  reservoir  through  the  said  chamber,  one  feature  of  this  invention 
consists  in  providing  a  teat  around  the  orifioe,  through  which  the  oil  or  lubricating 
material  passes  into  the  said  chamber. 

Figure  1  in  the  drawings  is  a  central  vertical  section  of  a  lubricator  with  my  im- 
provement. Fig.  2  is  an  elevation  of  the  drip-chamber  detached  from  the  reservoir 
and  feed-regulating  device. 

Similar  letters  of  reference  indicate  corresponding  parts  in  both  figures. 

A  is  the  reservoir;  B,  the  feed-tube,  and  C  the  adjusting  valve  or  plug  for  regulat- 
ing the  feed.  These  are  represented  of  a  well-known  construction,  serving  as  well  as 
any  other  to  illustrate  the  application  of  my  invention ;  but  the  reservoir  and  feed- 
jegulating  device  may  be  of  any  other  known  or  suitable  construction,  whereby  a  con- 
tracted orifioe  is  provided  at  the  bottom  of  the  reservoir  for  the  escape  of  the  oil  or 
other  lubricating  material. 

F  H I  is  the  drip-chamber,  arranged  below  the  reservoir  and  feed-regulating  device 
and  between  the  said  device  and  the  hollow  stem  G,  which  is  inserted  into  the  sup- 
port for  the  lubricator.  This  chamber  is  formed  in  part  of  a  hollow  cylindrical  shell 
of  metal,  F,  which  is  made  in  the  same  piece  with  or  attached  to  the  bottom  of  the  feed- 
tube  B,  and  in  part  by  a  socket,  I,  provided  on  the  stem  G,  the  shell  F  screwing  into 
this  socket.  To  render  the  interior  of  the  said  chamber  visible,  holes  E  E,  of  suitable 
size,  are  provided  in  the  sides  of  the  cylindrical  shell  F,  and  to  prevent  the  entrance 
of  dust,  while  still  permitting  the  interior  to  be  seen,  the  said  shell  is  lined  with  a 
glass  tube,  H,  or  small  plated  of  glass  may  be  fitted  to  the  holes  E  E  for  the  same  pur- 
pose. At  the  top  of  the  said  chamber,  surrounding  the  lower  orifice  of  the  feed- tube, 
is  the  teat  a,  on  which  the  oil  or  lubricating  material  collects  to  form  the  drip. 

The  operation  is  as  follows:  The  oil  or  other  lubricating  material  passing  the  feed- 
regulating  valve  or  plug  C  collects  in  the  lower  part  of  the  feed -regulating  tube  until 
there  is  a  sufficient  accumulation  at  the  lower  orifice  of  the  said  tube  to  form  a  drip, 
which  drips  through  the  chamber  F  H  I  to  the  bottom  thereof,  whence  it  passes 
through  the  hollow  stem  G  to  the  place  to  be  lubricated.  The  dripping,  taking  place 
frequently,  oan  be  observed  through  the  openings  E  E  of  the  chamber,  and  the  quan-  • 
tity  supplied  can  be  so  easily  determined  as  to  enable  the  feed-regulating  device  to 
be  properly  adjusted.  The  delivery  of  the  oil  in  drips  is  better  insured  by  the  teat  o, 
formed  around  the  lower  orifice  of  the  feed-tube,  or  by  what  would  be  equivalent — 
by  the  making  of  the  interior  of  the  npper  part  of  the  chamber  of  convex  form. 

This  invention  differs  from  all  other  lubricators  not  in  allowing  the  oil  to  be  seen, 
but  in  feeding  with  a  visible  drip,  the  frequency  or  cessation  of  which  can  be  at  onoe 
.ascertained. 

The  claims  are  as  follows : 

1.  The  open  or  transparent  drip-chamber  arranged  below  the  reservoir  and  feed- 
Tegulating  device,  and  in  combination  with  the  contracted  opening,  through  which 
the  oil  or  lubricating  material  escapes  from  the  reservoir,  substantially  as  herein  de- 
scribed, to  provide  for  the  dripping  of  the  said  material  and  the  view  of  the  drip. 

2.  In  combination  with  the  drip-chamber  and  reservoir,  the  teat  a,  substantially  as 
.and  for  the  purpose  specified. 

From  the  patent  it  appears  that  the  invention  consisted  of  an  open 
•or  transparent  standard  or  chamber  below  the  oil  reservoir  and  the  con- 
tracted lower  orifice  of  the  feed-regulating  device,  of  such  capacity  that 
the  oil  visibly  drops  through  and  does  not  trickle  down  the  sides  of  the 
chamber. 

The  reservoir  and  feed-tube  are  old,  unless  the  teat  a  surrounds  the 
lower  orifice  of  the  feed-tube.  The  standard  is  an  open  or  transparent 
-stem  in  these  lubricators  which  have  stems  by  which  they  are  attached 
to  the  bearings. 
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The  question  at  the  foundation  of  the  case  is  whether,  in  view  of  the 
State  of  the  art  at  the  date  of  the  invention,  the  improvement  was  pat- 
entable. It  is  clearly  proved  that,  in  1863,  upon  the  steamer  MerrimaCy 
a  vessel  in  the  service  of  the  United  States  Government,  and,  in  1867r 
upon  the  United  States  steamer  Ontario,  drip-feed  lubricators,  made  by 
Bichard  Lavery,  were  used,  which  operated  solely  by  gravity,  were  regu- 
lated by  an  ordinary  spindle,  and  were  elevated  above  the  bearing  which 
received  the  dripping  oil,  so  that  the  drip  and  the  frequency  of  the  drip 
were  visible,  but  without  any  chamber  surrounding  the  feed.  In  like 
manner,  in  1860,  William  Burnett,  formerly  supervising  inspector-gen- 
eral of  steam- vessels,  used  oil-cups  which  were  raised  or  elevated  above 
fhe>shatt-bearing8  of  steam-engines,  and  from  which  the  oil  dropped  in 
separate  drops  upon  the  bearing,  so  that  the  number  of  drops  could  be 
ascertained  by  the  eye  and  the  quantity  could  be  regulated  by  the  cock 
which  controlled  the  discharge  of  the  oil  from  the  cup.  These  cups  had 
no  chamber  below  the  bottom  of  the  cup. 

In  the  provisional  English  specification  of  William  Brookes,  dated 
May  22, 1867,  his  lubricator  is  described  as  follows: 

The  object  of  this  invention  is  to* obtain  a  more  certain  and  continuous  supply  of 
lubricating  matter  to  those  parts  of  machinery  which  are  subject  to  friction.  To  at- 
tain, this  object  the  reservoir  containing  the  oil  or  lubricating  matter  is  formed  of 
glass  or  other  transparent  material,  and  at  the  base  thereof  it  is  attached  to  glass  (or 
other  transparent)  pipe,  in  which  is  placed  a  supply-cock  for  the  purpose  of  regulat- 
ing the  supply,  and  having  a  nut  at  one  extremity  for  the  purpose  of  permanently 
adjusting  it  when  properly  fixed.  Below  this  regulating,  supply-cock  is  placed  an- 
other similar  cock  for  the  purpose  of  cutting  off  the  supply  when  needed,  and  thus 
dispensing  with  the  necessity  of  closing  and  readjusting  the  first-mentioned  cook. 
The  second  one  might  he  dispensed  with  if  required.  By  making  the  reservoir  of 
glass  or  other  transparent  material  the  workmen  can  at  all  times  see  when  it  requires 
replenishing,  and  the  glass  (or  other  transparent)  pipe  permits  also  of  his  observing 
any  interruption  in  the  eontinuonsness  of  the  supply  to  the  machinery. 

This  description  does  not  state  that  the  lubricant  dripped  from  the 
reservoir  through  the  transparent  pipe.  It  might  have  trickled  down 
the  sides  of  the  pipe.  I  shall  therefore  assume  that  there  was  no  drip- 
pipe  which  delivered  the  oil  in  separate  drops  into  the  transparent  stem 
or  chamber. 

I  intentionally  omit  a  discussion  of  the  question  whether  John  Ab- 
sterdam  used  oil  cups  substantially  like  the  patented  invention  at  No. 
5  Haverhill  street,  and  at  the  factory  of  J.  J.  Walworth  &  Co.,  in  Boston, 
in  1853  and  1854,  because  upou  this  question  there  is  the  conflict  of  tes- 
timony which  frequently  arises  in  regard  to  the  use  of  an  inconspicuous 
object  in  a  factory  twenty  or  thirty  years  before  the  testimony  was 
given,  and  I  think  that  the  case  does  not  require  a  decision  in  regard  to 
the  correctness  of  Absterdam's  recollection. 

There  were,  thdn,  prior  to  the  date  of  Gee's  invention,  gravity-lubri- 
cators which  were  elevated  above  the  bearings  to~be  oiled,  and  from 
which  the  oil  dripped  in  separate  drops  upon  the  bearings,  so  that  the 
quantity  and  frequency  of  the  drip  could  be  ascertained  by  inspect**, 
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tut  which  had  no  chamber  into  or  through  which  the  oil  dripped.  The 
Brookes  specification  described  a  gravity-lubricator  which  had  a  reser- 
voir, and  at  its  base  a  transparent  chamber  in  which  was  a  supply- 
cock  for  the  purpose  of  regulating  the  supply.  The  oil  flowed  into  the 
transparent  pipe  aha  was  delivered  to  the  journal  or  bearing  to  be  lubri- 
cated, t*e  chamber  being  for  the  purpose  of  enabling  the  engineer  to 
observe  and  watch  the  flow  of  the  oiL 

In  my  opinion,  there  was  no  invention  in  making  the  Brookes  supply- 
cock  discharge  the  oil  through  an  orifice  which  should  deliver  a  drip, 
and  in  thus  producing  the  Gee  lubricator.  Neither  would  it  require 
much,  if  any,  more  inventive  genius  to  prevent  the  entrance  of  dirt  into 
or  the  effect  of  wind  upon  the  Lavery  and  Burnett  lubricators  by  at 
taching  to  the  bottom  of  each  cup  a  transparent  standard.  After  La- 
very  and  Burnett  had  in  a  rough  way  shown  the  principle  of  a  light-feed 
oiler,  it  would  not  seem  that  invention  was  required  to  embody  the 
principle  in  the  neater  form  in  which  Gee  presented  it 

I  place  the  decision  especially  upon  the  Brookes  specification,  and  hold 
that  if  it  did  not  anticipate  the  Gee  patent  it  was  so  nearly  like  it  that 
no  invention  was  needed  to  make  the  simple  alteration  or  addition  which 
is  said  to  distinguish  the  Gee  device. 

The  bill  is  dismissed. 


(United  8tetM  Circuit  Coart-Bastern  DUtrict  of  PauuyWani*.  J 

Dosh  v.  The  A.  J.  Medlar  Company  (Limited). 

Dtcided  April  <E>y  1887. 

40  0.  G.,  1242. 

1.  Combination. 

Where  two  old  and  well-known  devioes  are  brought  into  juxtaposition,  and 
each  oontlnnee  to  perform  its  old  function  without  any  new  mult  issuing  from 
their  united  action,  no  patentable  combination  is  produced. 

2.  INPUHOBMSNT. 

Where  a  patent  is  limited  by  disclaimer  to  a  flat  or  "  tape  wire9  knife  for  out- 
ting  dough,  there  is  no  infringement  in  the  use  of  a  round  wire. 

Jf*  Albert  H.  Oangewer  and  Messrs.  Price  A  Stewart  for  the  complain- 
ants. 

Messrs.  Banning  A  Banning  for  the  defendant. 
Butler,  J. : 

The  snit  is  for  infringement  of  claims  1,6,  and  7  of  Letters  Patent 
No.  90,577,  issued  May  25, 1869,  to  Joseph  Bepetti,  for  cracker-machine I 
and,  also,  for  infringement  of  claim  3  of  Letters  Patent  No.  209,963,  is- 
sued to  Henry  Duseh,  November  19,  1878,  for  improvement  in  soft- 
dough  machines.  The  claims  of  the  first  patent  here  iuvolved  read  as 
follows : 

1.  The  combination  of  the  automatic  stopping  device,  consisting  of  the  finger  I, 

k-ahaft  i,  arms  h  and  a1,  rod  e\  aping/1,  and  stopper  § ,  with  the  plunger  j,  screw 
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ft,  and  pulleys  a  and  a1,  or  their  equivalents,  substantially  as  and  for  the  purpose 
herein  described. 

6.  The  combination  of  the  bevel-wheels  7  and  8  and  hand- wheel  9  with  non-revolv- 
ing screw  it  revolving  nut  *y  and  plunger.;,  substantially  as  and  for  the  purpose  speci- 
fied. 

7.  The  combination  of  the  slide  6  with  the  movable  bottom  y9  and  dough-box  10, 
substantially  as  and  for  the  purpose  set  forth  in  this  specification. 

These  claims  are  for  the  several  parts  of  a  cracker-machine  and  an 
automatic  stopping  device  combined,  so  as  to  operate  in  conjunction. 
Both  the  cracker-machine  and  stopping  device  were  old  at  the  date  of 
plaintiffs  patent.  This  is  not  only  proved  very  fully,  bnt  is  admitted 
by  counsel.  The  plaintiff  simply  brought  them  together  so  as  to  work 
in  conjunction.  In  our  judgment  this  did  not  involve  patentable  nov- 
elty. In  the  first  place,  no  iuveution  was  required  to  effect  the  combi- 
nation. It  does  not  differ  essentially  from  the  combinations  previously 
made  between  this  stopping  device  and  other  machines.  Any  ordinary 
mechanic  could  have  effected  it  as  well.  In  the  second  place,  the  com* 
bination  was  not  productive  of  any  new  result  Each  of  the  old  parte 
operate  precisely  as  before.  The  cracker-machine  continues  to,  make 
crackers  precisely  as  it  did  previously,  and  the  stopping  device  throws 
the  operating  machinery  out  of  gear  just  as  it  did  similar  machinery 
before.  Previously  the  machine  was  stopped  by  hand;  subsequently 
it  was  stopped  by  this  device.  The  combination,  it  is  thus  seen,  has 
nothing  whatever  to  do  with  the  operative  effect  or  work  of  the  cracker* 
machine.  The  two  were  simply  brought  into  juxtaposition,  each  con- 
tinuing to  perform  its  own  functions,  separately,  in  its  old  way.  The 
combination,  therefore,  was  not  patentable.  As  was  said  by  this  court 
in  Hoffman  v.  Young  (18  O.  G.,  794),  "a  mere  aggregation  of  old  parte 
without  any  new  result,  issuing  from  their  united  action,  is  not  patent- 
able. The  parte  must  combine  in  operation,  and  by  their  joint  effect 
produce  a  new  result."  This  is  but  the  common  language  of  all  the 
cases. 

As  respects  the  claim  of  the  Dusch  patent  here  involved,  it  is  suffi- 
cient to  say  that  no  infringement  is  shown.  The  patentee  is  clearly 
confined  to  a  "  tape  wire"  knife,  in  his  combination.  This  the  defend- 
ant does  not  use.  Although  the  words  "tape  wire"  are  not  found  in 
connection  with  "  knife"  in  the  third  claim,  the  knife  there  referred  to 
is  the  same  knife  described  in  the  first  claim  as  a  "  tape-wire  knife." 
The  specifications  clearly  disclaim  a  round  wire,  such  as  the  defendant 
employs.  "  I  am  aware  that  it  is  not  new,  broadly*,  to  cut  dough  by 
means  of  a  round  wire,  and  such  I  therefore  do  not  claim,  the  gist  of 
my  invention  consisting  in  the  use  of  a  tape-wire  knife,"  says  the 
plaintiff. 

The  many  other  questions  discussed  need  not  be  considered. 

The  bill  must  be  dismissed,  with  costs. 


Digiti 


zed  by  G00gle 
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[United  State  Circuit  Court-Southern  District  of  New  York.] 

Holmes  Electric. Protective  Company  v.  Metropolitan  Burg- 
lar Alarm  Company. 

Decided  Jul9  14,  1887. 

40  O.  G.,  1242. 

Motion  to  Dissolve  an  Injunction. 

Motion  to  dissolve  an  injunction  on  the  ground  that  the  invention  covered  by 
the  patent  was  described  in  a  prior-patent  to  same  inventor  denied, 

Mr.  Samuel  A.  Duncan  for  the  plaintiff. 
Mr.  O.  O.  Frelinghuysen  for  the  defendant. 

Wheeler,  J.  : 

The  preliminary  injunction  granted  herein  has  stood  nearly  three 
years.  Motion  is  now  made  to  dissolve  it  on  the  ground  that  the  in- 
vention of  this  patent  was  described  in  a  prior  patent  to  the  same  in- 
ventor, and  on  the  authority  of  Mahn  v.  Harwood  (112  U.  8.,  354), 
which  was  not  before  the  court  when  the  injunction  was  granted.  The 
question  involved  was  argued  in  Butterwortk  v.  Hitt  (114  U.  S.,  128),  and 
js  said  not  to  have  been  considered,  as  the  case  was  disposed  of  on  other 
grounds.  Since  then  the  question  has  been  very  fully  considered  and 
the  authorities,  including  Mahn  v.  Harwood,  reviewed  in  Eastern  Paper 
Sag  Company  v.  Standard  Paper  Bag  Company  (30  Fed.  Rep.,  63).  The 
conclusion  was  there  re&ched  that  such  description  in  a  prior  patent 
does  not  of  itself  alone  invalidate  a  subsequent  patent  for  the  invention 
so  described  applied  for  in  due  season.  Upon  this  state  of  the  author- 
ities, and  in  view  of  the  long  time  during  which  the  injunction  has  been 
in  force  and  the  readiness  with  which  the  cause  may  be  brought  to  final 
hearing,  it  is  deemed  best  that  the  injunction  should  remain  until  that 
time. 

Motion  denied. 


lUnited  States  Ciroait  Court-Southern  District  of  New  York.] 

Railway  Register  Manufacturing  Company  v.  Broadway  and 
Seventh  Avenue  Railroad  Company. 

Decided  March  11, 1867. 

40  O.  G..  1843. 

Bknton— Fare-Registers— Equivalent*. 

An  injunction  granted  in  this  cause  February  5,  1886,  is  not  violated  by  the 
defendant  in  the  use  of  a  device  which  is  a  stop  on  moving  the  trip-hand  of  a  fare- 
register  forward  beyond  zero,  bnt  is  not  capable  of  being  fixed  where  registration 
is  began  away  from  the  proper  place  so  as  to  indicate  that  fact. 

Mr.  Edward  N.  DicJcerson%jr.,  for  the  plaintiff. 

Mr.  John  F.  Dillon  and  Mr.  John  Dane,  jr.,  for  the  defendant 
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"WHEELEE,  J.: 

A  permanent  injunction  has  been  granted  in  this  cause  against  far- 
ther infringement  of  the  plaintiff's  patent,  No.  260,526,  dated  July  4» 
1882,  and  granted  to  John  B.  Benton,  for  an  improvement  in  fare-regis- 
ters. The  patented  invention  is  a  combination  which  includes  a  tell- 
tale hand  to  indicate  any  failure  to  reset  the  trip-hand  of  the  register  at 
zero  at  the  commencement  of  atrip.  (26  Fed.  Rep.,  522;  34  O.  G., 
921.)  The  tell  tale  hand  of  the  patent  is  moved  with  the  trip-hand  in 
resetting,  and  if  they  are  reset  at  zero  moves  with  it  in  registering  fare* 
until  tbey  are  again  reset.  If  they  are  not  reset  at  zero,  the  tell-tale  hand 
remains  at  the  place  at  which  they  are  reset,  when  the  trip-hand  move* 
forward  in  registeringfares  and  indicates  that  registration  was  begun  at 
a  wrong  place.  The  tell-tale  hand  of  the  infringement  moves  the  trip- 
hand  forward  in  resetting  and  is  left  by  it  when  registration  begins,  and 
if  that  is  begun  at  any  place  other  thau  zero  it  indicates  that  fact*  Since 
the  injunction  the  defendant  has  commenced  using  another  resetting  de- 
vice, which  the  plaintiff  claims  is  au  equivalent  of  the  tell-tale  hand  if* 
the  combination,  and  a  colorable  attempt  to  evade  the  injunction.  The 
plaintiff  has  moved  for  an  attachment  on  account  of  this  use  of  that  de- 
vice. This  device  resets  the  trip-hand  by  moving  it  forward,  and  has  a 
stop  by  which  it  can  not  move  the  trip-hand  beyond  zero.  If  it  is  stopped1 
short  of  zero  and  registration  is  begun,  it  can  be  moved  up  to  zero  when 
the  trip  hand  has  proceeded  in  registration  to  that  point  or  beyond ;  and 
if  it  is  stopped  at  zero  it  can  be  moved  back  from  that  point  at  any  time 
and  forward  to  it  again  without  interfering  with  the  trip-hand  in  regis- 
tration.  It  is  therefore  a  stop  on  moving  the  trip-band  forward  beyond 
zero,  but  is  not  capable  of  being  fixed  where  registration  is  begun  away 
from  the  proper  place  so  as  to  indicate  that  fact  or  act  as  a  tell-tale  at 
all.  Therefore  it  is  not  the  equivalent  of  the  tell-tale  hand  in  the  com* 
bination,  and  its  use  is  not  a  violation  of  the  injunction. 

The  motion  is  denied. 


[United  States  Circuit  Courts-Southern  District  of  New  York.  J 

Cottle  v.  Krbmentz  bt  al. 

Zfcofafed  Jfoy  31, 1887. 

40  O.  0.v  1243. 

1>  Cottle— Buttons. 

Letters  Patent  No.  *U8,412,  granted  April  10»  1878,  to  Shubaei  Cottle,  for  an  tm* 
proveinent  in  buttons,  construed  and  held  valid' as  the  first  claim  covering  the 
process,  bnt  invalid  as  to  too  second  claim  covering  the  product. 

%  IftTRHf  GKlfXNT. 

Buttons  similar  to  those  made  by  the  patentee's  process  were  old,  and  the  dV 
fondants  in  manufacturing  a  like  article  arc  not  liable  for  infringement  of  any- 
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Mr.  W.  H.  L.  Lee  for  the  orator. 

Mr.  Frederic  H.  Betts  and  Mr.  J.  E.  Hindon  Hyde  for  We  defendants. 

Wheeler,  J.: 

This  cause  rests  upon  patent  for  invention  No.  202,412,  dtyted  April 
16, 1878,  issned  to  the  orator  for  an  improvement  in  the  cons  traction  of 
collar  and  sleeve  buttons.  The  specification  describes  the  making  of 
snch  buttons  by  striking  np  the  post  from  the  back,  forming  them  in  one 
piece,  thickening  the  post  at  the  base  for  strength,  and  soldering  the 
head  to  the  post  There  are  two  claims,  one  for  the  improved  process 
of  constructing  the  button,  and  the  other  for  the  button,  whose  tubular 
post  and  back  are  formed  in  one  piece,  and  having  the  metal  thickened 
at  the  base  of  the  post.  The  defendants'  buttons  are  formed  wholly  in  one 
piece,  but  without  using  the  orator's  process.  The  patent  describes  the 
prior  method  of  making  such  buttons,  which  was  to  make  the  head, 
back,  and  post  separately,  and  then  unite  them  by  soldering  them  to* 
gether;  and  their  defects,  which  were  that  frequently  they  were  impor> 
fectly  united.  When  well  made,  they  were  not  essentially  different  in 
form  or  function  from  those  made  according  to  the  patent,  or  those  of 
the  defendants.  The  thickening  of  the  post  at  the  base  is  not  material* 
They  were  generally  strong  enough  there  before;  but,  if  not,  the 
strengthening  of  them  at  that  place  would  be  too  obvious  to  support 
a  patent  for  doing  that  The  orator  invented  a  mode  of  making  such 
buttons,  which  was  new  and  very  useful,  and  for  which  he  deservedly 
had  a  patent;  but  the  buttons  when  made  were  not  new,  except  that 
they  were  made  by  that  new  mode.  For  them  there  was  no  ground  for 
a  patent  In  the  old  buttons  the  post  and  back  were  not  formed  of  one 
piece;  but  when  they  had  been  united  and  become,  with  the  head,  a  button, 
they  were  of  one  piece  for  the  purposes  of  the  button  as  much  as  if  they 
had  always  been  in  one  piece.  Toe  thing  patented  in  this  part  of. the 
patent  was  not  new,  and  this  part  of  the  patent  is  apparently  invalid 
on  that  account  (The  Wood  Paper  Patent,  23  Wall.,  563;  Oochram* 
v.  Badheke  Anilinand  Soda  Fabric,  111  U.  8.,  293;  McCloskey  v.  Du 
Bois,  8  Fed.  Rep.  710;  9  Fed.  Rep.,  38;  McCloskey  v.  Hamill,  15  Fed. 
Bep.,  750.) 

Let  a  decree  be  entered  dismissing  the  bill  of  complaint,  with  costs. 


(United  State  Circuit  Court-Southern  District  of  New  York.) 

HOFF  ET  AL  t>.  IRON  OLAD  MANUFACTURING  COMPANY. 

Decided  April  27,  1887. 

40  O.  G.,  1244. 

1.  Hofv—Coal-Hod— Former  Decision. 

Letters  Patent  No.  279,871,  granted  June  19,  1883,  to  Charles  Hoff;  for  an  im- 
provement in  coal-hods,  again  considered  (see  350. 0.,  1230,  for  former  decision), 
and  in  view  of  English  patent  to  Haseltlne,  of  November  3,  1873,  limited. 

2.  ImrBnroBMSNT. 
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Mr.  George  J.  Murray  and  Mr.  A.  v.  Briesen  for  the  complainants. 
Mr.  Ernest  C.  Webb  and  Mr.  Frederic  H.  BeUs  for  the  defendants 

Wallace,  J. : 

In  view  of  the  English  patent  to  Haaeltine,  of  November  3, 1878, 
which  has  been  introduced  by  the  defendant  since  it  was  permitted  to 
amend  its  answer  and  have  a  rehearing  of  the  cause,  the  first  claim  of 
the  complainants'  patent,  if  not  void  for  want  of  novelty,  can  only  be 
sustained  by  limiting  it  to  one  in  which  the  method  consists,  among 
other  things,  in  folding  in  the  cone  end  of  the  body  to  form  the  bottom 
of  the  vessel  in  a  series  of  annular  ribs  or  rings.  It  is  doubtful  whether 
the  claim  is  capable  of  this  interpretation.  If  it  is  not,  the  Haseltine 
patent  anticipates  it,  because  that  patent  clearly  describes  the  method 
Is  applied  to  cylindrical  vessels  made  of  any  suitable  material.  The 
method  is  the  same  whether  applied  to  a  cylindrically-shaped  body  or 
a  tapering  or  cone-shaped  body. 

Without  deciding  that  novelty  is  negatived,  it  suffices  that  upon  the 
narrowed  construction  which  it  must  receive  in  order  to  save  it  the  de- 
fendant does  not  infringe. 

The  bill  is  dismissed,  with  costs. 


[United  Stele*  Circuit  Court-Southern  Dbtrlot  of  New  York.] 

Cooke  v.  Globe  Files  Company  et  al. 

Decided  March  16,  1687. 

40  O.  G.,  1844. 

1.  Cooke— Lettek  and  Invoice  File. 

Letters  Patent  No.  282,275,  granted  July  31, 1883,  to  William  A~  Cooke,  jr.,  for 
an  improvement  in  letter  and  invoice  files,  declared  void. 
H  Mechanical  Skill. 

The  nee  of  a  piece  of  tape,  linen,  or  other  suitable  material  as  a  re-enforce 
piece  to  strengthen  the  parts  of  the  files  in  places  where  they  were  weak  was  not 
the  discovery  of  anything  new  nor  the  application  of  genius  to  things  known, 
but  simply  mechanical  skill,  and  does  not  cover  a  patentable  invention. 

Mr.  William  E.  Oleason  and  Mr.  W.  ft  Donn  for  the  plaintiff. 
Mr.  R.  H.  Parkinson  for  the  defendants. 

Wheeler,  J. : 

This  suit  is  brought  upon  Patent  No.  282,275,  dated  July  31, 1883, 
granted  to  the  orator,  for  a  letter  and  invoice  file  for  the  reception  and 
classification  of  papers.  The  specifications  of  the  patent  describe  a  file 
having  pockets  formed  of  leaves  and  partitions  connected  by  gussets  at 
the  ends,  with  a  piece  of  tape  of  linen  or  other  suitable  material  pasted 
or  otherwise  applied  to  the  gussets  and  connected  to  the  sides  of  the 
Ale  by  having  its  end*  fastened  between  the  sides  and  outside  covers. 
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The  object  of  the  tape  is  set  forth  to  be  to  strengthen  the  tape  of  the 
gnssets  and  give  stiffness  to  the  parts  to  which  it  ifl' attached,  and  to 
connect  the  opposite  sides  of  the  file  by  a  stronger  and  more  durable 
material  than  the  gnsseted  ends  of  the  pocket  are  required  to  be  made 
of.  There  are  five  claims,  the  first,  second,  and  fifth  of  which  are  for 
the  gnsseted  bottoms  and  ends  and  partitions  and  flap.  The  third  is 
for  the  combination  of  the  tape  called  the  "  re-enforce  piece  n  with  the 
ends,  partitions,  and  connecting-pieces.  The  fourth  is  for  the  combi- 
nation of  the  tapes  attached  to  the  gussets  and  their  ends  held  between 
the  sides  and  the  outside  covers  with  the  gusseted  ends  of  the  pockets. 
The  use  of  the  re-enforce  piece  is  the  only  infringement  complained  of, 
and  applies  only  to  the  third  and  fourth  claims.  The  case  shows — 
and  it  is  conceded  in  argument— that  all  the  rest  of  the  structure  of 
the  file  is  older  than  the  plaintiff's  invention.  This  piece  added  no  new 
part  or  function  to  what  was  known  and  in  use  before,  but  merely 
strengthened  the  parts  of  the  files  in  places  where  they  were  weak  ahd 
needed  strengthening  to  which  they  were  attached.  Question  is  made 
as  to  whether  the  addition  of  this  piece  for  this  purpose  constituted  a 
patentable  invention.  What  was  needed  in  the  prior  structures  was 
merely  to  make  them  stronger  where  they  weft  shown  by  use  to  be 
too  weak.  The  invention  in  this  patent  strengthened  them  by  obvious 
means  in  these  weak  places.  Neither  the  discovery  of  anything  new, 
nor  the  application  of  genius  to  the  things  known,  nor  anything  beyond 
the  skill  of  a  good  workman,  appears  to  have  been  required  or  exercised 
in  the  accomplishment  of  this  result.  Careful  and  repeated  considera- 
tion of  this  subject,  in  view  of  the  cases  which  have  been  decided  bear- 
ing upon  it,  leads  to  the  conclusion  that  the  part  of  this  patent  claimed 
to  be  infringed  does  not  cover  any  patentable  invention.  The  invention 
does  not  appear  to  be  any  greater  than  that  in  Gardner  v.  Herz  (118 
U.  8.,  180),  which  was  held  not  to  be  sufficient  to  support  a  patent.  No 
reference  to  any  other  decided  case,  or  to  any  other  point  in  this  case, 
is  deemed  to  be  necessary. 
Bill  dismissed,  with  costs. 


lUnited  States  Circuit  Court— Northern  DUtriot  of  Illinois.) 

The  Hammer  schlag  Manufacturing  Company  v.  Bancroft* 

Decided  September  5,  1887. 

40  O.  G.,  1339. 

.  Hammerschlag— Waxing  Paper. 

The  fifth  claim  of  Retailed  Letters  Patent  No.  8,460,  dated  October  22, 1878, 
granted  to  Siegfried  Haininerochlag,  for  an  improvement  in  waxing  paper,  ad- 
judged valid  and  to  have  been  infringed. 
.  A  Pioneer  in  the  Art  Entitled  to  Broad  Construction  of  Claims. 

Hammerschlag,  being  a  pioneer  in  the  art  described  in  his  patent,  is  entitled  to 
a  broad  construction  of  bis  claim  in  controversy. 
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3.  INFBIHQEMBNT  OF  CLAIM  HOT  AVOIDKD  BECAUSE  THE  DXFBNDABT  V&EB  A  DlF- 

FBBSJTT  OMDBB  OF  STEPS  IK  Hl8  PftOCXSS. 

It  does  not  follow  that  processes  are  different  because  the  vartoos.steps do  not 
succeed  each  other  in  precisely  the  aame  order,  and  an  Infringement  is  not  thereby 
avoided. 

4.  Decisions  of  Other  Circuit  Courts  Controlling  Under  Similar  Ciroum- 

8TANCE8. 

Hanimersehlag's  patent  haring  been  sustained  by  the  ooorts  in  a  number  of 
contested  eases,  a  proper  regard  for  uniformity  of  decision*  should  incline  other 
courts  to  hold  the  patent  vali^  against  the  same,  or  substantially  the  same,  de- 
cisions .  until  all  controversy  orer  its  validity  is  put  at  rest  by  a  decree  of  the 
Sapreme  Court  of  Aie  United  States. 

Mr.  Boioae  OonkUng  and  Jtfssm.  Frott  db  Ooe  for  the  complainant. 
Mr.  John  0.  Elliott  and  Mr.  Lysander  Sill  for  4he  defendant 

Obbsham,  J.; 

This  suit  is  brought  to  enjoin  the  defendant  from  infringing  the  fifth 
-claim  of  Reissued  Letters  Patent  No.  8,460,  October  22, 1878,  to  Sieg- 
fried Hammerschlag,  complainant's  assignor;  also,  the  first,  third,  and 
fourth  claims  of  Letters  Patent  No.  217,280,  granted  on  the  2d  day  of 
June,  1879,  to  the  same  person  and  by  him  assigned  to  the  complainant 
The  fifth  claim  in  th*  reissue  is  identical  with  the  second  claim  in  the 
original  patent.    (Gage  v.  Herring,  107  U.  S.,  640.) 

After  argument  of  counsel,  Judge  Blodgett  granted  a  preliminary  in- 
junction against  the  defendant  on  all  the  claims.  The  complainant's 
chief  reliance  is  upon  the  fifth  claim  in  the  reissue,  which  is  for  a  pro- 
cess of  waxing  paper  by  machinery. 

I  do  not  understand  that  any  relief  is  expected  upon  the  other  patent 
{No.  217,280),  which  is  for  an  improvement  in  machinery  for  waxing 
paper,  and  no  further  attention  will  be  given  it  The  answer  con- 
tains the  usual  defenses ;  but  those  chiefly  relied  on  are  anticipation  by 
■a  large  number  of  machines  and  patents  both  American  and  foreign  and 
non-infringement 

The  fifth  claim  of  the  reissue  is  as  follows : 

5.  The  method  herein  set  forth  of  waxing  paper,  consisting  in  spreading  the  wax 
-upon  the  surface,  heating  the  paper  from  the  opposite  side  to  spread  and  fose  the  wax 
into  the  fabric  of  the  paper,  remoring  the  surplus  wax,  and  remelting  and  polishing 
the  wax  upon  the  paper,  substantially  as  set  forth. 

The  paper  is  passed  from  a  supply-reel  over  and  in  contact  with  a 
heated  cylinder  which  revolves  partly  submerged  in  a  vat  containing 
melted  parafflne,  thus  receiving  the  wax,  to  and  over  a  heated  roller 
whichidiffuses  the  wax  equally,  then  to  and  over  a  scraper  which  re- 
moves the  surplus  wax,  and  finally  to  and  over  a  polishingroller.  A 
scraper  is  also  attached  to  the  cylinder  that  takes  up  the  melted  par* 
afflne  and  applies  it  to  the  paper.  The  scraper  is  applied  between  the 
wax-trodgh  and  the  place  of  contact  with  the  paper,  for  the  purpose  of 
removing  surplus  wax  and  distributing  the  remaining  wax  uniformly 
over  the  cylinder. 
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A  foil  description  of  the  process  step  by  step  and  the  means  of  carry- 
ing it  out  will  be  found  in  Hammerschlag  v.  Scamoni  (7  Fed.  Bep.,  684). 

In  an  elaborate  opinion  in  that  case  Judge  Blatchford  held  that  Ham- 
jnerschlag's  invention  was  new  and  useful  j  that  he  was  a  pioneer  in  the 
art,  the  creator  of  a  new  industry  or  article  of  commerce,  and  in  sustain- 
ing the  fifth  claim  gave  it  a  broad  and  liberal  construction.  This  de- 
cision was  followed  in  the  third  circuit  (Hammerschlag  v.  Qarrett,  9  Fed. 
Sep.,  48)  by  Judge  Butler,  the  circuit  judge  concurring ;  also,  by  Judge 
Lowell,  in  the  first  circuit,  in  Hammerschlag  v.  Wood  (18  Fed.  Bep.,  175). 

Beferring  to  the  broad  construction  given  to  the  fifth  claim  by  Judge 
Blatchford,  Judge  Lowell  said : 

I  am  myself  of  opinion  that  the  olaim  may  end  should  here  this  liberal  construe- 
ition. 

It  is  true  that  on  a  motion  in  Hammerschlag  v.  Qarrett  to  commit  the 
defendant  for  contempt  the  court  held  the  fifth  claim  was  not  entitled 
to  the  liberal  construction  given  to  it  in  the  Scamoni  case;'  but  on  a 
similar  motion  in  the  latter  case,  before  Judge  Blatchford,  he  adhered 
to  this  first  interpretation  of  thtoclaim,  and  held  that  dipping  the  web 
itself  into  a  bath  of  wax,  instead  of  dipping  the  cylinder  iqto  the  bath 
.and  carrying  the  paper  over  the  cylinder,  was  an  infringement  of  the 
fifth  claim.  It  is  not  necessary  to  refer  to  other  cases  for  infringement 
of  the  fifth  claim,  in  some  of  which  the  complainant  obtained  prelimi- 
nary or  perpetual  injunctions,  while  failing  in  others,  on  the  ground, 
however,  that  the  proof  did  not  show  infringement. 

The  two  English  patents  granted  to  John  Stenhouse  in  1862,  and  the 
American  patent,  No.  97,983,  granted  to  Cherry  and  Milligan,  as  as* 
•signees  of  Stenhouse,  December  14, 1869,  are  relied  on  here,  as  they 
were  in  the  three  cases  above  cited,  as  a  complete  anticipation  of  the 
Hammerschlag  invention.  Other  patents  and  machines  are  also  relied 
on  as  anticipating  defenses;  but  I  shall  not  notice  them  further  than  to 
*Ay  that  if  the  fifth  claim,  broadly  interpreted  as  it  was  by  Judges 
Blatchford  and  Lowell,  was  not  anticipated  by  Stenhouse,  it  was  not 
■anticipated  at  all.  The  Stenhouse  invention  was  for  a  new*improve- 
ment  in  rendering  wood,  leather,  paper,  and  textile  fabrics  lees'  pervious 
to  air  and  liquids,  and  less  liable  to  decay,  by  coating  or  impregnating 
them  with  paraffine.  In  one  of  his  specifications  Stenhouse  thus  speaks 
of  his  invention: 

One  way  in  which  I  treat  leather  and  textile  fabrics  is  as  follows:  I  take  a  plate < 
of  iron  or  other  metal,  the  upper  surface  of  which  is  quit© 'clean,  and  this  I  heat  to  a, 
temperature  of  130°  to  850°  Fahrenheit,  or  eren  higher,  if  desirable,  either  by  plac- 
ing it  over  a  suitable  furnace,  or  by  means  of  low  or  high  pressure  steam,  or  a  metal- 
lie  or  other  bath.  On  this  plate  I  stretch  out  the  cloth  or  leather  which  I  wish  to 
ooat  or  impregnate,  and  hold  it  tight  and  flat  by  means  of  a  frame  or  some  other  suit- 
able arrangement.  When  it  has  become  sufficiently  warm  to  soften  or  melt  the  par- 
affine easily,  I  then  rub  over  it  on  the  wrong  side  of  the  oloth  a  flat  rectangular  block 
of  solid  paraffine  so  as  to  coat  its  surface  as  evenly  as  possible.  The  cloth  is  then 
strongly  compressed  by  means  of  a  hot  flat-iron  or  hot  rollers,  or  other  suitable  ar- 
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rangement,  in  order  to  distribute  the  parafflne  more  equally  among  the  fibers.  •  •  • 
This  plan  will  serve  also  for  preparing  water-proof  paper.  A  thorough  incorporation 
of  the  parafflne  with  the  eloth  is  completed  by  calendering  between  hot  metallic 
rollers,  as  in  the  previous  ease.  *  •  *  When  fabrics  of  considerable  length  have 
to  be  treated  with  parafflne,  the  process  can  be  made  continuous  by  gassing  them 
over  one  or  more  hot  metallic  rollers  coated  with  parafflne  from  working  in  a  bath  of 
that  substanoe.  The  excess  of  parafflne  is  removed  by  means  of  what  is  called  a  "gage- 
spreader,1'  having  a  gager  or  knife  fixed  above  it  and  furnished  with  screws  so  as  to 
regulate  the  amount  of  parafflne  applied  to  the  rollers.  The  amount  of  parafflne  can 
also  be  regulated  by  means  of  a  brush  or  similar  apparatus,  also  acting  on  a  roller, 
the  thorough  incorporation  of  the  parafflne  into  the  fabric  being  subsequently  com- 
pleted with  hot  rollers,  by  means  of  which  any  excess  of  parafflne  can  also  be  removed. 

Judge  Blatchford  held  that  there  was  nothing  in  the  Stenhonse  pat- 
ents which  anticipated  Reissued  Patent  No.  8,460. 

*It  is  insisted  by  the  defendant'*  counsel  that  no  drawings  of  a  ma- 
chine in  accordance  with  the  Stenhonse  patents  were  shown  to  Judge 
Blatchford  and  Judge  Lowell,  and  that  they  held  the  Hammerschlag* 
invention  was  not  disclosed  in  the  Stenhonse  patents  without  under- 
standing those  patents  or  the  prior  state  of  the  art 

The  defendants  can  not  thus  avoid  the  force  of  the  opinions  of  those- 
two  learned  judges.  In  disposing  of  the  contempt  motion  in  the  Sca- 
moni  case  Judge  Blatchford  again  considered  the  reissued  patent  and 
the  Stenhonse  patents,  and,  stated  that,  while  no  drawing  accompanied 
the  latter,  he  had  carefully  examined  the  specifications. 

The  defendant  makes  waxed  paper  on  two  machines  which  are  so 
nearly  alike  that  they  need  not  be  noticed  separately.  He  passed  a  web 
of  paper  from  a  supply-reel  under  a  heated  pipe  or  guide  which  is  sub- 
merged in  a  bath  of  parafflne,  and  then  passes  the  paper  up  between 
two  cylinders  or  squeeze-rollers  which  are  located  over  a  vat  containing 
the  melted  parafflne.  These  squeeze-rollers  remove  the  surplus  wax, 
force  the  wax  into  the  fiber  of  the  paper,  and  smooth  or  polish  the  sur- 
face. '  In  short,  the  defendant  by  his  machines  makes  waxed  paper  t>y 
the  action  of  heat,  pressure,  and  friction,  the  process  being  substantially 
the  same  as  the  process  covered  by  the  fifth  claim  under  the  broad  con* 
struction  given  to  it  by  Judges  Blatchford  and  Lowell.  The  complain- 
ant's expert  witness,  Knight,  in  speaking  of  the  defendants  machines 
and  process,  says: 

Referring  to  the  fifth  claim  in  Reissue  No.  8,460  and  complainant's  exhibits,  "  Ban- 
croft Patent,"  and  "  Bancroft  Machine  No.  2,"  I  find  that  the  operation  of  the  ma- 
ehine  made  in  accordance  with  said  exhibits  would  carry  oat  the  prooass  pointed  oat 
in  said  fifth  claim  in  ail  its  essential  conditions  of  spreading  and  forcing  the  wax 
upon  and  throogh  the  paper,  removing  surplus  wax,  and  smoothing  the  surface  by 
the  oombined  agency  of  heat,  pressure,  and  friction.  In  the  words  of  Judge  Lowell, 
I  find  that  the  wax  is  spread,  equalized,  polished,  and  diffused  by  the  defendant's 
machine.  The  lower  roller  or  cylinder  in  defendant's  machine  is  described  in  the  ex- 
hibit "  Bancroft  Patent"  as  of  polished  metaL  In  the  exhibit  '*  Bancroft  Machine 
No.  8"  it  is  shown  hollow,  and  connects  with  steam-pipes,  which  serve  to  heat  the 
bath  of  melted  wax  and  to  remelt  the  wax  and  to  smooth  the  surface  of  the  waxed 
paper  after  it  leaves  the  pressure-rolls,  while  the  npper  pressure  cylinder  or  roDer  la 
I  in  the  exhibit "  Bancroft  Patent »  coveted  witka  jacket  of  rabbet  < 
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suitable  material,  and  suitable  means  are  provided  for  carrying  the  web  of  paper 
under  the  surface  of  the  melted  wax  in  the  bath  as  in  several  other  mechanisms 
which  have  been  enjoined  in  the  course  of  litigation  under  the  fifth  claim  in  question. 
The  manifest  and  necessary  effect  of  the  apparatus  shown  and  described  in  the  ex- 
hibit M  Bancroft  Patent"  and  represented  in  the  exhibit  "  Bancroft  Machine  No.  2" 
will  thus  be  to  spread  and  diffuse  the  wax  on  and  through  the  paper,  to  remove 
surplus  wax,  and  smooth  the  surface  of  the  waxed  paper  by  the  combined  agency  of 
heat,  pressure,  and  friction,  and  the  defendant's  apparatus  therefore,  in  my  opinion, 
carries  out  all  the  essential  conditions  of  the  art  or  process  pointed  out  in  said  fifth 
claim  of  Reissued  Patent  8,460. 

Adopting,  as  I  do,  the  broad  construction  that  has  been  given  to  the 
fifth  claim,  I  think  this  witness  was  correct  in  saying  that  the  defend- 
ant waxes  paper  by  a  method  which  is  essentially  the  same  as  the  Ham- 
merschlag  process.  One  of  the  reasons  urged  against  the  identity  of 
the  two  processes  and  against  infringement  of  the  fifth  claim  is  that  the 
defendant  passes  tbe  paper  under  a  roller  submerged  in  a  bath  of  par- 
affine,  thus  applying  the  warf  to  both  surfaces  of  the  paper  and  then 
passing  it  through  two  squeeze-rollers  located  over  the  vat.  The  de- 
fendant may  not  observe  the  same  order  in  the  various  steps  of  the  pro- 
cess that  we  find  described  in  the  reissued  patent ;  but  it  does  not  fol- 
low that  the  processes  are  different  because  the  various  steps  do  not 
succeed  each  other  in  precisely  the  same  order.  The  invention  being 
for  a  process  or  an  art,  the  inventor  was  not  restricted  to  the  particular 
means  described  in  his  patent  for  carrying  ont  his  process. 

In  speaking  of  the  defendant's  machine  and  process  in  Hammerschlag 
v.  Wood,  Judge  Lowell  said : ' 

The  defendant's  machine  considered  as  a  combination  of  particular  devices  differs 
somewhat  from  that  of  the  patent,  and  is  more  simple.  It  gets  rid  of  one  cylinder. 
The  principal  difference  is  that  it  passes  the  web  through  the  bath  directly,  instead 
of  passing  the  paper  through  it  and  then  passing  the  paper  over  the  cylinder.  I 
find,  however,  that  the  wax  is  spread,  equalized,  polished,  and  diffused  by  the  de- 
fendant's machine,  and  if  the  fifth  claim  of  Reissue  8,460  is  to  have  the  broad  inter- 
pretation which  Judge  Blatchford  appears  to  me  to  give  it,  it  is  done  in  a  substantially 
similar  way. 

The  record  in  this  case  contains  the  same  evidence  in  the  way  of  al- 
leged anticipating  machines  and  patents  that  have  been  before  the 
courts  in  prior  suits  involving  the  validity  of  the  claim  in  question  and 
additional  cumulative  evidence  of  the  same  character.  It  may  be  that 
with  the  Stenhouse  machines  some  other  devices  described  in  the  rec- 
ord are  capable  of  being  used  to  some  extent  in  waxing  paper,  and  that 
with  slight  modification  some  of  them  could  be  used  successfully  for 
that  purpose;  but  the  evidence  shows  that  prior  to  the  Hammerschlag 
invention  the  supply  of  waxed  paper  was  limited  and  expensive  and 
imperfect  in  quality.  It  remained  for  Hammerschlag  to  devise  a  means 
or  process  of  producing  an  article  superior  in  quality  and  finish  to  any 
that  had  been  previously  produced,  and  in  quantities  and  at  prices 
which  brought  it  within  the  reach  of  the  public  His  patent  has  been 
sustained  by  the  courts  in  a  uumber  of  contested  cases,  and  a  proper 
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regard  tbr  uniformity  of  decisions,  especially  in  litigation  of  this  char- 
acter, should  incline  other  courts  to  hold  the  patent  valid  against  the 
same  or  substantially  the  same  defenses  until  all  controversy  over 'its 
validity  is  put  at  rest  by  a  decree  of  the  Supreme  Court  of  the  United 
States. 


[United  State*  Circuit  Court— Southern  Diatrlot  of  Sew  York.] 

Philips  v.  Kochert  et  ajl. 

Dtcided  Mag  17, 1887. 
40  O.  G.,  134L 

1.  Philips— Process  of  Curing  and  Coloring  Tobacco. 

Letters  Patent  No.  840,966,  granted  April »)  1861,  to  Charles  S.  Philip*,  for  an 
improvement  in  prooess  of  curing  and  coloring  tobacco,  HM  anticipated  and  in- 
valid for  want  of  novelty. 

2.  Burdigk,  Chase,  and  Ishcbwood— Tobacco-Drirr. 

Letters  Patent  No.  91,601,  granted  June  22, 1869,  to  Bnrdick,  Chase,  and  Isher- 
wood,  for  a  tobacco-drier,  Held  not  infringed  by  defendant. 
8.  Philips— SwRAT-Housx  for  Curing  Tobacco. 

Letters  Patent  No.  228,928,  granted  June  16, 1880,  to  Charles  8.  Philips,  for  a 
sweat-noose  for  curing  tobacco,  restricted  by  previous  patents  to  Benjamin  Payn, 
1859,  and  Abraham  Robinson,  June  10, 1879,  and  as  thus  restricted  not  infringed. 
4.  Machine  and  Process. 

A  patent  may  be  valid  for  a  process  and  another  be  valid  for  the  means  of  car* 
rying  it  on. 

Mr,  Hubert  A.  Banning  for  the  plaintiff. 

Mr.  Ernest  0.  Webb  and  Mr.  Douglas*  Dyrenforik  for  the  defendants. 

Wheeler,  J.; 

This  suit  is  brought  upon  the  first  claim  of  Letters  Patent  No.  91,601, 
dated  June  22, 1869,  granted  to  Leander  Bnrdick,  H.  J.  Chase,  F.  P. 
Isherwood,  and  W.  8.  Isherwood,  for  the  process  of  sweating  and  oaring 
tobacco  substantially  as  described  in  the  specification,  the  first  claim  of 
So.  228,928,  dated  Jane  15, 1880,  granted  to.  the  orator  for  a  tobaooo 
sweat-house,  consisting  of  a  metal-lined  tray  at  the  bottom,  an  interior 
wooden  bottom,  steam-pipes,  an  interior  chamber  having  a  slotted  or 
slat  floor,  an  inclined  roof,  and  upright  cleats  attached  to  its  side  walls 
as  in  the  specification  set  forth,  and  the  sole  claim  of  No.  240,266,  dated 
April  19, 1881,  and  granted  to  the  orator  for  the  process  of  caring  and 
coloring  tobacco,  consisting  in  subdividing  the  tobacco  by  packing  it' 
into  wooden  oases,  to  be  placed  or  tiered  in  a  sweat-room,  and  heating 
it  in  a  moist  atmosphere  of  sufficient  density  and  heat  to  color  the  to- 
bacco, substantially  as  set  forth  in  the  specification* 

The  defendants  set  up  lack  of  patentable  invention  and  want  of  nor* 
*ttty,  and  deny  infringement 
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The  process  described  in  the  specification  of  the  patent  first  men- 
tioned— 

oonsists  in  subjecting  tobacoo  to  the  action  of  artificial  heat  ranging  from  90°  to  110° 
Fahrenheit  by  inclosing  the  tobacco  within  a  chest  which  is  sorronnded  by  a  jacket' 
or  external  case,  into  which  latter  steam  is  conducted,  said  chest  being  provided  with 
an  outlet  for  the  escape  of  the  juices,  which  are  expelled  from  the  leaves  in  the  form 
of  vapor,  and  also  with  one  or  more  perforated  pipes  for  allowing  more  or  less  steam 
to  enter  the  chest  during  the  process,  and  if  at  any  time  during  the  treatment  it  la 
desired' to  introduce  steam  directly  into  the  chest  for  moistening  the  tobacco  and  giv- 
ing it  darker  shades  of  color  this  can  be  done  by  adjusting  a  valve  and  opening  a  pipe. 

The  process  of  the  orator's  patent  of  April  19, 1881,  is  substantially 
that  carried  on  in  the  operation  of  the  sweat-house  of  bis  patent  of  June 
15, 1880,  as  described  in  that  patent.  A  patent  may  be  valid  for  a  process 
and  another  be  valid  for  means  of  carrying  it  on.  (Corning  v.  Burden, 
15  How.,  252 ;  Cochrane  v.  Deener,  94  U.  8.,  780;  Tilghman  v.  Prqctor, 
102  U.  8.,  707.)  There  may  therefore  be  a  patent  for  a  process  Of  curing 
tobacco  and  another  for  a  sweat-house  to  work  that  process  and  both 
be  valid.  The  patent  to  Abraham  Robinson,  dated  Jane  10, 1879,  for 
an  improved  apparatus  for  reswearing  tobacco,  which  was  tinder  con- 
sideration in  Sutter  v.  Robinson  (119  U.  8.,  530),  is  in  evidence  in  this 
case ;  but  the  Huse  patent  of  1865,  referred  to  in  that  case  as  an  antici- 
pation or  restriction  of  the  Robinson  patent,  is  not.  The  precise  inven- 
tion in  the  Robinson  patent  appears  to  have  been  held  in  that  case  to 
be  the  substitution  of  wooden  vessels  for  metallic  ones,  to  hold  the 
tobacco  during  the  process  of  reswearing.  This  is  the  principal  feature 
of  the  orator's  process  patent  of  April  19, 1881.  The  rest  consists  merely 
in  subdividing  the  tobacco  and  heating  it  in  a  moist  atmosphere  of 
sufficient  density  and  heat  tp  color  it  Robinson  described  the  heating 
in  a  moist  atmosphere,  although  that  was  not  the  feature  left  after  a 
comparison  with  the  Huse  patent.  This  leaves  nothing  but  subdivision 
into  smaller  vessels  of  the  same  kind  for  convenience  in  handling  and 
of  examination,  which  would  require  no  invention.  The  substitution  of 
smaller  vessels  for  larger  when  convenience  required  would  be  obvious 
to  any  one  sufficiently  skilled  in  the  process  to  go  through  it  with  the 
larger  ones;  This  patent  therefore  fails  for  want  of  novelty  and  inven- 
tion sufficient  to  uphold  it.  Prior  to  the  Burdiok,  Chase,  and  Isher- 
woods  patent  of  1809  there  was  the  patent  of  Enoch  Huse  in  1844,  for 
renovating  tobacco  by  wetting  it  and  then  heating  it  in  an  oven  or  dry- 
ing-room, and  then  pressing  it }  the  patent  of  BeqjaminPayn,  in  1859,  for 
coloring  atid  curing  tobacco-stems  by  steaming  them  on  a  grated  plat- 
form in  a  close  room,  and  the  patent  to  Benjamin  A.  Davis,  in  1867,  for 
earing  tobacco  by  drying  it  under  a  glass  roof  exposed  to  the  sun's 
rays  in  fidr  weather  and  by  artificial  heat  in  long  spells  of  rainy  weather. 
This  patent  in  question  appears  tq  pertain  to  curing  green  tobacoo 
rather  than  to  reswearing  it  after  it  has  been  cured.  The  process  of  it 
is  not  much  diflerenWtom  that  of  Payn's.  The  degree  of  heat  is  not  so 
definitely  specified  in,  that,  tad  that  exposes  the  stems  to  the  direct  ac- 
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tion  of  the  steam  altogether,  aud  refers  to  stems  instead  of  to  leaves* 
The  principal  answer  of  the  plaintiff  to  these  patents  is  that  the  process 
of  resweating  the  leaves  is  a  very  different  process  from  that  of  coring 
green  tobacco,  or  renovating  it  as  by  Hose's  method,  or  treating  stem* 
by  Payn's.  Taking  this  to  be  so,  the  defendants  resweat  instead  of 
caring  the  tobacco  which  they  treat;  and  do  not  thereby  infringe  the 
process  of  this  patent  for  curing  tobacco. 

The  sweat-house  of  the  defendants  does  not  npon  the  evidence  ap- 
pear to  have  either  the  metal-lined  floor  of  the  orator's  patent  of  1880> 
or  any  equivalent  for  it,  nor  the  upright  cleats  attached  to  the  aide 
walls.  If  they  have  a  slatted  floor,  it  is  no  more  the  slatted  floor  of 
the  plaintiff's  patent  than  the  grated  platform  of  Payn's.  They  heat 
uie  tobacco  in  boxes  in  a  close  room  after  it  has  been  moistened.  The 
Robinson  patent  of  1879  covers  the  boxes.  They  do  not  appear  to  in- 
fringe anything  left  of  the  orator's  patent  after  it  is  cut  down,  as  it 
must  be,  by  those  prior  patents.  He  appears  to  have  had  great  8ue» 
oess  in  treating  tobacco,  but  it  seems  to  be  due  more  to  his  skill  and 
care  in  conducting  the  processes  than  to  his  patented  processes  or  ap- 
paratus. 

Let  a  decide  be  entered  dismissing  the  bill  of  complaint,  with  coots* 


[United  States  Circuit  Court-Southern  District  of  Hew  York.] 

Hatch  st  al.  v.  Hall. 

Decided  April  25, 1887. 

40  0.  G.,  1342. 

Hatch  had  an  assignment  of  the  patent  in  suit  from  the  owner  of  the  same  "ft*, 
to,  and  in  the  State  of  New  York"  "  as  folly  and  entirely  as  the  same  would  hav* 
been  held  and  enjoyed  by*  him  "if  this  assignment  and  sale  had  not  been  made*9 
Hatch  gave  an  exclusive  license  to  the  defendant  "  to  make,  use,  and  sell "  the  pat- 
ented improvement  in  the  cities  of  New  York  and  Brooklyn,  *'  and  sell  in  the  State 
of  New  York  and  elsewhere.*  The  owner  of  the  remaining  interest  in  the  patent  gawa 
an  exclusive  license  to  certain  parties  to  make  and  sell  the  patented  invention  in  cer- 
tain territory  other  than  the  State  of  New  York,  and  joined  with  his  licensees  as  com- 
plainant in  the  suit.  The  actual  sales,  which  were  the  infringements  complained  o£ 
appear  to  have  been  made  to  dealers  (apparently  in  the  State  of  New  York)  with 
knowledge  that  their  sales  would  be  to  persons  outside  of  that  State.  In  this  ease  it 
was  asW—  1 

L  That  defendant's  license  did  not  authorize  him  to  sell  the  patented  artioles  to 

dealers  for  sale  outside  of  the  State  of  New  York 
I.  That  defendant  infringed  the  patent  as  a  participant  in  the  unauthorised  i 

and  became  liable  for  the  whole  infringement 

nmmosMnT  bt  ucsmsbb. 

Mr.  Frank  P.  Priohard  for  the  plaintiffe. 
Mr.  B.  F.  Wafon  for  the  defendant 
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Wheeler,  J.; 

From  the  pleadings  and  proofs  it  appears  that  one  Claude  L.  Still* 
man,  while  the  owner  of  reissued  letters  patent  numbered  9,590,  dated 
February  15, 1881,  and  granted  to  the  orator,  William  B.  Hatch,  for 
improvements  in  spring  bed-bottoms,  duly  assigned  to  Nellie  C.  Hedley 
all  his  right,  title,  and  interest  in  the  invention  secured  by  the  patent 
for,  to,  and  in  the  State  of  New  York,  to  be  held  and  enjoyed  by  her 
during  the  term  of  the  patent "  as  fully  and  entirely  as  the  same  would 
have  been  held  and  enjoyed  by  "  him  "  if  this  assignment  and  sale  had  not 
been  made."  This  assignment  was  made  and  dated  August  1,1881.  Still- 
man  assigned  to  the  orator,  Orilla  L.  Hatch,  wife  of  William  B.,  all  his 
right,  title,  and  interest  in  the  patent  June  28, 1882.  Nellie  0.  Hedley,  on 
September  5, 1883,  granted  to  the  defendant,  Hall,  an  exclusive  license  to 
make,  use,  and  sell  the  patented  improvement  in  the  cities  of  New  York 
and  Brooklyn,  "and  sell  in  the  State  of  New  York*  and  elsewhere/' 
The  orators  Hatch,  April  1, 1884,  granted  to  Elmer  H.  Grey,  Joseph 
Hancock,  and  Truman  H.  Grey,  the  other  orators,  an  exclusive  license 
to  make  and  sell  the  patented  inventions  in  the  States  of  Pennsylvania, 
New  Jersfty,  Delaware,  Maryland,  Virginia,  West  Virginia,  North  Caro- 
lina, South  Carolina,  Florida,  Alabama,  Mississippi,  Louisiana,  Georgia, 
and  Tennessee,  and  in  the  District  of  Columbia.  All  these  convey- 
ances and  grants  were  duly  entered  of  record  in  the  Patent  Office. 
The  defendant  claims  the  right  to  sell  in  this  territory  by  virtue  of  his 
grant  from  Hedley  to  sell  in  the  State  of  New  York  and  elsewhere.  He 
claims  that  she  acquired  the  right  to  make  this  grant  to  him  by  the 
force  of  the  terms  of  the  grant  from  Stillman  to  her  while  he  owned 
the  patent,  and  by  force  of  an  arrangement  with  Mrs.  Hatch  and  her 
husband  while  she  owned  it.  He  insists  that,  as  Stillman  was  the 
owner  of  the  patent  and  had  the  right  to  sell  the  invention  everywhere 
throughout  the  United  States  as  well  as  in  New  York,  his  grant  to  her 
of  the  right  for  that  State,  to  be  held  by  her  as  fully  as  it  would  have 
been  held  by  him  if  the  grant  had  not  been  made,  carried  the  right  to 
do  whatever  out  of  New  York  that  he  could  have  done.  His  grant  to 
her,  however,  was  in  terms  a  grant  of  the  territorial  right  of  that  State. 
What  was  to  be  held  by  her  as  fully  as  he  would  have  held  it  if  he  had 
not  made  the  grant  was  that  right,  no  more  or  less.  These  words  ap- 
pear to  have  been  merely  a  confirmation  to  her  of  what  had  been  granted 
by  preceding  words.  They  are  such  as  are  frequently  used  in  convey- 
ances of  land,  and  would  not  probably  be  thought  to  convey  any  right 
in  any  other  lands,  than  those  conveyed,  which  the  grantor  might  have. 
And  the  evidence  fails  to  show  satisfactorily  that  there  was  any  ar- 
rangement sufficiently  definite  and  certain  between  Hatch  and  Hedley 
for  any  right  or  interest  in  the  patent,  outside  the  written  convey- 
ances, to  form  the  basis  of  any  legal  claim  even  between  the  parties 
themselves.  Hedley  instituted  proceedings  to  protect  the  patent  against 
nfringers,  which  would  inure  to  the  benefit  of  Hatch ;  and  it  is  prob-  . 
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able  that  Hatch  did  give  Hedley  to  understand  that,  if  the  suite  should 
be  prosecuted  and  the  patent  sustained,  Hedley  should  have  favorable 
consideration  in  dealing  with  the  patent,  and,  perhaps,  control  of  it. 
But  there  was  no  definite  agreement  that  Hedley  would  proseodto. 
the  suits  to  any  extent  and  no. other  consideration  moving  between 
them.  At  most,  it  was  merely  a  friendly  Understanding,  which  either 
could  drop  at  any  time  without  incurring  any  liability  to  the  other. 
It  fells  short  of  anything  that  would  affect  the  title  to  the  patent,  e* 
pecially  against  persons  without  notice  of  it  {Iron  Wagon  Wheel  Co. 
v.  Iron  Wagon  Co.,  20  Fed.  Bep.,  699.) 

The  defendant  must  stand  upon  his  territorial  rights  as  they  are  shown 
by  the  record  title  to  the  patent  .  They  ftirnish  ample  protection  against 
the  patent  for  making,  selling,  and  using  within  the  territory.  In  Adam* 
v.  Burke  (17  Wall.,  453)  it  appears  to  have  been  held,  against  a  strong, 
dissent,  that  a  purchaser  from  one  having  a  territorial  right  of  an  article 
for  mere  use  did  not  infringe  against  the  owner  of  other  territory  by 
using  it  there.  That  case  is  of  course  to  be  followed  here  so  far  as  it 
;  went  while  it  stands.  It  leaves  to  the  defendant  the  right  te  sell  within 
his  territory  for  mere  use  outside ;  but  it  was  carefblly  limited  to  what 
was  necessary' to  be  decided,  and  did  not  go  beyond  the  mere  use  in 
question.  It  falls  fer  short  of  holding  that  a  purchaser  from  the  owner 
of  a  territorial  right  within  the  territory  could  sell  outside  without  in- 
fringing upon  the  rights  of  the  owner  of  that  territory.  Sellers  in  the 
territory  of  the  orators  would  appear  to  be  infringers  there  without  ref- 
erence to  where  they  obtained  the  goods  if  not  from  the  orators.  The 
defendant  appears  to  have  furnished  beds  of  the  patent  to  dealers  to  be 
sold  outside,  and  to  have  sought  their  custom  for  that  purpose.  They: 
were  infringers  in  making  the  sales,  and  he  participated  in  the  infringe- 
ment by  furnishing  the  means  for  it  and  aiding  and  rfbetting  it.  Such 
a  participant  in  the  tort  of  infringement  is  liable  for  the  whole.  (Rwm~ 
ford  Chemical  Works  v.  Seeker,  2  Bann.  &  Ard.,  351;  Richardson  v. 
Noye*,  Ibid.,  398 ;  Cotton  Tie  Co.  v.  MeCready,  17  Blatchf.,  291 ;  2Vw* 
ere  v.  Beyer,  26  Fed.  Bep.,  450;  AldbaeUne  Co.  v.  Paiyne,  27  Fed.  Bep^ 
669.)  The  decision  upon  the  motion  for  a  preliminary  injunction  in  this 
case  is  relied  upon  for  the  defendant  in  support  of  a  right  to  sell  for 
any  purpose  within  his  territory.  The  preliminary  injunction  was  lim- 
ited to  restraint  of  sales  outside  of  his  territory.  (22  Fed:  Bep.,  438.) 
It  was  not  held,  however,  that  participating  in  such  sales  by  others 
should  not  be  likewise  restrained.  Such  outside  dealer  was  held  liable 
in  Hatch  v.  Adam$\22¥ed.  Bep.,  434)  with  reference  to  this  same  patent 
and  these  same  territorial  rights.  The  defendant  is  now  held  liable  for 
aiding  in  the  same  thing. 

Let  there  be  a  decree  for  a  perpetual  injunction  restraining  the  de- 
fendant from  selling,  and  from  selling  to  others  for  sale,  in  the  terri- 
tory of  the  orators,  and  for  an  account  of  profits  and  damages,  witk 
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[United  States  Circuit  Court-Roatbun  District  of  New  York.) 

The  Celluloid  Manufactubqio  Company  et  al.  t.  The  Ameri- 
can Zylonite  Company  et  al* 

Derided  March  30,  1867. 
40  O.  G.,  1453. 
I.  SaXBOEX,  KaNOUSE,  AND  SaHBORN— CELLULOID  COLLABS  AMD  CUFFS. 

Patent  No.  200,939,  dated  March  5, 1878,  to  Sanborn,  Xanouse,  and  Sanborn,  for 
an  improved  fabric  for  collars  and  cuffs,  adjudged  valid  and  to  have  been  in- 
fringed. 
8.  Infringement— What  Constitutes. 

Tbe  claim  in  controversy  called  for  "outer  sbeets  or  layers  of  celluloid  and  an 
interlining  of  textile  or  fibrous  material."  The  infringing  article  was  made  bj 
one  of  the  defendants  of  two  sheets  of  muslin  or  cloth,  with  a  paper  interlining, 
and  sent  in  this  form  to  another  of  the  defendants,  who  placed  a  thin  coating  of 
zylonite  upon  one  side  of  the  compressed  fabric  and  returned  the  same  to  the 
first  defendant,  who  shaved  off  the  cloth  edge  of  the  fabrio  and  turned  the  zylonite 
*ide  over  upon  ifsel£  so  that  there  was  a  surface  of  zylonite  upon  both  sides  of 
the  collar,  except  at  the  neckband.  These  collars  were  then  sold  by  the  third 
defendant.    Held  that  the  claim  of  the  patent  had  been  infringed  by  each  of  the 


3.  Same, 

It  being  contended  that  the  fabrio  as  manufactured  did  not  infringe  the  pat- 
ent, and  the  conversion  of  it  into  a  collar  being  by  an  old  and  well-known  method, 
Held  that  the  question  was  whether  an  unpatented  fabric  had  been  changed  into 
a  patented  one,  and  not  whether  a  change  had  been  effected  by  a  familiar  method. 

4.  Patent— When  Description  e*  Same  is  Sufficient. 

It  being  contended  that  the  patent  did  not  disclose  the  character  of  oelluloid 

sheets  to  be  employed,  Held  that  as  there  was  only  one  kind  of  celluloid  sheet  at 

the  date  of  the  patent  which  could  be  used  for  the  purpose,  and  the  mechanic 

'  had  no  need  of  definite  instructions,  the  description  in  the  patent  was  sufficient, 

Mr.  Frederick  H.  Belt*  for  the  plaintiffs. 

Meter*.  Wetmore  A  Jenner  for  the  Standard  Collar  Company. 

Mr.H&race  M.  Buggies  for  the  American  Zylonite  Company. 

Shopman,  J..* 

This  is  a  motion  for  an  injunction  pendente  lite  against  the  alleged  in- 
fringement by  the  defendants  of  Letters  Patent  No.  200,939,  dated 
March  5, 1878,  to  B.  H.  Sanborn,  O.  O.  Kanonse,  and  A.  A.  Sanborn, 
tor  an  improved  fabric  for  collars  and  cuffs. 

The  validity  of  the  patent  was  sustained  in  this  circuit  in  the  case 
of  the  Celluloid  Manufacturing  Company  v.  The  Chrolithion  Collar  ami 
Cuff  Company.  The  nature  of  the  invention  is  fully  described  in  the 
opinion  of  the  court  (33  Fed.  liep.,  397). 

The  single  claim  of  the  patent  is  as  follows : 

A  fabrio  for  collars  and  cuffs,  or  other  similar  articles,  having  outer  sheets  or  lay* 
en  of  celluloid  and  an  interlining  of  textile  or  fibrous  material,  substantially  as 
tod  for  the  purposes  specified. 

The  infringing  fabric  is  made  as  follows :  A  fabric  consisthig.af  two 
i  of  cloth  or  nMSlin  with  a  paper  interlining  is  made  by  the  Way- 
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lor  and  Tapley  Manufacturing  Company,  named  in  the  bill  as  a  defend- ' 
ant,  but  not  served  with-  process.  The  American  Zylonite  Company 
places  a  thin  sheet  of  zylonite  upon  one  side  of  this  fabric  and  retains 
the  compound  sheet  to  the  Taylor  and  Tapley  Company.  After  the 
doth  edge  of  this  sheet  has  been  shaven  off  the  zynolite  face  is  tamed 
back  upon  itself,  so  that  there  is  a  surface  of  zynolite  upon  both  aides 
at  all  the  edges  of  the  collar  except  at  the  neckband.  Their  edgea  are 
fastened  and  made  secure  with  paste.  .The  parts  of  the  collar  which 
demand  strength,  neatness,  and  a  finish,  and  which  are  most  liable  to 
become  soiled  have  a  double  sheet  of  zylonite  which  incloses  an  inter* 
lining  of  textile  material.  The  body  of  the  back  of  the  collar  has  no 
zylonite  surface.  The  collar  can  not  be  immersed  in  water.  It  can  be 
cleaned  by  the  application  of  a  wet  sponge  and  water,  and,  it  is  said, 
can  be  used  for  months.  The  collars  are  sold  by  the  third  defendant, 
the  Standard  Collar  Company. 

The  important  question  in  the  case  is  that  of  infringement  It  is  in- 
sisted by  the  plaintiffs  that  the  difference  between  the  facts  in  this  case 
and  those  in  the  Chrolithion  case  is  one  of  details  and  not  of  substance. 
The  counsel  and  the  expert  for  the  defendants  insist,  with  great  confi- 
dence and  with  a  conviction  of  the  validity  and  completeness  of  their 
defense,  that  there  is  no  infringement.  It  is  said  that  the  fabric  as  it 
leaves  the  Zylonite  Company  and  comes  to  the  collar-maker  is  not  the 
patented  fabric,  which  is  true,  because  it  contains  the  celluloid  layer 
upon  one  side  only ;  that  the  collar-maker  simply  turns  over  one  edge, 
and  thereby  makes  a  collar  in  the  customary  method ;  that  there  can 
be  no  infringement  in  turning  the  hem  of  an  unpatented  material ;  that 
making  a  hem  is  a  very  old  device  of  the  seamstress,  and  no  one  can 
infringe  a  patent  by  making  a  hem,  and  that  the  Taylor  and  Tapley 
Company  do  not  make  a  fabric,  but  make  collars  from  an  unpatented 
fabric. 

There  are  different  and  ingenious  and  attractive  methods  of  stating 
the  same  defense,  which  is  that  the  fabric  as  it  comes  into  the  hands  of 
the  collar-manufacturer  is  unpatented,  and  that  its  unpatented  char- 
acter is  not  changed  by  the  subsequent  and  well-known  method  of  its 
manipulation  into  the  shape  of  a  collar.  The  defendants'  argument 
hinges  upon  the  last  clause,  the  important  question  being  whether  the 
unpatented  fabric  has  been  changed  into  a  patented  one,  and  not 
whether  a  change  has  been  effected  by  a  familiar  method. 

The  patent  was  not  for  a  new  collar,  but  for  a  new  material  from 
which  to  make  a  collar,  and  consisted,  in  brief,  Of  double  and  outer 
sheets  of  celluloid  and  an  interlining  of  textile  or  fibrous  material.  A 
fabric  which  contains  celluloid  upon  one  side  only  is  not  the  patented 
article ;  but  if  by  an  intended  change  of  form  it  becomes  a  fabric  hav 
ing  a  double  and  outer  sheet  of  celluloid  with  an  interlining  of  tactile 
material  why  has  it  not  become  the  patented  article!  If  it  has  become 
the  patented  fabric  for  collars,  it  matters  not  whether  the  change  was 
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effected  before  or  after  it  came  into  the  Lands  of  the  collar-maker,  or 
whether  the  eecoud  and  outer  sheet  can  he  called  a  "hem."  Is,  then** 
the  defendants'  fabric  made  of  doable  and  outer  sheets  of  celluloid  f  It 
is  not  made  of  two  separate  sheets  which  inclose  an  interlining  and  then 
are  pressed  together,  bat  it  is  made  by  doubling  over  a  single  sheet 
of  celluloid  and  then  inclosing  the  iuterlining  and  then  pasting  the 
edges  together,  whereby  a  compound  sheet  is  made.  This  difference 
can  not  be  a  vital  difference  unless  the  terms  of  the  claim  require  that 
there  shall  be  more  originally  than  one  sheet.  The  claim  defines  the 
-fabric  to  be  one  which  has  outer  sheets  or  layers  of  celluloid.  By  the 
words  "  sheets  or  layers"  I  do  not  understand  that  the  patentees  limited 
themselves  to  sheets  originally  detached;  but  if  the  compound  sheet 
had  outer  layers  of  celluloid  it  was  sufficient. 

The  object  of  the  invention  was  to  make  by  the  means  of  celluloid  a 
fabric  for  a  permanent  collar  which  could  easily  be  kept  clean  without 
the  intervention  of  the  laundress.  The  patentees  accomplished  this  ob- 
ject by  double  and  outer  sheets  of  celluloid  and  an  interlining  of  textile 
material.  The  Standard  Collar  Company  receives  from  the  manufact- 
urers and  sells  collars  which  contain  so  mnch  of  the  new  fabric  as  is 
needed  to  make  a  collar;  so  much  as  is  unnecessary  has  not  been  used. 
It  uses  and  sells  a  double  and  outer  sheet  of  celluloid  and  an  interlin- 
ing of  .textile  material  wherever  the  strength  and  the  beauty  of  the  col- 
lars most  demand  such  use,  and  it  omits  a  double  sheet  when  the  omis- 
sion adds  to  the  convenience  of  the  wearer.  '  It  has  a  double  sheet 
where  such  a  sheet  is  indispensable,  and  thereby  has  taken  the  kernel 
of  the  invention  to  its  own  use,  and  has  become  to  the  extent  to  which 
it  employs  the  improvement  ap  iufringer. 

The  defendants  also  make  the  point  that  the  character  or  the  kind 
of  sheets  of  celluloid  is  not  sufficiently  disclosed  by  the  patent  As 
there  was  but  one  kind  of  celluloid  sheets  which  could  at  the  date  of 
the  patent  be  used  for  the  purpose,  and  the  mechanic  had  no  need  of 
definite  instructions,  because  the  "cut"  sheets  were  obviously  the  only 
ones  which  were  at  the  time  available,  the  objection  seems  to  be  theo- 
retical rather  than  real. 

It  is  apparent  that  the  American  Zylonite  Company  made  the  com- 
pound sheet  for  the  Taylor  &  Tapley  Company  with  knowledge  of  the 
method  in  which  it  was  to  be  used  by  that  company  in  the  manufacture 
of  collars.  The  affidavit  of  Mr.  Kipper,  the  president  of  the  company, 
does  not  deny  this.  It  was  engaged  with  the  other  defendants  in  a 
oommon  purpose  to  avoid  the  patent,  and  in  connection  with  them  it 
actually  by  their  concerted  action  infringed  the  patent. 

The  motion  is  granted  as  against  the  defendants,  who  have  been 
served  with  prooess. 
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[United  States  Circuit  Coort-Horthem  District  ©f  New  YorkJ 

Bean  v.  Olabk  et  al. 

Decided  March  12,1887. 
40  O.  G.,  1454. 

1.  PUBADIKO— ISSUX  UPON  IK8UVFIGBNT  PLEADING. 

Having  taken  issue  upon  the  plea,  the  oomplainant  ean  not  afterward  sssrrt 
.  that  the  facta  alleged  are  not  a  good  defense  to  the  bilL 

2.  Contract— Privity— Who  Bound. 

Complainant  was  bound  by  a  contract,  although  he  did  not  sign  the  written 
memorandum,  and  was  not  mentioned  as  a  party  to  it,  by  which  auita  then  pend- 
ing between  himself  and  defendants  over  the  infringement  of  patents  were  to  be 
dismissed*  and  defendants  were  to  be  licensed  to  use  the  patented  inventions,  it 
appearing  that,  though  complainant  did  not  himself  sign  the  instrument,  he  par- 
ticipated in  the  negotiation  which  led  to  its  being  signed,' was  present  at  the 
signing,  knew  its  terms,  and  intended  to  allow  the  parties  who  did  sign  to  adjust 
the  whole  matter,  as  they  were  principally  interested  in  effecting  a  settlement. 
8.  8am*— Completed  Contract. 

A  written  contract,  although  inartiflcially  drawn,  obscure,  and  capable  of  dif- 
ferent interpretations  in  several  particulars,  yet  its  provisions  embracing,  al- 
though in  very  inadequate  terms,  every  matter  which  the  parties  had  definitely 
agreed  to,  and  the  circumstances  surrounding  its  execution  being  consistent  with 
no  other  conclusion,  must  be  regarded  as  a  completed  agreement  or  contract^  and 
not  merely  an  agreement  to  agree. 

Mr,  Thomas  J.  Pringle,  Mr.  J.  B.  Swan,  and  Messrs.  Wood  A  Boyd  for 
the  complainant. 

Mr.  Hamilton  Ward  an.d  Messrs.  Parkinson  A  Parkinson  for  the  de- 
fendants. 

Wallace,  J. : 

The  plea  of  the  defendants  goes  to  the  whole  bill.  The  oomplainant 
has  taken  issue  upon  the  plea,  and  the  case  is  now  here  upon  the  proofs* 
The  only  inquiry  is  whether  the  proofe  establish  the  facts  alleged  in 
the  bill.  If  they  do,  the  defendants  are  entitled  to  judgment  upon  the 
plea,  even  though  had  the  plea  been  set  down  for  argument  the  facts 
averred  would  not  authorize  a  judgment.  Having  taken  issue  upon  the 
plea,  the  complainant  can  not  now  assert  that  the  facts  alleged  are  not 
a  good  defense  to  the  bill.  (Story  Eq.  PL,  697 ;  Rhode  Island  v.  Jfota*- 
okusettSy  14  Peters,  210;  Myers  v.  Dow,  13  Blatch.,  22;  Bogardus  v. 
Trinity  Church,  4  Paige,  178;  Birdseye  v.  Heilner,  26  Fed.  Bep.,  147.) 

Disregarding  those  averments  of  the  plea  which  are  only  matters  of 
legal  conclusion,  the  substantive  facts  alleged  are  these:  That  a  suit 
was  pending  brought  by  the  defendants  for  infringement  of  patents  be- 
longing to  them  against  parties  who  were  the  agents  of  Mast,  Fooe  &  Cos 
and  a  suit  was  also  pending  brought  against  these  defendants  by  Mast, 
Foos  &  Go.  and  the  present  complainant  for  infringement  of  patents 
belonging  to  the  latter;  that  in  consideration  of  an  agreement  on  the 
part  of  these  defendants  to  dismiss  their  suit,  Mast,  Foos  &  Co.  and  the 
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complainant "  agreed  forthwith  to  dismiss  their  aforesaid  bill  against 
the  defendants,  aud  to  release  and  license  them"  to  nse  their  inventions- 
for  the  term  of  their  patents.  The  plea  then  avers  that  in  pursuance  of 
said  contract  on  or  about  the  26th  day  of  August,  1882,  an  agreement  in 
writing  was  entered  into  between  the  said  parties,  duly  signed  and  ex- 
ecuted ty  the  defendants  and  by  said  Mast,  Foos  &  Co.,  with  the  ap- 
proval and  acquiescence  of  the  complainant,  with  full  authority  from 
him  to  make  the  terms  and  conditions  and  grant  the  rights,  licenses, 
and  privileges  therein  provided  for ;  that  the  said  agreement  was  at  the 
time  fully  understood  and  iutended  by  the  complainant  and  all  the 
parties  thereto  to  be  a  final  agreement,  executed  and  in  force  and  effect 
from  the  date  thereof,  and  not  a  mere  memorandum  of  an  unexecuted 
agreement ;  that  no  alteration  or  modification  thereof  was  ever  agreed 
upon  between  the  parties  thereto,  and  that  the  said  contract  is  still  in 
full  force,  and  the  defendants  have  complied  with  and  ever  have  been 
and  still  are  ready  to  comply  with  all  the  terms  and  obligations  thereof. 
By  the  contract  the  parties  agree  "that  the  suits  now  pending  on  both 
sides  be  withdrawn,  and  that  each  party  take  license  from  the  other 
at  a  fixed  price*  for  shop-right,  the  consideration  on  both  sides  to  be 
equal ; "  that  they  make  uniform  prices  on  pumps  of  the  same  size,  pnd 
adopt  the  same  discounts  to  dealers  as  the  minimum  prices,  below  which 
they  will  not  sell  directly  or  indirectly,  and  as  the  cost  of  manufacture 
may  change  from  time  to  time,  and  it  may  be  deemed  necessary  to 
change  the  lists  of  discounts,  then  that  such  .changes  of  lists  of  dis- 
counts shall  be  adopted  by  mutual  consent ;  that  each  party  is  to  main* 
tain  his  own  distinctive  features  in  his  pumps  and  not  imitate  the  pumps 
of  the  other,  and  that  the  licenses  to  each  other  shall  convey  the  .right 
to  use  only  such  features  as  Are  now  used  by  each.  *  The  contract  further 
recites  as  follows : 

It  is  alto  agreed  by  both  parties  to  this  agreement  that  neither  will  license  to 
others  the  use  of  any  of  those  patents  to  be  need  in  the  same  territory  in  common 
with  the  other,  bnt  may  license  to  their  successors  in  business  for  a  portion  of  all  the 
territory,  bnt  with  the  same  restrictions.  The  adjustment  of  this  agreement  as  to* 
the.  forms  to  be  entered  upon  the  court  records  shall  be  referred  to  the  attorneys  of 
both  parties  conjointly. 

The  issues  of  fact  to  which  the  proofs  are  addressed  are,  first,  whether 
the  instrument  of  August  26, 1882,  was  executed  by  Mast,  Foos  &  Oo- 
with  the  sanction  and  approval  of  the  complainant;  and,  secondly, 
whether  this  instrument  was  intended  by  the  parties  to  be  a  final  agree- 
ments force  from  its  date  or  merely  a  memorandum  for  an  agreement 
thereafter  to  be  entered  into  by  the  parties. 

Although  the  complainant  did  not  sign  the  instrument  and  was  not 
mentioned  .in  it  as  a  party,  the  propfs  are  clear  that  he  participated  in 
the  negotiation  which  led  to  its  being  signed,  was  present  when  it  waa 
signed,  knew  its  terms,  and  intended  to  allow  Mast,  Foos  &  Co.,  who 
were  his  exclusive  licensees  for  the  full  term  of  his  patent  and  the  par* 
ties  mainly  interested  in  the  litigatiou  with  the  defendants,  to  make 
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each  an  adjustment  with  them  as  seemed  at  the  time  to  be  advantageous 
to  all  concerned.  None  of  the  parties  considered  it  necessary  for  him 
to  sign  the  instrument,  but  all  assumed  that  Mast,  Foos  &  Go.  were  the 
persons  interested  in  adjusting  all  questions  in  controversy  with  the 
.  defendants,  and  had  full  authority  to  release  them  from  liability  for 
past  acts  and  license  them  to  use  the  complainant's  inventions  in  the 
future.  This  is  plain  not  only  from  the  testimony  as  to  what  took  place 
during  the  negotiations  and  when  the  contract  was  signed,  but  also 
from  the  circumstance  that  the  contract  subsequently  prepared  and 
submitted  by  Mast,  Foos  &  Co.  to  the  defendants,  and  which  complain- 
ant now  insists  was  intended  to  be  the  final  contract,  was  not  to  be  ex- 
ecuted by  the  complainant  himself,  but  was  one  in  which  Mast,  Foos 
is  Go.  and  the  defendants  were  named  as  the  only  contracting  parties. 
The  purpose  of  the  parties  in  reducing  to  writing  what  they  had  al- 
ready agreed  upon  was  to  enter  into  a  definitive  contract  covering  the 
results  of  their  oral  agreement.  Protracted  negotiations  had  taken 
place  between  them.  They  had  arrived  at  an  understanding  upon 
many  matters  which  had  been  discussed.  They  had  agreed  that  the 
pending  suits  to  which  they  were  parties  should  be  discontinued,  and 
that  each  should  be  released  by  the  other  from  liability  for  past  inva- 
sions, or  alleged  invasions,  of  the  other's  rights.  They  had  also  agreed 
that  each  should  have  the  right  to  use  the  inventions  of  the  other  in 
the  future  for  manufacturing  such  pumps  as  each  had  been  manufact- 
uring in  the  past,  and  that  licenses  should  be  exchanged  by  which  each 
should  convey  to  the  other  the  privilege  to  do  so,  and  that "  the  consid- 
eration upon  both  sides  should  be  equal."  They  had  also  agreed  to  adopt 
uniform  prices  for  pumps  of  the  same  sizes,  and  the  same  discounts  as 
Hie  minimum  prices  at  which  each  should  sell  their  pumps  in  the  future. 
To  the  extent  of  the  understanding  thus  reached  the  agreement  which 
was  reduced  to  writing  was  intended  to  be  a  finality.  As  to  other  mat- 
ters they  had  not  fully  come  to  au  understanding.  Among  other  things, 
they  had  not  concluded  fully  upon  the  terms  and  conditions  of  the  li- 
censes which  were  to  be  exchanged.  Various  details  relating  to  the 
manner  in  which  their  future  business  relations  were  to  be  maintained 
had  not  been  adjusted,  and  these  were  intended  to  be  left  open  for  sab- 
Sequent  adjustment.  The  instrument  was  not  intended  to  be  merely  a 
written  memorandum  to  serve  as  the  basis  of  an  agreement  thereafter  to 
be  consummated.  Upon  its  face  it  purports  to  be  a  concluded  contract 
so  far  as  its  provisions  extend.  If,  as  is  insisted  for  the  complainant, 
the  instrument  was  intended  to  be  merely  "  an  agreement  to  agree 
thereafter,"  there  is  no  reason  why  it  should  have  been  reduced  to 
writing  and  signed.  It  is  silent  as  to  any  future  acts  of  formal  execu- 
tion. Although  inartificially  drawn,  obscure,  and  capable  of  different 
interpretations  in  several  particulars,  its  provisions  embrace,  although 
in  very  inadequate  terms,  every  matter  which  the  parties  had  definitely 
agreed  to.    For  this  reason,  as  also  because  the  circumstances  surround- 
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ing  its  execution  are  consistent  with  no  other  conclusion,  it  seems  clear 
that  it  was  intended  to  be  a  final  and  completed  agreement  so  far  as  it 
related  to  the  matters  upon  which  the  minds  of  the  parties  had  met. 
The  closing  clause  of  the  agreement  indicates  this  with  great  signifi- 
cance. 

It  may  be  conceded  that  the  language  of  the  contract  is  so  ambigu- 
ous in  its  provisions  relating  to  licenses  that  it  is  incapable  of  any  ra- 
tional interpretation,  it  may  be  conceded,  further,  that  the  agreement 
does  not  of  itself  license  the  defendants  to  use  the  complainant's  pat- 
ented inventions,  but  at  best  only  confers  upon  them  the  right  to  com- 
pel specific  performance  of  the  covenant  to  grant  the  license.  It  may 
be  conceded  that  the  contract  is  so  vague  and  uncertain  in  this  respect 
that  specific  performance  could  not  be  enforced.  It  may  be  conceded 
that  the  agreement  and  the  readiness  of  the  defendants  to  perform  it 
upon  their  part  would  not  operate  as  a  discharge  and  satisfaction  of  the 
complainant's  claim  for  damages  for  previous  infringement  of  his  pat* 
ents.  If  the  plea  bad  been  set  down  for  argument  these  points  would 
have  been  open  to  discussion,  and  it  is  more  than  likely  that  the  com- 
plainant would  have  prevailed ;  but  the  ouly  question  now  is  whether 
the  facts  set  up  in  the  plea  are  true.  As  they  are  found  to  be  estab- 
lished by  the  proofs,  the  defendants  must  prevail. 


|Unittd  States  Circuit  Court-Southern  District  of  New  York.] 

Jennings  et  al.  v.  Lowenstine  et  ai*. 

Decided  May  17, 1887. 
40  O.  G.,  1456. 

JENNINGS— MlTT-SHAPiXO  MACHINES. 

Letters  Patent  No.  234,286,  granted  November  9, 1880,  to  Warren  P.  Jennings, 
for  an  improvement  in  mitt-shaping  machines,  construed  and  the  process  claim* 
Held  not  to  cover  any  patentable  novelty. 

t  Mr.  Arthur  v.  Briesen  for  the  plaintiffs. 
Mr.  Edmund  Wetmore  for  the  defendants. 

Wheeler,  J.: 

This  suit  is  brought  upon  Letters  Patent  No.  234,286,  dated  Novem- 
ber 9, 1880,  and  granted  to  Warren  P.  Jennings,  for  a  mitt-sha^ng  ma- 
chine, the  process  of  shaping  lace  mitts,  and  the  mitts  as  shaped.  There 
is  no  charge  that  the  defendants  infringe  as  to  the  machiue/  The  case 
turns  principally  upon  the  claim  as  to  the  process.  That  consists  la 
first  stretching  the  mitts  lengthwise,  and  thereby  contracting,  them  at 
the  desired  point,  and  in  then  subjecting  them  first  to  the  direct  action 
of  steam  and  next  to  heat,  for  the  purpose  of  setting  the  fibers  to  the  de- 
sired form.    From  the  evidence  in  the  case  it  clearly  appears  that  similar 
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articles  were  shaped  by  stretching  them  over  forms,  enlarging  them  wheat 
they  were  too  small  and  contracting  them  where  they  were  too  large,  and 
then  exposing  them  first  to  steam  and  then  to  heat,  according  to  the 
method  of  the  patent,  for  the  purposeof  setting  the  fibers  in  the  desired 
form.  The  patent  is  for  contracting  the  mitts  where  contraction  is  dt> 
-sired,  without  mentioning  enlargement.  This  contraction  is  precisely 
according  to  the  old  process.  The  only  difference  between  the  processes 
is  that  by  the  old  process  the  articles  were  first  made  too  small  for  the 
large  parts,  as  well  as  too  large  for  the  small  parts,  and  then  correspond- 
ingly enlarged  and  contracted,  while  by  the  process  of  the  patent  the 
■articles  are  first  made  large  enough  for  the  large  parts  and  shaped  only 
by  contraction  where  they  are  too  large.  The  treatment  of  the  parts  op- 
erated npon  is  precisely  the  same  in  each*  This  is  all  that  this  claim  of 
the  patent  assumes  to  cover.  The  machine  has  new  contrivances  for 
Holding  the  ends  of  the  mitts ;  but  they  are  not  covered  by  this  claim, 
toe  patentee  invented  means  of  applying  the  process  rather  than  the  pro- 
cess, and  this  claim  npon  this  consideration  must  fail  for  want  of  nov- 
elty-to  support  it  The  claim  for  the  mitts  themselves  rests  whojly  upon 
their  being  contracted  laterally  between  their  ends  without  reducing 
the  number  of  meshes  at  their  contracted  parts.  There  does  not  ap- 
pear to  be  any  patentable  novelty  about  this. 

Let  a  decree  be  entered  dismissing  the  bill  of  complaint,  with  cost*. 


pJnited  States  Ciwmtt  Coart~8oath*ra  Mstofat  of  New  York.] 

Koemee  v.  Simon  bt  m*. 

Derided  Mag  17, 1887. 

40  O.  O.,  1456. 
3IXASURX  of  Damages. 

However  it  may  be  as  to  articles  wholly  covered  by  a  patent  for  which  there  i* 
no.  or  no  convenient,  substitute,  the  sale  of  an  article  having  a  patented  Inven- 
tion as  an  incidental  part  thereof  only,  wUl  not  entitle  the  patentee  to  recover 
more  than  nominal  damages,  nnless  he  shows  what  they  are  and  famishes  are- 
liable  basis  for  estimating  them. 

Mr.  Arthur  t>.  Brium  for  the  plaintiff. 
Mr.  J.  IB.  Hindon  Hyde  for  the  defendants. 

Wheeler,  J.: 

A  decree  for  an  injunction  against  farther  infringement  of  the  plaint 
ifPs  patent  and  for  an  account  of  profits  and  damages  was  before  entered 
in  .this  cause.  (20  Fed.  Rep.,  197.)  It  has  now  been  heard  on  the 
plaintiff's  exceptions  to  the  master's  report  of  nominal  damages  only. 
The  patent  is  for  a  single  feature  of  a  lock  for  traveling-bags.  The 
plaintiff  has  granted  no  licenses,  but  has  himself  made  and  sold  the 
locks  senaratalv  and  with  bam.  intending  to  suddIv  the  wants  of  the 
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trade  for  them.  He  showed  to  the  master  that  his  profit  upon  these 
locks  was  ninety-one  cento  per  dozen,  and  that  the  defendants  had  made 
.and  sold  with  bags  38,285  of  them,  bnt  made  no  further  showing  of  their 
profits.  The  exceptions  raise  the  question  whether  these  facts  furnish 
a  sufficient  basis  for  the  estimation  of  damages  beyond  merely  nominal 
-damages.  Two  defects  are  apparent  in  the  plaintiff's  claim  in  this  re- ' 
speck  One  is  that  the  case  does  not  show  that  plaintiff's  profits  are  due 
to  the  patented  feature  of  the  locks  in  whole  or  in  any  definite  part* 
The  other  is  that  these  facts  do  not  show  that  the  plaintiff  would  have 
had  an  opportunity  to  make  and  sell  these  locks  if  the  defendants  had 
not  made  and  sold  them  with  their  bags.  The  case  shows  that  there  are 
•other  kinds  of  locks  for  such  bags,  and  they  are  mere  incidents  to  the 
bags  for  their  more  convenient  use.  However  it  might  be  as  to  articles 
wholly  covered  by  a  patent  for  which  there  was  no,  or  no  convenient, 
.substitute,  it  does  not  follow  in  a  case  like  this  that  a  purchaser  of  the 
principal  thing  with  a  patented  incident  would  go  until  he  should  find 
that  particular  kind  of  incident  before  purchasing.  The  form,  material, 
•or  workmanship  of  the  bag  itself  may  have  been,  and  is  quite  likely  to 
.have  been,  as  decisive  with  the  purchaser  as,  and  perhaps  more  so  than, 
the  lock.  The  plaintiff  may  have,  and  probably  has,  suffered  damages 
from  this  infringement.  He  must  show  more  than  this,  however,  in  or- 
<der  to  recover  them.  He  must,  according  to  the  cases,  show  what  they 
are,  or  some  reliable  basis  for  estimating  them.  ( Garretson  v.  Clark,  111 
U.  8.,- 120;  Black  v.  Thome,  Id.,  12 J;  Dobtonv.  Hartford  Carpet  Co., 
114  U.  8.,  439 ;  Dolmn,  v.  Dorman,  118  U.  8.,  10.) 
Exceptions  overruled.    Report  accepted  and  confirmed. 


(United  States  Circuit  Court-Northern  District  of  New  York.] 

WHEBLSB  ST  AL.  V.  HABT  ST  AL. 

Decided  August  28,1887. 

40  O.  G.,  1456. 

OOODBHOW  AND  OWSNS— HKATINO-FURNAOM. 

Letters  Patent  No.  845,156,  granted  August  3, 1887,  to  Albert  J.  Goodenow  and 
William  J.  Owens,  for  an  improvement  in  heating-fhrnaeea,  construed  and  HM 
not  infringed. 

BLATOHFOBD,  J. : 

The  words  of  claim  1  of  the  Goodenow  and  Owene  patent,  "  A  furnace 
having  secured  thereto  a  detachable  radiator,  •  •  •  substantially  as 
and  for  the  purpose  set  forth/'  require,  by  reference  to  the  descriptive 
part  of  the  specification,  that  the  radiator  shall  not  only  be  detachable, 
but  shall  be  secured  by  th*  flange  N,  the  slots  N',  and  the  lugs  O,  which, 
as  the  specification  says,  securely  lock  it  in  position,  it  being  made  de- 
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taxable  by  bringing  the  lags  opposite  to  the  slots.    The  state  of  the 
art  also  requires  this  interpretation  of  the  claim. 

As  the  defendants'  furnace  contains  no  such  means  and  no  equiv- 
alent means  of  securing  the  radiator  in  position,  there  is  no  infringe- 
ment,  and  the  bill  must  be  dismissed,  with  costs. 


[United  States  Circuit  C<rart-J>i«trict  of  IffMaaolrawtts.] 

United  States  of  America  v.  American  Bell  Telephone  Com- 
pany et  AL. 

Decided  September  26, 1887. 

410.  G.,  123. 

The  bill  in  this  instance  charged  that  the  patents  were  fraudulently  obtained,  with 
a  specification  of  particular  instances  of  fraud  on  the  part  of  the  patentee, 
and  prayed  for  a  decree  to  declare  the  patents  null  and  Told  ah  initio,  and  to 
enjoin  perpetually  the  assignee  from  asserting  any  claim  or  right  under  the 
patents.  The  principal  question  raised  by  the  demurrer  was  whether  the  hill 
could  be  maintained. 
L  Bill  to  Cancel  a  Patent  can  not  be  Maintained  in  the  Name  or  m 
United  States. 

The  court,  adopting  the  conclusions  of  Judge  Shepley,  of  the  same  circuit 

(Attorney-General  v.  Bumford  Chemical  Work*,  2  Bann.  &  Ard.,  296;  9  O.  G.,  1MB; 

0.  D.,  1876,  391),  are  of  the  opinion  that  the  Government,  in  the  absence  of  any 

express  enactment,  has  no  power  to  bring  a  bill  to  cancel  a  patent. 

H  The  Constitution  and  Aon  of  Congress  the  only  Foundation  or  Rights 

and  Remedies  as  to  Patents. 

The  Constitution  and  acts  of  Congress  cover  all  the  rights  and  remedies  of 
patentees,  and  under  the  Constitution  Congress  could  hare  provided  for  suits  to- 
eancel  patents ;  but  Congress  has  not  made  such  provision. 
9L  Congress  Never  Intended  Burrs  to  Annul  Patents  Under  the  Present 
Laws. 

The  history  of  patent  legislation  under  the  Constitution  tends  to  show  that 
Congress  never  intended  to  include  suits  to  annul  patents  under  the  present  pat- 
ent laws. 
4.  Scire  Facias  to  Repeal  Patents  Under  Acts  or  1790,  1793,  has  been  Sub- 
stituted bt  New  Defenses  in  Suits  for  Infringement. 
The  power  to  bring  eeUrefadae  under  the  acts  of  1790, 1793  to  cancel  patents 
was  limited  to  patents  obtained  surreptitiously  or  upon  false  suggestion,  and  by 
the  act  of  1836  and  the  terms  of  the  patent  law  as  it  now  stands  and  has  bean 
construed  by  the  Supreme  Court  the  same  defenses  may  now  be  made  in  a  suit 
for  infringement  as  were  grounds  for  the  cancellation  of  a  patent  under  the  acts 
of  1790, 1793. 
&  Power  to  Bring  Suit  to  Cancel  Patents  does  not  Arise  out  of  the  Gen- 
eral Principles  of  Equity  Jurisprudence. 

The  power  of  the  Government  to  bring  suit  for  the  cancellation  of  a  patent 
does  not  exist  by  implication  springing  from  the  general  principles  of  equity 
Jurisprudence  arising  out  of  the  procedure  in  England,  because  the  foundation  of 
the  patent  system  in  England  differs  from  that  in  the  United  States,  the  one  be- 
r  as*  royal  /avor,  the  other  of  constitutional  statutory  provisions. 
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f.  Decisions  on  Patents  fob  Lands  not  Applicable  to  Patents  fob  Intentions. 
The  decisions  of  the  courts  upon  cancelling  patents  for  lands  do  not  apply  to 
patents  for  inventions,  because  the  Government  is  the  owner  of  *  the  public  lands,  * 
while  patents  for  inventions  are  based  on  statutes,  and  the  inventions  described 
in  them  never  belonged  to  the  United  States. 

Demurrer  to  bill  to  cancel  patents* 

Hon.  George  A.  Jenks  Acting  Attorney-General  of  the  United  States, 
Hon.  George  M.  Stearns,  United  States  district  attorney,  district  of  Mas- 
sachusetts, Hon.  Allen  G.  Thurman,  Hon.  John  Goode,  Hon.  Orosvenor 
P.  Loxorey,  Messrs.  Hunton  &  Chandler,  Mr.  Chas.  S.  Whitman,  and  Mr. 
W.  C.  Strawbridge  for  the  Government. 

Mr.  K  N.  Dieherson,  Mr.  Ghauncey  Smi(h,  and  Mr.  J.  J.  Storrow  for 
the  defense. 

Before  Colt  and  Nelson,  Judges. 
Colt,  J.: 

This  is  a  demurrer  to  a  bill  in  equity  filed  by  the  United  States  by 
direction  of  the  Solicitor-General,  acting  as  Attorney  General,  against 
the  American  Bell  Telephone  Company  and  Alexander  Graham  Belt 
The  main  purpose  of  the  bill  is  to  cancel  two  patents  granted  to  Belly 
relating  to  the  art  of  transmitting  speech  by  electricity,  on  the  ground 
that  they  were  obtained  by  fraud.  The  bill  contains  numerous  allega- 
tions. We  will  refer  to  some  of  the  more  important  in  order  to  show 
its  general  character. 

It  charges  that  Bell  was  not  the  first  inventor  of  the  speaking-tele- 
phone; that  Phillip  Beis,  of  Germany,  and  others  had,  previous  to  his 
invention,  devised  an  apparatus  for  the  transmission  of  speech  by  elec- 
tricity ;  that  at  the  time  of  issuing  the  first  patent,  which  covers  the 
process  or  method ;  Bell  was  not  able  to  transmit  articulate  speech  by 
the  method  or  with  the  apparatus  described  in  his  application ;  that  he 
purposely  framed  his  application  and  claim  in  ambiguous  and  general 
terms  to  cover  antecedent  and  future  inventions,  and  to  deceive  and 
mislead  the  examiner  of  the  Patent  Office ;  th&t  he  did,  in  feet,  mislead 
the  examining  officers  of  the  Patent  Office  and  caused  them  to  regard 
his  alleged  invention  as  au  improvement  in  telegraphy,  and  not  as  an 
invention  of  the  telephone ;  that  Elisha  Gray,  of  Chicago,  filed  a  caveat 
in  the  Patent  Office  on  the  same  day  that  Bell  filed  his  application,  but 
prior  in  point  of  time ;  that  the  claim  in  said  caveat  was  for  "the  art  of 
transmitting  vocal  sounds  or  conversation  telegraphically  through  an 
electric  circuit;"  that  the  examining  officer  of  the  Patent  Office,  con- 
trary to  the  statute,  communicatee!  to  Bell  the  fact  and  the  date  of  the 
filing  of  said  caveat  and  the  nature  of  the  claim  contained  therein ;  that 
thereupon  Bell,  by  his  attorneys,  unlawfully  and  contrary  to  the  fact, 
obtained  a  determination  of  the  Patent  Office  that  said  caveat  was  filed 
after  said  application ;  that  on  or  about  the  26th  of  February,  1876,  the 
examining  officer  did  exhibit  to  Bell  the  drawings  and  caveat  of  Gray, 
and  describe  to  him  the  construction  and  mode  of  operation  Qf  &e  Id* 
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phone  therein  described,  and  that  Bell  did  proceed  without  delay  to 
make  substantial  amendments  of  his  specification  and  claims ;  that  soch  . 
.amendments  relate  to  those  parts  of  Bell's  invention  which  constitute 
the  cardinal  feature  of  his  patent,  to  wit,  the  transmission  of  sounds  by 
gradual  or  undulatory  changes  in  the  electric  cprreut  as  distinguished 
from  alternate  or  pulsatory  changes ;  that  the  second  patent.  No.  186,787, 
was  obtained  by  fraud  upon  Amos  E.  Dolbear. 

The  bill  prays  that  this  court  may  decree  that  said  patents  are  and 
hate  been  since  the  date  of  sealing  and  delivery  null  and  void  j  Oat 
they  were  wrongfully  procured  to  be  issued  by  means  of  fraud,  false 
suggestion,  concealment,  and  wrong  on  the  part  of  said  Bell,, and  that 
the  American  Bell  Telephone  Company  may  be  perpetually  eojoined 
from  setting  up  auy  right  or  claim  under  said  letters  patent,  or  from 
.alleging  the  same  in  any  court  withiu  the  United  States  as  evidenoe  of 
any  grant  or  right  conferred  on  said  Bell. 

'  The  first  and  principal  question  raised  by  this  demurrer  is  whether, 
in  the  absence  of  any  specific  statute,  the  United  States,  by  direction 
of  the  Attorney-General,  can  maiutain  a  bill  in  equity  to  cancel  a  patent 
for  an  invention.  The  question  is  by  no  meaus  free  from  difficulty,  and 
the  decisions  of  the  courts  in  the  few  cases  where  the  point  has  been 
raised  are  conflicting.  Upon  consideration  we  are  of  the  opinion  that 
the  carefully  considered  decision  of  Judge  Shepley,  of  this  circuit,  in 
Attorney- General  v.  Rumford  Chemical  Worlcs  (2  Bann.  &  Ard.,  208),  to 
the  effect  that  the  Government  in  the  absence  of  any  express  enactment 
has  no  power  to  bring  a  bill  in  equity  to  cancel  a  patent,  is  sound,  and 
should  be  followed  by  this  court  in  this  case. 

Our  whole  patent  system  rests  upon  a  constitutional  provision  and 
the  statutes  passed  by  Congress. 

By  Article  1,  section  8  of  the  Constitution  Congress  has  the  power  off 
securing  for  limited  times  to  authors  and  inventors  the  exclusive  right 
to  their  respective  writings  and  discoveries,  and  to  make  all  laws 
which  shall  be  necessary  and  proper  for  carrying  into  execution  this 
power. 

To  the  Constitution  and  the  acts  of  Congress,  therefore!  and  to  thaw 
sources  alone,  we  must  look  for  the  rights  and  remedies  of  patentees. 
Congress  could  have  provided  that  the  Government  should  have  the 
right  to  bring  suit  to  cancel  a  patent  for  an  invention  on  the  ground  of 
fraud }  but  Congress  has  not  seen  fit  to  incorporate  such  a  provision 
9  Into  the  patent  laws,  and  that  is  a  sufficient  answer  to  this  bill.  Am 
was  said  by  Mr.  Justice  Miller  in  United  States  v.  Union  Pacific  £.  B. 
(98  U.  8.,  569,  616)— 

Congress  might  also  have  directed  the  Attorney -General,  either  as  part  of  this 
proceeding  or  as  an  independent  one,  to  ask  the  court  to  declare  the  franchise  of  tks 
company  forfeited.  It  might  have  ordered  a  bill  to  inquire  if  the  company  was  in- 
solvent, and  if  so  to  wind  np  its  affairs  and  distribute  its  assets.  In  short  there  as* 
many  modes  in  which 'the  legislators  could  have  called  into  operation  all  the  jadieial 
owers  known  to  the  law ;  but  it  has  not  done  so,  and  that  is  the  constantly  rc**n> 
lag  antwjsio  this  bUl.  ...      -o 
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We  think  the  history  of  patent  legislation  under  the  Constitution 
tends  to  show  that  Congress  never  intended  this  power  to  be  exercised 
Under  the  present  law. 

The  act  of  A  pjril  10, 1790  (1  Stats.,  109),  was  the  first  statute  passed 
on  the  subject  of  patents.'  Section  5  of  the  act  provided  that  where  a 
patent  was  obtained  surreptitiously  or  ujjon  false  suggestion  the  jodgQ 
of  the  district  court,  upon  affidavit  being  filed,  should  grant  a  rule  to 
Show  cause  why  process  should  not  issue  to  repeal  the  patent  By  sec- 
tion 10  of  the  act  of  February  21, 1793  (1  Stats.,  318),  the  time  was  ex- 
tended from  one  to  three  years  after  issuing  the  patent  for  instituting, 
proceeding*  before  the  judge  of  the  district  court  for  its  repeal. 

In  addition  to  the  proceeding  under  section  5,  the  act  of  1790  also 
provided  by  section  6  that  in  an  action  for  the  penalty  the  defendant 
might  set  up  certain  defenses  to  the  patent  By  section  6  of  the  act  of 
1793  these  defenses  were  greatly  enlarged.  It  thus  appears  that  by  the 
acts  of  1790  and  1793,  where  a  patent,  was  obtained  surreptitiously  or 
upon  false  suggestion,  a  process  might  issue  for  its  repeal  in  the  nature 
of  a  scire  facias  at  common  law. 

In  ex  parte  Wood  (9  Wheat,  603),  Mr.  Justice  Story,  in  construing1 
section  10  of  the  act  of  1793,  declared  that  the  jurisdiction  given  to  the 
court  is  not  general  and  unlimited,  but  is  confined  to  cases  where  (he 
patent  was  obtained  surreptitiously  or  upon  false  suggestion,  and  that 
the  object  of  the  statute  was.  to  provide  some  means  to'  repeal  patents 
so  obtained,  which  were  the  cases  where  a  scire  facias  issued  at  common 
law;  and,  farther,  that  "as  the  patents  are  not  enrolled  in  the  records 
of  any  court,  but  among  the  rolls  of  the  Department  of  State,  it' was 
necessary  to  give  some  directions  as  to  the  correct  time  and  manner  of 
instituting  proceedings  to  repeal  them." 

It  does  not  appear  that  Judge  Story  recognized  any  jurisdiction  of 
thps  court  to  entertain  suits  to  cancel  patents  independent  of  the  ex- 
press provisions  of  the  statute  law.  On  the  contrary,  he  deemed  it*  iiec- 
essary  that  Congress  should  give  directions  as  to  the  time  and  manner 
of  instituting  proceedings  to  repeal. 

The  next  important  legislation  on  this  subject  was  the  act  of  £uly  4, 
1836  (5  Stats.,  117),  which,  with  some  amendments  not  important  here 
to  consider,  remains  the*  law  to-day.  This  act  established  a  Patent 
Offllce,  with  a  Commissioner,  chief  clerk,  and  examiners,  and  directed 
them  to  examine  all  applications  for  patents  and  to  grant  only  those 
which  possessed  the  elements  to  patentability.  In  this  act,  wherein 
Congress  created,  a  complete  patent  system,  it  was  not  deemed  neces- 
sary to  retain  the  old  proceeding  to  cancel  a.  patent  found  in  the  afets 
of  1790  and  1793.  After  observing  the  working  of  the  old  law  for  more 
thfca  forty  years,  Congress  deliberately  eliminated  this  provision  in  the 
new  act,  and  it  may  be  presumed,  substituted  provisions  which,  in  its 
opinion,  afforded  better  security  to  the  public  as  well  as  tp  the  pat- 
entee. 
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The  design  of  the  new  law/was  to  have  such  proceedings  taken  and  such 
an  examination  made  before  a  patent  was  granted  as  to  guard  against 
the  issuing  of  invalid  patents,  and  so  prevent  the  abuses  complained  of 
under  the  old  system.  In  Butterworth  v.  Hoe  (112  TJ.  8.,  60)  it  is  held 
that  the  proceedings  in  the  Patent  Office  are  essentially  judicial  in  their 
character,  and  further,  that  the  frame- work  of  the  system  excludes  any 
appellate  power  not  therein  specifically  provided  for,  such  as  an  appeal 
to  the  Secretary  of  the  Interior.    But  Congress  did  not  stop  here. 

By  section  15  of  the  act  a  defendant  in  an  infringement  suit  may  set 
op  various  defenses  to  the  validity  of  the  patent.  Fe  may  show  that 
for  the  purpose  of  deceiving  the  public  the  description  and  specification 
filed  by  the  patentee  was  made  to  contain  less  than  the  whole  truth 
relative  to  his  invention,  or  more  than  was  necessary  to  produce  the 
desired  effect,  or  that  he  had  surreptitiously  and  unjustly  obtained  a 
patent  for  that  which  was  invented  by  another,  or  that  the  invention 
had  been  described  in  some  public  woifc  prior  to  his  invention,  or  that 
he  was  not  the  first  and  original  inventor,  or  that  the  invention  had 
been  in  public  use  or  on  sale  with  the  consent  of  the  patentee  prior  to 
his  application. 

By  section  10  an  applicant,  having  been  refused  a  patent  on  the 
ground  that  it  would  interfere  with  an  unexpired  patent  previously 
granted,  was  permitted  to  file  a  bill  in  equity  in  the  circuit  court  and 
try  the  question  whether  or  not  he  was  entitled  to  a  patent;  or,  in  the 
case  of  two  interfering  patents,  any  party  interested  might  bring  a  bill 
in  equity  against  the  ojther  party  in  the  circuit  court,  and  the  court  may 
cancel  either  patent  in  whole  or  in  part  By  these  several  provisions 
of  the  act  of  1836  it  would  seem  that  Congress  thought  the  public  aa 
well  as  the  patentee  were  sufficiently  protected  without  retaining  the 
old  proceedings  to  cancel  a  patent  found  in  prior  acts. 

The  Supreme  Court  have  decided  that  a  defendant  in  an  infringment 
suit  is  not  limited  to  the  statutory  defenses.  '  He  may  show  that  the 
Commissioner  has  exceeded  his  power  in  granting  or  reissuing  a  patent, 
or  that  the  patented  .thing  does  not  amount  to  a  patentable  invention. 
{Mahn  v.  Harwood,  112  IT.  8.,  354 ;  Gardiner  v.  Herz,  118  U.  8.,  184K) 
As  the  law  now  stands  it  is  difficult  to  conceive  of  a  good  defense  to  a 
patent  which  can  not  be  raised  in  an  infringement  suit.  In  Rubber  Co. 
v.  Goodyear  (9  Wall.,  788)  aud  Mowry  v.  Whitney  (14  Wall.,  434)  it  was 
held  that  the  question  whether  the  extension  of  a  patent  had  been 
improperly  obtained  could  not  be  inquired  into  in  an  infringmeut  salt; 
but  the  statute  relating  to  extensions  has  been  repealed,  except  aa  to 
patents  granted  prior  to  Inarch  2, 1861. 

The  intent  of  Congress  is  further  shown  by  the  fact  that  although  re- 
peated attempts  have  been  made  to  amend  the  law  so  as  to  give  some 
process  by  which  an  invalid  patent  may  be  vacated,  the  legislature  has 
refused  to  act.  In  the  present  condition  of  the  law  there  would  seem 
to  be  no  necessity  for  invoking  the  power  assumed  by  this,  bill,  and 
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the  course  of  legislation  not  only  fails  to  show  any  intention  on  the 
part  of  Congress  to  clothe  the  Government  with  this  power,  but  rather 
goes  to  show  its  intentional  exclusion. 

If  the  power  of  the  Government  to  cancel  a  patent  for  an  invention  ex- 
ists, it  must  be  by  implication,  and  it  must  spring  from  the  general 
principles  of  equity  jurisprudence,  and  here  it  becomes  important  to  in-* 
quire  into  the  history  and  character  of  this  power  and  the  procedure* 
under  it  in  England.  In  England  the  patent  system  was  based  upon 
the  royal  prerogative.  The  grant  of  a  patent  was  a  matter  of  grace 
and  favor,  and  the  crown  might  annex  to  the  grant  any  conditions  it 
^pleased.  The  causes  for  which  a  patent  may  be  revoked  are  stated  in 
the  proviso  to  be,  if  the  grant  is  contrary  to  law,  or  prejudicial  or  in- 
convenient to  Her  Majesty '8  subjects,  or  if  the  invention  was  not  new, 
or  not  invented  by  the  patentee.    (Hindmarch  on  Patents,  264.) 

In  England  the  power  to  revoke  a  patent  was  in  its  nature  sover- 
eign. The  proceeding  for  avoiding  and  canceling  a  patent  was  by  writ 
of  scire  facias  taken  in  the  common-law  side  of  tbe  court  of  chancery,  be- 
ing the  court  in  which  the  patent  issued*  Scire  facias  lay  to  repeal  a 
patent  in  three  cases : 

1.  When  the  king  by  his  letters  patent  granted  the  same  thing  to 
several  persons,  the  first  patentee  shall  have  a  scire  facias  to  repeal  tbe 
second  patent. 

2.  When  the  king  grafted  a  thing  upon  false  suggestions,  he  may 
by  his  prerogative,  jure-  regie,  have  a  scire  facias  to  repeal  his  own 
grant. 

3.  When  the  king  has  granted  anything  which  by  law  he  can  not 
grant,  he,  jura  regis,  for  the  advancement  of  justice  and  right,  may  have 
a  scire  facias  to  repeal  hid  own  letters  patent.  (4  Ins.,  ^88 ;  Hindmarch 
oa  Patents,  234.) 

To  quote  from  the  opinion  of  Judge  Shepley  in  the  Bumford  Chem- 
ical Works  case  (9  O.  G.,  1062) : 

Ab  the  letters  patent  issued  under  the  Great  Seal  and  the  enrollment  of  every  pat- 
ent remained  of  record  in  the  Court  of  Chancery,  the  Lord  Chancellor,  in  the  Common 
Law  Court  of  Chancery,  or,  in  the  words  of  Sir  Edward  Coke  in  the  fourth  institute, 
the  "one  ordinary  coram  domino  rege  in  canoellaria,  wherein  the  Lord  Chancellor,  or 
Lord  Keeper  of  the  Great.  Seal,  proceeds,  according  to  tbe  right  line  of  the  laws 
and  statutes  of  the  realm  eeoundnm  legem  et  ooneuetudinem  Anglue,"  has  power  to  hold 
plea  of  eeirefaeiae  to  repeal  letters  patent  under  the  Great  Seal,  and  to  cancel  the 
patent,  and  also  the  enrollment  of  it.  (The  King  v.  Sir  Oliver  Butler,  3  Levins,  221 ; 
8.  C.  2  Ventris,  344.)  .  •  •  •  These  legal  proceedings  were  in  the  office  called 
"  The  Petty  Bag,"  the  office  of  the  Court  of  Chancery  in  which  all  common  law  pro- 
ceedings of  the  court  were  carried  on,  all  the  pleadings  and  other  common  law  pro. 
ceedings  being  entitled  "  In  the  Petty  Bag  Office  in  Chancery.'1  The  action  of  scire 
facias  was  not  only  a  remedy  provided  by  law  for.  the  Crown  in  behalf  of  the  public,  but 
also  for  any  subject  Of  the  brown  who  could  show  that  a  void  or  illegal  patent  operated 
to  his  prejudice.  Thns,  in  8ir  Oliver  Butler's  case,  before  cited,  Lord  Chancellor  Finch 
said:  "  Where  a  patent  is  granted  to  the  prejudice  of  the  subject  the  King  of  right 
is  to  permit  him,  upon  his  petition,  to  use  his  name  for  the  repeal  of  it."  Every 
person  is  presumed  to  have  such  an  interest  in  a  patent  for.  an  invention  that  if  heal» 
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lege*  that  it  is  illpgal  or  void  he  is  entitled  as  of  right  to  a  scire  facias  ta  tas  aaai*  of  ike 
Queen  in  order  to  repeal  it.  {Queen  V.  Aires,  10  Mod.,  354 ;  Queen  v.  pallivos,  1  P.  Will- 
iams, 2}7  ;  Vin.  Abr.;  Prerogative,  T.  b. ;  U.  b.,  8.)  Such  proceedings  were  always  in 
the  Dame  of  the  Crown.  "  The  only  means  which  the  law  provides  for  the  repealing  of 
letters  patent "  (for  inventions)  "is  by  action  of  scire  facias  at  the  suit  of  the  Queen1* 
'Hindmarch  on  Patents,  64),  and,  as  we  have  seen,  this  was  a  auasi  common  law  pro- 
ceeding with  the  right  of  trial  by  jury.  This  right  and  this  mode  of  proceeding  wan 
preserved  by  the  express  provisions  of  the  modern  statutes,  which,  while  providing 
for  a  new  seal  to  patents,  and  for  filing  the  specifications  in  such  office  as  the  new  com- 
missioners might  designate,  also  enacted  that  "  the  writ  of  scire  facias  shall  lie  for 
the  repeal  of  any  letters  patent  issued  under  this  act  in  the  like  case  as  the  same 
would  lie  for  the  repeal  of  letters  patent  which  may  now  be  issued  under  the  Great 
Seal."  No  instance  can  be  found,  it  is  believed,  of  any  other  proceeding  in  England 
than  a  scire  facias  to  repeal  letters  patent  for  an  invention.  It  is  contended  in  the 
case  at  bar  that  the  case  of  the  Attorney- General  v.  Vernon  (1  Vernon,  277),  is  an  au- 
thority for  the  repeal  of  letters  patent  by  a  bill  in  chancery.  But  this  case  was 
without  a  precedent  and  has  nevor  been  followed  in  England,  and  can  not  Declaimed 
to  be  a  precedent  for  a  bill  in  equity  to  repeal  letters  patent  for  an  invention  which 
issue  under  the  Great  Seal  and  are  recorded  in  chancery. 

It  appears  therefore  that  the  power  to  cancel  a  patent  in  England 
was  in  the  nature  of  a  royal  prerogative,  and  that  the  proceeding  was 
by  writ  of  scire  facias.  It  is  admitted  that  this  form  of  chancery  pro- 
ceeding is  not  in  use  in  this  country,  and  it  is  equally  true  that  the 
prerogative  rights  of  the  Crown  of  England  have  not  descended  upon 
the  President  of  the  United  States.  With  us  the  people  are  the  source 
of  power,  and  each  branch  of  the  Federal  Government  can  exercise 
only  those  powers  which  are  delegated  to  it  by  the  people  and  are 
found  in  the  Constitution  and  the  statutes.  The  Constitution  does  not 
give  the  Federal  judiciary  any  of  the  powers,  which  were  exercised  in 
England  by  the  chancellor  as  the  representative  of  the  King  and  by 
virtue  of  the  King's  prerogative  as  parens  patrice. 

When  this  country  achieved  its  independence,  the  prerogatives  of  the  Crown  de- 
volved upon  the  people  of  the  States,  and  this  power  still  remains  with  them,  except 
so  far  as  they  have  delegated  a  portion  of  it  to  the  Federal  Government.  The  soverw 
eign  will  is  made  known  to  us  by  legislative  enactment.  The  State  as  sovereign  is 
parens  patrice.  •  •  •  The  courts  of  the  United  States  can  not  exercise  any  equity 
powers  except  those  conferred  by  acts  of  Congress,  and  those  judicial  powers  which 
the  high  court  of  chancery  in  England,  acting  under  its  judicial  capacity  as  a 
court  of  equity,  possessed  and  exercised  at  the  time  of  the  formation  of  the  Con- 
stitution of  the  United  States.  Powers  not  judicial  exercised  by  the  chancellor 
merely  as  the  representative  of  the  sovereign  and  by  virtue  of  the  King's  prerogative 
•j*  parens  patrice  are  not  possessed  by  the  circuit  courts. 

Such  is  the  language  of  the  Supreme  Court  in  Fontain  v.  Eavend  (17 
How.,  369-384). 

The  decisions  of  the  Federal  courts  respecting  patents  for  lands  are 
not,  in  our  opinion,  applicable  to  patents  for  inventions.  In  the  case  of 
land  the  Government  is  the  owner  of  property,  and  if  that  property  is 
fraudulently  conveyed  it  has  the  same  right  as  an  individual  to  recover 
it  back.    Its  rights  and  remedies  are  the  same  as  a  private  citizen  in 
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such  a  case.    But  in  issuing  letters  patent  for  an  invention,  to  quote 
Judge  Shepley — 

Nothing  is  granted  which  belonged  before  to  the  United  States.  The  issue  of  let. 
inn  patent  is  in  comp1iance  with  an  act  of  Congress.  The  rights  and  remedies  of  the 
parties  are  dependent  solely  on  the  statute  enactments,  and  do  not  grow  out  of  any 
previous  ownership  of  the  supposed  subject  of  the  grant,  as  in  the  case  of  a  convey- 
ance of  lands. 

The  cases  cited  bearing  on  the  question  of  the  power  of  the  Govern- 
ment to  bring  in  this  snit  are  Rubber  Co.  v.  Ooodyear  (9  Wall.,  788) ; 
Mowry  v.  Whitney  (14  Wall.,  434) ;  Attorney- General  v.  Bumford  Chem- 
ical Works  (9  O.  G.,  1062;  0.  D.,  1876,  391;  2  Bann.  &  Ard.,  298); 
United  States  v.  Gunning  (18  Fed.  Rep.,  511,  and  23  Fed.  Rep.,  668) ; 
United  States  v.  Frazer  (22  Fed.  Rep.,  106) ;  United  States  v.  Colgate 
(21  Fed.  Rep.,  318);  Mahn  v.  Harwood  (112  U.  S.,  354).  The  question 
has  never  been  directly  before  nor  passed  upon  by  the  Supreme  Court, 
though  the  plaintiff  insists  that  certain  dicta  of  that  court  in  Rubber 
Co.  v.  Goodyear  and  Mowry  v.  Whitney  recognize  the  existence  of  this 
power. 

Rubber  Co.  v.  Goodyear  and  Mowry  v.  Whitney  were  cases  of  extended 
patents,  and  the  court  decided  that  the  question  whether  an  extended 
patent  had  been  obtained  by  fraud  was  not  open  in  an  infringement 
suit  In  these  cases  the  court  did  not  decide  that  the  Government, 
through  the  Attorney-General,  could  bring  a  bill  for  the  purpose  of 
vacating  la  patent.  That  point  was  not  before  the  court  for  deter- 
mination. All  the  court  s&id  was,  and  this  is  the  extent  of  the  dictum, 
that  no  one  but  the  Government,  either  in  its  own  name  or  in  the  name 
of  its  appropriate  officer,  could  institute  judicial  proceedings  to  cancel  a 
patent,  except  in  the  cases  provided  for  in  section  16  of  the  act  of  July 
4, 1836.  The  case  of  Mahn  v.  Harwood  was  upon  a  reissued  patent,  and 
the  majority  of  the  court  held  that  the  defense  of  laches  in  apply- 
ing for  a  reissue  could  be  set  up  in  an  infringement  suit  Mr.  Justice 
Miller,  in  a  dissenting  opinion,  takes  the  position  that  this  can  not  be 
done,  inasmuch  as  Congress,  by  statute,  has  specifically  mentioned  the 
five  defenses  that  may  be  raised  in  an  infringement  suit,  and  he  then 
goes  on  to  say  that  Congress  intended  all  other  causes  for  impeaching 
a  patent  should  be  prosecuted  in  the  usual  mode  of  scire  facias,  or  bill 
in  chancery  brought  by  the  proper  law  officers  of  the  Government  to 
set  it  aside. 

In  this  circuit,  in  the  case  of  Attorney- General  v.  Bumford  Chemical 
Works,  the  question  was  fairly  presented  and  decided  in  the  learned 
and  carefully -considered  opinion  of  Judge  Shepley,  and  the  conclusion 
reached  that  the  power  sought  to  be  invoked  by  this  bill  does  not  exist 
in  the  absence  of  specific  statute. 

In  United  States  v.  Gunning  a  bill  was  brought  to  repeal  the  Gunning 
patent  It  was  demurred  to  on  the  ground  of  want  of  authority  in  the 
plaintiff  to  bring  or  the  court  to  entertain  the  suit  and  for  want  of 
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equity.    Judge  Wallace  overruled  the  demurrer.    This  case  is  in  direct 
conflict  with  AttomeyOeneral  v.  Bumford  Chemical  WorJc$. 

In  United  States  v.  Frazer  (22  Fed.  Sep.,  106)  a  bill  was  brought  to 
cancel  two  patents  on  the  ground  that  the  defendant  falsely  and  fraudu- 
lently made  oath  that  the  alleged  improvements  had  not  been  before 
known  or  used,  when  in  fact  they  had  been  publicly  known  and  used 
more  than  two  years  prior  to  the  application  therefor.  Judge  Blod- 
gett,  in  sustaining  the  demurrer,  said: 

It  is  true  that  it  is  an  imposition  on  the  Patent  Office  to  falsely  make  an  affidavit 
that  a  device  for  which  a  patent  is  asked  has  not  been  known  and  need  prior  to  the 
invention  thereof  by  the  applicant  for  the  patent.  Such  conduct  may  Justly  be  said 
to  be  fraudulent;  bnt  it  is  a  fact  whioh  goes  to  the  validity  of  his  patent,  and  may 
be  pleaded  by  any  person  against  whom  the  patentee  brings  suit ;  and  it  seems  to  me 
that  it  would  be  better  to  leave  the  litigation  of  questions  like  this,  which  constitute 
a  defense  in  patent  eases,  to  the  parties  directly  interested,  rather  than  that  the  Gov- 
ernment should  lend  its  name  to  a  suit  really  in  the  interest  only  of  certain  private 
parties.,  The  practice  here  inaugurated  will,  if  followed,  transfer  nearly  all  litigation 
on  patents,  except  mere  questions  of  fact  as  to  infringement,  to  the  office  of  the  At- 
torney-General, instead  of  leaving  it  in  the  hands  of  the  persons  directly  interested. 
•  •  •  I  do  not  intend  to  be  understood  as  holding  that  a  bill  in  chancery  will  not 
lie  in  any  case  to  annul  a  patent  obtained  by  fraud,  but  only  that  this  bill  does  not,  in 
my  opinion,  make  such  a  case  as  requires  or  authorises  the  United  States  to  allow  the 
use  of  its  name  to  fight  out  a  contest  between  these  individuals. 

The  opinion  of  Judge  Blodgett  would  seem  to  be  that  if  the  Attor- 
ney-General can  bring  a  bill  to  cancel  a  patent  in  any  case  he  can  not 
bring  a  bill  on  grounds  which  constitute  a  defense  in  infringement  cases, 
and  the  language  of  Mr.  Justice  Miller  in  Mdhn  v.  Earwood  would  ap- 
pear to  go  no  further  than  to  suggest  that  a  bill  might  lie  by  the  proper 
law  officers  of  the  Government  to  cancel  a  patent  in  those  cases  where 
the  statutory  defenses  do  not  apply.  It  would  seem,  then,  that  if  this 
power  exists  its  exercise  should  be  limited  to  cases  where  the  statutory 
defenses  fail  to  reach  the  case.  To  hold  otherwise  would  turn  patent 
litigation  largely  into  the  hands  of  the  Government,  which  plainly  was 
not  the  intention  of  the  present  law.  Rubber  Co.  v.  Goodyear  and 
Mowry  v.  Whitney  were  cases  of  extended  patents,  where  the  extension 
was  obtained  by  alleged  fraud  or  false  swearing  in  the  Patent  Office, 
and  that  defense  under  the  statute  could  not  be  set  up  in  an  infringe- 
ment suit. 

But  that  is  not  the  case  now  before  us  for  consideration.  The  main 
grounds  on  whioh  the  validity  of  the  Bell  patents  are  attacked  in  this 
bill  can  be  raised  in  an  infringement  suit  Among  the  defenses  pro- 
vided by  section  4020  of  the  revised  statutes  in  any  action  for  infringe 
ment,  are : 

First,  that  for  the  purpose  of  deceiving  the  public  the  description  and 
specification  filed  by  the  patentee  in  the  Patent  Office  were  made  to  con* 
tain  less  than  the  whole  truth  relative  to  his  invention  or  discovery,  or 
more  than  is  necessary  to  produce  the  desired  effect. 
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for  that  which  was  in  fact  invented  by  another  who  was  using  reason- 
able diligence  in  adapting  and  perfecting  the  same. 

Third,  that  it  had  been  patented  or  described  in  some  printed  publi- 
cation prior  to  his  supposed  invention  or  discovery. 

Fourth,  that  he  was  not  the  original  or  first  inventor  or  discoverer  of 
any  material  or  substantial  part  of  the  thing  patented. 

The  necessity  which  might  possibly  arise  in  some  cases  for  the  exercise 
of  this  power  by  the  Government  seems  to  be  wanting  in  the  present 
.case. 

The  question  of  power  raised  by  this  bill  is  an  important  one,  and  in 
view  of  the  conflict  of  authority  it  can  only  be  definitely  settled  by  the 
Supreme  Oourt.  It  is  manifestly  our  duty  in  the  present  case,  unless 
clearly  satisfied  that  Judge  Shepley  was  wrong,  to  follow  the  law  as 
established  in  this  circuit  in  the  most  learned  and  exhaustive  opinion 
to  be  found  on  the  subject. 

The  demurrer  to  the  bill  is  sustained  and  the  bill  dismissed. 


[United  St  aire  Circuit  Court— District  of  Mataachusetto.] 

Eastern  Paper  Bag  Company  et  al.  v.  Standard  Paper  Bag 

Company  et  al. 

Decided  February  17,  1887. 
41  0.  G.,  231. 

1.  Appkl— Process  por  Making  Paper  Bags. 

Letters  Patent  No.  258,272,  granted  May  23, 1882,  to  the  Eastern  Paper  Bag 
Company,  assignee  of  Daniel  Appel,  for  a  process  of  making  paper  bags,  the  ob- 
ject being  the  prod  action  in  a  novel  manner  of  a  satchel-bottom  paper  bag  made 
from  a  strip  of  paper  folded  to  form  a  tnbe  by  first  forming  a  diamond  fold,  then 
cross-folding  the  leading  corner  of  the  diamond  fold,  and  subsequently  cross-fold- 
ing the  rearmost  corner  of  the  diamond  fold  to  form  the  last  cross-fold  of  the 
bag-bottom,  and,  together  with  it,  the  main  body  of  the  bag-blank  on  the  line  of 
the  second  cross- fold,  Held,  in  view  of  the  prior  state  of  the  art,  not  void,  as 
lacking  patentable  invention. 

2.  Process. 

A  process  may  be  patentable  irrespective  of  the  particular  form  of  instrumen- 
talities used. 
a  Description  of  Process  in  Application. 

Description  of  a  process  in  an  application  for  a  machine  patent  does  not  con- 
stitute an  abandonment  or  dedication  to  the  public  of  such  process  so  as  to  estop  the 
inventor  from  subsequently  obtaining  a  patent  for  the  process,  if  applied  for  in 
two  years. 
4.  Machine  Made  Capable  op  Working  Process. 

Where  the  defense  to  a  suit  for  the  infringement  of  a  patent  process  is  that  ma- 
chines embodying  the  process  claimed  were  sold  and  in  public  use  more  than  two 
years  before  the  date  of  the  application  for  the  process  patent,  such  defense  is  not  * 
sustained  by  proof  that  the  use  made  of  the  machine  before  that  date  was  experi- 
mental only  and  not  capable  of  working  the  process.  There  is  no  real  invention 
of  a  process  until  a  machine,  is  constructed  to  work  the  process. 
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Jlfr.  Frederick  P.  JfaA  for  the  complainants. 
Jfr.  Okauncey  Smith  for  the  defendants. 

Oolt,  Jl.* 

The  patent  in  suit,  No.  258,272,  is  for  a  process  of  making  paper  bags. 
It  was  granted.  May  23, 1882,  to  the  Eastern  Paper  Bag  Company,  as- 
signee of  Daniel  Appel,  the  inventor.  This  invention  has  for  its  object 
the  production  in  a  novel  manner  of  a  satchel-bottom  paper  bag  made 
from  astrip  of  paper  folded  to  form  a  tube;  and  it  consists  in  first 
.forming  the  diamond  fold,  then  cross-folding  the  leading  corner  of  the 
diamond  fold,  and  subsequently  cross-folding  the  rearmost  corner  of  the 
diamond  fold  to  form  the  last  cross-fold  of  the  bag-bottom,  and,  together 
with  it,  the  main  body  of  the  bag-blank  on  the  line  of  the  second  cross- 
fold.  This,  in  substance,  is  the  language  of  the  specification  and  of  the 
claim.  In  former  machines,  in  order  to  give  the  rearmost  corner  of  the 
.  diamond  fold  the  forward  bend  necessary  to  form  the  second  cross-fold, 
there  was  loss  of  time  and  powe:.  To  overcome  this  difficulty  Appel 
turns  over  the  whole  bottom  of  the  bag  after  the  leading  comer  of  the 
diamond  fold  is  cross-folded,  and  the  rearmost  corner  of  the  diamond 
fold  is  cross-folded  in  the  operation  of  folding  over  the  body  of  the  bag- 
blank  on  the  line  of  such  second  cross-fold.  The  fold  of  the  body  of 
the  bag-blank  is  called  a  "  blind-fold,"  and  is  incident  to  the  formation 
of  the  satchel-bottom  by  the  Appel  process.  By  this  simple  invention 
the  leading  and  rearmost  corners  of  the  diamond  fold  of  a  bag-blank 
are  cross-folded  in  directions  which  appear  opposite  to  each  other  by 
movements  which  are  in  the  same  direction,  whether  performed  by  hand 
or  by  machinery.  To  make  paper  bags  commercially  successful  a  ma- 
chiue  must  be  run  with  rapidity.  Since  the  invention  of  Appel  it  is 
difficult  to  assign  any  limit  to  the  speed  with  which  paper  bags  can  be 
made. 

That  a  process  may  be,  patentable  irrespective  of  the  particular  form  of 
instrumentalities  used  can  not  be  disputed  {Cochrane  v.  Deener,  94  U.  8., 
780),  and  I  have  no  doubt  that  the  claim  of  the  Appel  patent  describee 
a  patentable  process,  if  what  be  describes  constituted  invention.  On 
this  point  it  is  urged  that  all  Appel  did  was  to  fold  the  body  of  the  bag 
with  the  flap  in  making  the  second  cross-fold,  aud  that  this  was  no  in- 
vention, but  is  within  the  common  knowledge  and  skill  of  everybody. 
I  can  not  adopt  this  view.  To  be  sure,  now  that  we  see  it  done,  it  seems 
a  very  simple  thing  in  making  the  second  cross-fold  to  fold  over  the  body 
of  the  bag  with  the  end ;  but  it  was  not  thought  of  for  years,  and  it  may 
almost  be  said  to  have  revolutionized  the  art  of  making  paper  bags.  The 
most  marked  improvements  in  the  arts  are  often  the  simplest  when  once 
discovered.  In  considering  the  history  aud  development  of  the  art  of 
making  paper  bags  and  the  effect  produced  by  the  Appel  process  I  can 
uot  but  regard  it  as  a  patentable  invention.  But  it  is  said  that  the  de- 
scription of  this  process  found  in  the  Appel  machine  patent  of  August  31, 


DECISIONS  OF  U.   S.  COtfBtS  IN  PATENT  CASES.  539 

1880,  operates  as  an  abandonment  of  aiiy  claim  Appel  might  have  had 
for  a  process  patent.  The  patent  in  suit  was  applied  for  September  29, 

1881.  The  process  forming  its  subject-matter  was  described,  but  not 
claimed,  in  the  machine  patent  by  the  same  inventor,  dated  August  31, 
1880.  A  little  more  than  a  year  elapsed  between  the  date  of  the  prior 
description  and  the  date  of  the  application  for  the  patent  in  suit.  Under 
these  circumstances,  has  the  invention  been  abandoned  to  the  public  1 
The  languageof  the  Supreme  Court  in  Miller  v.  Brass  Co.  (104  U.  S.,  350) ; 
James  v.  Campbell  (Id.,  356),  and  Mahn  v.  Harwood  (112  XL  S.,  354;  5 
Sup.  Ct.  Sep.,  174),  is  cited  as  sustaining  the  proposition  that  the  omis- 
sion of  Appel  to  claim  his  process  invention  in  the  machine  patent  was 
in  law  a  dedication  of  that  iuveption  to  the  public.  The  Supreme  Court 
in  these  cases  was  dealing  with  the  subject  of  reissues  under  the  stat- 
ute, la  this  case  we  are  dot  dealing  with  the  law  of  reissues.  Appel 
could  not  have  secured  his  claim  to  a  process  by  reissuiug  his  machine 
patent,  because  it  is  not  for  the  same  invention.  (Powder  Co.  v.  Pow- 
der Works,  98  U.  S.,  126;  Eachus  v.  Broomall,  115  U.  S.,  429;  6  Sup. 
Ct.  Bep.,  229.) 

The  question  we  Ijave  to  decide  is  whether  the  description  of  another 
invention  in  a  prior  patent  by  the  same  inventor  forfeits  his  right  to  take 
out  a  subsequent  patent  for  such  invention.  I  do  not  understand  that 
the  Supreme  Court  has  held  that  such  prior  description  is  a  dedication 
to  the  public  of  the  second  invention.  The  invention  of  a  machine  and 
a  process  employed  in  the  use  of  the  machine  being  different  things,  it 
is  difficult  to  see  how  the  application  for  a  patent  on  one  should  operate 
as  an  abandonment  of  any  claim  to  a  patent  on  the  other,  provided,  of 
course,  the  application  for  the  second  patent  is  made  before  the  statu- 
tory forfeiture  of  two  years'  prior  use  has  run.  This  view  is  in  har- 
mony with  the  decisions  of  the  circuit  courts  where  the. question  has 
ariseu.  ( Vermont  Farm  Machine  Co.  v.  Marble,  19  Fed.  Hep.,  307 ;  20 
Fed.  Rep.,  117;  Oraham  v.  McCormick,  11  Fed.  Rep.,  859;  Graham  v. 
Geneva  Lake  Crawford  Manufacturing  Co.,  Id.,  13S ;  McMillan  v.  Rees, 1 
Fed.  Rep.,  722 ;  Hatch  v.  Moffitt,  15  Fed.  Rep.,  252 ;  Calm  v.  Wong  Town 
On,  19  Fed.  Rep.,  424;  Collenderv.  Griffith,  18  Blatch.,  110;  2  Fed.  Rep., 
206.)  The  patent  in  suit  having  been  applied  for  within  two  years  from 
the  date  of  the  machine  patent,  there  was  no  abandonment  of  the  sec- 
ond invention,  though  a  description  of  such  invention  was  found  in  the 
prior  patent. 

We  come  now  to  the  last  defense,  that  machines  embodying  the  Appel 
process  were  sold  or  in  public  use  more  thau  two  years  prior  to  the  date 
of  the  application  for  the  process  patent,  September  29,  1881.  This 
question  is  not  free  from  difficulty.  The  complaiuants  maintain  that 
there  was  no  such  sale  or  public  use  as  would  briug  them  within  the 
statute.  Their  position,  in  brief,  is  this:  That  the  sale  was  not  of  the 
perfected  Appel  machines,  but  of  imperfect  machines  in  the  experi- 
mental stage  of  development.    Appel,  the  inventor,  was  employed  by 
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the  Cleveland  Paper  Company  at  Cleveland.  October  17, 1878,  the 
Cleveland  Paper  Company  made  a  contract  with  the  Lincoln  Paper  Mill 
Company,  of  St  Catharines,  Ontario,  for  two  Appel  machines.  One  of 
these  machines  was  delivered  in  January,  1879,  and  the  second  in  Jane 
of  the  same  year.  The  testimony,  however,  is  conclosive  on  the  point 
that  these  machines  made  imperfect  bags,  and  that  it  took  more  than  a 
year  after  the  receipt  of  the  first  machine  to  perfect  it.  Appel  himself 
went  to  Canada  to  aid  in  perfecting  the  machine.  As  to  the  third  Ap- 
pel machine,  called  the  "Pettee  Machine,"  the  evidence  is  by  no  means 
clear  or  satisfactory  that  it  was  in  public  use  prior  to  September  29, 
1879.  Whatever  use  of  this  machine  took  place  before  this  date  seems 
to  have  been  of  an  experimental  character.  If  the  machines  sold  or 
used  prior  to  September  29, 1879,  were  not  capable  of  working  the  pro- 
cess, then  it  can  not  be  said  that  the  process  invention  was  sold -or  in 
public  use  for  more  than  two  years  prior  to  the  application  for  the  patent 
in  suit.  There  was  no  real  invention  of  the  process  until  a  machine  was 
constructed  to  work  the  process.  (Union  Manufacturing  Company  v. 
Lounsbury,  2  Fish.,  389.) 

Upon  careful  consideration,  I  am  of  opinion  that  none  of  the  defenses 
urged  against  the  validity  of  the  Appel  patent  in  suit  are  good*  and 
that  the  patent  should  be  sustained. 

Decree  for  complainants. 


[United  States  Circuit  Court— Northern  District  of  loir*,  Central  DiTisioo.] 

Shaver  v.  Skinner  Manufacturing  Company. 

Decided  January  Term,  1887. 

41  0.  G.,  232. 

1.  Novelty— Combination  of  Old  Appliances. 

Tbe  facts  that  a  patent  for  a  device  consisting  of  a  combination  of  appliances 
previously  used  separately  was  granted  after  the  device  bad  been  subjected  so 
rigid  scrutiny  aud  comparison  with  p  rev  ions  patents  by  tbe  Patent  Office  exam- 
iners, and  that  the  combination,  although  useful,  did  not  appear  to  have  been 
used  or  proposed  before,  Held  sufficient  to  sustain  the  patent  as  against  a  defense 
of  want  of  novelty. 

8.  CO-OPERATION  OF  ELEMENTS. 

A  transverse  spring,  included  in  a  patented  device  designed  to  reduce  the  strain 
upon  the  side  springs,  reach,  and  head-block  in  wagons,  Held  to  aid  in  producing 
the  general  result  aimed  at,  contrary  to  the  claim  made  by  the  defendants  in  a 
suit  for  infringement,  and  the  patent  therefore  not  to  be  invalidated  by  its  being 
Included. 

3.  Infringement— Similar  Device. 

The  use  of  a  device  doing  the  same  work  in  substantially  the  same  way  And 
accomplishing  substantially  the  same  result  as  another  patented  device  is  an  in- 
fringement of  the  patent. 

4.  Improvement.  , 

An  improvement  including  a  patented  device  or  combination  infringes  ihm 
patent. 
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5.  Improvement  in  Wagok-Gbar— Utilizing  Dbvicb  i'ob  Additional  Purpose. 

A  patent  upon  a  device  for  an  improvement  in  wagon-gear,  designed  to  render 

the  wagon-gear  elastic  and  to  relieve  the  strain  npon  the  side  springs,  reach,  and 

head-block,  is  infringed  by  nsing  a  device  substantially  the  same,  although  the 

latter  is  utilized  also  to  aid  the  wagon  to  track. 

&  Specifications— Disclaimer. 

It  being  expressly  stated  in  the  specifications  attached  to  a  patent  that  the 
claimant  makes  no  claim  to  a  certain  combination  patented  by  another,  Held 
that  the. patent  conferred  no  right  to  the  use  of  such  combination. 

Bill  to  restrain  infringement  of  patent  and  for  an  accounting. 

Messrs.  Cummins  &  Wright  for  the  complainant. 
Mr.  E.  B.  Soper,  Messrs.  Graham  &  Cody,  Mr.  O.  W.  Dyer,  and  Mr.  R. 
S.  lies  for  the  defendants. 

BbiraBjJ.: 

In  the  bill  filed  in  this  cause  complainant  avers  that  on  the  twenty- 
third  day  of  August,  1881,  letters  patent  were  duly  issued  to  him  for 
an  improvement  in  wagon- gear,  the  object  of  which  is  stated  to  be  to 
provide  a  device  whereby  the  usual  strain  upon  the  side  springs,  reach, 
and  head-block  is  avoided  and  the  wagon-gear  is  rendered  more  elastic, 
the  claim  being  stated  in  the  following  terms: 

In  a  wagon-gear,  the  combination  with  the  wagon-box  A,  transverse  spring  K,  and 
side  springs,  M»  of  the  rocking  rod  or  equalizer  N,  provided  with  forked  ends  n  and 
bolts  a,  substantially  as  herein  shown  and  described,  whereby  the  wagon- gear  is 
made  more  elastic,  as  set  forth. 

The  bill  also  avers  that  the  defendant  company  is  engaged  in  the 
manufacture  and  sale  of  wagons  in  the  construction  of  which  complain- 
ant's patented  combination  is  used,  whereby  his  rights  as  patentee  are 
infringed,  and  he  prays  an  injunction  and  for  an  accounting  and  dam- 
ages. 

In  answer  it  is  averred  that  the  patent  issued  to  complainant  is  void 
for  want  of  novelty,  in  that  the  patented  combination  is  in  fact  merely 
an  aggregation  of  previously  known  appliances,  the  combination~'of 
which  did  not  require  the  exercise  of  inventive  skill ;  that  the  transverse 
spring  K  does  not  co-act  with  the  other  parts  of  the  combination  in 
producing  the  result  aimed  at,  and,  the  parent  being  for  a  combination, 
the  fact  that  it  embraces  an  element  which  does  not  aid  in  the  result 
defeats  the  patent;  and,  finally,  that  the  wagons  manufactured  by  de- 
fendant do  not  infringe  upon  the  patent  of  complainant,  being  manu- 
factured under  a  patent  issued  to  George  F.  Thompson  and  Andrew 
Wilson,  bearing  date  June  17, 1884. 

From  the  statements  made  in  the  claim  filed  by  complainant  in  the 
Patent  Office  it  appears  that  there  are  four  main  parts  in  the  combina- 
tion for  which  complainant  obtained  his  patent — to  wit,  the  wagon- 
box,  the  side  springs,  the  transverse  half-elliptic  spring,  and  the  equal- 
izing rod  with  its  attachments  running  under  the  bed  of  the  wagon.  It 
is  not  claimed  that  Shaver  is  the  inventor  of  any  one  of  these  several 
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parts.  The  evidence  shows  that  at  the  date  of  his  application  for  a 
patent  each  one  of  these  devices  was  well  known  and  appears  in  one 
form  or  another  in  various  patents  previously  granted.  It  does  not 
appear,  however,  that  they  had  been  combined  in  the  manner  proposed 
by  complainant,  and  Applied  in  the  construction  of  spring  wagons  or 
buggies  in  which  the  front  end  of  the  wagon-box  or  body  rests  upon  an 
elliptical  spring  placed  upon  the  front  axle  and  the  hind  end  upon  a 
platform-spring  attached  to  the  rear  axle.  The  object  of  the  equaliz- 
ing-rod, which  is  connected  with  the  ends  of  the  side  springs,  is  to 
communicate  the  motion  caused  in  the  one  spring  by  the  wheel  on  one 
side  striking  an  obstruction  or  passing  into  a  rut  or  depression  to  the 
corresponding  spriug  on  the  other  side,  and  by  the  similarity  of  motion 
in  the  springs  thus  produced  to  equalize  the  effect  on  the  wagon  body 
and  gear.  The  equalizing-rod  passes  through  two  journal-boxes  firmly 
attached  to  the  wagon-box,  and  at  each  end  is  bent  at  right  angles,  the 
arms  thus  formed  being  attached  to  the  forward  ends  of  the  side 
springs,  and  by  this  means  the  lengthening  and  shortening  of  the  side 
springs  when  pressure  is  applied  thereto  or  removed  therefrom  are  pro- 
vided for. 

On  behalf  of  defendants  it  is  claimed  that  as  each  one  of  the  elements 
entering  into  this  combination  was  known  and  in  use  at  the  date  of  com- 
plainant's application  for  a  patent  it  did  not  require  the  exercise  of  in- 
ventive skill  to  place  the  same  in  combination,  and  therefore  the  patent 
is  void  for  want  of  novelty. 

If  the  question  was  before  me  as  an  original  one,  with  the  burden 
upon  complainant  of  establishing  by  satisfactory  evidence  the  patent- 
able character  of  the  combination,  unaided  by  the  presumption  arising 
from  the  issuance  of  the  letters  patent,  I  should  entertain  grave  doubts 
as  to  the  conclusion  to  be  reached.  As  the  issue  is,  however,  now  pre- 
sented, the  complainant  has  the  benefit  of  the  presumption  in  his  favor 
arising  from  the  issuance  of  the  letters  patent,  which  prima  facie  estab- 
lished the  novelty  of  the  invention  therein  described.  (Seymour  v.  0»- 
borne,  11  Wall.,  516 ;  Smith  v.  Goodyear,  93  IT.  S.,  486 ;  Lehnbenter  v. 
Holthaw,  105  U.  S.,  94.) 

The  evidence  also  discloses  the  fact  that  in  making  the  investigation 
into  the  novelty  and  utility  of  Shaver's  claim  required  by  the  laws  and 
rules  governing  the  Patent  Office  the  examiners  submitted  the  same  to 
a  rigid  scrutiny  and  comparison  with  the  previous  patents,  which  fact 
tends  to  strengthen  the  prima  facie  presumption  arising  from  the  issu- 
ance of  the  letters  to  Shaver.  Furthermore,  it  is  not  shown  in  the  evi- 
dence that  this  combination  had  ever  been  used  or  proposed  prior  to  the 
date  of  Shaver's  application,  and,  as  it  appears  to  be  useful,  the  fact  that 
it  had  not  been  previously  applied  tends  to  show  that  it  demanded  more 
than  the  exercise  of  merely  mechanical  skill  to  invent  the  combination. 
The  construction  of  wagons,  buggies,  etc.,  is  so  general  an  industry,  and 
so  many  persons  are  daily  engaged  therein,  that  the  fact  that  none  of 
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the  persons  so  engaged  had  pat  in  use  the  combination  in  question  is  a 
fact  tending  to  show  that  it  demanded  the  exercise  of  invention,  and. 
supports  the  conclusion  reached  in  the  Pateut  Office.  Under  the  cir- 
cumstances, the  evidence,  instead  of  weakening,  tends  to  strengthen  the 
prima  facie  case  in  favor  of  complainant,  and,  consequently,  it  must  be 
held  that  the  defense  of  want  of  novelty  is  not  made  out 

It  is  also-urged  that  the  patent  is  void  because  the  transverse  spring, 
marked  UK"  on  the  plan  is  not  an  efficient  part  of  the  combination, 
and  that,  as  it  does  not  co-operate  in  producing  the  desired  result,  in* 
eluding  it  in  the  combination  defeats  the  patent  The  result  aimed  at 
in  combining  the  four  elements  included  in  the  combination  is  to  rentier 
the  wagon-gear  more  elastic,  and  thereby  reduce  the  strain  upon  the 
side  springs,  reach,  and  head-block.  Certainly  the  presence  of  this 
spring  under  the  hind  end  of  the  wagon-box  tends  to  lessen  the  strain 
upon  the  side  springs,  for,  if  the  side  springs  were  fastened  at  the  rear 
end  thereof  directly  to  the  wagon -box,  the  pressure  and  strain  caused 
thereby  would  be  directly  communicated  to  the  side  springs,  whereas 
such  pressure  now  acts  first  upon  the  transverse  spring,  and  only^sec- 
ondarily  upon  the  side  springs.  Again,  the  side  springs  at  the  poiut 
of  junction  with  the  transverse  spring  are  so  fastened  that  a  swinging 
motion  is  provided  for,  which  allows  the  rear  end  of  the  side  springs  to 
elongate  under  pressure  without  binding  or  cramping  these  springs. 
The  addition  of  the  tranverse  spring  therefore  serves  to  aid  in  produc- 
ing the  general  result  aimed  at,  to  wit,  the  reduction  of  tbe  strain  on 
the  side  springs,  reach,  and  head-block,  and  aids  in  rendering  the  wagon- 
gear  more  elastic,  and,  consequently,  the  fact  that  it  is  included  as  one 
of  the  component  parts  of  the  combination  does  not  affect  the  validity 
of  the  patent  as  issued. 

The  defendants  also  deny  the  allegation  of  infringement  The  evi- 
dence shows  that  in  the  wagons  constructed  by  the  defendant  company 
the  combination  covered  by  the  patent  to  Shaver  is  used — that  is  to  say, 
the  wagon-box,  transverse  half-elliptic  spriug,  the  side  springs,  and  all 
equalizer  passing  under  the  wagon-body  and  connected  with  the  for- 
ward ends  of  the  side  springs.  It  is,  however,  claimed  on  the  part  of 
defendants  that  there  are  such  differences  in  the  manner  of  connecting 
the  equalizer  to  the  side  spriug  and  wagon-box  and  in  the  resulting 
operation  of  the  equalizer  that  defendant's  wagons  do  not  in  fact  in- 
fringe upon  the  combination  included  in  the  patent  to  complainant 

The  main  difference  in  the  mode  of  connecting  the  equalizer  to  the 
ends  of  the  side  springs,  as  found  in  the  models  and  wagons  exhibited 
at  the  trial,  consists  in  this :  that  in  the  Shaver  wagon  the  ears  or  'pro- 
jections to  which  the  ends  of  the  side  springs  are  fastened  revolve  or 
swing  below  the  axis  of  the  equalizer,  whereas  in  the  Skinner  wagon 
the  equalizer  is  not  brought  as  close  to  the  wagon-body  and  the  ears 
swing  above  the  axis  of  the  equalize! .  The  object  or  purpose  of  the 
swinging  motion  to  the  ears  connected  with  the  forward  end  of  the  side 
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springs  is  to  allow  play  for  the  elongation  or  shortening  of  the  aide 
springs,  and  the  communication  of  the  motion  of  one  spring  to  the  other; 
and  in  accomplishing  this  no  substantial  difference  is  perceived  in  the 
two  modes  of  attachment  Whether  the  ear  or  arm  projecting  at  right 
angles  from  the  equalizer  is  placed  above  or  below  the  axis  of  the  equal- 
izer, the  principle  on  which  it  acts  is  the  same,  and  mere  variations  in 
form,  which  do  not  call  into  play  any  new  principle  or  effect  any  new 
result  will  not  be  sufficient  to  evade  the  charge  of  infringement.  Thus 
in  Machine  Co.  v.  Murphy  (97  IT.  S.,  120)  it  is  said: 

Nor  is  it  safe  to  give  much  heed  to  the  fact  that  the  corresponding  devloe  in  two 
machines  organized  to  accomplish  the  same  results  is  different  in  shape  or  form  the 
one  from  the  other,  as  it  is  necessary  in  every  such  investigation  to  look  at  the  mode 
of  operation,  or  the  way  the  device  works,  and  at  the  result  as  well  as  the  means  by 
which  the  result  is  obtained. 

In  the  case  just  cited  the  subject  of  the  patent  held  by  the  complain- 
ant therein  was  a  machine  for  making  paper  bags,  in  which  the  cutter 
moved  vertically  in  cutting  thfe  paper  into  shape,  whereas  in  the  de- 
fendant's machine  the  cutting-knife  was  stationary  and  the  paper  cut 
by  a  striker  driving  the  paper  upon  the  edge  of  the  stationary  knife. 
It  was  held  that,  although  wide  differences  existed  in  the  arrangement  of 
the  devices  in  the  two  machines,  yet  they  performed  the  same  function, 
and,  that  being  true,  the — 

authorities  concur  that  the  substantial  equivalent  of  a  thing,  in  the  sense  of  the 
patent  law,  is  the  same  thing  as  the  thing  itself,  so  that  if  two  devices  do  the  same 
work  in  substantially  the  same  way  and  accomplish  substantially  the  same  result 
they  are  the  same,  even  though  they  differ  in  name,  form,  or  shape. 

Furthermore,  even  though  it  be  true,  as  claimed  by  defendant,  that 
the  mode  of  attaching  the  equalizer  to  the  side  springs  in  the  Skinner 
wagons,  works  more  effectively  by  reason  of  the  ears  or  arms  being 
shorter  and  being  placed  above  the  axis  of  the  equalizing-rod,  this  would 
only  serve  to  show  that  experience  had  proven  this  to  be  the  better  mode 
of  joining  the  side  springs  to  the  equalizer,  and  complainant  is  not  lim- 
ited by  his  claim  or  patent  to  any  special  position  or  length  of  the  ears 
upon  the  equalizing-rod.  At  the  utmost  it  could  only  be  claimed  that 
this  mode  of  attaching  the  springs  and  equalizer  was  but  an  improve- 
ment upon  the  invention  covered  by  the  patent  to  Shaver,  and  so  long 
as  the  improvement  included  the  combination  patented  to  him  it  would 
to  that  extent  be  an  infringment.  (Elizabeth  City  v.  Pavement  Co.,  97 
U.  S.,  12C-138;  Walk.  Pat,  sec.  376.) 

In  the  testimony  of  some  of  the  witnesses  for  defendant  it  is  claimed 
that  in  wagons  constructed  upon  the  plan  of  the  Shaver  patent  the 
gear  is  free  to  move  laterally  by  reason  of  the  fact  that  there  is  no 
shoulder  on  the  equalizing-rod  to  prevent  such  motion,  which  is  pre- 
vented in  the  Skinner  wagons  by  the  shoulder  formed  on  the  rod  by 
the  sleeve  which  is  attached  to  the  rod.  The  evidence  in  the  cause, 
however,  shows  that  this  claim  is  based  upon  a  mistake  of  fijet.    Th^ 
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drawings  attached  to  the  patent  of  complainant  show  a  collar  toward 
each  end  of  the  equalizing- rod,  which  serves  the  same  purpose  as  the 
shoalder  on  defendant's  form  of  rod,  and  complainant  testifies  that  in  all 
the  wagons  manufactured  by  him  this  collar,  or  a  pin  serving  the  same 
purpose,  is  used,  so  that  a  lateral  motion  is  guarded  against  in  each 
style  of  wagon.    A  further  advantage  claimed  to  be  derived  from  con- 
necting the  side  springs  with  the  equalizer  in  the  mode  used  in  the 
Skinner  wagon  is  that  thereby  a  direct  draft  is  obtained  from  the 
rear  axle  through  the  medium  of  the  springs,  thereby  lessening  the 
strain  upon  the  reach,  and  also  aiding  in  keeping  the  hind  axle  in  line 
with'  the  head-block,  so  that  the  wagon  will  track  properly.    In  the 
Skinner  wagon  there  is  a  reach  connecting  the  head-block  and  rear 
axle,  and  the  wagon-box  is  fastened  to  the  front  springs,  to  the  brackets 
through  which  the  equalizing-rod  passefe,  and  to  the  rear  spring.    If  by  * 
the  draft  of  which  the  witnesses  speak  is  meant  a  draft  from  the  for- 
ward movement  of  the  wagon,  it  would  seem  clear  that  this  draft  would 
be  very  slight,  for  if  the  forward  movement  communicated  any  motion 
to  the  ears  projecting  from  the  equalizer  the  tendency  would  be  to  de- 
press them,  and  thereby  depress  the  ends  of  the  side  springs,  and,  the 
lengthening  thus  caused  in  the  side  springs  would  tend  to  throw  for- 
ward the  ears  on  the  equalizer,  and,  as  these  move  readily,  the  result- 
ant effect  upon  the  hind  axle  would  be  very  slight    If  the  draft  spoken 
of,  however,  is  caused  by  the  pressure  upon  the  springs  resulting  from 
the  wagon-box  and  load  therein,  the  effect  in  the  Skinuer  wagon  of  the 
lengthening  of  the  side  springs  is  to  rotate  the  ears  forward,  and  the 
force  expended  in  so  doing  reacts  upon  the  hind  axle,  and  doubtless 
has  some  effect  in  causing  the  wagon  to  track  properly.    In  the  Shaver 
wagon, 'also,  the  effect  of  lengthening  the  side  springs  by  pressure  is  to 
rotate  the  arms  of  the  equalizer  forward,  and  the  force  thus  expended 
also  reacts  on  the  hind  axle;  and  while  it  is  claimed  that  the  effect 
thus  obtained  is  greater  in  the  Skinner  than  in  the  Shaver  wagon,  yet  it 
is  alike  effect,  resulting  from  a  like  cause,  and  the  difference  in  degree,  if 
any,  does  not  show  that  the  device  employed  is  substantially  different 
in  principle.    In  the  Shaver  wagon  the  main  dependence  for  keep- 
ing the  rear  axle  in  line  with  the  head-block  is  upon  the  reach,  with 
tjie  braces  attached,  and  the  wagon-body ;  but  the  effect  of  these  is 
aided  by  the  patented  combination  in  so  far  as  the  latter  lessens  the 
strain  upon  the  reach  and  wagon-body.    In  the  Skinner  wagon  the 
reach,  being  of  bent  wood  and  without  braces,  works  less  efficiently 
in  holding  the  rear  axle  in  line,  and  greater  dependence  is  placed  upon 
the  equalizer  and  side  springs  than  the  Shaver  wagon ;  but  the  mode  of 
operation  does  not  differ  in  principle  from  that  in  use  in  the  Shaver 
wagon.    The  object  and  purpose  of  the  combination  patented  by  com- 
plainant is  to  relieve  the  strain  upon  the  reach  and  head-block.    Even 
if  it  be  true  that  in   using   this  combination  the  defendants  have 
discovered  a  method  of  utilizing  the  same  so  (hat  an  advantage  is  ob- 
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tained  in  aiding  the  wagon  to  track,  this  could  not  relieve  the  defend- 
ants from  the  charge  of  using  the  patented  combination  for  the  par- 
pose  named  in  the  patent  to  complainant— to  wit,  rendering  the  wagon 
gear  elastic  and  relieving  the  strain  upon  the  body,  reach,  and  head- 
block,  and  such  use  is  an  infringement. 

Some  reliance  seems  to  be  placed  by  defendants  upon  a  patent  issued 
to  George  F.  Thompson  and  Andrew  Wilson,  under  date  of  June  17, 
1884.  In  the  specifications  attached  thereto  it  is  expressly  stated  that 
the  claimant  therein  makes  no  claim  to  the  combination  patented  by 
Shaver,  and  the  patent  issued  to  Thompson  and  Wilson  simply  covers 
a  combination  of  a  bracket,  with  a  step  attached,  with  an  equaliziug- 
rod.  It  does  aot  confer  any  right  to  the  use  of  the  combination  cov- 
ered by  the  Shaver  patent,  and  therefore  cuts  no  figure  in  this  case. 

It  appearing,  therefore,  that  none  of  the  objections  urged  against 
the  validity  of  the  Shaver  patent  are  well  taken,  aud  that  in  the  wagons 
manufactured  by  defendants  the  combination  covered  by  that  patent 
is  used,  it  follows  that  complainant  is  entitled  to  a  decree  for  an  in- 
junction, and  to  an  accounting  on  the  question  of  profits,  and  it  is  so 
ordered. 


[United  States  Circuit  Court-Southern  District  of  New  York.) 

Hicks  v.  Beardsley  et  al. 

Decided  September  21, 1887. 

41  O.  G.,  235. 

1.  Preliminary  Injunction  Denied. 

A  motion  for  a  preliminary  injunction  was  denied  where  it  appeared  that  the 
validity  of  the  patent  in  suit  was  vigorously  assailed  and  that  the  defendant* 
did  not  manufacture  the  infringing  articles,  but  bought  the  same  from  the  manu- 
facturer living  in  another  district,  against  whom  complainant  had  a  suit  pending 
in  which  a  preliminary  injunction  had  been  applied  for  and  denied  with  leave  to 
renew. 

2.  Leave  to  Renew  Motion  for  Preliminary  Injunction. 

Leave  to  renew  the  motion  was  granted  should  an  injunction  preliminary  or 
final  be  obtained  in  the  suit  against  the  manufacturer. 

Motion  for  preliminary  injunction. 

THOMrSOV— FHHHUHDLMS. 

Mr.  William  H.  King  for  the  coinplaiuant. 

Mr.  If.  B.  Andrus  and  Mr.  James  A.  Whitney  for  the  defendants, 

Laoombe,  J. ; 

The  complainant  moves  for  a  preliminary  injunction  to  restrain  in- 
fringement of  a  certain  patent  (No.  126,347)  for  firekindlers.    The  pat- 
ent was  granted  to  D.  W.Thompson  in  1872,  and  assigned  to  complainant 
" Ugast  last,  a  few  days  before  the  bringing  of  this  suit    Defendants 
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do  not  manufacture  the  articles  which  it  is  claimed  infringe  the  Thomp- 
son patent;  they  obtain  them  from  one  George  &  Geer,  against  whoflt 
complainant  has  a  suit  pending  in  the  Northern  District  of  this  State. 
Ho  preliminary  injunction  has  been  granted  in  the  Geer  suit,  complain- 
ant/* motion  for  that  relief  having  been  denied  with  leave  to  renew. 
The  validity  of  the  Thompson  patent  is  vigorously  assailed  by  the  de- 
fendants, many  prior  patents  for  fire-kindlers  being  submitted  with  the 
opposing  affidavits. 

In  view  of  all  the  facts,  the  manufacturer  being  a  resident  of  the 
Northern  District,  where  he  has  been  regularly  served  and  has  api>eared 
by  counsel,  the  motion  for  a  preliminary  injunction  is  denied,  with  leave 
to  renew  when  an  injunction,  preliminary  or  final,  is  obtained  against 
the  manufacturer. 


[United  States  Circuit  Court— Eastern  District  of  Pennsylvania*  Third  Circuit.) 

Both  et  al.  v.  Keebler. 

Decided ,  1887. 

41  O.  G.,  235. 

iSmith— Cake-Cutting  Machines. 

Claims  3  and  4  of  Reissued  Letters  Patent  No.  9,377,  issued  September  14, 1880, 
to  J.  F.  S.  Smith,  for  a  cake-cutting  machine,  iu  which  the  cutting-wire  was  sup- 
ported in  the  ceutetoby  a  guard  or  arm  slightly  bent  upward  at  the  outer  end  to 
keep  the  wire  level  with  the  apertures  through  which  the  dough  was  pressed, 
and  prevent  the  wire  from  sagging  or  vibrating  near  the  ceuter  without  confining 
it  too  rigidly,  Held  to  be  without  patentable  novelty. 

Messrs.  Banning  «C  Banning  for  the  complainants. 

Mr.  Arthur  Steuart  and  Mr.  Allen  JET.  Qangeiver  for  the  defendant. 

Butler,  J. : 

The  suit  is  for  infringement  of  claims  3  and  4  of  the  reissae  of  letters 
patent  for  an  improvement  in  cake- machines,  No.  209,365,  the  original 
bearing  date  October  29, 1878,  and  the  reissue  eighteen  months  later, 
which  claims  read  as  follows : 

3.  The  combination,  in  a  dough-cuttiug  machine,  of  the  cutting-wire  a,  confined  at 
its  ends,  and  an  arm  for  supporting  the  same  at  the  central  or  free  part  thereof,  sub- 
stantially as  and  for  the  purpose  specified. 

4.  The  combination,  in  a  machine  for  cutting  dongh,  of  the  cutting- wire  a'  and  the 
guaid  or  arm  I7,  freely  supporting  the  said  wire  and  slightly  bent  upward  at  its  outer 
end,  substantially  as  and  for  the  purposes  specified. 

The  only  difference  between  these  claims  is  that  the  supporting-arm 
in  the  latter  is  "  slightly  bent  upward  at  its  outer  end." 

la  view  of  the  state  of  the  art  we  are  unable  to  see  any  evidence  of 
patentable  novelty  in  the  .plaintiffs'  alleged  invention.  Time  out  of 
mind  wire  of  almost  every  description  has  been  used  for  cutting  pur- 
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poses,  and  particularly  for  catting  dough.  When  applied  to  the  latter 
use  it  swas  stretched  between  supporting-arms. 

The  plain  tiffs,  desiring  to  use  a  fine  wire  and  make  a  knife  long  enough 
to  embrace  several  apertures  or  cups  (through  which  dough  is  pressed), 
found  that  the  wire  would  sag  and  vibrate  toward  the  center  to  such 
extent  as  to  work  imperfectly.  To  avoid  this,  and  thus  keep  the  wire 
up  to  the  surface  of  the  apertures  without  confining  it  too  rigidly,  hef 
.constructed  an  intermediate  arm  on  which  it  should  rest,  taking  care 
that  this  should  be  so  placed  as  to  pass  between  the  cups  when  the  knife 
was  .in  use.  That  the  wire  blade  in  a  knife  of  such  length  would  sag 
and  vibrate  so  as  to  render  its  use  unprofitable,  if  not  impracticable, 
must  have  been  apparent  to  any  one  who  thought  of  it,  and  the  means 
of  overcoming  this  difficulty  must  at  once  have  presented  itself  to  the 
mind.  The  remedy  adopted  by  the  patentee  was  to  support  the  wire  in 
the  center  as  it  was  supported  at  the  ends,  except  to  allow  free  motion 
on  the  intermediate  arm.  This  was  the  most  obvious  remedy,  one  which 
could  uot  have  escaped  any  intelligent  person  conversant  with  the  sub- 
ject. It  is  unimportant  whether  the  end  of  this  arm  be  turned  up  and 
the  wire  allowed  to  rest  loosely  upon  it,  or  straight  and  the  wire  passed 
through  a  staple  or  slot.    Either  will  accomplish  the  intended  purpose. 

It  is  unnecessary  to  consider  other  questions  presented  by  the  case. 

The  bill  must  be  dismissed  for  the  reasons  stated. 


[United  Stetea  Circuit  Conrt-Saitern  DUtriot  of  New  York.) 

Wiet  v.  Brown. 

Decided  January  21,  1887. 

410.  G.,  236. 

Infringement— Similar  Combination— Modification—Injunction. 

The  fact  that  defendant  used  a  combination  of  his  own  in  his  self-feeding  pen 
was  not  sufficient  to  overcome  the  fact  that  his  combination  was  merely  addi- 
tional to  plaintiffs  combination,  which  he  was  using,  and  to  prevent  whioh  an 
injunction  would  be  granted. 

On  motion  for  injunction. 

Mr.  W.  A  Logan  for  the  plaintiff. 

Mr.  Charles  H.  Bulkley  for  the  defendant. 

Benedict,  J.  ; 

This  is  a  motion  for  an  injunction  founded  upon  Letters  Patent  No* 
311,564,  issued  to  Paul  E.  Wirt,  dated  February  3, 1886.  The  first 
claim  of  the  patent  is  for  a  combination,  the  elements  of  which  are  (1) 
the  ink  reservoir,  (2)  a  nozzle  fitted  to  the  ink-reservoir  and  carrying  a 
pen,  (3)  a  rubber  shaft  extending  through  the  nozzle  and  the  upper 
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space,  between  the  inner  face  of  the  nozzle  and  the  upper  part  of  the 
pen,  and  held  within  the  nozzle  at  an  intermediate  point  of  its  length; 
one  end  of  the  shaft  extending  beyond  the  nozzle  into  the  ink-reservoir, 
so  as  to  draw  the  ink  downward  from  the  reservoir,  while  the  other  end 
lies  over  the  pen,  so  that  when  the  pen  is  pressed  upward  in  writing  it 
comes  in  contact  with  the  shaft  to  produce  capillary  attraction  and 
cause  the  feeding  of  the  ink  down  upon  the  pen. 

The  pens  made  by  the  defendant,  of  which  the-  plaintiff  complains, 
have  in  combination  (1)  an  ink-reservoir,  (2)  a  nozzle  fitted  to  the  reser* 
voir  and  carrying  a  pen,  (3)  a  rubber  shaft  extending  through  the  nozzle 
in  the  space  between  the  inner  face  of  the  nozzle  and  the  upper  surface 
of  the  pen,  and  held  within  the  nozzle  at  an  intermediate  point  of  its 
length,  one  end  of  the  shaft  lying  over  the  pen,  so  that  when  the  latter 
is  pressed  upward  in  writing  it  comes  in  contact  with  the  shaft  to  pro- 
duce capillary  attraction  and  cause  the  feeding  of  the  ink  downward 
upon  the  pen,  the  shaft  that  lies  over  the  pen  extending  to  but  not  into 
the  ink-reservoir.  Added  to  this  is  a  second  shaft,  separated  from  the 
upper  shaft  by  the  metal  of  the  gold  pen,  and  which  passes  through  the. 
nozzle  under  the  pen  up  into  the  ink-reservoir.  In  this  way  the  ink  is 
drawn  downward  and  to  the  under  side  of  the  pen,  and  also  drawn 
down  to  the  end  of  the  upper  shaft,  along  which  it  proceeds  by  cap 
illary  attraction,  so  as  to  cause  the  ink  to  feed  downward  upon  the 
upper  side  of  the  pen  precisely  as  in  the  plaintiff's  patent.  Some  effort 
was  made  on  behalf  of  the  defendant  to  claim  that  in  his  device  the  pen 
was  not  led  ink  from  above,  but  only  from  below.  It  is  quite  clean 
however,  that  in  the  defendant's  pen  the  ink  is,  by  his  arrangement  of 
shafts,  fed  upon  the  pen  from  above  by  capillary  attraction,  and  also 
from  below. 

The  plaintiff's  combination  will  "make  a  practical  pen  fed  only  from 
above  by  capillary  attraction.  It  is  a  combination  adapted  to  produce 
a  certain  result.  The  defendant  uses  the  same  combination  to  produce 
the  same  result,  and  he  has  added  a  second  combination  which  produces 
at  the  same  time  a  result  differing  from  that  produced  by  the  plaintiff's 
combination  only  in  this  :  that  it  feeds  the  pen  from  below.  It  is  true 
that  the  defendant,  in  using  the  plaintiff's  combination,  has  shortened 
the  shaft;  but  in  the  added  combination  he  has  a  shaft  which,  while 
it  draws  ink  down  to  the  lower  side  of  the  pen,  also  draws  ink  down  to 
the  shortened  upper  shaft,  whence  it  goes  to  the  upper  side  of  the  pen. 
This  slight  modification  affords  no  ground  for  the  defendant  to  contend 
that  he  does  not  use  the  plaintiff's  combination.  The  most  that  he  can 
pretend  is  that,  while  he  uses  the  plaintiff's  combination  to  feed  the 
upper  side  of  the  pen,  he  at  the  same  time  feeds  the  pen  from  the  under 
side  by  a  combination  of  his  own.  In  so  doing,  however,  he  infringes 
upon  the  plaintiff's  patent,  for  he  uses  the  combination  described  in  the 
plaintiff's  patent  to  produce  the  same  result— namely,  to  feed  the  pen 
with  ink  drawn  down  to  the  nib  upon  th6  upper  side  of  the  pen  by 
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means  of  capillary  attraction.  It  seems  to  me  that  a  clear  case  of  in- 
fringement of  the  plaintiffs  patent  is  shown. 

Several  patents  were  referred  to  by  the  defendant  to  show  the  state 
of  the  art,  viz:  Stewart's  patent,  Tfo.  237,454;  Friedmann's  patent,  No. 
267,180;  Pnrdy's  patent,  No.  232,545,  and  Wales's  patent,  No.  291,964; 
bnt  I  find  nothing  in  these  patents  calculated  to  deprive  the  plaintiff 
of  the  right  asserted  in  the  patent  sued  on. 

The  motion  for  injunction  is  granted. 


[United  States  Circuit  Court— Southern  District  of  New  York.] 

Rogers  v.  Biessner  et  al. 

Dedded  March  28,  1887. 
41  O.  G.,  351. 

1.  Owner  ov  Interest  not  Named  in  License  Entitled  to  Royalties. 

Complainant  was  entitled  to  his  three-eighths  share  of  the  royalities  from  de- 
fendant, although  the  license  provided  for  payment  to  Norris. '  At  law  this  was 
dae  to  Norris  as  trustee  for  complainant ;  in  equity  it  was  due  directly  to  the 
complainant. 

2.  When  Licensee  hat  not  Question  Validity  ov  Patents. 

The  defendants,  having  bad  and  enjoyed  the  exclusive  rights  under  the  pat- 
ents, can  not  question  their  validity. 

3.  Jurisdiction. 

This  oonrt  had  jurisdiction,  because  the  complainant  had  equitable  rights  for 
which  he  had  no  remedy  at  law ;  the  suit  did  not  depend  upon  an  injunction  and 
the  amount  in  dispute  exceeded  five  hundred  dollars. 

4.  Parties  to  Suit. 

There  was  no  necessity  for  making  Jforrts  and  Toung  parties  to  the  suit,  as- 
they  had  been  settled  with  and  had  no  interest  in  the  controversy. 

Mr.  George  C.  Lay  for  the  complainant. 
Mr.  W.  H.  L.  Lee  for  the  defendants. 

STATEMENT  OF  THE  CASE. 

The  complainant  and  Norris,  being  partners  in  business  arising  oat 
of  the  patents  of  the  latter,  sold  a  quarter  interest  to  Burgess,  which 
left  a  three-eighths  interest  in  each  of  the  others.  Norris  and  Burgess 
gave  an  exclusive  license  nnder  the  patents  to  Biessner  &  Co.,  all  parties 
having  knowledge  pf  the  complainant's  interest,  the  license  fees  being 
payable  to  Norris.  Afterward  Norris  gave  notice  of  the  dissolution  of 
the  partnership  between  himself  and  tbe  complainant,  and  assigned  all 
his  interests  in  the  patents  to  Young,  subject  to  the  license.  The  com- 
plainant then  brought  suit  against  Norris  in  the  State  court  for  au 
assignment  of  his  three-eighths  of  the  royalties  and  for  injunction  to 
prevent  tbe  collection  by  Norris  of  his  share,  of  which  suit  Biessner  & 
Co.  had  notice  and  withheld  payment  of  the  complainant's  share.    The 
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State  court  decided  the  suit  against  Norris  in  favor  of  the  complainant, 
and  Biessner  &  Go.  paid  him  his  share  of  the  royalties  up  to  November 
1, 1882.  Norris  appealed  from  the  decree  in  the  State  court,  and  that 
decree  was  reversed  by  the  higher  court,  and  complainant  moved  for  a 
rehearing.  In  June,  1883,  the  court  upon  the  rehearing  affirmed  the 
original  decree  of  the  lower  court  in  favor  of  complainant,  and  Biessner 
&  Co.  paid  him  his  share  of  the  royalties  for  November  and  December, 
1882,  and  afterward  declined  to  pay  any  more.  Complainant  then 
brought  this  suit  in  the  United  States  circuit  court  for  the  recovery  of 
his  share  of  the  unpaid  royalties. 

Wheeler,  J.  ; 

From  the  pleadings  and  proofs  it  appears  that  the  orator  and  one 
Daniel  W.  Norris,  who  owned  Letters  Patent  No.  195,385,  dated  Sep- 
tember 18, 1877,  granted  to  him  for  improvements  in  incased  glass  ves- 
sels, entered  into  a  partnership  for  the  purpose  of  making  and  Belling 
the  patented  articles  and  selling  territorial  rights,  by  the  terms  of 
whiph  the  orator  furnished  one  thousand  dollars  as  his  share  of  the 
capital  and  Norris  the  use  of  the  patent,  the  title  to  which  he  retained ; 
and  the  proceeds  of  any  territory  which  might  be  sold  or  leased  were 
to  be  equally  divided  between  them,  all  arrangements  for  that  purpose 
being  subject  to  the  approval  of  Norris.  They  sold  a  quarter  interest 
in  the  patent  to  one  William  W.  Burgess,  which  Norris  conveyed  to 
him  February  8, 1878,  and  the  proceeds  of  the  sale  and  a  like  proportion 
of  the  capital  furnished  by  the  orator  became  by  their  understanding  a 
part  of  the  common  property.  The  patent  was  reissued  July  9, 1878, 
and  Norris  obtained  Letters  Patent  No.  208,628,  dated  October  1, 1878, 
for  improvements  in  like  vessels,  and  on  the  8th  of  April,  1879,  the 
former  patent  was  again  reissued.  Then,  June  6,  1879,  the  orator 
and  Norris  entered  into  another  agreement,  explanatory  of  and  sup- 
plementary to  the  former,  by  the  terms  of  which  it  was  declared  that 
any  definite  or  certain  reduction  in  the  capital  of  Norris  (the  patents) 
resulting  from  the  action  of  the  firm  affected  the  capital  of  the  orator  in 
the  same  ratio;  that  all  letters  patent  and  reissues  for  improvements  in  the 
same  class  of  inventions,  in  addition  to  those  provided  for  in  the  former 
agreement,  should  be  at  the  expense  of  the  firm ;  that  the  orator  should 
have  three-eighths  of  the  proceeds  of  all  said  letters  patent  and  of  the 
proceeds  of  Letters  Patent  No.  195,385,  including  reissues  of  the  same ; 
that  in  case  of  dissolution  the  orator  should  have  the  privilege  of  taking 
sach  portion  of  the  one  thousand  dollars  furnished  by  him  as  should 
remain  after  making  the  deduction  provided  for,  and  Norris  should 
have  the  privilege  of  taking  whatever  interest  might  remain  in  the  let- 
ters patent  by  paying  a  proportionate  amount  of  the  expense  of  those 
which  were  at  the  expense  of  the  firm,  and  that "  in  case  of  negotia- 
tions with  any  other  party  pendiug  at  any  time  "  the  orator  should  "  have 
reasonable  and  ample  time  in  which  to  act  on  such  negotiation,  thereby 
reducing  the  same  to  fixed  and  definite  proceeds  before  said  Norris  " 
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should  "be  permitted  to  effect  a  dissolution  of  said  partnership  as* 
therein  "  provided  for ;  and  if  negotiations  be  completed  with  any  other 
party,  whereby  any  fixed  and  definite  amount  of  money  or  other  prop- 
erty" should  "  become  due  said  firm  as  royalties  or  otherwise  at  any 
fixed  and  definite  and  future  time,  nothing"  therein  "  contained9  should 
•'  be  construed  as  in  any  way  depriving  said  Rogers  of  his  foil  share 
as  "  therein  "  provided  for  of  such  amount"  After  that,  June  23, 1879, 
and  while  this  partnership  agreement  was  in  force,  a  contract  was  en- 
tered  into,  on  which  the  orator  acted  and  to  which  he  consented,  be- 
tween Norris  and  Burgess  and  the  firm  of  G.  Biessner  &  Co.,  which 
then  consisted  of  the  defendant  Biessner  and  two  others,  and  now  con- 
sists of  the  defendants,  the  fact  that  the  orator  had  an  interest  in  the 
contract  being  understood  by  all  engaged  in  making  it,  by  the  terms 
of  which  N orris  and  Burgess  agreed  to  give  that  firm  the  exclusive  right 
to  make  and  sell  the  patented  improvements  throughout  the  United 
States  to  the  end  of  the  term  of  the  patent,  and  that  firm  agreed  to  pay 
certain  license-fees  monthly,  and  to  make  returns  quarterly  to  Norris, 
and  Norris  had  the  right  to  terminate  the  agreement  upon  failure  to 
make  return  or  payment  for  ten  days,  and  Biessner  &  Co.  on  four 
months'  notice.  While  this  agreement  was  in  force,  and  September  11, 
1879,  Norris  gave  notice  of  the  dissolution  of  the  partnership  between 
him  and  the  orator,  and  thereafter  claimed  that  the  orator  had  no  in- 
terest in  or  right  to  the  three-eighths  of  the  license-fees  or  royalties  ac- 
cruing due  from  0.  Biessner  &  Co.,  and  November  4, 1879,  assigned  all 
his  remaining  interest  in  the  patents  to  one  Wesley  Young,  subject  to 
the  coutract  with  C.  Biessner  &  Go.  Thereupon,,November  7, 1879,  the 
orator  commenced  suit  against  Norris  in  the  State  courts  of  Illinois, 
where  they  resided,  to  have  his  rights  to  the  three-eighths  of  the  license- 
fees  decreed  to  him  and  for  an  injunction  to  prevent  the  collection  of 
the  amount  due  on  that  share  by  Norris.  Biessner  &  Co.  were  informed 
of  this  litigation,  and  withheld  payment  of  the  share  claimed  by  the 
orator.  In  January,  1880,  C.  Biessner  &  Co.  failed  to  make  payment 
of  the  royalties  of  the  December  previous,  due  January  1,  for  more  than 
ten  days,  and  Norris  claimed  the  right  to  terminate  the  contract  on 
that  ground.  On  March  26, 1880,  the  court  of  Illinois  in  which  the  suit 
between  the  orator  and  Norris  was  pending  decided  that  the  orator  was 
entitled  to  the  three  eighths  interest  in  the  license-fees  accruing  under 
the  contract  with  C.  Biessner  &  Co.,  and  decreed  that  Norris  execute 
an  assignment  of  that  share  of  the  interest  in  that  contract,  and  that 
in  default  of  such  execution  by  Norris  the  same  be  made  by  a  master 
of  the  court,  which  was  done.  C.  Biessner  &  Co.  were  fully  informed 
of  this  decree,  and  soon  thereafter  paid  to  the  orator  the  amount  of  that 
share  of  the  royalties  up  to  the  1st  day  of  April,  1880.  Norris  appealed 
from  the  decree,  and  Biessner  &  Co.  retained  the  three-eighths  share 
from  him  and  paid  it  to  the  orator  monthly  to  November  1, 1883.  On 
the  20th  of  that  month  the  Supreme  Court  of  Illinois  reversed  the  de» 


DECISIONS  OF  U.  S.  COURTS  IN  PATENT  CASES.  553 

cision  in  favor  of  the  orator,  apd  the  orator  immediately  applied  for  a 
rehearing.  Biessner  &  Go.  were  informed  of  this,  and  on  December  20 
wrote  to  the  orator  that,  as  the  case  had  then  been  decided  in  favor  of 
Norris,  they  did  not  feel  justified  in  paying  him  any  more  nntil  a  final 
decision  was  reached ;  that  nntil  then  they  should  withhold  all  further 
amounts,  and  if  the  decision  should  come  in  his  favor  he  would  at  once 
receive  all  that  was  due  him.  After  that,  relying  on  the  decision 
already  made,  they  made  terms  with  the  assignees  of  Norris  and  those 
acting  with  him  and  under  him.  On  June  16, 1883,  the  Supreme  Court 
of  Illinois  affirmed  the  original  decree  in  favor  of  Norris,  and  en  July 
3  after  Biessner  &  Go.  paid  to  the  orator's  attorney  the  three-eighths  of 
the  royalties  for  November  and  December,  1882,  and  gave  receipts 
therefor.  They  have  declined  to  pay  him  any  further  royalties,  and 
this  suit  is  brought  for  an  account  and  recovery  of  the  same. 

The  most  important  question  that  is  made  is  whether  the  orator  was 
entitled  to  the  three-eighths  of  the  license-fees  after  the  dissolution  of 
the  partnership.  The  decision  of  the  supreme  court  of  Illinois,  having 
jurisdiction  of  the  parties  and  the  subject,  is  conclusive  as  between  the 
orator  and  Norris,  but  not  as  between  the  orator  and  G.  P.  Biessner  & 
Go.,  for  that  firm  was  not  a  party  to  that  suit,  although  the  members 
had  knowledge  of  it  and  for  a  time  expressed  themselves  to  be  willing 
to  abide  by  its  result.  The  decision  of  that  court  is,  however,  entitled 
to  much  weight  as  an  authority  upon  the  question  involved.  The  first 
partnership  agreement  shows  clearly  that  the  proceeds  of  the  disposi- 
tion of  the  right  secured  by  the  patent  were  to  become  partnership 
assets,  belonging  to  both.  The  object  of  the  partnership  was  to  manu- 
facture and  sell  the  patented  articles  and  to  sell  territorial  rights,  and 
in  the  fifth  paragraph  of  the  agreement  it  was  expressly  provided  that 
the  proceeds  of  territory  sold  or  leased  should  be  equally  divided  be- 
tween the  partners.  Before  the  second  agreement  they  had  sold  one- 
fourth  of  the  right  and  its  proceeds  had  gone  into  the  common  assets, 
leaving  them  the  owners  of  three-fourths  of  that  patent.  In  the  sup- 
plementary agreement  it  was  expressly  agreed  that  the  orator  should 
have  three-eighths  of  the  proceeds  of  that  patent  and  the  same  share  in 
those  of  the  other  granted  to  Norris  after  the  former  agreement.  The 
agreement  of  G.  Biessner  &  Go.  to  pay  license  fees  constituted  proceeds 
of  both  patents,  of  which  the  orator  would  by  that  provision  be  entitled 
to  three-eighths.  But,  as  if  to  put  the  matter  beyond  any  question,  a 
clause  paramount  to  all  others  was  added,  which  provided  that  nothing 
therein  contained  should  be  construed  as  in  any  way  depriving  the 
orator  of  his  full  share  of  any  fixed  and  definite  amount  of  money  or 
property  which  should  become  due  the  firm  at  any  fixed  and  definite 
future  time.  Whether  the  proceeds  of  any  part  of  the  exclusive  rights 
disposed  of  should  be  paid  down  or  become  due  afterward,  his  share, 
if  the  amount  and  time  were  definite,  was  effectually  secured  to  him. 
The  promise  was  to  Norris,  but  was  made  when  lie  was  a  partner  with 
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the  orator.  Upon  a  consideration  belonging  to  the  firm,  and  it  inored 
to  the  benefit  of  the  firm  the  same  as  a  promissory  note  taken  to  him- 
self for  property  of  the  firm  would.  (Steams  v.  Houghton,  38  Vt.,  583; 
Leach  v.  Leach,  IS  Pick.,  68.)  The  same  conclusion  is  reached  that  wss 
fiually  reached  by  the  supreme  court  of  Illinois.  After  the  dissolution 
each  partner  owned  his  share  as  tenaut  in  common.  (Coll.  Part.,  see. 
107).  The  orator's  share  of  these  license-fees  was  three-eighths,  as  fixed 
by  the  terms  of  the  supplementary  agreement.  At  law  this  was  due  to 
Norris  as  trustee  for  the  orator.  (Ibid.)  In  equity  it  would  be  due  to 
the  orator  himself.  Another  important  question  is  as  to  the  effect  of 
the  failure  to  make  payment  for  ten  days,  and  of  what  was  done  there- 
upon by  his  assignee  and  by  himself.  The  contract  provided  that  upon 
such  failure  Norris  might  terminate  the  agreement  by  serving  notice 
to  that  effect.  This  provision  was  for  security  of  payment  and  could 
be  waived.  He  did  not  give  any  notice  of  termination  and  insist  upon 
it,  but  alluded  to  it  and  suffered  the  contract  to  continue,  and  received 
subsequent  payments.  The  agreement  could  not  be  both  terminated 
and  continue.  When  his  assignee  gave  notice,  it  was  long  after  it  had 
been  left  to  continue,  notwithstanding  that  default,  and  what  was  done 
does  itot  appear  to  have  been  done  to  really  terminate  the  contract,  bat 
to  cut  off  the  orator's  rights  under  it  and  leave  it  to  continue  under  the 
form  of  a  new  one  for  the  benefit  of  Norris  and  those  acting  under  him. 
Such  a  contrivance  would  not  defeat  the  orator's  rights,  eve*  if  they 
could  at  all  be  defeated  on  such  a  default  against  his  will.  O.  Riessner 
&  Go.  accepted  the  notice  of  termination  long  afterward ;  but  they  could 
not  by  that  act  dispose  of  the  orator's  claim  against  themselves  without 
his  agreement. 

Another  question  is  as  to  the  effect  of  what  transpired  when  the  pay- 
ments of  the  orator's  share  for  November  and  December,  1882,  was 
made  to  his  attorney.  The  testimony  of  the  defendants  tends  to  show 
that  this  payment  was  made  upon  au  agreement  that  he  would  make 
no  further  claim  on  them,  but  would  look  to  Norris  for  further  indem- 
nity. The  testimony  of  the  attorney  is  that  there  was  no  such  agree- 
ment. The  receipts  are  for  the  exact  amounts  paid,  and  specify  that 
they  are  for  the  amounts  due  for  those  months.  It  may  be  that  some- 
thing was  said  about  reaching  Norris ;  but  the  presumption  is  strong 
that  the  receipts  show  the  real  transaction,  and,  supported,  as  it  is,  by 
the  testimony  of  the  attorney,  it  is  not  overcome  by  that  of  the  defend- 
ants. If  they  so  understood  it,  he  did  not  apparently,  and  the  transac- 
tion would  not  amount  to  an  accord  aud  satisfaction  without  a  mutual 
understanding  to  that  effect.  Another  question  made  is  as  to  the  lia- 
bility of  the  defendant  Meier.  He  entered  the  firm  just  before  or  at 
the  time  when  the  royalties  in  question  began  to  accrue.  He  enjoyed 
the  benefit  of  the  license  as  a  partner  in  the  firm  under  the  contract 
He  is  not  liable  upon  any  express  contract,  but  is  liable  upon  the  im- 
plied contract  to  pay  for  what  he  has  had  as  a  member  of  the  firm  upon 
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Some  question  has  been  made  about  the  validity  of  the  patents  or  of 
the  reissue  of  one  of  them.  The  defendants  have  not,  however,  so  far 
as  has  been  shown,  been  evicted  from  any  of  the  exclusive  rights  which 
the  patents  purport  to  give  by  any  paramount  title,  but  have  occupied 
and  enjoyed  those  rights*  They  are  not,  therefore,  in  any  position  to 
dispute  their  licenser's  title.  ( White  v.  Lee,  14  Fed.  Rep.,  789  j  McKay 
v.  Jaekman,  17  Fed.  Bep.,  641.) 

The  defendants  insist  that  this  court  as  a  court  of  equity  has  uot 
jurisdiction  of  this  cause,  for  the  reason  that  it  is  a  suit  for  an  account 
of  license-fees  by  an  assignee  of  the  claim,  as  they  allege,  and  they  rely 
upon  Root  v.  Railway  Co.  (105  U.  S.,  189),  and  Hayward  v.  Andrewg 
(106  TJ.  S.,  672)  in  support  of  this  limitation.  This  is  an  account  of  li- 
cense-fees that  is  sought  in  this  case,  but  not  by  the  licenser,  as  was  the 
case  in  Root  v.  Railway  Co.,  nor  by  an  assignee  of  a  right  of  action  at 
law  merely,  as  was  the  case  in  Hayward  v.  Andrews.  The  orator's  rights 
accrued  to  him  by  force  of  his  interest  as  partner,  and  they  were  purely 
equitable  rights,  existing  independently  of  the  formal  assignment  by 
the  master  in  chancery  under  the  decree  in  Illinois.  As  the  written  con- 
tract did  not  run  to  him,  he  could  not  maintain  an  action  at  law  upon 
it.  As  he  was  the  equitable  owner  of  the  three-eighths  part  of  the  roy- 
alties as  they  accrued,  he  could  not  maintain  a  suit  in  equity  for  an  ac- 
count of  them.  An  action  at  law  would  not  only  not  be  a  fall,  com- 
plete, and  adequate  remedy,  but  not  any  remedy  at  all.  It  does  not 
depend  on  the  prayer  for  an  injunction,  as  is  the  case  often  in  suits  for 
infringement.  The  assignment  by  the  master  was  no  greater  in  effect 
than  one  by  Norris  would  have  been,  and  would  not  give  an  action  at 
law  if  Norris  had  been  the  owner  of  one,  and  would  not  convert  the  ora- 
tor's equitable  into  a  legal  right,  so  as  to  take  away  the  right  to  pro- 
ceed in  equity  upon  it. 

A  suggestion  is  made  that  the  jurisdiction  fails  because  the  amount 
in  dispute  does  not  exceed  five  hundred  dollars.  But  as  the  amount  o\ 
this  share  appears  to  have  been  $  230.65  for  November,  1882,  and  $103.38 
in  December,  it  clearly  enough  appears  that  the  amounts  of  the  same 
for  the  number  of  months  in  controversy  will  exceed,  or  reasonably  may 
be  claimed  to  exceed,  five  hundred  dollars. 

It  is  also  objected  that  neither  Norris  nor  Young  is  made  a  party,  and 
insisted  that  they  or  one  of  them  should  be.  But  the  defendants  have 
fully  settled  with  them  and  the  orator  claims  nothing  of  them.  There 
is  nothing  in  controversy  in  which  they  have  any  interest.  The  defend- 
ants have  all  the  rights  in  respect  to  the  orator's  claim  that  the&e  per- 
sons had,  and  the  orator  has  his  own  rights.  The  controversy  is  wholly 
between  the  orator  and  defendants;  no  others  appear  to  be  necessary 
parties. 

Let  a  decree  be  entered  for  the  orator  for  an  account  of  the  three- 
eighths  of  the  license-fees,  according  to  the  prayer  of  the  bill,  with  costs. 

*  Digitized  by  CjOOgle 
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[United  States  Circuit  Court-Eastern  District  of  Xiseotfri.] 
PlXETZ  V.  BBANSFOBD.     BEANSFOED  V.  Pu^TZ. 
Decided  September  30,  1887. 
41  O.  G.,  383. 

1.  JUBISDICTION— ASSIGNMENT. 

Where  there  was  an  assignment  of  an  interest  In  an  invention  for  which  an 
application  was  prepared,  which  application  while  pending  was  divided  and  two 
patents  issued  thereon,  a  controversy  whether  the  assignment  applied  to  a  third 
patent  presented  a  federal  question  and  the  court  had  jurisdiction. 

2.  Pleading — Former  Adjudication. 

In  a  subsequent  suit  by  the  defendant  against  the  complainant  for  an  assign- 
ment of  an  interest  in  the  patent  upon  which  the  former  suit  was  brought,  the 
former  adjudication  as  to  the  ownership  in  such  patent  was  properly  pleaded  in 
bar. 

Motion  for  rehearing  and  plea  In  bar. 

Pubtz— Plug-Tobacco  Machjice.   No.  380,850. 

Mr.  George  H.  Knight  for  Puetz. 
Mr.  Paul  Bdkewell  for  Bransford. 

STATEMENT  OF  THE  CASE. 

In  the  original  suit  (39  O.  G.,  1083)  infringement  was  charged  of 
complainant's  Patent  No.  330,850.  Complainant  had  assigned  an  inter- 
est to  the  defendant  in  an  invention  described  in  an  application,  which, 
being  divided,  issued  as  Letters  Patent  Nos.  330,849  and  330,85L  The 
defendant  in  his  answer  admitted  infringement;  but  by  a  cross-bill 
asked,  among  other  things,  for  a  decree  that  Letters  Patent  No.  330,860 
was  void.  The  court  sustained  complainant's  bill,  and  denied  the 
prayer  of  the  cross-bill  that  the  patent  in  suit  should  be  declared  void. 
On  a  motion  for  a  rehearing  as  to  the  original  bill  (39  O.  G.,  1427),  upon 
the  ground  that  the  answer  and  proof  showed  that  the  invention  in 
Letters  Patent  No.  330,850  was  included  in  the  original  application  in 
which  the  defendant  had  an  interest,  upon  which  Letters  Patent  Nos. 
330,849  and  330,851  issued,  and  therefore  the  complainant  waa  estopped 
from  enforcing  a  claim  under  Letters  Patent  No.  330,850  against  him, 
the  court  held  that  the  invention  in  that  patent  was  a  distinct  and  in- 
dependent invention  and  belonged  wholly  to  complainant.  The  defend- 
ant then  brought  suit  against  complainant  (Bransford  v.  Puetz,  step.), 
praying  for  an  assignment  of  an  interest  in  Letters  Patent  No.  330,850, 
to  which  the  former  adjudication  was  pleaded  in  bar.  The  present 
motion  for  rehearing  was  upon  the  cross-bill,  upon  the  ground  that  the 
court  had  no  jurisdiction  to  pass  upon  the  assignment. 

Miller,  Ji  (orally) : 

In  this  case  the  application  for  a  rehearing  in  the  matter  of  the  decree 
on  the  cross-bill  in  the  original  suit  has  been  considered  by  us,  and  I 
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have  myself  particularly  examined  the  pleadings  with  reference  to  the 
main  ground  urged  for  £  rehearing,,  and  that  ia  that  it  is  founded  on  a 
contract  simply,  and  not  involving  the  patent  laws  of  the  United  States, 
so  as  .to  give  the  circuit  court  jurisdiction,  without  regard  to  citizen- 
ship. 

It  is  true  that  the  cross-bill  sets  out  that  there  was  an  assignment  by 
the  plaintiff  in  the  original  bill  to  the  defendant  of  an  interest  in  the 
invention  before  the  patent  issued.  If  it  were  simply  a  question  oa  the 
validity  of  the  contract  or  on  its  enforcement  as  a  contract  for  an  as- 
signment of  the  invention,  the  objection  might  be  good;  but  while  the 
plaintiff  in  the  cross-bill  sets  out  the  assignment  of  the  interest  in  that 
invention  to  himself,  the  answer  of  the  other  party  admits  that  assign- 
ment, and  there  is  no  issue  at  all  on  the  question  of  validity  of  the  as- 
signment and  of  its  being  capable  of  enforcement ;  but  the  issue  that 
was  made  is,  and  the  question  decided  by  the  court  is,  that  the  applica- 
tion so  made  was  for  the  invention  which  was  assigned.  The  Patent 
Office  required  it  to  be  divided  into  two  or  three  applications  for  as  many 
different  inventions,  and  the  question  that  the  court  decided,  and  the 
only  one  on  which  testimony  was  taken,  was  whether,  this  proceeding 
of  the  Patent  Office  divested  the  plaintiff  of  his  right  to  one  of  the 
patents  issued  on  that  subdivision  of  the  claims.  That  is  a  question 
purely  of  patent  law,  and  one  of  which  the  circuit  court  of  the  United 
States  has  jurisdiction ;  and  the  question  which  he  insists  should  divest 
the  court,  or  which  he  insists  was  the  one  tried  by  the  court,  was  not  in 
issue  at  all.  There  was  no  denial  of  the  contract;  there  was  an  admis- 
sion of  the  assignment.  The  assignment  stood  as  confessed  upon  the 
pleading,  and  that  which  was  in  issue  was  the  decision  of  the  Patent 
Office  upon  that  assignment.  ' 

As  regards  that  matter,  we  think  very  clearly  that  the  decision  is  right ; 
that  there  was  no  error.  It  was  suggested  by  myself,  in  the  course  of  the 
argument^  that  the  matter  of  the  cross-bill  was  not  germane  to  the  de- 
fense, and  very  possibly,  if  that  matter  had  been  taken  up  on  demur- 
rer or  in  some  appropriate  form — I  do  not  say  it  is  probable,  but  it  is 
possible— it  might  have  been  made  effectual  at  that  time.  But  as  the 
matter  did  have  something  to  do  with  the  patent,  with  the  invention, 
and  with  the  machine,  I  would  not  be  willing,  on  a  suggestion  made  by 
the  court,  but  not  from  the  bar,  at  this  time  to  reverse  a  decree  finally 
entered  and  rendered  on  full  consideration  on  a  point  not  brought  be- 
fore the  court,  and  which  is  of  very  doubtful  propriety  any  way,  and 
which  does  not  reach  the  merits. 

For  these  reasons  the  application  for  the  rehearing  in  the  original 
case  is  overruled. 

In  an.  independent  suit  subsequently  brought  by  Bransford  against 
the  plaintiff  in  the  original  suit  for  a  decree  praying  an  assignment  of 
an  interest  in  the  original  patent,  the  defendant  has  pleaded  the  former 
adjudication,  and  it  is  difficult  to  see  why  it  is  not  a  complete  bar  to 
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this  suit.  The  counsel  for  Bransford  argued,  with  a  good  deal  of  force 
and  ingenuity  (and  I  was  rather  struck  with  it  at  first),  that  the  matter 
that  was  decided  in  the  former  suit  was  a  question  of  an  interest  in  the 
invention  and  not  the  question  of  an  interest  in  the  patent,  and  if  that 
had  been  so  I  am  not  prepared  to  hold  this  plea  good;  but  when  I  came 
to  look  at  the  pleadings,  it  was  perfectly  plain  it  was  an  interest  in  the 
patent  that  was  in  issue  and  decided  in  the  first  case.  The  plaintiff  in 
that. case  alleges  in  his  bill,  among  other  things,  that  he  is  the  sole  and 
exclusive  owner  of  that  patent  and  of  the  rights  conferred  by  it.  The 
defendant  d ernes  that  he  is  the  sole  and  exclusive  owner  of  that  patent; 
and,  after  asserting  that  he  had  this  assignment  of  the  interest  in  the 
invention,  he  then  repeats  that  he  is  interested  in  the  patent,  so  that 
they  raised,  as  distinctly  as  language  could  possibly  make  it,  the  ques- 
tion whether  Puetz  was  the  sole  owner  of  that  patent,  he  having  as. 
sertcd  that  he  was  and  the  other  party  having  asserted  that  he  was 
not;  and  the  decree  in  terms  says  that  he  was  the  sole  and  exclusive 
owner  of  that  patent,  and  on  that  ground  gives  a  perpetual  injunction 
against  the  claim  of  the  defendant  under  that  patent,  and  it  is  impos- 
sible not  to  hold  that  that  was  not  an  adjudication  of  the  ownership  of 
.  that  patent ;  and,  therefore,  the  plea  to  the  bill  setting  up  that  Brans- 
ford  was  the  owner  is  barred  by  the  former  adjudication,  and  is  a  good 
plea. 


[United  State*  Circuit  Court— Southern  District  of  New  York.) 

Western  &  Wells  Manufacturing  Company  t>.  Bosenstogk. 

Decided  February  22,  1887. 
41  O.  G.,  354. 

Infringement— Specifications. 

Although  the  bustle  manufactured  and  sold  by  defendant  was  made,  for  all 
practical  purposes,  in  imitation  of  the  bustle  patented  by  complainant,  except 
that  it  was  of  rattan  instead  of  wire,  yet.  as  complainant  in  his  specification 
limited  himself  to  a  hustle  made  of  wire,  he  authorized  the  public  to  make  and 
use  bustles  of  any  other  material,  and  can  not  complaiu  of  such  use  as  an 
infringement  of  his  rights. 

Mr.  Wayne  MacVeagh  and  Messrs.  Ricliards  &  Brown  for  the  com- 
plainant. 
Mr.  Livingston  tiifford  for  the  defendant. 

Wallace,  J.: 

The  bustle  which  the  defendant  is  manufacturing  and  selling  is  made, 
for  all  practical  purposes,  in  imitation  of  the  bustle  of  the  complainant's 
patent,  except  it  is  of  braided  rattan  instead  of  braided  or  plaited  wire. 
But  the  complainant's  patent  is  limited  by  the  expiess  phraseology  of 
its  claims  to  a  bustle  of  wire,  and  it  is  impossible  by  construction  to 
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impart  such  a  degree  of  elasticity  to  these  claims  as  will  enable  them 
to  embrace  bustles  made  of  any  other  material.  The  specification 
states  that  the— 

invention  consists  of  a  bustle  composed  of  braided  or  plaited  wire,  in  the  form  of  a 
tubular  section  or  sections,  duly  provided  with  means  for  securing  it  to  the  person  of 
the  wearer  or  to  a  garment. 

The  specification  also  states  that  to  carry  oat  the  invention  the  pat- 
entee takes — 

wire  of  a  suitable  kind  (preferably  tempered  steel  wire)  and  braids  or  plaits  it  into  a 
seamless  tube. 

The  specification  then  describes  the  details  of  form  and  arrangement, 
disclaims  the  application  of  plaited  or  braided  wire  as  a  dress-stiffening 
merely,  and  concludes  with  the  following  claims : 

1.  A  bustle  comprising  a  tubular  section  or  sections  of  braided  or  plaited  wire, 
provided  with  means  of  attachment  to  a  wearer  or  garment,  substantially  as  set 
forth. 

2.  A  bustle  comprising  a  plurality  of  tubular  sections  of  plaited  or  braided  wire 
secured  to  waistband  or  fastening  device,  substantially  as  Bet  forth. 

3.  The  combination,  with  a  waistband  or  attaching  device,  of  a  bustle-body  com- 
posed of  a  seamless  section  or  sections,  of  tubular  form,  of  braided  or  plaited  wire, 
substantially  as  set  forth. 

The  doctrine  of  equivalents  can  not  be  invoked  to  substitute  a  rattan 
bustle  for  the  wire  bustle  of  these  claims.  By  limiting  himself  to  a 
bustle  made  of  wire  the  patentee  authorized  the  public  to  make  and 
use  bustles  of  any  other  material  without  an  invasion  of  his  exclusive 
right. 

The  motion  to  attach  the  defendant  for  contempt  in  violating  the 
preliminary  injunction  heretofore  granted  is  denied. 


[United  States  Circuit  Court— Northern  District  of  New  York.) 

The  Atj  Sable  Horse  Nail  Company  v.  The  Essex  Hoese  Nail 
Company  et  al.  (Boss  Patent.)  Same  v.  Same.  (Goodrich 
Patent.)  Same  v.  The  Sahanao  Hoese  Nail  Company  et  al. 
(Boss  Patent.)    Same  v.  Same.    (Goodrich  Patent.) 

Decided  August  23,  1887.    ' 
41  O.  G.,  355. 

1.  Ross— Machine  for  Swaging  and  Trimming  the  Points  of  Horseshoe- 

Nails. 

•  Lettenr Patent  No.  139,332,  granted  May  27, 1873,  to  R.  Ross,  for  a  machine  for 
swaging  and  trimming  the  points  of  horseshoe-nails,  construed  and  claim  1  re- 
stricted to  the  particular  elements  of  the  combination  therein  recited. 

2.  Goodrich— Machine  for  Finishing  Horsrshoe-Nails. 

Letters  Patent  No.  177,237,  granted  May  9,  1876,  to  Nelson  W.  Goodrich,  for  a 
machine  for  finishing  horseshoe-nails,  construed  and  claim  2  restricted  to  the  par* 
ticular  elements  of  the  combination  recited  therein. 
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Mr.  Benjamin  F.  Thurston  and  Mr.  Livingston  Oxford  for  the  com- 
plainants. 
Mr.  Arthur  v.  Briesen  for  the  defendants. 

BLATCHFOBD,  J.: 

Only  claim  1  of  the  Boss  patent,  No.  139,332,  is  alleged  to  have  been 
infringed,  and  only  claim  2  of  the  Goodrich  patent,  No.  177,237,  is  al- 
leged to  have  been  infringed.  In  view  of  the  state  of  the  art  and  of 
the  language  of  the  specification  of  the  Boss  patent,  claim  1  of  that 
patent  must  be  restricted  to  the  particular  elements  of  the  combination 
therein  recited.  The  constantly-revolving  feed-screw  of  the  Boss  patent, 
with  its  continuous  and  non-intermittent  motion,  can  not  be  used  in 
combination  with  the  devices  of  the  defendants'  machines,  which  re- 
quire an  intermittent  feed  and  perform  their  operations  while  the  nail- 
blanks  are  at  rest. 

Jn  view  of  the  state  of  the  art  and  of  the  language  of  the  specification 
of  the  Goodrich  patent,  claim  2  of  that  patent  must  be  restricted  to  the. 
particular  elements  of  the  combination  therein  recited.  The  "  carrier9 
of  claim  2  is  the  ring  of  claim  1,  which  rotates  and  is  provided  with 
the  downwardly-projecting  teeth.  The  defendants'  ring  has  do  such 
teeth. 

Each  of  the  four  bills  is  dismissed,  with  costs. 


[United  States  Circuit  Court— district  of  Connecticut] 

Gally  v.  Colt's  Patent  Fire  Arms  Manufacturing  Compact 

et  AL. 

Decided  February  25, 1887. 

41  O.  G.,  576. 

1.  License  to  Manufacture  and  Sell— Construction. 

By  a  contract  in  1877  between  plaintiff,  who  was  the  patentee  of  a  printing- 
press  and  of  a  subordinate  improvement  thereon,  and  defendant,  the  defendant 
agreed  to  manufacture  presses  for  the  plaintiff  at  agreed  prices,  keeping  enough 
on  hand  to  meet  the  demands  of  the  market,  and  the  plaintiff  agreed  to  buy  of  no 
one  else  than  defendant.  Defendant  was  to  have  a  license  to  sell,  paying  a 
royalty,  "the  conditions  of  sale"  by  defendant  to  be  the  same  as  the  conditions 
under  which  plaintiff  should  sell,  "so  long  as  he  continues  in  the  business"  in 
New  York.  Afterward  a  modified  agreement  as  to  prices  was  made,  to  last  two 
years,  at  the  end  of  which  time  the  defendant  should  "be  obliged  to  continue  to 
furnish  the  presses  at  the  prices  "  fixed  by  the  original  contract  Further  than 
shown,  no  time  was  specified  in  the  contract.  Upon  a  motion  for  a  preliminary 
injunction,  Held  (not  as  a  final  decision,  but  for  the  purposes  of  the  motion)  that, 
after  the  expiration  of  the  patents  on  the  press  in  1886,  but  not  on  the  improve- 
ment, being  after  the  expiration  of  the  two  years  named  in  the  modified  agree- 
ment, defondaut  was  not  obliged  longer  to  make  presses  under  the  contracts, 
either  with  or  without  the  improvement;  that  he  could  sell  presses  for  plaintiff 
without  the  improvement  without  restriction,  and  without  paying  a  royalty,  but 
that,  as  to  Dresses  with  the  imnrovement.  he  could  not  undanall  nlaintifF- 
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2.  Trade-Mark—Designation  op  Patented  Article— Expiration  op  Patent. 
A  patented  printing-press  was  called  by  the  patentee  the  "  Universal/'  and  the 
presses  were  stamped  with  that  name  and  the  names  of  the  manufacturers,  who 
made  them  for  the  patentee  or  his  licensees.  BM  that,  after  the  expiration  of 
the  patent,  the  patentee  was  not  entitled  to  be  protected  in  the  use  of  the  word 
"  Universal "  as  a  trade-mark. 

On  motion  for  injunction. 

Mr.  Martin  J.  Keough  and  Mr.  T.  E.  Steele  for  the  plaintiff. 

Mr.  William  A.  Bedding  and  Mr.  Alvan  P.  Hyde  for  the  defendants. 

Shipman,  J.: 

This  is  a  motion  for  an  injunction  jMndinfe  lite,  The  suit  was  brought 
by  Merritt  Gaily,  a  citizen  of  New  York,  against  the  Colt's  Patent  Fire 
Arms  Manufacturing  Company,  a  citizen  of  Connecticut,  and  John 
Thomson,  a  citizen  of  New  York.  The  facts,  so  far  as  they  are  neces- 
sary to  be  stated  upon  this  motion,  are  as  follows :  In  1869  the  plaintiff 
obtained  four  letters  patent  of  the  United  States  for  improvements  in 
printing-presses.  In  the  first  patent  the  press  is  called  the  "  Universal 
Printing  Machine,"  and  it  has  been  known  since  it  came  into  use  as  the 
u  Universal  Press."  In  May,  1871,  the  plaintiff  obtained  another  pat- 
ent for  a  "  chase-latch,"  a  subordinate  improvement.  Between  February, 
1872,  and  September,  1873,  alxmt  five  hundred  Universal  presses  were 
made  and  sold  by  Hamilton  &  McNeal,  of  Rochester,  N.  Y.,  as  exclusive 
licensees  of  the  plaintiff.  They  having  failed  in  business,  £.  V.  Haugh- 
wont  &  Co.  became  the  exclusive  licensees,  for  whom,  before  the  spring 
of  1876,  the  defendant  corporation  manufactured  three  hundred  and 
fifty-two  presses.  These  licensees  also  became  financially  embarrassed; 
tbeir  license  was  terminated,  and,  between  March,  1876,  and  Janu- 
ary 17,  1877,  the  defendant  made  for  the  plaintiff  thirty-four  pat- 
ented presses,  each  of  which,  and  also,  each  one  of  the  two  thousand 
and  twenty-five  presses  hereinafter  mentioned,  had  two  plates,  upon 
one  of  which  were  engraved  the  words  "  Built  at  Colt's  Armory,  Hart- 
ford, Ot.,"  and  upon  the  other  were  engraved  "  M.  Gally's  Universal. 
Patented,"  with  the 'dates  of  the  patents.  The  Hamilton  $  McNeal 
machines  were  stamped  "Universal.  Manufactured  by  Hamilton  & 
McNeal,"  with  the  dates  of  the  patents.  The  Haughwont  machines 
were  stamped  "  Universal.  Manufactured  by  E.  V.  Haughwont  &  Co., 
by  the  Colt's  Pt  F.  A.  Mfg.  Co.  M.  Gally's  ^patents,"  and  the  dates 
thereof.  On  January  17, 1877,  the  plaintiff  and  defendant  corporation 
entered  into  a  written  memorandum  of  agreement,  wherein  the  defend- 
ant agreed  "  to  make  Universal  printing  presses,  of  the  invention  of  the 
said  Gaily,  at  the  foilowiug  rates,"  and,  after  specifying  the  rates  and 
the  credits  for  discounts  and  for  royalty,  further  agreed  "  to  keep  a 
sufficient  uumberof  presses  on  hand  to  meet  the  ordinary  demands  of  the 
market."  Gaily  agreed  to  purchase  from  the  defendant,  and  from  no 
other  party,  Universal  presses  of  bis  patented  invention,  at  the  speci- 
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fled  prices,  in  such  numbers  as  the  business  would  require,  and  that  he 
would  license  the  defendant  to  manufacture  and  sell  the  said  presses 
under  his  patents,  the  conditions  of  sale  of  the  said  presses  by  the  de- 
fendant to  be  the  same  as  the  conditions  under  which  the  plaintiff  sold, 
"so  long  as  he  continues  in  the  business  of  selling  the  6aid  presses  in 
the  city  of  New  ii>rk,"  provided,  however,  that  p  specified  royalty  on 
sales  made  by  the  defendant  was  to  be  credited,  which  royalty  was 
different  from  that  upon  the  machines  manufactured  for  Gaily.  On 
October  11, 1877,  a  modified  agreement  in  regard  to  prices  was  made, 
which  also  provided  as  follows : 

This  agreement  is  in  no  respect  to  affect  the  contract  of  January  17, 1877,  above  re- 
ferred to,  except  in  the  matter  of  prices  as  given  above,  and  the  prices  herein  set- 
tled shall  last  at  least  two  years,  at  the  end  of  which  time  this  company  shall  be 
obliged  to  continue  to  furnish  the  presses  at  the  prices  given  in  the  contract  of  Janu- 
ary 17,  1877,  and  of  the  sizes  therein  named,  should  it  be  found  necessary  to  make 
any  change  in  prices. 

Between  January  17, 1677,  and  November* 23, 1886,  when  the  last  of 
the  patents  of  18G9  expired,  the  defendant  made  and  delivered  to  the 
plaintiff  two  thousand  and  four  presses,  and  made  and  sold  to  other 
parties  than  Gaily  twenty-one  presses.    The  prices  remained  the  same 
as  were  specified  in  the  agreement  of  October  11, 1877,  until  November 
22, 1886,  when  the  plaintiff  was  notified  that  on  all  presses  delivered 
after  November  23,  the  prices  specified  in  the  original  contract  would 
,be  changed.    This  change  included  presses  ordered  ou  November  18, 
19,  and  20,  but  did  not  apply  to  other  unfilled  orders  which  had  been 
previously  given.    Very  soon  thereafter,  probably  in  pursuance  of  ar- 
rangements previously  made  with  Thomson,  the  defendant  corpora- 
tion entered  upon  its  own  account  upon  the  manufacture  of  the  Uni- 
versal press,  containing  the  invention  of  the  expired  patents,  and  a  de- 
vice in  lieu  of  the  chase-latch,  and  advertised  the  press  under  the  name 
of  the  "Colt's  Armory  Universal  Printing-Pi-ess,"  or  "  Universal  Press." 
John  Thomson,  who  had  been  the  general  manager  of  the  plaintiff's 
printing-press  matters  from  January  1, 1880,  until  April,  1886,  when 
he  was  discharged  by  the  plaintiff,  became  the  manager  of  this  part  of 
the  defendant  corporation's  business  in  New  York  City.    Since  Novem- 
ber 23, 1886,  the  defendant  has  made  and  sold  seveu  presses  with  the 
Gaily  chase-latch,  has  allowed  the  plaintiff  the  royalties  payable  upon 
said  presses  under  the  original  agreement,  and  has  made  and  sold  nine 
presses  not  containing  said  latch.    The  license  has  not  been  revoked. 
The  machinery,  tools,  and  patterns  pertaining  to  the  business,  and 
which  cost  a  large  sum,  belong  to  the'  defendant  corporation.     The 
plaintiff  registered  in  the  Patent  Office  on  March  5, 1886,  the  word 
"  Universal "  as  a  trade-mark  for  printing  and  embossing  presses,  and 
in  his  application  stated  that  he  had  used  the  word  continuously  in  his 
business  since  about  the  middle  of  1869.  ^  • 

The  bill  charges  the  Colt's  Company  with  a  violation  of  its  contracts 
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of  his  trademark.  It  alleges— First  That  the  defendant  company  has 
violated  the  contracts  made  with  the  complainant  in  these  particulars: 
(a)  It  failed,  since  November  22, 1880,  to  make  and  deliver  to  the  com- 
plainant presses  at  the  modified  prices  mentioned  in  the  letter  of  Octo- 
ber 11, 1877;  (b)  it  raised,  since  November  22, 1886,  the  prices  from 
the  modified  prices  to  those  named  in  the  agreement  of  January  17, 
1877;  (c)  it  accepted  from  the  complainant  certain  orders  for  presses 
prior  to  November  22, 1886,  at  the  modified  prices,  and  afterward  re- 
fused to  fill  the  orders  at  prices  less  than  those  specified  in  the  agree- 
ment of  January  17, 1877;  (d)  it  failed  to  keep  a  sufficient  number  <rf 
presses  on  hand  to  meet  the  ordinary  demands  of  the  market,  so  that 
the  complainant  was  unable  to  get  from  it  presses  necessary  to  supply 
bis  customers;  (e)  it,  in  combination  with  John  Thomson,  solicited 
orders  since  November  22, 1886,  for  the  sale  of  presses,  and  for  that 
purpose  established  an  office  and  sales-room  in  the  city  of  New  York, 
aud  engaged  generally  in  the  sale  of  presses,  in  competition  with  the 
complainant,  at  prices  and  upon  conditions  other  than  the  prices  and 
conditions  upon  which  the  complainant  could  sell  presses;  (f)  it  offers 
to  sell  presses  in  the  open  market  at  the  modified  prices  specified  in 
the  letter  of  October  11,  1877,  and  yet  refuses  to  sell  the  presses  to  the 
complainant  at  such  modified  prices;  (g)  it  is  using  the  patterns,  tools, 
machinery,  and  plant  (in  which  the  complainant  alleges  to  have  in- 
vested a  large  sum  of  money)  in  manufacturing  presses  and  parts  of 
presses  for  parties  other  than  the  complainaut,  and  for  sale  in  open 
market,  in  competition  with  complainant.  Second.  That  the  defendant 
company  combined,  confederated,  and  conspired  with  John  Thomson 
to  injure  aud  destroy  the  business  of  the  complaiuant  in  these  particu- 
lars: (a)  It  entered  into  secret  negotiations  with  John  Thomson  to  de- 
vise some  plan  to  evade  its  obligations  to  the  complainant  under  the 
agreements  mentioned ;  (ft)  it  acted  in  collusion  with  John  Thomson  to 
secure  a  nullification  of  the  complainant's  patents  by  introducing  cer- 
tain modifications  in  the  presses;  (e)  it  conspired  with  John  Thomson 
to  bring  collusive  suits  for  the  purpose  of  defeating  the  complainant's 
patents,  aud  to  get  control  of  his  business,  so  that  the  defendants  might 
engage  in  the  business  of  selling  the  presses,  and  undersell  and  ruin 
the  complainant's  business;  (d)  it  employs  and  uses  the  name  of  John 
Thomson,  as  representative,  agent,  or  manager,  in  a  manner  similar  to 
that  heretofore  used  by  the  complainant  to  mislead  the  public  and  the 
trade,  and  thus  injure  the  complainaut.  Third.  That  the  defendants 
have  infringed  upon  the  complainant's  trade-mark,  consisting  of  the 
word  " Universal"  on  printing-presses,  in  this  particular:  (a)  They  have 
made  and  sold  printing-presses  with  the  word  " Universal"  affixed 
thereto  in  Hartford  and  New  York  City. 

The  complainant's  prayers  in  his  bill  of  complaint  are :  (I)  To  compel 
defendants*  to  answer;  (2)  for  perpetual  injunction  to  enjoin  defend- 
ants from  manufacturing  or  selling  presses  or  parts  of  presses ;  (3)  for 
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perpetual  injunction  to  enjoin  defendants  from  using  the  word  "  Uni- 
versal "  in  connection  with  the  manufacture  and  sale  of  printing  and 
embossing  presses,  and  for  an  account  of  profits;  (4)  for  an  ascertain- 
ment of  damages ;  (5)  for  an  account  of  all  presses  made  and  sold  by 
defendants  in  violation  of  the  agreements,  and  to  compel  a  payment  to 
complainant  of  all  moneys  received  by  defendants  on  account  of  snch 
sales;  (6)  for  an  injunction  generally  against  defendants  making  or 
selling  presses  or  parts  of  presses,  or  using  the  alleged  trade-mark.  In 
this  motion  the  plaiutiff  asks  for  a  provisional  injunction  of  the  same 
character  that  is  sought  for  a  perpetual  injunction. 

The  defendants  object  that,  as  Thomson  and  Gaily  are  citizens  of  the 
same  State,  the  court  has  no  jurisdiction.  This  would  be  true  if  Thom- 
son was  a  necessary  party  to  the  suit,  but  the  controversy  is  really  with 
the  Colt's  Company,  for  whom  he  is  an  agent,  and  grows  out  of  its  con- 
tract relations  with  Gaily.  Thomson  has  no  important  place  in  the 
suit,  which  should  be  forthwith  dismissed  as  to  him.  (Horn  v.  Lockkart, 
17  Wall.,  570;  WaUon  v.  Ever*,  13  Fed.  Sep.,  107.)  The  defendant 
corporation  also  insists  that  a  court  of  equity  has  no  jurisdiction  with 
respect  to  so  much  of  the  bill  as  asks  an  injunction  to  restrain  acts 
which,  it  is  alleged,  are  being  done  in  violation  of  a  contract  in  regard 
to  personal  property,  where  the  nature  of  the  contract  is  such  that  spe- 
cific performance  can  not  be  enforced.  The  subject  is  discussed  in  a 
very  able  manner  by  Judge  Lowell  in  Singer  8.  M.  Co.  v.  Union  Button- 
hole Co.,  1  Holmes,  2S3 ;  but,  in  my  view  of  the  facts  in  this  cSSS,  a  decis- 
ion of  the  question  is  not  necessary  upon  this  motion.  The  plaintiff 
seeks  to  restrain  the  defendant  company  from  making  and  selling  to  any 
person  except  himself,  and  only  upon  the  terms  of  the  supplementary 
agreement,  Universal  presses,  with  or  without  the  chase-latch. 

The  first  question  in  this  part  of  the  case  is  whether  the  defendant 
corporation  is  to  be  enjoined  against  selling,  in  the  market  generally, 
Universal  presses  which  contain  only  the  devices  described  in  the  ex- 
pired patents.  I  see  nothing  in  the  contract  of  January  17, 1877,  which 
forbids  the  Colt's  Company  from  selling,  or  which  implies  that  it  is  not 
to  sell  to  any  person  the  "  Universal  press"  after  the  patents  therein 
have  expired.  When  the  public  has  a  right  to  manufacture  and  sell, 
it  also  has  a  right  to  do  the  same  at  its  own  price,  and  there  can  be  no 
reasonable  question  that  it  can  now  sell,  upon  its  own  account,  the 
press  without  the  patented  chase-latch. 

The  second  question  is  whether  the  defendant'  corporation  most  sell 
to  Gaily  presses  with  the  chase-latch  at  the  prices  of  the  supplement- 
ary contract.  Neither  the  original  nor  the  supplementary  contract 
mentions  the  time  during  which  the  obligation  of  the  Colt's  Company 
to  furnish  presses  to  Gaily  is  to  continue,  and  the  intention  of  the  par- 
ties as  to  the  duration  of  such  obligation  can  only  be  inferred  from  the 
general  character  and  provisions  of  the  contracts  and  thd  license.  With- 
out deciding  the  question,  I  am  inclined  to  the  opinion  that,  when  the 
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parties  entered  into  the  contract,  they  were  only  regarding-  the  time 
daring  which  the  precis  was  to  be  protected  "by  the  patents  therein,  and 
that  the  defendant  corporation  did  not  undertake  to  continue  to  furnish 
presses  to  the  plaintiff  beyond  the  expiration  of  that  period,  and  by 
the  patents  I  mean  the  patents  of  I860.  The  sentence  commencing 
"  the  condition  of  sale  of  the  said  presses  by  the  Colt's  Co.9  refers  to  the 
sales  of  presses  under  the  license,  and  not  to  sales  of  presses  which  are 
open  to  the  public.  But  if  the  Colt's  Company  sells,  under  its  license, 
to  persons  other  than  Gaily  a  press  with  the  chase-latch,  I  think  that, 
under  the  provisions  of  the  original  contract,  it  should  not«undersell 
Gaily,  but  sell  upon  his  terms. 

The  name  "  Universal n  or  "  Universal  printing-press"  was  adopted 
at  the  time  the  patents  were  issued  to  designate  the  patented  press.    It 

w  was  not  a  trade-mark  of  the  plaintiff  which  became  identified  with  his 
workmanship  and  indicated  that  the  press  was  of  his  manufacture,  but 
was  a  name  which  characterized  the  press  which  he  invented.  Any 
manufacturer  who  uses  the  name  now  does  so  ,to  show  that  he  manu- 
factures the  Gaily  press,  which  be  may  rightfully  do,  and  does  not  rep- 

'  resent  to  the  public  that  it  is  getting  any  skill  or  excellence  of  work- 
manship which  Gaily  possessed,  and  does  not  induce  it  to  believe  that 
the  presses  are  manufactured  by  the  plaintiff.  The  cases  of  FiUey  v.  Child 
(lOBlatchf.,  37<»);;  Singer  Manufg  Co.  v.  Stanage  (6  Fed.  Rqpm  279), 
and  Gray  v.  Taper  Sleeve  Pulley  Worts  (16  Fed.  Bep.,  436)  contain  the 
reasoning  anifthe  proper  distinctions  upon  the  subject. 
The  motion  is  denied. 


[United  8tstes  Circuit  Court- Western  District  of  Wisconsin.] 

May  v.  Junbatj  County. 

Decided  February  11, 1887. 

410.  G.,  578. 

1.  Liability  of   County   for   Infringement—Fraud   of   Contractor   foe 
County  Jail. 

A  contract  for  building  a  county  jail  provided  for  a  patent  lock  device,  which  was 
pot  in  by  the  contractor  or  a  sub-contractor,  bnt  without  authority  from  the  owner  of 
the  patent.  In  lees  than  two  years  after  the  county  took  possession  of  the  jail  the 
patent  expired,  and  in  the  meantime  the  lock  device  was  not  need.  The  county 
authorities  knew  nothing  of  the  contractor  having  put  in  the  lock  without  authority 
from  the  patentee.  Held,  that  the  county  was  not  liable  in  tort  for  infringement  of 
the  patent. 
&  Sams— Assignment— Damage*  for  Prior  Infringements. 

The  assignment  of  a  patent  does  not  ordinarily  transfer  the  right  to  damages  for 
infringements  prior  to  the  assignmeui ;  and  held,  that  a  sale  and  assignment  by  an 
administrator,  under  order  of  conn,  of  a  number  of  patents  belonging  to  the  deceased, 
some  of  which  had  expired,  the  sale  being  for  a  nominal  sum,  contained  no  oiron 
stances  to  vary  *b«  general  rule. 
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Mr.  G.  W.  Hazleton  (Mr.  M .  0.  Burteh,  of  counsel)  for  the  plaintiff, 
Mr.  F.  8.  Veeder  (Messrs.  Pinney  &  Sanborn,  of  counsel)  for  the  de- 
fendant. 

BuNN,  J.  (charging  jury) : 

This  is  an  action  of  trespass  on  the  case  under  the  laws  of  Congress  far 
the  infringement  of  a  patent-right.  The  evidence  being  in  on  both 
sides,  the  defendant's  counsel  now  asks  the  court  to  instruct  the  jury 
to  return  a  verdict  for  the  defendant  upon  the  fallowing  grounds,  to 
wit:  First,  that  the  action  being  in  tort  for  the  infringement  of  a  pat- 
Out-right,*  tbe  county  is  not  liable ;  second,  the  assignment  of  the  patent 
from  the  executor  to  the  plaintiff  did  not  carry  with  it  the  right  to 
maintain  actions  for  infringement  of  the  patent  occurring  previous  to 
the  assignment  of  the  patent,  and  during  the  lifetime  of  her  husband, 
the  patentee. 

When  this  case  was  before  the  court  upon  demurrer  to  the  complaint* 
the  first  question  above  stated  was  argued  and  submitted,  and  the  court 
looked  into  the  authorities,  and  considered  the  question  of  the  liability 
of  a  county  in  such  a  case.  The  demurrer  was  overruled  pro  forma> 
and  the  question  reserved  for  further,  consideration  upon  the  trial,  when 
it  was  supposed  the  facts  would  more  precisely  appear.  The  evidence 
is  now  in,  and  there  is  no  question  made  about  the  facts.  From  these 
it  appears  that  the  plaintiff's  patent  consists  in  a  certain  device  for 
locking  and  unlocking  at  once  all  the  cells  of  a.  jail  by  the  sheriff  or 
turnkey  from  the  outside,  standing  in  a  position  where  he  can  view  the 
interior  of  the  jail  and  observe  the  situation  add  attitude  of  the  pris- 
oners, and  so  shield  himself  from  assault  by  any  desperate  or  ill-disposed 
prisoner.  The  patent  was  issued  to  Edwin  May,  October  4, 1859,  and 
was  to  run  fourteeu  years,  or  until  October  4, 1873.  There  was  an  ex- 
tension for  seven  yetfrs,  which  continued  the  life  of  the  patent  until 
October  4, 1880,  when  it  expired.  The  Juneau  Gounty  jail  was  built  by 
a  contractor,  uuder  a  contract  made  with  a  committee  acting  for  the 
county,  in  the  summer  of  1878.  The  contract  provided  for  one  of  these 
locks,  and  the  contractor,  through  a  subcontractor  of  the  iron  work  of 
the  jail,  pursuant  to  his  contract  with  the  committee,  put  it  on  in  the 
fall  of  1878.  The  evidence,  which  is  uncontradicted,  shows  that  the 
county  took  possession  of  the  jail  about  the  first  of  January,  1879,  bat 
that  this  lock  device  was  not  used  during  that  or  the  succeeding  year 
until  after  October  4, 1880,  when  the  patent  expired,  and  that  neither 
tbe  building  committee,  sheriff,  nor  architect  knew  anything  of  the 
patent,  or  that  the  contractor  or  sub-contractor  had  put  in  the  device 
without  authority  from  tbe  patentee.  Under  these  circumstances  it  is 
difficult  to  see  upon  what  principle  the  people  of  the  county,  who  moat 
be  taxed  to  pay  any  judgment  the  plaintiff  may  recover,  can  be  held 
liable  in  tort  for  the  infringement.  Tbe  contractor,  no  doubt,  might  be 
made  liable  if  he  put  in  the  device  without  authority  from  the  patentee. 
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And  my  firot  impression  was  that  the.  pounty,  if  it  adopted  the  device 
and  a jcd  it,  w^lC  not  be  heard  to  say  that  it  had  not  authorized  it,  and  in 
doing  so  had.  in/ringed  the  plaintiffs  patent'  Bat  (he  more  I  have 
thought  of  the  question  and  looked  into  the  adjudged  cases,  the  more 
have  I  ^n  'ed  io  the  conclusion  that  there  is  no  principle  of  law,  in 
the  abftenoe  of  any  statutory  provision,  by  virtue  of  which  the  county 
can  be  held  in  this  form  of  action.  The  same  question  was  argued  on 
general  demurrer  before  the  United  States  circuit  court  for  the  south- 
ern district  of  Ohio  io  the  case  of  Jacobs  v.  Board  Conors  Hamilton  Co. 
(1  Bond,  503),  and  it  wa&  there  held  that  the  board  of  county  commis- 
sioners could  not  be  made  liable  in  their  official  capacity;  following 
Commissioners  Hamilton  Co.  v.  Mighels  (7  Ohio  St.,  109),  a  leading  and 
well  considered  case,  where  all  the  authorities  are  reviewed.  The  ques- 
tion has  also  been  decided  in  the  same  way  by  the  supreme  court  of 
Iowa  and  by  various  other  courts.  It  would  be  difficult  to  answer  the 
reasoning  of  these  cases.  At  least,!  have  found  it  so.  There  are  also  some 
facte  in  this  case,  very  favorable  to  the  county,  now  appearing  on  the 
trial,  which  did  not  appear  in  the  adjudged  cases  referred  to,  and  which 
were  not  presented  by  the  demurrer  in  this  case. 

Tbe  way  it  now  appears,  from  the  undisputed  evidence,  is  that  the 
tax-payers  of  the  county,  who  are  tbe  real  parties  in  interest  defendant, 
have  bad  nothing  whatever  to  do  with  the  alleged  infringement  of  the 
plaintiff's  right.  They  have  not  infringed  it  themselves^  nor  authorized 
any  one  else  to  so  infringe  it;  and,  if  this  is  so,  it  is  difficult  to  dis- 
cover upon  what  principle  they  can  be  made  to  suffer  as  for  a  trespass.. 
They  have  paid  for  what  they  got,  and  got  what*  they  paid  for,  without 
any  knowledge  or  intimation  that  anybody's  rights  bad  been  infringed 
by  the  contractor  until  this  suit  was  brought;  and,  though  they  paid  the 
contractor  for  it,  they  had  no  use  of  the  plaintiff's  device  until  after  the 
patent  had  expired.  Whether  they  have  ever  used  it  since  I,  believe 
does  not  appear  in  the  evidence. 

I  am  unable  to  discover  anything  in  the  case  to  connect  the  building 
committee  with  the  infringement  of  the  patent;  but  even  if  there  #as 
if  would  by  no  means  follow  that  tbe  consequence  of  the  malfeasance 
could  be  visited  upon  the  county.  They  were  appointed  by  the  author- 
ities of  the  county,  the  county  board  of  supervisors,  for  certain  specified 
and  limited  purposes.  Tbey  were  to  make,  receive,  and  examine  plans 
and  specifications,  receive  bids,  and  let  the  contract  on  behalf  of  the 
county.  Their  authority  did  not  extend  to  the  doing  of  toy  unlawful 
act  whatever,  and  therefore,  if  they  had  infringed  thd  plaintiff's  right 
in  so  doing,  they  were  not  acting  within  the  scope  of  their  authority. 
There  is  no  one  authorized  to  act  as  the  general  agent  of  a  county. 
The  relation  of  principal  and  agent  does  not  exist  between  a  county 
and  any  of  its  officers.  All  its  officers  are  chosen  with  certain  special 
and  enumerated  powers  which  they  can  not  transcend.  So  long  as  they 
keep  within  these  powers  the  county  is  bound,  but  no  further. 
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The  county  itself  is  bat  a  political  subdivision  of  the  State,  created 
by  the  sovereign  power  of  the  State,  aud  set  apart  for  certain  political 
and  administrative  purposes.  The  authority  which  it  exercises  is  bat 
.part  and  parcel  of  the  general  police  and  administrative  power  of  the 
State.  The  people  of  each  county*,  it  is  true,  have  power  to  tax  them- 
selves for  the  building  of  a  court-house  and  a  jail,  and  it  is  their  doty 
to  do  so;  but  these,  again,  when  xttnstructed,  are  a  part  of  the  general 
agency  and  appliances  which  the  Slate  adopts  for  the  general  adminis- 
tration of  justice  in  the  State,  and  the  people  of  the  county  have  only 
an  interest  in  them  in  common  with  all  the  people  of  the  State.  The 
admistration  of  civil  affairs  is  imposed  upon  the  county,  not  at  their  own 
solicitation,  but  by  the  sovereign  power  of  the  State.  It  is  not  so  with 
municipal  corporations  proper,  like  cities  and  villages,  which  obtain 
their  charters  upon  request,  and  which  are  granted  certain  privileges 
and  franchises  which  are  of  value  to  the  incorporators,  and  in  which 
they  have  a  direct  interest  not  shared  by  others.  And  this  seems  to 
be  one  ground,  perhaps  the  main  ground,  of  distinction  between  the 
liability  of  cities  and  villages,  which  are  municipal  corporations  proper, 
on  the  one  hand,  and  towns  and  counties,  which  are  but  quasi  corpora- 
tions, on  the  other.  The  former  may  be  held  liable  for  the  misfeasauoe 
or  non-feasance  of  their  officers  acting  in  the  line~of  their  authority, 
while  the  latter,  it  is  generally  held,  can  not  be  unless  made  so  by 
statute.  The  distinction  is  well  grounded,  and  I  am  inclined  to  believe, 
though  with  no  very  high  degree  of  confidence,  is  applicable  to  the  case 
at  bar. 

But  on  the  proposition  that  the  undisputed  tacts  of  the  case  do  not 
implicate  the  building  committee  in  the  alleged  wrongful  act  I  have 
something  more  of  confidence.  The  committee  let  the  contract  to  cer- 
tain builders  or  contractors,  engaged  in  an  independent  calling,  to  fur- 
nish all  materials  and  construct  the  jail  according  to  certain  plans  and 
specifications.*  Among  other  things  the  contractors  were  to  put  in  this 
device  for  locking  and  unlocking  the  jail  and  cells,  which  the  committee 
then  found  in  use  in  other  jails  and  prisons  of  the  State.  Is  there  any 
implication  that  the  committee  in  so  doing  authorized  or  contemplated 
a  trespass  f  Is  not  the  implication  rather  that  the  contractor  was  to 
put  this  lock  in,  as  he  did  everything  else,  at  his  own  expense  and  in 
a  legitimate  way,  the  county  paying  for  the  building  when  finished f 
Suppose  th  e  contract  had  provided  that  the  builder  should  construct 
the  chimneys  of  Philadelphia  pressed  brick  or  shingle  the  roof  with 
sawed  shingles.  Suppose,  further,  that  there  was  a  patent  upon  the 
manufacture  of  Philadelphia  pressed  bridfc  or  upon  sawed  shingles. 
The  contractor,  instead  of  bargaining  with  one  who  owns  the  patent 
or  has  the  right  to  manufacture  these  articles,  takes  them,  we  will  say, 
by  a  trespass,  from  some  person  who  has  made  them  iu  violation  of  the 
patent.  They  are  put  into  the  structure  of  the  jail  aud  become  a  part  of 
the  realty.    The  title  changes,  though  the  articles  are  taken  by  a  ties- 
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pass.  The  county,  without  any  knowledge  of  the  wrong,  accepts  the 
building  and  pay 8  the  contractor.  la  it  not  evident  that  the  owner  of 
the  brick  or  of  the  shingles,  though  taken  from  him  wrongfully,  can 
neither  reclaim  his  property  nor  maintain  trespass  against  the  county) 
And  is  the  owner  of  the  patent  in  any  different  or  bettor  plight  1 
Must  he  not  look  to  the  contractor  or  to  the  manufacturer  for  redress, 
rather  than  the  people  of  the  county  or  the  building  committee,  who 
are  innocent  of  any  >rongf  On  the  other  point  it  appears  that  Bd* 
win  May,  the  patentee,  was' the  owner  of  the  patent  at  the  time  of  the 
alleged  infringement  He  died  en  February  27, 1880,  and  Bd  win  For- 
rest May  was  appointed  his  executor.  On  June  7, 1880,  Bdwin  Forrest 
May  resigned  his  trust  as  executor,  and  on  that  day  George  F.  McOinnis 
was  duly  appointed  administrator  de  bonk  nan  with  the  will  annexed  of 
the  estate  of  said  Bdwin  May,  deceased.  On  December  30, 1880,  the 
administrator  petitioned  the  probate  court  of  the  proper  county  far 
leave  to  sell  this  and  other  patents  belonging  to  the  estate  of  the  de- 
ceased, representing  that  they  were  of  little  value,  and  constituted  all 
the  property  belonging  to  the  estate  not  then  disposed  of.  Leave  was 
granted  to  the  administrator  to  sell  the  patents,  aud  on  March  6, 1882, 
an  assignment  in  writing  was  made  of  this  and  other  patents  of  the 
plaintiff;  the  operative  clause  of  which  assignment  is  as  follows,  after 
enumerating  certain  patents,  all  of  which  were  still  in  force  except  the  ' 
one  in  suit ; 

Now,  therefor*,  to  all  whom  it  may  concern,  be  it  known  that  for  and  in  considera- 
tion of  the  said  enui  of  flfte/»n  (15)  dollars  to  me  in  hand  paid,  and  in  pursuance  ta 
the  order  and  authority  aforesaid,  I,  the  said  George  F.  MeGinnis,  as  administrator 
of  the  estate  of  said  Edwin  May,,  deceased,  have  sold;  assigned,  transferred,  and  set 
oyer,  and  do  hereby  sell,  assign,  transfer,  and  set  over,  onto  the  said  Sarah  May,  all 
the  right,  title,  interest,  claims,  and  demands  whatsoever  which  the  estate  of  said 
Edwin  May,  deceased,  has  in,  to,  by,  nnder,  and  through  the  said  improvements,  and 
the  letters  patent  and  extensions  thereof  therefor  aforesaid,  the  same  to  be  held  and 
enjoyed  by  the  said  Sarah  May  for  her  own  nse  and  behoof,  aod  (or  the  use  and  be- 
hoof of  her  legal  representatives,  to  the  full  end  of  the  term  for  which  said  letters 
patent  and  extensions  thereof  are  or  may  be  granted,  as  fully  and  entirely  as  the 
same  would  have  been  held  and  enjoyed  by  said  estate  had  this  aasigtiment  and  sale 
not  been  made,  and  as,  by  and  nnder  the  order  aod  authority  aforesaid,  I,  as  such 
administrator,  can  or  ought  to  grant,  sell,  and  assign  the  same. 

The  question  is  whether  this  assignment  carries  with  it  the  right  of* 
action  for  infringements  of  the  patent  while  Edwju  May  was  the  sole 
owner;  and  it  seeihs  clear,  on  principle  and  authority,  tbat  it  does  not. 
The  language  used  refers  ouly  to  the  then  present  aud  future  interest 
in  this  pateut,  and  can  not  be  construed  to  cover  rights^of  action  which 
accrued  to  the  patentee  for  infringements  during  his  life-time. 

The  precise  |>oint  was  decided  by  Judge  Blatchford  iu  the  case  of 
Dibble  v.  Augur  (7  Blatchf.,  80).  The  language  of  the  assignment  there 
was  as  follows :  "  All  his,  said  Robertson's,  right;  title,  interest,  claim, 
o*  demand  whatsoever  in,  to,  or  under  the  said  letters  patent*  This 
language  was  held  to  refer  wholly  to  the  future,  and  to  convey  only  the 
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2.  Business  Name  will  be  Protected. 

A  court  of  equity  will  prevent  the  piracy  of  a  business  name,  and  the  fact  that 
the  defendant's  name  is  a  corporate  name  is  of  no  moment.    "  Cellonite  Manu- 
facturing Company  n  is  an  infringment  of  "Celluloid  Manufacturing  Company.1* 
&  Right  to  Protection  in  the  Use  of  an  adopted  Trade-Mark  Not  Im- 
paired by  the  Subsequent  Use  or  the  Word  or  Name  bt  the  Public 
in  a  Descriptive  Sense. 

The  exclusive  right  to  use  as  a  trade-mark  a  word,  coined  and  given  currency 
by  a  manufacturer  is  not  affected  by  a  subsequent  use  of  the  word  by  the  public 
in  a  descriptive  sense.    Selchow  v.  Baker  (93  N.  Y.,  59)  approved. 
4.  Trade-Mark  "Celluloid"  Infringed  bt  the  Use  of  the  Word  "Cellon- 
ite." 

The  word  "Celluloid  "is  a  lawful  trade-mark,  and  the  word  "  Cellonite "  is 
sufficiently  like  it  to  produce  the  mischief  whioh  is  within  the  purview  of  the  law. 

Air.  Rowland  Cox  for  the  complainant. 
Mr.  John  R.  Bennett  tat  the  defendant. 

Bradley,  J.  ; 

The  b  11  of  complaint  in  this  ease  states  that  the  complainant  was 
incorporated  under  the  laws  of  New  York  in  1871,  and  has  ever  since 
that  time  used  its  corporate  name  in  carrying  on  its  business  of  the 
manufacture  and  sale  of  various  compounds  of  pyroxyline,  adapted  to 
different  uses  and  purposes ;  and  that  its  name  has  become  of  great 
consequence  in  the  good -will  of  its  business,  its  standing,  and  the  repu- 
tation of  its  goods.  That  in  order  to  designate  its  said  manufactured 
products,  and  to  distinguish  them  from  similar  compounds  manufaet* 
ured  by  others,  the  complainant  from  the  first  adopted  and  used  the 
word  "  Celluloid,*  which  had  never  been  used  before,  except  to  a  limited 
extent  by  Isaiah  8.  and  John  W.  Hyatt,  by  whom  the  word  was  coined, 
and  who  were  engaged  in  the  same  manufacture  at  Albany,  Me w  York, 
and  used  the  word  as  a  trade-mark ;  and  when  complainant  was  incor- 
porated the  said  Hyatts  entered  into  its  employ,  and  assigned  to  it  all 
their  rights  relating  to  their  business,  good-will,  and  trade-mark ;  and 
complainant  has  ever  since  used  the  word  "  Celluloid *  as  its  trade- 
mark, by  impressing  or  stamping  it  into  the  surface  of  the  articles  made 
from  manufactured  product,  whereby  it  has  acquired  a  high  reputation 
as  denoting  complainant's  manufacture  and  indicating  goods  of  supe- 
rior quality,  as  compared  with  like  goods  sold  by  other  parties  under  the 
names  of  "  Chrolithion,"  "Lignoid,"  "Pasbosene,"etc.  That  in  187J 
ooraplainaut  caused  said  word  u  Celluloid  "  to  be  registered  as  a  trade- 
mark in  the  United  States  Patent  Office  under  the  act  in  snob  case  made 
and  provided,  and  again  registered  in  1883  under  the  subsequent  act. 
The  bill  then  complains  that  the  defendant,  in  order  to  deprive  the 
complainant  of  its  business  and  its  rights,  and  to  create  an  unfair  com- 
petition, since  the  1st  day  of  January,  1880,  has  adopted  the  name  of 
44  Cellonite  Manufacturing  Company ,"  with  inteut  that  it  shonld  be  mis- 
taken for  complainant's  name,  and  intends  to  use  it  in  the  transaction 
of  business  similar  to  that  of  the  complainant ;  that  the  similarity  of 
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names  will  embarrass  and  obstruct  the  business  of  the  complainant, 
cause  confusion  and  mistake,  divert  complainant's  custom,  reduce  it* 
sales,  and  deceive  the  public  That  the  defendant  has  commenced  to 
erect  works  on  an  extensive  scale  for  the  manufacture  of  a  compound 
of  pyroxyline  to  be  put  on  sale  under  the  name  of  "  Cellonite,"  a  ifame 
purely  arbitrary,  and  adopted  to  enable  the  defendant  to  sell  the  article 
of  complainant's  produce.  That  the  corporators  who  formed  the  de- 
fendant company  had  previously  been  engaged  in  the  manufacture  of 
pyroxyline  compounds  under  the  name  of  "  Prfsbosene,"  "  Liguoid," 
"Chrolitbion,"  etc.,  but  selected  the  new  name  '*  Cellonite"  in  order  to 
trade  upon  the  complainant's  reputation  and  to  sell  its  product  as  the 
complainant's,  and  intends  to  stamp  its  goods  with  the  word  "Cellonite," 
in  imitation  of  the  stamp  on  complainant's  goods  in  order  to  sell  them 
as  complainant's  manufacture. 

The  bill  prays  an  injunction  to  prevent  the  defendant  from  using  the 
word  "  Cellonite"  or  any  imitation  of  the  word  "  Celluloid."  The  alle- 
gations of  the  bill  are  verified  by  affidavits  and  exhibits. 

The  defendant  has  filed  an  answer,  in  which  it  denies  that  the  com- 
plainant h^s  any  right  to  the  exclusive  use  of  the  word  "  Celluloid,"  ak 
leges  that  many  companies  use  it  in  their  names,  as  "  Celluloid  Brush 
Company,"  "  Celluloid  Collar  and  Cuff  Company,"  etc,  which  have  been 
allowed  by  complainant  without  objection.  It  admits  the  selection  and 
use  of  the  word  by  the  complainant,  but  denies  any  exclusive  right  to 
the  use  of  it,  because  it  has  become  a  part  of  the  English  language  to 
designate  the  substance  "  Celluloid,"  and  the  impression  of  the  word  on 
the  articles  manufactured  by  complainant,  merely  indicates  the  sub- 
stance of  which  they  are  composed.  It  denies  that  the  word  "  Gello- 
nite "  was  adopted  for  the  purpose  of  imitating  the  name  of  complainant 
or  the  name  stamped  on  the  complainant's  goods.  It  avers  that  the 
word  was  adopted  as  far  back  as  1883,  and  has  been  continuously  used 
ever  siuce,  hot  to  imitate  the  word  "  Celluloid,"  but  selected  as  better 
describing  the  exact  nature  of  the  pyroxyline  compound  used  by  the 
defendant,  the  same  being  a  compound  of  the  well-known  substance, 
cellulose,  and'niter, "  Cellonite"  being  merely  a  compound  derivative  of 
those  two  words ;  that  the  defendant  abandoned  the  use  of  the  words 
"  Pasbosene,"  u  Lignoid,"  etc,  because  those  words  gave  no  informa- 
tion as  to  the  chemical  constituents  of  the  compounds  designated  by 
them.  It  alleges  that  it  has  for  four  years  been  engaged  in  manufact- 
uring and  selling  goods  marked  "  Cellonite,"  and  until  now  no  attempt 
has  been  made  to  interfere  with  it  To  show  that  the  word  "  Celluloid" 
is  a  word  of  common  use,  the  answer  cites  it  in  various  patents  and 
books  (but  *11  subsequent  to  1873) ;  also,  the  Rules  of  the  Patent  Offioe 
as  to  the  classes  of  inventions  iu  which  one  of  the  sub-classes  is  "  Cel- 
luloid." 

The  only  verification  of  the  answer  is  the  oath  of  J.  B.  France,  an  offi- 
cer of  the  company,  who  swears  that  the  contents  are  true  so  far  as  they 
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are  within  his  knowledge,  and  so  far  as  stated  on  information  and  belief 
he  believes  them  to  be  true. 

The  answer  virtually  admits  that  the  corporators  of  the  defendant 
had  been  engaged  before  the  formation  of  the  defendant  company  in 
the  same  manufacture,  and  had  called  their  produce  '« Pasbosene," 
"Lignoid,"  etc.,  and  that  they  adopted  the  word  "  Cellonite"  instead  of 
those  designated  for  the  reason,  as  the  answer  says,  that  it  is  more  ex- 
pressive of  the  constituents,  celluAote  and  niter.  This  is  a  somewhat 
singular  explanation. '  The  termination  "ite"  in  chemistry  has  a  tech- 
nical application  nothing  to  do  with  the  word  "  niter,"  and,  notwith- 
standing the  denial  of  the  answer  (which,  however,  can  not  be  regarded 
as  verified  by  oath),  the  inference  strongly  presses  itself  that  the  name 
was  adopted  on  account  of  its  similarity  to  "  Celluloid,"  as  the  oom- 
plainant  charges. 

In  alleging  that  the  word  "  Cellonite  »  has  been  used  by  the  defend- 
jrat  since  1883,  the  defendant,  which  was  not  incorporated  until  May, 
1886,  identifies  itself  with  the  previous  association,  shown  by  the  affida- 
vits to  have  been  called  "The  Merchants'  Manufacturing  Company," 
composed  of  the  same  corporators,  who  abandoned  the  old  name  and 
assumed  the  new  one  for  some  purpose  or  other.  The  explanation  given 
for  so  doing  is  not  entirely  satisfactory.  Here  are  two  facts, standing  side 
by  side:  First,  the  fact  that  the  Celluloid  Manufacturing  Company,  an 
old,  well-established  concern,  is  doing  a  large  and  prosperous  business, 
with  a  good- will  resulting  from  many  years  of  successful  effort,  and  calls 
•the  product  of  its  manufactures  '*  celluloid,"  whioh  has  become  such  a 
popular  designation  that,  as  the  defendant  says,  it  has  become  incor- 
porated in  the  English  language;  secondly,  the  fact  that  the  Merchants' 
Manufacturing  Company,  which  produces  substantially  the  same  article 
and  calls  it  by  different  names, "  Pasbosene,"  "  Lignoid,"  etc  (with  what 
success  we  are  not  told),  suddenly  changes  its  name  to  that  of  "  Cello- 
nite Manufacturing  Company,"  and  calls  its  produce  "  Cellonite.*  It 
will  take  a  great  deal  of  explanation  to  convince  any  man  of  ordinary, 
business  experience  that  this  change  of  name  was  not  adopted  for  the 
purpose  of  imitating  that  of  the  old,  successful  company. 

It  is  the  object  of  the  law  relating  to  trade-marks  to  prevent  one  man 
from  unfairly  stealiug  away  another's  business  and  good-will.  Fair 
competition  in  business  is  legitimate  and  promotes  the  public  good,  but 
an  unfair  appropriation  of  another's  business  by  using  his  name  or  trade- 
mark, or  an  imitation  thereof  calculated  to  deceive  the  public,  or  in  any 
other  way,  is  justly  punishable  by  damages,  and  will  be  enjoined  by  a 
Court  of  Equity.  The  question  before  me  is,  whether  the  law  has  been 
violated  in  the  present  case. 

First,  as  to  the  imitations  of  the  complainant's  name.  The  fact  thfet 
both  are  corporate  names  is  of  no  consequence  in  this  connection.  They 
Are  the  business  names  by  which  the  parties  are  known,  and  are  to  be 
dealt  with  precisely  as  if  they  were  the  names  of  private  firms  or  part- 
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nerships.  The  defendant's  name  was  of  its  own  choosing,  and  if  an  un- 
lawful imitation  of  the  complainant's  is  subject  to  the  same  rales  of  law 
as  if  it  were  the  name  of  an  unincorporated  firm  or  company.  It  is  not 
identical  with  the  complainant's  name.  That  would  be  too  gross  an 
invasion  of  the  complainant's  right  Similarity,  not  identity,  is  the 
usual  recourse  when  one  party  seeks  to  benefit  himself  by  the  good 
name  of  another.  What  similarity  is  sufficient  to  effect  the  object  has 
to  be  determined  in  each  case  by  its  own  circumstances.  We  may  say, 
generally,  that  a  similarity  Which  would  be  likely  to  deceive  or  mislead 
an  ordinary,  unsuspecting  customer,  is  obnoxious  to  the  law.  Judged 
by  this  standard,  it  seems  to  me  that,  considering  the  nature  and  circum- 
stances of  this  case,  the  name  "Cellonite  Manufacturing  Company"  is 
sufficiently  similar  to  that  of  the  "Celluloid  Manufacturing  Company  * 
to  amount  to  an  infringement  of  the  complainant's  trade  name.  The 
distinguishing  words  in  both  names  are  rather  unusual  ones,  but  sup- 
posed to  have  the  same  sense.  Their  general  similarity,  added  to  the 
identity  of  the  other  parts  of  the  names,  makes  a  whole  which  is  cal- 
culated to  mislead. 

Secondly,  as  to  the  complainant's  alleged  right  to  the  exclusive  use 
of  the  work  "Celluloid"  as  a  trade-mark  and  the  defendant's  alleged 
imitation  thereof!  On  this  branch  of  the  case  the  defendant  strenuously 
contends  that  the  word  "  Celluloid  *  is  a  word  of  common  use  as  an  ap* 
pellatave  to  designate  the  substance  celluloid,  and  can  not,  therefore,  be 
a  trade-mark;  and,  secondly,  if  it  is  a  trade-mark,  the  defendant  does 
not  infringe  it  by  the  use  of  the  word  "  Cellonite." 

As  to  the  first  point,  it  is  undoubtedly  true,  as  a  general  rule,  that  a 
word  merely  descriptive  of  the  article  to  which  it  is  applied  can  not  be 
used  as  a  trade-mark. 

Everybody  has  a  right  to  use  the  common  appellatives  of  the  language 
and  to  apply  them  to  the  things  denoted  by  them.  A  dealer  Jn  flour 
can  not  adopt  the  word  "flour  "  as  his  trade-mark  and  prevent  others 
from  applying  it  to  their  packages  of  flour.  I  am  satisfied  from  the  evi- 
dence adduced  before  me  that  the  word  "  Celluloid"  has  become  the 
most  commonly  used  name  of  the  substance  which  both  parties  manu- 
facture, and  if  the  rule  referred  to  were  of  universal  application  the  po- 
sition of  the  defendant  would  be  unassailable.  But  the  special  case  be- 
fore me  is  this:  The  complainant's  assignors,  the  Hyatts,  coined  and 
adopted  the  word  when  it  was  unknown  and  made  it  their  trade-mark, 
and  the  complainant  is  assignee  of  all  the  rights  of  the  Hyatts.  *  When 
the  word  was  coined  and  adopted  it  was  clearly  a  good  trade-mark. 
The  question  is  whether  the  subsequent  use  of  it  by  the  public  as  a  com- 
mon appellative  of  the  substance  manufactured  can  take  away  the  com- 
plainant's right.    It  seems  to  me  that  it  can  not 

As  a  common  appellative  the  public  has  a  right  to  use  the  word  for 
all  purposes  of  designating  the  article  or  product,  except  one— it  can 
not  use  it  as  a  trade-mark,  or  in  the  way  that  a  trade-mark  is  used,  by 
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Applying  it  to  and  stamping  it  npon  the  articles }  the  complainant  alone 
can  do  this,  and  any  other  person  doing  it  will  infringe  the  complainant's 
right  Perhak>s  the  defendant  would  have  a  right  to  advertise  that  it 
manufacture*  celluloid ;  but  this  use  of  the  word  is  very  different  from 
using  it  as  a  trade-mark  stamped  upon  its  goods.  It  is  the  latter  use 
which  the  complainant  claims  to  have  an  exclusive  right  in,  and  if  it 
has  such  right  (which,  it  seems  to  me,  it  has),  then  such  a  use  by  the 
defendant  of  the  word  "  Celluloid  "  itself,  or  of  any  colorable  imitation 
of  it>  would"  1>e  an  invasion  of  the  complainant's  right.  As  a  trade- 
mark  it  indicates  that  the  article  bearing  it  is  the  product  of  the  com- 
plainant's manufacture.  '  If  another  party  uses  it  in  that  way  it  indicates 
a  falsehood,  and  is  a  fraud  on  the  public  and  an  injury  to  the  complain- 
ant. He  essence  of  the  law  of  trade-marks  is,  that  one  man  has  no 
right  to  palm  off  as  the  goods  or  manufacture  of  another  those  that  are 
not  his.  This  is  done  by  using  that  other's  trade-mark,  or  adopting  any 
other  means  or  device  to  create  the  impression  that  goods  exhibited  for 
sale  are  the  product  of  that  other  person's  manufacture  when  they  are 
not  so. 

The  subject  is  well  illustrated  by  the  case  of  Mc Andrew  v*  Baeeett  (4 
DeGex,  Jones  &  Smith,  380).  The  plaintiffs  produced  a  new  article  of 
Ueorice,  and  stamped  the  sticks  with  the  word  "  Anatolia,"  some  of  the 
juice  from  which  they  were  made  being  brought  from  Anatolia,  in  Tur- 
key. The  article  becoming  very  popular  the  defendants  stamped  their 
licorice  sticks  with  the  same  word.  Being  sued  for  violation  of  plaint- 
UTS  trade-mark,  one  of  their  defenses  was  that  no  person  has  a  right 
to  adopt  as  a  trade-mark  a  common  word  like  the  name  of  a  country 
where  the  article  is  produced.    Lord  Chancellor  West  bury  said : 

4hat  argument  is  merely  the  repetition  of  the  fallacy  which  I  have  frequently  had 
ooeesion  to  expose.  Property  in  the  word  for  all,  purposes  can  not  exist ;  but  property 
in  that  word,  as  applied  by  way  of  stamp  npon  a  particular  vendible,  as  a  stick  of 
licorice,  does  exist  the  moment  the  article  goes  into  the  market  so  stamped,  and*there 
obtains  acceptance  and  reputation,  whereby  the  stamp  gets  currency  as  an  indica- 
tion of  superior  quality  or  of  some  other  circumstance  which  renders  the  article  so 
stamped  acceptable  to  the  public.    (P.  386.) 

Another  case  throwing  light  on  the  subject  is  that  of  The  Singer  Ma- 
chine Manufacturers  v.  Wilean  (3  App.  Oases,  376).  There  the  defend- 
ant, a  manufacturer  and  vender  of  sewing-machines,  inserted  in  his 
price  list,  among  other  articles  for  sale,  the  "Singer  sewing-machine,9 
and  sold  Machines  by  that  name,  but  having  his  own  trade-mark  npon 
them.  The  plaintiff  sued  him  on  the  ground  that  by  a  "Singer  sewing- 
machine"  was  understood  in  the  community  a  sewing-machine  made  by 
Singer,  the  inventor,  or  by  the  plaintiff,  his  assignee  and  successor  in 
business.  The  plaintiff  contended,  therefore,  that  the  advertisment  was 
a  fraud  on  the  public  and  an  invasion  of  its  exclusive  right  to  the  name 
M Singer."  The  defendant  contended  that  the  terms  "Singer  sewing- 
taacbine"  mental  a  particular  kind  of  machine  (which  he  described) 
irrespective  of  whomanufectnrepl  it;  that  the  word  "Singer9  had  come 
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to  be  descriptive  in  its  character,  anc}  would  not  have  the  effect  attrib* 
oted  to  it  by  the  plaintiff.  The  judges  who  delivered  opinions  in  the 
case  bold  that  if  the  use  of  the  name  a  Singer"  gave  the  public  to  un- 
derstand  that  the  defendant,  sold  machines  made  by  the  plaintiff,  it  was 
a  wrong  done  to  the  plaintiff;  but  that  if  the  name  had  come  into  com- 
mon use  as  a  name  of  a  particular  kind  of  machine,  irrespective  of  the 
maker,  the  defendant  had  a  right  to  use  it  in  his  advertisements  in  that 
sense,  using  his  own  trade-mark  on  the  article  itself,  and  it  was  held  by 
all  the  judges  that  it  was  a  matter  to  be  determined  by  evidence  whether 
the  use  of  the  name  in  the  advertisement  had  the  one  effect  or  the 
other.  This,  it  will  be  observed,  was  a  case  of  advertising  and  not  of 
imitating  a  trademark.  Still,  if  it  had  the  same  effect,  it  was  held  to 
be  equally  culpable.  The  oasedoes  not  decide  that  if  the  word  "  Singer9 
had  been  the  plaintiff's  trade-mark  any  change  in  its  use  would  have 
aflbcted  such  trade-mark,  but  does  decide  that  an  extension  of  its  use 
might  render  the  word  harmless  in  an  advertisement* 

The  defendant's  counsel  in  the  present  case  placed  great  reliance  on 
the  decision  in  The  Leather  Cloth  Company  v.  The  America*  Leather  Cloth 
Company  (11 H.  L.  Oa.,  523).  After  careftilly  reading  that  case  I  do 
not  see  that  it  necessarily  governs  the  present.  No  question  was  made 
as  to  the  names  of  the  companies.  The  trade-mark  there  was  a  large 
circular  label  stamped  upon  die  doth,  containing  in  its  circumference 
the  name  of  the  former  company  which  carried  on  the  manufacture  and 
the  places  where  it  had  been  carried  on,  thus:  "Crockett  International 
Leather  Cloth  Company:  Newark,  N.  J.,  IT.  8.  A.  West  Ham,  Bssex, 
England."  Within  the  circle  were,  first,  the  figure  of  an  eagle,  dis- 
played under  the  word  "  Excelsior,9  and  then  certain  announcements  in 
Targe  type,  as  follows:  "Crockett's  &  Co.  Tanned  Leather  Cloth: 
Patented  Jany.  24,  '58:  J.  B.  &  0.  Pi  Crockett,  Manufacturers."  The 
court  held  tikis  label  to  be  partly  trade-mark  and  partly  advertisement, 
and,  as  the  doth  was  not  patented  and  J.  B.  &  C.  P.  Crockett  were  not 
the  manufacturers,  the  court  was  inclined  to  agree  with  the  Lord  Chan- 
cellor that  these  statements  invalidated  the  label  as  a  trade-ifaark;  but 
Lords  Cranworth  and  Kingsdown  preferred  to  place  their  decision 
against  the  plaintiff  on  the  ground  that  the  defendant's  label  did  not 
infringe  it.  They  pointed  out  differences  in  figures,  and  showed  that 
the  announcements  were  different,  the  defendant's  announcement  being 
"Leather  Cloth  Manufactured  by  their  Manager,  late  with  J.  B.  &  O.  P. 
Crockett  &  Co.,"  without  any  reference  to  a  patent.  Lord  Kingsdown 
said: 

The  leather  cloth,  of  which  the  manufacture  wm  first  Invented  or  introduced  into 
the  country  by  the  Crockett*,  wee  not  the  subject  of  any  potent.  The  defendants  hod 
the  right  to  manufacture  the  come  article  end  to  represent  it  seine  seme  with  thear* 
tide  inanufactored  byCrocketts;  and  if  the  article  had  acquired  in  the  market  the 
name  of  Crockett's  leather  cloth,  not  as  expressing  the  maker  of  the  partlo  alar  specimen 
hut  asdescrihingthe  nature  of  theartiole  by  whomsoever  made,  they  had  a  right  in  that 
■ens*  to  numoJsjoture  Crockett's  lertn^  Ontheothe? 
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hand,  they  had  no  right  directly  or  indirectly  to  represent  that  the  article  which  they 
■old  was  manufactured  by  Crockett*  or  by  any  percon  to  whom  Crockett*  had  i 
their  business  or  their  rights.  They  had  no  right  to  do  this,  either  by  positive  i 
ment  or  by  adopting  the  trade-mark  of  Crooketts  &  Co.,  or  of  the  plaintiffs  to  whoa 
Crooketts  had  assigned  it,  or  by  using  a  trademark  so  nearly  resembling  that  of  tes 
plaintiff  as  to  be  calonlated  to  mislead  inesntioos  purchasers. 

It  seems  to  roe  that  the  true  doctrine  ooold  not  be  more  happily  ex- 
pressed  than  is  here  done  by  Lord  Kingsdown.  There  is  nothing  in  the 
ease  nor  in  the  opinions  of  any  of  the  judges  adverse  to  the  claim  of  the 
complainant. 

There  is  a  case  in  the  New  York  Beports  (Sdckotc  etaUx.  tyker  ef  si, 
93  N.  T.9  59)  which  comes  very  near  to  that  now  under  consideration. 
That  was  the  case  of  "  Sliced  Animals,"  and  that "  Sliced9  objects  was 
a  term  used  by  the  plaintiffs  as  a  trade-mark  to  designate  certain  poults 
manufactured  and  sold  by  them,  in  which  pictures  of  animals,  Ac,  on 
card-board  were  sliced  up  in  pieces,  and  the  puzzle  was  to  put  the  pieces 
together  and  make  the  animal.  The  label  "Sliced  Animals,*  ftcu,  was 
used  by  the  plaintiffs  on  a,U  boxes  of  these  goods  sold  by  them.  The 
defendants  infringed ;  and  the  question  was  whether  this  kind  of  desig- 
nation could  avail  as  a  trade-mark.  Judge  Bapallo,  in  delivering  the 
•pinion  of  the  court,  after  reviewing  many  cases  on  the  subject,  < 
dndes  as  follows : 

Onr  conclusion  is  thst  where  s  manufacturer  has  invented  a  new  name,  < 
either  of  s  new  word  or  s  word  or  words  in  common  use  which  he  has  applied  for  Us 
irst  time  to  his  own  manufacture  or  to  an  article  manufactured  by  him  to  distingue* 
it  from  those  manufactured  and  sold  by  others,  and  the  name  thus  adopted  is  not  f*» 
nerio  or  descriptive  of  the  article,  its  qualities,  ingredients,  or  characteristics,  but  k 
arbitrary  or  fanciful,  and  is  not  used  merely  to  denote  grade  or  quality,  he  is  entities 
to  be  protected  in  the  use  of  thst  name,  notwithstanding  that  it  has  become  so  gen- 
erally known  that  it  has  been  adopted  by  the  public  as  the  ordinary  appellation  of 
the  article. 

This  case  is  so  directly  in  point  that  it  seems  unnecessary  to  look 
further. 

I  think  it  perfectly  clear  as  matter  of  law  that  the  complainant  is  en- 
titled to  the  exclusive  use  of  the  word  "  Celluloid  n  as  a  trade-mark. 

The  only  question  remaining  .to  b6  considered,  therefore,  is  whether 
the  defendant,  by  the  use  of  the  word  "  Gellonite"  as  a  trade-mark,  or. 
impressed  upon  its  goods  as  a  trade-mark' is,  does,  or  will  infringe  the 
trade-mark  of  the  complainant.  Is  the  word  "  Cellonite"  sufficiently 
like  the  word  "  Celluloid,"  when  stamped  upon  the  manufactured  arti- 
cles, to  deceive  incautious  purchasers  and  to  lead  them  to  suppose  that 
they  are  purchasing  the  products  of  the  same  manufacturers  as  when 
they  purchased  article©  marked  "Celluloid!"  I  think  this  question 
must  be  answered  in  the  affirmative.  I  think  that  under  the  circum- 
stances of  the  case  the  word  "  Cellonite"  is  sufficiently  like  the  word 
"  Celluloid"  to  produce  the  mischief  which  is  within  the  purview  of  the 
law.  I  say,  under  the  circumstances  of  the  case.  By  that  I  mean  the 
previous  nomenclature  applied  to  the  articles  as  manufactured  by  dif- 
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ferent  persons.  The  complainant  has  always  stamped  its  goods  with 
the  word  ".Celluloid."  Other  manufacturers  have  called  the  product 
as  manufactured  by  them  by  names  quite  unlike  this,  as  "  Pasbosene," 
"Lignoid,"  "  Chrolithion,"  &<%,  so  that  a  wide  difference  in  designation 
and  marking  has  existed  between  the  complainant's  goods  aud  those  of 
all  others.  The  adoption  now  of  a  word  and  mark  so  nearly  like  the 
complainant's  as  "Cellonite  "can  not  fail,  it  seems  to  me,  to  mislead 
ordinary  purchasers  and  to  deceive  the  public 

The  defendant,  however,  sets  up  two  grounds  of  defense  against  the 
application  for  an  injunction  outside  of  the  merits  of  the  case :  first,  that 
the  complainant  has  acquiesced  in  the  use  of  the  word  "  Celluloid  "  in  the 
names  of  a  great  number  of  other  companies,  several  of  which  are  enumer- 
ated in  the  answer,  such  as  "The  Celluloid  Brush  Company,"  " The  Cellu- 
loid Collar  and  Cuff  Company,"  and  the  like,  and  by  such  acquiescence 
has  lost  any  right  to  complain  of  such  use  by  other  companies ;  but 
it  is  obvious  that  such  special  names,  indicating  confinement  to  a  particu- 
lar branch  of  the  trade,  are  wholly  unlike  the  complainant's  general  name 
of  "Celluloid  Manufacturing  Company."  Besides  this,  it  is  altogether 
probable,  as  we  gather  from  one  of  the  affidavits,  that  these  branch  com- 
panies are  mostly  licensees  of  the  complainant,  and  very  properly  use 
the  word  "  Celluloid  "  in  their  names.  We  chink  that  this  defense  can 
not  justly  prevail. 

The  other  is  of  somewhat  the  same  character— supposed  laches  and 
acquiescence  on  the  part  of  the  complainant  in  allowing  the  defendants 
themselves,  for  three  or  four, years  prior  to  the  suit,  to  use  the  word 
u  Cellonite  "  stamped  on  their  articles  of  manufacture  and  in  their  busi- 
ness name.  How  the  defendant  could  have  done  this  before  its  own  ex. 
istence  is  difficult  to  understand.  But  suppose  it  is  meant  that  it  was 
done  by  the  corporators  and  predecessors  of  the  defendant,  there  is  no 
proof  that  it  ever  came  to  the  knowledge  of  the  complainant,  and  -the 
fact  that  the  previous  name  used  under  the  former  corporate  organiza- 
tion was  that  of  "  The  Merchants'  Manufacturing  Company  "  is  sufficient 
to  afford  the  complainant  prima  fame  ground  of  excuse  for  not  having 
learned  of  the  alleged  use  of  the  word  "  Cellonite,"  if  it  ever  was  used, 

I  do  not  think  that  either  of  these  defenses  can  avail  the  defendant 

My  conclusion  is  that  the  complainant,  as  the  case  now  stands,  is,  In 
strictness,  entitled  to  an  injunction  to  restrain  the  defendant  from  using 
the  name  "  Cellonite  Manufacturing  Company,"  or  any  other  name  sob' 
atantially  like  that  of  the  complainant,  and  from  using  the  word  "  Cello* 
nite"  as  a  trade-mark  or  otherwise  upon  the  goods  which  it  may  manu- 
facture or  sell,  or  any  other  word  substantially  similar  to  the  word 
"  Celluloid,"  the  trade-mark  of  the  complainant 

But  my  great  reluctance  to  grant  a  preliminary  Injunction  tm  *up. 
pressing  the  use  of  a  business  namp  or  of  a  trade-mark  in  any  esse  In 
which  the  matter  in  issue  is  a  subject  for  Mr  discussion  and  admit*  of 
some  doubt  in  the  consideration  of  to  fecto  induces  me  to  withhold  the 
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order  for  the  present,  on  condition  that  the  defendant  will  agree  to  be 
ready  to  submit  the  cause  for  final  hearing  at  the  next  stated  term  of 
the  court,  which  commences  dn  the  fourth  Tuesday  of  September.  It 
is  possible  that  additional  evidence  or  a  toiler  verification  of  the  alle- 
gations of  the  answer  may  so  modify  the  facts  of  the  case  presented  to 
consideration  as  to  lead  to  a  change  of  views  on  the  question  of  infringe- 
ment or  of  excuse  therefor.  At  all  events,  it  will  be  more  satisfactory  not 
to  render  judgment  in  the  case  until  the  defendant  has  been  ftdly  heard, 
and  when  it  would  have  a  right  of  immediate  appeal  Should  the  de- 
fendant not  be  ready  for  a  hearing  at  the  time  indicated,  the  flroaoofc 
motion  may  be  renewed  without  additional  argument,  or  the  complain- 
ant may  take  such  other  course  as  it  shall  be  advised. 


I  Vailed  Stasis  Ctenlt  Geart-Ssstom  IHsfalst  of  Hksoaxi,  SMtam  Dtvittoa.) 

Shannon  *.  Beunbb. 

D«*WJf«y3,1887. 

4iO.G.,697. 
L  Schiliikobk  Pavsmsmt. 

Sehillinger**  patent,  reissued  May  %  1871,  No.  4,364,  for  improvements  in  eon- 
erete pavements,  adjudged  valid  and  to  have  been  infringed. 
Si  Iotmhotmmmt. 

The  defendant's  pavement  wee  laid  in  two  courses,  the  lower  being  laid  la  emo- 
tions or  blocks  separated  by  wood,  paper,  eand,  or  poor  eonerete,  and  the  upper 
divided  by  a  trowel  in  lines  coinciding  with  the  Joints  in  the  lower  oonrce.  JUi 
an  infringement  of  the  Sehillinger  patent. 
8.'  Anticipation,  What  was  hot. 

The  Sehillinger  patent  wee  not  anticipated  by  ■  sheet  pavement  of  nomiens 
with  an  npper  coone  of  removable  eonerete  panels  in  frames,  or  by  a  sheet  pave- 
ment, or  by  a  pavement  molded  into  blocks  and  then  laid,  or  by  a  sheet  pavement 
laid  upon  and  covering  strips  of  wood  arranged  in  diagonal  lines. 

Mr.  Upton  M.  Young,  Mr.  Alexander  Young,  and  Mr.  Albert  Blmr  to 
the  complainant. 

Mr.  George  H.  Knight  and  Me$sr$.  Hough,  Overall  dbJudeon  to  the  de- 
fendant. 

THATBB,  J.: 

This  is  a  suit  for  infringement  of  letters  patent  on  eonerete  pave- 
ments, granted  to  John  J.  Sehillinger,  July  19, 1870,  and  reissued  under 
date  of  May  2, 1671. 

This  patent  has  been  several  times  before  the  various  Federal  oomrts 
in  cases  of  alleged  infringement,  and  the  decisions  are  not  wholly  in 
accord  as  to  the  scope  of  the  invention  covered  by  the  patent  The  dis- 
agreement appears  to  have  arisen  since  a  disclaimer  was  filed  by  the 
patentee  in  1875,  whereby  he  withdrew  certain  parts  of  the 
tion*  attached,  to  the  reissued  letters.    The  circuit  courts  have  < 
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generally  held  the  Invention,  since  the  disclaimer,  to  consist  in  dividing 
a  concrete  pavement  as  it  is  laid  into  blocks  or  sections  so  that  one 
Mock  may  be  removed  or  repaired  without  injnry  to  the  rest  of  the 
pavement,  the  division  being  effected  by  interposing  some  substance  be- 
tween the  blocks,  such  as  tar-paper  or  some  equivalent  material.  (SchU- 
linger  v.  Qunther,  14  Blatchford,  152 ;  11  O.  G.f  831 ;  Same  v.  Same,  17 
Blatchford,66;  16  O.O.,  905;  California  Artificial  Stone  Pacing  Com- 
pamg  v.  MoUtor,  7  Sawyer,  190;  31  O.  G.,  1044;  Schillings  v.  Oreenwag 
Brewing  Company,  21  Blatchford,  383 ;  24  O.  G.,  495 ;  Kuhl  v.  Mueller  et 
at, 21  Fed. Rep., 510;  28  0.G.,541.) 

On  the  other  hand,  the  supreme  court  of  the  District  of  Columbia  has 
held  in  an  elaborate  and  carefully-prepared  decision  that  the  Schillinger 
invention,  after  the  disclaimer,  "  comprehended  only  a  combination  of 
•trips  of  tar-paper  or  its  equivalent  with  separate  concrete  blocks,"  so 
as  to  make  a  tight  joint,  and  the  equivalent  of  tar-paper  was  held  to  be 
some  "  flexible  or  manageable  substance  like  tin-foil."  (Schillinger  v. 
Oranfbrd,  decided  July  6, 1885,  Official  Gazette  U.  S.  Patent  Office,  vol. 
87,  p.  1349.) 

Owing  to  the  special  jurisdiction  in  patent  oases  conferred  on  the  su- 
preme court  of  the  District  of  Columbia  its  decisions  in  such  matters  are 
entitled  to  great  respect  But  the  Supreme  Court  of  the  United  States 
in  a  still  later  case  seem  to  have  approved  of  the  construction  given  to 
this  patent  by  the  circuit  courts  of  the  United  States  in  the  cases  first- 
above  cited.  {California  Paving  Company  v.  Schalicke,  119  U.  8.,  404; 
38  O.  G.,  329.) 

While  the  Supreme  Oourt  in  the  case  last  referred  to  does  not  at* 
tempt  to  define  the  nature  or  scope  of  the  Schillinger  invention  by  an 
independent  examination  of  the  subject,  yet  it  refers  with  manifest  ap- 
proval to  the  cases  of  Schillinger  v.  Gwnther,  supra,  and  other  kindred 
cases,  and  the  question  of  infringement  or  non-infringement  in  the  case 
under  consideration  is  made  to  turn  on  the  point  whether  there  had 
been  a  complete  division  of  the  pavement  into  blocks  in  the  process  of 
laying  the  same  by  the  interposition  of  some  separating  medinm,  so  as 
to  permit  blocks  to  be  removed  separately,  and  so  as  to  control  the  line 
of  fracture.    The  court  say : 

The  evidence  in  the  present  caae  shows  that  the  defendant  during  the  process  of 
making  his  pavement  marked  off  Its  surface  into  squares.  But  the  question  is, 
whether  he  to  any  extent  divided  it  into  blocks  so  that  the  line  of  cracking  was  con- 
trolled and  indneed  to  follow  the  joints  of  the  divisions,  rather  than  the  body  of  the 
block,  and  so  that  a  block  could  be  taken  out  and  a  new  one  put  in  its  place  without 
disturbing  or  injnring  the  adjoining  block. 

And  inasmuch  as  it  appeared  in  that  case  that  the  defeudant  laid  his 
pavement  in  strips  and  then  marked  the  same  crosswise  and  merely  on 
the  surface  with  a  blunt  marker,  without  dividing  the  same  into  blocks, 
even  in  any  degree,  as  provided  for  in  the  Schillinger  patent,  they  held 
that  the  latter  patent  had  not  be*u  iufringed. 


682  DECISIONS  OF  U.  8.  COUBTS  DT  PATENT  OASES. 

I  regard  the  case  of  the  California  Paving  Company  v.  BohaUcke  as 
settling  the  construction  to  be  given  to  the  Bchillinger  patent,  and  aa 
adopting  a  construction  substantially  in  accordance  with  the  rulings  of 
Judges  Shipman  and  Blatchford  in  SchUUnger  v.  Quniker  (14  Blatoh- 
ford,  152,  and  17  Blatchford,  66).  I  turn,  therefore,  to  a  consideration 
of  the  alleged  acts  of  infringement  in  this  case : 

The  testimony  shows  beyond  con  tradictioji  that  the  defendant  for  sev- 
eral years  past  has  been  engaged  in  laying  concrete  pavements.  It  la 
not  denied  that  he  divides  bis  pavements  into  sections  or  blocks  in  the 
process  of  laying  the  same,  and  while  the  concrete  is  in  a  plastic  state 
by  interposing  some  substance,  such  as  tar-paper,  blue-paper,  sand,  or 
thin  strips  of  wood  between  the  blocks.  The  evidence  shows  that  ha 
first  lays  a  lower  course  of  concrete  from  2}  to  4  inches  in  thickness, 
then  removes  the  scantling  forming  the  frame  for  the  block  and  against 
the  edges  of  the  concrete  places  paper,  or  sand,  or  wood  to  separate  it 
from  the  adjoining  block,  then  forms  the  adjoining  block  in  the  sane 
manner  as  the  first  was  formed,  and  eventually  covers  the  lower  conns 
of  concrete  with  an  upper  course  of  finer  concrete  from  one-half  to  three- 
fourths  of  an  inch  thick,  and  cuts  through  the  upper  course  with  a 
trowel,  so  as  to  make  the  joints  of  the  upper  course  ooincide  with  the 
joints  of  the  lower  course,  which  are  filled  with  the  material  above- 
stated— that  is  to  say,  with  paper,  sand,  or  wood.  The  result  of  the 
process  is  a  concrete  pavement  divided  into  sections  with  the  joints  Of 
the  lower  course  filled  with  some  substance  which  produces  a  complete 
separation  of  the  blocks  from  the  base  to  the  surface,  and  permits  them 
to  be  separately  removed  and  to  crack  separately  when  upheaved  by 
the  irost  without  necessarily  injuring  the  adjoining  blocks. 

On  the  hearing  of  this  cas?  it  was  contended,  as  I  understood,  that 
the  defendant  only  used  thin  wedge-shaped  strips  of  wood  to  separate 
the  various  sections  of  the  pavement.  The  testimony,  however,  tends 
strongly  to  show  that  strips  of  wood  were  only  used  by  the  defendant 
for  a  brief  period,  and  that,  as  a  general  rule,  he  has  separated  the 
blocks  by  the  use  of  sand  packed  closely  against  the  edges  of  the  block 
while  it  is  in  a  plastic  state  and  before  the  formation  of  the  adjoining 
block,  or  by  the  use  of  some  species  of  paper  in  the  place  of  sand,  or  by 
the  use  of  sand  and  paper  combined,  or  a  poor  quality  of  concrete.  As 
the  defendant  divides  a  concrete  pavement  into  blocks  by  the  perma- 
nent interposition  of  sand,  paper,  or  wood  between  the  same  in  manner 
last  described,  it  is  not  necessary  in  this  case  to  consider  whether  the 
making  of  a  joint  between  the  sections  by  a  trowel,  cleaver,  or  some 
sharp  instrument  while  the  concrete  is  in  a  plastic  state  (the  joint  be- 
ing left  open  or  unfilled)  would  be  an  infringement  of  the  Schilliuger 
patent.  But  the  process  above  ^escribed,  that  has  been  adopted  by 
the  defendant,  is,  in  my  judgment,  a  clear  infringement  of  the  Schillin- 
ger  patent,  putting  that  construction  upon  the  invention,  which  I  fisel 
bound  to  do,  under  the  authorities  above  cited. 
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With  respect  to  the  second  defense,  interposed  by  the  defendant, 
that  the  Schillinger  patent  is  void  for  want  of  utility,  it  will  suffice  to 
say  that  the  defense  is  not  sustained  by  the  proof.  The  fact  that  so 
many  attempts  have  been  made  (as  disclosed  by  the  proofs  and  briefe 
in  this  case)  to  lay  concrete  pavements  substantially  in  the  mode  de- 
scribed in  the  Schillinger  specifications  demonstrates  very  conclusively 
that  the  method  of  dividing  concrete  pavement  into  separate  sections 
as  it  is  laid  has  substantial  merit.  It  seems  clear  that  the  laying  6f  the 
ooticrete  pavement  in  sections,  rather  than  in  one  continuous  sheet,  has 
a  very  material  effect  on  the  wear,  of  the  pavement;  that  the  joints 
prevent  the  pavement  from  cracking  to  the  same  extent  and  in  the 
Banner  that  they  would  otherwise  crack  when  upheaved  by  frost.  This 
is  evidently  the  view  entertained  by  men  experienced  in  the  business 
of  laying  concrete,  either  for  pavements  or  floors,  and  there  appears  to 
be  no  reason  to  doubt  the  utility  of  the  invention. 

The  third  defense  insisted  upon  by  the  defendant  is  that  the  patent 
is  void  for  the  want  of  invention  in  view  of  the  older  art  Numerous 
prior  patents  have  been  pleaded  and  offered  in  evidence  in  support  of 
this  defense.  The  patents  chiefly  relied  upon  seem  to  be  thorn  of  P.  N. 
fiopkins,  issued  in  November,  1860;  that  of  Horace  P.  Buss,  issued 
March  28, 1854,  and  that  of  W.  B.  Steele,  issued  in  July,  1869. 

With  respect  to  the  Buss  patent,  it  is  unnecessary  to  do  more  than 
to  call  attention  to  the  remarks  6t  Judge  Blatchford  with  respect  to 
that  patent  in  the  case  of  SehiUinger  v.  Oreenway  Brewing  Company 
(17  Fed.  Bep.,  244;  24  O.  G.,  495),  namely : 

The  Bom  patent  shows  a  ooneiete  foundation  lor  a  stone  pavement  without  joints, 
sad  having  removable  panels,  consisting  of  frames  filled  with  concrete,  to  be  lifted 
oat  to  give  access  to  water-pipes. 

Although  no  expert  testimony  was  introduced  by  the  defendant  in 
that  case  to  point  out  wherein  the  Buss  patent  had  a  bearing  upon  the 
invention  of  Schillinger,  yet  the  patent  itself  and  the  specifications 
were  before  the  oonrt,  and  in  themselves  they  clearly  showed  the  nature 
and  extent  of  the  Buss  invention  and  the1  bearing,  if  any  it  bad,  on 
the  Schillinger  process.  Giving  the  Schillinger  patent  the  scope  which 
has  heretofore  been  given  it,  and  conceding  that  that  whioh  is  claimed 
and  covered  by  it  is  patentable,  it  seems  obvious  that  it  was  not  an- 
ticipated by  the  Buss  patent.  Neither  does  the  Hopkins  patent  antici- 
pate the  Schillinger  invention.  The  Hopkins  patent  was  for  a  combi- 
nation of  Bichie  mineral  or  albertlte,  with  sand  and  gravel  or  dther 
equivalent  substances  to  form  a  conglomerate  for  paving  or  roofing 
material.  The  patent  in  question  did  not  cover  any  particular  method 
of  laying  the  substance.  The  inventor  evidently  contemplated  that  it 
was  to  be  laid  in  one  continuous  sheet  or  mass,  or  that  it  should  be 
molded  into  blocks  and  laid  in  the  same  manner  in  which  bricks  are 
ordinarily  laid.  The  Steele  patent  approaches  somewhat  nearer  to  the 
invention  claimed  under  the  Schillinger  patent,  bnt  even  in  the  ease  of 
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that  patent  it  can  not  be  said  that  it  anticipated  the  Sohillinger  patent. 
Steele  simply  laid  strips  of  wood  diagonally  across  the  bed  or  foun- 
dation prepared  for  the  concrete,  and  spread  the  concrete  in  one  eon- 
tinnoas  mass  over  the  strips  of  wood,  so  as  to  embed  them  therein.  It 
does  not  appear,  however,  that  he  contemplated  forming  blocks  or 
sections  df  concrete  with  joints  extending  from  the  foundation  to  the 
surface  in  the  manner  adopted  by  Sohillinger. 

The  result  of  my  investigation  is  that  none  of  the  defenses  interposed 
by  the  defendant  have  been  established. 

A  decree  will  accordingly  be  entered  in  favor  of  the  plaintiff;  as 
ptayed  for  in  the  bill. 


[Supreme  Ooart  of  the  Voted  State*] 

Parker  &.  Whipple  Company  et  aL  v.  Thb  Talk  Clock  Com- 
pany et  aL 

Decided  October  31, 1887. 
41  O.  G..  811. 

1.  HOTCHKISS—  CLOOK-MoVSMCm. 

ReiBsaed  Letters  Patent  No.  10VOS8,  *ranted  March  14, 1882,  to  Arthur  R  Hotefc- 
kiee,  for  impfOYements  in  cloek-movementa,  declared  invalid  as  to  the  first  eight 
claims  thereof, 
8.  "Thb  Sams  Invbbttion"  o*  Sscnoir  4916;  Rbvtbed  Statutcs,  Dsvotd. 

Under  the  statute  the  Commissioner  of  Patents  has  no  jurisdiction  to  grant  a 
reissued  patent  for  an  invention  substantial! y  different  from  that  embodied  m 
the  original  patent,  and  it  does  not  follow  that  what  was  indicated  in  the  orig- 
inal specifications,  drawing,  or  model  is  to  ho  con  sidered  as  a  part  of  the  inven- 
tion, unless  the  court  can  see  from  a  comparison  of  the  two  patents  that  the 
original  patent  embodied  as  the  invention  intended  to  be  secured  by  it  what  the 
claims  of  the  reissue  are  intended  to  cover. 

3.  "Nsw  Mattkb"  ov  Section  4916,  Bbvessd  8tatotbs,  DnromD. 

There  wes.ne  w  substantive  matter  introduced  into  the  reissued  patent  for  the 
description  in  the  specification  as  a  foundation  for  the  first  eight  claims,  and 
these  claims  themselves  might  have  been  the  subject  of  another  application  te 
a  patent  at  the  time  the  original  patent  was  applied  for  and  taken  out,  leaving 
that  patent  valid  and  operative  in  respect  to  the  claims  it  covered* 

4.  Abanbonksot  or  Waives  or  Sight  to  Claim  iNVurnoir  nr  Rnmeun. 

In  the  absence  of  evidence  of  any  attempt  to  secure  by  the  original  patent  the 
inventions  oovered  by  the  first  eight  claims  of  the  reissue,  these  inventions  mast 
be  regarded  as  abandoned  or  waived,  so  far  as  the  reissue  in  question  is  '""HTftnuii, 
subleot,  however,  to  the  right  to  have  made  a  new  application  for  a  patent  to 
cover  them. 

Appeal  from  the  Circuit  Court  of  the  United  States  for  the  district 
of  Connecticut 

Mr.  0.  B.  Mitchell  and  Mr.  J.  K.  Beach  for  the  appellants 
Mr.  0.  E.  Ingersoll  for  the  appellees. 
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Mr.  Justice  BultchPord  delivered  the  opinion  of  the  Court: 
This  is  a  suit  in  equity,  brought  in  the  Circuit  Court  of  the  United 
States  for  the  District  of  Connecticut  by  the  Parker  &  Whipple  Com- 
pany, a  corporation  of  Connecticut,  and  Arthur  E.  Hotchkiss  against 
the  I  ale  Clock  Company,  a  corporation  of  Connecticut,  and  Henry  C. 
Shelton,  Frederick  A.  Lane,  and  Paschal  Converse,  directors  of  the 
latter  company.  The  suit  is  fonnded  on  Keissned  Letters  Patent  No. 
10,082,  granted  March  14, 1882,  to  Arthur  E.  Hotchkiss,  for  improve- 
ments in  clock-movements,  on  an  application  for  a  reissue  filed  July  19, 
1881,  the  original  patent,  No.  221,310,  having  been  granted  to  Hotch- 
kiss November  4, 1879,  on  an  application  filed  July  29, 1879,  and  a  prior 
reissue,  No.9,656,  having  been  granted  April  12, 1881.  The  Circuit  Court 
dismissed  the  bill  upon  the  ground  that  the  invention  described  in  the 
first  eight  claims  of  the  reissue,  which  are  the  claims  alleged  to  have 
been  infringed,  was  an  invention  of  which  no  trace  was  to  be  found  in 
the  original  specification,  and  was  manifestly  other  and  different  from 
that  which  was  the  pubject  of  the  original  patent,  and  that  the  statute 
in  regard  to  reissues  forbids  such  a  radical  transformation  of  a  patent 
as  was  attempted  in  this  case.  (21  Blatcbford,  485.)  The  plaintift 
have  appealed  to  this  Court. 

The  circumstances  of  this  case  are  so  well  stated  in  the  opinioft  de- 
livered by  Judge  Shipman,  holding  the  Circuit  Court,  that  we  adopt  his 
language,  as  follows: 

At  the  date  of  the  invention  expensive  clocks  of  tiny  size  were  being  made,  which 
met  with  favor  from  the  public.  They  were  convenient  and  attractive,  and  the  main 
object  of  the  patentee  (the  original  specification  says  a  leading  object)  was  to  make 
a  good  time-keeping  dock  of  the  like  small  size,  which  ooqld  be  furnished  to  the  pnblio 
at  the  small  price  which  characterises  the  manufacture  of  Connecticut  clocks.  The 
clock  was  devised  for  this  end,  unquestionably  with  much  study  and  painstaking, 
and  I  shall  assume  that  the  invention,  as  claimed  in  the  reissue,  was  both  novel  and 
patentable.  Much  skill  and  ingenuity  have  been  displayed  in  attacking  and  defend- 
ing these  contested  points,  but,  as  I  think  that  a  vital  point  of  the  plaintihV  case  de- 
pends upon  the  validity  of  the  reissue  I  shall  confine  myself  to  that  question. 

The  patentee  in  his  original  specification  stated  the  nature  of  his  invention  as  fol- 
lows: 

"  This  invention  relates  to  that  class  of  time-keepers  in  which  a  fixed  annular  rack 
or  internally-toothed  wheel  is  employed  to  aid  a  spring-barrel  in  rotating  the  train  of 
wheels. 

"  The  nature  of  said  invention  consists,  partly,  in  the  combination  of  a  fixed  inter- 
nally-toothed circular  rack  and  a  concentric  going  barrel  or  plate  with  a  mainspring, 
a  transmitting- wheel  rotating  with  said  barrel,  and  a  fixed  clock-movement. 

"  It  also  consists  in  arranging  the  operating  parts  of  the  time-pieoe  on  a  fixed  plate 
and  attaching  the  same  to  the  back  of  the  clock-case  by  means  of  tongues  which  ex- 
tend out  from  said  plate  throogh  perforations  in  the  back  of  said  case. 

"  It  also  consists  in  providing  said  tongues  with  broad  shoulders  which  cause  said 
plate  to  stand  out  from  the  back  of  the  clock-case,  so  as  to  leave  space  for  the  main- 
spring between  thern. 

"  It  also  consists  in  the  combination  of  a  mainspring  having  a  perforated  end  with 
a  lateral  finger  extending  from  the  broad  part  of  one  of  said  tongues,  whereby  said 
mainspring  is  firmly  held  at  its  fixed  end,  yet  easily  detached.  Djg 
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"  It  also  consists  In  the  combination,  with  a  fixed  plate,  which  confines  the 
spring  and  rapports  the  movement  of  a  rotating  plate  arranged  in  front  of  said  fixed 
.  plate,  and  provided  with  a  hnb  which  extends  through  said  fixed  plate  and  is  cos- 
nested  to  the  winding  end  of  the  mainspring. 

"It  also  consists  in  adapting  to  and  combining  with  the  hnb  thus  constructed  s 
key  having  a  screw-threaded  winding  part  for  engaging  with  said  hnb  and  a  recessed 
part  for  engaging  with  the  prismatic  end  of  the  center  shaft. 

"  It  also  consists  in  constructing  the  annular  rack  or  internally-toothed  wheel  with 
an  annular  recess  for  receiving  the  pillar-plate  and  thereby  economising  space. 

"  It.also  consists  in  constructing  the  pillar-plate  and  pillars  in  one  piece,  and  at- 
taching said  pillars  to  the  front  plate  by  twisting  them. 

"  It  also  consists  in  substituting  an  automatio  winding-dog,  operating  like  an  es- 
capement verge,  for  the  click  and  spring  ordinarily  used. 

11  It  also  consists  in  constructing  the  case  with  an  opening  at  the  bottom  and  adapt- 
ing  the  key  and  the  adjusting-nut  of  the  pendulum-ball  to  one  another,  so  that  the 
adjustment  of  the  said  ball  may  be  effected  conveniently  from  outside  of  the  case, 

"  It  also  consists  in  providing  said  ball  with  a  spring  which  will  force  it  down  into 
place,  and  with  a  guide  which  will  prevent  it  from  turning." 

The  twelve  olaimsof  the  original  patent  were  confined  to  these  details  thus  enu- 
merated in  the  specification. 

In  March,  1880,  the  Parker  &  Whipple  Company  entered*  into  a  contract  with  the 
Tale  Clock  Company  to  manufacture  the  Hotohkiss  dock,  at  a  stipulated  price  per 
clock,  the  licensees  furnishing  the  dies  and  tools  for  such  manufacture.  About  fifty 
thousand  clocks  were  made  by  the  defendants  and  delivered  to  the  licensees  between 
Junel7  and  December  97, 1880.  During  this  period  the  defendant  Frederick  A-  Lane, 
superintendent  of  the  Yale  Clock  Company,  made  the  infringing  clock.  It  did  not  con- 
tain a  single  patented  feature  of  the  Hotohkiss  clock,  but  in  respect  to  every  other  lead- 
ing feature  the  parts  of  the  two  docks  are  interchangeable.  The  Lane  clock  was  imme- 
diately patented,  was  put  upon  the  market,  and  is  being  manufactured  by  the  Tale 
Clock  Company. 

An  examination  of  the  Hotohkiss' patent  showed  that  the  vital  parts  of  the  inven- 
tion were  not  alluded  to  in  the  specification  or  in  the  claims.  Perhaps  from  the  fact  that 
the  dock  had  but  three  wheels  their  position  might  have  been  understood  by  an  ex- 
pert from  Drawing  No.  6.  That  drawing  was  not  made  for  the  purpose  of  showing 
the  wheels,  and  it  is  manifest  from  the  specification  that  the  patentee  did  not  suppose 
they  had  anything  to  do  with  his  invention,  which  he  did  suppose  lay  in  entirely 
other  parts  of  the  dock.  The  model  showed  a  completed  dock,  and  contained  what- 
ever was  and  was  not  invented  by  Hotohkiss. 

In  the  specification  of  the  second  reissue  the  patentee  omitted  the  entire  description 
which  has  been  quoted,  and  inserted  the  following : 

"  My  invention  relates  to  an  Improvement  in  dock-movements,  the  object  being  to 
make  a  dock-movement  whioh  shall  be  simple  and  durable  in  its  construction,  of 
small  initial  cost  in  manufacture,  and  the  several  parts  of  whioh  shall  be  relatively 
arranged  in  such  manner  that  the  movement  may  be  inclosed  in  a  small  and  compact 


"  To  this  end  the  invention  consists  essentially  in  dividing  the  train  into  two  parts; 
in  arranging  the  divisions  of  the  train  in  a  frame  having  three  plates  j  in  providing 
an  additional  wheel  and  pinion  between  the  escape-wheel  and  center  wheel ;  in  mak- 
ing the  three  wheels  between  the  escape-wheel  and  center  wheel  with  the  same)  num- 
ber of  teeth  and  of  the  same  sise ;  in  arranging  the  pivots  of  the  three  arbors  carry, 
ing  the  three  like  wheels  and  pinions  between  the  escape-wheel  and  center  wheel  in 
the  circumferences  of  circles  which  are  concentric  with  the  center  arbor,  and  in  other 
minor  improvements  as  the  invention  is  hereinafter  more  fully  described  and  ex- 
plained by  reference  to  the  drawings." 

In  accordance  with  this  statement,  the  plaintifiV  experts  claimed  upon  the  trial 


DECISIONS  OF  U.  S.  COURTS  IN  PATENT  CASKS.  587 

that  the  invention  consisted  generally  in  the  division  of  the  train  into  two  parts  by- 
means  of  a  frame  having  three  plates,  the  point  of  division  being  between  the  center 
wheel  and  the  center  pinion;  and,  secondly,  in  the  arrangement  between  the  center 
wheel  and  the  escape-wheel  of  three  wheels,  which  are  driven  by  the  center  wheel  in 
the  circumference  of  a  circle  which  is  concentric  to  the  center  arbor,  the  three  wheels 
being  arranged  on  a  semicircle  concentric  to  the  center  pinion.  This  general  outline 
of  the  invention  is  stated  with  accuracy  and  completeness*  in  eight  claims  of  the  re-' 
issue,  four  of  which  relate  to  the 'division  of  the  train  into  two  parts,  in  a  frame  hav» 
ing  three  plates,  while  the  other  four  relate  to  the  arrangement  of  the  three  wheels. 
The  10th  and  11th  claims  relate  to  details  wnich  were  specified  in  the  original  patent, 
but  which  are  not  used  by  the  defendants.  The  defendants  infringe  the  first  eight 
claims. 

The  position  Of  the  plaintiffs  is,  that  the  invention  of  the  reissue  was  the  invention, 
of  Hotchkiss,  and  was  shown  in  the  model  accompanying  the  original  application  for 
a  patent,  and  that,  therefore,  the  description  in  the  reissue  is  not  to  be  regarded  as- 
new  matter,  but  as  a  correction  of  a  misstatement  in  the  description  contained  in  the- 
original  specification. 

The  defendants,  making  no  point  in  regard  to  laches  in  applying  for  a  correction 
of  the  original  patent,  deny  the  plaintiffs'  premise  and  conclusion.  They  deny  the 
premise,  because  they  say  that  the  original  description  limited  the  invention  to  that 
class  of  time-keepers  in  which  a  fixed  annular  rack  or  internally-toothed  wheel  is  em- 
ployed to  aid  a  spring- barrel  in  rotating  the  train  of  wheels,  and  .that  this  construction) 
only  was  shown  in  the  model,  and  that  the  importance  of  the  Lane  invention  consisted 
in  the  abandonment  of  the  "  planet  wheel"  and  the  substitution  therefor  of  the  ordi- 
nary mainspring. 

If  the  premise  was  true,  they  deny  the  conclusion,  because  it  is  a  fact,  the  truth  of 
which  is  apparent,  that  in  the  original  specification  and  drawings  the  patentee  gave 
no  hint  that  he  regarded  the  construction  described  iu  any  one  of  the  first  eight  olaimav 
as  forming  any  material  or  immaterial  part  of  his  invention. 

On  these  premises,  the  Court  said  that  "  the  eight  claims  which  are 
in  controversy  are  a  total  abandonment  of  the  principles  which  are 
stated  in  the  original  patent  to  be  those  of  the  invention,  and  are  an  in- 
troduction into  the  reissue  of  a  subject-matter  which  has  no  relation  to 
the  original  patent,  except  that  each  patent  relates  to  clocks." 

The  original  patent  contained  twelve  claims,  in  these  words: 

1.  In  combination  with  a  fixed  circular  rack  and  a  stationary  dock-movement,  a 
plate  rotated  by  the  mainspring  and  carrying  a  device  which  connects  the  rack  and 
movement,  substantially  as  and  for  the  purpose  set  forth. 

8.  A  perforated  clock-case  back,  in  combination  with  a  base-plate  for  the  movement,. 
said  base-plate  being  provided  with  flexible  claws,  which  may  pass  through  the  per- 
forations in  said  clock-case  back,  substantially  as  and  for  the  purpose  set  forth. 

3.  In  combination  with  mainspring  B,  perforated  at  b,  the  lateral  attaching-finger 
c  on  flange  C  of  plate  C,  said  parts  being  constructed  and  applied  substantially  as 
and  for  the  purpose  set  forth. 

4.  In  combination  with  mainspring  B,  the  fixed  plate  C  and  its  flanges  C,  forming, 
a  barrel  for  said  spring,  but  allowing  inspection  of  the  latter  between  the  flanges' C 
substantially  as  set  forth. 

5.  In  combination  with  mainspring  B  and  fixed  plate  C,  the  rotating  plate  F  and 
its  hub  G,  said  hub  extending  through  plate  C  for  the  attachment  of  the  spring,  sub- 
stantially as  set  forth. 

6.  In  combination  with  ratchet  V,  a  verge-like  automatic  winding-dog,  U,  held  in 
proper  position  for  catching  by  the  forward  motion  of  said  ratchet. 

7.  In  combination  with  a  pillar-plate,  a  fixed  circular  rack  having  an  annular  inner 
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recess  to  receive  said  plate,  whereby  said  rack  serves  also  the  purpose  of  attaching 
•aid  plate,  and  the  said  parts  are  made  to  occupy  the  least  possible  space, 

8.  In  combination  with  a  perforated  front  plate,  a  rear  pillar-plate  having  twisted 
tongues  on  the  ends  of  its  pillars,  whereby  said  platesand  pillars  are  clamped  together, 
substantially  a*  set  forth. 

9.  In  combination  with  a  pendulum-rod  and  adjustable  pendulum-ball,  a  spring  an 
ranged  to  force  said  ball  down  against  the  adjusting-nut. 

10.  In  combination  with  a  pendulum-rod  and  an  adjustable  pendulum-hall,  a  spring 
fitted  into  a  recess  of  said  ball  and  operating  to  force  the  latter  down  against  tbessid 
nut. 

11.  In  combination  with  the  adjusting-nut  of  a  pendulum,  a  clock-case  bottom,  per- 
forated at  A8,  and  a  key  having  a  prismatic  recess  fitting  said  nut,  whereby  the  height 
of  the  pendulum-ball  may  be  adjusted  by  the  key  from  the  outside  of  the  clock  pass, 
substantially  as  set  forth. 

12.  In  combination  with  a  hollow  internally-threaded  winding-hub,  G,  a  key  hav- 
ing a  screw-threaded  portion  for  engaging  with  said  hub  and  a  prismatieally-reeessed 
portion  for  passing  through  said  hub  and  engaging  with  the  center  shaft. 

The  reissue  contains  ten  claims,  as  follows : 

1.  In  a  clock-movement  having  a  frame  consisting  of  three  plates  suitably  con- 
nected together,  a  train  which  is  divided  into  two  parts,  a  front  part  and  a  beak  part, 
the  front  part  arranged  between  the  front  and  middle  plates  of  the  frame  and  the 
hack  part  arranged  between  the  nucule  and  back  plates  of  the  frame  the  point  of 
division  being  between  the  center  wheel  and  center  pinion,  the  said  center  wheel  and 
center  pinion  being  airanged  on  the  center  arber  carrying  the  minute-hand,  an  set 
forth. 

5.  In  a  olook-moyement  having  a  frame  consisting  of  three  plates  suitably  eon* 
nested  together,  the  middle  plate  of  the  frame,  the  said  middle  plate  dividing  the 
train  into  two  parts  between  the  center  wheel  and  center  pinion,  the  said  center 
wheel  and  center  pinion  being  arranged  on  the  center  arbor  carrying  the  minute-hand, 
as  eet  forth.    * 

8.  In  a  clock-movement,  a  frame  consisting  of  three  plates  suitably  connected  to- 
gether, the  middle  plate  of  which  divides  the  train  into  two  parts  between  tbeoentsr 
wheel  and  center  pinion,  the  said  oenter  wheel  and  center  pinion  being  arranged  on 
the  center  arbor  carrying  the  minute-hand,  and  the  frame  having  the  parte  of  the  di- 
vided train  arranged  between  its  three  plates,  as  set  forth. 

4.  In  a  clock-movement  having  a  frame  consisting  of  three  plates  suitably  con- 
nected together,  a  oenter  arbor  carrying  the  minute-hand  and  provided  with  a  oenter 
wheel  and  center  pinion,  the  wheel  arranged  between  the  front  and  middle  plates  of 
the  frame  and  the  pinion  arranged  between  the  middle  and  back  plates  of  the  frame, 
as  set  forth, 

6.  The  improvement  in  a  clock-train,  consisting  of  three  wheels  suitably  fastened 
on  arbors  carrying  pinions,  and  arranged  between  the  escape-wheel  and  its  arbor  car- 
rying a  pinion  and  the  center  arbor  carrying  the  oenter  wheel  and  oenter  pinion,  at 
set  forth. 

6.  Tbe  improvement  in  a  clock-train,  consisting  of  three  wheels  having  the  same 
number  of  teeth  and  the  same  diameters,  suitably  fastened  on  arbors,  the  pivots  of 
which  are  arranged  in  the  circumferences  of  circles  oonoentrio  with  the  oenter  arber, 
the  several  arbors  carrying  pinions  having  the  same  number  of  leaves  and  the  same 
diameters,  all  the  said  parts  arranged  between  the  escape-wheel  and  its  arbor  carry- 
ing a  pinion,  and  the  oenter  aroor  carrying  the  oenter  wheel  and  oenter  pinion,  as  est 
forth. 

7.  The  improvement  in  a  clock-train,  consisting  in  the  arrangement  of  the  pivots  of 
the  escape-wheel  arbor  and  of  the  pivots  of  the  three  arbors  carrying  the  three  wheels 
and  the  three  pinions  between  the  escape-wheel  arbor  and  the  oenter  .arbor  carrying 
the  oenter  wheel  and  center  pinion  in  a  semicircle,  as  set  forth. 
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8.  In  a  clock-movement,  the  combination,  with  a  train  divided  into  two  parte,  a 
front  part  and  a  back  part,  by  the  middle  plate  of  a  frame  having  three  plates,  the  di- 
vision being  made  between  the  oenter  wheel  and  center  pinion,  the  said  center 
wheel  and  center  pinion  being  arranged  on  the  oenter  arbor  carrying  the  minute-hand, 
the  escape-wheel  being  arranged  in  the  front  part  of  the  train  and  near  the  top  of  the 
frame,  and  the  pivots  of  the  front  part  of  the  train  being  arranged  within  a  semi- 
droit,  of  a  pendnlnm  attached  to  an  arbor  near  the  top  of  the  frame  and  vibrating 
in  a  plane  passing  between  the  front  and  middle  plates  of  the  frame,  as  set  forth. 

9.  In  a  clock- movement  provided  with  a  circular  rack,  the  circular  disk  F,  rotated 
by  the  mainspring  and  carrying  the  planet-wheel  £  only,  which  connects  the  rack 
with  the  oenter  pinion,  asset  forth. 

10.  In  combination  with  a  pendulnm-rod  provided  with  the  plate  8,  fastened  to  the 
rod,  a  spring  arranged  on  the  rod  to  hold  the  pendulum-ball  against  the  adjusting-nut^ 
as  set  forth. 

The  appellants  contend  that  the  first  eight  claims  of  the  reissue  do 
not  specify  any  invention  which  is  not  contained  in  the  clock  described 
in  the  original  patent  and  embodied  in  the  model  originally  deposited 
in  the  Patent  Office,  and  that  the  drawings  of  the  original  and  of  the 
reissued  patent  are  substantially  the  same.  On  these  premises  it  is 
argued  for  the  appellants  that  it  is  lawful  to  include  in  the  claims  of  a 
reissue  whatever  is  suggested  or  substantially  indicated  in  the  specifi- 
cation, model,  or  drawings  of  the  original  patent,  if  the  applicant  was 
the  original  and  first  inventor  thereof,  and  that  such  a  reissue  will 
therefore  be  for  the  same  invention,  as  that  of  the  original  patent. 

Expressions  in  some  opinions  of  this  court,  wrested  from  their  con- 
text and  interpreted  in  a  different  sense  from  that  in  which  they  were 
used,  are  cited  to  support  these  views ;  but  the  language  of  the  court 
on  the  subject  has  steadily  been  to  the  contrary,  and,  as  the  question 
arises  so  distinctly  in  this  case  and  some  misapprehension  exists  in 
regard  to  it,  it  seems  proper  to  discuss  it  with  some  fullness. 

The  first  statutory  provision  for  the  reissue  of  patents  was  made  by 
the  third  section  of  the  act  of  July  3, 1832,  c.  162  (4  Stat,  559).  It 
provided  for!  the  reissue  in  certain  cases  u  for  the  same  invention.9 
This  provision  of  the  act  of  1832  was  superseded  by  section  13  of  the 
act  of  July  4, 1836,  c.  357  (5  Stat,  122),  which  provided- 
thai  whenever  any  patent  which  has  heretofore  been  granted,  or  which  shall  here. 
after  be  granted,  shall  be  inoperative  or  invalid  by  reason  of  a  defective  or  insufficient 
description  or  specification,  or  by  reason  of  the  patentee  claiming  in  his  specification 
as  his  own  invention  more  than  he  had  or  shall  have  a  right  to  claim  as  new ;  if  the 
error  has,  or  shall  have,  arisen  by  inadvertency,  accident,  or*  mistake,  and  without 
any  fraudulent  or  deceptive  intention,  it  shall  be  lawful  for  the  Commissioner,  upon 
the  surrender  to  him  of  snoh  patent  and  the  payment  of  the  further  duty  of  fifteen 
dollars,  to  cause  a  new  patent  to  be  issued  to  the  said  inventor  for  the  same  inven* 


This  provision  of  the  act  of  1836  was  in  turn  superseded  by  section 
53  of  the  act  of  July  8, 1870,  c.  230  (16  Stat,  205),  which  provided— 

that  whenever  any  patent  is  inoperative  or  invalid  by  reason  of  a  defective  or  in- 
sufficient specification,  or  by  reason  of  the  patentee  claiming  as  his  own  invention  or 
r  more  than  he  had  a  right  to  claim  as  new ;  if  the  error  has  arisen  by  inad- 
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vertenee,  accident,  or  mistake,  and  without  any  fraudulent  or  deceptive  intention, 
-the  Commissioner  shall,  on  tne  surrender  of  such  patent  and  the  payment  of  the  duty 
required  by  law,  cause  a  new  patent  for  the  same  invention  and  in  accordance  with 
the  corrected  specification  to  be  issued  to  the  patentee. 

This  provision  of  the  act  of  1870  was  enacted  in  the  same  language 
in  section  4916  of  the  Revised  Statutes,  and  was  the  provision  of  law 
in  force  when  the  reissue  in  the  present  case  was  granted. 

It  is  thus  seen  that  in  all  the  statutes  on  the  subject  of  reissues  the 
•only  authority  granted  to  the  Commissioner  is  one  to  issue  a  new  patent 
"  for  the  same  invention." 

The  provision  of  the  statute  of  1836  has  been  before  this  court  in 
numerous  cases. 

In  Burr  v.  Duryee  (1  Wall.,  631,  577),  at  December  term,  1863,  this 
-court,  speakingly  Mr.  Justice  Grier,  said: 

The  surrender  of  valid  patents  and  the  granting  of  reissued  patents  thereon,  with 
•expanded  or  equivocal  claims,  where  the  original  was  clearly  neither  "inoperatiTe 
nor  invalid,"  and  whose  specification  is  neither ' '  defective  nor  insufficient,"  is  a  great 
abuse  of  the  privilege  granted  by  the  statute  and  productive  of  great  injury  to  the 
public.  This  privilege  was  not  given  to  the  patentee  or  his  assignee  in  order  that 
the  patent  may  be  rendered  more  elastic  or  expansive,  and  therefore  more  "  amUakU" 
-for  the  suppression  of  all  other  inventions. 

The  case  of  Seymour  v.  Osborne  (11  Wall.,  516)  was  before  this  court 
at  December  term,  1870.  The  answer  sets  up  as  a  defense  that  the  re- 
issued patents  sued  on  were  void  because  not  granted  for  the  same  in- 
vention as  that  embodied  in  the  original  patents.  The  court  overruled 
the  defense  on  the  ground  stated  by  it  (p.  546)  that  the  original  patents 
were  not  in  evidence  in  the  case.  Notwithstanding  this  the  opinion, 
•delivered  by  Mr.  Justice  Clifford,  said : 

Reissued  letters  patent  must,  by  the  express  words  of  the  section  authorising  the 
name,  be  for  ike  taste  invention,  and  consequently  where  it  appears  on  a  comparison  of 
the  two  instruments,  as  matter  of  law,  that  the  reissued  patent  is  not  for  the  name 
invention  as  that  embraced  and  secured  in  the  original  patent,  the  reissued  patent  k 
invalid,  as  that  state  of  facts  shows  that  the  Commissioner  in  granting  the  new  patent 
exoeeded  his  jurisdiction.  Power  is  unquestionably  conferred  upon  the  Commissionsr 
to  allow  the  specification  to  he  amended  if  the  patent  is  inoperative  or  invalid,  and  in 
that  event  to  issue  the  patent  in  proper  form ;  and  he  may,  doubtless,  under  that  au- 
thority, allow  the  patentee  to  redesoribe  his  invention  and  to  include  in  the  descrip- 
tion and  claims  of  the  patent  not  only  what  was  well  described  before,  but  whatever 
else  was  suggested  or  substantially  indicated  in  the  specification  or  drawings  which 
properly  belonged  to  the  invention  as  actually  made  and  perfected.  Interpolations 
of  new  features,  ingredients,  or  devices,  which  were  neither  described,  suggested,  nor 
indicated  in  the  original  patent  or  Patent  Office  model  are  not  allowed,  as  it  is  dear 
-  that  the  Commissioner  has  no  jurisdiction  to  grant  a  reissue  unless  it  be  for  the  asm* 
invention  as  that  embodied  in  the  original  letters  patent,  which  necessarily  excludes 
the  right  on  such  an  application  to  open  the  case  to  new  parol  testimony  and  a  new 
hearing  as  to  the  nature  and  extent  of  the  improvement,  exoept  in  certain  special 
oases,  as  provided  by  a  recent  enactment  not  applicable  to  the  cane  before  the  court. 
Corrections  may  be  made  in  the  description,  specification,  or  claim  where  the  patentee 
has  claimed  as  new  more  than  he  had  a  right  to  claim,  or  where  the  desoriptioo, 
specification,  or  claim  is  defective  or  insufficient ;  but  he  cannot  under  such  an  appli- 
cation make  material  additions  to  the  invention  whioh  were  not  described,  i 


DECISIONS  OF  U.   8.  COUBT8  IN  PATENT  OASES.  591 

dot  substantially  indicated  in  the  original  specifications,  drawings,  or  Patent  Office 
model.  *  *  •  Letters  patent  reissned  for  an  invention  substantially  different 
from  that  embodied  in  the  original  patent  are  void  and  of  no  effect,  as  no  jurisdiction 
to  grant  snch  a  patent  is  conferred  by  any  act  of  Congress  upon  the  Commissioner, 
and  he  possesses  no  power  in  that  behalf  except  what  the  acts  of  Congress  confer. 
Whetherareissned  patent  is  for  the  same  invention  as  that  embodied  in  theoriginal  pat- 
ent or  for  a  different  one  is  a  question  for  the  court  in  an  equity  suit,  to  be  determined  as 
a  matter  of  construction,  on  a  comparison  of  the  two  instruments,  sided  or  not  by  the 
testimony  of  expert  witnesses,  as  it  may  or  may  not  appear  that  one  or  both  may 
contain  technical  terms  or  terms  of  art  requiring  such  assistance  in  ascertaining  the 
true  meaning  of  the  language  employed. 

In  these  extracts  from  the  opinion  it  is  seeu  that  the  court  adheres 
strictly  to  the  view  that  under  the  statute  the  Commissioner  has  no  ju- 
risdiction to  grant  a  reissued  patent  for  an  invention  substantially  dif- 
ferent from  that  embodied  in  the  original  patent,  and  that  a  reissue 
granted  not  in  accordance  with  that  rule  is  void.  In  what  is  there  said 
about  redescribing  the  invention,  and  about  including  in  the  new  de- 
scription and  new  claims  what  was  suggested  or  indicated  in  the  origi- 
nal specification,  drawings,,  or  Patent  Office  model,  it  is  clearly  to  be 
understood,  from  the  entire  language,  that  the  things  so  to  be  included 
are  only  the  things  which  properly  belonged  to  the  invention  as  em- 
bodied  in  the  original  patent;  that  what  that  invention  was  is  to  be 
ascertained  by  consulting  the  original  patent,  and  that,  while  the  new 
description  may  properly  contain  things  which  are  indicated  in  the 
original  specification,  drawings,  or  Patent  Office  model,  (though  not  suf- 
ficiently described  in  the  original  specification,)  it  does  not  follow  that 
what  was  indicated  in  the  original  specification,  drawings,  or  Patent  Office 
model  is  to  be  considered  as  a  part  of  the  invention,  unless  the'court 
can  see  from  a  comparison  of  the  two  patents  that  the  original  patent 
embodied  as  the  invention  intended  to  be  secured  by  it  what  the  claims 
of  the  reissue  are  intended  to  cover. 

.  In  what  was  thus  said  in  Seymour  v.  Osborne  there  is  no  warrant  for 
the  view  that,  ex.  vi  termini,  what  was  suggested  or  indicated  in  the 
original  specification,  drawings,  or  Patent  Office  model  is  to  be  consid- 
ered as. a  part  of  the  invention  intended  to  have  been  covered  by  the 
original  patent,  unless  the  court  can  see  from  a  comparison  of  the  two 
patents  that  the  invention  which  the  original  patent  was  intended  to 
cover  fairly  embraced  the  things  thus  suggested  or  indicated  in  the 
original  specification,  drawings,  or  Patent  Office  model,  and  unless  the 
original  specification  indicated  that  those  things  were  embraced  in  the 
invention  intended  to  have  been  secured  by  the  original  patent. 

The  "  recent  enactment"  referred  to  in  Seymour  v.  Onborne  is  found 
in  section  S3  of  the  act  of  July  8, 1870,  in  these  words: 

But  no  new  matter  shall  he  introduced  into  the  specification,  nor  in  case  of  a  ma- 
chine patent  shall  the  model  or  drawings  be  amended,  exoept  each  by  the  other;  but 
when  there  is  neither  model  nor  drawing,  amendments  may  be  made  upon  proof  sat- 
isfactory io  the  Commissioner  that  soch  new  matter  or  amendment  was  a  part  of  the 
original  invention,  and  was  omitted  from  the  specification  by  inadvertence,aeeldent» 
or  mistake,  as  aforesaid. 
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This  provision  is  now  found  in  the  same  words  in  section  4916  of  the 
Ee vised  Statutes.  The  last  clause  of  it  has  n6  application  to  the  present 
case,  and  therefore  its  proper  construction  need  not  be  considered. 

The  case  of  Gill  v.  WeU$}  (22  WalL,  1)  at  October  term,  1874,  arose 
under  the  act  of  1836.  In  that  case,  this  court,  speaking  by  Mr:  Justice 
Clifford,  said  (p.  19) : 

Invalid  end  Inoperative  patent*  may  be  surrendered  and  reissued  for  the  name  in- 
vention ;  bnt  Congreas  never  Intended  that  *  patent  which  was  valid  and  operative 
should  be  reissued  merely  to  afford  the  patentee  an  opportunity  to  expand  the  exela- 
aive  privileges  which  it  secures,  to  enable  him  to  suppress  subsequent  improvements 
which  do  not  conflict  with  the  invention  described  in  the  surrendered  patent.  Evi- 
dence of  a  decisive  character  to  negative  the  theory  that  such  a  practice  finds  any 
support  in  the  act  of  Congress,  besides  what  existed  before,  is  found  in  the  new 
patent  act  [the  act  of  July  8, 1670,  section  63],  which  expressly  provides  that  as 
new  matter  shall  be  introduced  into  the  specification,  and  in  case  of  a  machine  patent 
that  neither  the  model  nor  the  drawings  shall  be  amended  except  each  by  the  other. 

In  the  case  of  Powder  Compamy  v.  Powder  Wcrke  (96  U.  8.,  126),  at  October  term, 
1878,  this  court,  speaking  by  Mr.  Justice  Bradley,  said  (p.  837),  in  reference  to  the 
reissued  patents  in  that  case:  "  These  reissues  being  granted  in  1878,  wees  subject  t» 
the  law,  as  it  then  stood,  being  the  act  of  July  8>  1870,  the  fifty-third  section  of 
which  (reproduced  in  section  4916  of  the  Revised  8tatntes)  relates  to  the  matter  in 
question.  It  seems  to  us  impossible  to  read  this  section  oarcfully  without  coming  te 
the  conclusion  that  a  reissue  can  only  be  granted  for  the  same  invention  which  formed 
the  subject  of  the  original  patent  of  which  it  is  a  reissue.  The  express  words  of  the 
act  are,  'anew  patent  for  the  same  invention  f  and  these  words  are  copied  from  the 
act  of  1866,  which  in  this  respect  was  substantially  the  same  as  the  act  of  1870.  The 
specification  may  be  amended  so  as  to  make  it  more  clear  and  distinct;  the  claim 
may  be  modified  so  as  to  make  it  more  conformable  to  the  exact  rights  of  the  patentee  * 
but  the  invention  must  be  the  same.  .  So  particular  is  the  law  on  this  subject  that  it 
is  declared  that  *  no  new  matter  shall  be  introduced  into  the  specification.'  Thin  pro- 
hibition is  general,  relating  to  all  patents;  and  by  'new  matter1  we  suppose  to  be 
meant  new  substantive  matter,  such  as  would  have  the  effect  of  changing  the  inven- 
tion, or  of  introducing  what  might  be  the  subject  of  another  application  for  a  patent. 
The  danger  to  be  provided  against  was  the  temptation  to  amend  a  patent  so  as  ta 
cover  improvements  which  might  have  come  into  use,  or  (might  have  been  invented 
by  others,  after  its  issue.  The  legislature  was  willing  to  concede  to  the  patentee  the 
right  to  amend  his  specification  so  as  folly  to  describe  and  olaim  the  very  invention 
attempted  to  be  secured  by  his  original  patent,  and  whioh  was  not  fully  seemed 
thereby,  in  consequence  of  inadvertence,  accident,  or  mistake,  but  was  not  willing 
to  give  him  the  right  to  patch  up  his  patent  by  the  addition  of  other  inventions, 
whioh,  though  they  might  be  his,  had  not  been  applied  for  by  him,  or,  if  applied  for, 
had  been  abandoned  or  waived.  For  such  inventions  he  is  required  to  make  a  new 
application,  subject  to  such  rights  as  the  publio  and  other  inventors  may  have  as- 
quired  in  the  mean  time.  This,  we  think,  is  what  the  present  statute  means,  and 
what,  indeed,  was  the  law  before  its  enactment,  under  the  previous  act  of  18K.  If 
decisions  can  be  found  which  present  it  in  any  different  aspect,  we  cannot  admit 
them  to  be  correct  expositions  of  the  law.  The  counsel  for  the  complainant  refers  as 
to  and  places  special  reliance  on  the  last  clause  of  section  53  of  the  act  of  1870,  where 
it  is  said :  '  But  where  there  is  neither  model  nor  drawing  amendments  may  be  made 
upon  proof  satisfactory  to  the  Commissioner  that  such  new  matter  or  yff-1—— ■* 
was  a  part  of  the  original  invention  and  was  omitted  from  the  specification  by  inad- 
vertence, accident,  or  mistake.1  But  this  clause  relates  only  to  the  evidence  which 
may  be  employed  by  the  Commissioner  in  saoertaining  the  defects  of  the  specification. 
It  does  not  authorise  him  to  grant  a  reissue  for  a  different  invention,  or  to  i 
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thai  one  invention  is  the  same  as  another  and  di  iforent  one,  or  that  two  inventions 
essentially  distinct  constitute  but  one.  In  this  eaee  it  is  not  necessary  for  ne to  de- 
cide, a  nd  we  express  no  opinion,  as  to  the  preeiaa  meaning  and  extent  of  the  final 
el*  nee  of  section  53,  to  whieh  we  have  referred,  as,  whether  it  relates  to  all  patents 
or  on  ly  to  patents  lor  machines.  Bnt  as  it  relates  to  the  matter  of  evidence  alone, 
i£  cannot  enlarge  the  power  of  the  Commissioner  in  reference  to  the  invention  for 

which  a  lelssoetnay  be  granted.   That  power  is  restricted  by  the  general  terms  of  the 

section  to  the  same  invention  which  waa  originally  patented." 

If  by  "new  matter"  in  section  4916  of  the  Bevised  Statutes  is  meant 
such  new  substantive  matter  as  might  be  the  subject  of  another  appli- 
cation for  a  patent,  there  was  new  jsubstafitive  matter  introduced  into 
the  specification  of  the  reissue  of  the  present  case,  for  the  description 
set  forth  in  that  specification  as  the  foundation  of  the  first  eight  claims 
in  it,  and  those  eight  claims  themselves  might  have  been  the  subject  of 
another  application  for  a  patent  at  the  time  the  original  patent  was  ap- 
plied for  and  taken  out,  leaving  that  patent  valid  and  operative  in  re- 
spect to  the  claims  it  covered. 

In  the  present  case  the  infringing  'clock  was  made  by  the  defendant 
Lane  more  than  six  months  before  the  reissue  in  suit  was  applied  for. 
As  stated  by  the  circuit  court  in  itf  opinion  in  this  case,  the  Lane  clock 
did  not  contain  a  single  patented  feature  of  the  Hotohkiss  clock,  and  it 
was  immediately  patented  and  put  upon  the  market.  This  therefore  is 
a  case  of  the  amendment  of  a  patent  so  as  to  cover  improvements  not 
covered  by  the  patent,  and  which  came  into  use  by  othfcra  than  the 
patentee  and  his  licensee,  free  from  the  protection  of  the  patent 

There  is  no  evidence  of  any  attempt  to  secure  by  the  original  patent 
the  inventions  covered  by  the  first  eight  claims  of  the  reissue,  and  those 
inventions  must  be.  regarded  as  haying  been  abandoned  or  waived,  so 
&r  as  the  reissue  in  question  is  concerned,  subject,  however,  to  the 
right  to  'have  made  a  new  application  for  a  patent  to  cover  them;  in 
other  words,  those  eight  claims  are  not  for  the  same  invention  which 
was  originally  patented. 

In  tfdk*  v.  Harwood  (112  U.  8.,  354,  359),  at  October  term,  1884,  it 
was  said  by  this  court,  speaking  by  Mr.  Justice  Bradley: 

\a  this  very  matter  of  reissued  patents  it  has  also  been  frequently  decided  that  it 
is  a  good  defense  in  a  suit  on  such  a  patent  toahow  that  the  Commissioner  exceeded 
his  authority  in  granting  it.  Booh  a  defense  is  established  by  showing  that  the  re- 
issued patent  is  for  a  different  invention  from  that  described  in  the  original,  inasmuch 
ae  the  statute  declares  that  it  most  he  for  the  same  invention. 

The  same  view  was  taken  in  Coon  v.  Wilson  (113  U.  S.,  268,  277),  at 
October  term,  1884,  a  case  substantially  like  the  present  one,  where  it 
was  said: 

T 

Although  this  reissue  was  applied  for  a  little  over  three  months  after  the  original 
patent  was  granted,  the  case  is  one  where  it  is  sought  merely  to  enlarge  the  claim  of 
the  original  patent  by  repeating  that  claim  and  adding  others ;  where  no  mistake  or 
inadvertence  is  shown  so  far  as  the  short  or  sectional  bands  are  concerned ;  where 
the  patentee  waited  until  the  defendants  produced  their  continuous  band  collar,  and 
i  applied  lor  snoh  enlarged  olaims  as  to  embrace  the  defendant's  collar,  which 
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was  not  covered  by  the  claim  of  the  original  patent,  and  where  it  is  apparent,  front 
a  comparison  of  the  two  patents,  that  the  reissue  wss  made  to  enlarge  the  scope  of 
the  original.  As  the  role  is  expressed  in  the  recent  case  of  Jfe**  y.  2T*r*ood*  (112  H. 
8.,  354),  a  patent  '•  can  not  be  lawfully  reissued  for  the  mere  purpose  of  enlarging  ana 
claim,  unless*  there  has  been  a  clear  mistake,  inadvertently  committed,  in  the  word- 
ing of. the  claim  and  the  application  for  a  reissue  is  made  within  a  reasonably  abort 
period  after  the  original  patent  was  granted.1'  Bnt  a  dear  mistake,  inadvertently 
committed,  in,the  wording  of  the  claim  is  necessary,  without  reference  to  the  length 
of  time.  In  the  present  case  there  was  no  mistake  in  the  wording  of  the  claim  of  the 
original  patent.  The  description  warranted  no  other  claim.  It  did  not  warrant  any 
claim  covering  bands  not  short  or  sectional.  The  description  had  to  be  changed  in 
the  reissue,  to  warrant  the  new  claims  in  the  reissue.  The  description  in  the  reissue 
Is  not  a  more  clear  and  satisfactory  statement  of  what  is  described  in  the  original 
patent,  but  is  a  description  of  a  different  thing,  so  ingeniously  worded  as  to  oover 
collars  with  continuous  long  bands  and  which  have  no  short  or  sectional  bands. '  (See 
also,  Ivm  v.  Sargmt,  119  U.  8.,  662,  662, 663.) 

Beferenoe  was  made  on  the  argument  to  language  used  by  Mr.  Justice 
Bradley  in  delivering  the  opinion  of  this  court  in  the  case  of  the  corn- 
planter  patent  (23  Wall.,  181, 217),  where  he  said : 

It  may  be  remarked  in  passing  that,  in  our  view,  the  several  reissues  are  for  things 
contained  within  the  machines  and  apparatus  described  in  the  original  patents. 

The  reissues  referred  to  were  sustained  by  this  court  There  is  noth- 
ing in  the  remark  thus  made  to  show  that  the  court  did  not  find  the 
reissues  to  be  for  the  same  inventions  as  the  original  patents,  consist- 
ently with  the  views  contained  in  the  other  cases  above  referred  to,  or 
that  the  court  did  not  follow  those  views  in  deciding  that  case. 
•  Comment  is  made  by  the  appellants  upon  the  foot  that  the  original 
specification  states  that  the 

mainspring  occupies  the  whole  back  of  the  space  occupied  by  the  works,  so  as  ts 
give  the  greatest  running  power  with  the  least  possible  expense  of  room,  one  of  the 
loading  objects  of  my  invention  being  to  render  it  possible  to  make  a  cheap,  neat,  nasi 
satisfactory  time-piece  of  unusually  small  sine ; 

and  upon  the  further  (act  that  the  specification  of  the  reissue  states 
that  the  invention  has  for  its  object — 

to  make  a  clock-movement  whioh  shall  be  simple  and  durable  in  its  construction,  of 
small  initial  cost  in  manufacture,  and  the  several  parts  of  which  shall  bo  relatively 
arranged  in  such  manner  that  the  movement  may  be  inclosed  in  a  small  and  i 


It  is  urged  that  every  one  of  the  claims  of  the  reissue  responds  to  the 
object  of  making  a  cheap  and  small,  but  satisfactory  time-piece.  But 
this  statement  in  the  original  specification  of  the  object  of  the  invention 
in  such  general  terms  can  not  have  the  effect  of  making  the  reissue  one 
for  the  same  invention  as  that  of  the  original,  when  it  otherwise  would 
not  be.  Such  a  general  statement  contained  no  intimation  that  the  in- 
vention consisted  in  the  matters  covered  by  the  first  eight  claims  of  the 
reissue. 

The  decree  of  the  circuit  court  is  affirmed. 
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[United  8tetei  Circuit  Covrt-Dktrlet  at  Keataekj.] 

Mat  bt  al.  v.  Msboeb  County. 

Decided  Febmarg  25, 1887. 

41  O.  6.;  815. 

1.  Counties— Iif  Kkotuck  y— Liability  fob  Ikfhutoembht  of  Patent. 

A  Kentucky  county  is  *  corporation,  and  an  action  can  be  maintained  against 
it  lor  the  infringement  of  a  patent. 
3.  Action  for  iKFRiKOsanxi^PLBAniiro— Revised  Statutes  of  the  Ukitbd 

8TATBS,  SSCTIOH  4910. 

Under  Revised  Statutes  of  the  United  States,  section  4919,  providing  that 
**  damages  for  the  infringement  of  any  patent  may  be  recovered  by  action  on  the 
ease,"  it  is  sufficient  that  the  plaintiff's  pleading,  in  an  action  to  recover  such 
damages,  contains  all  the  allegations  material  to  make  an  action  on  the  case,  and 
it  wiU  not  be  demurrable  because  called  a  "  petition,"  the  code  term,  instead  of 
"  declaration,"  the  common-law  term. 
3.  Juixjmeht-^oncxusiviwess—Patxht  Right— Executor's  Sale—Confirma- 
tion. 

Where  a  court,  having  general  jurisdiction  of  the  estates  of  decedents,  has  con- 
firmed a  sale  by  an  administrator  of  a  right  of  action  for  infringement  of  a 
patent  owned  by  the  decedent,  the  order  thus  made  is  conclusive  upon  another 
•court,  in  which  an  action  is  brought  by  suoh  assignee  upon  such  right  of  action! 
-of  the  assignee's  right  to  sue,  and  the  latter  court  will  not  inquire  whether  the 
former  court  could,  under  the  statutes  of  the  8tate,  legally  sell  such  assets,  or 
whether  the  original  order  of  sale  was  broad  enough  to  include  the  chose  in 
aet(on. 

On  demurrer. 

Babr,  J.: 

Edwin  May  obtained,  oil  the  4th  of  October,  1869,  a  patent  from  the 
United  States  for  a  new  and  osefhl  improvement  in  the  construction  of 
prisons.  At  the  end  of  fourteen  years  he  obtained  a  renewal  for  seven 
years  more  of  his  patent.  He  died  in  Marion  Ooanty,  Indiana,  Feb- 
ruary 27, 1880,  owning  said  patent  right,  which  expired  in  the  following 
October,  1880.  Afterward  Edwin  Forrest  May  was  by  the  circuit  conrt 
of  said  ooanty  appointed  executor  of  the  last  will  and  testament  of  said 
Edwin  May,  deceased.  This  was  March  6, 1880,  and  afterward  he  re- 
signed (Jane,  1880),  and  George  F.  MoOinnis  was  appointed,  on  Jane 
7, 1880,  administrator  de  bonis  mm,  with  the  will  annexed.  The  plaintiff; 
Sarah  May,  brought  this  suit  against  the  ooanty  of  Mercer,  alleging  an 
infringement  of  said  patent  right,  and  claiming  damages  therefor.  In 
her  original  petition  she  claimed  this  as  the  assignee  of  MoOinnis,  ad- 
ministrator with  the  will  annexed.  This  right  of  action  is  based  on  a 
purchase  of  this  and  other  assets  of  decedent  at  a  sale  made  by  said 
administrator  about  March  6, 1882,  under  an  order  of  said  Marion  circuit 
court.  The  assignment  is  recited  in  an  amended  petition.  Subsequently 
George  F.  McGinnis,  administrator  with  the  will  annexed,  was  allowed 
to  become  a  plaintiff  with  Sarah  May.  The  suit  is  now  proceeding  in 
their  names.  le 
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The  defendant  has  filed  a  demurrer  to  plaintiff's  petition,  alleging 
four  grounds:  First.  The  court  has  no  jurisdiction  of  this  defendant. 
Second.  The  plaintiff,  Sarah  May,  has  no  legal  capacity  to  sue.  Third. 
This  action  is  not  maintainable  by  petition ;  but  the  cause  of  action 
sought  to  be  alleged  by  the  plaintiff  can  only  be  maintained  by  means 
of  an  action  of  trespass  on  the  case,  and  by  declaration  as  at  common 
law.  Fourth.  The  petition  is  in  divers  other  respects  bad  and  insuffi- 
cient in  law,  and  particularly  in  that  it  does  not  state  fiicts  sufficient  to 
constitute  a  cause  of  action  against  this  defendant. 

The  first  and  fourth  grounds  of  demurrer  will  be  considered  together, 
as  they  deny  the  liability  of  the  county  of  Mercer  for  the  infringement 
of  this  patent.  It  is  insisted  that  a  county  is  merely  a  territorial  di- 
vision of  the  State,  and  exists  solely  as  a  political  subdivision  of  the 
State }  hence  can  not  be  sued  at  all.  If  this  be  not  true,  then  it  is  in- 
sisted that,  although  a  county  may  be  sued  upon  joontraots  which  are 
within  the  express  or  implied  power  given  to  counties  by  the  law,  they 
t  being  to  that  extent  corporations,  they  can  not  be  sued  for  this  infringe- 
ment, because  it  is  a  tort,  and  can  only  be  sued  fer  in  an  action  of  tres- 
pass on  the  case.  The  counties  in  Kentucky  are  more  than  mere  polit- 
cal  subdivisions  of  the  State.  They  are  corporations,  and,  within  the 
scope  of  the  powers  given,  can  contract  and  be  contracted  with,  and,  a* 
a  consequence,  sue  and  be  sued.  The  usual  representative  of  the 
counties  is  the  county  court,  usually  known  as  the  county  levy  court; 
but  sometimes  there  may  be  other  representatives.  The  county  bonds,, 
issued  by  commissioners  appointed  under  the  provision  of  a  statute,  or 
in  the  statute  itself,  wQuld  bind  the  county,,  if  the  law  is  pursued.  I» 
regard  to  public  buildings,  the  county  court  is  the  representative  agent 
at  the  county.  Article  16,  a  28,  of  General  Statutes,  provides  "  the* 
county  courts  have  jurisdiction  to  lay  and  superintend  the  collection  of 
the  county  levy  j  erect  and  keep  in  repair  necessary  public  building*, 
bridges,  and  other  structures,  and  superintend  the  same ;  regulate  and 
control  the  fiscal  affairs  and  property  of  the  county ;  m^ke  provision  for 
the  maintenance  of  the  poor ;  and  provide  for  a  good  condition  of  public 
highways  in  the  county,  and  to  execute  all  of  its  orders  consistent  witk 
law  and  in  its  jurisdiction.1'  In  fourth  section  of  article  17  of  seine 
chapter  it  is  provided  that— 

the  county  court,  as  the  court  of  claims  of  each  county,  shell  cause  to  be  erected  and 
keep  in  repair  a  secure  and  sufficient  county  jail,  and  upon  a  failure  to  erect  and 
keep  in  repair  a  good  and  sufficient  jail  each  member  of  the  court  whose  name  doss 
not  appear  recorded  in  favor  thereof  shall  be  liable  to  a  fine  of  not  less  than  fifty 
nor  more  than  one  hundred  dollars. 

The  county  courts  are  thus  not  only  given  the  authority  to  erect  and 
keep  in  repair  jails,  but  the  individual  members  are  made  liable  in  a 
penalty  if  they  do  not "cause  to  be  erected  and  keep  in  repair  a  secure 
and  sufficient  county  jail." 

It  can  not  be  doubted  that  the  county  courts,  in  the  name  of  the 
county,  could  make  the  necessary  contracts  for  the  erection  and  keep* 
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iug  In  repair  a  secure  and  sufficient  county  jail,  and,  as  a  consequence, 
could  sue  and  be  sued  upon  such  contracts,  whether  they  be  express 
or  implied.  ( Washer  v.  Bullitt  Co.,  110  U.  8.,  558,  4  Sup.  Ct.  Rep.,  249.) 
Indeed,  the  recent  case  of  Lawrente  Co.  v.  Chattaroi  R,  Co.  (81  Ky., 
225)  goes  to  the  extent  of  deciding  that  public  buildings,  bridges,  etc., 
belong  to  the  county  as  a  corporation,  and  the  county  may  sue  for  an 
injury  done  to  them  in  an  action  on  the  case.  This  seems  to  be  the 
opinion  of  the  court,  also,  in  Christian  Co.  Court  v.  Rankin  (2  Duv., 
503).  We  are  referred  to  Wheatly  v.  Mercer  (9  Bush,  704),  and  the  man- 
uscript opinion  in  Mobley  v.  Carter9  as  holding  a  contrary  doctrine. 

The  case  of  Wheati*  v.  Mercer  was  an  effort  to  make  the  county  court 
as  a  corporation,  or  the  individual  members  thereof,  liable  in  damages 
for  a  defective  bridge,  which  caused  the  injury  complained  of.  Although 
the 'reasoning  of  the  court  indicates  they  would  have  held  the  couuty 
not  to  be  liable  if  it  had  been  sued,  the  decision  is  clearly  correct,  be- 
cause the  county  court  is  not  a  corporation,  but  only  the  agent  of  the 
corporation — i.  a.,  the  county.  The  individual  members  of  the  court 
would  not,  of  course,  be  liable,  unless  made  so  by  statute. 

The  manuscript  opinion  seems  to  be  in  conflict  with  the  decision  in 
Lawrence  Co.  v.  Chattaroi  R.  Co.  The  reasoning  of  this  latter  case,  ap- 
plied to  the  case  at  bar,  would  settle  the  liability  of  the  county  for  this 
infringement,  if  it  has  in  fact  infringed  plaintiff's  patent,  because,  if  a 
county  owns  its  public  buildings  and  may  sue  for  injuries  done  them, 
there  is  no  reason  why  the  counties  are  not  liable  for  property  taken 
and  used  in  the  erection  of  such  public  buildings,  even  though  the 
property  was  wrongfully  taken.  %  Indeed,  there  is  no  good  reason  why, 
if  this  case  is  the  law  of  Kentucky,  counties  should  not  be  liable  to  be 
sued  in  regard  to  injuries  arising  from  neglect  of  the  county  in  regard 
to  such  property  to  the  same  extent  and  manner  as  cities  would  be. 
At  one  time  corporations  could  not  be  held  liable  for  torts,  because 
torts  are  never  authorized  by  corporate  charters,  and  would  therefore 
be  ultra  vires;  but  this  doctrine  has  been  abandoned.  (Salt  Lake  City 
v.  HoWster,  118  U.  S.,  256,  G  Sup.  Ct.  Sep.,  1055.) 

Mr.  Walker,  in  his  book  on  Patents,  states  the  law  thus : 

Section  409.  The  law  is  tbat  every  private  corporation  is  liable  for  all  torts  which 
<vrere  authorised  by  that  corporation,  and  for  all  torts  done  in  parraance  of  any  au- 
thority to  act  on  its  behalf  on  the  subject  to  which  the  tort  relates,  and  for  aU  torts 
rati  lied  by  the  corporation  after  they  are  committed.  •  •  •  Unless  their  charters 
otherwise  provide,  public  corporations,  which  are  liable  at  all  for  infringements  of 
patent*,  are  doubtless  liable  under  the  same  circumstauces  and  to  the  same  extent 
as  private  corporation*  are. 

Clearly  this  county  would  have  been  liable  for  the  agreed  royalty, 
had  there  been  a  contract;  but  as  the  patented  invention  was  used 
without  right  and  without  a  previous  cou tract,  and  the  recovery  can 
only  be  had  in  an  action  on  the  case,  it  is  insisted  there  can  be  no  re- 
covery. If  the  conuty  had  taken  stone  or  other  material,  and  used 
them  in  the  erection  of  this  jail,  the  county  could  have  been  sued  for 
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the  property,  and  the  value  of  it  recovered.  It  is  insisted,  however, 
this  could  only  be  done  by  waiving  the  tort  and  suing  in  assumpsit. 
This  would  certainly  be  the  case  if  the  old  doctrine  that  a  corporation 
is  not  liable  to  be  sued  for  a  tort  was  still  the  law;  but,  as  that  doc- 
trine has  been  abandoned,  why  should  not  this  corporation— i.  «.,  the 
county— be  sued  for  thus  taking,  without  right,  stone  and  other  material 
and  using  it  iu  its  jail,  and  damages  recovered  for  the  wrongful  act! 

The  statute  which  prescribes  an  action  on  the  case  limits  the  verdict 
to  the  actual  damage  done  the  patentee  by  the  unlawful  use  of  his 
patent,  and  it  is  usual  in  such  suits  for  an  infringement,  by  the  use  of 
a  patent  right,  to  make  the  usual  royalty  the  measure  of  damage  and 
recovery.  It  is  true,  uuder  the  statutes,  the  judge  in  his  discretion 
may  enter  a  judgment  beyond  the  actual  damages  sustained,  not  ex- 
ceeding three  times  the  amount  of  the  verdict;  but  this  only  proves 
that  Congress  did  not  mean  to  have  this  statutory  property — i.  a.,  the 
exclusive  right  to  make,  use,  and  sell,  for  a  limited  period,  onefe  own 
invention — less  well  protected  than  other  property. 

There  are  many  cases  which  hold  that  a  county  can  not  be  sued  at 
all — this  will  of  course  depend  upon  the  nature  and  character  of  the 
subdivisions  called  "  counties,"  in  the  respective  States — and  some  that 
they  can  not  be  sued  for  torts;  but,  assuming  that  a  county  is  a  cor 
poration,  and  may  sue  and  be  sued  for  its  contracts  made  within  the 
scope  of  the  authority  given  them,  there  is  only  one  case  known  to  me 
which  holds  that  a  county  is  not  liable  for  the  infringement  of  a  patent 
right  by  its  use,  and  that  is  Jacobs  v.  Commissioner*  Hamilton  Co.,  de- 
cided in  1861,  and  reported  in  1  Bond,  500.  That  decision  is  based  upon 
the  case  of  Commissioners  Hamilton  Co.  v.  Mighels  (7  Ohio  St.,  109). 
That  case  was  an  effort  to  make  the  commissioners  of  Hamilton  County 
liable  in  damages  for  bodily  injuries  caused  Mighels  by  falling  through 
a  bole  in  a  stairway  of  the  court-house,  which  had  been  left  negligently 
without  guard  or  protection.  There  is,  I  think,  a  distinction  between 
such  a  case  and  one  which  seeks  to  recover  damages  for  the  illegal  tak- 
ing of  property  and  using  it  for  the  benefit  of  the  public,  as  is  the  case 
at  bar.  Salt  Lake  City  v.  Hollister  (118  U.  S.,  256,  6  Sup.  Ot.  Rep*, 
1055)  is  an  instructive  opinion  upon  this  subject.  This  case,  however, 
has  not  been  followed,  but  disregarded  by  several  distinguished  and 
learned  judges.  Justice  Davis,  of  the  Supreme  Court,  in  the  case  of 
May  v.  Johnson  Co.,  MS.  (Indiana  seventh  circuit),  held  the  county  lia- 
ble for  tbe  infringement  of  this  patent  by  using  it  in  its  jail.  This  was 
in  1872.  Judge  Dyer,  in  the  case  of  May  v.  County  of  Fond  du  Lae, 
Wisconsin,  held  the  same  way.  This  was  iu  May,  1886.  (See  27  Fed. 
Rep.,  695.)  It  is  stated  by  oonnsel  that  Judges  Jackson  and  Bunn  have 
also  decided  that  counties  are  liable  for  an  infringement  of  this  May 
patent.  This  seems  to  me  to  be  the  just  and  reasonable  view,  and  to 
accord  with  the  present  doctrine  as  to  the  liability  of  counties. 

In  regard  to  the  objection  that  this  action  must  be  an  actio^  on  the 
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case,  I  think  the  present  petition  is  substantially  that.  It  seems  to 
have  followed  substantially  the  forms  given  in  the  books  for  this  kind 
of  suit.  The  fact  that  it  is  called  "  a  petition,9  and  not "  a  declaration," 
can  make  no  difference.  The  courts  shonld  give  effect,  as  far  as  prac- 
ticable* to  both  sections  914  and  4919.  In  construing  those  sections 
together,  we  conclude  that  this  section  should  be  an  action  on  the  case; 
but  if  the  complaint,  whether  called  a  declaration  or  a  petition  under 
the  code,  coutains  all  the  allegations  material  to  make  an  action  on  the 
case,  that  will  be  sufficient. 

The  Marion  circuit  court  of  Indiana  had  jurisdiction  of  the  subject- 
matter— i.  «.,  the  estate  of  Edwin  May — and  it  is  a  court  of  general 
jurisdiction,  and  that  court  h£s  confirmed  the  sale  of  this  right  of  action ; 
hence  this  court  will  not  attempt  to  revise  that  judgment,  and  declare 
either  that  by  the  statutes  of  Indiana  that  court  could  not  legally  sell 
such  assets,  or  that  the  order  given  by  that  court  was  not  broad  enough 
to  include  this  chose  in  action.  That  court  has  construed  its  own  order 
by  confirming  the  sale,  and  this  court  will  not  attempt  to  revise  it. 

The  demurrer  should  be  overruled ;  and  it  is  so  ordered  in  all  of  the 
cases  similar  to  this  ope. 


[United  State*  Circuit  Ceort-IMstrlot  of  MtanuMte.] 

Woodruff  v.  Garb. 

Decided  October  3,  1887. 
41  O.G.,  817. 
WOODBUFF— BUCKLBS— ANTICIPATION. 

The  second,  third,  And  fourth  claims  of  Woodruff**  Reissued  Letters  Patent 
No.  89541,  granted  January  14, 1879,  to  Henry  8.  Woodruff,  for  an  improvement  in 
buokles,  declared  to  have  been  anticipated  by  the  patent  of  £.  Cole,  No.  09,181, 
dated  September  24, 1867,  for  an  improved  buckle. 

Meure.  Offidd,  Towle  A  Phelps  and  Mr.  John  W.  Sale  for  the  com- 
plainant. 

Mr.  P.  JET.  Gunckel  for  the  defendant. 

Kelson,  J.: 

This  suit  is  brought  by  the  complainant  against  the  defendant  Oarr, 
charging  an  infringement  of  Reissued  Letters  Patent  "So.  8,641,  dated 
January  14, 1879,  for  improvement  in  buckles.  The  original  letters 
patent  are  dated  January  9, 1872,  and  the  object  of  the  invention,  as 
stated  by  the  patentee,  is — 

To  relieve  a  trace,  strap,  or  belt  from  the  strain  at  the  point  where  it  is  perforated 
for  a  buckle-tongue. 

The  defendant  is  manufacturing  a  buckle  which  is  constructed  upon 
the  same  principle  as  the  complainant's  buckle  and  operates  substan- 
tially in  the  same  manner  and  is  arranged  for  the  same  purpose — viz., 
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to  prevent  the  trace  or  belt  from  giving  way  at  the  point  where  it  is 
perforated  for  a  tongue— so  that  if  complainant's  patent  is  sustained  he 
would  infringe. 

The  defendant  relies  for  his  defense  chiefly  on  the  alleged  feet  that 
the  device  of  the  complainant  is  exhibited  in  many  prior  patents,  and 
-especially  in  a  patent  issued  to  E.  Cole;  and  he  also  further  claims 
that  the  reissued  letters  patent  are  void  by  reason  of  not  being  for  the 
same  invention  as  that  described  and  claimed  in  the  original.  Other 
defenses  are  set  up  in  the  answer,  but  they  are  not  pressed,  and  the 
two  above  mentioned  are  relied  on  to  defeat  the  complainant's  suit. 

It  will  only  be  necessary  for  me  to  consider  the  first  defense,  for,  in 
my  opinion,  the  device  of  the  complainants  patent  is  found  in  many 
prior  inventions,  and  particularly  m  Letters  Patent  No.  69,181,  dated 
September  24,  1867,  and  issued  to  Ezra  Cole,  of  Fairfield,  Mich-,  for 
an  improved  buckle. 

The  original  Woodruff  patent  has  to  some  extent  engaged  the  atten- 
tion of  courts,  which  appears  to  have  escaped  the  notice  of  counsel. 
The  particular  Cole  patent  now  urged  by  the  defendant  to  show  want 
of  novelty  in  the  Woodruff  device,  has  not,  to  my  knowledge,  been 
considered.  The  Woodruff  reissue  contains  four  claims.  The  first  is 
dismissed  from  the  case  by  complainant,  so  that  I  must  look  at  the 
second,  third,  and  fourth. 

Woodruff  $  eUdm*. 

2.  A  b  uckle-frame  provided  with  a  loose  loop,  as  shown,  and  having  a  rigid  tongue 
on  the  outer  face  of  its  forward  cross-bar,  all  substantially  as  shown  and  described. 

3.  In  a  buckle,  the  combination  of  the  frame  A,  having  a  rigid  tongue  projecting 
outward  with  the  loose  loop  B,  all  substantially  as  shown  and  described. 

4.  The  combination  of  the  loop  B  with  the  frame  A  and  tongue  D  when  the  whole 
is  constructed  as  described,  and  for  the  purposes  hereinbefore  set  forth. 

Cole's  improved  buckle  patent,  No.  69,181,  is  constructed  to  secure 
not  only  relief  from  strain  upon  the  trace  or  belt  at  the  point  where  it 
is  perforated  for  a  tongue,  but  other  results,  which  are  not  important 
for  consideration  now.    Oole  says  his  buckle  is  made  to  secure— 

A  drawing  both  by  the  tongue  and  by  the  frame  of  the  buckle  in  so  pinching  the 
tag  that  the  hole  therein  can  not  bulge  and  tear  out. 

That  is,  be  seeks  to  relieve  the  strain  on  the  belt  or  trace  at  the  point 
of  perforation.  To  accomplish  this  he  constructs  his  buckle  with  a 
curved  frame  broad  at  one  end  and  having  openings  and  with  a  tongue 
on  the  forward  end  projecting  upward  and  outward  and  a  loop  which 
consists  of  a  crossbar  at  one  end,  to  which,  in  case  of  a  trace,  the  hame- 
tugis  fastened,  and  side  bars  running  to  a  broad  cross-bar  or  plate  at 
the  other  end,  with  a  tongue  on  the  under  Bide  projecting  downward 
toward  the  broad  part  of  the  frame.  This  broad  plate  and  side  ban  are 
made  in  one  piece.  The  trace  passes  between  the  broad  part  of  the 
buckle-frame  and  under  the  loop-plate  and  between  the  side  bars,  with 
tongues  fitting  two  of  the  holes.    When  draft  is  applied  the  plate 

y  o 
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piucbes  the  trace  and  holds  it  down  npon  the  broad  part  of  the  frame, 
andtendts  to  relieve  it  at  the  weak  points  where  the  tongues  enter  it 
and  to  prevent  the  strain  npon  the  tongues,  so  that  they  will  not  tear 
out  The  same  thing  is  accomplished  by  the  use  of  the  loop  in  the 
^complainant's  device.    He  says: 

The  greater  the  strain  (draft)  applied  the  more  firmly  the  trace  is  held  to  the 
frame,  thereby  relieving  the  strain  npon  the  trace  at  the  tongue. 

The  plate  or  cross-bar  of  the  loop  which  pinches  the  trace  or  belt 
when  the  loop  is  drawn  down  is  broader  in  Cole's  buckle  that  in  com- 
plainant's device;  but  it  performs  the  same  service  in  the  same  or 
substantially  the  same  way.  One  tongue  in  Cole's  buckle  is  on  under 
side  of  that  part  called  the  "plate,9  and  another  tongue  is  on  the  for- 
ward part  of  the  frame,  and  in  complainant's  buckle  the  tongue  is  on 
the  outer  face  of  the  forward  end  bar  of  the  buckle-frame  only ;  but 
this  is  not  material.  The  function  of  the  draft-loop  of  complainant?* 
buckle  and  the  plate  or  draft-loop  of  Cole's  buckle  is  the  same.  The 
construction  of  the  loops  differ ;  but  they  are  both  loose  loops.  Cole's 
device  has  an  extra  tongue  on  the  underside  of  the  broad  plate  or  loop; 
but  this  does  not  affect  the  principal  function,  which  is  to  pinch  or 
firmly  hold  the  trace  or  belt  when  draft  is  applied.  So  I  find  in  Cole^ 
patent,  No.  69,181,  all  the  features  embraced  in  the  second,  third,  and 
fourth  claims  of  complainant's  patent,  and  operating  substantially  to 
accomplish  the  same  result. 

The  bill  of  complaiut  is  dismissed,  and  decree  accordingly  for  the  de- 
fendant. 


[United  States  Circuit  Court-District  of  Minnesota.] 

Starling  «.  The  St.  Paul  Plow  Wohks. 

Decided  October  10, 1887. 
41  0.  G.  818. 

1.  New  Trial— When  not  Quanted. 

A  new  trial  should  not  be  granted  if  the  newly-discovered  evidence  submitted 
would  rot  change  the  result  of  the  verdict  and  judgment. 

2.  Anticipation— What  is  Not. 

A  combination  of  parts  in  a  sulky -plow  whose  office  it  is  to  enable  the  driver 
by  a  hand  lever  to  cause  the  team  while  in  motion  to  raise  the  plow  out  of  the 
ground,  and  also  enable  him  to  lock  the  plow  in  position  at  different  eleva- 
tions, is  not  anticipated  by  a  sulky-plow  of  earlier  date,  in  which  the  plow  it 
fastened  in  position  at  different  elevatious  by  a  pin  inserted  in  different  holes  in 
a  plate,  so  that  the  team  whiie  in  motion  can  not  raise  the  plow  ont  of  the 
ground. 

Motion  for  new  trial. 

Messrs.  Fraokelton  db  Gareins  for  the  plaintiff. 
Messrs  John  B.  db  W.  H.  Sanborn  for  the  defendant. 
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Nelson,  J.: 

A  motion  for  a  new  trial  is  made  by  defendant  npon  the  following 
grounds : 

First,  on  account  of  accident  and  surprise  which  ordinary  prudence  could  not 
have  guarded  againet. 

Second,  on  the  groand  that  the  decision  ia  not  justified  by  the  Evidence  and  is  con- 
trary to  law. 

Third,  on  the  ground  of  newly-discovered  evidence  material  to  the  petitioner, 
which  it  could  not  with  reasonable  diligence  have  discovered  and  produoed  at  the 
trial. 

Fourth,  on  account  of  error  in  law  occurring  at  the  trial  and  excepted  to  by  the 
'  petitioner. 

The  trial  was  before  the  court  without  a  jury,  and  was  very  thorough. 
Many  questions  arose,  and  if  error  was  committed  it  was  in  allowing 
the  defendant  to  show  want  of  novelty  and  patentability  of  the  plaint- 
iff's plow.  The  action  was  brought  upon  a  contract  in  which  the  de- 
fendant became  a  licensee  to  manufacture  and  sell  the  plaintiff's  inven- 
tion, called  the  "  Starling  Phnr,"  on  payment  of  a  royalty  for  each 
and  every  Starling  plow  manufactured  and  sold.  A  breach  of  the  con- 
tract is  alleged,  and  a  recovery  sought  and  obtained  for  the  amount  of 
royalties  upon  plows  sold  and  not  accounted  for  and  paid  the  defendant. 

If  the  defendant  manufactured  plows  called  by  a  different  name,  but 
substantially  the  same  as  the  defendant's  invention,  invading  his  rights 
under  the  patent,  or  using  devices  claimed  in  the  plaintiff's  patent,  it 
is  a  breach  of  the  contract  if  defendant  fails  to  pay  the  royally  therein 
provided,  and  on  a  repudiation  of  the  contract  by  the  licensee  the 
licenser  and  patentee  can  either  sue  for  royalties  unpaid  or  for  infringe- 
ment. (3  Banning  &  Arden,  672,  and  cases  cited.)  The  election  to  sue 
for  a  breach  of  the  contract  is  made  in  this  case  and  sustained.  The  court 
decided  the  defendant  did  infringe,  and  gave  judgment  I  dismiss  all 
the  reasons  assigned  for  a  new  trial  with  one  exception,  and  will  briefly 
consider  that  one,  viz : 

Newly-disoovered  evidence materialfor  the  petitioner,  which  it  could  not  with  reaaon* 
able  diligence  have  discovered  and  produced  at  the  trial. 

This  evidence  is  a  patent,  No.  127,878,  issued  June  11, 1872,  to  Will- 
iam 6.  Haslup,  assignor,  for  improvement  in  plows. 

If  the  newly-discovered  evidence  which  is  submitted  would  not  change 
the  result  of  the  verdict  and  judgment,  it  is  well  settled  that  a  new  trial 
should  not  be  granted.  The  letters  patent  are  attached  to  the  petition 
for  a  new  trial.  I  have  examined  the  specification  and  claims,  and  if  it 
had  been  offered,  under  the  ruling  of  the  Court  at  the  trial  it  could  not 
have  changed  the  result. 

The  first  claim  of  the  plaintiff's  patent  is  for— 

1.  A  crank-bar  combined  with  the  plow-beam,  lever,  and  axle,  as  and  for  the  pur- 
pose set  forth,  so  that  the  hones  are  made  to  raise  the  plow  out  of  the  ground. 

The  plaintiffs  plow  has  a  crooked  axle  and  a  crank-bar  bent  twice  at 
right  angles  passing  through  a  box  bolted  to  the  plow-beam  toward  the 
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rear  end.  The  forward  end  of  this  bar,  near  the  driver's  seat  or  right 
wheel  of  the  sulky,  rides  upon  the  inner  end  of  the  journal.  The  end 
of  a  spring-lever,  which  projects  upwards  along  a  curved  bar  on  the 
right  side  of  the  driver's  seat,  is  connected  rigidly  with  this  end  of  the 
crank-bar.  The  carved  bar  with  notches  on  the  outer  side  to  receive 
this  upright  lever  is  attached  to  the  axle  and  part  of  a  brace  running 
from  the  axle  to  the  tongue.  The  crank-bar  thus  bolted  to  the  plow- 
beam  can  be  held  in  any  position  to  whieh  the  lever  is  adjusted.  By 
this  device  and  manner  of  construction  and  bolting  the  plow  can  be 
locked  either  in  the  ground  at  any  depth  or  up  at  any  height,  at  the  will 
of  the  driver,  and  in  the  operation  of  raising  the  plow  the  point  comes  up 
first.  By  means  of  the  lever  the  point  turns  np  and  the  horses  are  made 
to  raise  the  plow  out  of  the  ground. 

In  the  Haulup  patent  sulky-plow  there  is  a  sleeve  around  the  axle 
proper,  which  is  revolved  by  a  lever  affixed  to  it  This  sleeve  has  two 
arms  projecting  toward  the  rear  and  pivoted  to  the  plow-beam  under- 
neath. When  the  lever  is  pushed  forward,  the  plow  is  raised  and  a 
trigger  pivoted  to  the  lever  falls  into  a  notch  on  a  circular  plate  fastened 
on  the  right  of  the  axle  or  its  connection,  with  arms  running  to  the 
tongue.  The  plow  is  thus  held  np  while  it  is  turned  or  taken  from  the 
field.  The  plow  can  be  locked  in  the  ground,  or  the  depth  to  be 
plowed  determined,  only  by  inserting  a  pinin  holes  made  for  that  pur- 
pose in  the  circular  plate  fastened  as  heretofore  stated.  The  driver  can 
not  regulate  the  depth  to  be  plowed  and  lock  the  plow  in  the  ground 
while  it  is  in  motion.  The  pin  prevents  the  plow  being  raised  by  the 
lever,  and  it  could  not  be  operated  while  in  motion  so  as  to  raise  the 
point  of  the  plow  and  make  the  horses  pull  it  out  of  the  ground. 

The  Haslup  plow  does  not  have  the  combination  of  the  plaintiff  for 
the  purposes  described  in  his  patent  and  does  not  anticipate  his  inven- 
tion. 

The  motion  for  a  new  trial  is  denied. 


[United  State*  Circuit  Court-Southern  District  of  Hew  York.] 

MONTROSS  V.  MABEB. 

Decided  March  81, 1887. 

41  O.  G.f  931. 

1.  Copabtxeb*— Dissolution— Implied  License. 

The  extent  of  an  implied  license  to  make  and  sell  patented  articles  Is  to  be  con- 
stated  according  to  the  presumed  intent  of  the  parties,  as  inferred  from  the  cir- 
cumstantes. 
2-  Same— Receiver's  Bight  to  Skll— Injunction. 

A  firm  having  been  largely  engaged  daring  several  years  in  mannfaotnring  and 
selling  stoves  upon  designs  patented  by  one  of  the  partners,  and  accounts  between 
them  having  been  repeatedly  settled  embracing  such  sales  and  the  profits  thereon, 
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9.  Same- Receiver's  Right  to  Sell— Injunction— Continued. 

as  firm  business,  held,  without  regard  to  the  question  whether  the  patent  was 
equitably  the  exclusive  property  of  the  patentee,  (1)  that  a  license  by  the  patentee 
to  the  firm  to  make  the  stoves  and  to  sell  those  manufactured  was  implied;  (2) 
that  suoh  license,  by  necessary  implication,  was  co-extensive  with  the  business 
of  the  firm,  and  continued  until  the  copartnership  affairs  were  wound  np  by  any 
lawful  agencies  for  that  purpose ;  (3)  that,  consequently,  the  copartner  of  the 
patentee  had  the  same  authority  after  dissolution  as  before  to  sell  for  the  benefit 
of  the  firm  the  stoves  manufactured  for  sale  before  dissolution ;  and  (4)  that  a  re- 
ceiver of  the  partnership  effects,  appointed  by  a  State  court  in  a  suit  brought  for 
winding  np  the  affairs  of  the  partnership,  had  a  similar  authority  to  sell  the  stores 
remaining  on  hand,  both  as  the  representative  of  the  parties  and  as  a  lawful  agency 
for  closing  up  the  partnership  business,  and  was  by  necessary  implication  included 
in  the  implied  license.  An  application  for  an  injunction  to  restrain  him  from 
selling  was  therefore  refused. 

On  motion  for  injunction. 

Mr.  E.  IT.  l>icJcerson,  Jr.,  for  the  complainant 

Mr.  Clarence  E.  Frost  and  Mr.  Geo.  F.  Setts  for  the  defendant 

Brown,  J. : 

In  a  suit  brought  in  the  State  court  for  winding  up  the  copartnership 
of  Montross  &  Lent,  of  which  the  complainant  was  a  member,  the  de- 
fendant in  February  last  was  appointed  receiver  of  the  partnership  eC 
foots.  Among  the  assets  that  came  into  his  hands  are  stoves  of  various 
patterns,  manufactured  in  the  ordinary  course  of  the  firm  business  under 
patents  issued  during  the  continuance  of  the  partnership  to  the  plaintiff 
Individually,  and  also  patterns,  molds,  and  dies  used  in  the  manufacture. 
The  copartnership,  with  some  changes  in  its  members,  had  existed  for 
many  years,  and  a  large  quantity  of  stoves  under  the  complainant's 
patents  had  been  manufactured  and  sold  by  the  firm  in  the  ordinary 
course  of  its  business  for  the  benefit  of  the  firm,  and  its  accounts  had 
been  at  various  times  adjusted  and  settled  between  the  copartners,  in- 
eluding  the  manufacture  and  sale  of  similar  stoves.  The  stoves  that 
have  come  into  the  hands  of  the  receiver  were  manufactured  during  the 
copartnership,  and  are  those  only  which  remained  undisposed  of  at  the 
dissolution  of  the  firm.  The  plaintiff  seeks  to  enjoin  the  defendant  from 
selling  these  stoves  and  the  dies,  patterns,  &c,  upon  the  ground  that 
{he  plaintiff  is  the  sole  owner  of  the  patents  under  which  the  stoves 
were  made,  and  that  whatever  license  might  be  implied  in  fitvor  of  the 
firm  or  of  the  copartner,  Lent,  to  make  and  sell  the  stoves  during  the 
-continuance  of  the  firm,  such  license  was  a  purely  personal  one;  that 
the  license  to  make  and  to  sell  are  distinct,  substantive  rights,  and  that 
any  implied  license  either  to  make  or  to  sell  was  determined  instantly 
upon  the  dissolution  of  the  firm,  and  that  the  receiver  therefore  acquired 
no  authority  to  sell,  and  can  not  do  so  without  infringement  of  the  com- 
plainant's patent  rights. 

It  is  not  disputed  by  the  plaintiff  that  a  license  to  the  firm  of  Montross 
&  Lent  is  to  be  legally  inferred  from  the  circumstances,  "  to  manufacture 

the  Patented  articles,  and  to  raII  nnoh  at  tham  as  wata  anlri  dnrfnv  fit* 
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existence  of  the  firm."  The  facts  aud  the  circumstances,  including  the 
couduct  and  acts  of  both  parties  daring  a  long  series  of  years,  are  such 
as  to  leave  no  question  of  a  license  to  that  extent.  (See  Hapgood  v. 
Hewitt,  119  U.  SM  226,  232,  7  Sap.  Ct.  Sep.,  193;  Wade  v.  Meted/,  16 
Fed.  Sep.,  132;  American  Tube-works  v.  Bridgewater  Iran  Co.,  26  Fed* 
fiep.,  334;  Herman  v.  Herman,  29  Fed.  Bep.,  92.) 
In  Adams  v.  Burke  (17  Wall.,  463, 456)  Mr,  Justice  Miller  says : 

The  right  to  sell  and  the  right  to  use  are  each  substantive  rights,  and  may  be 
granted,  or  conferred  separately  by  the  patentee.  But  in  the  essential  nature  of 
things,  when  the  patentee,  or  the  person  having  his  rights,  sells  a  machine  or  instru- 
ment whose  sole  value  is  in  its  use,  he  receives  the  consideration  for  its  use,  and  he 
parts  with  the  right  to  restrict  that  use. 

All  the  stoves  manufactured  by  this  firm  were  made  for  the  purpose 
of  sale,  and  not  for  use  by  the  firm.  The  same  facts,  therefore,  that  war- 
rant and  necessitate  in  this  case  the  inference  of  a  license  to  manufact- 
ure, necessarily  include  the  right  to  sell  as  well  as  to  make,  as  that  was 
the  only  purpose  and  interest  of  the  firm  in  their  manufacture.  Follow- 
ing the  language  of  Mr.  Justice  Miller  above  quoted,  the  Sole  value  of 
the  license  and  of  the  stoves  to  the  firm  in  this  case  was  the  right  to 
sell  them.  The  license  implied  here  was  undoubtedly  a  license  to  make 
and  to  sell.  I  see  no  just  reason  for  holding  the  license  to  sell,  implied 
under  such  circumstances,  to  be  ended  at  the  moment  of  the  dissolution 
of  the  firm.  The  language  of  the  circuit  judge  in  Hapgood  v.  Hewitt, 
supra,  and  approved  by  the  Supreme  Court,  that  "  the  right,  being  a 
mere  personal  one,  was  not  transferable  and  was  extinguished  by  the 
dissolution  of  the  corporation,'7  must  be  interpreted  in  reference  to  the 
facts  of  that  case,  which  had  reference  only  to  new  goods,  made  by  an 
independent  corporation  after  the  dissolution  of  the  former  corpora- 
tion. 

The  implied  license  that  is  inferred  from  the  acts  and  dealings  of  the 
parties  is  in  the  nature  of  an  estoppel  to  prevent  what  would  otherwise 
be  a  gross  injustice,  if  not  fraud.  Every  reason  that  exists  for  inferring 
a  license  to  sell  before  dissolution  the  stoves  that  were  made  by  the 
firm  for  the  purpose  of  sale,  applies  equally  in  favor  of  a  license  to  sell 
after  dissolution  such  stoves  as  then  remained  unsold,  for  the  purpose 
of  winding  up  the  concern.  As  respects  the  right  of  the  copartner 
Lent,  I  know  of  no  principle  of  law  that  would  make  bis  right  to  sell 
after  dissolution  any  less  than  before.  A  partnership  and  the  rights  of 
partners  are  not  ended  by  dissolution.  A  dissolution,  as  Kent  observes 
(3  Kent,  Comm.,  #63),  is  "  in  some  respects  prospective  only."  Wh  le 
neither  party  can  bind  the  other  by  new  contracts,  both  have  the  same 
right  as  before  to  sell  the  partnership  effects  for  the  purposes  of  settle- 
ment and  distribution. 

A  dissolution  [says  Denio,  J.,  in  Bobbins  v.  Fuller,  24  N.  Y.,  570],  though  it  an- 
nulled the  powers  of  the  respective  partners  for  many  purposes,  •  •  •  did  not 
pnt  an  end  to  their  authority  to  administer  the  assets  in  accordance  with  the  rights 
and  interests  of  the  parties  interested  in  them,  and  with  the  intention  of  the  part- 
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For  that  purpose,  say  the  Court  in  Murray  v.  Mumfbrd  (6  Cow.,  441), 
"  the  partnership  may  be  said  still  to  continue,  with  all  the  incidents 
belonging  to  that  relation." 

It  is  evident,  therefore,  that  Lent,  as  one  of  the  partners,  had  an 
equal  right  with  the  complainant  to  sell  the  stoves  on  hand  after  the  dis- 
solution as  much  as  before.  That  right  still  exists  in  him,  except  in  so 
fer  as  it  is  abridged  by  the  appointment  of  the  defendant  as  receiver  in 
the  action  peuding  between  the  parties  in  the  State  court.  The  receiver 
in  such  a  case  is  but  the  arm  of  the  court  to  carry  out  and  perform  what 
the  court  adjudges  ought  to  be  performed  as  between  the  parties  to  the 
cause.  So  long  as  one  of  the  parties  has  a  legal  right  to  sell  the  pat- 
ented article,  or  have  it  sold  for  the  firm's  benefit,  the  court,  having  ju- 
risdiction of  the  parties  and  of  the  subject-matter,  must  have  the  power 
through  its  receiver,  to  do  what  either  of  the  parties  have  the  right  to 
have  done.  In  substance  and  in  effect,  the  sale  in  such  a  case  is  through 
an  agency  and  an  authority  invoked  by  a  party  who  has  a  right  to  sell, 
and  who  aslys  the  aid  of  the  court  for  that  purpose.  The  general  rule 
that  a  mere  naked  license  is  not  transferable  seems  to  me  to  have  no 
application  to  such  a  case,  because  the  receiver  sells  for  the  benefit  of 
the  licensees  themselves,  not  for  the  use  and  benefit  of  others.  These 
stoves,  to  the  value  of  about  $16,000,  are  lawfully  in  the  receiver's 
bands,  to  be  sold  for  the  benefit  of  the  firm,  who  were  licensed  to  Bell 
them,  and  whose  right  to  sell  them,  or  to  have  them  sold,  exists  atill, 
notwithstanding  the  dissolution.  If  they  can  not  be  sold  by  the  receiver 
they  can  not  be  sold  by  any  one,  since  his  authority,  for  the  time  being, 
stands  in  lieu  of  that  of  the  parties  themselves.  It  would  be  an  oppro- 
Drium  upon  the  law,  and  a  gross  incongruity,  to  hold  that  the  court 
jould  not  effect,  through  its  receiver,  upon  a  disagreement  of  the  parties, 
»  sale  that  either  of  the  parties  is  authorized  to  make,  or  that  the  com* 
plainant,  from  mere  obstinacy  or  caprice,  might  legally  Insist  that  the 
firm  property  that  he  had  licensed  to  be  made  and  sold  for  the  firm's 
benefit  should  be  broken  up  into  old  iron,  instead  of  being  devoted  to 
the  uses  of  the  firm ;  and  it  would  be  a  strange  perversion  of  equity  to 
sustain  such  a  purpose  by  injunction. 

Again,  there  is  no  reason  for  treating  the  implied  license  in  this  ease 
as  a  mere  personal  privilege,  to  be  exercised  by  the  partners  in  person 
alone.  The  extent  of  a  license  is  such  as  the  contract  of  the  parties 
makes  it  (Black  v.  Hubbard,  3  Ban.  &  A.,  39 ;  Lightner  v.  Boston  <£ 
A.  R.  Co.,  1  Low.,  338.)  If  made  to  the  licensee  "and  assigns,9  it  is 
transferable  without  limit.  The  license  may,  indeed,  be  made  expressly 
to  an  individual,  to  be  used  by  himself  alone,  and  not  through  agents 
or  employes.  The  extent  of  the  license  is  a  question  of  construction, 
and,  as  in  the  case  of  other  contracts  expressed  or  implied,  is  to  be  de- 
termined in  accordance  with  the  intention  of  the  parties.  A  license  to 
a  man  engaged  in  business  to  make  and  sell  a  patented  article  in  his 
business  generally,  unless  there  was  something  else  to  restrict  it,  would 
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manifestly  be  co-extensive  with  his  business,  and  would  continue  till  his 
business  was  wound  up.  The  licensee  in  such  a  case  is  not  restricted 
to  manufacturing  with  his  own  hands,  or  selling  by  his  own  personal 
efforts  only.  He  may  employ  as  many  hands  and  as  many  salesmen  and 
agents  as  his  business  will  admit.  So  long  as  the  articles  are  made  and 
are  sold  in  his  business,  and  for  his  use  and  benefit,  the  sale  would  be 
within  the  license,  though  effected- by  the  hands  of  hundreds  of  different 
agents  and  employe*. 

The  license  necessarily  implied  from  the  circumstances  in  this  case  is 
a  license  to  manufacture  during  the  continuance  of  the  firm,  and  to  sell 
all  the  manufactured  articles  for  the  benefit  of  the  firm  until  it  is  legally 
wound  up,  after  dissolution  as  much  as  before,  and  by  any  agency  that 
may  be  legally  invoked  in  order  to  wind  up  the  business.  The  license 
must  be  construed  as  so  intended,  because  any  other  construction  would 
be  unreasonable  and  ruinous.  A  sale  by  a  receiver  of  the  stoves  law- 
fully manufactured  for  the  purposes  of  sale  during  the  continuance  of 
the  partnership  is  by  necessary  implication  a  part  of  the  license  to  the 
firm  to  manufacture  and  sell,  because  the  receivership  is  a  lawful  agency 
for  the  sale  of  the  firm  assets  for  the  benefit  of  the  firm,  as  much  so  as 
that  of  a  salesman  appointed  by  the  parties  themselves  to  effect  the  same 
object  either  during  the  partnership  or  after  its  dissolution.  Substan- 
tially the  same  question  is  presented  upon  the  insolvency  or  death  of 
one  who  had  been  licensed  by  the  patentee  to  make  and  sell  the  pat- 
ented article,  as  respects  the  right  of  the  executor,  administrator,  or 
assignee  in  insolvency,  as  the  case  may  be,  to  sell  the  goods  remaining 
on  hand  at  tbe  time  of  the  licensee's  death  or  insolvency.  If  the  license 
was  not  to  assigns,  it  is  settled  that  no  new  goods  could  be  made  under 
the  license  by  tbe  assignee  or  personal  representatives  of  the  licensee, 
though  the  term  of  the  license  had  not  expired.  (Oliver  v.  Bumford 
Chen.  Worto,  109  U.  S.,  75,  83,  3  Sup.  Ct  Rep.,  61 ;  Curran  v.  Craig, 
22  Fed.  Sep.,  101.)  But  though  this  situation,  as  respects  goods  on  hand, 
must  have  arisen  often,  no  case  has  been  cited,  nor  have  I  found  any,  in 
which  it  has  been  denied  or  any  doubt  intimated  that  the  assignee  or 
executor  might  lawfully  sell  the  patented  articles  that  had  been  law- 
fully made  for  sale  under  the  license.  This  is  no  slight  negative  evi- 
dence of  the  practical  interpretation,  at  least,  of  the  intent  of  such  a 
license.  Were  the  rule  of  law  otherwise,  since  death  may  happen  at 
any  moment,  no  one  could  venture  to  do  business  under  such  a  license, 
except  at  the  peril,  in  case  of  death,  of  the  loss,  it  might  be,  of  all  his 
capital.  If  the  license  were  in  writing,  a  provision  might  doubtless  be 
inserted  providing  for  the  winding  up  of  the  business  by  personal  rep* 
resentatives,  or  an  assignee,  though  no  general  transfer  "to  assigns" 
was  intended.  Such  a  special  provision,  however,  would  hardly  be  ex- 
pected ;  and  in  my  judgment  it  is  not  necessary,  because  fairly  contained 
by  necessary  implication  in  tbe  license  to  make  and  sell.  As  respects 
the  construction  of  the  extent  of  the  license  in  particular  cases,  see  BM* 
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ing  v.  Turner  (8  Blatchf.,  321)  j  IAghtner  v.  Botlon  A  A.  B.  Co.  (1  Low., 
338). 

A  farther  ground  for  holding  that  the  complainant's  license  extended 
to  a  sale  after  dissolution  is  found  in  the  articles  of  copartnership,  which 
contain  a  provision  that  either  partner  upon  dissolution  may  acquire 
the  Arm  property  upon  an  offer  and  acceptance  of  some  sum  to  be 
named.  This  necessarily  implies  that  any  such  stoves  remaining  on 
hand  at  the  time  of  dissolution  are  a  subject  of  sale  to  or  by  either  part- 
ner alike,  and  hence  it  imports  a  license  to  Lent  to  acquire  the  property 
individually,  for  the  purposes  of  general  sale,  and  is  therefore  prac- 
tically equivalent  to  a  license  to  Lent  or  his  assigns.  ( Wade  v.  Metoalfr 
16  Fed.  Sep.,  130.)    This  part  of  the  motion  must  therefore  be  denied. 

Aft  respects  the  patterns,  etc,  inasmuch  as  these  would  be  of  no  use, 
or  of  trifling  value,  except  for  the  further  manufacture  of  stoves,  the 
right  to  sell  them,  with  the  right  to  manufacture  stoves,  would  depend 
upon  the  equitable  right  of  Mr.  Lent  to  a  partnership  in  the  complainant's 
patents.  But  as  I  am  not  able  at  present  to  examine  that  branch  of  the 
motion,  and  there  is  urgent  need  for  an  immediate  decision  as  respects 
the  stoves,  I  decide  only  to  relieve  the  defendant  from  the  stipulation 
made  by  him  in  this,  cause  on  the  4th  of  March,  1887,  so  ferae  respects 
the  stoves,  and  to  continue  the  stipulation,  in  full  force  and  effect  for 
thirty  days  from  this  date,  as  respects  the  other  articles  except  stoves  j 
and  that  the  motion  as  respects  the  patterns,  etc,  retain  its  plaee  on 
the  motion  calendar  for  further  hearing. 
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TOEPFBB  V.  GOBTZ  ST  AL. 

Decided  July  5,1887. 

410.  G.,  933. 

Effect  of  Limitation  Imposed  bt  the  Patent  Office. 

It  it  wholly  irrelevant  to  inquire  whether  the  patentee  was  obliged  to  limit  hna* 
self  by  the  ruling  of  the  Patent  Office.    It  is  enough  to  say  that  he  did  so  limit 


Abandonment. 

Although  the  patent  may  show  features  which  were  patentable  and  which,  if 
properly  patented,  would  render  the  defendants  liable  as  infringers,  such  mat- 
ters are  abandoned  to  the  public  by  the  act  of  the  patentee  in  accepting  a  eiaim 
which  fails  to  comprehend  the  same. 

The  Use  of  an  " Equivalent"  Device  mat  not  be  an  Infexnoemmnt. 
Bound  rook-shafts  in  tilting  malt-kiln  trays  are  old  and  now  common 
erty,  and  it  is  an  old  expedient  to  tilt  frames  by  square  rook-shafts ;  but  wl 
the  patentee  sees  fit  to  limit  his  claim  to  a  square  rock-shaft  the  defendants  wh» 
use  a  round  shaft  can  not  be  held  liable.    Also,  while  a  patent  may  eoTcr  m  new 
hook,  it  can  not  prevent  the  use  of  an  old  door-latch. 

Meters.  Stout  A  Underwood  for  the  complainant 
Mr,  Charlee  0.  Page  for  the  defendants. 
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BLODGETT,  J. : 

This  is  a  bill  in  equity  to  restrain  the  alleged  infringement  of  a  pat- 
oat  granted  April  27, 1880,  to  the  complainant,  Wenzel  Toepfer,  for  a 
malt-kiln. 

The  portion  of  the  patent  in  controversy  in  this  case  relates  to  cer- 
tain devices  for  constructing,  suspending,  and  dumping  the  floors  of 
malt-kilns;  and  the  device  described  and  shown  consists  of  the  floor  of 
a  malt-kiln  constructed  in  sections  or  strips  of  about  twelve  inches  in 
width  and  extending  the  length  of  the  kiln,  so  that  each  section  can  be 
tipped  or  turned  into  a  vertical  position,  by  which  the  malt  npon  it  will 
be  dumped  or  dropped  onto  the  next  floor  or  into  a  receptacle  below. 
He  calls  these  sections  "trays,"  and  they  are  made  of  wire-gauze  or 
perforated  sheet  metal,  so  as,  to  give  ample  opportunity  for  the  circula- 
tion of  the  warm  air  through  the  floors  and  the  malt  resting  thereon. 
These  trays  are  constructed  by  making  a  frame*  of  comparatively  light 
iron  strips  about  the  width  of  the  intended  sections— say  twelve  inches 
— through  the  middle  of  which  is  run  a  rock-shaft  or  tilting-rod,  and 
upon  tiiis  frame  wire-gauze  or  perforated  sheet  fnetal  is  stretched  and 
fastened,  so  as  to  forjn  the  floor.  The  end  pieces  of  the  frame  are  con- 
structed with  journals  which  are  intended  to  rest  upon  proper  supports 
in  the  ends  of  the  kiln,  and  through  this  journal  is  a  square  opening  of 
the  proper  size  to  receive  the  tilting-rod  or  rock-shaft,  which  is  square 
and  which  extends  the  entire  length  of  the  frame ;  and  if  the  trays  are 
so  long  as  to  require  intermediate  support  between  the  ends,  such  sup- 
port is  furnished  by  brackets  resting  upon  a  cross  timber  or  beam. 
One  end  of  this  tilting-rod  or  rock-shaft  extends  through  the  end  wall  of 
the  kiln  and  has  a  crank  attached  to  it,  so  that  the  section  can  be  tipped 
from  a  horizontal  into  a  vertical  position  by  means  of  this  crank,  and 
by  connecting  the  cranks  of  the  adjacent  sections  together  by  a  rod  or 
link,  and  by  means  of  a  lever  operating  this  rod  or  link,  all  the  sections 
or  so  many  of  them  as  are  so  connected  can  be  thrown  from  a  horizontal 
into  a  vertical  position  by  a  single  movement  of  this  lever,  whereby  the 
contents  of  the  floor  will  be  dumped,  and  by  a  reverse  movement  of  this 
lever  the  sections  will  be  brought  back. to  their  horizontal  positions,  so 
as  to  form  a  continuous  floor. 

Infringement  is  charged  in  regard  to  the  first  two  claims  of  the  patent, 
which  are  as  follows : 

1.  In  a  malt-drier,  a  removable  tilting  tray  provided  with  Journal*  having  bearings 
in  the  end  walla  of  the  kiln  and  on  an  intermediate  bracket  or  brackets,  the  journals 
of  the  trays  having  polygonal  openings  for  the  reception  of  a  polygonal  tilting-shaft, 
in  combination  with  a  corresponding  tilting-shaft,  substantially  as  and  for' the  pur- 
pose specified. 

2.  In  a  malt-drier,  the  combination  of  three  or  more  tilting  trays  provided  with  tilt- 
tag-shafts  having  crank-arms,  a  coupling  bar  or  rod  for  connecting  the  crank-arms  of 
the  tilting-shafts,  and  a  locking-book  pivoted  to  the  central  tilting-shaft  and  adapted 
to  fit  over  either  of  the  outer  shafts,  the  whole  arranged  substantially  as  and  for  the 
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The  defenses  interposed  are,  first,  that  the  patent  is  void  for  want  of 
novelty  j  second,  that  the  defendants  do  not  infringe* 

The  proof  shows,  without  dispute,  that  perforated  floors  to  malt-kilns 
so  arranged  that  the  sections  or  trays  could  be  tilted  or  tipped  in  such 
manner  as  to  dump  the  contents  were  old  at  the  time  this  inventor  en- 
tered the  field  j  and  it  also  appears,  without  dispute,  that  it  was  old  in 
the  art  to  make  the  floors  open,  either  with  wire-netting  or  perforated 
iron  plates,  to  allow  the  free  circulation  of  the  heated  air  through  the 
contents  of  the  kiln. 

A  perforated  malt-kiln  floor  so  arranged  as  to  dump  the  contents  by 
tilting  or  tipping  is  shown  in  the  patent  of  November  13,  186G,  issued 
to  Joseph  Gecman,  and  on  September  16, 1867,  another  patent  was  taken 
out  by  Gecman,  in  which  he  shows  a  perforated  floor  in  sections  or  tr^ys, 
each  tray  balanced  upon  a  rock-shaft  so  as  to  be  "susceptible  of  being 
tipped  or  tilted,  and  thus  discharge  the  malt  upon  the  same  as  desired,* 
and  each  of  these  supporting-rods  was  cranked  at  one  end,  so  that  the 
trays  could  be  tilted  by  the  operations  of  such  cranks,  and  these  cranks 
were  so  connected  by  a  link  or  rod  that  all  the  trays  could  be  dumped 
by  one  movement  of  a  lever  operating  this  rod.;  and  substantially  the 
same  arrangement  is  shown  in  a  patent  issued  to  one  Bhodes  In  Janu- 
ary, 1869,  and  in  another  patent  issued  to  Gecman  dated  March  25, 
1873. 

The  proof  also  shows  that  malt-kilns  were  constructed  and  operated 
with  some  decree  of  success  under  the  Gecman  patents,  and  the  only 
practical  objection  to  the  kilns  constructed  under  the  Gecman  and 
Bhodes  patents  seems  to  have  been  the  lack  of  strength  in  the  wire-net- 
ting or  perforated  metal  of  the  trays  to  cany  the  requisite  load  of  malt, 
and  hence  the  outer  edges  of  these  trays  would  sag  or  bend,  or  the  trays 
would  twist  by  the  operation  of  dumping.  Gecman's  patents  showed  a 
malt-kiln  floor  in  sections  or  trays,  each  section  resting  upon  a  rock- 
shaft  or  tilting-rod  cranked  at  one  end  and  the  cranks  so  arranged  with 
links  and  levers  that  the  trays  could  be  dumped  simultaneously.  TSie 
complainant  by  his  patent  shows  and  describes  a  malt-kiln  floor  made 
in  sections  or  trays  like  Gecman's,  each  section  having  a  cranked  rock- 
shaft  by  which  it  can  be  dumped ;  but  he  constructed  his  trays  by  first 
making  a  frame  strong  enough  to  hold  the  wire-netting  or  perforated 
iron  plates  which  formed  the  surface  of  the  floor,  so  as  to  avoid  the  dif- 
ficulty which  had  been  met  in  the  use  of  the  Gecman  trays,  and  sus- 
pends this  frame  in  the  kiln  by  means  of  journals  resting  on  proper 
supports  in  the  ends  of  the  kilns  and  on  intermediate  brackets  when 
the  lengths  of  the  sections  were  such  as  to  require  intermediate  support, 
and  through  the  length  of  this  frame  he  ran  a  square  rock-shaft  or  tilt- 
ing-rod which  passed  through  square  holes  in  the  Journals,  and  this 
tilting-sbaft  being  cranked  at  one  end  the  trays  could  be  dumped  by 
means  of  connecting  rods  and  levers,  the  same  as  Was  shown  in  Gec- 
man's floors.    This  feature  of  the  device  is  covered  by  the  first  claim  of 
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the  patent,  which  is  for  the  combination  of  this  square  (or  polygonal, 
as  he  calls  it  in  the  claim)  tilting-sbaft  with  its  tilting  section. 

The  complainant  also  shows  in  his  drawings  and  specifications  a  means 
for  locking  the  .trays  either  in  the  horizontal  or  vertical  position  by  a 
hook  pivoted  to  the  central  tilting-shaft,  and,  so  bent  and  arranged  as 
to  catch  over  the  end  of  either  of  the  other  shafts,  and  this  element  in 
his  patent  is  covered  by  the  second  claim. 

The  ddfepdants  construct  a  malt-kiln  floor  in  sections  or  trays,  and 
the  sections  are  made  in  substantially  the  same  manner  as  those  of  com- 
plainant—that is,  by  constructing  a  frame  of  light  iron  about  as  wide 
as  the  tray,  and  upon  this  frame  fastening  a  sheet  of  perforated  metal 
to  form  the  surface  of  the  floor,  and  through  this  frame  longitudinally 
extends  a  round  rod  or  rock-shaft,  the  ends  of  which  form  the  journals, 
which  rests  in  proper  supports  in  the  sides  of  the  kiln,  this  rod  being 
fastened  rigidly  to  the  frame  with  pins  or  set-screws  at  points  where  it 
passes  through  the  cross-pieofes  of  the  frame,  so  that  the  tray  is  rocked 
or  tilted  by  rocking  or  turning  this  shaft;  but  the  defendants  do  not 
extend  their  trays  or  sections  the  entire  length  of  the  kiln  and  operate 
them  by  a  crank  working  on  the  end  of  the  tray,  but  they  put  in  their 
floors  in  sections,  each  section  being  of  the  width  of  the  floor  and  com- 
posed of  enough  trays  to  reach  from  side  to  side  of  the  kiln,  and  the 
trays  in  each  section  are  dumped  by  means  of  a  dependent  lever  or 
cmuk  fixed  to  the  under  side  of  the  trays  and  near  the  middle  of  the 
trays,  the  cranks  of  an  entire  section  or  series  of  trays  being  connected 
by  a  rod  or  link  which  extends  through  one  side  of  the  kiln,  where  it  is 
operated  by  a  lever  so  as  to  dump  all  the  trays  in  a  section  by  one 
movement  For  practical  use  the  defendants  make  their  trays  about 
twelve  feet  long,  and  place  sections  composed  of  their  trays  end  to 
end,  so  that  a  floor  thirty-six  feet  long  would  be  made  of  three  sec- 
tions of  trays,  and  these  sections  are  supported,  except  at  the  end 
walla,  upon  brackets  extending  upward  from  beams  and  joists  running 
across  the  kiln,  and  they  lock  their  trays  in  the  horizontal  position  by 
a  latch  which  holds  the  operating  lever  in  a  vertical  position.  The  only 
substantial  difference  I  can  see  between  the  trays  constructed  according 
to  the  complainant's  patent  and  those  made  and  used  by  defendants  is 
that  defendants  use  a  round  rook-shaft,  where  complainant  shows  a 
square  br  polygonal  one,  and  the  ends  of  defendants'  rock-shaft  form 
(ha  journals  upon  which  the  trays  turn.  Complainant  fastens  his  rook- 
shaft  rigidly  to  the  tray  by  passing  it  through  square  holes,  while  de- 
fendants pass  theirs  through  round  holes  and  make  it  rigid  with  the 
frame  of  the  tray  by  pins  or  set-screws. 

If  complainant  l*ad  been  the  first  to  make  a  tilting  floor  in  sections 
or  trays  for  a  malt-kiln,  I  should  be  inclined  to  consider  the  changes 
made  by  the  defendants  as  merely  colorable  and  the  equivalent  of  the 
devices  shown  by  complainaut-tbat  is,  if  complainant  had  properly 
covered  his  invention  by  his  claim;  but  the  complainant  has  seen  fit, 
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as  it  seems  to  me,  to  limit  his  patent  to  a  square  rock-shaft  which  most 
pass  through  square  holes  in  the  journals-  He  says  in  his  specification : 
*    *    *    These  journals  I  make  hollow,  with  square  bearings,  for  the  operating- 
rods  P,  which  are  also  square.    •    •    • 

And  again  he  says : 

To  bring  about  this  dumping  I  provide  square  rods  F  with  crank-arms  J,  and  pass 
the  rods  F  through  the  journals  E,  etc. 

And  in  explaining  the  utility  of  his  device,  complainant  says : 

Heretofore  it  has  been  impossible  to  use  very  long  iron  trays  and  to  operate  them 
from  the  outside,  as  it  was  difficult  to  control  them,  owing  to  their  liability  to  spring 
and  twist.  Long  wooden  trays  are  open  to  the  same  objection,  and  have  had  to  be 
damped  separately  by  an  operative  who  entered  the  kiln ;  but  by  means  of  my  square 
rods  F,  I  can  apply  the  dumping  force  equally  along  the  entire  length  of  the  trays, 
and  as  there  is  no  keying  to  be  done,  there  will  never  be  any  danger  of  the  parts  be- 
coming loose  or  gefting*  out  of  order.    •    •    • 

And  the  claim  is  for  a  combination  of  a  tray,  the  journals  of  which 
have  polygonal  openings  for  the  reception  of  a  polygonal  tilting-ahaft 
with  a  corresponding  tilting-shaft — that  is,  a  square  or  polygonal  tilt- 
ing-shaft— so  that  I  can  see  no  escape  from  the  conclusion  that  the 
complainant  has,  by  his  specification  and  his  claim,  limited  his  patent 
to  a  tilting  tray  operated  by  ft  square  or  polygonal  tilting-shaft  It  is 
wholly  irrelevant  to  inquire  whether  complainant  was  obliged  to  limit 
himself  to  this  square  shaft  by  the  state  of  the  art.  Of  the  ruling  of 
the  Patent  Office  it  is  enough  to  say  that  he  did  so  limit  himself  by  lan- 
guage which  can  not  be  misunderstood  and  will  admit  only  of  this  con- 
struction. 

The  defendants  use  a  round  tilting-rod  in  place  of  the  square  one 
used  and  described  by  complainant,  and  I  can  not,  therefore,  say  that 
defendants  use  the  combination  covered  by  the  first  claim  of  complain- 
ant's patent. 

It  may  also  be  said  that  Gecman  showed  round  tilting-rods  in  his 
1867  patent,  which,  being  now  common  property,  the  defendants  have 
the  right  to  use  so  long  as  they  perform  the  same  function  in  defend- 
ants' device  as  they  did  in  Gecman's.  It  is  obvious  that,  in  order  to 
enable  this  rock-shaft  or  tilting-rod,  as  used  by  Gecman  and  the  com- 
plainant and  defendants  to  operate,  to  turn,  or  tilt  the  tray,  it  must  be 
so  rigidly  attached  to  the  tray  as  that  when  the  shaft  is  turned  it  will 
turn  the  tray ;  and  complainant  seems  to  have  conceived  that  the  best, 
if  not  the  only,  way  to  do  this  was  to  make  the  shaft  square  and  pass 
it  through  square  openings  in  the  frame  of  the  tray,  while  defendants 
took  the  old  round  shaft  of  Gecman's  1867  patent  and  passed  it  through 
round  holes  in  the  frame,  and  made  it  rigid  to  the  frame  by  keys  or 
pins.  Both  were  old  and  well-known  modes  of  making  a  rod  or  shaft 
rigid  or  integral  with  a  frame  which  it  was  to  operate  or  cany,  and  it 
may  be  doubtful  if,  after  Gecman  has  shown  the  function  of  a  rock- 
shaft  in  connection  with  a  section  or  strip  of  a  floor  for  the  purpose  of 
tilting  such  section,  there  was  any  invention  in  either  of  these  modes 
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Tbe  first  claim  of  this  patent  does  hot  cover,  nor  purport  or  attempt 
to  cover,  the  mode  of  strengthening  the  Gecman  section,  to  that  its 
edges  or  corners  wonld  not  sag  or  bend,  as  it  is  said  the  Oecman  floors 
did,  bnt  covers  the  square  shaft,  in  combination  with  a  tray  whiph  most 
be  joaraaled  in  the  end  walls  of  the  kiln  and  on  intermediate  brackets, 
which  journals  must  have  polygonal  openings  for  the  reception  of  a 
polygonal  shaft.  No  claim  in  the  patent  covers  the  mode  of  re-enforc- 
ing the  wire-netting  or  perforated  sheet  metal  which  forms  the  floor; 
so  that  it  will  not  bend  under  the  load  of  malt  pnt  upon  it,  nor  the  in- ' 
termediate  supporting-bracket,  and  hence,  if  there  were  any  invention 
involved  in  the  construction  of  this  supporting-frame  or  the  bracket, 
it  has  been  abandoned  to  the  public. 

As  to  the  complainant's  second  claim  for  the  locking  device  by  means 
of  the  book  pivoted  on  one  shaft  and  arranged  to  catch  over  either  of 
the  adjoining  ones,  il  is  enough  to  say  that  defendants  do  not  use  a 
book,  but  have  adopted  tbe  old  and  well-known  device  of  a  latch  orpin, 
and  while  this  hook  device  of  complainant  may  be  new,  it  can  not  pre- 
vent defendants  from  adopting  the  latch  any  more  than  a  new  door- 
catch  would  prevent  a  man  from  using  the  old-fashioned  latch  or  pin 
to  fasten  his  door. 

I  am  therefore  of  opinion  that  defendants  do  not  infringe  either  of 
the  claims  of  this  patent,  and  complainant's  bill  must  be  dismissed  for 
want  of  equity.  


[United  State*  Circuit  Court— Kaatorn  District  of  Pennaylnaia.] ' 

Good  v.  Bailey  et  al. 

Decided  November  11,  1887. 

41  O.  G.,  935. 

1.  Good— IIkmp-Comdinq  Machine. 

Letters  Patent  No.  95,402,  granted  to  John  Good,  dated  October  5, 1869,  for  im- 
provement* in  machinery  for  drawing  and  combing  flax,  construed  strictly.   - 
%  Construction  of  Claim. 

Where  all  the  elements  employed  in  forming  tho  combination  are  old,  and  the 
combination  alone  is  new,  and  this  differs  but  slightly  from  that  of  machines 
previously  manufactured  or  described,  the  claim  for  it  can  only  be  sustained  in 
connection  with  the  special  mechanical  devises  employed  in  forming  it. 
3.  Equivalents— Infringements. 

The  employment  of  other  devices,  though  a  combination  of  the  same  general 
character,  yet  producing  a  more  perfect  combination,  ono  better  adapted  to  the 
contemplated  use,  is  not  infringement. 

Messrs.  Oifford  A  Brown  for  the  complainant. 

Mr.  W.  H.  Doolittle  &nd  Messrs.  Crawford  &  Dallas  for  the  defendants. 

Butler,  J.. 

This  suit  is  brought  for  infringement  of  Letter*  Patent  No.  95,462, 
granted  October  5, 1889,  to  Good,  for  an  improvement  in  flax-drawing 
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.  machine*.    The  validity  of  the  patent  and  the  alleged  infringement  a*e 
denied  by  the  answer. 

As  respects  the  first,  little  need  be  said.  The  patent  was  granted 
nearly  twenty  years  ago.  The  machine  went  into  nee  soon  after,  and 
hafe  continued  to  be  employed  throughout  the  country  ever  since.  It 
waa  valuable,  and  displaced  machines  previously  used  for  the  same 
purpose.  The  validity  of  the  patent  .has  never  been  questioned  save  in 
this  instance.  Such  acquiescence  is  extraordinary,  and  of  itself  is  en- 
titled to  much  weight  in  considering  the  question  now  raised.  We  have 
found  nothing  in  the  record  to  justify  an  adverse  decision,  nothing  suffl- 
cient  to  overcome  the  presumptions  arising  from  the  patent  tod  the  ac- 
quiescence referred  to.  The  history  of  the  art  and  the  record  of  the 
complainant's  application  and  proceedings  thereon,  however,  forbid  a 
liberal  construction  of  the,  claim.  All  the  elements  employed  in  form- 
ing the  combination  are  old.  The  combination  alone  is  new,  and  this 
differs  so  slightly  from  that  of  machines  previously  manufactured  or  de- 
scribed that  the  claim  for  it  can  only  be  sustained  in  connection  with 
the  special  mechanical  devices  employed  in  forming  it.  We  do  not 
mean  to  say  or  suggest  that  its  operation  may  be  avoided  by  the  mere 
substitution  of  known  equivalents  j  but  we  think  it  may  by  the  employ- 
ment instead  of  other  devices  which  produce  a  more  perfect  combina- 
tion, one  better  adapted  to  the  contemplated  use,  though  this  combina- 
tion may  have  the  same  general  character. 

Has  the  respondent  infringed  1  His  machine  is  intended  for  the  i 
purpose  as  complainant's,  to  do  the  same  work  substantially  by  the  i 
method,  and  was  probably  suggested  by  it.  This,  however,  is  not  very 
important.  The  complainant's  machine  was  not  the  first  of  its  kind. 
Similar  machines,  in  most  respects  designed  for  the  same  work  and 
doing  it  in  substantially  the  same  way,  were  described  and  constructed 
long  before.  His  combination,  however,  was  slightly  different,  *nd  this 
difference  produces  a  better  machine.  Is  the  respondent's  combination 
the  same  f  This  is  the  important  question.  The  mechanical  construe- 
tion  of  the  parts  is  different  A  comparison  of  the  two  machinea  by 
Mr.  Appleton,  an  expert,  is  substantially  accurate: 

In  complainant  Good's  patent,  as  before  testified  to,  both  sets  of  gill-pins  ere  ear- 
ried  by  endless  chains,  and  the  points  of  the  gill-pins  in  operation  are  presented  in  a 
plane  in  consequence  of  the  arrangement  of  the  sprocket-wheels  orer  which  each 
chains  pass,  and  through  the  instrumentality  of  the  bell-cranks  O,  provided  with 
pins  and  grooves  oo-operating  with  the  fixed  cams  P  Q  and  the  guide-plates  H, 
whereas  in  the  Bailey  and  Lewis  machines  inquired  of;  the  bam  carrying  the  gOl-pfas 
of  the  rearmost  or  slower-moving  series  are  operated  by  screws,  and  such  pine  are 
brought  into  and  carried  out  of  action  by  means  of  earns  upon  the  serew-rodo,  whisk 
raise  and  lower  their  carrying  bars  from  a  lower  to  a  higher  plane,  and  eke  cures, 
while  such  pine  are  held  at  all  times  in  the  same,  or  substantially  the  same,  relative 
position  with  respect  to  the  horiion,  and  the  gill-pine  of  the  forward  flor  faster  SMuiaf 
series,  while  carried  by  endless  chains,  are  divided  between  an  upper  and  a  lower 
chain,  which  are  so  arranged  as  to  make  the  pins  of  one  chain  alternate  with  the  pirn 
of  the  other,  the  points  of  the  pins  of  both  chains  in  operation  being  pramted  is  a 


ttsoi8tow8  o*  tj.  a  cotJOTS  w  Latent  cabmb        615 

plane  through  the  instrumentality  of  the  chain-carrying  wheel*,  bloeks  c*  upon  the 
ende  of  the  ben  carrying  the  gill-pins  engaging  with  guideways/*/*  in  the  aides  of 
the  machine-frame  an4  g**™  *P  nP°n  •*id  *•*■  meshing  with  movable  guides  J1  J», 
etc,  surrounding  the  shafts  of  the  wheels  around  which  the  chains  pass,  by  which 
means  the  gill-pins  are  maintained  at  all  times  in  the  same  relation  with  respect  to 
the  horison  as1  is  the  ease  with  the  rearmost  or  slower-moving  series. 


The  substitution  of  a  screw  for  the  chain,  to  operate  the  slower-mov- 
ing aeries  of  pins,  of  itself  we  would  consider  unimportant  if  it  per- 
forated no  other  function  than  the  chain.  In  such  case  it  would  be 
simply  an  equivalent  for  the  latter.  Nor  would  we  consider  the  devices 
for  dropping  the  pin-bars  instead  of  revolving  them,  in  this  series,  im- 
portant if  the  effect  was  the  same  as  that  produced  by  the  complain- 
ant's chain  and  attachments  in  this  respect  It  is  quite  dear,  however, 
that  the  screw  and  mechanical  devices  connected  therewith  for  oper- 
ating and  dropping  the  bars  admit  of  a  much  closer  relation  between  the 
two  series  of  bars  and  pins  than  is  found  in  the  complainant's  machine. 
If  this  difference  was  immaterial,  if  the  closer  relation  was  of  no  value, 
it  would,  of  course,  be  an  unimportant  difference,  and  would  not,  there* 
fere,  distinguish  the  machines.  The  testimony,  however,  leaves  no 
doubt  that  it  is  of  essential  value,  and  that  the  distance  between  the 
series  in  the  complainant's  machine  was  a  recognized  defect.  This  is 
so  clearly  stated  by  the  complainant  himself  in  an  application  for  an- 
other patent,  intended  to  remedy  the  defect,  granted  in  1885,  that  it  is 
unnecessary  to  do  more  than  repeat  what  he  says: 

Jo  soch  machines  [the  complainant's  here  involved]  the  drawing  or  spreading  of 
the  fibrous  materials  is  performed  by  means  of  two  or  more  endless  belts  or  aprons 
furnished  with  combing  or  hackling  pins,  end  arranged  one  before  the  other,  and  run- 
ning, at  different  velocities,  the  operating-points  of  the  pins  on  the  two  belts  being  in 
or  nearly  in  the  same  plane,  and  all  ssid  pins  being  presented  in  an  upward  direction 
during  the  time  they  are  in  operation.  Such  machines  have  proved  very  effective  in 
their  operation  to  cause  the  two  belts  of  pins  traveling  at  different  velocities  to  thor- 
oughly comb  and  straighten  the  hemp,  flax,  or  other  materials  during  the  travel  of 
the  fibers  through  or  over  the  frame  or  machine,  and  while  the  fibers  are  free  at  both 
ends*  but  are  subject  to  one  objection,  vis,  that  when  the  pin-carrying  belts  are  ar- 
ranged so  that  both  present  their  operating-points  upward  or  in  the  same  direction 
the  working-pins  of  one  belt  can  not  be  brought  very  olose  to  those  of  the  other  belt* 
sod  consequently  a  break  of  such  considerable  length  is  left  between  the  working 
portions  of  the  two  belts  that,  although  the  machine  works  well  for  a  long  fiber,  it 
does  not  work  so  weU  for  shorter  fiber. 

The  object  of  my  invention  is  to  bring  the  working-pins  of  one  belt  nearer  to  those 
of  the  other  and  thereby  cause  a  closer  "  nip"  of  the  fiber  to  be  taken  between  the 
pins  of  the  two  belts. . 

The  screw  and  connecting  mechanical  devices  for  operating  the  slower- 
moving  series  of  bars  employed  by  the  respondent  produce  a  machine 
free  from  the  defect  referred  to.  The  connection  of  the  two  series  seems 
to  be  as  close  as  it  is  profitable  to  have  them.  The  respondent  has  thus 
accomplished  in  a  different  way  precisely  what  was  intended  to  be  ef- 
fected by  the  complainant's  subsequent  patent.  Does  not  this  differ- 
ence between  the  machines  constitute  a  substantial  distinction  and  re* 
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lieve  the  respondent  from  the  charge  of  infringement  f  We  believe  it 
does.  The  mechanical  devices  which  effect  a  closer  connection  between 
the  bars,  and  consequently  produce  a  better  machine,  can  not  be  re- 
garded as  mere  equivalents  for  the  claimant's,  because  they  do  what 
the  latter  will  not.  This  may  seem  to  be  a  slight  difference.  It  is,  how- 
ever, a  very  important  one,  and  is  quite  as  great,  we  think,  as  the  dif- 
ference between  the  complainant's  machine  and  some  of  thoee  which 
preceded  it 

We  attach  no  importance  to  the  third  overriding  series  of  pin-bars  in 
the  respondent's  machine.  In  the  absence  of  the  distinguishing  feature 
just  referred  to  this  would  be  regarded  as  an  improvement  merely 
added  to  complainant's  machine. 

It  would  not  be  profitable  to  dwell  longer  on  the  subject.  Sufficient 
has  been  said  to  indicate  the  grounds  on  which  the  decision,  reets. 

A  decree  must  be  entered  dismissing  the  bill  with  costs. 


[Supreme  Court  of  the  United  State*.] 

The  Smith  &  Griggs  Manufacturing  Company  v.  Spragub 

Administratrix. 

Decided  November  14, 1887. 
41  O.  G.,  1037. 

1.  SPRAGUE— BUCKLE-LEVER  MACniNKS. 

The  first,  second,  third,  fourth,  and  sixth  claims  of  Leonard  A.  Bprague's  patent, 
No.  228,136,  dated  May  25, 1860,  and  the  second,  third,  and  fifth  claims  of  Leonard 
A.  Sprague's  patent,  No.  231,199,  dated  August  17, 1880,  both  for  tmpiofomcnti 
in  machines  for  making  buckle-levers,  declared  invalid  by  reason  of  more  than 
two  years1  pnblic  use  before  the  date  of  application  for  said  patent. 

2.  Public  Use— What  is. 

When  a  machine  was  used  by  a  manufacturer  in  the  regular  oonduct  of  his 
business  by  his  own  workmen,  and  in  the  view  of  such  part  of  the  public  as  re- 
sorted to  his  establishment  for  the  purpose  of  buying  or  selling,  such  use  was  a 
public  use. 

3.  Experimental  Use— What  is  not. 

Where  the  machine  in  question  consisted  in  the  new  combinations  of  old  ele- 
ments, each  of  which  constituted  a  new  invention,  and  the  machine  was  prac- 
tically useful,  and  its  product  was  used  commercially  and  profitably  in  the 
ordinary  course  of  business,  such  use  was  not  experimental,  although  the  in- 
ventor was  engaged  in  the  improvements  by  which  it  was  hoped  and  expected 
that  the  machine  wonld  be  made  more  valuable  and  useful. 

4.  The  Distinction  Between  Use  for  Experiment  and  Statutory  Public 

Use. 

Use  by  the  iuventor  of  a  machine  in  order  to  devise  by  experiment  improve- 
ments upon  the  same  to  perfect  it  is  permissible  even  where,  as  an  incident, 
the  product  of  the  machine  is  sold ;  but  where  the  use  is  mainly  for  trade  and 
profit  and  the  experiments  for  improvement  are  incidental  then  the  principal 
and  not  the  incident  gives  character  to  the  nse,  and  the  latter  is  a  public  use 
under  tin  statute,  and  comes  within  its  prohibition  if  it  takes  place  more  than 
two  yean  before  the  application  for  the  patent. 
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Appeal  from  the  Circuit  Court  of  the  Uuitcd  States  for  the  District 
of  Connecticut. 

Mr.  Oeorge  E.  Terry  and  Mr.  M.  B.  Philipp  for  the  appellant 
Mr.  C.  E.  Mitchell  for  the  appellee. 

Mr.  Justice  Matthews  delivered  the  opinion  of  the  Court. 

This  is  a  bill  in  equity  for  an  injunction  and  account  based  upon  the 
alleged  infringement  by  the  appellant  of  Letters  Patent  No.  228,136, 
dated  May  25, 1880,  and  Letters  Patent  No.  231,199,  dated  August  17, 
1880,  for  improvements  in  machines  for  making  buckle-levers,  issued 
to  Leonard  A.  Sprague,  the  appellee.  The  defenses  relied  on  are: 
First,  a  denial  of  the  infringement  alleged  in  respect  to  the  fifth  claim 
of  Patent  No.  228,136  and  the  first  and  fourth  claims  of  Patent  No* 
231,199;  second,  as  to  all  the  other  claims  of  both,  that  a  machine  em- 
bodying them  was  in  public  use  for  more  than  two  years  prior  to  the 
application  for  the  patents.  The  application  for  Patent  No.  228,136  was 
filed  on  November  11, 1879,  while  that  for  Patent  No.  231,199  was  filed 
on  December  2, 1878,  the  two  being  divisions  of  an  application  based  on 
the  same  model.  The  machines  described  in  the  two  patents,  it  is  ad- 
mitted, are  substantially  the  same  in  construction  and  operation,  both 
patents  being  for  different  parts  and  combinations  of  a  single  machine. 
For  the  purposes  of  this  case,  therefore,  the  date  of  the  application  is 
to  be  taken  as  of  December  2, 1878,  being  the  earlier  of  the  two. 

The  machine  is  for  making  levers  of  buckles  used  almost  exclusively 
on  "  arctic"  overshoes.  These  levers  are  made  from  a  single  piece  of 
brass,  with  slots  through  them  near  each  end  to  fasten  them  to  the 
strap  of  a  shoe,  and  are  bent  by  formers  and  swaged  by  dies,  so  that 
they  have  what  is  termed  a  "lip"  or  "bead,"  which  bears  upon  the 
holding-strap,  two  grooves  within  which  lies  the  bar  or  pivot  of  the 
buckle,  and  two  beads  at  the  upper  edge  for  a  finish  and  to  prevent 
the  strap  from  cutting  when  it  is  fast  through  the  slots  and  bears  upon 
them  when  in  use.  There  is  no  claim  in  these  patents  for  the  buckle- 
lever  itself  as  anew  article  of  manufacture,  for  which,  however,  Sprague, 
the  appellee,  had  a  prior  patent,  dated  May  27, 1862.  The  levers  are 
made  from  a  strip  of  metal  by  a  succession  of  operations  in  the  patented 
machine.  The  first  step  is  to  produce  the  slotted  blank;  the  next  to 
bend  it  by  doubling  it  upon  itself  into  a  \J  shape ;  the  next  to  produce 
the  central  double  bead  forming  the  grooves,  and  the  next  to  produce 
the  double  beads  between  the  slot  and  the  edge  of  the  lever.  The 
machine  is  organized  to  feed  a  strip  of  sheet-brass  under  punches  which 
punch  the  slots  in  the  blank,  and  then  cut  it  from  the  strip ;  to  feed 
this  blank  over  a  matrix,  where  it  is  bent  into  U  form ;  to  feed  it  on  to 
a  mandrel,  on  which,  by  a  pair  of  dies,  it  is  partially  formed,  and  tL«i» 
along  that  mandrel  to  a  second  pair  of  dies,  where  its  form  is  completed. 
The  machine  is  automatic,  and  while  these  successive  steps  take  place 
in  the  complete  manufacture  of  a  single  lever  all  the  various  steps  in 
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the  process  with  respect  to  successive  levers  take  place  simultaneously, 
so  that  as  each  lever  is  completely  and  finally  formed  on  the  mandrel 
it  is  pushed  from  the  mandrel  by  another  to  take  its  place  in  that  stage 
of  formation. 

The  first,  second,  third,  fourth,  and  sixth  claims  of  Patent  No.  238,136 
and  the  second,  third,  and  fifth  claims  of  Patent  No.  231,199  are  those 
in  respect  to  which  the  alleged  infringement  is  admitted  and  as  to  which 
the  defense  of  two  years'  prior  public  use  is  urged.  These  elates  aie 
as  follows: 

Of  Patent  No.  228,130— 

1.  In  combination  with  the  mandrel  M,  provided  at  ite  lower  edge  with  the  rib  m 
and  with  the  short  ribs*2  m>,  the  dies  NN'OO,  whereby,  after  the  partially-formed 
lever  has  been  acted  upon  by  dies  N  N',  the  rib  *t  serves  as  a  support  or  guide  over 
which  said  lever  may  be  moved  to  a  proper  position  relative  to  dies  O  O,  substantially 
as  set  forth. 

3.  In  a  machine  for  making  bucfcle-levors,  the  combination  of  the  mandrel  M,  the 
dies  Ntf',  advanced  on  planes  substantially  at  right  angles  to  the  planes  of  the  par- 
tially-formed bookle-lever,  and  the  tongne  «2,  attached  to  the  die  N,  substantially  as 
sst  forth. 

3.  In  a  machine  for  making  buckle-levers,  the  combination,  with  the  mandrel,  the 
punch  which  punches  blanks  from  a  continuous  sheet  of  metal,  and  two  or  more  dies 
which  successively  form  the  metal  into  the  desired  shape,  of  a  carrier  which  mores  a 
blank  from  the  punches  to  the  forming-dies  and  advances  the  partially-formed  levers 
against  the  preceding  lever,  substantially  as  set  forth. 

4.  In  a  machine  for  making  bookie-levers,  the  combination,  with  the  matrix  L  and 
folder  f,  of  the  dies  N  N',  the  mandrel  arranged  to  receive  the  blank  from  the  matrix, 
and  the  carrier,  substantially  as  set  forth. 

&  In  a  machine  for  making  bookie-levers,  the  combination,  with  the  folder  F,  of 
the  pusher-pin  c*,  attached  to  and  moving  with  the  punch-stock  C,  and  a  returning- 
spring,  whioh  lifts  the  folder,  substantially  as  set  forth. 

Of  Patent  Fo.  231,199— 

8.  In  a  machine  for  making  buckle-levers,  the  combination,  with  the  die  which 
punches  blanks  from  a  continuous  sheet  of  metal,  of  two  or  more  dies  which  so  coos 
sively  form  the  metal  into  the  desired  shape,  and  a  carrier  whioh  moves  a  blank  from 
the  punohing-die  to  the  forming-dies  and  advances  the  partially-formed  lever  against 
the  preoeding  lever,  substantially  as  set  forth. 

3.  In  a  machine  for  making  buckle-levers,  the  combination,  with  the  mandrel  M, 
provided  witn  the  rib  m,  of  the  dies  N  N',  and  a  stop  adapted  to  engage  wish  the 
lower  end  of  the  lever  and  determine  the  length  of  the  bit  «,  substantially  as 
described. 

5.  The  herein-described  method  of  manufacturing  buckle-levers— that  is  t  say,  by 
bending  the  blank  into  U  chape,  then  forming  the  bit  a  and  seats  «'  *?,  at  I  subse- 
quently forming  the  grooves  a4,  substantially  as  herein  set  forth. 

The  claims  in  respect  to  which  infringement  is  denied  are  as  ^.aows: 
Of  Patent  Fo.  228,136— 

5.  In  a  machine  for  making  buckle-levers,  the  combination,  with  the  mandrel  M 
and  dies  N  N',  of  the  springs  N2  IP,  to  press  the  dies  forward  into  proper  position 
relative  to  the  mandrel,  substantially  as  set  forth. 

Of  Patent  No.  231,19ft- 

1.  In  a  machine  for  making  buckle-levers,  the  combination  of  the  mandrel  If,  pro- 
vided with  the  ribs  si  sr\  of  the  dies  HN'OO,  and  a  support  which  presses  the  part 
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4.  in  »  machine  for  making  baekle-levers,  the  combination,  with  the  mandrel  M, 
having  rib  a,  of  the  dies  N  N'  and  etope  adapted  to  engage  with  both  ends  of  the  par. 
tialljMeraed  lever,  to  regulate  its  position  relative  to  the  mandrel  andf  diet,  anbatan* 
tieByateet  forth. 

It  will  be  observed  that  the  claims  io  respect  to  which  the  infringe- 
ment is  denied' do  not  embrace  the  whole  invention  claimed  in  the  two 
patents.  They  cover  only  certain  definite  and  specific  combinations  of 
parts  of  the  mechanism.  It  i*  possible,  therefore,  that  a  defendant 
might  be  guilty  of  infringement  in  respect  to  all  the  other  claims  in  the 
two  patents  and  yet  not  infringe  the  three  claims  specified  aboVe  that 
is  to  say,  he  might  use  a  machine  which  embodied  all  the  combinations 
except  those  specified  in  these  three  claims.  These  he  might  entirely 
omit  without  any  substitute,  or  he  might  have  a  substitute  for  them  to 
different  aa  to  amount  to  a  separate  invention,  and  therefore  not  mere 
equivalents  for  them.  In  the  examination  of  the-  question,  therefore, 
of  the  prior  public  use  for  two  yean  before  the  date  of  the  application 
of  the  invention  as  embodied  in  those  claims  in  respect  to  which  the 
infringement  is  admitted,  we  assume  for  the  present  that  the  machine 
used* by  the  defendant  is  an  infringement  of  that  covered  by  the  com* 
plataaatis  patents  only  so  far  as  it  is  covered  by  them,  excluding  the 
.three  claims  in  lespect  to  which  the  infringement  is  denied. 

The  testimony  on  the  subject  of  the  prior  public  nee  by  the  complain, 
ant  is  that  from  the  fall  of  1874  until  the  fall  of  1877,  and  thus  more 
than  two  yean  prior  to  December  2, 1878,  the  complainant  had  in  use 
for  the  purpose  of  profit  in  his  business,  operated  in  his  factory  by  his 
workmen  for  the  production  of  arctic-overshoe  buckles,  a  mnWhimi  which 
contained  all  the  dements  and  combinations  covered  by  the  claims  in 
the  two  patents  in  respect  to  which  the  defendant  confesses  infringe- 
ment This  machine  was  practically  successful,  in  that  during  the  pe- 
riod of  ita  use  the  complainant  produced  and  sold  about  fifty  thousand 
gross  of  leven  used  on  these  shoe-buckles,  wliich  he  sold  to  his  custom- 
era  in  the  market  It  was  a  public  use  in  the  sense  of  the  statute  and 
within  the  decisions  of  this  Court,  inasmuch  as  it  was  need  by  the  com- 
plainant in  the  regular  conduct  of  his  business  by  workmen  employed 
by  him  in  its  operation,  and  in  the  view  of  such  part  of  the  public  as 
chose  to  resort  to  his  establishment  either  for  the  purpose  of  selling 
material-  for  the  manufacture  of  or  purchasing  its  product  It  is 
claimed,  however,  and  it  was  so  decided  by  the  circuit  court,  that  this 
prior  use  of  the  machine  in  that  form  was  not  a  public  use  within  the 
prohibition  of  the  statute  so  as  to  defeat  the  patent,  because  that  use 
was  experimental  only  of  an  imperfect  machine  embodying  an  incom- 
plete invention  in  order  to  enable  the  inventor  to  perfect  it  by  im- 
provements actually  added  and  to  overcome  defects  developed  by  this 
use,  which  improvements  are  contained  in  the  three  additional  claims 
and  which  were  added  ns  parts  of  the  invention  within  two  yean  before 
the  date  of  the  application, 
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The  matters  under  ibis  head  are  stated  by  the  learned  judge  of  the 
Circuit  Court  in  his  opinion  contained  in  the  record,  as  follows : 

'  The  facte  are  that  from  1862  to  1868  the  patentee  made  another  kind  of  bneUe  from 
those  produced  by  this  machine  upon  two  or  more  different  machines.  Between  1808 
and  the  mil  of  1873  another  kind  of  buckle  was  made  by  one  machine.  For  a  year 
prior  to  the  fall  of  1874  he  made  the  "beaded'9  buckles— i.  *.,  the  kind  now  under 
consideration— upon  two  machines.  In  1874  he  ordered  the  skeleton  of  the  patented 
machine  from  Bliss  4b  Williams,  his  workmen  or  himself  making  the  patented  por- 
tions. This  machine  was  in  a  condition  in  which  it  was  used  to  manufacture  buckle- 
levers  in  the  fall  of  1874,  and  continued  to  be  so  used  without  substantial  change 
until  the  spring  of  1878;  but  it  was  not  a  perfected  invention.  It  had  two  defects 
one,  that  it  choked  and  the  overlapping  blanks  had  to  be  picked  apart  by  a  work- 
man; another,  that  the  bead  was  not  parallel  with  the  slot,  because  the  blank  could 
not  be  forced  upon  the  mandrel  evenly.  Nevertheless,  it  was  used  in  some  seclusion 
from  the  public  to  make  levers,  and  it  made  about  fifty  thousand  gross,  which  were 
sold ;  but  the  Organisation  was  defective  until  it  was  perfected  in  the  early  part  of 
1878  after  repeated  experiments.  The  inventor  always  adhered  to  the  idea  of  per- 
fecting the  invention  and  then  obtaining  a  patent  upon  it  The  two  improvements 
which  were  introduced  in  1878  were  the  springs  between  the  levers  and  the  dies 
which  prevented  overlapping,  and  the  rib  ms,  in  order  to  keep  the  blank  in  position 
when  it  was  forced  upon  the  mandrel.  These  changes,  which  are  apparently  not  of 
great  importance,  perfected  tlie  invention  and  enabled  the  inventor  to  take  the  final 
step  between  partial  and  complete  success.  It  is  perfectly  true  that  a  patentee  can 
not  be  permitted  to  use  for  a  profit  a  machine  which  embodies  a  perfected  invention 
for  a  period  of  two  years  or  more  and  then  obtain  a  valid  patent  for  the  old  ««*>»Hf 
by  means  of  the  addition  of  some  new  improvements  which,  in  the  language  of  Judge 
Lowell,  "  were  intended  to  benefit  the  patent  rather  than  the  machine,"  The  pres- 
ent case  is  that  of  a  machine  which  was  imperfect  and  which  demanded  and  received 
the  continuous  experiments  of  the  inventor  to  remedy  the  defects  in  its  organisation 
It  is  not  true  that  the  inventor  can  not  safely  use  for  profit  such  a  machine  in  its  im- 
perfect state  lest  two  years  should  elapse  during  the  experimental  period  before  the 
invention  is  completed  and  the  patent  is  applied  for.  (Sprague  v.  Smith  +  0H§§9 
Mfg.  Co.,  12  Fed.  Rep.,  721.) 

We  think  this  view  might  be  correct  and  applicable  to  the  case  if  the 
invention  of  the  complainant  which  he  sought  to  embody  and  protect  by 
the  patents  consisted  of  the  entire  machine  as  he  ultimately  constructed 
and  operated  it,  considered  as  a  unit,  for  in  that  view  it  would  have  been 
imperfect  and  incomplete  and  merely  experimental  until  it  had  received 
from  its  inventor  every  element  necessary  to  its  operation  j  but  that 
supposes  that  his  invention  is  nothing  less  than  the  single,  entire,  and 
completed  machine.  We  do  not  think  that  to  be  the  present  case.  Here 
the  invention  is  not  one,  but  many.  Each  of  the  claims  in  both  of  the 
patents  is  for  a  specific  combination  in  a  practically  successful  machine 
for  making  buckle-levers,  and  each  is  a  separate  and  distinct  invention, 
and  claimed  as  such.  All  the  elements  of  these  combinations  were  old. 
It  was  the  specific  arrangement  and  several  combinations  and  subcom- 
binations of  them  that  are  claimed  as  new.  The  use  of  any  one  of  these 
combinations  or  of  any  number  of  them  in  such  a  machine  would  be  an  in- 
fringement of  the  complainant's  rights  as  patentee.  And  if,  without  the 
ise  of  the  combinations  contained  in  the  excluded  claims,  the  complainant 
lad  a  machine  practically  useful  for  the  purpose  for  which  it  was  designed, 
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which  could  be  used  with  commercial  success  as  superior  to  modes  of 
manufacture  previously  iu  use,  and  which,  in  fact,  he  did  so  use  for 
profit  iu  the  ordinary  course  and  conduct  of  his  business  and  for  the 
purpose  of  a  successful  prosecution  of  that  business,  it  can  hardly  be 
raid  with  propriety  that  such  use  was  merely  experimental,  although 
during  the  period  of  its  operation  he  was  also  engaged  in  the  invention 
of  improvements  by  which  he  hoped  and  expected  to  make  it  more  val- 
uable and  useful. 

A  use  by  the  inventor  for  the  purpose  of  testing  the  machine  in  order 
by  experiment  to  devise  additional  means  for  perfecting  the  success  of 
its  operation  is  admissible ;  and  where,  as  incident  to  such  use,  the  prod- 
uct of  its  operation  is  disposed  of  by  sale,  such  profit  from  its  use  does 
not  change  its  character ;  but  where  the  use  is  mainly  for  the  purposes 
of  trade  and  profit,  and  the  experiment  is  merely  incidental  to  that,  the 
principal  and  not  the  incident  must  give  character  to  the  use.  The  thing 
implied  as  excepted  out;  of  the  prohibition  of  the  statute  is  a  use  which 
may  be  properly  characterized  as  substantially  for  purposes  of  experi- 
ment. Where  the  substantial  use  is  not  for  that  purpose,  but  is  other- 
wise public,  and  for  more  than  two  years  prior  to  the  application,  it 
comes  within  the  prohibition.  The  language  of  section  4886  of  the  Re- 
vised Statutes  is  that— 

•  *  •  Any  person  who  has  invented  or  discovered  any  new  and  useful  •  •  • 
machine,  •  •  •  not  in  public  nse  or  on  sale  for  more  than  two  years  prior  to  his 
application,    •    •    •    may    • '  •    *    obtain  a  patent  therefor. 

'  A  single  sale  to  another  of  such  a  machine  as  that  shown  to  have  been 
in  use  by  the  complainant  more  than  two  years  prior  to  the  date  of  his 
application  would  certainly  have  defeated  his  right  to  a  patent ;  and 
yet,  during  that  period  in  which  its  use  by  another  would  have  defeated 
his  right,  he  himself  used  it  for  the  same  purpose  for  which  it  would 
have  been  used  by  a  purchaser.  Why  should  the  similar  use  by  him- 
self Hot  be  counted  as  strongly  against  his  rights  as  the  use  by  another 
to  whom  he  had  sold  it,  unless  his  use  was  substantially  with  the  motive 
and  for  the  purpose,  by  further  experiment,  of  completing  the  success- 
ful operation  of  his  invention  f  On  the  other  hand,  the  use  of  an  inven- 
tion by  the  inventor  himself,  or  by  another  person  under  his  direction, 
by  way  of  experiment  and  in  order  to  bring  the  invention  to  perfection, 
has  never  been  regarded  in  this  Court  as  such  a  public  use  as  under 
the  statute  defeats  his  right  to  a  patent.  (Shaw  v.  Cooper,  7  Pot,  292 ; 
Elizabeth  v.  Pavement  Co.,  97  U.  S.,  126;  Egbert  v.  Lippmann,  21  O.  G., 
75 ;  104  U.  S.,  333.)    In  this  last  case  it  was  said  (p.  336) : 

A  use  necessarily  open  to  public  view,  if  made  in  good  faith,  sololy  to  tost  tho  qual- 
ities of  the  invention,  and  for  the  purpose  of  experiment,  is  not  a  public  use  within 
the  meaning  of  the  patent  law. 

In  Elizabeth  v.  PavemeniCo.  (97  U.  S.,  126, 134)  it  was  said  ; 

When  the  subject  of  invention  is  a  machine,  it  may  be  tested  and  tried  iu  a  build- 
ing, either  with  or  without  closed  doors.  In  either  case,  snob  use  is  not  a  public 
use,  within  the  meaning  of  the  statute,  so  long  as  the  inventor  is  engaged  in  good 
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laita  in  testing  ita  operation.  He  may  see  caoee  to  alter  it  end  improve  it  or  not.  Hie 
experiment  ^rill  reveal  the  fact  whether  any  and  what  alteration*  may  he  neeeaeeiy. 
If  dorability  ie  one  of  the  qualities  to  be  attained,  a  long  period,  perhape  years,  may 
he  neoeeaary  to  enable  the  inventor  to  disoorer  whether  h'ie  pnrpose  ia  aooompBahed. 
And  though,  daring  nil  that  period,  he  may  not  find  that  any  ohangea  are  neeeeaary, 
.yet  he  may  he  justly  said  to  be  using  bis  maehine  only  by  way  of  experiment;  and 
no  one  wouloVeaj  that  each  a  nee,  pnraned  within  aeaa/aV  intent  of  teatingtbeqnnli. 
ties  of  the  maehine,  wonld  be  a  pnblic  nee  within  the  meaning  of  the  statate,  •.  •  • 
While  the  supposed  machine  la  in,  aneh  experimental  nee,  the  public  may  be  inciden- 
tally deriving  a  benefit  from  it  If  it  be  a  grist-mill  or  a  carding-niaeblne,  oostom 
era  from  the  eunound  tag  eonntry  may  enjoy  the  nee  of  it  by  having  their  grain 
made  into  floor,  or  their  wool  into  rolls,  and  still  it  will  not  be  in  public  nee  within 
the  meaning  of  the  law ;  bat  if  the  inventor  allows  his  maehine  to  be  used  by  other 
persons  generally,  either  with  or  without  compensation,  or  if  it  is,  with  his  consent, 
put  on  sale  for  snob  use,  then  it  will  be  in  publio  use  and  ou  pnblic  sale,  within  the 
meaning  of  the  law. 

The  only  witness  called  to  prove  the  fjpct  of  two  years'  prior  use  was 
the  patentee  himself.  It  is  to  be  supposed  that  his  statement  of  the 
circumstances  is  as  favorable  to  himself  as  the  facts  will  justify.  It 
appears  from  this  that  he  commenced  making  buckles  under  his  patent 
of  May  27, 1862,  No.  35,401,  in  the  course  of  that  year.  Th6  manufact- 
ure of  the  levers  for  these  buckles  required  the  use  of  three  separate 
machines,  one  for  cutting  the  blank  with  the  holes  punched,  another  for 
drawing  it  into  a  U-shape,  and  the  other  for  pressing  the  U~*haped 
blank  into  its  final  form  on  a  mandrel.  This  continued  until  1867  or 
1868,  from  which  time  until  the  fall  of  1873  he  testifies  that  he  made  a 
certain  class  of  levers  in  one  operation,  but  that  they  were  "  not  arctics." 
In  order  to  make  the  levers  for  the  arctic  buckles,  from  the  fall  of  1873 
to  the  fall  of  1874  two  machines  were  used,  one  for  making  the  whole 
of  the  lever,  "  except  putting  on  a  bead  on  the  tail  of  the  lever.9  This 
operation  was  performed  by  a  second  machine.  While  producing  the 
buckle-levers  in  this  way  upon  two  separate  machines,  the  patentee 
states  that  he  made  changes  in  the  mechanism  with  a  view  of  produc- 
ing the  entire  lever  with  a  bead  on  by  means  of  one  machine.  One 
change  was  to  put  in  an  apparatus  "  to  stop  the  machine  when  it  worked 
imperfectly."  Another  was  to  put  ".  a  friction-joint  in  the  lever  "—that 
is,  the  lever  of  the  machine,  which  he  thinks  he  put  in  during  the  year 
1866.  The  change  whereby  he  was  enabled  to  put  the  bead  on,  and 
which,  be  says,  was  made  in  1870  or  1871  or  1872,  he  states  was  not 
successful.  In  describing  the  causes  of  the  failure  in  this  machine  to 
produce  the  beaded  arctic-buckle  lever  he  says : 

One  feature,  it  broke  the  levers  that  done  the  pressing,  and  by  not  driving  ante 
mandrel  true  it  would  not  strike  it  in  the  right  place,  and  had  to  be  seat  back  by 
customers. 

The  result  was  that  in  the  year  1874  he  abandoned  the  use  of  this 
machine  for  the  purpose  of  making  beaded  arctic-buckle  levers,  and  con- 
structed in  the  spring  of  that  year  a  new  one.  This  press  was  manu- 
factured for  him  by  Bliss  &  Williams  in  March,  1874,  and,  as  made  by 
them,  included  the  press,  the  main  shaft,  one  of  the  levers,  the  lever  for 
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driving  the  carrier,  the' arrangement  for  working  the  levers  for  op- 
erating the  striking-dies,  and  the  bed  of  the  buckle-lever  machine  was 
planed  for  receiving  the  dies  and  the  working  parts  of  the  buckle  lev*r 
machine.  The  other  parts  of  the  machine  were  made  by  the  patentee 
himself  and  his  own  workmen.  .  On  the  subject  of  this  machine  the  fol- 
lowing is  a  portion  of  his  examination: 

Q.  115.  After  carefully  examining  your  patent,  231,199,  again,  please  state  wherein 
that  machine  as  it  was  used  by  yon  in  the  latter  part  of  the  year  1874  differed,  if  a* 
an,  from  the  machine  described  in  your  said  patent  and  shown  therein.-— A.  The 
springs  between  the  levers  that  worked  the  striking-dies  are  in  the  patent,  but  were 
not  in  the  machine,  and  this  rib  s*  on  top  of  the  mandrel,  whieh  projects  over  the 
matrix  to  keep  the  U-shaped  blank  down  in  position  when  forced  onto  the  mandrel 
to  keep  it  true  and  straight*  was  not  in  the  machine.  The  point  in  the  lower  side  of 
the  carrier  or  driver  is  not  in  the  patent,  as  I  used  the  bar  st?  in  its  place.  It  gave 
me  a  great  deal  of  trouble,  and  so  I  changed  it.  I  don't  know  as  I  see  a  great  deal 
more.    I  don't  see  anything  more  that  I  can  describe. 

Q.  IIS.-  When  did  yon  pnt  the  springs  between  the  levers  and  the  striking-dies  in 
that  machine  f— A.  It  was  in  1877,  in  the  lalL 

Q.  117.  When  did  yon  pat  the  extension  of  the  mandrel  referred  to  as  m»  in  your 
patent  in  that  machine  in  place  of  the  point  on  the  carrier  to  hold  the  U-shaped  blank 
down  in  the  matrix  T — A.  It  was  either  in  January  or  February,  1878, 1  think  it  was 

Q.  118.  Did  yon  nse  that  machine  between  the  fall  of  *74  and  the  fall  of  77  for 
making  buckle-levers  snch  as  are  described  in  your  Patent  331,199 1— A.  Yes. 

Q.  119.  How  many  did  you  make  during  that  period  of  time  on  that  machine  t— A. 
Well,  I  must  have  made  about  ^fty  thousand  gross,  as  near  as  I  can  come  at  it, 

Q.  ISO.  And  what  did  you  do  with  that  fifty  thousand  gross  t— A.  Sold  them.  I 
might  have  made  a  few  more  and  I  might  have  made  a  few  less.  I  can't  tell  till  I 
look  at  my  books.    I  oould  come  nearer  to  it 

Q.  121.  Which  of  the  figures  of  the  drawings  of  yonr  patents  in  suit  illustrates 
these  fifty  thousand  gross  of  buckle-levers  t — A.  Figure  9  of  231,199. 

The  witness  further  states  that  into  the  room  where  this  machine  was 
being  operated  people  came  at  will;  some  to  sell  brass;  others,  people 
from  the  neighboring  factories,  and  others  to  bny  buckles  j  that  the 
machine  was  open  to  their  inspection;  and  in  answer  to  the  question 
whether  an  attempt  was  made  to  keep  the  operation  of  the  machine 
secret  during  this  period  of  time  the  witness  states: 

From  parties  whom  wo  thought  were  manufacturing  buckles  we  endeavored  not  to 
let  them  see  them  closely,  not  from  those  that  we  became  acquainted  with  and  did 
not  suppose  would  want  to  use  any  such  machine. 

In  respect  to  the  changes  made  in  the  machine  in  1877  and  1878,  and 
which  are  covered  by  claims  in  the  patents,  he  further  testifies,  on  cross- 
examination,  as  follows: 

Q.  171.  After  you  had  completed  the  new' machine  in  the  way  described  in  reply  to 
question  115  in  your  testimony,  did  you  have  any  practical  trouble  in  its  work- 
ing!—A.  Not  near  as  muoh. 

Q.  178.  What  had  been  the  trouble  up  to  that  time  t— A.  Forming  the  bead  or  tele- 
scoping or  failing  to  drive  on  the  mandrel. 

Q.  173.  Describe  what  yon  mean  by  telescoping.— A.  The  buckle-levers.  When  the 
die  formed  the  first  impression  onto  the  mandrel,  the  next  blank  from  the  matrix  has 
to  force  that  along,  and  it  would  spread  open  and  go  on  the  outside  of  the  tongne 
formerly  on  there,  and  what  I  call  "  telescope." 
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Q.  174.  Wat  this  telescoping  a  real  practical  difficulty  in  the  operation  of  this  ma- 
ohine  up  to  that  time  ?— A.  It  was,  and  gave  me  considerable  trouble. 

Q.  175.  Did  yon  experiment  from  time  to  time  to  devise  means  to  prevent  it  f— A. 
Yes,  sir. 

Q.  176.  Now,  abont  the  trouble  in  the  beading,  which  yon  say  existed  up  to  the  time 
when,  in  the  fall  of  1877  and  in  January  or  February,  1878,  yon  made  the  change  yon 
have  described.  Please  explain  what  the  trouble  was.— A.  One  trouble  was  thxt  if  it 
was  not  held  in  the  right  position  in  the  matrix  it  would  go  onto  the  mandrel  one 
side  longer  than  the  other  to  match  the  ribs.    It  would  not  come  in  the  center. 

Q.  177.  What  would  be  the  result  of  one  side  of  the  bent  blank  being  longer  than 
the  other  when  it  went  onto  the  mandrel  t— A.  It  made  a  bad  lever,  which  was  re- 
jected by  my  customers,  and,  consequently,  was  lost. 

Q.  178.  Did  you  have  any  trouble  from  the  bead  not  being  made  precisely  parallel 
with  the  slot  before  yon  made  these  improvements  of  1877  and  78 1— A.  Yes,  sir. ' 

Q.  179.  How  did  that  come  about  t— A.  One  cause  that  I  have  described,  and  teles- 
coping— not  being  held  in  1he  right  position  in  the  matrix  to  be  forced  onto  the 
mandrel. 

Q.  180.  State  whether  or  not  it  was  a  very  delicate  operation  to  make  the  head 
precisely  parallel  with  the  slot,  and  why. — A<  It  gave  me  a  great  deal  of  trouble  to 
do  it.    If  it  was  not  forced  onto  the  mandrel  evenly,  it  would  come  that  way. 

Q.  161.  Did  you  have  any  practical  trouble  in  any  of  these  respects  after  yon  com- 
pleted  the  machine  in  1877  and  '78  by  the  changes  which  yon  have  described?— 
A.  Not  when  the  dies  and  tools  wore  in  order— mandrel,  carrier,  etc. 

Q.  182.  I  suppose  you  mean  that  the  parts  were  liable  to  wear  and  get  out  of  order 
like  other  machines.    Am  I  right?— A.  Yes,  sir. 

Q.  183.  State  whether  or  not  it  was  your  intention  while  yon  were  experimenting 
upon  and  improving  this  last  machine  to  obtain  a  patent  when  it  should  be  com- 
pleted.—A.  It  was. 

Q.  187.  State  whether  to  complete  the  machine  for  making  these  arctic  buckle-levers 
with  a  slot  and  bead  so  that  all,  or  practically  all,  the  levers  would  come  out  of  the 
machine  with  a  perfect  bead,  required  the  later  improvements  whioh  you  put  upon 
tbe  machine.— A.  Yes,  sir;  or  I  would  not  have  put  them  on. 

Q.  188.  What  would  be  the  effect  of  telescoping  upon  the  machine  itself  before  yon 
devised  the  improvements  which  yon  made  in  1877  and  1878?— A.  It  would  break  the 
mandrel  sometimes  and  choke  up  the  machine  so  that  we  had  to  get  it  out. 

Q.  189.  In  what  way  did  you  get  out  the  telescoping  blanks  when  the  machine  was 
choked  ?— A.  Stopped  the  machine  and  took  a  pointed  steel  with  a  hook  on  and  drew 
them  back,  and  sometimes  worked  them  off  the  further  end  of  the  mandrel. 

On  reexamination  he  further  testifies  as  follows : 

Q.  190.  Did  you  ever  have  any  trouble  with  the  machine  in  choking  after  yon  had 
made  tuo  slight  alterations  you  have  spoken  abont,  of  extending  the  mandrel  and 
putting  in  the  springs?— A.  Yes,  sir;  some,  but  it  was  not  near  as  mnoh. 

Q.  191.  What  caused  this  choking  since  those  alterations— telescoping  or  what?— 
A.  Sometimes  telescoping  and  sometimes  the  blank  not  being  out  smooth. 

Q.  192.  In  what  way  did  you  get  out  the  telescoping  blanks  when  the  machine  was 
choked,  after  it  was  altered  ? — A.  By  stopping  the  machine  and  using  a  sharp-pointed 
hook,  the  same  as  before. 

Q.  193.  Since  those  alterations  were  made,  have  yon  had  any  trouble  abont  putting 
the  bead  on  on  account  of  the  blank  not  going  on  the  mandrel  just  right  in  this 
machine  ? — A.  Yes,  sir.  When  the  matrix  was  worn  and  the  die  was  worn,  the  die, 
not  cutting  smooth,  will  throw  it  around. 

Q.  194.  Would  the  telescoping  of  the  blanks,  after  the  alterations  were  made  in  tku 
machine,  also  injure  tbe  machine,  and,  if  so,  what  part?— A.  The  telescoping  would 
produce  the  same  injury  as  before  when  it  did  telescope. 
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Also,  on  further  cross-examination,  he  testified  as  follows : 

Q.  203.  After  yonr  machine  was  completed,  by  the  changes  of  1877  and  1878,  did 
you  have  any  practical  trouble  in  forming  the  bead  or  pushing  the  blank  into  the 
mandrel,  or  from  telescoping,  or  from  waste,  when  the  machine  was  in  good  running 
order  and  in  repair  t— A,  No,  sir ;  not  any  practical  trouble. 

And  on  farther  examination ; 

Q.  904.  Wasn't  the  telescoping  that  yon  have  testified  about,  that  occurred  in  this 
machine  after  it  was  altered  by  extending  the  mandrel  and  putting  in  the  springs,  a 
practical  difficulty  ?— A.  Yes,  one  of  them. 

Q.  206.  What  caused  this  practical  difficulty  after  those  changes  were  made  f— 
A.  There  was  sercral.  The  matrix  wearing,  the  dies  wearing  smooth,  not  holding 
the  brass  evenly  upon  the  mandrel,  and  the  end  of  the  carrier  wearing  so  as  to  not 
force  tbe  (J -shaped  blanks  on  evenly. 

Q.  906.  And  those  same  things  caused  the  telescoping  in  the  machine  before  it  was 
altered,  didn't  they  I— A.  Yes ;  and  when  the  dies  wasn't  worn  it  wonld  telescope. 

The  effect  of  this  testimony,  it  is  claimed  by  the  appellee,  is  that— 

before  the  changes  the  telescoping  took  place  when  the  machine  was  in  order,  the 
defect  residing  in  the  organization.  After  the  changes  it  wonld  only  take  place  when 
the  machine  was  out  of  repair. 

On  the  other  hand,  it  is  contended  on  the  part  of  the  appellant  that, 
although  the  patentee  on  being  asked  the  question  whether  he  experi- 
mented from  time  to  time  to  devise  means  to  prevent  the  difficulty  of 
telescoping  which  he  had  experienced,  answered  in  the  affirmative,  yet — 

there  is  nothing  to  show  that  these  experiments  were  made  prior  to  the  fall  of  1877, 
and  he  is  entirely  silent  as  to  what,  if  any,  they  were,  and  what,  if  anything,  was 
done  by  him  by  way  of  experimenting.  As  the  record  stands,  this  machine  was  not 
changed  or  altered,  nor  was  any  experiment  made  with  it  or  on  it,  during  the  period 
of  some  three  years  while  it  made  over  seven  millions  bockle-levers,  which  were  sold. 
Sprague  does  not  intimate  anywhere  that  he  made  any  experiments  to  overcome  the 
objection  which  he  said  existed  in  the  gniding  of  the  (J-blanks  npon  the  mandrel  at 
any  time  before  he  added  to  the  mandrel  an  ordinary  guide  or  rib,  ms,  which  was  in 
January  or  February,  1878,  [and  that]  the  only  testimony  as  to  his  intention  of 
patenting  the  machine  while  experimenting  is  his  answer  to  X-Q.  183,  as  follows : 
"X-Int.  183.  8tate  whether  or  not  it  was  yonr  intention  while  you  were  experiment- 
ing npon  and  improving  this  last  machine  to  obtain  a  patent  when  it  should  be  com- 
pleted.—A.  It  was." 

In  considering  the  evidence  as  to  the  alleged  prior  use  for  more  than 
.  two  years  of  an  invention,  which  if  established  will  have  the  effect  of 
invalidating  the  patent,  and  where  the  defense  is  met  only  by  the  alle- 
gation that  the  use  was  not  a  pnblic  use  in  the  sense  of  the  statute,  be- 
cause it  was  for  the  purpose  of  perfecting  an  incomplete  invention  by 
tests  and  experiments,  the  proof  on  the  part  of  the  patentee,  the  period 
covered  by  the  use  having  been  clearly  established,  should  be  full,  un- 
equivocal, and  convincing. 

Tbe  testimony  of  the  patentee  seems*  to  be  indefinite  and  vague.  The 

question  whether  during  the  period  of  his  use  of  the  machine  he  was 

experimenting  for  its  improvement,  put  to  him  by  his  counsel,  suggested 

its  own  answer,  which  was  in  the  affirmative,  as  also  that  respecting 
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his  intentiou  during  that  time  to  apply  for  a  patent  He  gives  no  ac- 
count of  the  dates  of  any  such  experiments,  nor  any  particulars  respect- 
ing them.  He  does  not  say  whether  more  than  one  mode  of  overcom- 
ing the  difficulties  experienced  was  suggested  and  tried  or  not,  nor,  if 
more  than  one  device  was  attempted,  what  they  were.  The  statements 
are  meager  and  bald,  and  quite  insufficient  to  satisfy  us  that  the  prob- 
lem of  perfecting  the  machine  in  the  particulars  in  which  it  was  proved 
to  be  deficient  was  one  that  was  exercising  the  ingenuity  and  inventive 
faculty  of  the  patentee  continuously,  with  the  ever-present  intention 
during  the  whole  period  to  make  an  application  for  the  patents  as  soou 
as  he  had  reached  a  satisfactory  solution. 

In  the  present  case  the  use  of  the  machine  was  apparently  for  the 
purpose  of  conducting  an  established  business.  The  machine  itself  was 
the  only  one  used  for  the  manufacture,  of  which  the  patentee  by  a  prior 
patent  already  had  a  monopoly.  He  alone  supplied  the  market  with 
the  article,  and  the  whole  demand  was  satisfactorily  met  by  this  single 
machine.  To  this  extent.it  operated  successfully.  That  it  was  capable 
of  improvement  need  not  be  denied,  nor  that  while  it  was  in  daily  use 
its  owner  and  inventor  watched  it  with  the  view  of  devising  means  to 
meet  and  overcome  imperfections  in  its  operation;  but  this  much  can 
be  said  in  every  such  case.  There  are  few  machines,  probably,  which 
are  not  susceptible  of  further  development  and  improvement,  and  the 
ingenuity  of  mechanics  and  inventors  is  commonly  on  the  alert  to  dis- 
cover defects  and  invent  remedies.  The  alterations  made  in  the  machine 
in  question,  however  useful,  were  not  vital  to  its  organization.  With- 
out them  it  could  and  did  work  so  as  to  be  commercially  successful. 

The  impression  made  upon  ns  by  the  evidence,  the  conclusion  from 
which  we  can  not  resist,  is  that  the  patentee  unduly  neglected  and  de- 
layed to  make  his  application  for  the  patents  and  deprived  himself  of 
his  right  thereto  by  the  public  use  of  the  machine  in  question,  so  far  as 
it  is  embodied  in  the  claims  under  discussion. 

The  proof  falls  far  short  of  establishing  that  the  main  purpose  in 
view  in  the  use  of  the  machine  by  the  patentee  prior  to  his  application 
was  to  perfect  its  mechanism  and  improve  its  operation.  On  the  con- 
trary, it  seems  to  us  that  it  shows  that  the  real  purpose  in  the  use  was 
to  conduct  the  business  of  the  manufacture,  the  improvement  and  per- 
fection  of  the  machine  being  merely  incidental  and  subsidiary. 

The  case  upon  the  proofs  seems  to  us  to  fall  within  the  principle  of 
the  decision  of  this  Court  in  Hall  v.  Maeneale  (107  U.  S.,  90, 07).  It  was 
there  said : 

It  is  contended  that  the  safes  were  experimental  and  that  the  use  was  a  use  for 
experiment ;  but  we  are  of  opinion  that  this  was  not  so,  and  that  the  case  falls  withie 
the  principle  laid  down  by  this  Conrt  in  Coffl*  v.  Ogde*  (18  Wall.,  190).  The  iaven- 
tion  was  complete  in  those  safes.  It  was  capable  of  producing  the  results  sought  to 
be  accomplished,  though  not  as  thoroughly  as  with  the  use  of  welded  steel  and  iron 
plates.    The  construction  and  arraugement  and  purpose  and  mode  of  operation  and 
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me  of  the  boltc  in  the  safes  were  aeoesaarily  known  to  the  workmen  who  pot  them 
in.  They  were,  it  is  true,  hidden  from  view  after  the  safes  were  completed,  and  it 
required  a  destruction  of  the  safes  to  bring  tbem  into  view;  but  this  was  no  conceal- 
ment of  them  or  use  of  them  in  secret.  They  i  A  no  more  concealment  than  was  in- 
separable from  any  legitimate  use  of  them.  As  to  the  use  being  experimental,  it  is 
not  shown  that  any  attempt  was  made  to  see  if  the  plates  of  the  safe  could  be  stripped 
off,  and  thus  to  prove  whether  or  not  the  conical  bolts  were  efficient. 

It  follows  that  Patent  No.  228,136,  to  the  extent  of  the  first,  second, 
third,  fourth,  and  sixth  claims,  and  Patent  No.  231,199,  in  respect  to 
the  second,  third,  and  fifth  chums,  most  be  held  void  by  reason  of  a 
prior  public  use  of  the  invention  covered  thereby  for  more  than  two 
years  before  the  date  of  the  application.  In  respect  to  the  alleged  in- 
fringement of  the  fifth  claim  of  Patent  No.  228,136,  and  the  first  and 
fourth  claims  of  Patent  No.  231,199,  we  agree  with  the  conclusions  of 
the  Circuit  Court  for  the  reasons  stated  in  its  opinion,  which  it  is  not 
necessary  here  to  repeat.  (Sprague  v.  Smith  A  Griggs  Mfg.  Co.,  12  Fed* 
Sep.,  721.) 

As  we  find  the  decree  of  the  Circuit  Court  to  be  erroneous  in  respect 
to  the  other  claims  it  m,ust  be  reversed  and  the  cause  remanded,  with 
instructions  to  take  further  proceedings  therein  in  conformity  with  this 
opinion,  and  it  is  so  ordered. 


[Unites  States  GbeaJt  Crart-Dtotctet  of  MeeMehiiaette.1 

Szibebt  Cylinder  Oil  Cup  Company  v.  Nightingale  et  al. 

Md*4  Stptmbet  9, 1887. 
41  O.  G.,  1041. 

1.  SXIBUtT— LtJBBICATOB*. 

Letters  Patent  No.  111,881,  granted  February  14, 1871,  to  Nicholas  Seibert,  for 
an  improvement  in  lubrioaton,  construed  and  Held  not  infringed  by  the  form  of 
lubricator  need  by  the  defendants. 
ft.  Gatbs— Lubricators. 

Letters  Patent  No.  138,243,  granted  April  89, 1873,  to  Jobn  Gates,  for  an  im- 
provement in  lubricators,  Held  not  anticipated  by  the  patent  granted  November 
81, 1854,  to  John  Absterdam,  nor  by  any  sight-feed  lubricator  devised  by  him  at 
that  time,  and  is  infringed  by  the  defendant's  lubricator. 
i 

Mr.  Tkomae  WiUiam  Clarke  for  the  complainant 
Messrs.  Peek  &  Rector  for  the  defendants. 

Colt,  J. : 

This  bill  alleges  infringement  of  Letters  Patent  No.  111,881,  dated 
February  14, 1871,  granted  to  Nicholas  Seibert,  and  of  Letters  Patent 
No.  138,243,  dated  April  29, 1873,  issued  to  John  Gates.  Both  patents 
relate  to  improvements  in  lubricators. 
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The  claims  of  the  Seibert  patent  are  as  follows : 

1.  The  arrangement  of  the  cock  M,  passages  8  8',  and  tabes  O  and  P,  with  the  oil 
reservoir  F  and  gage  J'R,  as  herein  shown  and  described  for  the  purpose  specified. 

2.  The  improved  lubricator,  consisting  of  the  parts  herein  described,  constructed 
and  arranged  substantially  as  specified. 

The  first  claim  covers  mechanism  whereby  steam  is  communicated  to 
a  tube  and  an  annular  space  between  the  two  tabes  within  the  oil-cop 
is  kept  hot  It  is  admitted  that  this  device  is  not  found  in  the  defend- 
ants' lubricator,  and  therefore  the  complainant  confines  the  charge  of 
infringement  to  the  second  claim.  Bat  if  the  second  claim  embraces  as 
part  of  the  combination  that  which  is  found  specifically  described  in  the 
first  claim,  then  it  is  manifest  that  there  is  no  infringement  The  com- 
plainant contends  that  the  word  "  lubricator  »  as  used  in  the  second 
claim  includes  those  parts  only  which  dp  the  lubrication — namely,  the 
condensing  pipe  and  chamber,  the  oil-reservoir,  delivery-pipe  from  the 
oil  reservoir,  cocks,  &c— aud  that  the  claim  should  be  construed  as 
covering  only  those  parts.  But  it  seems  to  me  that  this  is  a  forced  con- 
struction and  one  which  the  language  of  the  claim  will  not  warrant. 
The  claim  is  for  the — 

improved  lubricator,  consisting  of  the  parts  herein  described,  oonstrncted  and  arranged 
substantially  as  specified. 

Now,  one  of  the  main  improvements  described  in  the  Seibert  lubri- 
cator is  the  mechanism  covered  by  the  first  claim;  and  when  the  pat- 
entee says  in  effect  that  the  second  claim  is  for  the  improved  lubricator 
consisting  of  the  parts  described  in  his  specification  and  drawings,  his 
manifest  intention  was  to  cover  the  devices  which  form  the  subject-mat- 
ter of  the  first  claim  as  well  as  the  other  parts  of  his  lubricator,  and 
such  is  the  natural  and  proper  meaning  of  the  language  used. 

The  question  before  the  Court  in  Oarratt  V.  Seibert  (98  U.  8.,  75)  was 
one  of  priority  of  invention  in  the  case  of  interfering  patents,  and  suit 
was  brought  under  section  4918  of  Revised  Statutes.  The  question  of 
the  proper  construction  of  claim  2  of  the  Seibert  patent  was  not  before 
the  Court  and  was  not  passed  upon  by  it.  I  deem  it  unnecessary  to  con- 
sider the  other  defense  raised  to  the  Seibert  patent  because  I  am  satis- 
fied that  defendants9  lubricator  does  not  infringe  the  second  claim. 

I  now  come  to  the  Gates  patent  The  gist  of  the  Gates  invention  is 
a  eight-feed  lubricator  where  the  oil  is  delivered  up  through  a  body  of 
water  inclosed  in  a  glass  chamber. 

The  claims  relied  upon  are  the  first  and  second : 

1.  The  described  method  of  feeding  oil,  consisting  in  delivering  the  oil  from  the 
reservoir  np  through  a  body  of  water  inolosed  in  a  glass  chamber  and  discharging  the 
same  through  the  feed-cocks,  substantially  as  described. 

2.  The  combination  of  an  oil-chamber  with  a  water -chamber,  the  latter  being  fa- 
ceted over  the  former  and  adapted  to  receive  oil  from  it  and  deliver  the  same  shore 
the  body  of  water  inclosed  in  it,  substantially  as  described. 

The  defendants' lubricator  is  called  the  "  Lunkenheimer,n  and  it  is 
manifest  upon  inspection  that  it  adopts  the  method  described  in  the  first 
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•claim  of  the  Gates  patent  of  delivering  oil  up  through  a  body  of  water 
inclosed  in  a  glass  chamber  and  discharging  the  same  throngh  a  feed- 
cock.  I  am  satisfied,  also,  that  the  Lunkenheimer  lubricator  infringes 
the  second  claim  of  the  Gates  patent,  notwithstanding  the  oil-chamber 
is  located  at  the  side  of  the  water  in  the  feed-glass  instead  of  the  water 
being  located  over  the  oil-chamber.  The  result  accomplished  is  the 
same,  and  while  the  Lnnkenheimer  may  be  an  improvement  over  Gates 
I  do  not  think  the  change  made  relieves  the  defendant  from  the  charge 
•of  infringing  the  second  chum. 

The  most  serious  defense  to  the  Gates  patent  is  the  alleged  Abster- 
4am  anticipation.  It  is  urged  that  John  Absterdam  took  out  a  patent 
.November  21, 1854,  for  an  improved  lubricator  which  exhibits  a  sight- 
feed,  and  that  prior  to  that  time  he  had  made  a  sight-feed  lubricator 
-which  delivered  the  oil  up  through  the  water,  as  shown  in  the  patent 
of  Gates.  With  respect  to  the  Absterdam  patent  it  may  be  observed 
that  neither  the  specifications  nor  drawings  disclose  a  sight-feed  where 
the  oil  is  delivered  up  through  the  water.  The  more  serious  question 
is  whether  the  defendants  have  not  shown  that  Absterdam  did  in  fact 
•construct  a  lubricator  about  this  time  which  has  the  sight-feed  and  de- 
livery of  Gates.  Absterdam  produces  a  drawing  made  in  1883  in  the 
suit  of  this  complainant  against  William  Burlingame  for  infringement 
or  the  Gates  patent.  This  drawing  shows  the  Gates  method,  and  Ab- 
sterdam swears  that  it  is  a  substantial  copy  of  a  drawing  made  by  him 
in  1853  or  1854;  that  he  made  several  lubricators  of  the  construction 
here  shown;  that  one  was  in  operation  in  the  shop  of  J.  J.  Walworth 
&  Co.,  Boston,  and  another  on  a  locomotive  named  "  Washington," 
which  was  run  on  the  Boston  and  Providence  Railroad.  This  state- 
ment of  Absterdam  as  to  the  lubricators  in  Walworth's  shop  and  on 
the  "Washington"  is  confirmed  to  a  great  extent  by  several  witnesses 
-who  saw  these  lubricators.  But  after  carefully  reading  this  evidence 
I  am  not  clearly  satisfied  that  Absterdam  did  what  he  claims  to  have 
<lone.  Here  are  witnesses  testifying  to  what  they  saw  thirty  years  ago. 
It  is  more  than  probable  that  what  they  actually  saw  was  the  sight- 
feed  which  Absterdam  patented,  and  not  the  sight- feed  of  Gates,  which 
lie  says  he  invented  previously,  but  which  we  do  not  find  described  in 
Lis  patent  To  my  mind  it  is  a  circumstance  of  some  weight,  notwith- 
standing his  explanation  that  Absterdam  should  not  have  described 
this  improvement  in  his  patent.  Upon  this  record  1  have  still  some 
-doubts  whether  Absterdam  was  the  first  inventor,  and  under  these  cir- 
cumstances it  is  clearly  my  duty  to  sustain  the  Gates  patent. 

The  bill  should  be  dismissed  as  to  the  Seitifcrt  patent  and  sustained 
as  to  the  first  and  second  claims  of  the  Gates  patent,  and  it  is  so 
ordered. 
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[United  States  Circuit  Court-Southern  District  of  New  York.] 

Cluett  et.  ax.  v.  Claplin  et  ax. 

Decided  June  7, 1887. 

41  O.  G.,  1042. 

1.  Cluett— Shirt-Bosoms. 

Letters  Patent  No.  156,880,  granted  November  17,  1874,  to  Robert  Cluett,  for 
an  improvement  in  shirt- bosoms,  declared  void  for  want  of  patentable  novelty. 

2.  Same. 

The  claims  do  not  cover  a  bosom  of  any  designated  color,  size,  or  shape,  or  a- 
bmding  of  any  particular  variety,  or  the  machinery  or  processes  employed  in  the 
construction  of  the  shirt.  They  are  simply  for  the  combination  of  a  shirt-bosom 
bound  on  the  outer  edge  with  a  folded  and  stitched  binding  attached  to  the  shirt- 
body  by  a  separate  line  ot  stitching  through  the  binding,  all  of  which  was  known 
to  the  art  at  the  time  of  the  alleged  invention. 

Mr.  James  A.  Skilton  for  the  complainants. 

Mr.  Louis  C.  Baegener  and  Mr.  David  Tim  for  the  defendants. 

Coxe,  J. : 

The  complainants  are  the  owners  of  Letters  Patent  No.  156,880,  granted 
to  Robert  Cluett,  November  17,  1874,  for  an  improvement  in  shirt- 
bosoms.  The  object  of  the  patentee  was,  first,  to  -avoid  the  disfigure- 
ment  of  the  bosom  which  follows  from  folding  in  the  raw  edges  and 
loose  threads  thereof;  second,  to  stay  the  bosom  and  render  it  less  liable 
to  rumple;  and,  third,  to  prevent  the  wrinkling  or  fulling  up  of  any  one 
of  the  layers  of  which  it  is  composed.  The  shirt  is  constructed  by 
placing  two  or  more  layers  of  cloth  composing  the  bosom  smoothly  one 
upon  the  other.  Their  edges  are  then  bound  with  a  folded  strip  of 
similar  material  which,  except  at  the  neck  and  yoke,  extends  entirely 
around  the  bosom  and  is  attached  thereto  by  a  line  of  stiches.  The 
bosom  is  then  placed  upon  the  shirt- body  and  fastened  to  it  by  a  second 
line  of  stitches  through  the  binding.  In  other  and  perhaps  plainer 
words,  the  alleged  invention  consists  in  binding  a  shirt  bosom  and  after- 
ward sewing  it  through  the  binding  to  the  body  of  thp  shirt.  A  shirt 
so  made  was  first  produced  by  the  patentee  in  the  spring  or  early  sum* 
nier  of  1874.    The  claims  are  as  follows : 

1.  In  combination  with  a  shirt-body,  a  shirt-bosom  bound  on  the  outer  edge  with 
a  folded  and  stitched  binding,  and  attached  to  the  shirt-body  by  a  separate  line  of 
stitching  through  such  binding. 

2.  The  shirt-bosom  S,  composed  of  two  or  more  thickness  of  cloth  B  L,  bound  on 
the  outer  edge  with  the  binding  B",  and  secured  to  the  shirt-front  F  by  the  line  of 
stitching  O. 

The  defendants  admit  that  some  of  the  shirts  dealt  in  by  them  con- 
tain the  patented  features;  bnt  they  insist  that  the complainants'  shirt 
was  old  in  1874,  and,  if  not  completely  anticipated,  the  state  of  the  art 
was  such  that  the  patent  must  be  held  void  for  lack  of  invention. 

A  voluminous  mass  of  testimony  has  been  returned  upon  the  question 
of  prior  use-    The  greater  part,  however,  may  be  laid  aside  when  it  if 

Digitized  by  VjQOQlC 


DECISI0N8  OF  U.   8.   COUBT8  IN  PATENT  CASES.  631 

remembered  that  this  defense  must  be  established  by  proof  as  explicit 
and  convincing  as  that  required  toconvict  a  person  charged  with  crime- 
proof  which  preponderates  the  complainants'  testimony  not  only,  but 
which  satisfied  the  mind  beyond  a  reasonable  doubt. 

The  evidence  upon  this  question  is  full  of  contradistinctions  and  im- 
probabilities, and  furnishes  another  illustration  of  the  difficulty  of  arriv- 
ing at  the  truth  from  human  testimony.  Although  corruption,  prejudice, 
and  self-interest  may  be  wholly  absent,  it  is  well-nigh  impossible  for  a 
witness,  no  matter  how  intelligent  he  may  be  or  how  retentive  his 
memory,  to  recall  the  details  of  ordinary  transactions  occurring  twelve 
or  fifteen  years  before.  Even  the  most  intelligent  and  incorruptible 
witnesses  are  here  proved  to  have  been  mistaken  in  important  particu- 
lars, and  others  not  so  intelligent  or  virtuous  are  contradicted  and  dis- 
credited. It  is  thought  that  the  testimony  falls  below  the  standard  re- 
quired by  the  rule  referred  to,  unless  it  be  the  proof  of  prior  use  at 
Chatham,  N.  Y.  Two  witnesses  who  made  bound-bosom  shirts  similar  to 
the  patented  shirt  were  called,  and  at  great  length  and  with  careful  at- 
tention to  details  told  the  manner  of  construction  and  the  experiments 
which  led  to  the  adoption  of  that  style  of  shirt ;  but  the  character  of 
one  of  these  witnesses,  Ford,  was  compromised  by  an  attempt  on  his 
part  to  sell  the  knowledge  he  possessed  for  a  large  sum  of  money,  and 
the  court  should  hesitate  to  accc*pt  his  story  were  it  not  corroborated 
by  the  testimony  of  the  county  judge  of  Columbia  County,  whose  char- 
acter is  conceded  by  all  to  be  entirely  beyond  reproach.  Judge  Mc- 
Clellan  positively  and  with  reiteration  testifies  that  he  bought  bound- 
bosom  shirts  prior  to  1870,  and  gives  facts  and  circumstances  which 
render  it  quite  improbable  that  he  is  in  the  wrong.  To  be  sure  he  i* 
shown  to  be  mistaken  as  to  minor  details  in  a  few  instances ;  but  upon 
all  material  questions  his  testimony  remains  entirely  unshaken,  and 
when  taken  in  connection  with  the  evidence  of  Ford  and  Clark  it  can 
hardly  be  said  that  there  is  a  reasonable  doubt  remaining  regarding  the 
Chatham  anticipation. 

But  it  is  thought  that  the  patent  must  be  declared  invalid  for  want  of 
patentable  novelty,  and  the  Court  prefers  to  rest  the  decision  upon  this 
ground. 

It  will  be  seen  upon  an  examination  of  the  claims  that  they  dp  not 
cover  a  bosom  of  any  designated  color,  size,  or  shape,  or  a  binding  of 
any  particular  variety,  or  the  machinery  or  processes  employed  in  the 
construction  of  the  shirt;  but  they  are  for  tlje  combination  of  a  shirt- 
bosom  bound  on  the  outer  edge  with  a  folded  and  stitched  binding  at- 
tached to  the  shirt-body  by  a  separate  line  of  stitching  through  the 
binding.  The  patent  covers  nothing  more.  To  attribute  to  the  alleged 
invention  all  the  improvements  and  increased  facilities  which  modern 
machinery  and  ingenuity  have  introduced  into  the  shirt  traffic  is  hardly 
warranted  by  the  proofs. 
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At  the  time  the  patentee  produced  the  combination  in  question,  namely, 
in  the  spring  of  1874,  the  art  of  binding  textile  fabrics  for  ornamenta- 
tion, strength,  and  preservation  was  very  old.  Shirts  and  shirt-bosoms 
and  bosoms  with  binding  around  their  outer  edges  were  not  new. 
Woolen  shirts  with  bosoms  bound  and  attached  on  one  side  alone,  and 
on  both  sides,  to  the  shirt-body,  by  a  line  of  stitches  either  through  or 
justinside  the  binding,  and  laundered  shirts  with  raffled  or  puffed  bound 
bosoms  were  well  known. 

In  January,  1873,  a  patent  for  improvements  in  shirts  was  granted  to 
Augustus  L>.  Marr,  the  specification  of  which  contains  this  language : 

The  edges  of  each  fly  and  the  boeom-front  may  be  bound  with  binding. 

In  1869  or  1870  the  complainants  themselves  made  and  sold  a  b#und 
bosom,  or  dickey,  detached  from  the  shirt  and  intended  to  hang  by 
means  of  a  tab  to  the  collar-button,  and  to  be  worn  or  not,  as  occasion 
required.  Had  a  mother,  in  1870,  whose  son  exhibited  an  aversion  to 
wearing  the  bound  dickey,  seen  fit  to  sew  it  to  his  shirt  by  a  line  of 
stitches  through  the  binding,  she  would  have  anticipated  the  Cluett  pat- 
ent.   Had  she  done  this  in  1875  she  would  have  infringed. 

The  question  therefore  is,  was  it  invention  for  the  patentee,  in  view  of 
all  that  was  known  in  the  art  in  1874,  to  sew  the  bound  bosom  made  by 
him  to  the  shirt  tipon  which  it  hung  by  a  line  of  stitches  through  the 
binding  f  There  was  no  invention  in  locating  the  stitches  at  that  point, 
for  it  would  almost  require  an  exercise  of  inventive  faculties  to  find  any 
other  place  to  put  them.  Two  or  more  pieces  of  cloth  bound  on  the  edges 
are  laid  upon  another  piece  and  held  in  proper  position  by  means  of  a 
button.  A  party  who  is  aware  that  similar  fabrics  have  been  held  in  po- 
sition by  sewing  instead  of  buttoning  substitutes  the  former  for  the  lat- 
ter mode.  Clearly  this  is  not  invention.  Take  another  illustration.  Liet 
us  assume  that  two  intelligent  workmen  were  employed  in  the  complain. 
ants'  manufactory  in  1872,  the  one  wearing  the  woolen  shirt  with  shield- 
shaped  bound  bosom  described  by  the  defendants'  witnesses ;  the  other 
the  bound  dickey  made  by  the  complainants.  The  tab  which  holds  the 
latter  to  the  collar-button  breaks  or  becomes  inoperative,  and  its  wearer, 
after  examining  the  woolen  shirt  of  his  companion,  sews  the  dickey  to 
the  body  of  his  shirt  by  a  line  of  stitches  through  the  binding.  Does 
he  by  this  act  become  an  inventor  f  Is  the  operation  one  which  taxes 
the  brain  or  calls  into  being  "  that  intuitive  faculty  of  the  mind9  which 
the  Supreme  Court  regards  as  necessary  to  patentable  novelty  f  (Hol~ 
lister  v.  Benedict  Manufacturing  Company,  113  U.  S..  59.)  If  so,  it  might 
almost  be  said  that  ho  who,  by  means  of  a  row  of  tacks  through  its 
binding,  attached  to  the  wall  a  map  which  previously  had  been  suspended 
in  the  same  position  by  a  cord  is  entitled  to  rauk  as  an  inventor.  It  is 
entirely  clear  that  under  the  decisions  of  the  Supreme  Court  this  action 
can  not  be  maintained. 

The  record  discloses  less  invention  than  was  shown  in  any  of  the  (bl- 
owing cases :  Pennsylvania  Railroad  Co.  v.  Looowwtive  Trade  Owmpany 
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(110  U.  8.,  490) ;  Simpson  v.  Woodman  (10  Wallace,  117) ;  Stephenson  t. 
Brooklyn  Railway  Co.  (114  U.  8.9 149) ;  tale  Lock  Company  v.  GreenUaf 
(117  XT.  8.,  654);  Thatcher  Heating  Company  v.  Burtis  (39  O.  Gh,  887)  ; 
JEhfey  v.  Burdett  (109  U.  S.,  033)  ;  CZarJk  Pomace  fibfifer  Company  v.  JFfer- 
^iwoh  (119  U.  S.,  335) ;  PMUip*  v.  Dtfroi*  (111  U.  8.,  604);  Gardner  v. 
J5*rs(118U.  8.,  180). 
The  bill  mast  be  dismissed,  with  costs. 


Cluett  v.  Mack. 

D0d(M  Jink  7,  1887. 

41  O.  G.,  1044. 
€0XE,  J.; 

A  decree  dismissing  the  bill,  with  costs,  should  be  entered  in  this 
oause  upon  the  authority  of  Cluett  v.  Claflin,  supra. 


(Supreme  Court  of  the  United  States.] 

Andrews  et  al.  v.  Hoyey. 

Decided  November  14,  1887. 

41  O.  G.,  1163. 
1.  Green— Driven  Wells. 

Reissued  Letters  Patent  No.  4,372,  granted  to  Nelson  W.  Green,  May  9, 1871,  lor 
improvements  in  the  methods  of  constructing  Artesian  wells,  declared  invalid 
on  account  of  public  use  more  than  two  years  before  the  date  of  filing  the  appli- 
cation for  the  original  patent. 
3.  Section  7  or  the  Act  or  1«*9  Construed. 

When  the  purchase  or  construction  of  the  patented  machine  or  article  took 
place  at  a  time  more  than  two  years  prior  to  the  application,  whether  with  or 
without  the  knowledge,  consent,  or  allowance  of  the  patentee,  the  patent  is  in- 
valid, and  that  is  the  effect  of  section  24  of  the  act  of  1870  and  of  section  4886  of 
the  Revised  Statutes. 
3.  Abandonment  Presumed  from  such  Public  tTss  or  Bale. 

If  the  invention  is  in  public  use  or  on  sale  at  a  date  more  than  two  years  before 
the  application  for  a  patent  upon  it,  it  will  be  conclusive  evidence  of  abandon- 
ment and  the  patent  will  be  void. 

Appeal  from  the  Circuit  Court  of  the  United  States  for  the  Southern 
District  of  Iowa. 

Mr.  J.  C.  Clayton,  Mr.  George  F.  Edmunds,  and  Mr.  A.  Q.  Keasbey  for 
the  appellants. 

Mr.  Jed  Lake  for  the  appellee. 

Mr.  Justice  Blatchpord  delivered  the  opinion  of  the  Court : 

This  is  a  suit  in  equity  brought  by  the  appellants  for  the  infringement 
of  Beissned  Letters  Patent  No.  4,372,  granted  to  Nelson  W.  Green,  one  of 
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the  appellants,  May  9, 1871,  for  an  improvement  in  the  methods  of  con- 
structing Artesiau  wells,  the  original  patent,  No.  73,425,  having  been 
granted  to  said  Green  as  inventor  January  14, 1868,  on  an  application 
filed  March  17, 1866. 

This  patent  was  before  this  Court  in  the  oases  of  Edmes  v.  Andrew* 
and  Beedle  v.  Bennett,  at  October  Term,  1886,  reported  in  122  U.  S.,  40 
and  71.  In  those  cases  this  Court  sustained  the  validity  of  the  reissued 
patent,  and  affirmed  the  decrees  of  the  Circuit  Courts.  In  the  present 
case  the  decree  of  the  Circuit  Court  was  against  the  validity  of  the  pat- 
ent, and  the  bill  was  dismissed.  (5  McCfary,  181.)  From  that  decree 
the  plaintiffs  have  appealed. 

The  patent  is  familiarly  known  as  the  "driven -well"  patent.  The 
specifications  and  drawings  of  the  original  and  reissued  patents  are  set 
forth  in  the  opinion  of  this  Court  in  Eames  v.  Andrews.  Numerous  de- 
fenses are  set  up  in  the  answer  in  the  present  case,  and  voluminous- 
proofs  have  been  taken  in  respect  to  those  defenses ;  but  it  is  necessary 
to  consider  only  one  of  them,  which,  in  onr  view,  is  fatal  to  the  validity 
of  the  patent,  and  that  is,  that  the  invention  was  used  in  public,  at 
Cortland,  in  the  State  of  New  York,  by  others  than  Green  more  than 
two  years  before  the  application  for  the  patent 

The  brief  of  the  appellants  concedes  that  it  is  shown  in  this  case  that 
other  persons  than  Green  put  the  invention  into  public  use  more  than 
two  years  before  his  application  was  filed.  It  is  contended  for  the  ap- 
pellants that  this  was  done  withont  his  knowledge,  conscut,  or  allow- 
ance. The  appellee  contends  that  such  knowledge,  consent,  or  allow- 
ance was  not  necessary  in  order  to  invalidate  the  patent,  while  the 
appellants  contend  that  it  was  necessary.  The  whole  question  depends 
upon  the  proper  construction  of  section  7  of  the  act  of  March  3, 1830 
(5  Stat.,  354),  interpreted  in  connection  with  sections  6,  7,  and  15  of  tli© 
act  of  July  4, 1836  (5  Stat,  119, 123). 

A  list  of  the  various  cases  decided  in  the  Circuit  Courts  brought  on 
the  reissued  "  driven- well"  patent  is  given  in  the  case  of  Eames  v.  An- 
drews at  page  47.  In  none  of  those  cases,  except  the  present  one  and 
those  heard  at  the  same  time  with  it,  did  the  question  thus  presented 
arise. 

In  Andrews  v.  Carman  (13  Blatchf.,  307,  324)  the  question  involved 
and  considered  by  the  Court  was  that  of  a  dedication  and  abandonment 
to  the  public  of  his  invention  by  Green  prior  to  his  application,  founded 
upon  acts  done  by  him.  The  conclusion  of  the  Court  was  that  there 
was  no  evidence  of  any  use  or  sale  of  the  invention  by  Green  prior  to 
his  application  for  a  patent,  nor  auy  direct  proof  of  knowledge  on  his 
part  of  any  use  or  sale  of  the  invention  by  others  within  two  years 
prior  to  his  application,  nor  sufficient  evidence  from  which  to  properly 
infer  that  he  had  such  knowledge.  The  question  of  the  use  of  his  in- 
vention by  others  more  than  two  years  prior  to  his  application  does  n5t 
ippear  to  have  been  raised. 
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Nor  was  it  raised  in  Andrews  v.  Cross  (19  Blatchf.,  294).       i 
defenses  set  up  in  the  answer  in  that  case  was — 
thai  the  claim  of  Green  as  inventor  was  barred  because  the  improvem 
more  than  two  years  prior  to  the  granting  of  his  patent — 
and,  as  was  said  in  the  opinion  in  that  case,  there  was— 
no  allegation  that  the  invention  was  in  pnblie  use  in  the  United  States 
two  years  before  Green  applied  for  his  origioal  patent,  or  that  any  u«      i 
consent  or  allowance,  or  that  he  abandoned  the  invention  to  the  put 
otherwise  than  inferentially  from  the  fact  alleged  that  it  was  in  nse 
two  years  before  his  original  patent  was  granted. 

The  conclusion  of  the  Circuit  Court  in  Andrews  v.  Cross  i 
abandonment  or  dedication  of  the  invention  to  the  public  b;  I 
shown,  and  that  there  was  no  evidence  of  any  use  or  sale  o  I 
tion  by  Green  before  his  application,  and  no  sufficient  evi 
which  to  conclude  that  any  use  of  any  driven  well  by  other  : 
application  was  consented  to  or  allowed  by  him.  The  ns  I 
thus  referred  to  was,  as  in  Andrews  v.  Carman,  a  use  withii  : 
prior  to  the  application. 

The  point  was  not  presented  in  Barnes  v.  Andrews  or  in  B\    i 
netty  and  in  the  opinion  in  the  latter  case  it  was  said  (p.  77) 

There  is  no  evidence  in  the  record  of  any  nse  or  sale  of  the  invention 
fore  Iris  application  for  a  patent,  and  no  evidence  from  which  to  concl     • 
nse  of  any  driven  well  by  others  before  his  application  was  consented  1 
by  him,  except  in  the  instances  mentioned  at  Cortland,  which  were  no    i 
mental  tests  made  by  himself.    Much  less  is  there  any  evidence  to  she 
was  any  nse  of  the  invention  by  others  for  more  than  two  years  prior  t<    i 
tion. 

The  question  involved  has  never  been  decided  by  this     i 
Egbert  v.  Lippmann  (104  U.  S.,  333,  334)  it  was  said : 

Since  the  passage  of  the  act  of  1839  it  has  been  strenuously  contended  \ 
lie  nse  of  an  invention  for  more  than  two  years  before  snoh  application,  < 
his  [the  inventor's]  consent  and  allowance,  renders  the  letters  patent  t   i 
It  is  unnecessary  in  this  case  to  decide  this  question,  for  the  alleged  nse    ! 
tion  covered  by  the  letters  patent  to  Barnes  is  conceded  to  have  been  wit 
consent. 

In  that  case  the  circuit  court  had  in  Egbert  v.  Lippmann  (1  i 
295)  held  that  the  effect  of  the  act  of  1839  was  to  require  tl  : 
ventor  should  not  permit  his  invention  to  be  used  in  public  i  I 
earlier  than  two  years  prior  to  his  application  for  a  patent,  : 
penalty  of  having  his  patent  rendered  void  by  such  use,  and 
sent  and  allowance  by  the  inventor  were  not  necessary  to  su<  I 
ity.  The  Circuit  Court  said  th&t  the  policy  introduced  by  the  a  : 
and  continued  by  sections  24  and  61  of  the  act  of  July  8, 1870  ; 
201,208%  now  sections  4886  aud  4920  of  the  Revised  Statute; 
that  the  inventor  must  apply  for  his  patent  within  two  years  after  his  in 
such  a  condition  that  he  can  apply  for  a  patent  for  it,  and  that,  if  he  dew 
within  snoh  time,  but  applies  after  the  expiration  of  snoh  time  and  obtai  i 
and  it  appears  that  his  invention  was  in  public  use  at  a  time  more  than 
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^earlier  than  the  date  of  bis  application,  his  patent  will  be  void,  even  tboogb  aucb 
public  nee  was  without  bis  knowledge,  consent,  or  allowance,  and  even  though  be 
was.  in  fact  the  original  and  first  inventor  of  the  thing  patented  and  so  in  public 
use. 

The  Circuit.  Court  in  that  case  appears  to  have  decided  the  question 
on  the  view  that  the  defense  set  up  in  the  answer  was  that  the  invention 
had  been  known  and  in  use  in  the'United  States  more  than  two  yean 
before  the  application,  and  that  there  was  no  issue  as  to  whether  the 
public  use  for  more  than  two  years  was  with  the  consent  or  allowance 
of  the  patentee ;  but  this  Court  decided  the  case  on  the  question  of  the 
consent  of  the  patentee  to  the  use  for  more  than  two  years  before  the 
application. 

The  original  patent  in  the  present  case  having  been  applied  for  and 
issued  prior  to  the  passage  of  the  act  of  1870  is  to  be  governed  by  the 
provisions  of  the  acts  of  1836  and  1839.  Section  6  of  the  act  of  1836  pro- 
vided for  the  issuing  of  a  patent  to  an  inventor  for  an  invention  not 
.known  or  used  by  others  before  his  discovery  or  invention  thereof— 

and  not  at  the  time  of  bis  application  for  a  patent  in  public  use  or  on  sale  with  his 
^consent  or  allowance  as  the  inventor  or  discoverer. 

Section  7  of  the  same  act  provided  for  the  issuing  of  a  patent  if  on  ex- 
amination it  should  not  appear  to  the  Commissioner  that  the  invention 
Jiad  been  made  by  any  other  person  in  this  couutry  prior  to  its  being 
onade  by  the  applicant,  or  that  it  had  been  patented  or  described  in  any 
printed  publication  in  this  or  auy  foreign  country,  "or  had  been  in  pub- 
lic use  or  on  sale  with  the  applicant's  consent  or  allowance  prior  to  the 
application."  Section  15  of  the  same  act  provided  that  the  defendant 
in  an  action  for  the  infringement  of  a  patent  might  show,  among  other 
things,  that  the  thing  patented  *'  had  been  in  public  use  or  on  sa'e,  with 
the  consent  and  allowance  of  the  patentee,  before  his  application  for  a 
patent;"  and  that,  if  that  was  shown,  judgment  should  be  rendered  for 
the  defendant. 

The  seventh  section  of  the  act  of  1839  was  in  these  words: 
That  every  person  or  corporation  who  has,  or  shall  have,  purchased  or  constructed 
-any  newly-invented  machine,  manufacture,  or  composition  of  matter,  prior  to  the  ap- 
plication by  the  inventor  or  discoverer  for  a  patent,  shall  be  held  to  possess  the  right 
to  use,  and  vend  to  others  to  be  need,  the  specific  machine,  manufacture,  or  composi- 
tion of  matter  so  made  or  purchased,  without  liability  therefor  to  the  inventor,  or  any 
other  person  interested  in  such  invention ;  and  no  patent  shall  be  held  to  be  invalid,  by 
reason  of  such  purchase,  sale,  or  use  prior  to  the  application  for  a  patent  as  aforesaid, 
except  on  proof  of  abandonment  of  such  invention  to  the  public;  or  that  such  par- 
chase,  sale,  or  prior  use  has  been  for  more  than  two  years  prior  to  such  application  for 
m  patent. 

The  act  of  July  8, 1870,  repealed  the  act  of  1839,  but  provided  (sec- 
tion 111)  that  such  repeal  should  not  affect,  impair,  or  take  atvay  any 
right  existing  under  the  act  of  1839.  Section  24  of  the  act  of  1 870,  now 
embodied  in  section  4886  of  the  Revised  Statutes,  was  in  these  words, 
that— 

Any  person  who  has  invented  or  discovered  any  new  and  useful  art,  machine,  man- 
Afactniw.  or  comnosition  of  matter,  or  adt  new  and  naefhl  imorovement  tbereoC 
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not  kuOwn  or  used  by  others  in  this  country,  and  not  i  i 

printed  publication  in  this  or  any  foreign  country,  befoi  I 

thereof,  and  not  in  public  use  or  on  sale  for  more  than  ti  i 

tion,  unless  the  same  is  proved  to  have  been  abandoned  i 

fees  required* by  law,  and  other  dne  proceedings  had,  ob  i 

Section  37  of  the  act  of  1870,  now  embodied  i 
Revised  Statutes,  provides  as  follows,  that— 

Every  person  who  may  have  purchased  of  the  inven 

and  consent  may  have  constructed  any  newly  inventec  i 

other  patentable  article,  prior  to  the  application  by  the  ' 

patent,  or  sold  or  used  one  so  constructed,  shall  have  tt  i 

others  to  be  used,  the  specific  thing  so  made  or  purchase  i 

In  section  61  of  the  act  of  1870  it  was  enacte<    : 
infringement  the  defendant  might  prove  on  the  t    i 
other  things,  that  the  thing  patented  "had  been    ; 
in  this  country  for  more  than  two  years  before  fa 
ent,  or  had  been  abandoned  to  the  public,"  ar 
matter  alleged  should  be  fonud  for  the  defends    I 
rendered  for  him.    This  provision  is  now  found 
Revised  Statutes. 

It  is  very  plain  that  under  the  act  of  1836,  if     i 
been  in  public  use  or  on  sale  with  the  consent  oi  . 
cant  lor  any  time,  however  short,  prior  to  his 
issued  to  him  was  invalid.   Then  came  section  7  o 
was  intended,  as  an  amelioration  in  favor  of  the  i 
of  the  strict  provisions  of  the  act  of  1836.    The 
tion  provides  for  the  protection  of  a  person  wb  , 
tion  for  the  patent,  purchases  or  constructs  a  8]  ! 
de,  and  declares  that  he  may  use  and  sell  su<  : 
article  after  the  patent  is  issued  without  liability  I 
section  does  not  require,  in  order  to  this  protect  i 
or  construction  shall  have  been  with  the  consei  I 
person  who  afterwards  obtains  the  patent  and  see  ; 
such  purchaser  or  constructed    The  words  "  con 
not  found  in  the  provision.    The  only  requireme  i 
machine  or  article  shall  have  been  purchased  oi 
time  prior  to  the  application  for  a  patent.    The 
section  then  passes  to  consider  the  effect  upon  the 
"  of  such  purchase,  sale,  or  use  prior  to  the  applk 
and  declares  that — 

No  patent  shall  be  held  to  be  invalid,  by  reason  of  such  ] 
to  the  application  for  a  pateut  as  aforesaid,  except  on  proo;l 
inventions  the  public ;  or  that  such  purchase,  sale,  or  pr 
than  two  years  prior  to  such  application  for  a  patent. 

The  expression  "such  purchase"  clearly  mean 
any  person,  and  not  merely  from  the  person  who 
of  the  machine  or  article.    The  expression  "  sucl 
refers  to  the  use  or  sale  by  the  person  who  has  pur 
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the  machine  or  article,  the  right  to  use  and  sell  which  is  given  to  him 
by  the  first  part  of  the  section.  That  right  is  given  to  a  person  who 
has  constructed  the  machine  or  article,  as  well  as  to  one  who  has  pur- 
chased it,  and  the  plain  declaration  of  the  second  part  of  the  section 
is  that  where  the  purchase  or  construction  of  the  machine  or  article 
took  place  more  than  two  years  prior  to  the  application  for  the  patent, 
or  where  the  use  or  sale  by  the  person  who jso  purchased  or  constructed 
the  machine  or  article  took  place  at  a  time  more  than  two  years  prior 
to  the  application,  the  patent  becomes  invalid.  It  is  not  possible  in  any 
other  way  to  give  full  effect  to  the  word  "constructed*  in  the  first  part 
of  the  section.  The  word  "purchased"  and  the  word  "constructed9  are 
used  in  the  same  connection  and  iu  connection  with  the  words  "so  made 
or  purchased,"  which  occur  afterward ;  and  the  word  "purchased9  can 
not  be  limited  to  a  purchase  from  the  applicant  for  the  patent,  nor  can 
the  word  "constructed19  be  limited  to  a  construction  with  the  consent 
and  allowance  of  such  applicant  without  interpolating  into  the  statute 
the  words  "consent  or  allowance."  We  can  find  no  warrant  for  doing 
this.  The  evident  purpose  of  the  section  was  to  fix  a  period  of  limita- 
tion which  should  be  certain  and  require  only  a  calculation  of  time,  and 
should  not  depend  upon  the  uncertain  question  of  whether  the  appli- 
cant had  consented  to  or  allowed  the  sale  or  use.  Its  object  was  to  require 
the  inventor  to  see  to  it  that  he  filed  his  application  within  two  years 
from  the  completion  of  his  invention,  so  as  to  cut  off  all  question  of  the 
defeat  of  his  patent  by  a  use  or  sale  of  it  by  others  more  than  two 
years  prior  to  his  application,  and  thus  leave  open  only  the  question  of 
priority  of  invention.  The  evident  intention  of  Congress  was  to  take 
away  the  right  (which  existed  under  the  act  of  1836)  to  obtain  a  patent 
after  an  invention  had  for  a  long  period  of  time  been  in  public  use 
-without  the  consent  or  allowance  of  the  inventor.  It  limited  that  period 
to  two  years,  whether  the  inventor  had  or  had  not  consented  to  or  al- 
lowed the  public  use.  %  The  right  of  an  inventor  to  obtain  a  patent  was 
in  this  respect  narrowed,  aud  the  rights  of  the  public  aa  against  him 
were  enlarged,  by  the  act  of  1839.  The  language  of  jseetton  24  of  the 
act  of  1870,  now  section  4886  of  the  Bevised  Statutes,  is  to  the  same 
offect,  and  carries  out  the  policy  inaugurated  by  the  act  of  1899.  It  al- 
locs a  patent  to  be  granted  only  for  an  invention  which  was  not  in  public 
ose  or  on  sale  for  more  than  two  years  prior  to  the  application  for  the 
patent,  subject  to  the  defense  of  abandonment  within  such  two  yean, 
which  is  also  the  requirement  of  section  61  of  the  same  act;  while  sec- 
tion 37  of  that  act  requires  that  a  person,,  in  order  to  have  the  right  to 
use  and  sell,  without  liability,  a  specific  thing  made  or  purchased  prior 
to  the  application  for  the  patent  shall  have  purchased  it  of  the  inventor 
or  constructed  it  with  his  knowledge  and  consent 

In  view  of  the  fhct  that  section  37  of  the  act  of  1870  re-enacts  the 
first  part  of  section  7  of  the  act  of  1839,  with  the  addition,  ex  induitridj 
<rf  the  requirement!  in  order  to  confer  the  right  to  use  the  specific  thing 


in  question  that  the  purchase  of  it  should  have  been  from 
or  the  construction  of  it  should  have  been  with  his  knowle  I 
-sent,  and  of  the  further  fact  that  section  24  of  the  act  of  1  i 
.the  second  part  of  section  7  of  the  act  of  1839,  and  does  i  i 
requirement  that  the  public  use  or  sale  for  more  than  tw 
to  the  application  shall  have  been  with  the  consent  or  i 
the  patentee,  in  order  to  invalidate  the  patent  it  may  i  i 
that  it  was  the  view  of  Congress  that  section  7  of  the  ac 
not  require  as  an  element  the  knowledge,  consent,  or  alio' 
applicant. 

Views  are  to  be  found  in  decisions  of  Circuit  Courts  no 
-with  the  construction  we  have  thus  put  upon  section  7  < 
1839.    That  construction  was  upheld  in  the  very  full  opin 
Judge  Love,  one  of  the  judges  who  sat  in  the  present  ca  \ 
cait  court.    (5  McCrary,  204.)    It  was  indicated  as  the  pro  i 
tion  in  the  opinion  of  this  Court  in  Elizabeth  v.  Pavement 
126, 134),  which  was  the  case  of  a  patent  issued  under  tin 
and  where  this  Court,  speaking  by  Mr.  Justice  Bradley,  s  i 
to  that  act: 

An  abandonment  of  an  invention  to  the  public  may  be  evinced  by 
the  inventor  at  anytime,  even  within  the  two  years  named  in  the  law 
the  law  is  that  no  such  consequence  will  necessarily  follow  from  the  i  i 
in  publie  use  or  on  sale  with  the  inventor's  consent  and  allowance  at  1 1 
tw6  years  before  his  application,  but  that  if  the  invention  is  in  publii 
prior  to  that  time  it  will  be  conclusive  evidence  of  abandonment,  1 1 
will  be  void. 

The  decree  of  the  circuit  court  is  affirmed. 


The  Guarantee  Insurance,  Trust,  and  Safe  Depos 
et  aj,  v.  Sellers  et  al. 

Decided  November  14, 1887. 
41  O.  G.,  1165. 

1.  Siemens— Regenebatob-Fubnace. 

Reissued  Letters  Patent  No.  3,266,  granted  Charles  W.  aud  Fre< 
January  12, 1869,  for  an  improved  regenerator-furnace,  declared  t : 
July  12, 1878,  by  the  expiration  of  patent  granted  by  Great  Brirati 
invention  and  sealed  Jnly  19, 1861. 

2.  forarrnr  of  Inventions. 

The  United  States  patent  was  for  the  same  invention  as  the  p 
Britain,  although  the  former  contained  improvements  which  were 
in  the  latter.    The  principal  inventions  were  the  same  in  both  pa ! 

3.  Same. 

A  patent  can  not  be  exempted  from  the  operation  of  the  law  I 
new  improvements  to  the  invention,  and  can  not  be  construed  as  i 
from  one  date  and  partly  from  another,  which  would  be  product: 
confusion. 
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4.  Section  16,  Act  of  1661,  Construed. 

The  act  of  1861,  section  16,  was  only  intended  to  change  the  length  of  the  term 
during  which  patents  should  be  in  force  and  not  the  point  of  the  commencement* 
The  latter  continued,  as  before  "the  date  of  issue,"  as  denned  by  the  previous 
laws,  referring  either  to  the  issue  of  the  United  States  patent  itself  when  no 
foreign  patent  had  been  previously  obtained,  or  to  that  of  the  latter  when  each  a 
patent  had  been  obtained. 

Appeal  from  the  Circuit  Court  of  the  United  States  for  the  Eastern 
District  of  Pennsylvania. 

Mr.  Oharle$  8.  Whitman  for  the  appellants. 

Mr.  8.  8.  HolUngacorth  and  Mr.  Joseph  0.  Fraley  for  the  appellees. 

Mr.  Justice  Bradley  delivered  the  opinion  of  the  Court 
This  is  a  suit  on  a  patent  granted  to  the  appellants,  Charles  W.  and 
Frederick  Siemens,  of  Great  Britain,  on  the  12th  day  of  January,  18G9r 
being  a  reissue  of  a  patent  originally  granted  to  the  appellants  on  the 
1st  day  of  March,  1864.  This  patent  was  for  an  improved  "  regenerator- 
furnace,"  so  called,  intended  to  be  used  where  a  high  degree  of  heat  is 
required.  By  the  arrangements  of  this  invention  the  products  of  com- 
bustion, after  passing  through  the  furnace  and  before  entering  the  chim- 
ney, are  utilized  in  heating  what  are  called  the  u  regenerators,"  con- 
sisting of  bricks  or  other  refractory  materials  loosely  piled  up  in  two- 
pairs  of  separate  chambers,  through  which,  alternately,  after  being  thus 
heated,  the  air  and  gases  arp  made  to  pass  on  their  way  to  the  furnace, 
and  thus  become  raised  to  an  intense  degree  of  heat  before  entering  it 
While  one  pair  of  regenerators  is  being  thus  heated  by  the  outgoing 
products  of  combustion  or  flame,  the  other  pair  are  giving  out  their  heat 
to  the  air  and  gases  which  are  passing  into  the  furnace,  and  then  by  a 
reversal  of  dampers  the  current  is  changed  and  the  air  and  gases  are 
made  to  pass  through  the  newly-heated  regenerators,  and  the  products- 
of  combustion  or  flame  through  those  that  have  become  partially  coaled, 
and  so  on  alternately.  The  apparatus  has  various  incidental  appliances 
necessary  to  its  successful  operation.  Thus,  as  the  regenerator-cham- 
bers are  placed  underneath  the  furnace,  spaces  are  formed  between  them 
and  the  furnace-bottom  for  the  purpose  of  admitting  a  circulation  of  air 
to  cool  the  parts  and  prevent  their  being  destroyed  by  the  intense  heat 
Another  arrangement  is  that  of  a  separate  and  distinct  furnace,  of  pecu- 
liar form,  for  the  consumption  of  the  raw  fuel,  so  constructed  and  oper- 
ated that  the  gases  produced  thereby  are  carried  over  by  a  suitable  flue 
to  one  of  the  heated  regenerators,  while  atmospheric  air  is  admitted  into 
the  other  regenerator  of  the  same  pair.  The  air  and  gases  are  thus  kept 
separate  until  about  to  enter  the  furnace  by  separate  flues,  when  they 
meet  and  commingle  and  produce  a  rapid  combustion  and  a  most  in- 
tense heat  This  is  the  general  nature  of  the  invention,  and  this  ex- 
planation will  be  sufficient  for  understanding  the  claims  of  the  patent, 
which  are  four  in  number,  and  are  as  follows,  to  wit: 
1.  In  combination  with  a  furnace,  A,  and  its  chimney  or  smoke-diaeharge  line  Pt  a 
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It  is  contended  by  the  counsel  of  the  complainants  that  the  American 
patent  contains  improvements  which  are  not  exhibited  in  the  English 
patent ;  bnt  if  this  were  so  it  would  not  help  the  complainants.  The 
principal  invention  is  in  both,  and  if  the  American  patent  contains  ad- 
ditional improvements  this  fact  can  not  save  the  patent  from  the  opera- 
tion of  the  law  which  is  invoked,  if  it  is  subject  to  that  law  at  all.  A 
patent  can  not  be  exempted  from  the  operation  of  the  law  by  adding 
some  new  improvements  to  the  invention,  and  can  not  be  construed  as 
running  partly  from  one  date  and  partly  from  another.  This  would  be 
productive  of  endless  confusion. 

We  have,  then,  to  examine  the  question  whether  the  term  of  the 
American  patent  was  limited  to  rnn  from  its  own  date  or  from  the  date 
(or  sealing,  which  is  equivalent  to  the  publication),  of  the  English  pat- 
ent.  The  reissued  patent  sued  on  is  dated  January  12, 1809;  but  the 
original  patent,  which  is  the  one  to  be  looked  at,  was  dated  March  1, 
1864.  It  was  issued,  therefore,  before  the  act  of  1870,  by  which  the 
patent  laws  were  revised,  and  while  the  acts  of  1836, 1839,  and  1861 
were  in  force.  The  act  of  1836,  as  well  as  previous  acts,  made  the  term 
of  ft  patent  fourteen  years ;  but  it  authorized  an  extension  of  the  term 
for  seven  years  longer  if  it  should  appear  that  the  patentee,  without 
neglect  or  fault  on  his  part,  failed  to  obtain  a  reasonable  remuneration 
for  his  invention.  By  the  same  act  (section  7)  if  an  invention  for  which 
a  patent  was  sought  had  been  patented  in  a  foreign  country  before  the 
application  for  a  patent  here,  it  was  a  bar  to  obtaining  a  patent  in  this 
country  unless  (section  8)  such  foreign  letters  patent  had  been  taken 
out  by  the  applicant  himself  within  six  months  previous  to  the  filing  of 
his  specification  and  drawings.  The  act  of  1839  (section  6)  removed  the 
limitation  of  six  months  and  allowed  a  patent  to  be  taken  out  here  at 
any  time  after  the  inventor  had  taken  out  a  patent  for  the  same  .inven- 
tion in  a  foreign  country,  provided  it  should  not  have  been  introduced 
into  public  and  common  use  in  the  United  States  prior  to  the  applica- 
tion for  a  patent  here. 

And  provided  also,  That  in  all  cases  every  such  patent  shall  be  limited  to  the  term 
of  fourteen  years  from  the  date  or  publication  of  each  foreign  letters  patent. 

The  act  of  1861  introduced  several  changes  in  the  administration  of 
the  Patent  Office,  and  gave  a  right  to  patents  for  designs.  The  lastseo- 
tion  (section  16)  declared  as  follows,  to  wit : 

That  all  patents  hereafter  granted  shall  remain  in  force  for  the  term  of  seventeen 
years  from  the  date  of  issue,  and  all  extension  of  sach  patents  is  hereby  prohibited. 

The  act  of  1870,  which  was  a  revision  of  all  previous  laws  relating  to 
patents,  continued  the  period  of  seventeen  years  as  the  term  of  a  pat- 
ent, and  in  case  a  foreign  patent  had  been  previously  issued  declared 
that  the  American  patent  should  expire  at  the  same  time  with  the  for- 
eign patent,  or,  if  more  than  one,  at  the  same  time  with  the  one  having 
+Jie  shortest  term,  bnt  in  no  case  for  a  longer  term  than  seventeen  years* 


Tins  provision  is  substantially  carrieu  forward  into  me  Kevis*  < 
section  4887. 

The  appellants  contend  that  tho  act  of  1861  repealed  tha ; 
the  act  of  1839  which  declared  that  a  patent  should  be  lin  i 
term  of  fourteen  years  from  the  date  or  publication  of  pi  i 
letters  patent  for  the  same  invention.  So  far  as  the  period  : 
years  is  concerned  this  is  undoubtedly  true.  Prior  to  1861 1 1 
as  we  have  seen,  were  granted  for  the  term  of  fourteen  y< 
right  under  certain  circumstances  to  an  extension  for  seven  y<  i 
This  right  of  extension  was  attended  with  many  inconvei  i 
much  expense  to  meritorious  patentees,  and  Congress,  by 
1861,  cut  it  off  and  made  the  term  of  all  patents  seventeen  y< ! 
promise  between  fourteen  and  twenty-one  years.  The  act  h  i 
to  do  with  the  question  of  foreign  patents,  but  only  witl  t 
forwhidh  patents  should  ordinarily  run,  and  the  period  of 
years  without  any  privilege  of  extension  was  adopted  in  lieu  : 
years  with  a  provisional  tight  of  extension.  That  was  the 
before  the  legislative  mind.  Seventeen  years'  limit  was  sub \ 
fourteen  years.  That  was  all  that  was  intended  or  thought  <  • 
of  opinion,  therefore,  that  the  condition  imposed  by  the  act  c  I 
the  t  erm  of  a  patent  for  an  invention  which  has  been  patent  < 
eign  country  shall  commence  to  run  from  the  time  of  publics, 
foreign  patent  was  not  repealed  or  abrogated  by  the  act  of  I 
was,  it  follows  that  there  was  a  period  of  nine  years — from  Id  i 
in  which  our  patent  system  presented  the  anomaly  of  allow  i 
to  be  taken  out  in  this  country  at  any  length  of  time  after  thi 
had  been  patented  abroad  and  without  being  subject  to  anv 
limitation,  or  restriction.  This  can  hardly  be  supposed  to 
the  intention  of  Congress. 

No  doubt  the  words  of  a  law  are  generally  to  have  %contro 
npon  its  construction ;  but  the  interpretation  of  those  word: 
l>e  sought  from  the  surrounding  circumstances  and  precedii 
From  the  history  of  the  law  in  this  case,  as  exhibited  in  prei 
ments,  and  from  the  evident  object  and  purpose  of  section  li 
of  1864,  we  are  satisfied  that  the  words  there  used  to  deflu 
the  term  during  which  patents  thereafter  granted  should! 
force — namely,  "  seventeen  years  from  the  date  of  issue  * — w 
tended  to  change  the  length  of  the  term  and  not  the  point 
mencemenk.  The  latter  continued  as  before  at  "  the  date  o 
defined  by  previous  laws,  referring  cither  to  the  issue  of  th< 
patent  itself  when  no  foreign  patent  had  been  previously  <: 
to  that  of  the  latter  when  such  a  patent  had  been  obtained, 
of  tho  construction  and  meaning  <5f  the  act  of  1861  was  full,; 
and  enforced  by  Mr.  Justice  Blatchford  in  the  case  of  De  Ft 
Holds  (17  Blatchf.,  436 ;  S.  C,  8  Fed.  Eep.,  434). 
The  decree  of  the  circuit  6ourt  is  affirmed. 
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[United  States  Circuit  Court-Southern  District  of  maris.] 

Ide  v.  The  Ball  Engine  Company  et  al» 

Deddtd  August  17,1887. 
41  O,  G.,  1,271. 
1.  IDE—  SXKAM-KNGIKX  GOVERNORS— MOTION  FOB  A  RxSTRAINIlfG  OSDKB. 

The  complainant  having  filed  his  bill  for  infringement  in  the  usual  form,  one 
of  the  defendants,  a  manufacturing  company,  applied  for  an  order  restraining 
the  complainant  from  suits  for  infringement  against  its  customers  during  the 
pendency  of  the  suit  against  it.  The  petition  for  the  restraining  order  was  sworn 
to,  and  set  out  the  defenses  which  would  be  made  in  the  answer,  particularly  its 
own  patent,  under  which  it  manufactured  governors,  and  was  supported  by  affi- 
davit*. The  complainant  put  in  no  evidence  in  answer  to  the  petition,  but  rested 
upon  the  proposition  that,  as  a  matter  of  law,  the  grant  of  the  patent  gave  him 
the  right  to  sue  all  infringers  of  it,  held  that  the  petition  was  proper,  and  the 
order  was  granted. 
&  Chanckry  Power  of  the  Court. 

The  court  has  authority  under  the  general  chancery  powers  to  issue  such  an 
order  before  the  filing  of  an  answer  or  of  a  cross-bill.  The  form  of  such  restrain- 
ing order,  stated. 

In  ohancoeby. 

Messrs.  Offleld  &  Towle  for  the  complainant. 

Mr.  J.  K.  Eallock  and  Messrs.  Brown,  Wheeler  &  Brown  for  the  de- 
fendants. 

Allen,  J. ; 

Upon  application  of  intervening  petitioner,  Ball  Engine  Company, 
for  restraining  order,,  on  the  5th  instant  complainant,  Albert  L.  Ide, 
Wed  his  bill  in  this  Court  against  the  Bell  Engine  Company  and  others, 
alleging  among  other  things  that  on  the  8th  day  of  July,  A.  D.  1884, 
a  patent. was  issyed  to  him  as  inventor  of  a  certain  new  and  useful  im- 
provement in  steam-engine  governors  not  known  or  used  by  others 
before  his  said  invention ;  and  that  on  the  25th  of  November,  A.  D. 
1884,  he  was  awarded  a  patent  for  another  new  and  useful  improve- 
ment in  steam-engine  governors ;  that  these  two  several  improvements 
described  in  said  respective  letters  patent  are  capable  of  being  em- 
ployed, embodied,  and  nsed  in  each  and  every  steam-engine  governor 
manufactured.  The  bill  alleges  that  the  defendants  are  making  and 
constructing,  using  and  selling  large  numbers  of  steam-engine  gover- 
nors embodying  the  inventions  and  devices,  and  substantially  like  and 
upon  the  plan  and  principle  and  in  imitation  of  the  said  improvements 
contained  in  said  letters  patent  so  issued  to  complainant,  and  prays 
for  an  account,  and  that  defendants  be  decreed  to  pay  over  to  com- 
plainant all  gains  and  profits  realized  by  them,  and  alsoallother  damages 
suffered  by  complainant  from  the  infringement  of  rights  intended  to  be 
secured  by  his  said  letters  patent,  and  for  an  injunction  perpetually 
restraining  defendants  from  making,  using,  or  vending  any  steam-en- 


gine  governors  containing  the  improvements  and  inventiol 
complainant  by  said  several  letters  patent. 

The  Ball  Engine  Company,  one  of  the  defendants,  on  tb 
entered  its  appearance  in  said  canse,  and  on  the  same  day 
petition  for  a  temporary  restraining  order.  The  petition  is 
I\  H.  Ball,  and  alleges,  in  substance,  that  it  will  in  due  \ 
sufficient  and  complete  answer  to  complainant's  bill,  an 
known  the  fact  that  the  petitioner  is  the  licensee  of  F.  fl 
letters  patent  issued  to  the  said  Ball,  No.  358,829,  on  Marcl 
improvement  in  steam-engine  governors,  and  nnder  such 
engaged  in  the  manufacture  of  steam-engines  at  Erie,  P< 
that  it  is  also  the  owner  of  a  number  of  other  patents  on  st< 
and  that  the  engines  which  it  manufactures  and  sells  are 
some  or  all  of  the  patents  it  owns  or  is  licensed  under. 

The  petition  further  states  that  the  answer  will  express! 
any  of  the  engines  it  has  made  or  sold  embody  any  of  the 
described  and  claimed  in  the  patents  named  in  said  bill  ol 

The  said  answer  will  also  allege,  according  to  the  petitic 
ters  Patent  Kq.  301,720,  named  in  said  bill  of  complaint, 
reason  of  the  invention  therein  described  and  claimed,  I 
made  and  used  prior  to  the  alleged  invention  by  the  said  I< 
the  said  answer  will  give  names  of  persons  and  their  rei 
made  and  used  said  invention  before  the  said  Ide  claims 
vented  it 

The  petition  further  states  that  the  said  complainant,  Ide, 
ened  and  is  threatening  to  sue  the  purchasers  of  defendai 
on  the  patents  on  which  suit  has  been  brought  against  the 
A  threatening  circular  issued  by  Ide  is  made  a  part  of  the 

The  petition  further  represents  that  the  making  of  such 
the  bringing  of  such  suits  against  the  vendees  of  petition* 
irreparable  injury  to  it ;  that  it  is  entirely  able  and  compel 
any  and  all  sums  of  money  that  may  be  assessed  against  it  b 
for  having  infringed  any  good  and  valid  patent  named  in 
complaint,  and  concludes  by  praying  that  the  complain* 
elected  to  bring  his  suit  against  petitioner,  the  patentee, 
engaged  iu  the  manufacture,  should  be  estopped  and  rests 
bringing  suits  at  law  or  equity  against  the  purchasers  or 
any  engine  or  engine-governor  made  by  petitioner  during  tb 
of  this  suit  until  the  question  to  be  at  issue  in  this  Court  s 
determined. 

The  petition  is  supplemented  by  affidavits  from  a  number 
distinguished  mechanical  and  civil  engineers,  stating  in  sub 
the  affiants  are  familiar  with  the  letters  patent  issued  to  1 
as  well  as  the  patent  issued  to  F.  H.  Ball,  No.  358,829,  ii 
fully  understand  the  inventions  respectively  set  forth;  th; 
invention  is  an  entirely  different  thiug  from  the  Ide  invei 


for  a  different  purpose,  and  that  the  devices  shown  in  the  Ball  patent 
do  not  and  could  not  perform  the  functions  of  the  devices  shown  in  the 
Ide  patent,  and  vice  versa. 

Complainant  has  not  thought  proper  upon  the  pending  motion  to  in- 
troduce any  evidence,  in  the  form  of  affidavits  or  otherwise,  tending  to 
show  that  the  Ball  patent  infringes  upon  what  was  covered  or  secured 
to  him  by  his  letters  patent  of  the  8th  of  July  and  the  25th  of  Nov- 
ember, 1884,  but  insists  that  there  is  no  power  authorizing  the  court  to 
restrain  him  from  bringing  suits  oh  his  patents  against  any  one,  and  as 
many  as  he  chooses  at  the  same  time,  before  that  patent  is  adjudged 
t6  be  invalid  j  that  the  granting  of  the  letters  patent  cover  the  right  to 
sue  all  or  any,  whether  manufacturers, 'their  vendees  or  users,  who  in- 
fringe. 

With  the  prima  facie  case  established  on  complainant's  behalf  by  his 
several  letters  patent  issued  in  1884,  alone  and  unaided,  it  is  insisted 
that/  notwithstanding  this  prima  facie  case  has  been  successfully  met 
and  overcome  by  the  evidence  supplementing  the  petition,  yet  the  Court 
is  powerless  from  temporarily  restraining  the  bringing  of  a  multiplicity 
of  suits,  which  might  result  in  irreparable  injury  to  the  petitioner,  pend- 
ing the  suit  involving  the  validity  of  the  Ide  patent  1  can  not  assent 
to  this  view.  If  the  Ide  patent  is  valid  and  the  Ball  patent  infringes 
upon  the  rights  secured  to  complainant,  that  fact  can  be  determined 
at  an  early  day  by  complainant's  prompt  prosecution  of  his.  pending 
suit  against  the  defendants.  If  some  inconvenience  or  injury  to  com- 
plainant is  caused  in  the  mean  time  by  the  users  of  goods  in  the  manu- 
facture of  which  his  patent  was  infringed,  it  is  better  that  hp  submit 
than  that  the  courts  be  flooded  with  suite  against  the  users.  Public 
policy  would  seem  to  favor  the  rule  that  litigation  for  the  purpose  of 
ascertaining  and  sustaining  the  validity  of  a  patent  should  be  between 
the  patentee  and  alleged  infringing  manufacturers. " 

A  doubt  has  been  expressed  upon  the  argument  as  to  the  authority 
of  the  Court  under  the  pleadings  to  issue  the  order  asked,  no  answer 
being  on  file  nor  cross  bill  for  affirmative  relief  interposed.  While  hesi- 
tating, I  have  concluded  that  the  application  should  be  disposed  of  on 
its  merits.  The  complainant  has  invoked  the  chancery  jurisdiction, 
and  the  petitioning  defendant,  without  reference  to  the  mere  form  of 
its  pleading,  in  view  of  the  record  beforq  me,  seems  entitled  to  the 
order  prayed  for  in  the  petition,  and  to  the  extent  of  restraining  com- 
plainant from  prosecuting  suits  against  the  purchasers  or  users  of  the 
Ball  engine  patent  until  the  pending  litigation  involving  the  validity 
of  the  several  patents  terminates.    The  order  will  be  granted. 


And  now,  on  this  day,  come  the  petitioner,  the  Ball  Engine  Company, 
Due  of  the  defendants  in  the  above-entitled  case,  as  well  as  the  complain- 
ant, by  their  counsel,  respectively,  and  the  motion  of  said  petitioner, 
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mg  industry  has  been  built  op  and  sustained  through  a  long  period  of 
year*  by  the  enterprise,  pluck,  and  energy  of  the  men  who  have  man- 
aged the  affairs  of  the  complainant.  After  the  introduction  of  the 
"  concealed-stitch  sweat "  its  utility  and  value  became  generally  recog- 
nised* It  was  received  by  the  public  with  increasing  favor  until,  at  the 
present  time,  the  number  annually  disposed  of  is  almost  fabulous.  Its 
popularity  is  undisputed.  All  the  leading  hat  manufacturers,  with,  pos- 
sibly, three  exceptions,  have  directly  recognized  the  patent  There  are 
in  all  one  hundred  and  forty-five  licensees.  True  that  of  these  some 
twenty-one  are  stock-holders  in  the  complainant  corporation ;  true  that 
in  other  instances  licenses  were  taken  upon  the  settlement  of  a  litiga- 
tion in  which  the  validity  of  the  patent  was  undisputed— a  settlement 
which  certainly  was  not  cruelly  oppressive  to  the  defendants.  And 
yet  it  is  not  easy  to  appreciate  thfe  argument  that  the  acquiescence 
here  is  not  controlling  because  many  of  the  prior  infringers  found  it 
for  their  pecuniary  interest  to  cease  acting  in  hostility  to  the  patent  by 
taking  a  license  under  it.  The  alternative  either  to  pay  or  defend  a 
suit  is  the  one  usually  offered  to  an  infringer,  and  it  would  seem  that 
a  general  recognition  obtained  after  litigation  is  at  least  as  controlling 
as  when  given  voluntarily  without  investigation  as  to  the  merits  of  the 
patent  or  the  chances  of  successfully  resisting  it 

As  was  said  by  Judge  Curtis  in  Sargent  v.  Seagrave  (2  Curtis,  553, 
556)— 

An  unsuccessful  attempt  to  interrupt  •  possession  strengthens  the  presumption 
which  arises  from  it.  It  tends  to  show  thst persons  have  fonnd  it  for  their  interest 
to  question  the  right,  that  they  have  questioned  it,  and  lor  a  time  have  refused  to 
submit  to  it,  but  on  inquiry  have  submitted.  Snch  submission  is  the  moat  persua- 
sive kind  of*  acquiescence. 

In  Caldwell  v.  Van  Vlissengen  (9  Hare,  415;  9  B.  L.  and  Eq.,  51)  the 
vice-chancellor  says : 

In  a  case  where  there  has  been  long  enjoyment  under  the  patent  (the  enjoyment* 
of  course,  including  use)  the  public  have  had  the  opportunity  of  contesting  the  pat- 
ent, and  the  fact  of  their  nothaving  done  so  successfully  affords  at  least  ovist*  /safe 
evidence  that  the  title  of  the  patentee  is  good,  and  the  court  therefore  intervenes  be- 
fore the  right  is  established  at  law.  (Cause  v.  JFettos,  1  Holmes,  874 ;  JfiUZsr  v.  PiOs 
Company,  1  Holmes,  143;  Hall  v.  laostptoa,  3  Men  v.,  022.) 

Without  entering  into  a  minute  analysis  of  the  manner  in  which  it 
was  obtained,  the  unquestioned  fact  remains  that  to-day  acquiescence  in 
the  patent  is  well  nigh  universal.  This  is  a  genuine  and  not  a  spurious 
or  manufactured  recognition: 

In  April,  1880,  the  patent  in  controversy  was  sustained  by  the  Cir- 
cuit Court  of  the  District  of  New  Jersey  and  an  injunction  issued. 
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The  qoo8tiou  of  patentable  novelty  is  both  importaut  aud  difficult.  It 
is  true  that  the  invention  is  not  a  great  one,  and  that  in  inany  cases 
somewhat  analogous  upon  the  facts  patentability  has  been  denied;  but 
it  is  also  true  that  in  others  it  has  been  sustained.  (Smith  v.  Goodyear 
Dental  Co.,  93  17.  S.,  486,  493;  Loom  Co.  v.  Biggins,  105  U.  8.,  580; 
Tilghman  v.  Proctor,  102  U.  S.,  707 ;  Crandall  v.  Watters,  20  Blatchf., 
97 ;  Eastern  Paper  Bag  Co.  v.  Standard  Paper  Bag  Co.,  30  Fed.  Rep., 
03;  Eppinger  v.  Riehey,  14  Blatchf.,  307,  312;  Adams  v.  Howard,  19 
Fed.  Rep.,  317;  Hill  v.  Biddle,  27  Fed.  Kep.,  560.) 

Considering  the  utility,  the  long  recognition,  the  thorough  investiga- 
tion of  the  Patent  Office  (Shaver  v.  Skinner,  41  O.  G.,  232)  and  the  quasi 
adjudication  in  Qreenwood  v.  Brasher,  supra,  it  is  thought  that  at  thin 
point  in  the  litigation,  at  least,  the  doubts  arising  should  be  resolved  in 
favor  of  the  patent. 

Upon  the  question  of  anticipation  a  number  of  affiants  have  sworn  to 
prior  use;  but  some  of  them  have  made  contrary  statements  out  of 
court*  others  have  recognized  the  patent  by  taking  licenses  under  it, 
and  others  still  were  examined  years  ago,  when  their  interest  to  defent 
the  patent  was  as  keen  and  their  recollection  presumably  much  keener, 
and  they  failed  to  mention  instances  of  anticipation  which  they  now  re- 
late with  great  elaboration  and  attention  to  detail.  Many  active  and 
enterprising  manufacturers,  who  could  hardly  have  missed  learning  of 
these  instances  of  prior  use,  testify  that  they  never  heard  of  them.  It 
surely  is  a  remarkable  fact  that  if  this  valuable  improvement  was  known 
as  early  as  1865  it  should  have  been  permitted  to  fall  into  disuse  by  the 
trade,  which,  after  the  patent,  pave  it  such  a  cordial  reception*  The 
presumptions  invoked  by  the  complainant,  arising  from  these  facts,  cer- 
tainly raise  a  doubt,  which,  upon  this,  question,  should  be  absent  from 
the  mind  of  the  court  in  order  to  overthrow  the  patent.  (Cantrell  v. 
Wallick,  117  U.  S.,  089,  695;  Coffin  v.  Ogden,  18  Wall.,  120,  124;  BdL 
Telephone  v.  Peoples  Telephone,  22  Fed.  Rep.,  309,  313.) 

But  these  questions  can  best  be  determined  upon  the  final  hearing. 
It  would  be  most  unsatisfactory  and  unfair  to  all  concerned  to  attempt 
to  decide  them  upon  affidavits.  A  question  or  two  put  by  the  cross-ex* 
amiuer  will  often  destroy  the  entire  force  of  an  ex  parte  statement. 
Both  parties  should  be  allowed  an  opportunity  to  apply  this  test. 

Without  further  comment  upon  the  evidence  now  presented,  it  is 
sufficient  to  say  that  the  considerations  referred  to  lead  to  the  conclu- 
sion that  the  present  status  should  be  preserved  until  the  final  heariug, 
unless  the  complainant  unreasonably  delays  the  prosecution  of  the 
ciuse.  and  that  to  this  end  an  injunction  should  issue  substantially  in 
the  lauguage  of  the  restraining  order  now  in  force 


Digiti 


zed  by  G00gle 


STATEMENT  OF    THE  CASE. 

These  are  actions  to  recover  of  the  defendants  for  alleged  infringe- 
ments of  a  patent  issued  October  4,  I860,  to  Edwin  May,  for  an  im- 
provement in  the  construction  of  prisons.  The  original  term  of  the 
patent  was  fourteen  years,  which  was  subsequently  extended  for  seven 
years,  the  extension  expiring  October  4, 1880.  The  patentee,  a  resident 
of  Indianapolis,  died  testate  February  27, 1880.  Edwin  Forrest  Hay, 
appointed  executor  of  his  last  will  March  6, 1880,  resigned  Jnne  7, 1880, 
when  George  F.  McOinnis  was  appointed  administrator  de  bom*  non, 
with  the  will  annexed.  December  30, 1880,  said  administrator  reported 
to  the  civil  circuit  court  of  Marion  County,  Indiana,  that  all  the  real  and 
personal  estate  of  said  decedent  which  had  come  to  his  hands  or  knowl- 
edge had  been  sold,  except  the  rights  of  said  decedent  in  certain  letters 
patent  j  that  a  favorable  opportunity  offered  for  selling  such  rights,  and 
that  he  believed  it  for  the  best  interest  of  the  said  estate  to  sell  said 
rights  at  private  sale.  The  court  thereupon  authorized  and  empowered 
said  administrator  so  to  sell  said  rights.  March  7, 1882,  said  adminis- 
trator reported  that  he  had  sold  such  rights  to  Sarah  May,  and  had 
executed  to  her  a  deed  of  assignment  of  such  rights,  which  he  brought 
into  court  for  approval,  and  thereupon  the  court  ratified  and  confirmed 
said  sale,  and  upon  examination  ratified,  confirmed,  and  approved  the 
assignment  thereof.  The  assignment  recited  the  procuring  of  the  said 
letters  patent,  and  also  five  other  letters  patent  of  subsequent  dates,  and 
the  sale  of  all  the  right,  title,  interest,  claim,  and  demand  of  said  estate 
in,  to,  by,  under,  and  through  the  same,  and  purported  to  "  sell,  assign, 
transfer,  and  set  over  unto  the  said  Sarah  May  all  the  right,  title,  inter- 
est, claims,  and  demands  whatsoever  which  the  said  estate  of  said 
Edwin  May,  deceased,  has  in,  to,  by,  under,  and  through  the  said  im- 
provements and  the  letters  patent  and  extensions  thereof  therefor 
aforesaid,  the  same  to  be  held  and  enjoyed  by  the  said  Sarah  May 
for  her  own  use  and  behoof,  and  for  the  use  and  behoof  of  her  legal  rep- 
resentatives, to  the  full  end  of  the  term  for  which  said  letters  patent 
and  extensions  thereof  are  or  may  be  granted,  as  fully  and  entirely 
as  the  same  would  have  been  held  and  enjoyed  by  said  estate  hwl  this 
assignment  and  sale  not  been  made,  and  as  by  and  under  the  order  and 
authority  aforesaid  I,  as  such  administrator,  can  or  ought  to  grant,  sell, 
and  assign  the  same." 

Before  Judges  Jackson  and  Wblkeb 

Jackson,  J.,  (  Welker,  J.,  concurring) : 

The  plaintiff  makes  no  claim  against  the  defendant  counties  for  the 
infringement  or  use  of  the  patented  apparatus  previous  to  the  4th  day 
of  October,  1873,  the  date  at  which  the  extended  term  of  the  patent 
commenced.  The  petition,  which  in  all  essential  particulars  may  be 
treated' and  regarded  as  a  declaration  in  an  action  on  the  case,  avers 
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entee,  his  heirs  and  assigns,"  does  not  change  the  law  or  prevent  the 
personal  representatives  from  succeeding  to  all  such  rights  (Skaw 
Belief  Valve  Co.  v.  New  Bedford,  19  Fed.  Rep.,  753;  Walk.  Pat,  sees- 
396, 397,  and  cases  cited  in  notes).  The  objection  that  plaintiff  cannot 
maintain  these  actions  in  her  own  name  is  not  well  taken.  Under  the 
Ohio  Code  of  Procedure  an  assignee  of  "  a  chose  in  action,"  being  the 
real  party  in  interest,  may  sue  in  his  or  her  own  name  without  joining 
the  assignor.  While  the  fifth  section  of  the  act  of  June  1, 1872  (Rev- 
St,  sec.  914),  recognizes  as  permanent  the  distinction  between  the  ju- 
risdiction of  law  and  of  equity,  it  adopts  or  prescribes  for  the  Federal 
courts  any  State  statute  which  authorizes  suits  to  be  brought  in  the 
name  of  the  real  party  in  interest.  Bnt  aside  from  this  provision  of  the 
statute  it  was  settled  by  the  Supreme  Court  as  early  as  1829  in  the  case 
of  Harper  v.  Butler  (2  Pet.,  239)  that  the  assignee  of  a  "  chose  in  action," 
assigned  by  an  executor  in  the  State  where  he  had  proved  the  will  and 
taken  out  letters  testamentary,  and  where  the  testator  lived  and  died, 
could  maintain  an  action  in  another  State  without  joining  the  assignor 
and  without  a  new  probate  if  the  law  of  that  State  allowed  an  assignee 
of  a  "  chose  in  action  "  to  institute  a  suit  thereon  in  his  own  name.  Sec, 
also,  Weed  8.  M.  Co.  v.  Wicks  (3  Dill.,  261),  holding  that  an  assignee 
of  a  "  chose  in  action"  can  sue  in  his  own  name  in  the  circuit  court  sit- 
ting in  the  State  of  Missouri,  whose  law,  like  that  of  Ohio,  permitted 
suit  in  the  name  of  the  real  party  in  interest.  This  rule  is  also  recog- 
nized in  WiUdne  v.  EUett  (108  T7.  S.,  267,  2  Sup.  Ct.  Rep.,  641). 

But  it  is  insisted  that,  under  the  statutes  of  Indiana  relating  to  the 
administration  of  decedents'  estates,  neither  the  administrator  with  the 
will  annexed  of  Edwin  May,  nor  the  civil  circuit  court  of  Marion  County, 
Indiana,  had  any  authority  to  sell  and  transfer  to  the  plaintiff  the  rights 
of  action  which  she  is  seeking  to  enforce  in  these  suits.    Sections  2217, 
2260,  2270,  2281,  2289,  2299,  2301,  2308  of  the  Revised  Statutes  of  In- 
diana are  referred  to  in  support  of  these  propositions.    These  sections, 
which  it  is  not  deemed  necessary  to  set  out  in  detail,  relate  to  the  ad- 
ministration of  estates,  xthe  duties  of  the  personal  representatives,  the 
.  manner  of  disposing  of  the  assets,  and  the  jurisdiction  of  the  civil  circuit 
courts,  as  courts  of  probate,  in  making  sates  of  the  personal  property  of 
the  estate  and  settlements  with  the  executor  or  administrator.    They 
confer  upon  said  probate  court  full  authority  to  sell  the  property  of 
estates  whenever  it  is  deemed  for  the  interest  of  parties  concerned  or 
necessary  to  wind  up  the  administration.    In  the  present  case,  the  ad- 
ministrator with  the  will  annexed,  George  F.  McGinnis,  reported  to 
said  court  in  December,  1880,  that  all  the  real  and  personal  estate  of 
the  decedent  which  had  come  to  his  hands  or  knowledge  had  been  ad- 
ministered, except  the  rights  of  said  decedent  in  certain  letters  patent, 
&%,  and  that  it  was  for  the  best  interest  of  said  estate,  as  he  believed, 
to  sell  said  rights  at  private  sale.    It  appears  from  the  record  of  said 
proceedings,  which,  by  consent  of  parties,  was  submitted  by  defend 
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aot8  m  support  or  tuts  demurrer,  tnat  saia  circuit  coon 
County,  Indiana,  thereupon  authorized  and  directed  -Mid  adi 
to  sell  said  patent-rights,  which  he  accordingly  did  to  the  ph     I 
in  March,  1882,  reported  his  action  in  the  premises  to  said 
gether  with  the  transfer  or  deed  of  assignment  which  he  hw 
to  the  plaintiff'.    This  transfer,  which  went  beyond  a  mere  i     I 
patent-rights,  and  included  the  claims  and  demands  of  the  <     ! 
ing  thereunder,  in  terms  sufficiently  broad  to  cover  rights  of 
infringements  of  said  patents,  such  as  plaintiff  seeks  to  enfoi 
was  regularly  approved  by  the  court,  and  said  sale  and  tra 
by  proper  decree  ratified  and  confirmed.    Counsel  for  defe     i 
not  controvert  the  point  that  said  Marion  circuit  court  of  Ii     i 
court  of  general  jurisdiction  in  respect  to  the  administration  i 
ment  of  decedents'  estates,  and  that,  under  the  statutes  of  1    I 
bad  full  jurisdiction  over  the  subject-matter  embraced  in  th     i 
ing  under  which  plaintiff  acquired  her  title ;  but  they  urge    I 
record  in  the  case  fails  to  disclose  a  full  compliance  with  t    ) 
tions  and  requirements  of  the  statutes  in  making  the  sale  i    : 
fer  in  question,  and  that,  having  only  directed  a  sale  of  tl 
rights,  the  court  improperly  ratified  and  confirmed  the  admii    i 
sale,  which  went  beyond  that  and  embraced  "  choses  in  actic    ' 
nature  of  claims  and  demands  for  infringements  of  said  pata    ; 
The  action  of  the  court,  in  ratifying  and  confirming  the  sale    i 
and  reported  by  the  administrator,  is  equivalent  to,  and  has     i 
legal  effect  and  operation  in,  transferring  to  plaintiff  the  cl    i 
demands  included  therein,  as  if  the  court  had  previously  dire    > 
sale.    Then,  as  to  the  failure  of  the  record  to  disclose  a  st 
pliance  with  all  the  provisions  of  the  statute  in  making  said 
will  not  invalidate  the  proceeding  and  render  the  sale  void. 

The  jurisdiction  of  every  court  over  the  subject-matter  it  1 
mined  or  acted  upon  is  of  necessity  examinable  into  by  ever} 
which  is  called  npon  to  enforce  or  give  effect  to  such  judgn 
when  jurisdiction  over  the  subject-matter  exists,  irregulariti 
proceedings,  or  the  failure  of  the  record  to  show  literal  complii 
all  the  requirements  of  the  law  in  the  mode  and  manner  of  cc 
the  same,  will  not,  when  collaterally  attacked,  avail  to  defe 
acquired  thereunder.  This  well-established  rule  was  very  cleai 
by  the  Supreme  Court  in  Voorhecs  v.  Jackson  (10  Pet.,  449),  aa 
When  proceedings  of  a  court  of  competent  jurisdiction  are  brought  boft 
court  collaterally,  they  are  by  no  moans  subject  to  all  the  exceptions  w] 
be  taken  to  theiu  ou  direct  appeal.  The  general  and  well-settled  rnlo  of  1 
cases  is  that,  when  tbo  proceedings  are  collaterally  drawn  in  question,  anil 
on  the  face  of  them  that  the  subject-matter  was  withiu  the  jurisdiction  o 
they  are  voidable  only.  The  errors  and  irregularities  of  any  sort  are  to  1 
by  some  direct  proceeding,  either  before  the  same  court  to  set  them  asi 
appellate  court.  If  there  is  a  total  want  of  jurisdiction,  the  proceedings  j 
a  mere  nullity,  and  confer  no  right  and  afford  no  protection,  and  maj 
when  collaterally  drawn  in  question.    But  the  principle  that  every  *<jt 


competent  jurisdiction  shall  be  presumed  to  hsve  been  rightfully  don©  till  the  eon 
trary  appear  applies  as  well  to  every  judgment  or  decree  rendered  in  the  variant 
stages  of  the  proceeding  of  a  court  of  general  jurisdiction,  from  the  institution  to 
their  completion,  as  to  the  Anal  adjudication.  Every  matter  adjudicated  becomes  a 
part  of  their  record,  which  thenceforth  proves  itself,  without  referring  to  the  evi- 
dence on  which  it  has  been  adjudged.  Henoe  the  order  of  a  court  of  general  juris- 
diction confirming  a  sale  under  attachment,  upon  inspection  of  the  return,  is  conclu- 
sive in  any  collateral  action  on  the  question  of  the  validity  of  the  sale.  It  may  be 
conceded  that  the  requirements  of  the  statute  in  reference  to  the  mode  of  proceeding 
are  conditions  precedent  to  a  valid  sale ;  but  it  is  not  essential  that  the  record  should 
set  forth  the  various  steps  necessary  to  the  performance  of  such  conditions.  A  sale 
can  not  be  declared  a  nullity  in  a  collateral  action,  because  the  record  does  not  show 
affirmatively  the  evidence  of  a  compliance  with  the  terms  prescribed  by  law  in  making 
such  sale. 

(See  also,  to  same  effect,  Moore  v.  Greene,  19  How.,  69  j  Ransom  v. 
Williams,  2  Wall.,  313;  Comstock  v.  Crawford,  3  Wall.,  396.) 

So  in  Cornett  v.  Williams  (20  Wall.,  226),  it  was  held  tbat  where 
a  county  court  had  jurisdiction,  to  authorize  a  sale  of  a  decedent's  es- 
tate, and  exercised  such  authority,  the  sale  made  thereunder  mast  be 
presumed  to  have  been  regularly  made,  and  its  propriety  or  validity  is 
not  open  to  examination  otherwise  than  in  an  appellate  court  in  a  pro- 
ceeding had  directly  tor  that  purpose.  Courts  of  probate  are  courts 
of  record,  and  their  official  acts,  when  not  void  upon  their  face  for  want 
of  jurisdiction,  are  entitled  to  full  faith  and  credit  in  the  Federal  courts. 
(Segee  v.  Thomas,  3  Blatchf.,  11.)  No  want  of  jurisdiction  appearing 
in  the  record  of  the  Marion  County  Circuit  Court,  under  which  plain- 
tiff acquired  her  rights  of  action  in  the  present  suits,  this  Court  most 
give  to  that  proceeding  the  same  faith  and  credit  to  which  it  would  be 
entitled  in  the  courts  of  Indiana.  It  follows  that  she  has  a  valid  title 
to  the  cause  of  action  which  the  present  suits  are  brought  to  enforce, 
and  that,  under  the  laws  of -Ohio  and  the  authorities  above  cited,  die 
may  sue  thereon  in  her  own  name.  This  disposes  of  the  defenses  raised 
by  the  third,  fourth,  fifth,  and  sixth  grounds  of  demurrer. 

We  come  next  to  the  first  and  second  causes  of  demurrer,  which  set 
up  the  bar  of  the  statute  of  limitations  and  deny  the  liability  of  the 
board  of  county  commissioners  or  counties  in  Ohio  for  damages  for  the 
infringement  of  a  patent.  In  respect  to  the  former  defense,  it  is  dear 
that  no  national  statute  of  limitations  presents  any  bar  to  the  present 
suits.  The  alleged  infringements  commenced,  as  averred  in  the  peti- 
tion, on  the  4th  of  October,  1873,  and  continued  down  to  October  4, 
1880,  during  the  full  period  of  the  extension  of  the  patent  The  suits 
in  question  were  begun  on  the  25th  of  September,  1886,  within  six  yean 
after  the  expiration  of  the  extended  term  of  the  patent,  and  only  seek 
to  recover  damages  for  the  infringement  during  such  extension.  By 
the  65th  section  of  the  patent  act  of  July  8,  1870,  it  was  provided  that 
"  all  actions  for  [infringements  of  patents]  shall  be  brought  during  the 
term  for  which  letters  patent  shall  be  granted  or  extended,  or  within 
six  years  after  the  expiration  thereof."    This  provision  remained  in 
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force  until  the  enactment  of  the  Revised  Statutes,  Jn 
by  operation  of  section  5596,  it  was  repealed  as  to  a; 
thereafter  to  accrue ;  bnt  by  section  5599  it  was  left 
all  rights  6t  action  in  existence  at  the  date  of  said  n 
operation  of  these  two  sections  there  is  no  Federal  sta 
in  respect  to  infringements  committed  since  Jane  22 
spect  to  causes  of  action  arising,  or  acts  of  infringes 
initted,  after  July  8, 1370,  and  before  June  22, 1874,  s 
itations  still  applies,  and  suits  to  enforce  causes  oi 
between  said  dates  "may  be  commenced  and  pros4 
same  time,  as  if  said  repeal  had  not  been  made."  In  < 
rights  of  action  for  infringements  of  patents  commit 
22*  1874,  the  national  statute  of  limitations,  prescribe 
tion  of  the  act  of  July  8, 1870,  still  applies  under  the 
section  5599,  and  suits  to  enforce  the  same  may  be  com 
ecuted  "  during  the  term  for  which  letters  patent  shall 
tended,  or  within  six  years  after  the  expiration  thereo 
statute  of  limitations  is  in  force,  and  applies  to  plaintif 
which  arose  in  October,  1873,  and  her  suit  to  enforce 
been  brought  within  six  years  after  the  expiration  of  s£ 
of  the  patent  is  not  subject  to  the  bar  of  that  statute. 
fendants,  however,  rely  chiefly  upon  the  statute  of  1 
State  of  Ohio,  which  bar  suits  for  torts  in  six  years  aft< 
accrued;  but  as  there  is  a  Federal  statute  of  limitat 
applicable  to  the  present  suits,  or  the  causes  of  action 
to  enforce,  it  is  clear,  under  the  authorities,  that  the 
not  be  invoked  to  displace  the  federal  statute  or  shoi 
limitations  prescribed  by  the  latter.  If  there  was  nc 
of  limitations  applicable  to  plaintiff's  case,  this  Court 
that  the  State  statute  of  limitations  would  not  const 
sait.  The  Supreme  Court  of  the  United  States  has  n< 
an  authoritative  way,  passed  upon  this  question,  ai 
State  statute  of  limitations  can  be  interposed  as  a  ba 
infringement  of  patents;  but  the  point  has  been  often 
United  States  Circuit  Courts,  and  while  the  decisions  o 
in  conflict  on  the  question,  the  decided  weight  of  autl 
is  against  the  proposition  that  the  State  statute  of  1 
successfully  interposed  as  a  defense  in  such  suits. 
necessary  to  review  the  cases  on  this  subject,  which  ar 
valuable  work  of  Walker  on  Patents,  section  477,  and 
flieting  decisions  cited  in  notes.  Instead  of  four  decisi 
Walker)  favoring  the  proposition  that  the  State  stati 
may  be  interposed  as  a  defense  in  such  actions,  there 
that  effect*  as  follows:  Parker  v.  Hawk  (2  Fish.  Pat  ( 
in  1857  by  Judge  Leavitt ;  Parker  v.  Hall  (2  Fish.  Pa 
decided  by  Judges  McLean  and  Leavitt  shortly  after  fle< 
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Hawk;  Rich  v.  Bicketts  (7  Blatehf.,  230),  decided  by  Jadge  Hall  in  1870; 
Styles  v.  Oregon  Cent.  By.  Co.  (6  Sawy.,  31),  decided  by  Jadge  Deady 
in  1879;  and  Eayden  v.  Oriental  Mill*  (15  Fed.  Bep.,  605),  decided  in 
1883  by  Judge  Lowell. 

In  support  of  the  contrary  proposition  there  may  be  cited  ten  decisions 
instead  of  six,  as  follows :  Collins  v.  Peebles  (2  Fish.  Pat  Cas.,  541),  de- 
cided by  Justice  Swayne  in  1865;  Parker  v.  Hatteck  (2  Fish.  Pat.  Caa^ 
543),  by  Justice  Grier  in  Pennsylvania;  Bead  v.  Miller  (2  Bias.,  12), 
by  Jadge  McDonald  in  1867 ;  Wctherill  v.  New  Jersey  (1  Ban.  &  A.,  105), 
by  Judge  McKennan  in  1874 ;  Anthony  v.  Carroll  (2  Ban.  &  An  195), 
by  Judge  Shepley  in  1875 ;  Sayles  v.  Lake  Slwre  &  M.  8.  By.  Co.  (9  Fed. 
Bep.,  515),  by  Mr.  Justice  Harlan  in  1879 ;  Sayles  v.  Dubuque  dc  8.  O.  By. 
Co.  (9  Fed.  Rep.,  516),  by  Judges  Dillon  and  Love  in  1879 ;  Hayteard  v. 
City  of  St.  Louis  (11  Fed.  Bep.,  427),  by  Judge  Treat  in  1882;  Wood  v. 
Cleveland  Rolling  Mill  (4  Fish.  Pat.  Cas.,  550),  by  Judges  Swayne  and 
Sherman  in  1871;  May  v.  County  of  Fond  du  Lao  (27  Feb.  Bep.,  691), 
July  6, 1886,  by  Judge  Dyer.  In  addition  to  these  authorities  this  Court 
has  on  two  occasions  had  this  question  before  it,  and  after  full  consid- 
eration of  the  subject  and  a  careful  review  of  the  decisions  reached  the 
conclusion  that  State  statutes  of  limitation  have  no  application  to  actions 
arising  out  of  infringement  of  a  patent,  even  in  the  absence  of  a  Federal 
statuteof  limitations  on  the  subject  Subsequent  reflection  and  examina- 
tion have  only  served  to  confirm  this  view  of  the  question.  The  process 
and  procedure  acts  of  Congress,  as  embodied  in  section  34  of  the  judiciary 
act  of  1789,  and  in  section  721  Bevised  Statutes,  which  seem  to  have 
controlled  the  opinions  to  the  contrary,  have  their  full  operation  when 
applied  and  confined  to  civil  actions  or  suits  at  common  law,  in  which 
there  is  concurrent  jurisdiction  in  the  State  and  Federal  courts.  Letters 
patent,  together  with  the  rights  of  action  and  remedies  given  for  the  in- 
fringement of  the  same,  are  matters  under  the  exclusive  control  of  the 
Federal  legislature  and  Federal  judiciary. 

In  Bchreiber  v.  Sharpless  (17  Fed.  Bep.,  689)  Judges  McKennan  and 
Butler  had  occasion  to  consider  section  721  Bevised  Statutes  in  its  ap- 
plication to  an  action  for  the  penalty  provided  by  section  4985,  Revised 
Statutes  for  infringement  of  a  copyright,  which  in  most  respects  stands 
npon  the  same  footing  as  patent-rights,  and  they  hold  that  said  section 
"  refers  to  cases  where  the  Federal  courts  obtain  jurisdiction  by  reason 
of  the  citizenship  of  parties,  and  "has  no  application  to  those  cases  in 
which  the  jurisdiction  of  the  court  arises  out  of  the  cause  of  action,  and 
consequently  involves  rights  over  which  the  State  legislature  can  ex- 
ercise no  authority,  except  in  so  far  as  the  same  may  relate  to  the  method 
of  proceeding  and  practice."  But  without  going  further  into  this  sub- 
ject it  is  clear  that  under  section  5599,  Bevised  Statutes,  which  reserves, 
all  existing  causes  of  action  so  far  as  limitations  are  concerned  precisely 
as  though  the  act  of  July  8, 1870,  had  not  beeen,  repealed,  there  is  no 
bar  of  the  statute  as  to  the  infringements  committed  by  defendants  be* 
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vided,  was  appropriate  or  applicable  only  to  torts.  If  the  State  of  Ohio 
had  itself  appropriated  this  patent  the  owner  would  have  bad  a  valid 
claim  for  damages  for  the  infringement,  which  he  could  not,  however, 
have  enforced  against  the  State  without  its  consent  to  be  sued.  -  With- 
out such  consent  his  difficulty  would  be,  not  as  to  the  right,  but  only 
as  to  the  remedy.  No  such  difficulty  is  presented  in  respect  to  counties 
in  Ohio,  even  treating  them  as  mere  political  subdivisions  of  the  State, 
for  by  the  statute  already  cited  they  are  "  capable  of  suing  and  being, 
sued,  pleading  and  being  impleaded  in  any  court  of  judicature."  But 
it  is  urged  on  behalf  of  defendants,  under  the  authority  of  Hamilton 
Go.  v.  Migheb  (7  Ohio  St.,  110),  that  the  board  of  commissioners  of  the 
county  are  not  liable  in  this  quasi  corporate  capacity  to  an  action  for 
damages  for  injury  resulting  to  a  private  party  by  their  wrongful  act 
In  that  case  the  injury  complained  of  resulted  ffom  the  negligence  of 
the  commissioners  in  leaving  a  stairway  at  the  court-house  in  an  un- 
finished and  impracticable  condition,  by  reason  of  which  plaintiff  had 
fallen  and  sustained  serious  injury.  It  is  well  settled  by  the  authorities 
that  political  subdivisions  of  the  State,  such  as  counties  and  townships, 
are  not  responsible  for  acts  of  omission  by  their  officials,  as  for  their 
negligence  in  constructing  public  buildings,  or  in  erecting,  maintaining, 
and  repairing  highways,  bridges,  &c.  The  7  Ohio  St  case  belongs  to 
this  class  of  authorities  which  exempts  counties  from  liability  for  mere 
personal  injuries  arising  from  negligent  acts  of  omission  or  commission 
on  the  part  of  their  agents.  It  has  no  application  whatever  to  cases 
like  the  present,  in  which  the  property  of  another  has  been  either  will 
fully  or  negligently  appropriated  by  such  agents  to  the  use  and  benefit 
of  the  county.  In  such  cases  the  benefit  secured  can  not  be  retained 
and  enjoyed  by  setting  up  the  wrongful  act  in  obtaining  it  To  allow 
this  would  violate  the  plainest  dictates  of  justice  and  common  honesty, 
lu  Jacobs  v.  Hamilton  Co.  (1  Bond,  500)  it  was,  however,  held  that  a 
county  in  Ohio  was  not  liable  for  the  infringement  of  a  patent-right. 
Tbis  decision  was  avowedly  based  upon  the  case  of  Hamilton  Co.  v. 
MigheU  (7  Ohio  St.,  110),  and  fails  to  recognize  the  distinction,  now  well 
settled,  between  the  liability  of  a  county  for  the  negligence  of  its  offi- 
cers, causiug  mere  injury  to  another  without  advantage  to  itself,  and 
their  wrongful  acts  which  result  in  benefit  to  the  county,  as  well  as 
damage  and  loss  to  the  injured  party.  It  was  further  assumed  in  Jacobs 
v.  Hamilton  Co.  that  some  State  legislative  sanction  was  necessary  in 
order  to  maintain  suits  sounding  in  tort  against  counties,  and  that  the 
action  on  the  case  for  the  infringement  thus  complained  of,  being  of 
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The  patentee's  rights  and  remedies  are  created  aud  defin 
gress,  which  has,  under  the  Constitution,  the  exclusive  co 
subject.    The  right  is  given  and  remedy  created  by  Fede        i 
which  does  not  except  counties  from  the  obligation  to  respet 
sive  grant  to  the  patentee  of  making,  selling,  and  using  hii 
Judicial  refinements  and  distinctions  upon  the  character  of 
prescribed  by  Congress  for  violations  of  the  patentee's  right       i 
by  statute  of  the  General  Government,  should  not  be  resort       i 
to  defeat  the  right  or  impair  the  remedy.    If  Congress  had  i 
thfet  an  action  on  the  case  should  be  the  remedy  for  the 
damages  for  the  infringement  of  a  patent,  the  patentee  cou       i 
like  the  present  waive  what  is  called  the  "  tortious  act,"  ai 
sumpsit  upon  the  implied  contract  against  the  county  to  j 
value  of  his  property  appropriated.    It  is  refining  too  mn       i 
the  nature  of  the  action  to  defeat  the  actual  and  substant 
It  is  equally  unsound  to  say  that  the  plaintiff's  rights  in  sue      i 
dependent  upon  the  State  permission  to  make  counties  liabl 
No  special  enactment  of  the  State  of  Ohio  is  needed  to  mak< 
ties  liable  for  the  infringement  of  a  patent.    The  legislate 
York,  by  special  act,  sought  to  make  the  city  officials  of  Br 
ble  In  such  cases  and  to  exempt  the  city  itself  from  responsit 
in  the  case  of  Bliss  v.  City  of  Brooklyn  (8  Blatchf.,  633)  tl      I 
judge  held  the  city  liable  to  Bliss/the  patentee,  for  the  apt 
of  his  patent  by  the  city,  notwithstanding  the  statute  which      i 
to  exempt  the  corporation  from  liability.    The  case  of  Jacol 
ilton  Co.  (1  Bond,  600),  which  lays  down  a  different  rule, 
been  recognized  or  followed,  and  can  not  be  sustained  upon 
principle. 

•  In  the  subsequent  case  of  May  v.  Commissioners  Johnson 
which  was  tried  before.  Mr.  Justice  Davis  on  the  circuit,  the  a 
held  liable  for  the  infringement  of  this  patent,  Judge  Dai 
that  "a  patentee  was  secured  by  Congress  in  his  patent 
against  the  encroachment  of  any  person  or  society."  In  May 
of  Fond  du  Lao  (27  Fed.  Kep.,  696)  Judge  Dyer  decided  the 
the  same  way.  In  May  v.  County  of  Mercer  (41  O.  6.,  816, 
Jndge  Barr  reached  the  same  conclusion.  The  weight  of  auth 
reason  is  clearly  in  favor  of  holding  counties  liable  for  the  i 
ized  appropriation  and  use  of  patented  articles  or  apparatus. 

One  of  the  latest  and  most  instructive  cases  upon  the  geners 
of  the  liability  of  corporations  for  the  wrongful  acts  of  their  a; 
salting  in  benefit  to  the  corporation,  is  that  of  Salt  Lake  City  v, 
(118  U.  S.,  269-263;  6  Sup.  Ct.  Rep.,  1065)-  The  principles  i 
and  forcibly  announced  in  that  case  are  directly  applicable  to  th 
suite  and  the  question  raised  by  the  cause  of  demurrer  und« 
eration.    Oooley,  Tort*  (119, 128),  and  2  Hill,  Torts  (c  48,  p. 

stain  the  general  position  herein  presented. 


accordingly  so  adjudged. 


[United  Stoat  Circuit  Coart-Butsm  IHttalet  «f  Hew  York.  J 

Mobss  v.  Manchester  et  a*. 

JDsoiaY*  September  14, 1887. 

41  0.  G.,  1382. 

1.  Hall— Dbsss-Fobms— No.  233,240. 

Letters  Patent  No.  233,240,  granted  October  12,  I860,  to  John  Hall,  for  improve, 
ments  in  adjustable  dress- forms,  not  infringed  as  to  its  second  olaim. 
«.  8amk-Same-No.  236,887. 

Letters  Patent  No.  236,887,  granted  January  26, 1881,  to  John  Hall  for  improve- 
ments in  dress-forms,  invalid  as  to  second  claim. 

3.  INFRINGKMBNT  OF  COMBINATION— WHAT  IS  HOT. 

A  patent  claiming  as  an  element  in  a  combination  "double  braces,19  which  are 
described  in  the  specification  and  shown  in  the  drawings  as  extended  in  opposite 
directions,  is  not  infringed  by  a  construction  where  the  "  braces"  extend  in  the 
same  direction  with  a  manifest  advantage. 
4..  Addition— Whkn  no  Invention. 

The  addition  simply  of  a  non-elastic  tape-measure  in  connection  with  the  ribs 
of  a  dress-form  does  not  involve  invention. 

Messrs.  Pedbody,  Baker  <fe  Peabody  for  the  plaintiff. 
Messrs.  Giffbrd  &  Brown  for  the  defendants. 

Benedict,  J. ; 

This  action  is  founded  on  two  United  States  patents,  one,  No.  233,240, 
granted  October  12,  1880,  the  other,  No.  236,887,  granted  January  25, 
1881,  to  John  Hall.  The  plaintiff  sues  as  the  assignee  of  Hall.  The 
charge  is  that  the  defendants  have  infringed  the  second  claim  of  each 
of  the  above-mentioned  patents  by  making  a  dress-form,  the  description 
of  which  is  not  in  dispute. 

Patent  No.  233,240  is  for  a  new  and  useful  dress-form  to  be  employed 
to  support  and  extend  a  lady's  dress  while  in  process  of  construction. 

The  second  claim  of  the  patent  is  as  follows : 

2.  In  combination  with  the  standard  a  and  ribs  c,  the  double  braces  e*,  sliding  blocks 
/  anb^/3,  and  rests  V  a3,  substantially  as  and  for  the  purpose  set  forth. 

This  claim  is  for  a  combination,  one  essential  element  of  which  is  the 
double  braces,  which,  as  the  specification  and  drawings  clearly  show, 
are  intended  to  extend  in  opposite  directions.  In  the  dress-forms  com- 
plained of  this  element  is  wanting.    The  braces  employed  by  the  de- 
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.trolling  of  the  question  here,  and  the  docket-fee  must  be  disallowed 
(lisle  Lock  Manufakmkg  Co.  v.  GoWn,  21  Blatchf.  0.0.  R^  .128 ;  4» 
draw  v.  (fofe,  20  Fe<L  Bep.,  410  j  Wooster  v.  Handy,  23  Bliteht,  112.) 

The  allowances  made  by  the  clerk  for  certified  copy  of  file- wrapper 
tnd  contents  of  the  patent  in  suit*  and  for  certified  copies  of  six  other 
patents  procured  by  the  defendants  to  enable  them  to  properly  present 
their  defense,,are  also  covered  by  the  decisions  in  Woodruff  v.  Barney 
(2  Fisher,  250)  and  Wooster  v.  Hcmdy  (23  Blatchf,,  129)  and  are  dis- 
allowed. 


{UidW8tmt^ClroaUCoart^I)totriotoriffaiw»ot»1 

Ppansohmibt,  Dodge  &  Go*  v.  F.  EL  Kelly  MjbroAjiihlh  Ook 

PAWY. 

Zfcofctai  ifotwaW  17, 1887. 

410.  G.,  1601. 

1. ,  GSOBOB^W  ABH-BOABD8. 

Letters  Patent  No.  187,842,  granted  February  27, 1877,  to  Da-rid  L  George,  for 
improvements  in  wash-boards,  declared  invalid  by  reason  of  anticipation. 
8.  Paacncx  ox  Motion  to  Reopeic  Aran  Hkabing. 

After  hearing  upon  the  merits  defendant  moved  to  open  the  ease  to  allow  addi- 
tional testimony  to,  be  taken  npon  a  point  where  testimony  had  already  been  pat 
in  evidence,  and  the  motion  was  denied  because  snob  additional  testimony 
would  be  merely  accumulative. 
3.  Anticipation  by  Eabubb  Patent  and  Invention  with  Equivalent  Coh- 

0TBUCTION. 

A  prior  patent  had  all  the  features  of  the  patent  in  suit,  except  that  it  had 
two  corrugated  zinc  rubbing-plates  instead  of  one,  and  in  this  respect  the  earlier 
patent  described  an  equivalent  of  the  single  sino  plate  of  the  patent  in  suit,  and 
such  patent,  being  also  prior  to  the  other  in  date  of  invention,  was  an  anticipa- 
tion o^  it 

Messrs.  Frackdton  &  OoreiiM  for  the  complainants. 
Messrs.  Warner  &  Lawrence  and  Mr.  W.  H.  Bnrridge  for  the  defend- 
ants. 

Kelson,  J.: 

This  suit  is  brought  against  the  defendant  for  an  infringement  of  let- 
ters patent  granted  to  David  I.  George,  February  27, 1877,  for  improve- 
ment in  wash-boards.  The  complainants  claim  to  be  interested  in  the 
patent  and  all  rights  of  action  that  may  have  accrued  for  any  infringe- 
ment of  the  same.  The  defendant  denies  infringement,  but  relies 
chiefly  npon7  the  defense  of  want  of  patentable  novelty  in  the  George 
wash-board.  A  vast  amount  of  testimony  is  taken.  After  the  hearing, 
a  motion  is  made  by  defendant  to  open  the  case  and  allow  the  deposi- 
tion of  several  witnesses  to  be  taken,  for.  the  purpose  of  giving  addi- 
tional evidence  that  a  wash-board  invented  by  Heath,  to  whom  letters 
patent  had  been  issued,  was  prior  in  time  to  the  invention  of  George, 


ing  the  free  edge  to  its  body,  and  a  rod  having  a  head  at  one  end  and 
threaded  at  the  other  is  passed  through  the  frame  and  the  tube,  A  nnt 
is  then  applied  and  set  up,  and  by  this  means  thq  plate  is  firmly  held 
in  place. 

In  the  Heath  patent,  No,  108,252,  the  claim  is: 

The  screw-rod  O  and  corrugated  fcino  platea,  connected  therewith  by  a  lap-joint,- 
a*  specified,  in  combination  with  the  grooved  flexible  frame-piece  A  and  croeabara 
B8,M  and  for  the  pnrpoee  specified. 

This  patent  was  issued  September  28, 1875,  on  application  made  Hay 
8, 1875.    The  George  patent,  No.  187,842,  was  issued  February  87, 1877. 
Heath  in  his  specification  says : 

My  invention  relates  to  the  oonatrnction  and  arrangement  of  parte!  aa  bexeinaiter 
described,  whereby  the  corrngated  sine  plates,  which  form  the  rnbbing-enrxaees  of 
the  wash-board,  are  seenred  together  and  to  the  flexible  grooved  frame. 

He  then  in  detail  describes  his  wash-board,  the  rubbing-surface  of 
which  consists  of  two  plates  of  corrugated  zinc,  substantially  as  fid- 
lows: 

The  frame  is  made  of  a  flexible  wooden  or  metal  bar  bent  in  the  shape 
of  a  frame  of  an  ordinary  wash-board,  and  at  the  sides  are  twa  grooves 
to  receive  the  side  edges  of  the  plates,  and  at  the  top  is  one  groove  to 
receive  the  upper  edge  of  one  plate,  which  extends  so  as  to  form  the 
upper  part  of  the  wash-board.  The  upper  ends  of  the  zincs,  are  con- 
fined between  two.  parallel  cross-bars  secured  together  by  rivets.  The 
lower  edge  of  one  of  the  zincs  is  bent  around  a  cross-rod,  which  con- 
nects the  ends  of  the  frame-piece  and  is  made  to  overlap  the  edge  of  die 
other  zinc  This  rod  has  a  thread  on  one  end,  which  adapts  it  to  be 
readily  removed  to  allow  repair  or  substitution  of  zincs,  and  by  it  the 
zincs  may  be  clamped  more  pr  less  tightly,  as  required. 

In  my  opinion,  the  only  substantial  difference  between  the  two  wash- 
boards is  the  use  of  two  zinc  plates  for  a  rubbing-surface  in  the  Heath 
patent  and  only  one  in  the  George  patent.  The  lap-joint  in  the  Heath 
patent,  made  by  the  lower  edge  of  one  zinc  being  bent  around  the  rod 
and  overlapping  the  edge  of  the  other  zinc,  forms  a  tubular  enlarge- 
ment at  the  bottom  of  the  robbing-surfaces,  perhaps  not  as  solid  and 
firm  as  in  the  George  patent,  but  still  a  tubular  enlargement,  perform- 
ing substantially  the  same  function.  The  structure  of  the  boards  is  sub- 
stantially the  same,  and  I  do  not.  see  that  there  is  Any  difference  in  the 
two  boards,  with  the  exception  of  the  rubbing-surfaces.  If  Heath  is 
the  prior  inventor  hi  .view  of  the  state  of  the  art,  it  can  not  be  said  that 
there  is  patentable  novelty  in  George's  invention.  It  required  only 
mechanical  skill,  and  very  little  of  that,  to  determine  that,  if  thick  sine 
could  be  obtained,  one  plate  would  serve  the  purpose  of  a  rabbing-surj 
face  as  well  as  two.  All  that  George  did  was  to  make  a  wash- board 
with  one  plate  instead  of  two,'  and  solder  the  free  edge  of  the  lower  end, 
after  being  bent  over  a  rod,  to  the  body  of  the  plate.  After  Heath's 
patent  there  was  no  invention  in  thus  constructing  a  wash-board.  The 
file-wrapper  and  contents  show  that  on  the  application  of  George  Us 


broad  claims  were  rejected  for  the  reason  that  He 
'  ticipated  them,  and  it  was  only  after  repeated  effort 
a  patent  And  his  original  claims  presented  were 
reason  that  they  were  met  by  patents  of  Minor  and 
and  Heath,  Uo.  168,263. 

I  think  the  single  plate  need  by  George  is -the  eq 
plates  used  in  the  Heath  patent  The  Heath  pate 
the  complainant  George;  but  counsel  urge  that  G 
board  with  a  single  plate  of  thin  rino  in  September, 
not  serviceable  and  good  for  nothing: 

The  proof  to  establish  the  fact  that  he  oonstruote 
one' sine  plate  for  a  rubbing-surface  is  not  satia&otc 
and  clear,  bat  is  uncertain  and  conflicting,  and  does 
to  my  mind  of  its  truth. 

Taking  all  the  testimony  submitted,  I  am  of  the  c 
▼ention  by  Heath  was  prior  in  time  to  the  construct 
by  George,  as  is  claimed. 

Decree  for  defendant 


t 


[United  States  Circuit  Contt-Smthm  District  of  U 

Stbwabt  et  al.  v.  Tenk  bt  ai 

Dtdded  N*m*er  10,  1887. 

41 0.  G.,  1602. 

Stbwabt  abb  Campbsllt-Appls-Pabxil 

Letters  Patent  No.  140,31a,  granted  to  John  &  Stewar 
June  24, 1878,  for  a  joint  invention  for  improvements  in  ma 
fruits,  declared  invalid  as  to  the  tenth  olaim  thereof,  theii 
having  been  made  by  Stewart  alone. 

Mr.  George  A.  Andermm  for  the  complainants, 
Mr.  John  B.  Bennett  for  the  defendants. 

Gbbsham,  J.; 

John  Stewart  and  Will  Campbell  obtained  Letters 
on  Jnne  24, 1873,  for  a  joint  invention  for  certain  m 
prorements  in  machines  for  paring,  slicing,  coring,  ai 
and  other  frnit    The  invention  consists— 

*  *  •  First,  in  providing  the  said  device  with  a  paring-V 
remove  the  skin  of  the  frnit  from  all  parts  thereof  outside  of  th< 
by  the  coring-knife ;  seoond,  in  conjunction  with  said  paring-* 
▼ex  anti-fHotioa  roller,  to  prevent  any  friction  upon  the  devi 
being  operated  upon ;  third,  in  providing  the  arm  npon  whiol 
mounted  with  the  segment  of  a  oogged  guide  or  flattened  sphei 
iM*_^.,aM  Paiing-knife  to  operate  upon*  line  describing  one-1 
the  vertical  central  plane  of  an  ordinary-shaped  apple ;  fonrth, 


mental  cog  with  a  yielding  ratchet,  to  aesist  the  rotation  of  ihecog  and  the  ] 
tion  of  an  even  preaenre  of  the  paring-knife  npon  the  fruit ;  fifth,  in  providing  eaid 
device  with  a  coring-knife,  which  is  so  arranged  that  its  cutting  edge  eomee  in  con- 
tact with  the  parte  of  the  frnit  about  the  core  with  a  draw  cut ;  sixth,  in  providing 
said  device  with  a  double  spiral  fork  lor  securely  holding  the  fruit. 

The  twelve  claims  in 'the  patent  are  for  the  machine  as  a  combination 
and  for  separate  and  distinct  portions  of  it  as  separate  and  distinct  in- 
ventions. The  bill  charges  infringement  of  only  the  tenth  claim,  which 
reads  as, follows: 

10.  The  combination  of  the  arched  coring-knife  i  and  slicing-kniie  a,  substantially 
as  shown  and  described. 

It  is  insisted  by  the  defendants'  counsel  that  Stewart  alone  in- 
vented the  archefl  coring  and  slicing  knife,  and  that  therefore  a  joint 
patent  for  this  distinct  invention  was  unauthorized.  Stewart  testified 
that  he  conceived  the  idea  of  combining  the  slicing  and  arched  coring 
knife  as  it  is  described  in  the  patent,  and  that  he  gave  instructions  to 
Campbell  how  to  make  the  knife.  He  further  testified  that  certain  other 
parts  of  the  combination  which  are  covered  by  separate  claims  in  the 
patent  were  invented  by  him,  while  other  parts  were  invented  by  Camp- 
bell. Campbell  also  was  examined  as  a  witness ;  but  his  testimony  on 
these  points  did  not  differ  materially  from  Stewart's. 

Stewart  and  Campbell  were  entitled  to  a  joint  patent  for  what  they 
jointly  invented.  It  may  be  that  their  minds  co-operated  in  combining 
the  different  parts  which  resulted  in  the  production  of  the  complete 
machine  j  but  a  joint  patent  can  be  sustained  only  for  a  joint  invention, 
and  the  evidence  shows  that  Campbell  did  not  contribute  to  the  inven- 
tion covered  by  the  tenth  claim.  Stewart  was  the  sole  inventor  of  the 
slicing  and  coring  knife,  and  the  patent  for  that,  as  a  separate  and  dis- 
tinct part  of  the  machine,  should  have  been  issued  to  him  alone.  ( War- 
den v.  Fi8herf  11  Fed.  Rep.,  605;  Consolidated  Bunging  App.  Co.  v. 
xWoerle,  29  Fed.  Sep.,  450.) 

The  bill  is  dismissed  for  want  of  equity. 
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The  plaintiffs  have  used  this  label  continuously  since  the  year  1874, 
and  have  built  up  a  large  trade  in  this  brand  of  tobacco.  Their  busi- 
ness has  always  been  carried  on  at  Springfield,  Missouri.  The  defend- 
ant has  also  been  engaged  in  manufacturing  smoking-tobaooo  at  Spring- 
field, Missouri,  for  several  years  past,  and  haft  for  several  years  manu- 
factured a  brand  of  smoking-tobacco  called  "Old  Bachelor  Smoking 
Tobacco."  In  the  year  1883  the  plaintiffs-  began  patting  their  "Old 
Coon  Smoking  Tobacco"  in  cloth  bags,  retaining  the  above  label,  which 
they  had  previously  used  on  the  paper  bags  in  which  they  had  been  ac- 
customed to  put  up  the  same  tobacco.  Soon  afterward,  namely,  in  the 
foil  of  1883,  the  defendant  began  putting  up  his  "Old  Bachelor  Smok- 
ing Tobacco"  in  cloth  bags  of  the  same  tize,  at  the  same  changing  his 
labgl,  which  previously  had  borne  no  colorable  resemblance  to  the  above 
label  of  the  plaintiffs,  to  a  label  of  the  form,  size,  and  color  [red  in 
original]  substantially  as  follows,  with  the  exception  of  the  words  "Not 
Old  Coon :» 


As  soon  as  the  plaintiffs  discovered  that  the  defendant  was  patting 
up  his  tobacco  with  this  label  they  took  the  advice  of  counsel,  and 
under  their  instructions  a  letter  was  written  by  their  attorney  to  the 
defendant  on  the  29th  of  December,  1883,  notifying  him  that  his  label 
deceived  the  public.  The  defendant  replied  that  if  that  was  so  he 
would  make  some  change  in  his  label  so  that  the  public  would  not  be 
deceived,  and  accordingly  he  made  a  change  by  printing  on  his  label,  in 
large  black  letters,  the  words  "  Not  Old  Coon,"  as  above  shown.  The 
defendant  sent  one  of  these  labels  to  the  plaintiffs'  attorney,  who  replied 
that  the  change  did  not  amount  to  anything,  and  afterwards  com* 
menced  this  action. 

Two  witnesses  for  the  plaintiffs  gave  evidence  to  the  effect  that  they 
had  been  deceived  by  the  defendant's  label  into  a  supposition  that  the 
tobacco  was  the  plaintiff's  tobacco,  known  as  "  Old  Coon.9  On  the  other 
hand,  the  defendant  introduced  several  witnesses,  residents  of  Spring- 
field, who  testified,  under  otyection,  after  being  shown  these  two  labels, . 


in  their  opinion,  no  one  would  be  deceived  info  pui      i 
other  at  a  different  time  or  place. 

We  do  not  think  it  necessary  to<rule  upon  the  qn     i 
ety  of  admitting  this  last  testimony,  bepausettieooi     i 
we  so  candid  as  to  state  op  the  argument  what 
to  us,  that  the  whole  case  must  be  decided  npon  i 
two  labels,  there  being  no  conflict  in  the  testimony, 
at  this  point  that,  in  oar  view,  that  portion  of  the  i 
in  favor  of  the  defendant  which  presses  npon  onr  att     i 
tionof  the  presumptions  which  obtain  in  support  < 
the  Circuit  Court,  and  of  the  consideration  to  which    i 
Qsurt  is  entitled  in  fc  case  in  equity,  is  entirely  misi    | 
suit  in  equity  where  the  facts  are  in  dispute,  an  a; 
assailing  to  the  settled  practice  in  this  8te«A,  defe 
to  the  finding  of  the  oourt  below.    Nor  is  it  doubt    I 
question  for  decision  is  merely  a  question  of  law  the    i 
learned  judges  of  the  circuit  courts  are  entitled  to  i    i 
siderate  attention  at  the  hands  of  the  appellate  com   \ 
km,  in  such  cases  the  appellate  courts  are  bound 
according  to  their  own  views  of  the  law.    Here,  the   i 
puted,  the  sole  question  is  what  conclusion  of  law  is  1 
Acts;  and,  deferring  very  considerably  to  the  opin 
judge  who  decided  this  case,  we,  nevertheless,  think 
are  entitled  to  the  substantial  relief  prayed  for.    Wc 
tsees  of  this  general  nature  before  us.    TheprincipL  i 
are  to  be  determined  are  pretty  well  settled  and  und 
is  no  very  serious  difference  as  to  those  principles  tx 
of  the  opposing  parties  and  the  Court.    The  governii 
one  manufacturer  shall  not  be  allowed  to  impose  1 
public  as  the  goods  of  another  manufacturer,  and  so  d 
the  reputation  of  that  other.    It  is  not  necessary  thi 
trade-name,  sign,  label,  or  other  device  which  is 
merchant  for  that  purpose  shall  be  an  exact  imitatio 
the  tnde-mark,  trade-name,  sign,  label,  or  other  de^ 
the  other  manufacturer.    Nor  is  it  required  that  tb 
close  as  to  deceive  cautious  and  piudent  persons.    I 
it  he  so  close  as  to  deceive  the  incautious  and  unw 
work  substantial  injury  to  the  other  manufacturer.    IS 
to  prove  that  actual  fraud  was  intended  by  the  manufii 
the  simulated  trade-mark,  trade-name,  sign,  label,  o: 
order  to  entitle  the  other  manufacturer  to  relief  in  e 
tfam  for  damages  at  law.    Here,  as  in  most  other  civi 
does  not  attempt  to  penetrate  the  secret  motives  or  i 
the  act  is  done,  but  contents  itself  with  the  oonclusi 
intended  the  natural  and  probable  consequences  of  1 


GtomNe  v.  Btepkeiuon,  (10  Mo.  App.,  081;)  Sander$  v.  Jocoo$>  (JNo.  33W 
of  this  Court).  Applying  these  principles  to  the  case  before  as,  it  is 
perceived  that  the  defendant's  label  resembles  the  plaintiffs'  in  the  three 
distinct  particulars  of  form,  size,  and  color.  41.  Inform  it  is  an  oblong, 
like  that  of  the  plaintiffs1.  It  aldo  has  an  oval  vignette  in  the  center* 
and  the  plaintiffs'  has  a  circular  vignette  in  the  upper  center.  It  also 
has  the  words  designating  the  number  of  the  factory  printed  .in  the 
left-hand  margin  on  a  white  field,  the  letters  reading  from  the  top  down, 
ward,  as  in  the  plaintiffs'.  It  also  has  the  notice  required  by  the  internal- 
revenue  law  printed  on  a  corresponding  white  field  on  the  right-hand' 
mprgin,  the  letters  reading  from  the  bottom  upward,  as  in  the  plaintiffs* 
2.  In  tip  it  is  the  same  as  the  plaintiffs'.  3.  In  epfar  the  wholt  badk 
ground  is  red— the  most  conspicuous  of  the  colors-^aa  in  the  plain  tifltf. 

Leaving  out  of  view  the  fact  that  the  defendant  began  putting  up  his 
tobacco  in  cloth  bjyjs  soon  after  the  plaintiffs  began  putting  np  their 
tobacco  in  the  same  kind  of  packages,  which  the  defendant  explains  by 
stating  that  smoking  tobacco  could  no  longeif  be  sold  in  paper  packages, 
we  find  that  there  are  no  less  than  six  distinct  points  of  resemblance 
between  the  two  labels :  1,  the  general  form ;  2,  the  oval  vignette ;  3, 
the  lettering  on  the  white  field  on  the  left-band  side;  4,  the  lettering 
on  the  white  fi$ld  on  the  right-l)and  slide;  5,  the  size;  8,  the  general 
color.  In  view  of  these  points  of  resemblance  it  is  scarcely  probable 
that  whdn  the  defendant  designed  thi&label  he  did  not  have  in  his  mind 
the  distinct  purpose  of  making  as  close  an  imitation  of  the  plaintffb 
label  as  he  felt  it  safe  to  do.  Now,  as  he  admits  in  his  testimony  that 
fcinoe  he  adopted  this  lfcbel  his  trade  has  increased,  and  does  not  state 
any  facts  which  lead  to  the  inference  thai  this  increase  has  been  do*  to 
j^ny  other  cause  than  his  success  in  making  ihis  colorable  imitation  of 
the  plamtiflb7  lajbel,  we  think  it  a  fair  conclusion  that  he  had  the  pur- 
jKwejn  view  of  "  banting,"  so  to  speak,1  oh  the  plaintiffs'  reputation,  and 
that  he  hap  measurably  succeeded  in  so  doing. 

We*  do  not  think  that  the  printing  of  the  words  "  Not  Old  Coon  * 
upon  the  defendants  label  affords  a  sufficient  reparation  of  the  wrong. 
The  defendant  can  easily  repair  the  wrong  without  much  expense  to 
himself,  and  without  destroying  the  plate  upon  which,  his  label  is 
printed*  by  adopting  a  color  upon  thfe,  background  distinctly  different 
4fcom  redror  by  making  a  new  plate  and  changing  the  other  distinctive 
characteristics  <tf  form  and  size  above  pointed  out. 

lite  judgment  of  the  Circuit  Court  will  be  reversed  and  the  cause  re- 
manded, with  directions  to  enter  a  decree  perpetually  enjoining  the  de- 
fendant, hife  agents,  and  sc  i  from  inanuftcturing,  selling,  or  oflfer- 
ing  fpreate  afciy-  smoking  tc  ^«nhA«fcn»Mi  Kv  Mm  ***  k«  on«?  Afw 
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any  other  label  having  such  characteristic  features  as  tc 
colorable  resemblance  of  -the  plaintifltf  label.  It  is  so  ordc 
judges  concur, 


.     [S«p<rloc  Court.    Stafa  of  Jew  Yocfc] 
l*BSBN  XT  AL.  9.  WOODHOTJSB  BT  AL. 
Jte'JeflJttruerr  1,188? 

380.  G„  1491. 

L  TEAnn-lfAnx— What  ia  not. 

A  name  which  baa  been  Applied  in  a  patent  to  a  particular  air 
ured  under  it  can  not  become  a  trademark  after  the  patent  bate:     i 
'3.  TRade-Majuc— WHA*  is. 

The  merka,  designs,  symbols,  directions,  and  other  fctdfata  pi 
boxes  or  packages  containing  tbe  articlea  upon  which  the  patei     I 
say  be  treated  as  a  kind  of  trade-mark,  and  a  maniieat  imitation 

Motion  for  an  injunction. 

Jfr .  B.  F.  Lee  for  the  plaintift. 

Mr.  Samford  H.  8tede  for  the  defendants. 

IHGRAHAM,  J.  I 

The  plaintilb  ask  for  an  inunction  restraining  the  defer 
using  the  words  "  belt  stud"  as  descriptive  of  certain  art 
factored"  and  sold  by  them,  on  the  ground  that  by  the  in 
use  of  thoeti  words  to  describe  such  articles  such  words  <* 
trade-mark,  and  also  to  restrain  tbe  defendants  from  using 
vices  on  the  boxes  or  packages  in  which  plaintifb'  goods  ai 
been  for  many  years  sold. 

I  think  it  is  dear  that  plaintilb  have  no  trade-mark  ii 
"  belt  studs." 

It  appears  that  one  Blake  invented  the  articles  in  quest] 
tained  a  patent,  in  which  the  articles  are  designated  as  " 
and  that  the  ,same  were  manufactured  and  sold  by  the  plaii 
arrangement  with  .Blake  during  the  existence  of  such  patent 
belt-studs.  The  patent  having  expired,  the  name  by  which 
patented  was  described  can  not  be  A  trade-mark.  This  rul 
by  Judge  Bapallo  in  the  case  otSelchowv.  Baker  («&  N.  T.] 

Other  deciaiona  are  applicable  when  an  article  has  been  patented  an* 
generally  known  by  the  name  of  the  patent  or  of  the  patentees^  Theni 
it  ia  thna  known  ia  not  a  trade-mark  indicating  thai  the  article  ia  man 
any  particular  person.  The  article  may  be  manufactured  by  any  on< 
assignee  or  lioensee  be  entitled  to  uae  the  patent,  and  it  indicate*  thai 
m*4*  under  or  on  the  system  of  each  patent;  and  any  person  making  1 
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This  name  has  become  the  proper  description  of  the  article,  as  indi- 
cating that  it  is  made  according  to  the  patented  invention,  and  ia  not 
.  the  trade-mark  of  any  particular  manufacturer. '  This  article  was  de- 
scribed in  the  patent  as  a  u  belt-stud." .  It  had  become  known  as 
u  Blake's  belt  stud,"  and  after  the  patent  expired  any  one  had  a  right 
to  manufacture  the  article,  and  under  the  rule,  as  above  stated,  had  a 
right  to  use  the  name  as  the  proper  description  of  the  article,  as  indi- 
cating that  it  was  made  according  to  the  patented  invention. 

A  more  serious  question,  however,  is  presented  by  the  application  to 
restrain  the  defendant  in  the  use  of  the  design  and  label  adopted  by 
the  plaintiffs  on  their  boxes  or  packages  in  which  their  goods  were 
sold. 

Trade-msrks  are  of  two  kinds.  They  may  consist  of  pictures  or  symbols  or  a  per* 
tieular  form  sad  fashion  of  lebel,  or  simply  of  a  word  or  words  which,  in  whatever 
form  printed  or  represented,  continues  toN  be  the  distinguishing  mark  of  the  manu- 
facturer who  has  appropriated  it  or  them  as  the  name  by  which  his  products  are 
known  and  dealt  in:    {HitrY.  Akrakam^  8*  New  York,  583.) 

And  in  the  case  of  Canal  Company  v.  Clark  (13  Wall,  322)  it  wasvtold: 

Undoubtedly  words  or  devices  may  be  adopted  as  trade-marks  which  are  not  the 
original  invention  of  him  who  adopts  them,  and  equity  will  protect  him  against 
fraudulent  appropriation  or  imitation  of  them  by  others.  The  office  of  a  trade-mark 
is  to  point  ont  distinctly  the  origin  or  ownership  of  the  article  to  which  it  is  **»™d, 
or,  in  other  words,  to  give  notice  who  are  the  producers.  This  may  in  many  cases  be 
done  by  a  name,  a  mark,  or  a  device  well  known  but  not  previously  applied  to  the 
same  article. 

I  think  it  clear  in  this  case  that  the ,  device  adopted  by  the  plainttih 
and  placed  by  them  upon  the  packages  in  which  their  goods  were  sold 
came  within  this  definition  of  a  trade-mark,  and  the  affidavits  Jiere 
show  that  such  trade-mark  or  such  device  has  been  understood  by  the 
trade  for  years  to  represent  the  plaintiffs'  goods.  It  is  an  entirely  arbi- 
trary combination  of  the  article  manufactured  and  the  use  to  which  it 
was  to  be  put,  and  there  could  be  no  possible  reason  for  its  adoption 
by  the  defendants  except  to  induce  persons  purchasing  the  articles  to 
believe  that  .they  were  purchasing  plaintiffs'  goods.  Thedeeign  on  the 
defendants'  boxes  is  an  exact  reproduction  of  plaintiflV  design,  and  it 
i*  charged  by  the  plaintiffs,  and  not  denied  by  the  defendants,  that  they 
ate  reproduced  from  electrotypes  of  the  plaintiffs'  design  which  the  de- 
fendants obtained  from  the  plaintiffs. 

The  plaintiffs  having  a  trade-mark  in  the  symbols  and  labels  on  the 
packages,  have  the  defendants  violated  such  trade-mark  f  The  role  is 
stated  to  be— 

Where, the  trade-mark  consists  of  a  picture  or  symbol  or  any  peculiarity  in  the  asv 
pearanee  of  the  label,  tir  *    '  ation  most  beaueh  as  to  amount  to  a  false  i 
tion,  liable  to  deceive  tb  "c  and  enable  the  imitator  to  past  off  bis  goods  as  ( 
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And  as  stated  by  Judge  Lawrence  m  The, New  York  Cab 
Mooneg  (15  Abbott's  New  Gases,  158)^- 

No  one  should  be  permitted  to  so  dreae  his  goods  or  wares  as  to  em 
dnee  purchasers  to  believe  that  they  are  the  goods  of  another. 

Applying  this  tale,  it  most  be  apparent  to  any  one  tha 
the  packages  by  the  defendants  for  the  sale  of  their  good 
attempt  to  indnoe  dealers  to  believe  that  they  are  the  t 
plaintiffs.  The  design,  as  before  stated,  is  the  same,  the  d 
applying  the  studs  are  exactly  the  same,  and  the  statemt 
use  of  the  stud  is  also  exactly  the  same.  The  only  diffei 
they  are  called  "  belt-stud  » instead  of  "  Blake's  belt-stud 
that  they  were  patented  April  16, 1868,  is  omitted,  and  tl 
manufactured  by  the  defendants  instead  of  the  plaintiff* 
difference  in  the  lettering  upon  the  packages. 

Thd  affidavit  of  Kellogg  shows  that  he  did  purchase  the* 
the  defendants  supposing  that  they  were  of  plaintiffs'  manu 
the  evidence  of  other  people  in  the  trade  shows  clearly  thi 
tion  is  sufficiently  close  to  deceive  dealers  purchasing  the  g 

As  before  stated,  the  only  object  that  could  have  indu 
fendants  to  40  closely  imitate  the  plaintiffs'  packages  is  to 
ohasers  to  believe  that  they  are  purchasing  the  plaintiffs 
this  becomes  more  apparent  when  it  is  shown  that  it  hai 
the  custom  of  the  plaintiffs  to  supply  to  dealers  pur< 
goods  of  plaintiffs'  manufacture  electrotypes  of  the  desigi 
by  such  dealers  to  designate  such  goods,  upon  which  the  d 
print  their  own  name  as  dealers,  so  that  it  became  unde 
where  this  design  appeared  on  the  boxes  or  packages  the 
of  plaintiffs'  manufacture,  notwithstanding  the  fact  that  1 
other  dealers  appeared  on  the  boxes. 

The!  only  question  before  the  court  in  the  case  of  Enoch  M 
Company  v.  Stranch  (89  Mew  York,  298)  was  whether  or  no 
of  the  defendants  was  such  an  imitation  of  the  plaintiffs'  h 
likely  to  deceive,  and  it  was  there  held  that  it  was  not ;  and 
of  Judge  Bapallo  is  limited  to  a  case  where  the  label  or  pi 
by  the  defendants  was  lawfully  used  by  them. 

What  was  said  in  the  case  of  Amo$keag  Manufacturing 
(2  Sanford's  Superior  Ct  Bepts.,  603)  applies  to  the  case  at 
conclusion  to  which  the  learned  judge  came  in  that  case  ap] 
well  to  this.. 

.80  far  as  this  trademark  was  concerned,  it  appears  that  i 
lisbed  by  th*  plaintiffs  and  not  by  Blake,  so  the  criticism  as 
tUV  complaint  does  not  apply.  I  think,  therefore,  that  tb 
should  be  continued  so  far  as  it  restrains  the  defendants 
plaintiffs'  design  on  the  packages  or  any  colorable  imitat 
(The  Amoskeag  Manufacturing  Co.  v.  Spear,  supra,  614.) 

Plaintiffs  to  have  ten  dollars  costs  of  this  motion,  the 
settled  on  notice. 


Digiti 


zed  by  G00gle 


lishing  to  the  satisfaction  of  the  Commissioner  of  Patents  that  the  delay  i 
unavoidable.    Id. 

8.  Effect  of  Limitation  Imposed  bt  the  Patent  Office.— It  is  wholly  irrele- 

vant to  inquire  whether  the  patentee  was  obliged  to  limit  himself  by  the  rul- 
ing of  the  Patent  Office.  It  is  enough  to  say  that  he  did  so  limit  himself. 
•Toepfer  v.  Ooete  et  el.,  608. 

9.  Abandonment.— Although  the  patent  may  show  features  which  were  patenta- 

ble, and  which,  if  properly  patented,  would  render  the  defendants  liable  as 
infringers,  such  matters  are  abandoned  to  the  publio  by  the  act  of  the  pat- 
entee in  accepting  a  claim  which  fails  to  comprehend  the  same.    *Id. 

ABANDONMENT  OF  APPEALS.    8ee  Appeals,  7. 

ACCESS  TO  INTERFERENCE  FILE8.    See  interference,  29. 

ACCESS  TO  THE  FILE8  AND  RECORDS  OF  THE  PATENT  OFFICE.  See  I»- 
terference,  12, 13. 

ACQUIESCENCE.  See  Abandonment,  8,  9;  Appeal*,  6;  Claim*,  3,  4,;  Construction  of 
Spooifioation*,and  Patent*,  1;  Infringement,  38;  Eject**  Claim,  £ 

ADMINISTRATORS.    See  Alignment*,  6 ;  Suite  for  Infringement,  IS,  13, 14,  IS 

ADMINISTRATORS  SALE.    8ee  Judgment;  State  Cowrie. 

ADVERSE  PARTIE8.    8ee  Interference,  12, 13. 

AFFIDAVITS.    See  DepeeUUms;  Public  Uee,  1,2. 

AGENTS.    See  Corporation*,  2 ;  Licence*,  1,  2,  3 ;  Service  of  Proem,  8, 9. 

AGREEMENTS.    8ee  Contract*;  Liceneee,3. 

1.  Construction  of  Agreement— Substitution  of  Another  Patent.— The 

manufacture  by  complainants  under  Patent  No.  114,885  and  the  payment  of 
royalties  up  to  1879  constituted  an  acceptance  of  such  patent  as  a  substitute 
for  the  patent  named  in  the  agreement,  and  the  subsequent  discovery  by  the 
complainantsof  the  insufficiency  of  Patent  No.  110,513  gave  them  no  right  to 
rescind  the  agreement.    •  TopUff  et  al.  ▼.  TepUff,  436. 

2.  Construction  of  Particular  Language  in  Agreement.— The  language  in 

the  agreement  as  to  "  any  improvement  made  in  these  articles  "  is  not  re- 
stricted to  articles  like  those  described  in  the  patent  referred  to  in  the  agree- 
ment, but  embraces  articles  such  as  are  described  in  Patent  No.  114,885.  *  id. 
AMENDMENTS.  See  Abandonment,  8, 9;  Appeal*,  5,  6,  7 ;  Applications,  2;  Claims,  2, 
7,  8;  Communication* ;  Con*truotion  of  Specification*  and  Patent*,  1;  Prolimi- 
nor  if  Statement ;  Reopening  of  Rejected  Caeee, 

1.  Primary  Examiner— Jurisdiction  of.— The  Primary  Examiners  possess  the 

whole  Jurisdiction  of  determining  whether  questions  presented  by  offsred 
amendments  involve  matters  which  were  ret  aa^ndkta,  and  have  the  power 
tp  refuse  to  consider  or  act  upon  them  whether  the  question  is  referred  to 
them  by  recommendation  from  the  Examiners-in-Chief  or  the  Commissioner; 
but  from  this  refusal  there  is  a  right  of  appeal.    Ex  parte  Peanon^  36. 

2.  Examiners- in-Chief— Effect  of   Statements  and  Recommendations.— 

Where  the  Examiners-in- Chief  annex  to  their  decisions  a  statement  and  s 
recommendation  of  an  amendment,  the  applicant  in  presenting  the  same  to 
the  Primary  Examiner  is  not  required  to  make  any  showing,  under  Rule  67, 
why  the  amendment  was  not  sooner  presented.    ld\ 

3.  Examiners-in-Chief— Statements  and  Recommendations  must  be  Certain 

and  Distinct. ~WU —  the  Examiners*in-Chief  do  not  make  such  statement 
and  reoommendatic  oubtfal  or  uncertain  suggestion  by  them  will  not 

relieve  the  ainendn  m  the  requirements  of  Rule  67.    Id\ 

tMENDMENTS  TO  APPF  CASE8.    See  Appealed  Caeee,  3. 
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AAJUAJttUUjs  ujsviujss.    aee  jettetjHUtoe,  z;  ift/neeesteiti,  j,  o,  v 
19,86,28,31,33,36,39;  Portfeuler  Pettaft, 17,19,22, 26. 

ANSWER  TO  BILL.    8m  /s/euetto,  6. 

ANTICIPATION.    8ee  ftattreesfea  qf  8pwijlc*tion$  md  Patents,  5,  S 
frimimsmt,  26;  Ja/eectioa,  8;  jresWefaeJ  4MJJ,  1,3,4,5';  Pari 
21,26,28,41,57,61,66,83,93;  ToMPo<«>te,2. 
t  Anticipation— What  is  hot.— Green's  patent  is  not  anticip 
patented  processes  for  obtaining  water  by  bored  wells,  or  A: 
by  any  earlier  published  description  which  was  not  as  foil,  < 
as  would  be  required  in  a  specification  of  a  patent,  or  was  a  d< 
would  enable  a  properly-qualified  person  to  put  the  invent! 
operation  from  the  description  alone,    *  Samm  v.  Andrew  et  t 
2.  Anticipation  bt  Pbiob  Patent— What  is.— A  prior  patent  an 
patent  where  the  later  patent  varies  from  the  prior  paten 
which  do  not  require  patentable  inveotion.    *  Asa  y.  Taylor . 
V  Priority  of  Invention— Evidence  to  Pkovn  the  Same.- 
patent  by  evidence  of  an  earlier  machine  such  eyidenoe  mus 
and  precise*  to  overcome  the  presumptions  arising  from  tb 
patent.    *  Mora  v.  QUurier  et  al,  493. 
4  Anticipation— What  is  not.— A  combination  of  parts  in  a  sul 
office  it  is  to  enable  the  driver  by  a  hand-lever  to  cease  th< 
motion  to  raise  the  plow  out  of  the  ground,  and  also  enable  1 
plow  in  position  at  different  elevations,  is  not  anticipated  by  i 
earlier  date  In  which  the  plow  is  fastened  in  position  at  dine 
by  a  pin  inserte4 in  different  holes  in  a  plate,  so  that  the  team  i 
cannot'  raise  the  plow  out  of  the  greond.    'Sterling  v.  8L  Pa 
001. 
6.  Anticipation  bt  Earlobb  Patent  and  Invention  with  Eqci 
btbuction.— A  prior  patent  had  all  the  features  of  the  patent 
that,  it  had  two  oorrugated  sine  rubbing-plates  instead  of  oi 
respect  the  earlier  patent  described  an  equivalent  of  the  sing] 
The  patent  in  suit,  and  such  patent,  being  also  prior  to  the  o 
Invention,  was  an  antioipatiod  of  it.    *Ia\ 

APPEALED  CAJ9E8. 

1.  Reopening  op  Oases  Decided  bt  Exajonebs-in-Chiep— Autho 

missioneb  Bbquibed.— Ordinarily,  cases  which  have  been  app 
primary  examiner  to  the  Examiners-in-Chief,  and  been  hear 
by  them,  can  be  reopened  by  such  primary  examiner  only  b; 
the  Commissioner,  upon  a  certain  showing  and  for  a  certain  pa 
vided  in  Rale  137.    Ex  parte  Helt,  5. 

2.  PUMABY  EXAMINES  MAT  RECEIVE  AMENDMENT  WITHIN  THE  RECK) 

or  the  Examiners-in-Chief.— In  each  appeal  cases,  howev 
Examiners-in-Chief  have  annexed  to  their  decisions  the  "sta 
"recommendation"  mentioned  in  Rule  134,  applicant  may,  if 
peal  further,  without  authority  from  the  Commissioner,  go  back  It 
examiner  and  propose  what  seems  to  be  within  the  contempli 
recommendation.    Id. 

3.  If^He  Declines,  Petition  mat  be  Made  to  Commissioner— If  ; 

'  Appeal  mat  be  Made  to  Examiners-in-Chief.— If  the  primi 
"  should  refuse  to  receive  an  amendment  which  might  be  so  reoo 
the  Board,  or  should  refuse  to  act  at  all  in  pursuance  thereof,  a] 
petition  the  Commissioner  to  order  the  same  in  the  usual  way;  or 
receive  an  amendment  in  conformity  to  such  recommendation  am 
applicant  might  again  go  to  the  Board  on  appeal."    Id\ 


Chief  only  Receivable.— A  mere  suggestion  upon  the  part  of  the  Examin- 
ers-in-Chief, however,  unacoompanied  by  any  recommendation,. would  not 
authorise  the  reopening  of  the  ease  without  the  authority  of  the  C 
sioner.  Id 
AFPEAL8.      See  Amend****,  1;   Appealed  eaeee;   Contempt  *f  Com*,  I, 

Praetttei*  ike  Patent  Office;  Public  U$e*t  4,  S;  Effected  Clmime,  1;  Beepemmgef 
Rejected  Caeee,  4. 

1.  Peactice  Under  Rules  116  amp  190.— When  an  interference  is  remanded  to  the 
primary  examiner  nnder  Rnlet  116  and  180  on  proper  motion  or  other  refer- 
ence and  eaid  motion  is  granted,  the  interference  is  dissolved  pre  hoc  vice, 
the  applications  involved  become  «*jparfa,.tbe  original  jurisdiction  of  the  ex- 
aminer again  attaches,  Rale  95  applies,  and  the  same  right  of  appeal  follows ' 
as  in  other  ex  parte  cases.    Fawre  v.  Bradley  ef  al,  33. 

8.  Same.— The  decision  of  the  primary  examiner  In  snch  cassis  an  adverse  decision 
if  it  donies  the  patentability  of.  the  invention  or  the  right  of  the  applicant  to 
make  the  claim,  froin  which  there  exists  no  right  of  appeal.  To  permit  an 
appeal  nnder  snch  circumstances  would  be  a  clear  departure  from  a  marked 
and  ( peculiar  feature  in  the  procedure  of  the  Office,  distinctly  recognised  in 
(the  statutes  and  rules  relating  to  the  subject.  An  applicant  who  has  been 
in  interference  (has  no  greater  right  in  defeating  the  grant  of  a  patent  to  his 
adversary  than  any  other  member  of  the  public,  The  presumption  Is  that  the 
Office  will  guard  against  the  improper  issuance  of  patents.    Id. 

3.  Section  482,  Revised  Statutes.— This  section  does  not  provide  for  an  appeal  in 
such  oases  to  the  Examiners-in-Chief.    Id\ 

<:  Rule  13f^CoN8TBt7cnoN  or.— Since  April  27, 1880,  all  sx  parte  eases  appealed 
to  the  Examiners-in-Chief  are  within  the  jurisdiction  of  the  primary  exam- 
iner immediately  after  a  decision  by  the  examiner*-in-chie£  JBv  parte  Pear' 
•on,  36. 

5.  Abandonment  or  the  £iqht  or  Appeal.— Where  an  applicant  has  appealed 
from  a  rejection  by  the  primary  examiner  to  the  examiners-in-ehief  'and  the 
latter  have  affirmed  the  rejection,  the  applicant  has  two  courses  which  he  may 
pursue*  He  may  appeal  to  the  Commissioner,  or  he  may  return  to  the  pri- 
mary examiner  and  take  such  action  before  him  as  the  rules  and  praotice  of 
the  Office  permit. .  If  he  pursues  the  latter  course  and  obtains  such  notion 
by  the  examiner  as  to  eliminate  the  claim  involved  in  the  appeal  or  amend 
it  substantially  in  scope  or  subject-matter,  this  is  an  election  to  abide  by  the 
decision  of  the  Examiners-in-Chief  and  constitutes  an  abandonment  of  the 
right  of  appeal.  This  proposition  is  not  affected  by  the  tact  that  the  can- 
cellation or  amendment  of  the  claim  was  irregularly  allowed  by  theexaminer 
,  without  authority  of  the  Commissioner.  Ex  parte  WUUame  and  gaiisWwsa, 
100. 

b\  Same— Practice— AOQunMOENCE.—Aoquiesoence  in  the  decision  of  the  exam- 
iners-in-chief  and  abandonment  of  the  right  of  aptopeal  are  not  obviated,  nor 
is  applicant  restored  to  his  right  oi  appeal  by  again  amending  and  restoring 
the  canceled  claim.  The  applicant  cannot  thus  experiment  with  the  Office, 
go  back  to  the  primary  examiner  to  ascertain  what  he  may  secure,  and,  fail. 
ing  there,  retrace  his  steps  and  appeal  from  the  examiners- in-ohief  and  try  his 
chance  with  the  Commissioner..  If  by  such  proceeding  the  applicant  hat 
deprived  himself  of  the  right  of  appeal  to  the. Commissioner,  it  in  beoaase  ha 
has  elected  to  abide  by  the  decision  of  the  ExamiueiE-in-Chlej;  and  if  he  has 
thus  deprived  himself  of  any  substantial  tight  he  must  resort  to  ansae  maw 
*-  ~*i.  -  B  himself  or  file  a  new  application.    Id. 
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make,  certain  interests  in  which  patent  (lecanie  the  property  of  < 
they  thereby  acquired  eooitable  interests  in  snbseqnent  patented  improve- 
ments  of  the  same  inventor  in  potato-planters  and  a  right  to  a  legal  title  to 
the  same.  *A$pinwaU  Manufacturing  Company  v.  QUI  et  ml.,  488.  • 
6V  AasrpmfSNT  op  Patent  with  Futube  Impbovemeets  Valid  as  to  Imfkove- 
HEHTB.— An  assignment  of  a  patent,  with  future  imptovements  of  the  sasas 
by  the  same  inventor,  is  Valid  as  to  the  improvements,  as  collateral  or  inci- 
dental stipulations  oonneeted  with  the  conveyance  of  the  principal  subject. 
*Id\ 

7.  JumsDicnoN—AsMOBrMKNT.— Where  there  was  an  assignment  of  an  interest  in 

an  invention  for  which  an  application  was  prepared,  which  application  while 
pending  was  divided  and  two  patents  issned'thereon,  a,  controversy  whether 
the  assignment  applied  to  a  third  patent  presented  a  federal  question  and 
the  court  had  jurisdiction.    'Putt?  v.  Bransford,  556. 

8.  Damages  for  Prior  Infrdcgrments.— The  assignment  of  a  patent  does  not 

ordinarily  transfer  the  right  to  damages  for  infringements  prior  to  the  as- 
signment; and  Meld  that  a  sale  and  assignment  by  an  administrator?  i 
order  of  court,  of  a  number  of  patents  belonging  to  the  deceased,  i 
which  had  expired,  the  sale  being  for  a  nominal  sum,  oontained  no  < 
stances  to  vary  the  general  rule.     *  May  v.  Jamais  Ceumtu,  565. 

ASSOCIATE  ATTORNEY.    See  Attorneys. 

ATTACHMENT  FOB  CONTEMPT.   .See  Contempt  of  Courts 

ATTORNEYS 

1.  Attorney  of  Record  Should  Appoint  "Associate."— An  "  associate  attor- 

ney" can  not  be  nominated  by  an  applicant  without  the  consent  of  the  regu- 
lar attorney.    Ex  parte  Banks,  7. 

2.  Same— With  Consent  or  Client.— The  regular  course  would  be  for  ouch 

principal  attorney  to  nominate  his  associate  upon  the  written  authorisation 
of  his  client.    Id. 

3.  Client  can  not  Appoint  "Associate  Attorney.  "—The  nomination  of  an 

''associate  attorney"  made  by  applicant  without  the  consent  of  the  principal 
attorney  can  not  be  recognized  or  acted  upon.    Id. 

4.  Recognition  op  Attorneys  when  Two  or  More  are  Appointed  as  Prin- 

cipal Attorneys. — When  two  or  more  attorneys  are  empowered  to  net  in  a 
case,  the  applicant  should  designate  with  which  correspondence  should  he 
held.    Export*  Jeweit,  17. 

6.  Election  by  the  Office.— Failing  to  do  this,  the  office  will,  if  either  reside 
in  this  oity,  recognize  the  resident  attorney.    Id. 
BAR  TO  PATENT.    (8ee  Disclaim**,  2;  Experimental  Use;  Interference,***  ;  PubUe 

17*9,1, 6;  Subsequent  Patents,!. 
BILL  IN  EQUITY.    8ee  Demurrer,  1 ;  Injunction,  5;  Jurisdiction,  1,  2;  PZeadiays,?; 
Praoticein  ike  Courts. 
1.  Laches.— Where  a  bill  filed  in  1866  stated  that  between  the  issue  of  the  patent 
(in  1874)  and  the  filing  of  the  bill  and  at  divers  titnes  and  occasions  the  de- 
fendants hsd  infringed  the  patent,  Held  that  the  bill  did  not 

e  for  such  period,  and  a 
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BILL  IN  EQUITY— Continued. 
2.  Dismissing  Bill  Without  Prejudice.— Where  a  bill  has  been 
perfected,  prods  taken,  and  an  application  made  at  the  hei 
the  bin  without  prejudice  aa  to  one  of  the  defendants,  Held  t 
tionahonld  be  denied.    '  Archer  r.  And ct  al. ,  461. 
See  Contempt  of  Court,  4. 

CANADIAN  PATENT  LAW.    See  LimiiaHon  of  United  8UUe*  PaUnU 
safe  PtovioneUf  ermmtod,  3. 

CANADIAN  PATENTS.    See  ParUonUtr  PaienU,  4. 

CANCELLATION  OF  PATENTS. 

1.  Bill  to  Cancel  a  Patent  gait  not  be  Maintained  in  thj 

United  States.— The  oourt,  adopting  the  conclusions  of  Ja 
the  tame  eiranit  (Attcmen-Qoneral  v.  Bnmford  Chemioal  Wo 
Aid.,  898 ;  9  O.  G.,  1089 ;  C.  D.,  1876, 391),  are  of  the  opinion  tl 
ment»  in  the  abaenee  of  any  ezpieaa  enactment,  has  no  powei 
to  cancel  a  patent.'  •  United  8t*to$  v.  Amerioan  Boll  Telephone 
808. 

2.  Thji  Constitution  and  Aon  of  Congress  the  only  Foundat 

and  Remedies  as  to  Patkntb.— The  Constitution  and  acts  of  i 
all  the  lights  and  remedies  of  patentees,  and  nnder  the  Con  i 
great  eonld  hare  provided  for  suits  to  cancel  patents;  bnt  Co  i 
made  such  provision.    *  Id. 

3.  CONGRESS  NEVER  INTENDED  SUITS  TO  ANNUL  PATENTS  UNDER 

Laws.— The  history  of  patent  legislation  under  the  Constiti     < 
show  that  Congress  never  intended  to  include  soits  to  annul 
the  present  patent  laws.    *  Id. 

4.  Scire  Facias  to  Repeal  Patents  under  Acts  of  1790, 1793 i    i 

STITUTBD  BY  NEW  DEFENSES  IN  8UITS  FOR  INFRINGEMENT.  - 

bring  edrefaoiao  under  the  acts  of  1790,  1793  to  cancel  paten 
to  patents  obtained  surreptitiously  or  upon  false  suggestion,  a    I 
of  1896  and  the  terms  of  the  patent  law  as  it  now  stands  and 
strued  by  the  Supreme  Court  the  same  defenses  may  now  be  i 
for  infringement  as  were  grounds  for  the  cancellation  of  a  pal 
the  acts  of  1790, 1793.    *i& 

5.  Power  to  bring  Suit  to  Cancel  Patents  dobs  not  Arise 

General  Principles  of  Equity  Jurisprudence.— The  pow 
eminent  to  bring  suit  for  the  cancellation  of  a  patent  does  not 
plication  springing  from  the  general  principles  of  equity  'juris] 
ing  out  of  the  procedure  in  England,  because  the  foundation  « 
system  in  England  differs  from  that  in  the  United  States,  the 
matter  of  royal  favor,  the  other  of  constitutional  statutory  pn» 
&  Decisions  on  Patents  for  Lands  not  Applicable  to  Pats 
vbntions. — The  decisions  of  the  courts  upon  canceling  patenti 
nojt  apply  to  patents  for  inventions,  because  the  Government  is 
the  public  lands,  while  patents  for  inventions  are  based  on  stat 
inventions  described  in  them  never  belonged  to  the  United  Stat 

GEBTIFIED  COPIES.    See  Cooto  of  Suit,  2. 

CHANGE  OF  MATERIAL.    See  Infringement,  35. 

CHANGE  OF  PROCESS.    See  Infringement,  24;  Particular  Patents,  2, ' 

CHANGE  OF  STRUCTURE.  See  Anticipation,  4 ;  Combination,  2;  a 
Bpooi/UaUono  end  Patent*,^  13, 14, 19, 20, 83, 24 ;  Infringement,  1, 8 
16, 17,  19,  80,  88,  83, 29,  30, 31,  32,  36,  37,  39;  Invention,  1;  Moo 
1, 8,  5 ;  PorUcmUtr  Patente,  1, 17, 19, 22, 47, 48, 56, 69, 74, 82. 

CHtCUTT  COURTS.    See  Trade  Marko,  6. 

CITIZENS  OF  THE  8AME  STATE.    See  JwrioMoUon,  1,  2,  3;  Trade-M 


several  species,  one  of  which  latter  claims  imperfectly  describee  a  feature 
clearly  illustrated  in  the  drawings,  it  is  irregular  on  the  part  of  the  examiner 
to  first  require  applicant  to  elect  which  of  the  species  he  will  retain  and 
prosecute.    Bx  parte  Johnston,  64. 

2.  8ame— Amendment  of  Specific  Claim.— The  first  proper  action  in  such  case 

is  for  the  examiner  to  require  applicant  to  amend  such  claim  so  as  to  disclose 
the  subject-matter  thereof  more  clearly.    Id. 

3.  Acquiescence  in  Irregular  Requirement— Effect  of.— If,  however,  in- 

stead of  asserting  his  rights  by  taking  an  appeal  from  such  irregular  require- 
ment applicant  acquiesces  therein,  and  in  accordance  therewith  eliminates 
the  claim  from  the  application,  he  can  not  upon  final  rejection  reassert  the 
same.    Id. 

4.  Claims  Rejected  and  Eliminated  can  not  be  Restored.— The  decisions 

are  numerous  to  the  effect  than  an  applicant  can  not  reassert  a  claim  after  a 
final  rejection  which  he  bad  previously  voluntarily  erased.  In  such  case  he 
must  file  a  new  application.    Id. 

5.  Indefinite  Claims.— A  claim  in  the  following  form— The  combination  of  the 

following  elements:  mechanism,  substantially  as  described,  for  •  •  •; 
mechanism,  substantially  as  descslbed,  for  •  *  *,  etc— covering  four 
groups  of  mechanism,  condemned  as  indefinite.  Claims  covering  all  mechan- 
ism which  will  perform  the  same  functions  or  accomplish  the  same  result  are 
not  sufficiently  limited  or  restricted  by  the  words  "  substantially  as  de- 
scribed. n  Such  claims  would  suppress  all  farther  improvements  in  mech- 
anism that  could  accomplish  the  same  results.  ,  The  same  principles  relative 
to  vague  and  broad  claims  prevail  in  original  as  in  reissue  applications,  JSs 
parte  Paige,  71. 

6.  Same.— Comprehensive  terms  and  phrases  to  denote  mechanical  equivalents  are 

regarded  as  proper  provided  when  so  used  they  clearly  and  distinctly  express 
the  invention .  The  words ' '  means  "  and  ' '  mechanism "  may  be  proper  where 
they  refer  to  mere  adjunctive  devioes  readily  understood ;  but  in  claims  for 
combinations  of  mechanism  composed  of  several  elements  the  words  "means" 
and  "  mechanism  "  alone  used  as  defining  the  element  of  invention  are  vague 
and  indefinite.    Id. 

7.  Unauthorized  Introduction  of  a  Distinct  and  Separate  8pbcxks.— To 

allow  an  applicant  after  prosecuting  to  final  action  claims  covering  a  certain 
species,  or  genus  and  species,  to  present  an  entirely  new  species  and  con- 
struction and  ask  consideration  thereof  in  the  same  application  would  be  to 
reverse  the,  well-settled  rules  and  decisions  of  the  Office.  <Es  parte  Eagle,  C. 
D.,  1870, 137.    Ex  parte  Wharton,  88. 

8.  Same— Applicant  Bound  by  his  Election.- When  an  applicant  has  made  an 

election  of  the  species  he  will  prosecute  and  has  presented  his  claim  there- 
for, he  is  bound  by  that  election,  and  can  no  more  change  his  purpose  when 
he  shall  find  the  selected  species  anticipated  or  unpatentable  by  selecting  for 
prosecution  another  species  than  he  can  claim  two  or  more  species  in  one  and 
the  same  application.    Id. 

CLAIMS  REJECTED  IN  ORIGINAL  APPLICATION  AND  RESTORED  IN  RE- 
ISSUE.    See  Beieeuee,  14. 

CLASSIFICATION  OF  INVENTIONS.    See  Division  of  Application,  9, 10. 

COMBINATIONS.     See  Claim*.  5. 6 :  Conitrnctio*  of  Claims,  4. 6 :  Construction  of  / 
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$86  INDEX. 

CONSTBUCTION  OF  CLAIMS-Continued. 

9.  Construction  of  Claims  Gkneraixt.— Claims  ttui  be  construed  by  the  lan- 

guage which  {he  patentee  has  employed  in  his  specification,  add  not  by  the 
language  which  he  might  have  employed.  *  Patent  delates  Company  (Z*n»- 
ited)  t.  GJowr  et  oJ.f  488. 

10.  Construction  of  Particular  Claim.— When  the  original  patens  dossinied 

and  claimed  a  '•  bridge-piece,"  it  described  and  claimed  a  piece  which  crossed 
an  open  space.    *i& 

11.  Infringement—What  is  not.— The  defendants,   not  using  a  bridge-piece 

whioh  crossed  an  open  space,  did  not  infringe.    *  Jd. 

CONSTRUCTION  OF  RULES.  See  Amendments;  Appeals;  Application*,  2;  Dis- 
claimer, 2;  Interference,  17, 18, 19,  20,  21, 23, 24,  26,  27,  28;  Bmptnivg  ef  Re- 
jected Casec  ;  Subsequent  Patents,  2,  3. 

CONSTRUCTION  OF  SPECIFICATIONS  AND  PATENTS.  See  Ahemdemmmt,  1, 
2, 8,  9 ;  Anticipation;  Cancellation  ef  Patent*,*;  Combination*;  ConetrmeHem  ef 
Claim*;  Construction  of  Statute*;  Division  of  Application,  2,  4,  5;  Infringe- 
ment, 9, 11, 12,  22, 24;  Inoperative  Patent*  ;  Invention;  Joint  Inventor* ;  Limi- 
tation of  United  State*  Patent*  be  Foreign  Patent*  Previoutly  Granted  ;  Maehint 
andProoe**;  Prooeve;  Public  U*e;  Ed— not;  Term  of  Patent ;  Void  Patent*. 

*  1.  Matter  Excluded  bt  Amendment  Can  Not  be  Bead  into  a  Patbnt.— A 
patentee  having  in  compliance  with  the  reqnirements  of  the  Patent  Office 
excluded  by  amendment  certain  matter  from  his  original  specification,  is  not 
at  liberty  to  insist  upon  a  construction  of  his  patent  which  will  include  what 
he  was  expressly  required  to  abandon  and  disavow  in  it.  *  Sutter  atm*\Y.  Bob- 
inoon  et  oi.t  156. 

2.  Machine  and  Process.— Where  a  part  of  a  machine  covered  by  a  combination 

patent  is  described  in  a  claim  as  having  a  certain  motion,  that  motion,  as  dis- 
tinguished from  the  means  of  producing  it,  is  not  covered  by  the  claim. 
•Roger  v.  Sekult*  Belting  Company,  202. 

3.  Prior  Use— Patent  Relates  Back.— Where  the  defendant  attempts  to  daises 

a  patent  by  showing  that  the  patentee  was  not  the  original  discoverer  of 
the  thing  claimed,  the  patent  will,  for  the  purpose  of  meeting  such  proof;  be 
considered  as  relating  back  to  the  date  of  the  original  discovery.  (Dixon  v. 
Mover,  4  Wash.,  68,  and  other  cases.)  'Consolidated  Banging  Apparatu*  Com- 
pany v.  Woerle,  209. 

4.  Antedating  Inventions.— Attempts  of  inventors  to  oarry  back  the  dates  of  their 

inventions  to  antedate  anticipating  devioes  commented  upon.  *  Caljfosuim 
Artificial  Stone  Paving  Company  v.  SchaUcke,  163. 

5.  Construction  of  Patents. — There  may  be  many  modes  of  ■  effecting  a  desired 

result,  but  every  patent  must  rest  upon  its  mechanical  devices  theseJbr. 
•  Steam-  Gauge  and  Lantern  Company  etaUv.  Saint  Loui*  Bailway  capy list  Jfewa- 
faeturing  Company,  162. 

6.  Infringement— Evidence— EpplerNailing-Machinb.— On  the  evidence,  Said 

that  the  pivoted  foot-presser  improvement  on  defendants'  nailing-machine, 
alleged  by  plaintiffs  to  have  been  invented  by  one  Nagle,  and  used  tor  the  first 
time  by  him  on  defendants1  Eppler  nafling-maehine  in  September,  1883,  had 
been  used  on  said  machine  by  defendants  prior  to  that  date,  and  therefore 
Nagle  had  not  a  patent  right  therein.  *  Croe*  etal  v.  Union  Metallic  Bumming 
Company  et  ol.,  308. 

7.  Patentable  Novelty.— The  court  finds  that  one  clement  of  the  combination 

olaimed  in  the  patent  in  suit  was  new,  and  that  the  combination  was  useful, 
and  determines  that  the  invention  was  patentable.    *  Temple  Pump  < 
v.  The  Go**  Pump  and  Bobber  Bucket  Manufa oturimg  Gomuauy  at  ok,  310, 
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block  in  wagons,  Held  to  aid  in  producing  the  general  result  aimed  as,  con- 
trary to.  the  claim  made  by  the  defendants  in  a  suit  for  infringement,  and 
the  patent  therefore  not  to  be  invalidated  by  its  being  included.    *i& 

£1.  Specifications— Disclaimer.— It  being  expressly  stated  in  the  specifications 
attached  to  a  patent  that  the  claimant  makes  no  claim  to  a  certain  combina- 
tion patented  by  another,  Held  that  the  patent  conferred  no  right  to  the  use 
of  such  combination.    *Id\ 

82.  Separate  Patents  for  Separate  inventions.— The  fact  that  courts  have 
so  uniformly  sustained  the  validity  of  original  patents  containing  different 
inventions  is  probably  due  to  their  recognition  of  the  discretion  of  the  Com- 
missioner in  their  issuance ;  but  in  the  case  of  reissue  patents  no  such  dis- 
cretion exists,  no  new  matter  can  be  introduced,  and  the  reissue  must  be  for 
the  same  invention  shown  and  described  in  the-  original  patent.  Conse- 
quently the  courts  have  constantly  held  void  reissue  patents  embracing  any 
new  or  other  invention  than  that  defined  in  the  original  patent.  JSx  parte 
Herr,  105. 

23.  Anticipation— What  was  not.— The  Schillinger  patent  was  not  anticipated 

by  a  sheet  pavement  of  concrete  with  an  upper  course  of  removable  oonereto 
panels  in  frames,  or  by  a  sheet  pavement,  or  by  a  pavement  molded  into 
blocks  and  then  laid,  or  by  a  sheet  pavement  laid  upon  and  covering  stripe 
of  wood  arranged  in  diagonal  lines.  *  Celluloid  Manufacturing  Company  v. 
Cellonite  Manufacturing  Company,  571. 

24.  Old  Devices.— The  claims  do  not  cover  a  bosom  of  any  designated  oolor,  sise, 

or  shape,  or  a  binding  of  any  particular  variety,  or  the  machinery  or  pro- 
cesses employed  in  the  construction  of  the  shirt.  They  are  simply  for  the 
combination  of  a  shirt-bosom  bound  on  the  outer  edge  with  a  folded  and 
.  stitched  binding  attached  to  the  shirt-body  by  a  separate  line  of  ■^frrfring 
through  the  binding,  all  of  which  was  known  to  the  art  at  the' time  of  the 
alleged  invention,  'duett  et  aL  v.  Claflin  eU  al,  630. 
CONSTRUCTION  OF  STATUTES.  See  Abandonment,  1,  2,  6, 7;  Appeals,  3;  Cance- 
lation of  Patents,  1,  2,  3,  4;  Division  of  Application,  7,  9, 10,.  11 ;  License;  3; 
Limitation  of  United  States  Patents  by  Foreign  Patents  Previously  (fronted,  1, 2; 
Public  Use,  9,  10;  Reissues,  19,  20,  24;  Renewal  of  Forfeited  Cases;  Service  of 
Process,  6;  State  Statutes;  3*ils  in  Equity  for  a  Patent  tinder  Section  4915  J 
Statutes;  Term  of  Patent. 

1.  Delay  in  Prosecuting  an  Application.— The  word  "unavoidable*  as 

in  section  4894,  Revised  Statutes,  should  not  be  construed  in  its  broad  signifi- 
cance. The  statute  itself  is  one  regulating  a  mere  practice  in  the  Office  and 
is  not  intended  to  affect  substantial  rights.    Ex  parte  Pratt,  31. 

2.  Sections  4904  and  4909,  Revised  Statutes.— The  Primary  Examiner  men- 

tioned in  section  4904  is  the  Examiner  of  Interferences,  while  the  Primary 
Examiner  mentioned  in  section  4909  is  one  of  the  Primary  Examiners  named 
in  section  440,  Revised  Statutes.    Fours  v.  Bradley  et  al,  33. 
CONTEMPT  OF  COURT.    See  Corporations,  2. 

1.  When  Reviewable  on  Appeal.— When  tho  defendant  below  had  been  need 

for  contempt  in  the  violation  of  A  preliminary  injunction  and  had  given  bond, 
and  the  proceeding  was  based  on  a  right  which  depended  on  the  validity  of 
a  patent,  t)ie  proceeding  is  reviewable  on  appeal  and  in  the  particular  esse 
is  not  uphold.    *  Worsen  et  al.  v.  Searls,  296. 

2.  Practice  in  Remanding  such  Cases.— This  case  remanded  to  the  court  below, 

with  dirr~" — i  to  dismiss  the  bill,  without  prejudice  to  the  power  and  right 
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CONTEMPT  OP  COUBT-Continued. 

3.  PRACTICE,  ATTACHMENT  FOR  CONTEMPT,  WHEN  GRANTED.— An 

contempt  it  a  summary  proceeding,  and  the  writ  is  grant* 
which  are  free  from  any  reasonable  doubt  on  the  law  or  tt 
Refrigerating  Compete  v.  GUUtteteX.,  347.  ' 

4.  Injunction  — Breach  —  Contempt  —  Infringement  of  Pai 

Knowledge  of  Filing.— Where  a  preliminary  injnnction  to 
fringement  of  patent  rights  is  granted  on  condition  that  a  b 
the  plaintiff,  and  the  defendant  was  present  in  court  at  the 
was  read  and  approved,  and  the  complainant  then  exhibit 
bond  which  he  was  required  to  give,  and  stated  that  the  bone 
as  soon  as  the  surety's  signatuie  could  be  obtained,  and  it  ws 
on  the  same  day,  the  defendant  can  hot,  in  proceedings  to  \ 
contempt  in  committing  a  breach  of  the  injunction,  plead  i 
that  he  was  ignorant  of  the  filing  of  the  bond,  it  being  his 
notification,  to  ascertain  whether  the  bond  had  been  filed  or 
Kimbark,  449. 

6.  Bams— Manufacture  of  Articles  Involving  Principle  in  Ifi 
the  principle  involved  in  a  patent  is  the  point  in  issue  in  a  soil 
infringement,  the  defendant  will  commit  a  breach  of  aprelin 
tion  and  be  punishable  for  contempt  where,  for  the  purpose  o 
injunction,  he  oontinues  to  manufacture  articles  involving  the  i 
with  -but  slight  modifications  of  structure.    •  «M. 

6.  Contempt  of  Court.— While  upon  an  examination  of  the  contrao 
defendants  claimed  to  be  licensees  it  is  found  insufficient  to 
claim,  still,  as  it  is  apparent  that  defendants  acted  in  good  fa 
belief  that  they  were  authorised  by  said  contract,  and  ceased 
upon  the  commencement  of  these  proceedings,  they  should  not 
as  guilty  of  willful  contempt.  *Iowa  Barb  Steel  Wire  Compen 
Barbed  Win  Company,  40*. 

CONTINUOUS  APPLICATION.    See  Applic*tion$,  1. 

CONTRACTS.    See  Corperatione;  Licensee,  1,  2,8,9. 
1.  Construction  by  Parties  to  Contracts— Controlling.— When 
doubt « or  ambiguity  arising  out  of  the  language  of  an  execut 
the  construction  given  by  all  the  parties  to  the  same  is  entitle 
not  controlling,  influence.    *Ibpl&et  al.  v.  Topliff,  496. 
%.  Contract— Privity— Who  Bound.— Complainant  was  bound  bj 
although  he  did  not  sign  the  written  memorandum,  and  was  nc 
as  a  party  to  it,  by  which  suits  then  pending  betweeu  himself 
ants  over  the  infringement  of  patents  were  to  be  dismissed,  an* 
were  to  be  licensed  to  use  the  patented  inventions,  it  appearing 
complainant  did  not  himself  sign  the  instrument,  he  partioi] 
negotiation  whioh  led  to  its  being  signed,  was  present  at  the  sij 
its  terms,  and  intended  to  allow  the  parties  who  did  sign  to  adju 
matter,  as  they  were  principally  interested  in  effecting  a  settlem 
r.CUtrket  *l,  528. 

3.  8ame— Completed  Contract.— A  written  contract,  although  i 
drawn,  obscure,  and  capable  of  different  interpretations  in  several 
yet  its  provisions  embracing,  although  in  very  inadequate  terms,  e 
which  the  parties  had  definitely  agreed  to,  and  the  circumstance 
ing  its  execution  being  consistent  with  no  other  conclusion,  must 
as,  a  completed  agreement  or  contract^  and  not  merely  an  a| 
agree.  9Jd. 
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ment$,  4,5,6. 

1.  Foreign  Corporations— Doing  Business  in  a  State.— Whether  a  foreign 

corporation  is  oarrying  on  business  in  a  State  must  be  determined  by  what  it 
has  done  or  is  doing,  rather  than  by  what  it  may  hereafter  do  nnder  powers 
reserved  to  it  iu  existing  con  tracts,  but  not  yet  exercised-  For  one  person  to 
supply  the  means  to  another  to  do  business  with  or  on  is  not  the  doing  of  that 
business  by  the  former.    Ex  parte  Fieeker,  18. 

2.  Contempt— Officers  of  Corporations.— The  offloers  of  a  corporation  engaged 

in  a  manufacture  in  violation  of  the  injunction  of  the  oourt  can  not  shelter 
themselves  from  individual  liability  by  the  plea  that  they  are  aoting  merely 
as  agents  for  the  corporation.  *  Iowa  Barb  Steel  Wire  Company  v.  Southern 
Barb  Wire  Company  et  al.,  461. 

3.  Counties  in  Kentucky— Liability  for  Infringement  of  Patent.— A  Ken- 

tucky county  is  a  corporation,  and  an  action  can  be  maintained  against  it 
for  the  infringement  of  a  patent.    *  Jfey  et  al.  v.  Mereer  County,  585. 

CORRESPONDENCE.    See  Communication. 

COST8  OF  SUIT. 

1.  Practice— Costs— Docket-fee— When  not  Taxable  for  Defendant.— In 

the  second  circuit  a  docket-fee  of  $20  is  not  taxable  for  defendant  when  the 
bill  is  dismissed  by  complainant  after  joinder  of  issue  on  the  pleadings  and 
notice  by  the  defendant  for  final  hearing  and  a  call  upon  the  calendar.  •Ruan 
v.  Qould  etal.,  663. 

2.  Certified  Copies— When  not  Taxable  for  Defendant.— On  such  dismissal 

the  defendant  can  not  tax  for  certified  copies  of  the  file- wrapper  and  contents 
of  the  patent  in  suit  or  for  certified  copies  of  other  patents  essential  to  the 
defense.    •Id. 

COUNTIE8.  See  Corporation,  3;  Liability,  2;  ParHee  to  Shit,  3;  8ait$  for  Infringe- 
stent,  5,6,7,8. 

CROSS-EXAHINATI6N.    See  DepoeUione,  1,5. 

DAMAGES  AND  PROFITS.  See  Agreement*;  Aeeignmente,  6;  ContraeU;  Infringe- 
ment, 3, 4, 5, 6,  7, 14 ;  Liability,  I ;  IAoeneee,  3, 5 ;  Measure  of  Damages;  ParHee 
to  Suit;  State  Statute*;  Suihfor  Infringement. 

1.  Measure  of  Damages.— The  value  of  an  invention  to  the  party  using  it  is  com- 

petent evidence  on  the  question  of  damages  for  the  infringement  of  a  patent. 
•Roger  et  al  v.  Coupe,  2H). 

2.  Practice— Settling  Decrees.— The  rights  of  the  parties  are  to  be  determined 

as  they  stood  at  the  commencement  of  the  suit,  and  when  determined  the  ac- 
counting shonld  cover  everything  within  it  to  the  time  of  taking  the  account. 
m  Roger  $  v.  Rieeener  et  al.,  346. 

3.  Liability  of  Participant.— That  defendant  infringed  the  patent  as  a  partici- 

pant in  the  unauthorised  sales,  and  became  liable  for  the  whole  infringement 
*  Hatch  et  al  v.  Hall,  516. 

4.  Measure  of  Damages.- However  it  may  be  as  to  articles  wholly  covered  by  a 

patent  for  which  there  is  no,  or  no  convenient,  substitute,  the  sale  of  an 
article  having  a  pateuted  invention  as  an  incidental  part  thereof  only  will 
not  entitle  the  patentee  to  recover  more  than  nominal  damages,  unless  be 
snows  what  they  are  and  furnishes  a  reliable  basis  for  estimating 
•Roomer  v.  "     *  et.  al.,  526. 

DATE  OF  FILING  TCATION.    See  Applications. 

DATEOFINVEI  *  " — -—-"--  -*  •—*---. 
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DECREE.— Rehearing,  1,  2 ;  Suits  for  Infringement,  3. 

1.  Persons  hot  Partus  to  8urr— When  Liable  for  Violatinc 
party  complained  of  as  violating  a  decree  who  has  never  Ix 
of  record  in  the  snit  can  not  be  bound  by  the  decree  except 
or  more  of  the  defendants,  or  as  a  purchaser  pendente  lite,    *Bc 
Company  v.  OiVett  et at.,  347. 

%  Privy,  When  Bound  bt  Decree.— To  bind  snoh  a  party  no 
record  as  privy,  the  judgment  mnst  bind  in  relation  to  some  i 
property  directly  affected  by  the  judgment  and  acquired  i 
ment.    •  id. 

3.  Same.— Where  transfers  are  colorable,  as  for  the  purpose  of  avoi< 

tiou,  or  if  there  has  been  a  mere  change  of  names,  or  if  tl 
parties  retain  the  management  and  principal  ownership*  and 
willful,  then  privies  not  defendants  of  record'  are  bound  by  dc 

4.  Privy  not  Bound  by  Decree.— There  is  no  privity  to  a  party  d 

in  the  suit  because  of  a  purchase  by  such  party  pendente  lite  c 
involved  in  the  suit.    */<?. 

5.  Same. — A  party  not  a  defendant  to  the  snit  does  not  become  prit 

is  not  bound  by  the  decree  by  reason  of  a  purchase  of  the  pro] 
and  before  the  decree  with  an  agreement  to  meet  ail  liabiliti 
turns  of  t  he  party  selling  existing  at  the  date  of  the  sale.    *It 

DECIBION8.    See  Examinero-in-Chief. 

DEDICATION  TO  THE  PUBLIC.  See  Abandonment;  Abandoned 
Invention  Described  but  not  Claimed]  Reissues,  11,  12,  17,  18,  S 
Patents. 

Defective  specification,  see  Reissues,  10. 

DEFENSE.  See  Cancellation  of  Patents,  4 ;  Construction  of  Specification 
3,  19;  Coete  of  Snit,  2;  Estoppel,  2;  Injunction,  6;  Joint  Invent 
toSuit,  4;  Pleadings,  2;  Process,  2. 
Anticipation. — An  old  device  will  not  be  considered  sufficient'  to  d 
when  its  construction  is  such  that  radical  changes  and  additl 
required  before  it  could  be  made  to  perform  the  work  of  the  p 
satisfactorily.     *  Consolidated  Bunging  Apparatus  Company  v.  H 

DELAY.    See  Abandoned  Applications;  PreUmsnar'y  Statement. 

DELAY  IN  APPLYING  FOB  REISSUE.    See  Reissues,  1,  3,  3. 

DELAY  IN  FILING  APPLICATION.    See  Abandonment,  2,  4. 

DEMUBBER.  See  Bill  in  Equity,  1 ;  Parties  to  Suit,  2 ;  Publications,  2. 
frimgement,  1. 
Practice— General  Demurrer  to  Bill.— Where  the  bill  of  oompl 
nsnal  averments  as  to  invention,  the  procurement  of  letters  pate 
of  the  same,  and  to  an  infringement,  and  the  demurrer  was  gc 
up  no  particular  ground,  the  court  below  erred  in  sustaining 
and  in  dismissing  the  bill.    *  MeCoy  v.  Nelson,  342. 

DEMUBBER  TO  EVIDENCE.    See  Suits  for  Infringement,  2. 

DEPOSITIONS. 
1.  Betusal  of  a  Witness  to  be  Cross-examined— Testimony 
"Where  a  witness  is  called  to  give  his  deposition,  is  examine 
relation  to  a  subject  properly  involved  in  the  controversy,  an* 
examination  refuses  to. answer  a  proper,  pertinent,  and  material 
testimony  will  not  be  considered  "  at  the  hearing.    MUligan  v. 
et  al.9 1. 
3.  Objections  to  Irregolarly-takbn  Depositions.— When  a  depos 
irregularly  and  without  authority,  or  shows  on  its  face  reasons  w 
and  should  not  be  considered,  or  where  an  entire  deposition  i 
unless  there  has  been  a, waiver,  an  objection  at  the  hearing  woi 
tained.    */A 


suppress.    *Id. 

4.  Sams— Correction  of  Deposition. — Such  motion  to  suppress  sboald  be  made 

without  unreasonable  delay,  so  that  the  omissions  may  be  corrected  by  a  fur- 
ther examination.    *Id. 

5.  Same.— The  better  and  safer  practice  in  a  case  like  the  present,  where  the  wit- 

new  declined  to  answer  a  proper,  pertinent,  and  material  cross-interrogatory, 
is  to  move  for  the  suppression  of  the  deposition  in  advance  of  the  hearing,  and 
as  soon  as  reasonably  possible  after  snch  deposition  be  taken.    *Xrf. 

DESCRIPTION.    See  Anticipation  1 ;  Construction  of  Claim*,  3,  4,  5;  Construction  of 
Specifications  and  Patents,  8, 9, 10,  12,  15,  18;  Reissues,  7, 10, 12. 

DESIGNS. 
Appeals  to  Examiners-Di-Chiee.— An  application  for  patent  upon  <*  a  design  for 
ornamenting  the  surface  of  the  walls  of  railway  cars,"  etc,  which,  in  the* 
opinion  of  the  examiner,  contains  nothing  which  can  "  constitute  proper 
subject-matter  for  a  design  patent "  should  be  by  such  examiner  rejected. 
From  such  rejection  an  appeal  will  lie  to  the  Board  of  Examiners-in-Chief^  as 
in  ordinary  oases  of  the  rejection  of  claims.    Ex  parte  Harris,  4. 

DILIGENCE.    See  Delay;  Rehearing,*. 

DISCLAIMER.    See  Construction  of  Specifications  and  Patents,  21 ;  Infringement,  25; 
Interference,  15. 

1.  Disclaimer  after  Reissue— Effect  of.— After  a  decision  by  the  Supreme  Court 

that  the  first  claim  of  the  reissue  was  invalid  as  being  for  an  invention  dif- 
ferent from  that  of  the  original  patent,  the  owner  of  the  reissue  filed  a  paper 
setting  out  that  the  specification  and  claim  of  the  reissue  are  too  broad,  in- 
cluding that  of  which  the  patentee  was  not  the  first  in  Ten  tor,  and  disclaim- 
ing the  first  claim.  Held  that  this  disclaimer  was  broad  enough  to  carry  with 
it  all  of  the  specification  which  was  applicable  only  to  such  claim.  'Tarrant 
v.  Dulutk  Lumber  Company,  417. 

2.  Where  Application  Shows  but  does  not  Claim  Invention.— Rule  42,  requir- 

ing disclaimers  in  cases  where  two  or  more  applications  are  pending,  all 
showing,  but  only  one  claiming,  the  same  subject-matter  of  invention,  is  di- 
rectory and  not  jurisdictional,  and  the  issue  of  the  first  patent  is  not  a  bar  to 
the  issue  of  the  second.    Ex  parts  Roberts,  61. 

DISCLAIMER  IN  ORIGINAL  PATENT  OMITTED  IN  REISSUE.    See  Reissue*.  15. 
DISCOVERT.    See  Assignments,  \. 
DISCOVERY  AND  ACCOUNT.    See  Injunction,  5. 
DIVISIONAL  APPLICATION.    See  Assignments,  2,  3, 7. 

DIVISION  OF  APPLICATION.    See  Claims,  1, 7, 8 ;  Construction  of  Specifications  and 
Patents,  22;  Process,  2;  Rejected  Claims,  1;  Subsequent  Applications;  Subsequent 
Patents,  2,  3. 
1.  Vital  Objections  as'to  Form.— The  question  of  division  would  be  a  vital  ob- 
jection, or  a  claim  for  a  combination  where  one  of  the  elements  was  so  vague 
and  indistinct  as  to  be  incapable  of  examination  on  its  merits,  or  where  an 
important  element  was  wholly  lacking;  but  as  to  the  dividing  line  between 
objections  ^  *>  vital  and  those  which  are  not  mneh  mns£  be  left  to  the 

judgment  s  mi  of  the  examiner.    Ex  parts  Mill,  92. 
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DIVISION  OF  APPLICATION— Continued. 

7.  The  Legislation  of  Congress  touching  Patents  foe  Improvements  ey 

way  of  Reissue  and  Authorizing  more  than  one  Invention  for  Im- 
provements to  be  Embraced  in  one  Patent.— This  does  not  exclude  the 
ides  that  such  improvements  upon  *  distinct  organism  could  not  have  been 
united  id  a  single  original  patent,  provided  it  retained  its  identity  and  was 
not  affected  by  the  advance  in  arts  and  invention.  But  since  the  repeal  of 
section  5,  act  March  3, 1837,  by  section  53,  act  July  8,  18ft),  the  separate  reis- 
sue patents  allowed  for  different  parts  of  the  invention  are  necessarily  for 
divisional  parts,  for  which  separate  patents  might  have  originally  issued.  In 
eases  of  new  combinations,  in  which  some  of  the  elements  are  new,  claims 
for  the  combination  and  for  the  new  elements  may  be  united  in  one  patent, 
because  they  ail  properly  constitute  one  iu  vent  ion,  and  in  such  a  case  the 
applicaut  might  embrace  the  claims  for  the  new  elemeuts  without  making 
claim  to  the  combination,  for  he  is  not  required  to  do  the  latter,  and  by  omit- 
tin  g  the  combination  he  would  dedicate  it  to  the  public.  But  this  is  only  true 
of  elements  new  generically,  and  not  of  claims  for  mere  improvements  upon 
old  elements  which  csn  be  used  and  applied  in  other  relations  in  the  arts. 
Id. 

8.  Coordination  and  Combination.— When  inventions  are  so  near  the  dividing 

line  as  to  render  impossible  the  determination  with  certainty  whether  in  a 
proper  sense  co-ordination  and  combination  exist,  so  as  to  constitute  them 
one  invention  or  combination,  the  doubt  should  be  resolved  in  favor  of  the 
inventor,  and  he  should  be  allowed  to  unite  them  in  one  application  if  be  so 
elect.    Id. 

9.  Tbe  Importance  of  Classification  and  Division  of  Patentable  Sub- 

jects.—A  new  invention  falls  into  the  mass  of  human  instrumentalities  and 
must  yield  to  the  conditions  in  which  it  finds  itself.  It  is  accepted  as  useful 
aud  demand  for  it  req  aires  its  r»pid  and  economic  manufacture.  Division  of 
skill  and  labor  takes  it  to  pieces  and  constructs  its  parts  separately  and  by 
distinct  processes.  Invention  seises  upon  its  elements  and  modifies  and  im- 
proves them  until  at  last  each  part  takes  its  place  iu  the  catalogue  of  human 
production.  When  this  stage  is  reached,  why  shall  not  new  inventions  as  to 
parts  be  regarded,  examined,  and  patented  as  such  f  The  original  invention) 
was  examined  and  patented  with  reference  to  the  state  of  the  art,  industry, 
and  the  classification  of  inventions  at  the  period  when  it  was  given  to~the 
public.  There  is  no  reason  why  subsequent  inventions  as  to  distinct  parts 
Bhould  not  be  treated  with  respect  to  the  similar  state  and  conditions  of , the 
latter  period  in  which  they  are  made.  Classification  and  division  of  labor 
in  the  Office  are  absolutely  essential  to  the  prompt  and  thorough  examination 
of  applications  and  the  transaction. of  the  public  business  by  the  Office,  and 
to  the  interest  of  the  jnventor.    Id. 

10.  Ex  parte  Blythk  Reaffirmkd.— The  decision  is  Ex  parte  Blgike  (C.  D.,  1885, 

62)  reaffirmed  in  so  far  as  it  is  held  that  Congress  has  recognised  the  natural 
classification  of  the  arts  as  existing  in  four  great  divisions,  and  that  a  single 
and  distinct  inveution  clearly  belonging  in  one  ooght  not  to  be  joined  in  the 
same  invention  with  an  invention  belonging  in  another  division.  This  con* 
elusion  arises  from  tbe  fact  that  Congress  has  required  a  careful  examination 
to  be  made  of  each  application,  has  recognised  classification  as  a  necessary 
part  of  tbe  system,  has  invested  the  Commissioner  with  large  discretion  in 
the  matter,  and  that  without  snch  arrangement  and  clsssifieation  it  is  iav 

immmiHT    '  nirement  as  to  examination ;  but  it  is  not 

-  any  ascertained  intention  of  Con- 
if.    Id. 
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II.  Atiabatuc  .lnl  Process  are  Distinct  Invention's.— It  must 
settled  by  the  very  highest  authority  that  an  apparatus  and 
separate  and  distinct  inventions.    There  is  no  requirement  o      i 
must  or  ought  to  be  comprehended  in  a  single  patent,  while 
radons  why  they  should  not  be.    A  claim  for  a  machine  or  :i[     i 
claim  for  a  process  should  be  prosecuted  in  separate  applicat     i 
when  allowed,  comprehended  in  separate  patents.    Id. 
id.  Co-ordination  op  Parts— Combination.— When  the  applicai 

for  a  combination  between  several  elements  or  parts,  aud  the     \ 
bination  cau  not  be  sustained  for  want  of  co-operation,  then  di     ■ 
the  distinct  elements  or  parts  should  be  required  in  accord 
priuciple  hereinbefore  announced.    Id. 

DRAWINGS.    See  Applications,  2. 
Practice  of  Erasing  and  Mutilating  Drawings  Condemned.-    ' 
filed  with  an  application  is  oue  of  its  most  important  and  essei 
becomes  a  permanent  record  in  the  Office, and  no  one  haa  autb< 
any  of  its  features  by  erasure  or  otherwise  mutilating  the 
practice  is  violative  of  every  priuciple  applicable  to  public  rec<    ] 
Wharton,  &J. 

ENLARGEMENT  OF  CLAIMS.    See  Particular  Patents,  14,52,44  ;  lie    \ 
8, 11, 13, 13, 19, 90,23. 

ENTRY  OF  APPEARANCE.    See  Serrice  of  Process,  10. 

EQUITABLE  INTERESTS.    8ee  Assignments,  5 ;  Jurisdiction,  C;   Par    i 

EQUITY  PRACTICE.    See  Service  of  Process,  3,  4. 

EQUIVALENTS.    See  Anticipation,  5;   Construction  of  Specifications  a    I 
14 ;  Infringement,  8, 9, 22, 29,  31,  33,  37 ;  Injunction,  9. 

ERROR  OF  JUDGMENT    See  Bevsues,  18. 

ESTOPPEL. 

1.  Must  Appear  in  Pleadings.— -If  a  defendant  relies  on  the  com]:  : 

estopped  from  enforciug  his  rights  against  the  defendaut,  snch  • 
be  set  up  in  the  pleadings,  or  the  court  will  take  no  notice  of  I 
Bransford,  422. 

2.  Defendant  in  Former  Suit— When  Estopped  from  Denying 

The  defendant  in  this  suit  having  been  a  defendant  in  a  former 
same  patent,  where  the  assignor  Of  the  complaiuaut  corpora 
party  complainant,  and  wherein  the  defendant  had  tiled  an  ai  ; 
up  substantial  defenses  and  then  permitted  a  decree  by  con  Ben 
damages,  with  no  costs,  and  with  an  injunction,  Held  that  upoi 
facts  it  is  not  open  to  the  defendant  on  this  motion  to  deny  t  i 
complainant's  patent  in  suit.    *  United  States  Metallic  Packin  > 
Tripp,  435. 
EVIDENCE  OF  INVENTION.    See  Anticipation,  3;  First  or  Original  h 
EXAMINATION  OF  APPLICATIONS.    See  Claims;  Construction  of  $pe  r 
Patents,  19;  Division  of  Applications. 

1.  Old  and  New  Elements  should  he  Distinguished.— In  an  ay; 

patent  for  "a  mere  improvement"  the  primary  exauiiuer  may  l : 
cant,  in  conformity  to  Rule  3G,  to  "broadly  point  out  the  parti 
(the  improvement)  relates,"  aud  "by  explicit  language  (listing 
what  is  old  and  what  is  claimed  as  uew."    Ex  parte  Massicks  at 

2.  Acknowledgment  that  Elements  are  Old  cannot   be  '  Ex  a 

primary  examiner,  however,  should  not  and  has  no  right  to  reqni 
to  "acknowledge  the  subject-matter  shown  to  be  old  by  the  refei 
indeed,  to  acknowledge  anything  else.    Id. 


Q9D  INDEX. 

EXAMINATION  OF  APPLICATIONS-Continued. 

3.  Examiner  may  Reject  if  He  Believes  Them  Old.— In  such  cases,  if  appli- 

cant  "  should  claim,  things  as  new  which  the  examiner  clearly  thought  to  be 
old,  this  wonld  constitute  no  reason  why  the  examiner  should  require  an  ac- 
knowledgment or  recognition  on  the  part  of  applicant  that  such  things  in 
dispute  were  really  old.     He  should  rather  reject  for  that  reason."    Id\ 

4.  Office  of  Primary  Examiner  is  Continuing.— The  office  of  primary  exam- 

iner in  the  Patent  .Office  is  continuing,  and  does  not  change  with  the  n/rson 
of  the  incumbent.  An  application  is  not  assigned  to  the  examiner  as  an  in- 
dividual, but  to  the  division  over  which  he  presides,  and,  notwithstanding 
the  resignation  of  an  incumbent  who  has  taken  action  upon  a  case  and  the 
appointment  of  his  successor,  the  jurisdiction  continues  unaffected  by  the 
change.     Ex  parte  Frederick*  and  Burns,  66.    - 

5.  Primary  Examiner  the  Vice-Representative  of  the  Commissioner.— An 

application  continues  in  the  Patent  Office,  and  in  acting  upon  it  the  Primary 
Examiner  is  the  vice-representative  of  the  Commissioner,  and,  until  reversed 
or  modified,  his  action  or  decision  is  that  of  the  Commissioner.  This  jurisdic- 
tion of  the  Primary  Examiner  continues  until  the  case  is  taken  out  of  his 
division  by  the  superior  jnrisdiction  operating  through  the  rules  of  the  office 
or  by  the  special  order.  J d. 
&  Jurisdiction  of  Primary  Examiner  over  Applications.— An  examiner  has 
jurisdiction  until  the  case  is  allowed  and  passed  to  issue.  It  is  not  until  the 
examiner  sigus  the  file- wrapper  and  forwards  the  application  to  the  Issue 
Division  that  he  can  be  said  to  have  reudered  a  favorable  decision.  He  may 
have  formd  an  opinion  in  its  favor  or  expressed  au  oral  or  even  a  written  sug- 
gestion in  the  same  direction ;  but  these  do  not  constitute  his  formal  favora- 
ble decision.  (Citing  ex  parte  Starr,  C.  D.,  1879,91 ;  ex  parte  Basil,  26  O.  G.v 
437.)    Id. 

6.  Primary  Examiner  not  Bound  by  Acts  of  His  Predecessor.— When  the 

examiner,  after  action  upon  a  case,  had  advisea  the  applicant  that  his  appli- 
cation "  was  now  in  condition  for  allowance,  but  required  a  new  drawing,* 
bnt  had  not  signed  the  file- wrapper  and  forwarded  the  case  to  ibe  Issue  Di- 
vision, Held,  this  did  not  deprive  the  successor  in  office  of  the  Primary  Ex- 
aminer of  jurisdiction  to  reconsider  and  reject  the  application.     Id. 

8.  Practice  Under  Rules  63,  64,  and  129.— In  examining  an  application  there  are 

two  steps  to  be  tauten :  First,  to  determine  whether  it  is  in  proper  form  ;  second, 
the  consideration  of  the  merits.  These  steps  are  to  be  continuous  and  prac- 
tically one,  except  wherearttai  objection  as  to  form  exists.  In  such  a  case 
the  examiner  will  proceed  no  further,  but  clearly  point  out  to  applicant  the 
objections,  aud  inform  him  that  no  action  on  the  merits  can  be  taken  until 
the  informalities  are  removed.    Ex  parte  Mill,  92. 

9.  Formal  Objection— Treatment  of.— When  the  formal  objections  are  not 

vital,  or  when  found  to  exist  in  certain  claims  only,  while  others  may  be  free 
from  objection,  the  examiner  will  proceed  to  consider  the  merits,  and  in  hit 
first  letter  clearly  point  out  to  applicant  the  formal  objections,  reject  the  one 
class  of  claims  and  allow  the  others,  and  further  state  that  further  action  on 
the  merits  can  not  be  had  until  tho  formal  objections  are  disposed  of.  By 
such  course  the  applicant  receives  at  the  earliest  moment  full  information  as 
to  tho  opinion  of  the  office  upon  his  application,  and  is  enabled  to  act  ad- 
visedly, and  the  examiners  are  saved  multiplied  examinations,  the  tendency 
to  make  examinations  slightingly  is  avoided,  and  the  results  generally  are 
more  satisfactory.    Id. 

EXAMINER  OF  INTERFERENCES.    See  Contraction  o/  T        ^,2;   Interference*. 

EXAMINERS.    See  Amendments ;  Appealed  Cases ;  Appeals;  "2;  ConstrucHm 

of  Statutes ,2;  Division  of  Application  ;  ExaminaUor  *ono;  Interfere 

enoe;  Public  use*  4 ;  Rejected  Cases;  Reopening  of  ¥ 
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signs :  Public  Use,  4 ;  Reopening  of  Rejected  Ca$es. 
Pbactice  of  Inferior  Tribunals  Criticising  tub  Action  o 
the  Superior  Tribunal  Condemned.— Whatever  may  be 
views  entertained  by  an- inferior  tribunal  of  the  action  or  rn 
perior  tribunal,  it  is  manifestly  improper  to  express  them  ii 
decisions.  Such  practice  tends  seriously  to  impair  the  disc 
mony  of  the  Office  and  destroys  confidence  in  its  rulings.    Ex 

EXPERIMENTAL  USE.    8ee  Abandonment,  2;  Public  Uho,  7. 8. 
Public  Use.— A  use  of  an  invention  prior  to  application  can  not  be 
peri  mental  when  the  subsequent  completion  of  the  invention 
to  its  patentable  quality.    *  International  Tooth- Crown  Compa 
et  al.,  425. 

EXPERT  TESTIMONY.    See  Construction  of  Specifications  and  Patents 

EXPIRATION  OF  PATENTS.    See  Limitation  of  United  States  Patt 
Patents  Previously  Granted;  Trade-Marks,  16. 

EXPIRATION  OF  PATENTS  BEFORE  FINAL  DECREE.    See  Juri 

FINAL  FEE.    See  Renewal  of  Forfeited  Cases. 

FIRST  OR  ORIGINAL  INVENTOR.  See  Construction  of  Specification 
3 ;  Joint  Inventors,  1 , 2, 3. 
Infringement— Prior  Invention— Sufficiency  of  Evidence- 
295,172,  for  Improvement  in  Cash  and  Parcel  Carryinc 
a  suit  for  infringement  of  a  patent,  the  defense  being  that  deft 
first  inventor,  the  fact  that  soon  after  the  time  of  bis  alleged 
applied  for  a  patent  relating  to  the  same  subject,  which  he  b 
tirely  different  principle,  overcomes  his  and  his  witness's  testi 
was  the  first  inventor.  *Lamson  Cash  Railway  Company  v.  Oi 
Company  et  al.,  269. 

FOREIGN  PATENTS.     Limitation  of  United  States  Patents  by  Foreign 
ously  Granted  ;  Particular  Patents,  4, 77. 

FORFEITED  CASKS.    See  Abandonment,  6;  Renewal  of  Forfeited  Case 

FORMER  DECISIONS  AFFIRMED.  .See  Cancellation  of  Patents,  1 ;  ( 
Claims,  2 ;  Division  of  Application ,  10 ;  Judgment;  Pleadings,  1 ; 
Courts,  2;  Subsequent  Applications,  Subsequent  Patents,  2. 
Former  Decisions  Affirmed. — Commissioners'  decisions  in  ex  p> 
(C.  D.,  1884,  18 ;  26),  O.  Q.,  1207  ex  parte  Kerr  (Id.,  27  ;  2*  0.  G 
Bolt  (Id.,  43;  29  O.  G.,  171),  a«L  exports  Wilkin  (Id.,  71 ;  29  O 
proved.    Ex  parte  Paige,  71.  . 

FORMER  DECISIONS  REVERSED.    See  Practice  in  the  Courts,  1. 

FRAUD.    See  Cancellation  of  Patents,  4;  Trade-Markn,  17  ;   Void  PatenU 

FUNCTION.    See  Claims,  5 ;  Division  of  Application,  2 ;  Mechanical  Skil 

GENERIC  CLAIMS.    See  Claims,  1,  7,  8. 

IDENTITY  OF  INVENTIONS.    See  Limitation  of  United  States  Paten 
Patents  Previously  Granted,  5. 

IMPROVEMENTS.    Assignments,  5,  6 ;  Division  of  Application,  C,  7 ; 
went,  11,  12;  19  32;  Invention,  1. 
What  are  Improvements  itpox  Earlier  Patents  by  the  Same 
One  patented  machine  is  an  improvement  upon  another  wbei 
construction  and  arrangement  of  parts,  the  principles  of  opera; 
results  are  substantially  similar  in  both  iu stances,  although  t 
chine  may  be  much  better  than  the  earlier  one.    *Aspiuwall  Al 
Company  v.  Gill  ct  al.,  4tfJ. 


of  Claim*,  11;  Construction  of  Specification  and  Patents,  6,20;  Corporation*, 
3;  Damage*  and  Profit*,  1,  3;  Decree;  Defenne;  Demurrer;  Eutoppel,  2;  In- 
junction, 1,  2,  4,  ?,  9,  10;  Jurisdiction;  Liability;  Licente*,  4;  Limitation; 
Particular  Paten  te,  1, 3, 7, 9, 18, 22, 26, 39, 48, 51, 53, 54, 56, 58, 60, 62, 63, 69, 70, 80, 
82,86,90,92,94;  Partie*  to  Suit,  3;  Procee*,  4;  Suit*  for  Infringement,  1,  9,  10, 
11,  13,  14,  15. 

1.  Infringement  of  Combination  Claim.— A  patent  for  a  combination  is  not  in- 

fringed by  the  nse  of  less  than  the  entire  number  of  elements  claimed.  ■ Roger 
v.  Schultz  Belting  Company,  202. 

2.  Justification  for  Acts  of  Infringement.— It  is  no  justification  for  such  sales 

to  allege  that  the  patentees  have  violated  their  J  ice  use  contract  with  the 
vender.    *  WiW*  et  al.  v.  McCollin,  213. 

3.  Infringement  by  Several.— Where  one  makes  and  others  sell  infringing  ar- 

ticles they  are  liable  jointly  and  severally.    *Jenning*  et  al.  v.  Dolan,  217, 

4.  Several  Judgments— Satisfaction.— There  may  be  several  judgments  in  re- 

spect to  the  same  act  of  infringement,  but  there  can  only  be  one  satisfaction. 
•Id. 

5.  Contributory  Infringement.- Where  a  person  makes  and  prits  on  the  market 

an  article  which  of  necessity  and  to  the  knowledge  of  such  person  is  to  be 
used  for  the  purpose  of  infringing  a  patent,  such  person  will  be  held  liable 
under  the  doctrine  of  contributory  infringement.  * Snyder  et  al.  v.  Bmnmell  at 
o/.,  222. 

6.  Liability  as  Infringer.— But  the  doctrine  that  a  party  may  be  held  liable  aa 

an  infringer  solely  because  an  article  sold  by  him  might  be  need  by  the  pur- 
chaser as  one  element  of  a  patented  combination  would  be  too  dangerous  to 
be  upheld.    *Id. 

7.  Proof  of  Contributory  Infringement.— In  order  to  hold  a  party  liable  under 

the  doctrine  of  contributory  infringement,  there  must  be  proof  that  what  he 
did  was  for  the  purpose  and  with  the  intent  of  aiding  infringement.  (Sax* 
v.  Hammond,  1  Holmes,  456.)    *Id. 

8.  Infringement— What  is.— Each  of  the  claims  of  this  patent  being  limited  to  a 

buckle  having  a  spring- clamp  composed  of  two  elastic  wings  or  arms  ap- 
proaching each  other,  but  not  connected,  they  are  not  infringed  by  a  buckle 
having  its  wings  or  arms  firmly  joined,  and  possessing  no  more  resiliency 
than  is  due  to  the  character  of  the  material,  although  it  performs  all  the 
functions  of  the  patented  bnckle.     *Bruff  v.  Waterbury  Buckle  Company,  257. 

9.  Infringement- Paper-Bag  Machines.— Claims  8, 10,  and  13  of  Reissued  Let- 

ters Patent  No.  8,357,  July  30, 1878,  for  improvements  in  paper-bag  machines, 
by  opening  the  end  of  a  tabular  blank  and  forming  the  first  or  diamond  fold 
thereof  by  means  of  the  conjoint  action  of  two  adjacent  moving  surfaces, 
these  surfaces  consisting  of  two  revolving  rollers  into  which  the  blank  ia  fed, 
the  lower  roller  drawing  the  free  or  lipped  end  of  the  blank  in  one  direction, 
while  the  other  roller,  moving  in  another  direction,  pulls  the  other  side  of 
the  blank  by  the  seam  connecting  it  with  the  preceding  blank,  this  operation 
extending  the  month  of  the  bag  into  a  diamond- fold  shape.  Held  not  to  be  in- 
fringed by  defendant's  machine,  which  has  only  oue  roller  and  no  second  di- 
vergent moving  roller,  the  fold  not  being  formed  by  the  conjoint  action  of 
two  diverging  moving  Hurfaces.  *  Union  Paper  Bag  Machine  Company  «*«£▼. 
Standard  Paper  'ompauy  et  a/.,  224. 
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vaiiaiiy  01  complainants  patent  to  mo  eua.  -jorin  America*  iron  worn  v. 
Fiske,  367. 

19.  Improvements  do  not  Avoid  Infringement.— The  addition  of  a  fine  to  in- 

crease the  draft  of  air  through  the  oven-door  into  the  oven  does  not 'avoid 
iufringement  of  complainants  patents  where  complainant's  gauze  screen  was 
also  used.    *FllUy  v.  The  Litilefltld  Stove  Company  et  al,  375. 

20.  Same. — The  addition  of  an  outer  perforated  plate  to  heat  the  air  before  it  passed 

through  the  gauze  screen  into  the  oven  does  not  avoid  infringement  of  com- 
plainant's patents.    *  Id. 

21.  Infringement— What  is. — Green's  patent  is  infringed  by  a  process  which  em- 

ployed boring  to  a  point  near  the  water  and  then  driving  a  tube  into  the 
water  in  such  a  way  as  to  make  an  air-tight  connection  of  the  sorroanding 
earth  with  the  lower  part  of  the  tube.    *Eamcs  v.  Andrews  et  al.,  378. 

22.  Infringement  by  Use  of  Equivalents. — An  infringement  results  when  de- 

fendant employs  the  equivalents  of  the  elements  of  the  combination  claims  of 
the  patent  in  suit  for  substantially  the  same  purposes  and  with  substantial!^ 
the  same  result.    * Barnes  et  al.  v.  Butkenburg,  463. 

23.  Claim— When  not  Infringed.— When  defendants'  machine  did  not  have  ele- 

ments which  could  be  successfully  employed  in  the  combination  claimed  in 
the  patent,  there  was  no  infringement.     *Gray  v.  Bange  et  al.,  472. 

24.  Infringement— What  is.— Although  defendant  employed  a  higher  heat  than 

that  described  in  the  patent  aud  cooled  the  springs  by  plunging  them  into 
cold  water,  the  patent  beiug  silent  as  to  the  method  of  cooling  the  springs, 
the  patented  method  was  infringed.  *Cary  et*al.  v.  Lowell  Manufacturing 
Company  (Limited),  496. 

25.  Change  of  Structure. — Where  a  patent  is  limited  by  disclaimer  to  a  flat  or 

"  tape  wire"  knife  for  cutting  dough,  there  is  no  infringement  in  the  use  of 
a  round  wire.     *Dmh  v.  A.  J.  Medlar  Company  (Limited),  503. 

26.  Same  Results  by  Different  Process.— Buttons  similar  to  those  r.ode  by  the 

patentee's  process  were  old,  and  the  defendant  in  manufacturing  a  like  article 
is  not  liable  for  infringement  of  any  patent.    Cottle  v.  Krementz  et  al.,  5Q6. 

27.  Limited  Construction.— Under  the  limited  construction  the  defendant  does 

not  infringe.    *  Hoff  et  al.  v.  Iron  Clad  Manufacturing  Company,  507. 

28.  Infringement  of  Claim  not  Avoided  Because  the  Defendant  Uses  ▲ 

Different  Order  of  Steps  in  His  Process.— It  does  not  follow  that 
processes  are  different  because  the  various  steps  do  not  succeed  each  other 
in  precisely  the  same  order,  and  an  infringement  is  not  thereby  avoided. 
MHammer8ehlag  Manufacturing  Company  v.  Bancroft,  509. 

29.  Infringement — What  Constitutes.— The  claim  in  controversy  called  ior 

''outer  sheets  or  layers  of  celluloid  and  an  interlining  of  textile  or  fibrous 
material."  The  infringing  article  was  made  by  one  of  the  defendants  of  two 
sheets  of  muslin  or  cloth,  with  a  paper  interlining,  aud  sent  in  this  form  to 
another  of  the  defendants,  who  placed  a  thin  coating  of  zylonite  upon  one 
side  of  the  compressed  fabric  and  returned  the  same  to  the  first  defeudant, 
who  shaved  off  the  cloth  edge  of  the  fabric  aud  turned  the  zylonite  side  over 
upon  itself,  so  that  there  was  a  surface  of  zylonite  upon  both  sides  of  the  collar 
except  at  the  neckband.  These  collars  were  then  sold  by  the  third  defendant 
Meld  that  the  claim  of  the  patent  had  been-  iofriuj     ' '  -*  each  of  the  defend- 
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INFRINGEMENT— Continued. 

30.  Same.— It  being  contended  that  the  fabric  as  manufactured  did  not  infringe  the 

patent,  and  the  conversion  of  it  into  a  collar  being  by  an  old  and  well-known 
method,  Held  that  the  question  was  whether  an  unpatented  fabric  had  been 
changed  into  a  patented  one,  and  not  whether  a  change  had  been  effected  bj 
a  familiar  inethod.    kId. 

31.  Similar  Devick.— The  use  of  a  device  doiug  the  same  work  in  substantially 

the  same  way  and  accomplishing  substantially  the  same  result  as  another 
patented  device  is  an  infringement  of  the  patent.  'Shaver  v.  Skinner  Manu- 
facturing Company,  540. 

32.  Improvement. — An  improvement  including  a  patented  device  or  combination 

infringes  the  patent.  •'Id. 

33.  Improvement  in  Wagon-Gear— Utilizing  Device  for  Additional  Pur- 

pose.— A  patent  upon  a  device  for  an  improvement  in  wagou-gear,  designed 
to  render  the  wagon -gear  elastic  and  to  relieve  the  strain  upon  the  side 
springs,  reach,  and  head-block,  is  infringed  by  using  a  device  substantially 
the  same,  although  the  latter  is  utilized  also  to  aid  the  wagon  to  track.    'Id. 

34.  Similar  Combination— Modification— Injunction.— The  fact  that  defend- 

ant need  a  combination  of  his  own  in  his  self-feeding  pen  was  not  sufficient 
to  overcome  the  fact  that  his  combination  was  merely  additional  to  plaintiff's 
combination,  which  be  was  using,  and  to  prevent  which  an  injunction  would 
be  granted.    *  Wirt  v.  Brown,  548. 

35.  Change  of  Material.—  Although  the* bustle. manufactured  and  sold  by  defend- 

ant was  made,  for  all  practical  purposes,  in  imitation  of  the  bustle  patented  by 
complainant,  except  that  it  was  of  rattan  instead  of  wire,  yet,  as  complainant 
in  his  specification  limited  himself  to  a  bustle  made  of  wire,  he  authorised 
the  public  to  make  and  use  bustles  of  any  other  material,  and  can  not  com- 
plain/of such  use  as  an  infringement  of  his  rights.  *  Weetern  and  Welle  Man- 
ufacturing Company  v.  Raeeneiock,  55t*. 

36.  Change  of  Structure.— The  defendant's  pavement  was  laid  in  two  courses, 

the  lower  being  laid  in  sections  or  blocks  separated  by  wood,  paper,  sand,  or 
poor  concrete,  and  the  npper  divided  by  a  trowel  in  lines  coinciding  with  the 
joints  in  the  lower  course.  Held  an  infringement  of  the  Schillinger  patent. 
"Shannon  v.  Bruner,  580. 

37.  The  Use  of  an  "Equivalent"  Device  mat  not  bean  Infringement. — 

Round  rock-shafts  in  tilting  malt-kiln  trays  are  old  and  now  common  prop- 
erty, and  it  is  an  old  expedient  to  tilt  frames  by  square  rook-shafts;  but 
where  the  patentee  sees  fit  to  limit  his  claim  to  a  square  rock-shaft  the  de- 
fendants, who  use  a  round  shaft,  can  not  be  held  liable.  Also,  while  a  patent 
may  cover  a  new  hook,  it  can  not  prevent  the  use  of  an  old  door-latch. 
'Toepfer  v.  Qoetz  ei  al.,  608. 

38.  AcQUiESOtNCE— Sufficient  Evidence  of.— Where  the  manufacture  under  the 

patent  had  been  extensive  for  several  years,  where  numerous  licenses  had 
been  granted  under  it,  where  the  hat-man afacturer  almost  universally  bad 
recognized  the  validity  of  it,  where  prior  suits  had  been  settled  by  the  de- 
fendants in  such  suits  taking  licenses,  the  acquiescence  in  the  validity  of  the 
patent  may  be  regarded  as  established.  'Hat  Sweat  Manufacturing  Company 
v.  Davie  Sewing  Machine  Company,  647. 

39.  Infringement  of  Combination— What  is  not.— A  patent  claiming  as  an 

element  in  a  combination  "double  braces,"  which  are  described  in  the  speci- 
fication and  shown  in  the  drawings  as  extended  in  opposite  directions,  is  not 
infringed  by  a  construction  where  the  "  braces"  extend  in  the  same  direction 
with  a  manifest  advantage.  *  Moree  v.  Manchester  et  al.,  668. 
INJUNCTION.  See  Contempt  of  Court;  Corporation*,  SP;  JurUdietion,  3, 5, 6;  8uitfor 
Infringement,  3. 
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INJUNCTION— Continued. 

1.  Infringement—Injunction  Pending  Issue.— When  a  patent  has  bean  ap- 

plied for  on  an  invention,  the  court  has  jurisdiction  to  grant  an  injunction 
-    to  restrain  its  infringement  pending  the  hearing.    *  Butler  v.  Ball,  178. 

2.  Preliminary  Injunction  not  Granted.— In  an  action  for  an  infringement  of 

a  patent  where  there  is  doubt  as  to  the  priority  of  the  invention,  if  the  de- 
fendants are  amply  responsible  and  the  plaintiff  sells  licenses  for  a  royalty, 
so  that  .there  will  be  no  difficulty  in  ascertaining  the  damage,  a  preliminary 
injunction  will  be  denied.  *  National  Hat  Pouncing  Machine  Company  v.  AsV 
drnetal.,218. 

3.  Libel— Injunction.— There  is  no  jurisdiction  in  the  United  States  courts  of 

equity  to  enjoin  a  libel  on  the  rights  or  title  0/  an  «>wner  of  letters  patent. 
•  Baltimore  Car  Wheel  Company  et  al.  v.  Bemie  el  ■«/.,  226. 

4.  Infringement— Preliminary  Injunctions— Banner-Rod.— A  preliminary  in- 

junction will  not  be  granted  to  restrain  the  infringement  of  a  "  design  for  a 
banner-rod,  consisting  of  a  conventional  imitation  of  a  straight  twig  with 
the  bark  and  slantingly- cut  ends,"  the  section  which  relates  to  design  patents 
demanding,  it  may  be  supposed,  the  exercise  of  more  genius  than  is  exhibited 
by  it.  *0$bon  v.  Judd  et  al.,  227. 
.5.  Bill  in  Equity  Against  Licensee— Injunction  and  Account.— A  bill  in 
•equity  which  sets  forth  a  license  to  defendants  to  nse  certain  patents  embod- 
ied in  machines  leased  to  them  by  plaintiff,  the  license  providing  for  payment 
of  license-fees,  or  purchase  and  use  of  license^stamps,  and  for  rendering  ac- 
counts, and  which  alleges  failure  of  defendants  in  their  obligations  under  the 
license,  and  prays  for  discovery  and  account,  and  decree  for  payment  of face, 
and  an  injunction  until  such  payment  shows  a  cause  for  equitable  relief.  *  Jfo- 
Kay  v.  Smith  et  al,  353. 

6.  Pleading— Certainty  in.— Where  the  answer  sets  up  generally  want  of  equity 

in  the  bill  to  defeat  an  injunction,  without  alleging  reasons  why  the  injunc- 
tion would  be  inequitable,  the  court  will  not  consider  such  defense.  *P**tf 
v.  kraneford,  361. 

7.  Preliminary  Injunction— When  Proper.— It  appearing  that  the  packing 

made  by  defendant  since  the  injunction  in  the  former  suit  differed  only  in 
form  from  that  enjoined,  but  operated  in  the  same  way,  a  preliminary  injunc- 
tion is  proper.    *  United  Statee  Metallic  Packing  Company  v.  Tripp,  436. 

8.  Motion  to  Dissolve  an  Injunction.— Motion  to  dissolve  an  injunction  on  the 

ground  that  the  invention  covered  by  the  patent  was  described  in  a  prior  pat- 
eut  to  same  inveutor  denied.  *  Holmes  Electric  Protective  Company  v.  Afrfropof- 
itan  Burglar  Alarm  Company,  504. 

9.  Benton— Fare-Registers— Equivalents.— An  injunction  granted  in  this  canes 

.February  5,  1686,  is  not  violated  by  the  defendant  in  the  use  of  a  device 
which  is  a  stop  on  moving  the  trip-hand  of  a  fare-register  forward  beyond 
zero,  but  is  not  capable  of  being  fixed  where  registration  is  begun  away 
from  the  proper  place  so  as  to  indicate  that  fact.  *  Rail  wag  RegUter  Maanfmof- 
nring  Company  v.  Broadway  and  Seventh  Jienue  Railroad  Company,  506. 

10.  Preliminary  Injunction  Denied.— A  motion  for  a  preliminary  injnnotion  wa* 
denied  where  it  appeared  that  the  validity  of  the  patent  in' suit  was  vigor- 
ously assailed  and  that  the  defendant  did  not  manufacture  the  infringing  ar- 
ticles,, but  bought  the  same  from  the  manufacturer  living  in  another  district, 
against  whom  complainant  had  a  suit  pending  in  which  a  preliminary  injunc- 
tion had  been  applied  for  and  denied  with  leave  to  renew.  'flicks  v.  Boardo 
ley  et  al.,  546. 

il.  Leave  to  Renew  Motion  for  Preliminary  Injunction.— Leave  to  renew 
the  motion  was  granted  should  an  injunction  preliminary  or  final  be  obtained 
in  the  suit  against  the  manufacturer.    *  Id. 
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INJUNCTION— Continued. 
13.  Preliminary  Injunctions— Grounds  for.— Where  the  injury  to  the  defendants 
would  be  trifling  should  a  preliminary  injunction  be  granted,  and  where  the 
injury  to  the  complainants  would  be  destructive  if  the  preliminary  injunction 
should  not  be  granted  and  the  infringement  is  not  seriously  denied  and  aoqni- 
esesnee  is  proved,  the  court  will  not  hesitate  to  grant  the  relief  asked  for. 
*Hat  Sweat  Manufacturing  Company  v.  Davis  Sewing  Machine  Company,  647. 

INOPERATIVE  PATENTS.  8ee  Construction-  of  Claims,  8;  Infringement,  12. 
Test  Whether  a  Patent  is  Operative. —In  determining  the  question  whether  a 
patent  is  operative,  the  workings,  not  of  a  machine  made  as  a  literal  copy  of 
the  drawings  of  the  patent,  but  of  one  made  with  the  mechanical  devices  which 
will  tend  to  make  a  machine  practical  and  operative,  and  which  are  within 
the  duty  of  the  mechanic,  are  to  be  considered.    * Roger  et  al.  v.  Coupe,  280. 

INTERFERENCE.    See  Appeals  1,2, 3;  Deposition;  Preliminary  Statement;  Reissues, 
16,17. 

1.  Motion  to  Dissolve— When  to  be  Transmitted  to  Primary  Examiner.— 

Motions  to  dissolve  an  interference  upon  either  one  of  the  grounds  mentioned 
in  Rule  116— viz :  First,  that  no  interference  in  fact  exists ;  second,  that  there 
has  been  such  irregularity  in  declaring  the  same  as  will  preclude  a  proper 
determination  of  the  question  of  priority  between  the  parties ;  third,  or  which 
deny  the  patentability  of  applicant's  claims;  fourth,  or  which  deny  appli- 
cant's right  to  make  the  claims — will,  when  in  proper  form,  be  transmitted 
by  the  Examiner  of  Interferences  to  the  Primary  Examiner  for  his  determi- 
nation.   Edison  and  Oilliland  v.  Phelps,  11. 

2.  Same — 8amb. — It  is  not  intended  by  the  rale  that  every  motion  to  dissolve  an 

interference,  even  although  the  interference  may  have  been  irregularly  de- 
clared, shall  be  transmitted  to  the  Primary  Examiner.  The  rule  refers  only 
to  those  motions  where  the  irregularity  is  of  that  character  which  will  pre- 
clude the  proper  determination  of  the  question  of  priority.    Id. 

3.  Same— When  not  to  be  Transmitted  to  Primary  Examiner.— Motions  to 

dissolve  an  interference  upon  grounds  other  than  those  mentioned  in  Rule 
116  shonld  not  be  transmitted  to  the  Primary  Examiner  by  the  Examiner  of 
Interferences.    Id. 

4.  New  Party  to  an  Interference.— When  an  application  is  received  in  this 

Office  which,  in  the  opinion  of  the  Primary  Examiner  in  charge,  should  be  in- 
cluded in  a  pending  interference,  the  fact  and  date  of  the  filing  of  such  appli- 
cation should  be  reported  by  such  examiner  to  the  Examiner  of  Interferences, 
together  with  a  request  for  a  suspension  of  the  interference  proceeding  for 
the  pnrpose  of  adding  such  new  party.  Seed  v.  Jordan,  14. 
6.  8amb— After  Testimony  has  been  Taken.— If  the  files  in  the  interference 
disclose  that  testimony  has  actually  been  taken,  the  Examiner  of  Interfer- 
ences should  forward  to  the  Commissioner  a  report  to  that  effect,  accompa- 
nied by  the  report  of  the  Primary  Examiner  to  himself,  together  with  his 
recommendation  as  to  whether  or  not,  in  his  opinion,  the  new  party  should 
be  added.    Id. 

6.  Same— Same.— If  the,  interference  files  do  not  disclose  the  fact  that  any  testi- 

mony has  been  taken,  the  Exaininer'of  Interferences  will  advise  the  parties 
to  the  proceeding  that  such  new  application  has  been  filed,  that  it  should 
probably  be  included  in  the  interference,  that  it  is  necessary  to  know  whetbes— - 
or  not  any  testimony  has  been  taken,  and  if  so,  when,  where,  and  about  how 
much,  together  with  the  names  of  the  witnesses  who  have  been  sworn ;  and 
if  not,  when  and  where  the  first  testimony  is  expected  to  be  taken.    Id. 

7.  Same— Matter  of  Taxing  Testimony  may  be  Determined.— The  Examiner 

of  Interferences  may,  if  he  think  necessary,  take  additional  steps  to  assure 
himself  as  to  the  fact  of  whether  or  not  testimony  has  been  taken.    Id. 
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8.  Samk— May  be  Added  by.  Examiner  of  Interferences  if  no  Testimony 

Taken. — If,  after  proper  inquiry,  the  Examiner  of  Interferences  is  satisfied 
that  no  testiuiouy  has  been  taken,  he  may  grant  the  suspension,  and  the  new 
party  may  be  added  to  the  interference  without  the  direction  of  the  Commis- 
sioner.   Id. 

9.  8ame— If  Testimony  has  been  Taken  Commissioner  Determines.— If,  on 

the  contrary,  after  such  inquiry  the  Examiner  of  Interferences  is  satisfied 
that  testimony  has  been  taken,  he  should  report  the  facts,  together  with  his 
conclusions  and  recommendation,  to  the  Commissioner.    Id. 

10.  Same— No  Testimony  Taken— When  Primary  Examiner  may  Add.— When 

no  testimony  has  been  takeo,  the  Primary  Examiner  may,  after  suspension  of 
the  interference,  add  such  new  party  thereto  without  the  order  of  the  Com- 
missioner.   Id. 

11.  Same— If  Testimony  Taken  Commissioner  Only  can  Add.— If,  however, 

testimony  has  been  taken,  no  new  party  can  be  added  to  the  interference 
without  the  order  of  the  Commissioner.    Id. 

12.  Adverse  Party  may  have  Access  to  Papers.— Under  Rule  126,  when  an 

application  is  involved  in  an  interference,  the  adverse  party  thereto  will  be 
"permitted  to  see  or  obtain  copies  of  the  interfering  claims  and  of  so  much  of 
the  specifications  as  relate  thereto."    Ex  parte  Fischer 1 18. 

13.  Same— But  no  Other  Parties.— Dnring  the  pendency  of  an  interference  pro- 

ceeding, and  at  any  time  before  patent  issues,  the  interference  files,  while 
accessible  to  each  of  the  parties  to  such  proceeding,  are  not  accessible  to  any 
other  person.    Id* 

14.  Interference  with  a  Patent— Only  After  Rejection.— An  applicant  for 

patent  is  not  entitled  to  an  interference  with  an  unexpired  domestic  patent 
until  he  has  been  actually  rejected  on  such  patent.  Ex  parte  Maeeicto  and 
Crooke,  20. 

15.  Rejected  Matter  Need  Not  be  Disclaimed. — When,  after  an  interference 

has  been  decided,  the  losing  party  thereto  amends  his  application  and  can- 
cels the  claims  which  had  been  in  such  interference,  he  should  not  be  required 
to  formally  disclaim  the  subject-matter  described  therein,  and  which  he  has 
so  canceled.    Ex  parte  Firm,  27. 

16.  Same. — There  is  no  law  or  role  which  requires  an  applicant  under  such  circum- 

stances to  enter  a  disclaimer.  If  the  specification  is  too  broad,  if  it  covers 
any  of  the  matter  which  has  been  in  interference,  or  if  it  so  indistinct,  infor- 
mal, or  ambiguous  that  the  public  may  be  imposed, upon  by  the  issuance  of 
a  patent,  it  is  the  duty  of  the  examiner  to  require  correction  and  modifica- 
tion, so  as  to  bring  the  case  within  the  rules  of  the  Office,  and  if  such  modifi- 
cation be  not  made  to  refuse  the  patent.    Id. 

17.  Same— Construction  of  Rcle.— Rule  3(5  contains  nothing  indicating  that  in 

presenting  an  application  for  a  patent,  the  invention  being  a  mere  improve- 
ment, the  applicant  is  required  to  disclaim  anything  that  may  be  old.  That 
rule  only  requires  that  the  particular  and  specific  claim  of  the  applicant  shall 
be  put  in  sncti  clear  and  unambiguous  form  that  (he  public  and  any  person 
called  upon  to  construct  the  machine  or  device  may  be  able  to  distinguish  be- 
tween the  thing  claimed  as  new  and  that  which  is  old.    Id. 

18.  Same— Same.— Neither  Rule  42  nor  Rnle  104  has  any  application  in  the  present 

case.  The  disclaimers  contemplated  by  the  former  are  between  several  ap- 
plications of  the  same  individual,  covering,  either  by  claiming  or  showing, 
the  same  device  or  invention,  and  the  rule  was  adopted  to  prevent  the  party 
from  procuring  a  prolongation  of  the  monopoly  of  his  patent  by  securing  two 
patents  for  the  same  thing,  and  also  to  prevent  an  abuse  which  occasionally 
might  occur  of  a  reissue  upon  a  patent  which  showed  but  did  not  claim  the 


whole  invention.-/**. 
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INTERFERENCE— Continued. 

19.  Construction  of  Rule  104.— The  effeet  of  Bale  104  it  simply  to  allow  one  of 
the  applicants  to  anticipate  the  award  of  priority  in  the  interference,  and  to 
place  himself  in  the  condition  he  would  he  in  had  the  proceedings  continued 
regularly  and  the  award  been  made ;  hut  it  certainly  cannot  be  extended  by 
implication.    Id. 

90.  Joint  Applicants  not  Joint  Inventors.— Practice  under  Rales  116  and  120 
in  cases  where,  from  preliminary  statements,  evidence,  or  otherwise,  it  ap- 
pears that  one  of  the  applicants  is  not  an  inventor,  or  joint  applicants  are 
not  joint  inventors,  etc.,  statutory  bar,  etc.    Hick$  v.  Keating  et  al.t  40. 

2L  Judgment  op  Priority.— Rale  219  is  paramount,  and  when  formal  declara- 
tion of  interference  has  been  made  the  proceeding  should  not  be  determined 
without  judgment  of  priority,  except  when  clearly  and  certainly  required  by 
Rules  116  and  120.    Id. 

92.  Parties  to  Interference.— An  interference  is  declared  between  the  applica- 
tions or  inventions  involved  rather  than  between  the  applicants  or  patent- 
ees. The  question  is,  which  invention  as  claimed  was  first  invented,  rather 
than  who  has  the  ownership  or  title.  8och  inquiry  may  disclose  a  reason 
why  one  of  the  parties  personally  is  not  entitled  to  a  patent,  and  at  the  same 
time  not  raise  the  consideration  of  a  statutory  bar.    is?. 

S3.  Rule  120— Bab  to  Patents.— Rale  120,  in  so  far  as  it  authorizes  the  sugges- 
tion of  a  statutory  bar  to  the  grant  of  a  patent  as  a  cause  for  suspending  or 
dissolving  an  interference,  relates  to  such  facts  as  are  purely  a  bar,  as  con- 
tradistinguished from  questions  of  title  or  joint  inventors— a  bar  which, 
under  the  old  rule,  would  operate  against  all  the  applicants  in  interference; 
but  such  a  statutory  bar  to  the  claims  of  either  one  of  the  parties  to  the  inter- 
ference is  snfficient  to  call  into  exercise  the  action  contemplated  by  the 
rule.    Id. 

24.  Same— Action  by  Examiner.— Rale  120  does  not  require  the  Examiner  of 

Interferences  to  act  immediately  upon  being  advised  of  the  existence  of  a 
state  of  facts  which  might  jnstify  action  looking  toward  sunpension  or  disso- 
lution of  the  interference.    Id. 

25.  Practice  in  the  Patent  Office.— A  history  of  the  practice  of  the  office  in 

this  particular,  as  shown  in  Commissioners'  decisions  since  Pagh  r.  Hamilton 
e»ol(C.DM  1870, 163.)    Id. 

26.  Motion  to  Dissolve.— When  a  motion  to  dissolve  is  made  under  Rule  116, 

showing  *  prima  facie  case  in  which  there  seems  to  be  a  statutory  bar  to  the 
claims  of  the  adverse  party,  the  Examiner  of  Interferences  has  no  discretion, 
but  must  at  once  refer  the  motion  to  the  Primary  Examiner.    Id. 

27.  Bulb  120— Discretion  of  Examinee.— But  when  the  question  arises  under 

Rule  120,  the  Examiner  of  Interferences  should  exercise  his  discretion.  If  it 
presents  itself  upon  [the  preliminary  statements,  showing  that  the  joint  ap- 
plicants were  not  joint  inventors,  or  other  similar  state  of  facts,  the  exam- 
iner's discretion  should  have  in  view  the  saving  of  time,  avoiding  delays,  and 
protecting  the  rights  of  the  parties  and  the  public.  Such  statements  should 
not  be  approved  without  first  giving  the  parties  an  opportunity  to  correct 
them  by  amendment  If  not  amended  and  no  disclaimer  or  concession  of 
priority  is  made,  the  statement  should  be  approved  and  the  interference  for- 
mally  declared.  If  on  final  hearing  priority  shonJd  be  awarded  to  one  party 
.when  there  was  reason  to  believe  he  was  not  the  first  inventor,  or  that  there 
was  a  statutory  bar  to  his  application,  the  Examiner  of  Interferences  should 
call  attention  to  the  fact  in  his  decision,  as  required  by  the  rule.  Id. 
22330  PAT 46 
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88.  Same.— Should  the  same  or  other  similar  state  of  facts  be  developed  is  the  evi- 
dence, the  discretion  of  the  Examiner  of  Interferences  should  be  exercised  in 
the  direction  of  reaching  a  determination  of  the  interference  and  awarding 
priority  under  Rule  119,  unless  a  statutory  bar,  as  herein  defined,  is  most  con- 
clusively shown  and  to  proceed  with  the  interference  would  impose  unusual 
and  unnecessary  trouble  and  expense  upon  the  parties.  The  role  (120)  does 
not  require  the  Examiner  of  Interferences  to  act  before  rendering  his  decisiou 
nor  that  the  Commissioner  shall  suspend  the  interference  before  such  decision. 
The  interest  of  the  public  is  generally  conserved  by  permitting  the  interfer- 
ence to  take  its  course  to  final  hearing.     Id. 

29.  INTERFERENCE  DISSOLVED  AND  NEW     APPLICATION    ADDED— ACCESS  THERE- 

TO.—The  Primary  Examiner  having  seen  proper  to  grant  a  motion  to  dissolve 
the  interference  for  the  purpose  of  including  another  and  earlier  application 
filed  by  one  of  the  contestants,  occupies  the  same  position  he  did  when  the 
interference  was  declared  originally,  and  neither  of  the  parties  at  this  stage 
of  the  procedure  has  any  right  to  demand  or  be  furnished  with  a  copy  of 
such  application.     White  v.  Demarest,  133. 

30.  Interference— Issue  to  be  made  up  by  Examiner  without  Cognizance 

of  Parties  thereto.— When  the  Primary  Examiner  declares  an  interfer- 
ence and  prescribes  the  issue,  he  acts  wholly  without  the  cognizance  of  the 
respective  parties  to  tbat  issue,  and  they  have  no  right  then  or  at  any  time 
to  be  present  before  him  to  control  his  aotion  in  determining  what  applica- 
tions sball  be  brought  into  the  interference  proceeding  and  what  shall  not. 
Id. 

INVALIDITY  OF  PATENTS.    See  Construction  of  Specifications  and  Patents,  9,  10. 

INVALID  PATENTS.    See  Public  Use,  6 ;   Void.  Patents. 

INVENTION.  See  Construction  of  Specifications  and  Patents  4,  7, 8, 9,  16, 24 ;  Defense; 
Improvements;  Mechanical  Skill ;  Particular  Patents, 89;  Process, 

1.  Change  of  Form.— An  improvement  in  the  nail-carrier  of  a  nailing-machine 

which  consists  in  making  the  edge  of  the  carrier  smooth  instead  of  corru- 
gated con  not  be  held  to  be  au  invent  ion.  *  Cross  et  al.  v.  Union  Metallic  Fas- 
tening Company  et  at.,  308. 

2.  Aggregation  not  Patentable  Invention.— Simply  transfening  the  well- 

known  fuel -magazine  from  au  outstanding  base-burning  stove  to  a  fire-place 
heater,  when  each  of  the  parts  performed  the  same  functions  and  operated  in 
the  same  way  as  in  the  old  ielation,  produces  an  aggregation  of  old  elements, 
and  does  not  possess  patentable  novelty.  *  Thatcher  Beating  Company  et  at. 
v.  Burtis  et  al.t  320. 

3.  No  Aggregation  When  New  Means  of  Uniting  Old  Parts  are  Employed.— 

If,  however,  to  adapt  these  separate  elements  to  each,  so  that  they  can  act  in 
one  organization,  required  the  use  of  means  not  within  the  range  of  mere  me- 
chanical skill,  then  the  means  of  effecting  a  mutual  arrangement  of  the  parts 
would  be  patentable.    *  Id. 

4.  Claims  to  be  Valid  Must  Include  Such  New  Means.— In  the  particular  in- 

stance the  claims  were  for  the  combination  of  the  two  elements,  no  matter 
how  or  by  what  means  it  might  be  effected,  and  such  a  patent  can  not  be  sus- 
tained.    *  Id. 

5.  Patentable  Invention— What  Is.— Wooden  troughs  with  a  covered  float  and 

valve  at  one  end  were  old,  and  iron  troughs  with  a  standing  supply-pipe  and 
an  overflow  were  old.  The  trough  of  complainant  having  a  supply-pipe  and 
an  incased  valve  and  float  so  arranged  that  the  inflow  of  water  came  from  the 
bottom  of  the  trough  through  openings  in  the  case  involved  patentable  in- 
vention.      North  American  Iron  Works  v.  FUke,  367. 
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&  Invention— Mechanical  Skill.— The  difficulty  of  drawing  the  line  between 
skill  and  invention  considered.  The  standard  of  skill  is  being  constantly 
raised,  and  the  standard  of  invention  is,  as  a  necessary  consequent,  corror 
spondingly  raised.  The  standard  of  the  date  of  the  alleged  invention  is  that 
by  which  the  test  la  to  be  made.    *  Wilcox  v.  Bookwalter  Bro.  4-  Co.,  368. 

7.  Invention  Defined.— Invention  may  be  a  discovery,  or  it  may  be  the  embodi- 
ment, novel  and  useful*  of  a  mental  conception.     *  Id. 

6.  Invention— What  is  Not.— Placing  a  large  register  in  a  stove-oven  door  where 
a  small  register  had  been  used  previously  is  not  patentable  invention.  *  Fit~ 
ley  v.  Tft*  iAUlefteld  Stove  Company  et  al,  375. 

9.  Patentable  IinnwnoN- What  is  Not.— The  reversal  of  a  tongue  and  its  re- 
cess in  the  same  kind  of  a  structure,  even  if  productive  of  an  improved,  bnt 
not  a  new,  result  does  not  require  patentable  invention.  "  Sax  v.  Taylor  Iron 
Work;  444. 

10.  Patentable  Invention— What  is  Evidence  of.— Where  the  patent  in  suit 

remedied  serious  defects  in  a  former  machine  by  the  employment  of  old  de- 
vices, it  would  appear  to  present  a  new  combination  involving  invention. 

*  (Morn  v.  Glazier  etal,  493. 

11.  Additiox— When  no  Invention.— The  addition  simply  of  a  non-elastic  tape- 

measure  in  connection  with  the  ribs  of  a  dress-form  does  not  involve  inven- 
tion *  Morse  v.  Manchester  et  al.,  662. 
INVENTION  DESCRIBED  BUT  NOT  CLAIMED.  See  Disclaimer;  Injunction,  8; 
Reissues,  10, 12,  16,  17,  19, 20, 21, 23,  24 ;  Snbeeqnent  Patents,  2 ;  Void  Patents,  2. 
Description  or  Process  in  application.— Description  of  a  process  in  au  appli- 
cation for  a  machine  patent  does  not  constitute  an  abandon uieut  for  dedica- 
tion to  the  publioof  such  process  so  as  to 'estop  the  inventor  from  subse- 
quently obtaining  a  patent  for  the  process,  if  applied  for  in  two  years. 

*  Eastern  Paper  Bag  Company  Hal.  v.  Standard  Paptr  Bag  Company  etal.,  537. 
JOINT  INVENTION.    See  Particular  Patents,  83. 

JOINT  INVENTORS.    See  Interferences,  20,  21,  22,  .23,  24 ;  Void  Patents,  1. 

1.  Joint  Invention- The  mere  fact  that  two  or  more  persons  unite  in  an  applica- 

tion for  a  patent  as  the  product  of  their  joint  inventive  efforts  creates  a  very 
strong  presumption  that  the  device  sought  to  be  patented  is  the  result  of 
their  united  ingenuity,  and  to  overthrow  this  presumptiou  the  evidence 
should  be  clear  and  unequivocal.  Gottfried  v.  Philip  Best  Brewing  Company, 
17  O.  G.,  675.    Consolidated  Bunging  Apparatus  Company  v.  Worrit,  209. 

2.  Same— Defense.— The  defense  that  two  persons  to  whom  a  patent  has  been  is- 

sued were  not  in  fact  joint  inventors  is  so  purely  formal  that  it  can  not  ha 
regarded  with  favor,  unless  it  be  shown  that  the  action  of  the  patentees  in 
that  regard  was  disingenuous  or  calculated  to  mislead  the  defendants.  But- 
lor  v.  Bainbridge,  29  Fed.  Rep.,  142.    *  Id. 

3.  Same— Suggestions  to  Inventor.- If  one  conceives  the  entire  invention  and 

another  makes  a  suggestion  of  practical  value  which  the  first  one  failed  to, 
think  of,  but  which  is  needed  to  make  the  conception  a  success,  this  will  be 
sufficient  to  constitute  them  joint  inventors.  *  Id. 
JUDGMENT.  See  New  Trial 
Judgment— Conclusiveness  of— Patent  Right— Executor's  Sale— Confir- 
mation.—Where  a  court,  having  general  jurisdiction  of  the  estates  of  dece- 
dents, has  confirmed  a  sale  by  an  administrator  of  a  right  of  action  for  in- 
fringement of  a  patent  owned  by  the  decedent,  the  order  thus  made  is  con- 
clusive upon  another  court,  in  which  an  action  is  brought  by  such  assignee 
upon  such  right  of  action,  of  the  assignee's  right  to  sue,  and  the  latter  oottrt 
will  not  inquire  whether  the  former  court  could,  nnder  the  statutes  of  the 
State,  legally  sell  such  assets,  or  whether  the  original  order  of  sale  was  broad 
enough  to  include  the  chose  in  action.    *  May  et  al  v.  Mtrcerjlounty,  596. 
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JUDICIAL  NOTICE.    8ee  Publication. 

JURISDICTION.  Qeo  Amendments,  1 ;  Appeals,  1, 4 ;  Assignments,  1 ;  Cancellation  of  Pat- 
ents, 1 ;  Construction  of  Statute,  2 ;  Examination  of  Applications,  1, 5, 6, 7 ;  Jn/aae- 
tion,  1,  3;  Interferon**,  1,7,  8,96;  Judgment;  /to***,  3;  PubUe  17*5,5;  Asrv- 
ieeof  Ptaoeee,  2,  5,  6,  7;  State  CowrU;  Suit*  for  Infringement,  4, 11 ;  ZWmk- 
Jfarlrs,  6. 

1.  Citizens  of  8ajie  8tate.— Parties  to  the  suit  are  citizens  of  the  same  State. 

To  the  extent  of  questions  arising  oat  of  the  patent  and  defendant's  acts  in 
alleged  infringement  thereof  the  United  States  courts  have  jurisdietioev 
•  WilUo  et  at.  v.  MeColltu,  813. 

2.  Same.— Over  controversies  arising  out  of  license  contracts  they  have  not.    •  1st 

3.  Injunction.— The  sale  of  materials  to  be  used  in  an  infringing  process    the  par. 

ties  using  said  process  having  no  license  therefor— will  be  enjoined.  •  Id. 
A.  Judiciary  Acts  Unaffected  bt  Patent  Laws.— Neither  the  patent  law  nor 
the  privileges  secured  to  patentees  thereunder  in  any  way  enlarge,  modify, 
or  change  the  judiciary  acts  in  respect  to  either  the  territorial  jurisdiction  of 
the  federal  courts  or- the  proper  service  of  process  upon  defendants.  Ex 
parte  Flecker,  18. 

5.  Jurisdiction— When  Not  Affected  by  Expiration  of  Patent.— When  a- 

patent  is  in  force  at  the  time  of  filing  the  bill  and  there  was  then  time  for 
procuring  a  preliminary  injunction,  the  jurisdiction  of  the  court  is  not 
defeated  by  the  expiration  of  the  patent  before  final  decree.  'Beetle  v.  Ben- 
nett et  ah,  307. 

6.  Equitable  Rights— Jurisdiction  of  Federal  Courts.— This  court  had.  juris* 

diction  because  the  complainant  had  equitable  rights  for  which  he  had  no 
remedy  at  law;  the  suit  did  not  depend  upon  an  injunction,  and  the  amount 
in  dispute  exeeeded  five  hundred  dollars.    *  Roger*  v.  Bieeener  et  at.,  550. 

JURY  TRIAL8.    See  Suite  for  Infringement,  1,  2. 

KNOWLEDGE  OF  EXISTENCE  OF  PATENT.    See  Shearing,  1. 

LABELS. 

1.  Maintenance  of  Action  for  Infringement.— To  maintain  an  action  for  pro- 

tection of  a  label  by  virtue  of  its  registration  in  the  Patent  Office  under  the* 
act  of  June,  1874,  notice  of  such  registration  must  have1  been  given  in  the* 
form  prescribed  by  the  copyright  law.    'Higgins  et  ah  v.  Keufel  etaL,  346. 

2.  Notice  of  Registration.— Publication  of  the  label  with  a  defective  notice  in 

the  same  as  a  publication  without  notice,  and  is  practically  an  abandonment 
of  the  copyright.    *  Jd. 

3.  Use  as  Trade-Mark.— If  the  orators  have  any  rights  to  the  contents  of  the 

label  growing  out  of  its  use  as  a  trade-mark,  these  rights  are  not  Involved  in 

a  suit  for  infringement  of  copyright  of  the  registered  label.    */d. 
LACHES.    See  Abandonment,  2,  3,  4,  5;  Bill  in  Equity,  1;  Infringement,  14;  SaU  in 

Equity  for  a  Patent  under  Section  491S  Revieed  Statutes. 
LIABILITY.    See  Corporations,  2,  3;  Damages  and  Profits,  3 ;  Parties  to  Suit,  3;  Suits 

for  Infringement,  4. 

1.  Liability  of  County  for  Infringement— Fraud  of  Contractor  for 

County  Jail.— A  contract  tor  buildiog  a  county  jail  provided  for  a  patent 
lock  device,  which  was  pnt  in  by  the  contractor  or  a  sub-contractor,  bat 
without  authority  from  the  owner  of  the  patent.  In  less  than  two  years 
after  the  connty  took  possession  of  the  jail  the  patent  expired,  and  In  the 
mean  time  the  lock  device  was  not  used.  The  connty  authorities  knew  noth* 
ing  of  the  contractor  having  pnt  in  the  lock  without  authority  Irom  the  pat. 
entee.  Held,  that  the  county  was  not  liable  in  tort  for  infringement  of  the 
patent.    "Jsfavv.  Juneau  County,  565. 

2.  Liability  of  Counties.— Counties  are  liable  for  infringements  of 

Jacobs  v.  Hamilton  County  (1  Bond,  500)  disapproved.    'May  v. 
County,  651. 
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UBEL    See  Im junction,  3. 

.LICENSES..  8ee  Agreements;  Contracts;  Infringement^;  Injunction^;  Jurisdiction, 
«,3;  Parties  to  8uitt  1. 
1.  Telephone  Companies— Licenser  and  Licenser —Bell  Telephone  Com- 
panies.— The  contracts  between  the  American  Bell  Telephone  Company  and 
the  local  telephone  corporations  create  the  relation  of  licenser  and  lessor  on 
the  one  side  and  licensee  and  lessee  on  the  other,  and  not  a  relation  of  agency. 
*  United  State*  ▼.  American  Bell  Telephone  Company  et  al,  227. 
&  Same^Managinq  Agents— Bell  Telephone  Companies.— Transactions  such 
as  the  American  Bell  Telephone  Company  has  had  with  the  licensee  corpora- 
tions of  Ohio  at  its  place  of  business  in  Boston,  and  not  elsewhere,  is  not  the 
carrying  on  of  business  by  it  in  Ohio,  nor  are  such  licensee  corporations  its 
"managing  agents."    •Id. 

3.  Patents  for  Inventions— License— Patent-Holding  Corporation— Na- 

tionalizing.— The  right  of  the  patent-owner  to  permit  or  license  the  use  of 
the  invention  is  not  the  creator©  of  the  Federal  franchise  or  statute,  but  of 
the  common  law,  and  in  exercising  this  common-law  right  of  licensing  others 
to  use  its  patent  the  corporation  owner  is  no  more  nationalized  than  a  private 
owner  wonld  be  under  the  same  circumstances;  nor  does  the  fact  that  a  pat- 
ent-holding corporation  licenses  others  to  use  its  patent  in  a  particular  State 
have  any  more  effect  and  operation,  jn  domesticating  it  within  snch  State 
than  the  same  act  on  the  part  of  a  private  owner  would  have  in  rendering 
-  him  a  citizen  and  resident  of  every  8tate  in  which  his  patent  might  be  used. 
'Id. 

4.  Teems  of  a  License  not  Extended  by  Hostile  Conduct  op  Licenser.— 

In  a  soitfor  infringement,  where  the  defense  was  a  license  to  make  one  hundred 
machines,  and  it  appeared  that  the  licensee  had  made  more  than  that  num- 
ber, the  hostile  conduct  of  the  licenser  might  make  hirn  liable  to  the  licensee 
for  damages,  but  would  not  extend  the  terms  of  the  license.  *Aspinwall  Mann* 
factoring  Company  v.  Gill  et  al.f  482. 

6.  Territorial  License — Construction  of.— Hatch  had  an  assignment  of  the 

patent  in  suit  from  the  owner  of  the  same  "for,  to,  and  in  the  State  of  New 
York"  " as  fully  and  entirely  as  the  same  would  have  been  held  and  enjoyed 
by"  him  "  if  this  assignment  and  sale  had  not  been  made."  Hatcli  gave  an 
exclusive  license  to  the  defendant  "  to  make,  use  and  sell "  the  patented 
improvement  in  the  cities  of  New  York  and  Brooklyn,  "and  sell  in  the 
State  of  New  York  and  elsewhere."  The  owner  of  the  remaining  interest  in 
the  patent  gave  an  exclusive  license  to  certain  parties  to  make  and  sell  the 
patented  invention  in  certain  territory  other  than  the  State  of  New  York, 
and  joined  with  his  licensees  as  complainant  in  the  suit.  The  actual  sales, 
which  were  the  infringements  complained  of,  appear  to  have  been  made  to 
dealers  (apparently  iu  the  State  of  New  York)  with  knowledge  that  their 
sales  would  be  to  persons  outside  of  that  State.  In  this  case  it  was  Held 
that  defendant's  license  did  not  authorize  him  to  sell  the  patented  article  to 
dealers  for  sale  outside  of  the  8tate  of  New  York.  *  Batch  el  ah  v.  Hall,  516. 
4L  Owner  of  Interest  not  Named  in  License  Entitled  to  Royalties.— 
Complainant  was  entitled  to  his  three-eighths  share  of  the  royalties  from 
defendant,  although  the  license  provided  for  payment  to  Norris.  At  law  this 
was  dne  to  Norris  as  trustee  for  complainant ;  in  equity  it  was  due  directly  to 
the  complainant.    *  Rogers  v.  Blessner  et-al,  550. 

7.  When  Licensee  may  not  Question  Validity  of  Patents.— The  defendants, 

having  had  and  enjoyed  the  exclusive  rights  under  the  patents,  can  not  ques- 
tion their  validity.    *Id. 
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LICENSES— Continued. 
&  LICENSE  TO  MAXUFACTUBE  AND  8ETL- CoNSTEUCTIQN  or.— By  a  contract  us 
1877  between  plaintiff,  who  was  the  patentee  of  a  printing-press  and  of  s> 
subordinate  improvement  thereon,  and  defendant,  the  defendant  i 
manufacture  pxeeeee  for  the  plaintiff  at  agreed  prices,  keeping  < 
hand  to  meet  the  demands  of  the  market,  and  the  plaintiff  agreed  to  buy  of 
no  one  else  than  defendant.  Defendant  was  to  have  a  license  to  sell,  paying 
a  royalty, '"  the  conditions  of  sale  "  by  defendant  to  be  the  same  as^ne  con- 
ditions under  which  plaintiff  should  sell,  "  so  long  as  he  continues  in  the 
business"  in  New  York.  Afterward  a  modified  agreement  as  to  prices  waa 
made,  to  last  two  years,  at  the  end  of  which  time  the  defendant  should  "be 
obliged  to  continue  to  f Ornish  the  presses  at  the  prices"  fixed  by  the  original 
contract.  Further  than  shown,  no  time  was  specified  in  the  contract.  Upon 
a  motion  for  a  preliminary  injunction,  Held  (not  ce  a  final  decision,'  but  for 
the  purposes  of  the  motion)  that  after  the  expiration  of  the  patents  on  the 
press  in  1886,  but  not  on  the  improvement,  being  after  the  expiration  of  the 
two  years  named  in  the  modified  agreement,  defendant  was  not  obliged  longer 
to  make  presses  under  the  contracts  either  with  or  withont  the  improvement;, 
that  he  eould  sell  presses  for  plaintiff  without  the  improvement  without 
restriction,  and  without  paying  a  royalty,  but  that  as  to  presses  with  the 
improvement  he  could  not  undersell  plaintiff.  'Gaily  v.  CoU'$  Patent  Fire- 
Arms  Manufacturing  Company  etah,  560. 

9.  Copartners— Dissolution— Implied  License.— The  extent  of  an  implied  license* 

to  make  and  sell  patented  articles  is  to  be  construed  according  to  the  presumed 
intent  of  the  parties,  as  inferred  from  the  circumstance*.  *  Montrose  v.  Jsfasie, 
603. 

10.  Same— Receiver's  Right  to  Sell— Injunction.— A  firm  having  been  largely 

engaged  during  several  years  in  manufacturing  and  selling  stoves  upon  design* 
patented  by  one  of  the  partners,  snd  accounts  between  them  having  been 
repeatedly  settled  embracing  such  sales  and  the  profits  thereon,  as  firm  buni- 
nees,  Held,  without  regard  to  the  question  whether  the  patent  was  equitably 
the  exclusive  property  of  the  patentee,  (1)  that  a  license  by  the  patentee  to 
the  firm  to  make  the  stoves  and  to  sell  those  manufactured  was  implied;  (2) 
that  such  license,  by  necessary  implication,  was  co-extensive  with  the  business, 
of  the  firm  and  continued  until  the  copartnership  affairs  were  wound  up  by 
any  lawful  agencies  for  that  purpose;  (3)  that,  consequently,  the  copartner 
of  the  patentee  had  the  same  authority  after  dissolution  as  before  to  sell  for 
the  benefit  of  the  firm  the  stoves  manufactured  for  sale  before  dissolution ; 
and  (4)  that  a  receiver  of  the  partnership  effects,  appointed  by  a  State  court 
in  a  suit  brought  for  winding  up  the  affairs  of  the  partnership,  had  a  similar 
authority  to  sell  the  stoves  remaining  on  hand,  both  as  the  representative  of 
the  parties  and  as  a  lawful  agency  for  dosing  up  the  partnership  business, 
and  was  by  necessary  implication  inoluded  In  the  implied  license.  *  An  appli- 
cation for  an  injunction  to  restrain  him  from  selling  was  therefore  refused. 
•Id. 

LICENSE-FEE.    See  Measure  of  Damages. 

LIMITATION.    8ee  State  Statutes,  1, 3. 

1.  Limitations— 8tatute  of.— State  statutes  of  limitations  have  no  application 

to  actions  arising  out  of  the  infringement  of  patents,  even  though  there  is 
no  Federal  statute  in  existence.    *May  v.  County  of  Balls,  455. 

2.  Federal  Statutes  or  Limitations.— There  is  no  Federal  statute  of  limitations 

In  force  respecting  infringements  committed  since  June  88, 1874.  *  Jfs§  ▼» 
Logan  County,  651. 
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LIMITATION-Continued. 
3.  State  Statutes.— 8tate  statutes  of  limitations  have  no  application  to  actions 
arising  out  of  the  infringement  of  patents.    */<!. 

LIMITATION  LMP08ED  BY  THE  PATENT  OFFICE.    See  Abandonment,  3, 4. 

LIMITATION  OF  ^UNITED  STATE8  PATENTS  BY  FOREIGN  PATENTS  PRE- 
VIOUSLY GRANTED.    See  Particular  Patents,  4, 45, 77. 

1.  Section  4887,  Revised  Statutes— Limitation  by  Foreign  Patent.— The  time 

of  expiration  of  a  United  8tates  patent  falling  within  the*  provisions  of 
Section  4867,  Revised  Statutes,  is  to  he  ascertained  by  the  "  term  "  of  the  for- 
eign patent.    *Paillard  et  ah  v.  Bruno,  206. 

2.  Same— English  Patent— Non-payment  of  Stamp  Duty.— Fonrten  years  is 

the  "term"  of  an  English  patent,  and  although  said  patent  ceases  to  he  in 
force  after  throe  years  from  its  date  if  the  stamp  duty  is  not  paid,  it  only 
operates  by  limitation  upon  an  after-granted  United  States  patent  as  a  pat- 
ent for  fourteen  years.    *Id. 

3.  Canadian  Amendatory  Act  of  May  25,  1883,  Construed.— The  Canadian 

amendatory  act  of  May  25, 1883,  did  not  affect  the  duration  of  the  Bate  United 
States  patent  at  the  time  of  its  issue  in  1877,  and  no  subsequent  legislation 
anywhere  could  change  its  duration.  *Bate  Refrigerating  Compang  v.  Oillett 
et  a?.,  474. 

4.  United  States  Patents— Limitation  of,  by  Non-payment  of  Taxes  on  For- 

eign Patents.— A  patent  of  the  United  8tates  does  not  terminate  at  the  date 
when  an  earlier  English  patent  of  the  same  inventor  for  the  same  invention 
becomes  void  by  the  nonpayment  of  taxes.    *Id. 

5.  Indentity  of  Inventions.— The  United  States  patent  was  for  the  same  inven- 

tion as  the  patent  in  Great  Britain,  although  the  former  contained  improve- 
ments which  were  not  exhibited  in  the  latter.  The  principal  inventions 
were  the  same  in  both  patents.  *  Guarantee  Insurance  Trust  and  Safe  Deposit 
Compang  et  al.  v.  Sellers  etal.,  639. 
&  Same. — A  patent  can  not  be  exempted  from  the  operation  of  the  law  by  adding 
some  new  improvements  to  the  invention,  and  can  not  be  construed  as  run- 
ning partly  from  one  date  and  partly  from  another,  which  would  be  produc- 
tive of  endless  con  fusion.  *  Id. 
7.  Section  16,  Act  of  1861,  Construed.—  The  act  of  1861,  section  16,  was  only  in 
tended  to  change  the  length  of  the  term  during  which  patents  should  be  in 
force  and  not  the  point  of  the  commencement.  The  latter  continued,  as  be- 
fore, "  the  date  of  issue  "  as  defined  by  the  previous  laws,  referring  either  to 
the  issue  of  the  United  States  patent  itself  when  no  foreign  patent  had  been 
previously  obtained,  or  to  that  of  the  latter  when  such  a  patent  had  been  ob- 
tained.   *Id. 

MACHINE.    SeeProceM,2. 

MACHINE  AND  PROCESS.    See  Construction  of  Specifications  and  Patents,  S ;  Division 
of  Application,  2, 3, 11 ;  Invention  Described  but  not  Claimed. 
-Construction  of  Claim.— A  claim  for  a  combination  of  mechanical  elements  can- 
not be  construed  to  cover  a  process  or  mode  of  operation,  but  must  be  limited 
to  the  mechanical  features  claimed  and  their  equivalents.    *  Grier  v.  WUt,  259. 

MANAGING  AGENT.    See  Licenses,  2 ;  Service  of  Process,  9. 

MATTER  EXCLUDED  BY  AMENDMENT  CAN  NOT  BE  READ  INTO  A  PATENT. 
See  Construction  of  Specifications  and  Patents,  1. 

MEA8URE  OF  DAMAGES.    See  Damages  and  Profits,  4. 
License-fee— Measure  of  Dam  ages.— An  established  license-fee  may  be  resorted 
to  as  a  measure  of  damages.     *  Jennings  et  al.  v.  Dolan,  217. 

MECHANICAL  SKILL.    See  Anticipation,  2 ;   Construction  of  Specifications  and  Pat- 
ents,  9,  24 ;  Indention,  2,  3,  4,  6,  8.  9, 11. 
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MECHANICAL  8KILL— Continued. 

1.  Patentable  Invention— What  is  not.— Self-feeding  regulated  fabricators 
where  the  drip  of  the  oil  from  a  reservoir  was  visible  being  old  and  well 
known,  and  self-feeding  regulated  lubricators  where  the  oil  flowed  from  a 
reservoir  into  a  transparent  pipe  having  been  described  in  an  earlier  English 
provisional  specification,  it  required  no  invention  to  make  a  self-feeding  regu- 
lated lubricator  where  the  oil  was  delivered  in  drips  from  the  reservoir  into 
a  transparent  chamber  below  the  same.  •  McNab  and  Harlem  Manufacturing 
Company  v.  Nathan  Manufacturing  Company,  500. 

V.  Same. — Neither  did  it  require  invention  to  employ  a  transparent  chamber  to 
avoid  the  effects  of  wind  and, dirt  upon  the  old  and  well-known  unprotected 
drips.    •/<*. 

3.  An  Eablier  Engush  Provisional  Specification  may  be  Used  to  Negative 

Invention.— Where  an  earlier  English  provisional  specification  did  not  pre- 
cisely anticipate  the»patent  in  suit,  it  may  be  used  to  show  that  no  invention 
was  required  to  make  the  simple  alteration  or  addition  which  distinguishes  it 
from  the  patent  in  suit.    'Id. 

4.  Combination.— Where  two  old  and  well-known  devices  are  brought  into  juxta- 

position, and  each  continues  to  perform  its  old  function,  without  any  new 
result  issuing  from  their  united  action,  no  patentable  combination  is  pro- 
duced.   •Doehv.A.  J.  Medlar  Company  (Limited),  WZ. 

5.  Mechanical  Skill.— The  use  of  a  piece  of  tape,  linen,  or  other  suitable  material 

as  a  re-enforce  piece  to  strengthen  the  part  of  the  files  in  places  where  they 
were  weak  was  not  the  discovery  of  anything  new  nor  the  application  of 
genius  to  things  known,  but  simply  mechanical  skill,  and  does  not  cover  a 
patentable  invention. .  *  Cooke  v.  Globe  Files  Company  et  aL9  506. 

METHOD  AND  PROCESS.    See  Division  of  Application,  2. 

MISNOMER.    See  Behearing,  1. 

MISTAKE.    See  Beissuee,  2,  16,  17, 18, 24. 

MISTAKE  OF  ATTORNEY.    See  Reissues,  3. 

MODE  OF  OPERATION.    Particular  Patents,  17, 47. 

MOTION  TO  DISMISS  BILL.    See  Bill  in  Equity,  3. 

MOTION  TO  DISSOLVE  INJUNCTION.    See  Injunction, 

MOTION  TO  DISSOLVE  INTERFERENCE.    See  Interfere**,  1,2, 3,26,27. 

MOTION  TO  QUASH.  ■  See  Service  of  Process,  1. 

MOTION  TO  REOPEN.    See  Rehearing,  4. 

MOTION  TO  SUPPRESS  TESTIMONY.    See  Depositions,  3,4,5. 

MULTIFARIOUSNESS.    See  Parties  to  Suit,  2. 

NEW  APPLICATION.    See  Beissuee,  21. 

NEWLY-DISCOVERED  EVIDENCE.    8ee  New  Trial. 

NEW  MATTER.  See  Applications,  3;  Claims,  7,  8 ;  Construction  of  Specifications  ami 
Patente,  1;  Examination  of  Applications,!)  Reissues,  4,6,20. 

NEW  TRIAL. 
New  Tbial— When  not  Granted.— A  new  trial  should  not  be  granted  if  the  new* 
ly-discovered  evidence  submitted  would  not  change  the  result  of  the  verdict 
and  judgement.    •  Starling  v.  Si.  Paul  Plow  Works,  60). 

OATH.    SeeJfeiwawj.22,23. 

OBJECTIONS.    See  Depositions,  2,3,4. 

OLD  DEVICES.    See  Construction  of  Specifications  and  Patents,  6, 14 ;  Defense. 

OLD  ELEMENTS.  See  Combinations,  1 ;  Construction  of  Specification*  and  Patents,  19 ; 
Examination  of  Applications,  1,  2,  3;  Infringement,  16,  16;  Inventione,  2, 3, 4, 5, 
10;  Mechanical  SHU,  A. 

OMISSION  OF  DISCLAIMER  IN  REISSUE  PATENT.    See  Reissues,  15. 

PARTIAL  USE.    See  Infringement,  1, 16, 17,23. 
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PARTICULAR  PATENTS.  8ee  Infringement,  10. 
1.  Allison— Pipe-Couplings— Scope  of  Claim— Inpkinoement.— The  claim  of 
Letters  Patent  No.  105,290,  granted  July  12,  1870,  relating  to  an  improve- 
ment in  pipe-couplings,  is  for  rojls  or  tubes  "  having  tapering  ends  and  taper- 
ing threads  npon  the  same,  in  combination  with  a  sleeve  having  tapering 
sockets  and  threads  corresponding  to  those  of  the  rods."  Held  that  the  terms 
"  tapering  ends  "  and  "  tapering  sockets, n  considered  in  connection  with  the 
descriptive  part  of  the  specification,  are  to  be  interpreted  as  describing  a  rod 
with  a  tapering  screw  and  a  socket  with  a  tapering  chamber,  and  that  the 
patent  is  not  infringed  by  a  coupling  using  rods  in  which  the  thrcfads  of  the 
screw  surround  a  cone-shaped  stem,  but  the  exterior  lines  of  the  threads  form 
a  cylinder  and  not  a  cone-shaped  or  tapering  end  or  screw,  and  in  wnich  the 
exterior  lines  of  the  sleeve  form  a  cylindrical  chamber  and  not  a  cone-shaped 
or  tapering  chamber.  'Allison  v.  Trustees  of  New  York  and  Brooklyn  Bridge,  314. 
3.  Appel— Process  for  making  Paper  Bags.— Letters  Patent  No.  258,272,  granted 
May  23, 1482,  to  the  Eastern  Paper  Bag  Company,  assignee  of  Daniel  Appel, 
for  a  process  of  making  paper  bags,  the  object  being  the  production  in  a 
novel  manner  of  a  satchel-bottom  paper  bag  made  from  a  strip  of  paper  folded 
to  form  a  tube  by  first  forming  a  diamond  fold,  then  cross-folding  the  lead- 
ing corner  of  the  diamond  fold,  and  subsequently  cross-fold  tug  the  rearmost 
corner  of  the  diamond  fold  to  form  the  last  cross-fold  of  the  bag-bottom,  and, 
together  with  it,  the  main  body  of  the  bag- blank  on  the  line  of  the  •second 
cross-fold,  Held,  in  view  of  the  prior  state  of  the  art,  not  void,  as  lacking 
patentable  invention.  * Eastern  Paper  Bag  Company  et  ah  v.  Standard  Paper 
Bag  Company,  et  al,  537. 

3.  Barnes— Fire-Extinguisher.— Patent  No.  233,393,  granted  October  19, 1880,  to 

Charles  Barnes,  declared  valid,  and  infringed  as  to  its  fourth,  fifth,  and  sixth 
claims.    'Barnes  et  ah  v.  Ruthenburg,  463. 

4.  Bate— Preserving  Meat  During  Transportation  and  Storage.— John  J. 

Bate's  United  States  Patent  No.  197,314,  dated  November  20, 1877,  for  pro- 
cesses for  preserving  meat,  declared  to  have  expired  uuder  section  4887,  Re- 
vised Statutes,  on  January  9,  1882,  that  being  the  date  of  expiration  of  the 
Bate  Cauadian  patent  for  five  years.  *Bate  Refrigerating  Company  v.  Gillttt 
etal,  474. 
6.  Bruff— Suspender-Buckles.— Letters  Patent  No.  295,035,  of  March  11, 1884,  to 
John  W.  Bruff,  for  an  improvement  in  suspender-buckles,  construed,  and  its 
claims  sustained.    • Bruff  v.  Waterbury  Buckle  Company,  257. 

6.  Same.— The  olaims  of  this  patent  are  limited  to  a  suspender-buckle  having  a 

spring-clamp,  and  the  first  claim  is  limited  to  a  buckle  having  a  spring-clamp 
divided  at  its  center.    •  Id. 

7.  Burdiok,   Chase,   and  Ishkrwood— Tobacco-Drier.— Letters  Patent  No. 

91,601,  granted  June  22, 1869,  to  Burdick,  Chase,  and  Isherwood,  for  a  to- 
bacco-drier, Held  not  infringed  by  defendant.    *  Philips  v.  Kockert  et  al.,  514. 

8.  Campbell— Curtain  Fixtures.— Reissued  Letters  Patent  No.  7,367,  granted 

October  31,  1876,  to  William  Campbell,  for  an  improvement  in  curtain  fix- 
tures, declared  invalid  ss  to  the  first  claim.  *  Hartshorn  v.  Saginaw  Barrel 
Company  et  al.%  179. 

9.  Cary— Furniture  Springs.— Patent  No.   116,266,  granted  June  27,  1871,  to 

Alanson  Cary,  for  improvements  in  furniture  springs,  adjudged  to  be  valid 
and  to  have  been  infringed.  *  Cary  et  ah  v.  Lowell  Manufacturing  Company 
{Limited),  496. 

10.  Churchill— Pump-Buckets.— Letters  Patent  No.  178,735,  granted  June  13, 

1876,  to  John  A.  Churchill,  for  an  improvement  in  pump-buckets,  adjudged 
valid.  * Temple  Pump  Company  v.  Goss  Pump  and  Rubber  Bucket  Manufactur- 
ing Company  et  al.,  310. 
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PARTICULAR  PATENTS-Continued. 

11.  Cluktt— 8hirt-Bosoms.— Letters  Patent  No.  156,880,  granted  November  17, 

1874,  to  Robert  Clnett,  for  an  improvement  in  shirt-bosoms,  declared  void  for 
want  of  patentable  novelty.    'Cluett  et  ah  v.  Clafiin  et  ol,  830. 

12.  Cooke— Lbttkr  and  Invoice  File.— Letters  Patent  No.  982^275,  granted  July 

31, 1883,  to  William  A.  Cooke,  jr.,  for  an  improvement  in  letter  and  invoice 
files,  declared  void.    • Cooke  v.  Globe  Filet  Compang  et  oZ.,  508. 

13.  Cottlr-Buttons.— Letter*  Patent  No.  203,412,  granted  April  16, 1676,  to  Shu- 

bael  Cottle,  for  an  improvement  in  buttons,  construed,  and  Held  valid  as  to 
tbe  first  claim  covering  tbe  process,  bat  invalid  as  to  the  second  claim  cover- 
ing the  product    *  Cottle  v.  KremenU  et  eJ.,  506. 

14.  Curran— Lumber-Drier— No.  8,846.— The  second  clause  of  the  claim  of  Re- 

issued Letters  Patent  No.  8,846,  granted  August  12,  1879,  to  John  J.  Curran, 
for  an  improvement  in  lumber-driers,  makes  said  claim  broader  than  the 
claim  of  the  original  patent.  The  fifth  and  sixth  clauses  introduce  no  new 
element.  'Cnrrmn  et  ah  v.  SL  Louie  Refrigerator  end  Wooden  Gutter  Company 
et  of.,  327. 

15.  Same— Same— No.  6,840.— The  claim  of  Reissued  Letters  Patent  No.  8,840,  to 

same  party,  on  same  date,  for  similar  invention,  is  no  broader  than  the  claim 
of  the  original  patent.    *Id. 

16.  DWbnport— Gang- Plows.— Tbe  first  claim  of  Reissued  Letters  Patent  No. 

No.  8,986,  for  wheel-plows,  granted  to  Newton,  assignee,  December  2,  1879, 
upon  the  original  Patent  No.  58,612,  for  gang-plows,  granted  to  Frederick  8. 
Davenport,  October  9,  1866,  declared  invalid  lor  various  reasons.  'Kewton 
v.  Furet  <f  Bradley  Manufacturing  Company  et  ah,  14.">. 

17.  Same.— Where  plaintiff's  patent  wax  so  restricted  by  tbe  prior  state  of  tbe  art 

that  his  first  claim  was  limited  to  specific  devices,  the  frictiou-band  of  de- 
fendants was  not  tbe  brake  of  plaintiff's  patent,  nor  the  crank-axle  of  de- 
fendants the  hinged-board  axle  of  plaint iff's  patent,  although  apparently  the 
purpose  and  mode  of  operation  of  these  parts  were  substantially  alike  in  both 
instances,    •/sf. 

18.  David— Curtain-Fixtures.— Letters  Patent  No.  69,189,  granted  September  24, 

1867,  to  Jacob  David,  for  an  improvement  in  curtain-fixtures,  declared  not 
infringed  in  this  particular  instance.  *  Hartshorn  v.  Saginaw  Barrel  Compemy 
ct  <il.,  179. 

19.  Sam r.— The  shade-roller  of  David,  as  claimed  in  his  patent,  has  a  pawl  upon 

the  end  of  a  revolving  roller  and  a  ratchet  npon  a  stationary  bracket,  and  is 
not  infringed  by  a  structure  where  the  pawl  and  ratchet  are  npon  the  aasae 
end  of  the  roller  and  differ  in  form  from  those  described  in  David's  patent, 
•id. 

20.  Davis— Door-Bolts.— The  third  and  fourth  claims  of  Reissued  Letters  Patent 

No.  9,901,  granted  to  Frank  £.  Davis,  October  18,  1881,  for  door-bolts,  de- 
clared invalid.    *Ivet  v.  Sargent,  191. 

21.  Dudgbox— Hydraulic  Jack— No.  137,765.— Letters  Patent  No.  137,765,  of  April 

15,  1673,  to  Richard  Dudgeon,  for  an  improvement  in  hydraulic  jacks,  the 
structure  being  this:  A  ram  works  in  a  water-tight  cylinder, and  by  the  in- 
jection of  water  or  other  liquid  by  means  of  a  force-pump  into  a  chamber  at 
the  bottom  of  a  cylinder  the  ram  rises,  lifting  the  load.  The  ram  is  lowered 
by  permitting  tbe  liquid  to  escape.  Held  not  anticipated  or  defeated  tor  lack 
of  invention  by  tbe  patent  granted  to  Worthington  and  Baker,  April  3,  1849> 
for  an  improvement  in  direct-action  pnmping-engines.  * Dudgeon  v.  TFetsta, 
of  af.,  304. 
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PARTICULAR  PATENT8— Continued. 
38.  Duikmok—Htdrauuc  Jack— Nofc297,OT5.— I^ttort  Patent  No.  2OT,OT5,Knuit©d 
to  one  Richard  H.  Dudgeon,  liny  6, 1884,  and  by  him  assigned  to  complainant, 
for  an  improvement  in  hydraulic  jacks,  1673,  No.  137,765.  By  the  improved 
device  a  smooth  bearing  is  given  to  the  plunger  or  piston  while  taking  its  ex- 
tended stroke  when  the  ram  is  lowered.  This  is  accomplished  by  boring  the 
reverse  passages  in  the  walls  of  the  independent  internal  oyltnder  in  which 
the  plunger  operates.  This  cylinder  is  so  constructed  that  it  can  be  removed 
and  the  apparatus  which  it  contains  renewed  or  repaired.  In  the  defendant's 
structure  a  short  section  of  the  ram-cylinder  is  cut  off,  and  the  internal  cylin- 
der is  so  cast  as  to  fill  up  the  space  thus  left,  the  result  being  that  the  latter 
is  not  supported  by  the  screw-threads  of  the  valve-block,  as  in  the  patent, 
but  by  being  made  to  fit  closely  to  the  ram-cylinder.  The  two  methods  are 
equivalent,  and  plaintiff'*  patent  held  to  be  infringed.    'Id. 

23.  Edwabds— Telegraph-Keys.— Letters  Patent  No.  870,767,  granted  January  16, 

1883,  to  Edgar  O.  Edwards,  for  an  improvement  in  telegraph-keys,  construed, 
and  Held  to  be  for  a  patentable  invention.  'La  Sue  v.  Weetem  Sleotrie  Cosi- 
l>c»y,  458. 

24.  Fiixey— Cooeisg-8toveb— Ovens  for  Cooking-Stoves.— Letters  Patent  No. 

336,425,  granted  to  Giles  Filley,  January  11, 1861,  adjudged  valid.  Letters 
Patent  No.  246,606,  granted  to  Giles  Filley,  September  6, 1881,  adjudged  valid 
as  to  the  second  claim.    'Filley  v.  LittUfield  Steve  Company  et  ah,  375. 

25.  Flower— Sight-Feed   Lubricator.— Letters  Patent  No.  196,650.  granted 

George  H.  Flower,  October  30,  1877,  for  an  improvement  in  sight-feed  lubri- 
cators, held  invalid  because  Flower  was  not  the  first  inventor,  and  because 
the  invention  had  been  in  public  use  in  this  country  for  more  than  two  years 
prior  to  his  application  for  letters  patent.  'Detroit  Lubricator  Company  v. 
LnnkenheUner,  167. 

26.  Gates— Lubricators.— Letters  Patent  No.  138,243,  granted  April  29,  1873,  to 

John  Gates,  for  an  improvement  in  lubricators,  Held  not  anticipated  by  the 
patent  granted  November  21,  1864,  to  John  Absterdam,  nor  by  any  sight-feed 
lubricator  devised  by  him  at  that  time,  and  is  infringed  by  the  defendants' 
lubricator.     •  Seibert  Cylinder  OH  Cup  Company  v.  Nightingale  et  al.f  627. 

27.  Gee— Lubricai or.— William  Gee's  patent  No.  106,150,  dated  August  9, 1870, 

for  au  improved  lubricator,  declared  invalid  for  lack  of  patentable  invention. 
'McNab  and  Harlem  Manufacturing  Company  v.  Nathan  Manufacturing  Com" 
posy,  500. 

28.  George—  W  ash-Boards.— Letters  Patent  No.  187,842,  granted  February  27, 

1877,  to  David  I.  George,  for  improvements  in  wash-boards,  declared  invalid 
by  reason  of  anticipation.  * Pfantchmidt,  Dodge  f  Co.  v.  P.  H.  Kelly  Mercantile 
Company  f  664. 

29.  Gibbons—  Pantaloons.— Gibbons's  Reissue  Patent  No.  9,616,  granted  March 

22. 1881,  to  Rodman  Gibbons,  for  improvements  in  pantaloons,  adjudged  to  be 
invalid  as  to  the  second  claim  unless  construed  strictly  in  accordance  with  the 
original  patent,  and  as  thns  construed  not  to  have  been  infringed.  'Patent 
Clothing  Company  (Limited)  v.  Glover  et  at.,  488. 

3D.  Good— Hemp-Combing:  Machine.— Letters  Patent  No.  95,462,  granted  October 
5, 1869,  to  John  Good,  for  improvements  in  machinery  for  drawing  and  comb- 
ing flax,  construed  strictly.    'Good  v.  Bailey  et  si.,  613. 

31.  Goodenow  and  6wbns— Heating-Furnaces.— Letters  Patent  No.  245,168, 
granted  August  2, 1887,  to  Albert  J.  Goodenow  and  William  J.  Owens,  for 
an  improvement  in  heating-furnaces,  construed,  and  Held  not  infringed. 
*  Wheeler  et  at.  v.  Hart  et  al$  527. 
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PARTICULAR  PATENTS-Continued. 

32.  Goodrich— Machine  for  Finishing  Horseshoe-Nails.— Letters  Patent  Ho. 

177,237,  granted  May  9,  1876,  to  Nelson  W.  Goodrich,  for  a  machine  for  finish- 
ing horseshoe-nails,  construed,  and  cla'ui  2  restricted  to  the  particular  ele- 
ments of  the  combination  recited  therein.  *  An  Sable  Horse  NmU  Company  t. 
Eeeex  Hone  Nail  Company  et  al.,  569. 

33.  Gray— Sewing-Machines— Claim  Limited.— The  claim  of  Letters  Patent  No. 

24,022,  granted  May  17,  1859,  to  Joshua  Gray,  and  extended  for  seven  years, 
limited  in  view  of  the  state  of  the  art,  to  details  of  the  construction,  sub- 
stantially as  described  in  the  specification.    *Qray  v.  Bangs  et  «i.,  472. 

34.  Green— Driven  Wells.— Nelson  W.  Green's  patent,  No.  4,372,  granted  May  9, 

1871,  for  driven  wells,  upon  an  application  filed  February  24,  1871,  for  a  re- 
issue of  Patent  No.  73,425,  dated  January  14, 1868;  declared  valid.  *Beedle  v. 
Bennet  et  al.,  397. 

35.  Same— Same.— Green's  Reissued  Patent  No.  4,372  declared  valid  and  to  have 

been  infringed.    'Eames  v.  Andrew  et  al.,  378. 

36.  Same— Same.— Be- issued    Letters  Patent  No.  4,372,  granted  May  9,  1874,  to 

Nelson  W.  Green,  for  improvements  in  the  methods  of  constructing  artesian 
wells,  declared  invalid  on  account  of  public  use  more  than  two  years  before 
the  date  of  filing  the  application  for  the  original  patent.  *  Andrew  et  aL  v. 
flossy,  633. 

37.  Hall— Dress  £ okms-No.  233,240.— Letters  Patent  No.  233,240,  granted  Octo- 

ber 12,  1880,  to  John  Tlall,  for  improvements  in  adjustable  dress-forms,  not 
infringed  as  to  iu  second  claim.    *Mor$t  v.  2f an  Chester  et  ei.,  C62. 
3e.  Same— Same.— No.  236,887.— Letters  Patent  No.  236,887,  granted  January  25, 
1881,  to  John  Hall,  for  improvements  in  dress-forms,  invalid  as  to  second 
claim.     »/<*. 

39.  Hammerschlag— Waxing  Paper.— The  fifth  claim  of  Reissued  Letters  Patent 

No.  8,460,  dated  October  24,  1878,  granted  to  Siegfried  Hammerschlag,  for  an 
improvement  in  waxing  paper,  adjudged  valid  and  to  have  been  infringed. 
*  Hammerschlag  Manufacturing  Company  v.  Brancroft,  509.  , 

40.  Hartshorn— Curtain- Fixtures.— Reissued  Letters  Patent  No.  7,370,  granted 

October  31.  1876,  to  Stewart  Hartshorn,  for  an  improvement  in  curtain-fix- 
tures, declared  invalid.    *  Hartshorn  v.  Saginaw  Barrel  Company  et  aL,  179. 

41.  Same—  Reissue  bad  for  Lack  op  Invention.— The  claim  of  the  Hartshorn 

reissue  declared  invalid  for  the  reasou  that  it  involved  no  invention  in  view 
of  the  prior  invention  of  Campbell.     •/<*. 

42.  Ha ydrn— Store-Service  Apparatus.- Letters  Patent  No.  241,006,  granted 

May  3,  1881,  to  Harris  H.  Hayden,  describes,  among  other  things,  an  extensi- 
ble holder  attached  to  a  frame  supported  on  wheels,  the  specification  of  which 
is  as  follows :  "  One  of  the  principal  difficulties  in  constructing  a  carrier  of  this 
character  has  been  to  adapt  it  to  retain  both  large  and  small  articles  as  well 
as  articles  of  irregular  shape— a  difficulty  which  I  have  overcome  by  connecting 
the  holder  C  flexibly  to  the  frame.  I  have  adopted  various  modes  of  securing 
a  flexible  connection — for  instance,  I  have  used  aerate  or  frame  or  basket  in 
connection  with  elastic  straps^ suspending  it  from  the  frame  A,  or  I  have  used 
a  holder  made  of  elastic  straps.  In  either  esse  the  article,  whether  large  or 
small,  is  pressed  up  against  the  frame  by  the  elasticity  of  the  holder  w— in- 
cludes a  holder  cxtensibly  connected  to  the  frame  as  well  as  a  holder,  extensible 
in  itself.  *Lamson  Cash  Railway  Company  v.  Osgood  Cash  Car  Company  et «/.,  269. 

43.  Helms— Solk-Edgk-Burnishixg  Machines.— The  first  claim  of  the  Charles H. 

Helms  patent,  No.  173,284,  of  February  8, 1876,  for  improvements  in  sole-edge- 
burnishing  machines— viz.  "1.  In  combination  with  the  burnishing-tool  and 
the  rest  for  the  face  of  the  sole,  the  finger-rest  D,  substantially  as  describedw— 
construed,  and  held  that  the  words  "the  rest  forthefaoeof  the  sole"  refer  to 
the  Sang©  or  guard  which  projects  from  the  tool,  and  not  to  the  upper  surface 
of  the  finder-rest  below  the  tool.     *  Union  Rita*  SUt***  r*AH.M»M  «    *--*#*  «oa 
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44.  Hshius— Cor8st-8taY8.— Claims  1  and  2  of  the  Patent  No.  316,034,  granted  to 
Max.  W.  Henius  for  improvement  in  manufacture  of  corset-stays.  Held  to 
cover  no  patentable  invention,  the  method  or  art  being  easily  suggested  by 
the  tools  employed  earlier  by  other  manufacturers.  Bill  dismissed.  *  Henius 
v.  Lublin  et  al,  352. 
46.  Hoff— Coal- Hod.— Letters  Patent  No.  279,871,  granted  June  19, 1883,  to  Charles 
Hoff,  for  an  improvement  in  coal-hods,  again  considered  (see  35  O.  G.,  1230, 
for  former  decision),  and  in  view  of  English  pateut  to  Haseltine,  of  Novem- 
ber 3, 1873,  limited.     *Hoff  et  al  v.  Iron  Clad  Manufacturing  Company  507. 

46.  Hotchkiss— Clock-Movements.— Reissued  Letters  Patent  No.  10,062,  granted 

March  14, 1882,  to  Arthur  E.  Hotchkiss,  for  improvements  in  clock-movements, 
declared  invalid  as  to  the  first  eight  claims  thereof.  *  Parker  <f  Whipple  Com- 
pany et  al.  vv  Tale  Clock  Company  et  a?.,  584. 

47.  Hutchins— Hydrocarbon-Stoves.— Letters  Patent  No.  177,334,  granted  to 

Abner  B.  Hntcbins,  March  16,  1876,  on  hydrocarbon-stoves,  are  not  infringed 
as  to  the  first  claim  by  a  combination  of  parts  in  a  hydrocarbon-stove,  one 
element  of  which  differs  in  construction  and  mode  of  operation  from  the  cor- 
responding element  in  snch  claim,  the  two  elements  compared  not  being 
equivalents  for  each  other.    *  Sharp  v.  Eeissner  et  al.,  171. 

48.  Irwin— Lamps.— Neither  the  first  claim  of  Letters  Patent  No.  104,318,  granted 

Jane  14,  1870,  to  John  H.  Irwin,  for  an  improvenent  in  lanterns,  norths  first 
and  second  claims  of  Letters  Patent  No.  151,703,  granted  Jane  9, 1874,  to  the 
same  party,  for  an  improvement  in  lamps,  is  infringed  by  a  lantern  cony 
structed  without  an  annular  chamber,  and  in  which  the  devices  for  prevent- 
ing the  extinguishment  of  the  flame  through  the  globe  while  the  lantern  is 
being  oscillated,  and  for  furnishing  at  the  same  time  a  full  supply  of  fresh 
air,  are  not  the  mechanical  equivalents  of  the  patentee's  structure.  *  Steam 
Gouge  and  Lantern  Company  et  al.  v.  St.  Louis  Railway  Suppliee  Manufacturing 
Company,  152. 

49.  Jennings— Mitt-Shaping  Machines.— Letters  Patent  No.  234,286,  granted 

November  9,  1880,  to  Warren  P.  Jennings,  for  an  improvement  in  mitt-shap- 
ing machines,  construed  end  the  process  claims  Held  not  to  cover  any  patent- 
able  novelty.    •  Jennings  et  al.  v.  Lowenstine  et  al.,  525. 

60.  Johnson— CoTTiNG-PiXBRfl.— A  patent  was  issued  to  plaintiff,  Henry  G.  Thomp- 

son, as  assignee  of  Moses  C.  Johnson,  for  an  improvement  in  cutting-pliers, 
and  he  filed  a  bill  for  damages  and  an  injunction  against  one  Hall.  It  ap- 
peared that  Hall  was  president  of  a  company  engaged  in  making  cutting- 
pliers'  under  a  patent  issued  to  Hall.  The  writ  turned  on  the  question 
whether  a  certain  model  was  made  by  Johnson  while  he  was  in  the  employ 
of  the  company  or  after  he  had  been  discharged  by  Hall.  Held  that  on  the 
evidence  it  was  not  made  till  after  the  discharge,  that  Johnson  was  not  the 
first  inventor,  and  that  the  bill  must  be  dismissed.  *  Thompson  v.  Hall  et  al., 
M8. 

61.  Kittle— Spiral  Springs  por  Mattresses.— Letters  Patent  No.  98,50"),  granted 

to  Samuel  P.  Kittle,  January  4,  1870,  for  an  improved  spiral  xpring  for  mat- 
tresses and  furniture,  as  limited  to  the  first  two  claims  under  such  patent, 
are  valid,  and  the  patent  granted  to  James  I.  8pencer,  July  24, 1877,  for  an 
improvement  in  spring  bed  bottoms,  is  an  infringement  upon  them.  The 
third  claim,  for  a  flexible  border  of  rattan  attached  to  the  outer  edges  of  the 
springs  as  a  support  to  keep  the  ticking  in  line,  in  combination  with  the 
springs,  frame,  webbing,  etc.,  is  not  valid,  for  the  reason  that  It  was  inserted 
more  than  four  years  after  the  application  was  filed  and  more  than  two  years 
after  the  structure  covered  thereby  had  gone  into  public  nse.  *  Kittle  v.  Mall 
et  al,  329. 
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62.  Leidecksr— Barber  ahd  Dental  Chair.* Reissued  Letters  Patent  fco.  7,390, 
grmnted  September  26, 1876,  to  Michael  Leidecker,  declared  void,  because  of 
being  broadened  to  cover  more  than  the  original  patent.    *  Archer  v.  And 
cfaJ.,461. 

53.  Low— Artificial  Teeth.— Patent  No.  836,940,  granted  March  15,  1*1,  to 

James  E,  Low,  declared  valid  and  infringed.  *  Internationa^  Tooth-Crown 
Company  v.  Richmond  et  ol.,  425. 

54.  'Meller  and  Hofmann—Bbrb- Making— Patent  No.  215,679,  granted  Maj  20, 

1879,  upon  the  application  of  Leonard  Meller  and  Edmund  Hofinann,  to 
George  Bartholomae,  assigDee,  for  beer-making,  declared  valid,  and  infringed 
as  to  its  third  claim.  *  Now  Proceoe  Fermentation  Company  v.  Men*  et  «/.,  402. 
56.  Moors— Drinking-Trough.— Letters  Patent  No.  316,639,  granted  April  28, 
1885,  to  Jonathan  Moore,  for  a  drinking-trough.for  animals,  adjudged  valid. 

*  North  American  Iron  Worke  v.  Fieke,  367. 

56.  Sams— Drcrkx. — Decree  that  the  patent  is  Valid,  has  been  infringed,  and  for  an 

account.    *  Id. 

57.  Naglb— Nailing-Machixk.— Patent  No.  308,370,  of  November  25,  1»&4,  to 

James.  Nagle,  for  improvements  in  d ailing-machines,  considered  and  Held 
void,  part  as  being  anticipated  by  the  owners  of  the  Eppler  nailing-machine 
patent  issued  August  14,  1883,  and  part  as  not  amounting  to  an  invention. 

•  Cross  et  ol.  v.  Union  Metallic  Fastening  Company  at  at,  308. 

68.  Nbwbury-Time-Locks.— Letters  Patent  Nos.  284,049  and  284,142,  of  August 
28, 1883,  to  Henry  F.  Newbury,  for  improvements  in  mode  of  mounting  time- 
looks,  construed,  and  Held  limited  by  the  prior  art  to  the  particular  modes 
of  isolating  time-locks  set  out  in  the  patents,  and  that  defendants,  employing 
substantially  different  mechanism,  did  not  infringe.  *  Newbury  et  oil.  v. 
Squairee  et  ol.,  175. 

5a  Orm— Log-Turner.— Patent  No.  163,398,  dated  May  18, 1875,  granted  to  John 
Orm,  for  log-turners,  declared  invalid  as  to  its  first  claim.  *  Tarrant  v.  Da- 
lai* Lumber  Company,  417. 

60.  Osbobn— Knitting-Machine.— Patent  No.  296,210,  granted  April  1    1884,  to 

William  Osboru,  for  knitting-machines,  adjudged  valid  and  to  have  been  in- 
fringed.   •  Oebor*  v.  Glamor  et  al.f  493. 

61.  Philips— Process  of  Curing  and  Coloring  Tobacco.— Letters  Patent  No. 

240,266,  granted  April  19, 1881,  to  Charles  8.  Philips,  for  an  improvement  \a 
process  of  curing  and  coloring  tobacco,  Held  anticipated  and  invalid  for  want 
of  novelty.    •  Philipe  v.  Koehert  et  al.f  614. 

62.  Philips— Sweat-House  for  Curing  Tobacco. -Letters  Patent  No.  228,928, 

granted  June  15, 1880,  to  Charles  S.  Philips,  for  a  sweat-house  for  curing  to- 
bacco, restricted  by  previous  patents  to  Benjamin  Payn,  1869,  and  Abraham 
Robinson,  June  10, 1879,  and  as  thus  restricted  not  infringed.    *  Id, 

63.  Reynolds— Fruit-Driers.— Letters  Patent  No.  190,368,  granted  May  1, 1887, 

to  Asa  Quinoy  Reynolds,  examined,  and  the  fourth  claim  thereof  found  not  to 
be  infringed  by  the  machine  described  in  Letters  Patent  No.  221,056,  granted 
October  28, 1879,  to  George  8.  Grier.    •  Offer  v.  Wilt,  259. 

64.  Richmond— Artificial  Teeth.- Patent  No.  277,941,  granted  May  22, 1883,  to 

Cassias  M.  Richmond,  declared  invalid.  Patent  No.  277,993,  granted  May  22, 
1683,  to  Aivin  8.  Richmond,  declared  invalid.  'International  Tooth-Crown 
Company  v.  Richmond  et  el.,  425. 

65.  Robinson— Apparatus  for  Steaming  Leaf-Tobacco.— Letters  Patent  No. 

216,293,  granted  Jnne  10,  1879,  to  Abraham  Robinson,  for  an  improved  ap- 
paratus for  steaming  leaf-tobacco,  construed  and  limited  to  the  substitution 
of  a  wooden  ▼easel  for  holding  tobacco  while  being  resweated,  in  place  of  a' 
metallic  one.    •  Suitor  et  al.  v.  RsNssoa  et  aL,  155. 
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66.  Same.— Even  this  construction  in  patentee's  apparatus,  if  equivalent  to  the 

cases,  boxes,  or  packages  in  which  tobacco-leaves  are  originally  packed  by 
the  producer,  has  been  anticipated  by  various  persons.    *  Id. 

67.  Sams.— It  is  also  described  in  Letters  Patent  No.  38,681),  granted  July  II,  1865, 

to  W.  W.  Huse,  for  an  improved  process  for  curing  tobacco.    *  Id. 

68.  Ross— Machine  for  8wagino  and  Trimming  the  Points  of  Horseshoe* 

Nails.— Letters  Patent  No.  139,332,  granted  May  27,  1873,  toR.  Ross,  for  a 
machine  for  swaging  and  trimming  the  points  of  horseshoe-nails,  construed 
and  claim  1  restricted  to  the  particular  elements  of  the  combination  therein 
recited.  *A»  Sable  Horse  Wail  Company  v.  Essex  Horse  Nail  Company  et  al.f 
559. 

69.  Royer— Treating  Hidks    -Letters  Patent  No.  77,920,  granted  May  12, 1868,  to 

Herman  and  Louis  Royer,  for  a  machine  for  treating  hides  Held  not  infringed 
by  a  machine  differing  from  the  one  thereby  patented  in  being  horizontal  in- 
stead of  upright,  using  two  followers  instead  of  one,  and  springs  instead  of  a 
weight,  and  in  having  a  shaft  to  tfhich  the  hides  are  attached  by  means  of  a 
clamp  instead  of  a  slotted  shaft,  with  set-screws.  *  Royer  v.  Schultz  Belting 
Company,  202. 

70.  Sanborn,  Kanousk,  and  Sanborn— Celluloid  Collars  and  Cuffs.— Patent 

No.  200,939,  dated  March  5,  1878,  to  Sanborn,  Kanouse,  and  Sanborn,  for  an 
improved  fabric  for  collars  and  cuffs,  adjudged  valid  and  to  hare  been  in- 
fringed. *  Celluloid  Manufacturing  Company  et  al.  v.  American  Zylonite  Com* 
pony  etahy  519. 

71.  Sax— Car-Wheels.— Letters  Patent  No.   249,102,  dated  November  1,  1881, 

granted  to  John  K.  Sax,  for  improvement  in  the  manufacture  of  car- wheels, 
declared  invalid.    "Sax  v.  Taylor  Iron  Works,  444. 

72.  Schillinger— Concrete  Pavements.— The  claims  of  Reissued  Letters  Patent 

No.  4,364,  granted  to  John  J.  Schillinger,  May  2, 1871,  for  concrete  pavements, 
are  not  infringed  by  a  concrete  pavement  laid  in  strips  in  one  mass  from  the 
curb  inwardly  and  then  marked  crosswise  into  blocks  with  a  blunt  marker 
to  the  depth  of  about  one-sixteenth  of  an  inch  where  such  marking  was  for 
ornamentation  and  produced  no  free  joints  between  the  blocks.  *  California 
Artificial  Stone  Parity  Company  v.  Sckalicke,  163. 

73.  Schillinger— Pavements.— Reissued  Letters  Patent  No.  4,364,  granted  May  2, 

1871,  to  J.  J.  Schillinger,  for  improvements  in  concrete  pavements,  adjudged 
valid  and  to  have  been  infringed.    *  Shannon  v.  Bruner,  580. 

74.  Sbibert— Lubricators.— Letters  Patent  No.  111,881,  granted  February  14, 1871, 

to  Nicholas  Seibert,  for  an  improvement  in  lubricators,  construed  and  Held 
not  infringed  by  the  form  of)  nbricator  used  by  the  defendants.  *  Seibert  Cylin- 
der Oil  Cap  Company  v.  Nightingale  et  oi.,  627. 

75.  8hickle— Molding  Pipes.— Reissued  Letters  Patent  No.  8,562,  granted  January 

2t,  1879,  to  Frederick  Shickle,  forau  improvement  in  molding  pipes,  declared 
void.  *  Shiekle,  Harrison  #  Howard  Iron  Company  v.  South  St.  Louie  Foundry 
Company,  216. 

76.  8HICELE— Pipe-Molding  Apparatus.— Letters  Patent  No.  295,205.  granted 

March  18, 1884,  to  same  party,  for  an  improvement  in  pipe-molding  appara- 
tus, declared  void  for  want  of  patentability.    *  Id. 

77.  Siemens— Regenerator-Furnace. — Reissued  Letters  Patent  No.  3,265,  granted 

January  12,  1869,  to  Charles  W.  and  Frederick  Siemens,  for  an  improved  re- 
generator-furnace, declared  to  have  expired  July  19, 1878,  by  the  expiration 
of  patent  granted  by  Great  Britain  upon  the  same  invention  and  sealed  July 
19, 1861.  *  Guarantee  Insurance,  2V**t,  and  Safe  Deposit  Company  et  al.  v.  Sel- 
lers et  al.f  6S&. 
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7&  Smith— Lacing-Hooks.— Letters  Patent  No.  232,561,  for  an  improvement  in 
lacing-hook  stock,  granted  September  21,  1880,  to  Stephen  M.  Smith,  de- 
clared void  for  want  of  novelty.     *Gray  v.  Halkyard  et  aZ.,  198. 

79.  Smith— Cake-Cutting  Machines.— Claims  3  and  4  of  Reissued  Letters  Patent 

No.  9,377,  granted  September  14, 1880,  to  J.  F.  S.  Smith,  for  a  cake-cutting  ma- 
chine, in  which  the  cutting-wire  was  supported  in  the  center  by  a  guard 
or  arm  slightly  bent  upward  at  the  outer  end  to  keep  the  wire  level  with  the 
apertures  through  which  the  dough  was  pressed,  and  prevent  the  wire  from 
sagging  or  vibrating  near  the  center  without  confining  it  too  rigidly,  Held  to 
be  without  patentable  novelty.    *Roth  et  cZ.  v.  Keebler,  547. 

80.  Spencer— Spring  Bed-Bottoms— Spiral  Sprigs  for  Mattresses.— Letters 

Patent  No.  98,505,  granted  to  Samuel  P.  K  tie,  January  4,  1870,  for  an  im- 
proved spiral  spring  for  mattresses,  and  furniture,  as  limited  to  the  first  two 
claims  under  such  patent,  are  valid,  and  the  patent  granted  to  James  I. 
Spencer,  July  24,  1877,  for  an  improvement  in  spring  bed-bottoms,  is  an  in- 
fringement upon  them.  The  third  claim,  for  a  flexible  border  of  rattan  at- 
tached to  the  outer  edges  of  the  springs  as  a  support  tp  keep  the  ticking  in 
line,  in  combination  with  the  spring**,  frame,  webbing,  etc.,  in  not  valid,  for 
the  reason  that  it  was  inserted  more  than  four  years  after  the  application  was 
filed  and  more  than  two  years  after  the  structure  covered  thereby  had  gone 
into  public  use.    *  Kittle  v.  Hall  et  ah,  329. 

81.  Sprague— Buckle-Lever  Machines.— The  first,  second,  third,  fourth,  and 

sixth  claims  of  Letters  Patent  No.  228,136,  granted  May  25,  1880,  to  Leonard 
A.  Sprague,  and  the  second,  third,  and  fifth  claims  of  Letters  Patent  No. 
231,199,  granted  August  17, 1680,  to  Leonard  A.  Sprague,  both  for  improve- 
ments in  machines  for  making  bnckle-lever,  declared  invalid  by  reason  of 
more  than  two  years'  public  use  before  the  date  of  application  for  said 
patent.     * Smith  #  Griggs  Manufacturing  Company  v.  Sprague,  616. 

82.  Stetson— Lanterns.— Letters  Patent  No.  244,944,  granted  July  26,  1881,  to 

Joseph  B.  Stetson,  for  an  improvement  in  lanterns,  construed  and  Held  not 
to  be  anticipated  by  the  patents  to  Ford  in  lrffl,  Colony  in  1878,  Betts  in 
1879,  Irwin  in  1869,  nor  Beidler  in  1877,  and  is  infringed  by  a  device  differing 
from  the  patent  only  in  having  the  side  wires  hooked  into  the  lower  perfo- 
^  rated  plate  instead  of  being  wound  around  or  under  it,  and  in  place  of  guides 
are  supported  laterally  by  being  bent  partly  around  the  side  tubes  with  a 
simple  difference  of  form  in  the  spring  connecting  the  upper  plate  to  the 
globe.    *Steam  Gauge  and  Lantern  Company  et  at.  v.  Roger*  et  aZ.,  453. 

83.  Stewart  and  Campbell.— Applr-Parer.— Letters  Patent  No.  140,315,  granted 

June  24, 1873,  to  John  8.  Stewart  and  Will  Campbell,  for  a  joint  invention 
for  improvements  in  machines  for  paring,  etc.,  fruits,  declared  invalid  aa  to 
the  tenth  claim  thereof,  the  invention  thus  claimed  having  been  made  by 
Stewart  alone.    *  Stewart  et  at.  v.  Tenlc  et  al.f  667. 

84.  Sumner— Lumber-Drifrs.— The  second  clause  of  the  claim  of  Reissued  Let- 

ters Patent  No.  9,309,  granted  July  20, 1880,  to  £.  J.  Sumner,  for  an  improve- 
ment in  lumber-driers,  makes  said  claim  broader  than  the  claim  of  the 
original  patent.  *  Outran  et  al,  v.  St.  Louie  Refrigerator  ana  Wooden  Gutter 
Company  et  al.t  327. 

85.  Swift— Lubricator.— Letters  Patent  No.  283,931,  granted  August  28,  1883, 

for  an  improvement  in  lubricators,  declared  void.    • Swift  v.  Jeuke  et  al.,  214. 

86.  Tarrant— Log-Turner.— Reissue  No.  6,487,  dated  July  15,  1873,  granted  to 

Alexander  Rogers,  as  assignee  of  Esau  Tarrant,  for  rolling  saw-logs,  de- 
clared valid  and  infringed  as  to  its  second  claim.  *  Tarrant  v.  Duluth  Lumber 
Company,  417. 
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87.  Thatciier— Fire-Placb  Heater.— The  first  and  second  claims  of  Letters  Pat- 

ent No.  104,377,  granted  June  4, 1870,  to  John  M.  Thatcher,  declared  invalid. 
•Thatcher  Heating  Company  et  al  v.  Burtis  et  al,  320. 

88.  Tirrell— Electric  Gas- Lighting  Apparatus— Earlier  Inventions.— The 

invention  contained  in  Letters  Patent  No.  230,500,  granted  July  27,  1880,  to 
George  F.  Pinkham,  assignee  of  Jacob  P.  Tirrell,  for  electric  gas-lighting 
apparatus.  Held  not  anticipated  by  the  Tirrell  inventions  of  1871  and  1872, 
contained  in  patents  No.  121,302  and  No.  130,770,  nor  by  the  Cutler  Pate- 
No.  220,704,  none  of  these  prior  devices  being  so  constructed  that  by  the 
action  of  the  electric  current  the  gas-cock  is  turned  by  a  single  impulse  and 
a  succession  of  sparks  is  produced  at  the  burner-tip  without  further  motion 
of  the  gas-cook.  •  Boston  Electric  Company  v.  Fuller  et  al,  336. 
80.  Same—  Invention. — Held,  also,  that  this  improvement  over  prior  devices  con- 
stitutes invention.    *Id, 

90.  Wilcox— Vehicle-Hubs.— Complainant's  patent,  Reissue  No.  8,868,  August  26, 

1879,  for  an  improvement  in  vehicle* hubs,  Held  to  be  valid  and  infringed  by 
defendants.    *  Wilcox  v.  Bookwalter  Bro.  f  Co,,  368. 

91.  Willard— Fishing  Apparatus.— Patent  No.  240,630,  granted  to  Henry  E.  Wil- 

lard  April  26, 1881,  for  improvements  in  fishing  apparatus,  is  void  for  want  of 
invention.    *  Willard  et  al  v.  Cooper,  190. 

92.  Wollensak—8et-8crews.— Letters  Patent  No.  278,769,  of  June  5, 1883,  to  John 

F.Wollensak,  for  an  improved  set-screw,  sustained,  and  found  infringed. 
•Wollensak  v.  Beiher,  154. 

93.  Woodruff— Buckles— Anticipation.— The  second,  third,  and  fourth  claims 

of  Woodruff's  Reissued  Letters  Patent  No.  8,541,  granted  January  14, 1879,  to 
Henry  8.  Woodruff,  for  an  improvement  in  buckles,  declared  to  have  been  an- 
ticipated by  the  patent  of  E.Cole,  No. 69, 181,  dated  September  24, 1867,  for 
an  improved  buckle.    *  Woodruff  v.  Carr,  599. 

94.  ZWIBTUBCH   AND  HEITHANN— AUTOMATIC  PRESSURE- RELIEF  APPARATU8  FOR 

Beer- Vessels.— The  distinguishing  feature  of  the  Otto  Zwietusch  and  E. 
Heitmann  patent  of  December  23, 1879,  for  automatic  preeenre- relief  apparatus 
for  beer-vessels,  stated  to  be  its  water  chamber  or  chambers,  and  such  patent 
Held  to  be  valid  and  to  be  infringed  by  the  Woerle  bungs.  m  Consolidated 
Bunging  Apparatus  Company  v.  Woerle,  209. 

PAETIE8  TO  AN  INTERFERENCE.    BeeJppeale,2;  Interference,  30. 

PARTIES  TO  SUIT.  See  Corporations,  2,  3 ;  Damages  and  Profils*  1, 2 ;  Infringement,  3, 
4 ;  Jurisdiction,  1,  2,  3;  Suits  for  Infringement,  4, 12, 13,  14,  15. 

1.  Practice— Proper  Parties.— Where  the  complainant  in  a  bill  for  the  infringe- 

ment of  a  patent  is  only  a  licensee,  and  the  patent  had  been  assigned  to  an 
other  party  before  the  suit  as  security  for  a  debt  not  yet  due,  the  last-named 
party  must  be  joined  as  a  complainant,  and  a  subsequent  assignment  to  the 
complainants  of  the  assignor's  entire  interest  in  the  patent  will  not  change 
the  legal  status  of  the  parties.    *  Waterman  v.  Mackenzie  et  ah,  278. 

2.  Multifariousness.— Where  a  suit  is  brought  against  A  B  and  C  D,  doing  busi- 

ness under  the  name  of  "A  B  Engraving  Plate  Co.,"  without  stating  whether 
the  concern  was  a  firm  or  corporation,  Held  that  a  conjoint  use  was  shown, 
and  a  demurrer  to  the.  bill  on  the  ground  of  multifariousness  was  not  well 
taken.    *Kaolatype  Engraving  Company  et  al.  v.  Hoke  et  at,  225. 

3.  Counties— Right  to  Maintain  Suits  Against.— A  county  has  the  physical 

power  to  appropriate  property,  and  if  it  does  so  wrongfully  it  will  not  be  ex- 
empt from  liability  any  more  than  an  individual,  and  a  suit  brought  against 
a  county  for  infringement  of  a  patent,  or  for  damages  after  the  expiration  of 
a  patent,  may  be  maintained.    *May  v.  County  of  Balls,  455. 
22336  PAT 46 
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PARTIES  TO  SUIT— Continued. 

4.  Defense— Equitable  Interest  in  a  Patent.— The  owner  of  an  equitable  in- 

terest in  a  patent  is  not  answerable  in  a  snit  for  its  infringement  to  the  owners 
of  the  legal  interest  in  the  same  patent.  *Aipinwall  Manufacturing  Company 
v.  QiU  et  al.,  482. 

5.  Parties  to  Suit. — There  was  no  necessity  for  making  Norm  and  Young  parties 

to  the  suit,  as  they  had  been  settled  with,  and  had  no  interest  in  the  contro- 
'   versy.    *  Rogers  v.  Riesener  et  al,  550. 

PARTNERSHIP.     See  Service  of  Protest,  2. 

PATENTABILITY.  See  Construction  of  Specifications  and  Patents,  7,  16,  19,20,24; 
Inventions;  Mechanical  Skill;  Particular  Pateuts,79;  Process,  4. 

PATENTS.  See  Cancellation  of  Patents;  Claims;  Construction  of  Claims;  Construc- 
tion of  Specification  and  Patents  ;  Division  of  Application,  4, 5, 7, 8, 11 ;  Inoperative 
Patents;  Particular  Patents;  Reissues;  Subsequent  Patents,*. 

PETITION  TO  COMMISSIONER.    See  Appealed  Cases,*. 

PLEA  IN  ABATEMENT.     See  Service  of  Process,  1. 

PLEADINGS.  See  Estoppel,  1 ;  Suits  for  Infringement,  9. 
1.  Pleading— Former  Adjudication.— In  a  subsequent  suit  by  the  defendant 
against  the  complainant  for  an  assignment  of  an  interest  in  the  patent  upon 
which  the  former  suit  was  brought,  the  former  adjudication  as  to  the  owner- 
ship in  such  patent  was  properly  pleaded  in  bar.  mPuetz  v.  Bransford,  556. 
'2.  Pleading — Issue  upon  Insufficient  Pleading. -Having  taken  issue  upon 
the  plea,  the  complainant  can  not  afterward  assert  that  the  facts  alleged  are 
not  a  good  defense  to  the  bilL    *  Bean  v.  Clark  et  al,  522. 

POWER  OF  ATTORNEY.    See  Attorneys. 

PRACTICE  IN  THE  COURTS.  8ee  Assignments,  1 ;  Bill  in  Equity;  Construction  of 
Claims,  2 ;  Construction  of  Specifications  of  Patents,  3 ;  Contempt  of  Court,  i,  3, 4, 
5,6;  Corporations,  3;  Costs  of  Suit,  1;  Damages  and  Profits,  2;  Decree;  De- 
murrer; Estoppel;  Infringement,  4, 14, 34, 38;  Injunction;  Judgment;  Licenses,  7 ; 
Limitation,  2;  New  Trial;  Parties  to  Suit,  1.2;  Pleadings;  Publication;  Rehear- 
ing, 1,  3 ;  Rejected  Claims,  2;  Service  of  Process,  1,  2,  3,  4;  State  Statutes;  Suite 
in  Equity  for  a  Patent  under  Section  4915  Revised  Statutes,  3;  Suits  for  Infringe- 


1.  Practice  of  Courts  in  Regard  to  Decisions  of  other  Judges  in  the  Same 

Circuit.— It  would  be  very  unseemly  for  one  judge  of  a  circuit  court  to  over- 
rule another  judge  of  the  same  circuit  in  the  same  cause,  particularly  when 
the  first  decision  had  been  adopted  in  other  circuits  and  had  not  been  re- 
versed by  the  appellate  court.  *Bate  Refrigerating  Company  v.  OillettetaL,  474. 

2.  Decisions  of  other  Circuit  Courts  Controlling  under  Similar  Circum- 

stances.— Hammerschlag's  patent  having  been  sustained  by  the  courts  in  a 
number  of  contested  cases,  a  proper  regard  for  uniformity  of  decisions  should 
incline  other  courts  to  hold  the  patent  valid  against  the  same,  or  substan- 
tially the  same,  decisions  until  all  controversy  over  its  validity  is  put  at 
rest  by  a  decree  of  the  Supreme  Court  of  the  United  States.  *  Eammerschlag 
Manufacturing  Company  v.  Bancroft,  509. 
PRACTICE  IN  THE  PATENT  OFFICE.  See  Abandoned  Applications;  Amendments; 
Appealed  Cases;  Appeals;  Applications;  Attorneys;  Claims;  Construction  of 
Claims,  3,  4;  Depositions;  Disclaimer;  Division  of  Application;  Drawings; 
Examination  of  Applications;  Examiners-iu-Chief  ;  Former  Decisions  Affirmed ; 
Interferences;  Preliminary  Statement;  Publio  Use,  1,  4;  Reissues,  16;  Rejected 
Casts;  Rejected  Claims;  Reopening  of  Rejected  Cases ;  Subsequent  Patents. 
Election.— The  principle  recognized  in  general  jurisprudence  that  a  party  entitled 
to  two  or  more  rights  or  remedies  must  elect  which  to  pursue,  and,  having 
made  the  election  with  full  knowledge,  is  bound  thereby,  is  applicable  to 
procedure  for  patent.  A  party  can  not  occupy  two  inconsistent  pimittonn. 
Ex  parte  Williams  and  Raidabaugh,  100. 
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PRELIMINARY  STATEMENT.  See  Je*er/cr*a*v27. 
1.  Preumihaby  Statement— Amendment— Laches.— 4.  party  who  prepares  his 
preliminary  statement,  knowing  and  advising  his  counsel  that  the  dates 
alleged  therein  are#ot  the  earliest  which  he  can  establish,  and  who  fails  to  ask 
for  a  postponement  when  he  has  not  time  to  obtain  fnller  information  and 
data,  bat  files  his  statement  in  snch  imperfect  condition,  can  not  prevail  in  a 
motion  to  amend  when  he  waits  until  possessed  of  all  the  facts  and  dates  relat- 
ing to  his  adversary's  case.  Donnelan  v.  Berry,  140. 
"9*  Sams— Same—Same.— When  such  a  party  enters  a  protest  against  his  opponent's 
preliminary  statement,  and  amendment  has  been  made  thereof,  bat  waits 
until  after  the  testimony-in-chief  has  been  taken  and  then  moves  to  amend 
his  own  statement  for  no  other  pnrpose  than  to  carry  his  dates  back  of  those 
set  up  by  his  opponent,  he  must  be  held  to  be  guilty  of  laches  and  not  to  have 
shown  such  diligence  which  the  rule  requires,  nor  compliance  with  the  clear 
intent  and  purpose  of  the  practice  requiring  preliminary  statements.    *  Id. 

PRIORITY  OF  INVENTION.  See  Anticipation;  Construction  of  Specifications  and 
Patents,  3,4,6;  First  or  Original  Inventor;  Interference^  21. 

PRIOR  USE.    See  Construction  of  Specifications  and  Patents.  3. 

PRIVITY  TO  CONTRACT.    See  Contracts,  2,  3.. 

PROCB8S.  See  Division  of  Application;  Infringement,  26,  88;  Invention  Described 
but  not  Claimed;  Machine  and  Process;  Particular  Patents,  8, 13, 49, 84. 
1.  Process  Independent  of  Apparatus.— Where  a  process  is  capable  of  being 
carried  on  by  a  variety  of  apparatus,  the  validity  of  the  claim  is  not  affeoted 
by  the  want  of  novelty  in  the  apparatus  if  the  process  is  new  and  produces  a 
new  result.  *Kew  Process  Fermentation  Company  v.  Maus  et  al,  408. 
£.  Machine  and  Process.— A  patent  may  be  valid  for  a  process  and  another  be 

valid  for  the  means  of  carrying  it  on.  *  Philips  v.  Koohert  et  ah,  614; 
3.  Process.— A  process  may  be  patentable  irrespective  of  the  particular  form  of 
instrumentalities  used.  *  Eastern  Paper  Bag  Company  et  al.  v.  Standard  Paper 
fag  Company  et  al,  537. 
-4.  Machine  made  Capable  or  Working  Process.— Where  the  defense  to  a  suit  for 
the  infringement  of  a  patent  process  is  that  machines  embodying  the  process 
claimed  were  sold  and  in  public  use  more  than  two  years  before  the  date  of 
the  application  for  the  process  patent,  such  defense  is  not  sustained  by  proof 
that  the  use  made  of  the  machiae  before  that  date  was  experimental  only  and 
not  capable  of  working  the  process.  There  is  no  real  Invention  of  a  process 
until  a  machine  is  constructed  to  work  the  process.    *  Id* 

PROCESS  AND  APPARATUS,    &*>  Division  of  Application,  2, 11, 18. 

PRODUCT.    See  Infringement  86;  Particular  Patents,  13. 

PROFITS.    Seo  Damages  and.  Profits. 

PUBLICATION— Judicial  Note,— A  court  will  not  take  notice,  on  demurrer,  of 
the  contents  of  printed  publications,  such  as  mechanical  dictionaries,  ency- 
clopedias, etc.,  as  the  same  does  not  fall  within  the  category  of  things  of 
general  knowledge  of  which  courts  take  judicial  notice,  but  can  more  prop-, 
erly  be  considered  at  the  final  hearing,  with  an  opportunity  on  the  part  of 
the  complainant  to  explain  or  rebut  them.  *  Kaolatype  Engraving  Company 
etui  v.  Hokeei  al.,  325. 

PUBLIC  USE.  8e* Experimental  Use;  Particular  Patents,  25,36,51,80,91;  BeUsuee,b. 
1.  Practice  in  the  Patent  Office.— When  an  alleged  invention  is  asserted  to 
have  been  in  public  use  or  on  sale  for  more  than  two  years  prior  to  the  filing 
of  application,  which  assertion  is  predicted  upon  affidavits  or  a  similar  ex 
parte  showing,  the  same  should  be  called  to  the  attention  of  the  Commis- 
sioner, that  he  may,  in  case  the  proceeding  seems  to  be  warranted,  call 
upon  applicant  to  show  cause  why  an  inquiry  into  this  question  should  not 
be  directed.    Ex  parte  Barrieklo,  9. 
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PUBLIC  USE— Continued. 

8.  Affidavits.— In  oases  where  the  Commissioner  of  Patents  is  compelled  to  **  ac- 

quire his  information  (in  regard  to  public  use  and  sale)  through  the  testimony 
of  others/'  would  he  ever  be  justified  in  rejecting  an  application  upon  affi- 
davits or  other  ex  parte  showing  which  seemed  to  fairly  establish  such  faotf 
•Id. 

3.  Public  Use— Effect  of,  not  Changed  bt  Non-patentable  Additions. — 

Where  an  invention  had  been  publicly  known  and  practiced  more  than  two 
years  before  the  date  of  filing  the  application,  adding  to  such  application 
new  features  which  did  not  require  invention  does  not  avoid  the  bar  of  the* 
previous  public  knowledge  and  use.  *  International  Tooth-Crown  Company  y» 
Richmond  et  al.,  425. 

4.  Practice  in  Public  Use  Proceeding*.— The  Commissioner  has  authority  to 

refer  a  case  to  the  Examiner  of  Interferences  for  investigation  of  the  ques- 
tion of  publio  use  or  sale.  8uoh  Examiner  may,  according  to  the  nature  of 
the  order  of  reference  to  him,  report  the  facts,  with  his  conclusions,  to  the 
Commissioner,  or  he  paay  decide  the  questions  investigated  by  him.  The 
Commissioner  may  remand  the  case  to  the  Primary  Examiner  with  such  in- 
structions as  he  may  see  proper.  The  Primary  Examiner  only  has  authority 
to  reject  the  application  on  the  findings  in  the  first  instance.  From  such  re- 
jection an  appeal  lies,  upon  payment  of  fees,  to  the  Examiners-in-Chief,  as  in 
other  ex  parte  case.    Ex  parte  Finch,  96. 

6.  Jurisdiction  of  Examiners-in-Chief.— The  Examiners-in-Chief  acted  with- 
out  authority  in  entertaining  jurisdiction  of  the  appeal  taken  in  the  present 
case  from  the  decision  of  the  Examiner  of  Interferences.    Id. 

6.  Public  Use— What  is.— When  a  machine  was  used  by  a  manufacturer  in  the 

regular  conduct  of  his  business  by  his  own  workmen,  and  in  the  view  of  suck 
part  of  the  publio  as  resorted  to  his  establishment  for  the  purpose  of  buying 
or  selling,  such  use  was  a  publio  use.  *  Smith  $  Origge  Manufacturing  Com- 
pany v.  Sprague,  616. 

7.  An  Experimental  Use— What  is  not.— When  the  machine  in  question  con- 

sisted in  the  new  combinations  of  old  elements,  each  of  which  constituted  s> 
new  invention,  and  the  machine  was  practically  useful,  and  its  product  waa 
used  commercially  and  profitably  in  the  ordinary  course  of  business,  such  use- 
was  not  experimental,  although  the  inventor  was  engaged  in  the  improve- 
ments by  which  it  was  Jioped  and  expected  that  the  machine  would  be  made- 
more  valuable  and  useful.    *  Id. 

&  The  Distinction  Between  Use  for  Experiment  and  Statutory  Public 
Use.— Use  by  .the  inventor  of  a  machine  in  order  to  devise  by  experiment 
improvements  upon  the  same  to  perfect  it  is  permissible  even  where,  as  an 
incident,  the  product  of  the  machine  is  sold ;  but  where  the  use  is  mainly 
for  trade  and  profit  and  the  experiments  for  improvement  are  incidental, 
then  the  principal  and  not  the  incident  gives  character  to  the  use,  and  the 
latter  is  a  publio  use  under  the  statute,  and  comes  within  its  prohibition 
if  it  takes  place  more  than  two  years  before  the  application  for  the  patent. 

9.  Section  7  of  the  act  of  1839  Construed.— When  the  purchase  or  construc- 

tion of  the  patented  machine  or  article  took  place  at  a  time  more  than  two 
years  prior  to  the  application,  whether  with  or  without  the  knowledge,  eon- 
sent,  or  allowance  of  the  patentee,  the  patent  is  invalid,  and  that  is  the 
effect  of  section  24  of  the  act  of  1870,  and  of  section  4886  of  the  Revised  Stat- 
utes.    mAndrewe  et  al  v.  Hovey,  633. 
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PUBLIC  USE— -Continued. 
10.  Abandonment  Presumed  from  such  Public  Use  or  Sal*.-— If  the  inven- 
tion is  in  public  use  or  on  sale  at  a  date  more  than  two  years  before  the  ap- 
plication for  a  patent  upon  it,  it  will  be  conclusive  evidence  of  abandon** 
ment  and  the  patent  will  be  void.    •  Id. 

RECEIVER.    See  Lice***,  10. 

RECORDS  OF  THE  PATENT  OFFICE.    Be*  Drawings. 

REHEARING.    See  Appeal**  Caeee  ;  Rejected  Case*. 

1.  Practice—Grounds  for  Refusing  to  Reopen  Decree.— It  is  not  sufficient 

ground  for  reopening  a  decree  on  petition  of  oodefendants  that  they  were 
only  nominal  defendants,  were  ignorant  of  the  patent  in  suit,  and  were  mis- 
named in  the  bill,  it  appearing  that  they  had  answered  without  objection 
and  the  law  imputing  knowledge  of  patents  as  public  records.  'Bate  Re- 
frigerating Company  v.  Oilleit  ei  ah,  474. 

2.  8ame— Reasonable  Diligence— What  is  hot.— Due  diligence  in  making  the 

motion  is  required  of  a  party  who  seeks  to  correct  or  amend  a  decree,  and  a 
lapse  of  more  than  four  years  is  not  reasonable  diligence.    */<!.  • 

3.  Practice  on  Motion  to  Reopen  after  Hearing.— Aftex^hearing  upon  the 

merits  defendant  moved  to  open  the  case  to  allow  additional  testimony  to  be 
taken  upon  a  point  where  testimony  had  already  been  put  in  evidence,  and 
the  motion  was  denied  because  such  additional  testimony  would  be  merely 
accumulative.  *Pfansckmidt,  Dodge  $  Co.  v.  P.  H.  Kelly  Mercantile  Com- 
jHMy,  064. 
REISSUES.  See  Claims,  5,  6;  Construction  of  Specifications  and  Patents,  4,  22;  Dis- 
claimer, 1,  2 ;  Division  of  Application,  7;  Particular  Patents,  14,  15, 16,  20,  35, 
36,  41,  46,  52,  90. 
L  Reissue  Invalid  for  Certain  Reasons  Enumerated.— The  reissue  was  ap- 
plied for  more  than  thirteen  years  after  the  date  of  the  original  patent,  after 
the  defendants  had  begun  to  make  plows  like  those  complained  of.  The  first 
claim  of  the  reissue  included  elements  in  addition  to  those  enumerated  in  the 
corresponding  first  claim  of  the  original.  The  reissue  was  evidently  taken 
to  cover  defendants'  machine,  which  did  not  infringe  the  first  claim  of  the 
original  patent,  and  no  inadvertence  or  mistake  in  the  original  patent  was 
shown.    *  Newton  v.  Furst  f  Bradley  Manufacturing  Company  et  at,  145. 

2.  Inadvertence  or  Mistake,  what  is  not  Proof  of.— The  plaintiff  testified 
"that  he  thought  there  *  was  a  mistake  and  a  deficiency  in  the  patent;'  that 
he  did  not  consider  that  other  manufacturers  respected  it;  that  he  considered 
it  deficient  because  it  applied  the  friction-brake  to  the  periphery  of  the 
wheel,  and  that  he  believed  the  patent  was  entitled  to  cover  different  fric- 
tion-clutch devioes,  so  as  to  be  a  better  protection  against  infringers."  This 
was  not  regarded  as  proof  of  inadvertence  or  mistake  in  the  original  patent. 
•Id. 

Z.  Delays  not  Excused  by  Mistake  of  Solicitor.— A  delay  of  nearly  three 
years  after  the  date  of  the  original  patent  before  applying  for  its  reissue 
with  broader  claims  is  not  excused  by  the  mistake  of  the  solicitor  who  ap- 
plied for  and  procured  the  original  patent  with  claims  more  narrow  than 

those  which  he  was  instructed  by  the  inventor  to  make.  *Ive*  w.  Sargent* 
191. 

4.  New  Matter— What  Constitutes.— Where  an  element  of  the  invention  was 

shown  in  the  original  drawings  only  as  a  connected  portion  of  a  certain 
mechanism  and  was  so  described  in  the  original  patent,  the  description  of 
ench  element  in  a  reissue  as  an  independent  invention  is  new  matter,  and 
claims  based  thereon  are  invalid.    *Id. 
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5.  Mistakes  of  Solicitor.— Id  a  suit  pending  in  1874  upon  the  David  patent 

against  a  licensee  of  Hartshorn  it  appeared  in  evidence  that  the  patented  in- 
vention  of  Campbell  was  prior  to  that  of  Hartshorn.  Thereupon  Hartshorn 
bonght  the  Campbell  patent  and  reissued  it  and  the  Hartshorn  patent,  giving 
to  the  Campbell  reissue  the  claim  of  Hartshorn's  original  patent  with  two 
new  claims  and  taking  for  the  Hartshorn  reissue  a  restricted  claim.  In 
another  snit  brought  upon  the  Campbell  reissue  it  appeared  in  evidence  that 
the  same  solicitor  procured  both  the  Hartshorn  and  the  Campbell  original 
patents,  and  assumed  that  Hartshorn  was  the  prior  inventor  because  his  appli- 
cation was  first  received,  and  gave  to  his  patent  the  broad  claim  and  to  Camp- 
bell the  narrow  claim,  and  that  the  mistake  was  not  discovered  until  1874, 
and  applications  were  made  for  both  reissues  within  two  years  after  the  dis- 
covery of  the  mistake.  Meld  that  Campbell's  acquiescence  for  nine  or  ten 
years  in  Hartshorn's  origiual  claim  is  regarded  as  an  abandonment  by  him  of 
any  right  to  such  claim,  and  he  can  not  resume  the  same.  It  Is  no  answer  to 
this  view  that  the  invention  was  not  dedicated  to  the  public  by  Campbell  be- 
cause it  was  oovered  in  the  interim  by  Hartshorn's  claim,  since  Hartshorn 
never  had  a  right  to  the  claim.  As  Campbell  had  the  right  to  an  interference 
with  Hartshorn  when  the  original  applications  were  pending  and  did  not 
avail  himself  of  that  right,  but  acquiesced  in  the  claim  of  Hartshorn,  he  can 
not  afterward  claim  that  which  he  voluntarily  abandoned.  *Hartekor*  v. 
Saginaw  Barrel  Company  et  ah,  179. 

6.  Nbw  Matter  in  Reissue.— Where  the  specification  of  the  original  patent  is  so 

changed  in  the  reissue  as  to  admit  of  a  claim  which  could  not  have  been  made 
in  the  original  specification,  there  has  been  a  substantial  alteration  and  the 
claim  based  thereon  is  void.     *  Id. 

7.  Enlargement  of  Original  Patent.— Where  the  original  patent  described  and 

claimed  a  lever  applied  to  a  whip-socket,  and  the  reissue  described  and 
claimed  a  lever  applied  to  a  part  of  a  whip-socket,  the  reissue  was  unduly 
enlarged,  and  is  invalid.    •  Warden  et  aL  v.  Searle,  296. 

8.  Broadened  Claims— Delay.— The  right  to  a  reissue  with  a  broadened  claim 

is  lost  by  a  delay  of  four  years  in  making  application  therefor.  *  Curran  et  «!. 
v.  Saint  Louie  Refrigerator  and  Wooden  Gutter  Company  et  ok,  337. 

9.  Invention  when  the  Same  as  in  the  Original  Patent.— Certain  matters  found 

only  in  the  reissued  patent,  being  (1)  that  the  end  of  the  tube  should  form  an 
air-tight  connection  with  the  surrounding  earth ;  (2)  that  the  tube  itself  should 
be  air-tight,  and  (3)  that  the  pump  should  be  attached  to  it  by  an  air-tight  con- 
nection, Held  that  all  these  additional  features  were  matters  of  reasonable  in- 
ference from  the  language  of  the  original  specification,  ase  xplained  by  testi- 
mony, or  by  common  knowledge.    *Bamee  v.  Andrewe  et  at,  378. 

10.  Reissues— Proper  Subjects  for.— Where  matters  found  only  in  the  reissue,  or 

matters  where  a  change  has  been  made  from  that  described  in  the  original 
patent,  occur,  if  the  additions  and  changes  do  not  in  foot  amount  to  a  dif- 
ferent invention,  the  case  is  simply  one  of  a  defective  specification  and  a 
proper  subject  of  smendment.    *Id\ 

11.  Reissues— When  Proper.— If  the  amended  specification  does  not  enlarge  the 

scope  of  the  patent  by  extending  the  claim  so  as  to  cover  more  than  was  em- 
braced in  the  original,  and  thus  cause  the  patent  to  include  an  invention  not 
within  the  original,  the  rights  of  the  publio  are  not  thereby  narrowed,  and 
the  case  is  within  the  remedy  intended  by  statute.  *Ia\ 
IS.  Reissues— When  Improper.— If  by  the  reissue  the  scope  of  the  original  is  so  en- 
larged as  to  cover  and  claim  as  »  new  invention  that  which  was  not  in  the 
original  specification  as  a  part  of  the  invention  described,  or,  if  described,  was 
by  reason  of  not  being  claimed  virtually  abandoned  and  dedicated  to  public 
use,  the  reissue  is  unauthorised,    -/d. 
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13.  Claims  Compared  and  Found  to  bb  for  the  Same  Invention.— Original? 

The  herein-described  process  of  sinking  wells  whore  no  rock  is  to  be  pene- 
trated, vis,  by  driving  or  forcing  a  rod*  to  and  into  the  water  under  ground 
withdrawing  it  and  inserting  a  tube  in  its  place  to  draw  the  water  through* 
substantially  as  herein  described.— JMssa* ;  The  process  of  constructing  wells 
by  driving  or  forcing  an  instrument  into  the  ground  until  it  is  projected  into 
the  water  without  removing  the  earth  upward,  as  it  is  in  boring,  substan- 
tially as  herein  described.  MM  that  each  of  these  claims  is  for  the  same  in- 
vention.   *Id. 

14.  Rejection  and  Withdrawal  of  Claim— When  not  Prejudicial.— Where  the 

reissue  applicant  asserted  a  claim  which  was  rejected  by  the  Patent  Office  a» 
unnecessary,  the  patentee  is  not  prejudiced  by  the  withdrawal  of  such  claim. 
•Id. 

15.  Disclaimer  in  Original,  Omitted  in  Reissue  Patent.— Where  in  theorfginal 

there  was  a  disclaimer  of  an  earlier  patent,  and  it  appeared  that  in  a  subse- 
quent interference  proceeding  it  was  determined  that  such  subsequent  patent 
was  for  a  different  invention,  the  omission  of  the  disclaimer  in  a  reissue  was 
proper.    *ld. 

16.  Reissue  Application— Interference.— A  reissue  application  claiming  subject 

matter  shown  but  intenttonaUg  not  claimed  in  the  original  patent,  filed  to> 
effect  a  dissolution  of  an  interference  between  said  patent  and  a  pending  ap- 
plication, and  for  the  purpose  of  declaring  a  redeclaration  of  the  interference 
between  the  reissue  and  said  pending  application,  refused.  Held  that  the 
showing  did  not  establish  a  case  of  "  inadvertence,  accident,  or  mistake,"  but 
exhibited  an  error  of  judgment.    Ex  part*  Mahnken,  83. 

17.  Same— To  Cover  an  Omitted  Claim.— An  applicant's  "  opinion  n  that  the* 

claim  now  asserted  in  the  reissue  application  was  not  considered  by  him  to 
be  patentable  at  the  time  of  prosecuting  the  original  application  is  not  an  in- 
stance' of  an  actual  mistake,  nor  a  mistake  inadvertently  conimi tted .  Appli- 
cant accepted  his  patent  without  objection  or  evidence  of  dissatisfaction,  and 
with  full  knowledge  that  another  application  was  pending  in  the  Office 
containing  interfering  claims.    Id. 

18.  Same— Mistake.- Applicant's  ••  mistake,"  so  called,  being  clearly  an  error  of 

judgment  or  opinion,  can  not  avail  him,  and'a  reissue  of  his  patent  is  refused'.  Id. 

19.  "The  Same  Invention"  of  Section  4916  Revised  Statutes  Defined.— tin- 

der the  statute  the  Commissioner  of  Patents  has  no  jurisdiction  to  grant  a 
*  reissued  patent  for  an  invention  substantially  different  from  that  embodied  in 
the  original  patent,  and  it  does  not  follow  that  what  was  indicated  in  the* 
original  specifications,  drawing,  or  model  1b  to  be  considered  as  a  part  of  the* 
invention,  unless  the  court  can  see  from  a  comparison  of  the  two  patents- 
that  the  original  patent  embodied  as  the  invention  intended  to  be  secured  by 
it  what  the  claims  of  the  reissue  are  intended  to  cover.  *  Parker  f  Whipple 
Company  et  al.  v.  Tale  Clock  Company  et  al.,  684. 

dO.  "New  Matter'1  of  8ection  4916  Revised  Statutes  Defined.— There  was 
new  substantive  matter  introduced  into  the  reissued  patent  for  the  descrip- 
tion in  the  specification  as  a  foundation  for  the  first  eight  claims,  and  these- 
claims  themselves  might  have  been  the  subject  of  another  application  for  a 
patent  at  the  time  the  original  patent  was  applied  for  and  taken  out,  leaving; 
that  patent  valid  and  operative  in  respect  to  the  claims  it  covered.    *  Jd. 

21.  Abandonment  or  Waiver  of  Bight  to  Claim  Invention  in  Reissue. — 
In  the  absence  of  evidence  of  any  attempt  to  secure  by  the  original  patent 
the  inventions  covered  by  the  first  eight  claims  of  the  reissue,  these  inven- 
tions must  be  regarded  as  abandoned  or  waived,  so  far  as  the  reissue  in  ques- 
tion is  concerned,  subject,  however,  to  the  right  to  have  made  anew  applica- 
tion for  a  patent  to  cover  them.    'Id. 
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22.  Reissues— Oath— Assignee.— An  applicant  for  reissue  who  has  assigned  his 
entire  interest  in  the  invention  is  not  merely  a  "  perfunctory  affiant n  in  mak- 
ing oath  to  inadvertence,  accident,  or  mistake,  because  he  is  the  only  person 
who  is  supposed  to  be  possessed  of  the  requisite  knowledge  npon  whioh  to 
make  and  base  such  affidavit.  Ex  parte  Maknken,  134. 

83.  Same— Assignee  can  Not  Broaden  the  Intention.— The  right  of  the  as- 
signee under  the  statute  comes  from  the  inventor,  and  he  can  secure  no 
broader  patent  than  the  invenfcnvean  apply  for.  If  an  applicant  purposely  or 
intentionally  limits  the  scope  or  extent  of  the  claims,  his  assignee  can  not  ob- 
tain a  reissne  for  an  invention  broader  or  greater  than  that  claimed  by  the 
inventor.    Id. 

24.  Same— Section  4916— Inadvertence  or  Mistake.— It  is  not  every  inadver- 
tence or  mistake  which  can  be  corrected  by  reissue.  Inadvertence  or  mis- 
take within  the  meaning  of  section  4910  Revised  Statutes  must  be  shown  to 
exist  in  the  form  of  the  specification  or  claim  in  consequence  of  which  the 
application  does  not  describe  or  claim  that  which  the  applicant  intended  at 
the  time  be  prepared  his  papers.  The  defect  must  relate  to  the  application 
and  not  to  the  intention.  "A  reissue  can  only  be  granted  for  the  same  inven- 
tion which  was  originally  patented."  If  applicant  designedly  omitted  to 
originally  claim  the  entire  subject-matter,  such  failure  does  not  present  a 
case  of  inadvertence  or  mistake  within  the  purview  of  the  statute.  If  the 
omission  to  make  such  claim  was  the  result  of  inadvertence  or  mistake  in 
preparing  the  application,  as  if  in  preparing  a  conveyance  of  land  a  covenant 
is  by  mistake  omitted,  this  is  within  the  statute.    Id. 

REJECTED  CASES.  See  Appeals,  5,6, 7 ;  Reopening  of  Rejected  Caste. 
Rejected  Cases— Reopening  of.— An  application  which  has  been  finally  rejected 
by  the  Primary  Examiner,  and  such  rejection  affirmed  by  the  Examiaers- 
in-Chief,  will  not  be  reopened  on  petition  averring,  first,  that  the  invention 
was  originally  misunderstood  by  the  counsel  then  employed  and  by  the  Pri- 
mary Examiner,  and  that  the  references  cited  related  to  the  case  thus  misun- 
derstood ;  second,  that  the  claim  appealed  to  the  Examiners-in-Chief  is  not 
broad  enough  to  protect  the  actual  invention,  and  the  description  is  incor- 
rect and  not  sufficiently  clear.    Ex  parte  Greene,  131. 

REJECTED  CLAIMS.    See  Claims,  3,  4 ;  Examination  of  Applications,  9;  Reissues,  8. 

1.  Should  be  Prosecuted  by  Appeal,  not  by  New  Application.— Claims  re- 

jected during  the  pendency  of  an  application  should  be  prosecuted  under 
the  regular  course  of  appeal  pending  the  issue  of  the  patent,  and  not  by  a 
separate  application  on  a  so-called  division  after  the  issue  of  the  patent.  Ex 
parte  Ransom,  22. 

2.  Presumption. — Where  an  assignment  is  made  to  a  defendant  conveying  to 

him  an  interest  in  an  invention  described  in  a  certain  application  for  patent, 
a  broad  claim  of  which  was  canceled  after  objections  by  the' Commissioner 
to  allowing  the  claim,  and  the  defendant  did  not  attempt  to  show  that  he 
could  have  convinced  the  Commissioner  that  he  should  allow  the  claim  if 
he  had  been  aware  of  its  rejection,  Held  that  the  court  will  not  assume  that 
the  defendant  could  have  overcome  the  objection  to  allowing  the  claim. 
•Putt*  v.  Bransford,  422. 

REJECTION  OF  APPLICATION.    See  Public  Use,  4. 

REJECTION  OF  APPLICATION  FOR  DESIGN  PATENT.    See  Design*. 

RENEWAL  APPLICATION.    See  Abandonment,  6,  7 ;  Renewal  of  Forfeited  Cases. 
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RENEWAL  OP  FORFIUTED  CA8E8. 
Two  Years'  Period  for  Renewal  under  Section  4897  Fixed  bt  Statute  and 
not  Extensible.— Under  section  4897  an  applicant  who  has  failed' to  make 
payment  of  the  final  fee  within  six  months  from  the  time  his  ease  was  passed 
to  issne  and  allowed,  and  notice  thereof  was  sent  to  him,  has  the  right  tojnake 
a  second  or  renewed  application ;  bnt  sach  second  application  mast  be  made 
tottMa  two  years,  and  the  Commissioner  of  Patents  has  no  discretion  to  extend 
the  time  in  which  this  right  may  be  exercised.    Ex  parte  Bamitx,  130. 

REOPENING  OF  APPEALED  CASES.    See  Appealed  Caeee. 

REOPENING  OF  REJECTED  CASES.  See  Rejected  Caeee. 
1.  To  Amend  Under  Rule  134.— To  authorize  the  Primary  Examiner  to  reopen  a 
case  for  amendment,  nnder  Rnle  134,  after  appeal  and  affirmance  by  the  Ex- 
aminera-in-Chief,  the  statement  and  recommendation  of  the  Board  must  point 
■out  with  reasonable  clearness  and  certainty  "the  apparent  grounds,  not  in- 
volved in  the  appeal,  for  granting  letters  patent,"  so  as  to  enable  the  exam- 
iner, who,  upon  careful  examination,  has  rejected  the  case,  and  whose  decision 
is  affirmed  by  the  Board,  to  understand  what  feature  or  invention  in  the-form 
as  claimed  or  in  any  other  form,  is  recommended  for  amendment  or  consider- 
ation. Ex  parte  Petereon,  69. 
&.  Amendments— Rule  67— Suggestions.— A  mere  suggestion  in  the  following 
form:  "If  applicant  has  improved  upon  Stover  (the  reference  cited),  he 
should  dearly  set  forth  the  improvement,  as  provided  by  statute,"  does  not 
come  within  the  rnle,  nor  does  it  obviate  the  necessity  for  the  applicant,  when 
presenting  his  amendment,  to  make  a  shoeing  and  furnish  reasons  why  it  was 
not  offered  earlier,  as  required  by  Rule  67.  Suoh  a  suggestion  could  be  made 
in  every  case,  and  would  leave  the  examiner  to  reopen  the  application  gener- 
ally, limited,  if  at  all,  only  by  the  decision.    Id. 

3.  Jurisdiction. — The  marginal  indorsement,  "  Approved,"  signed  by  the^Board 

and  the  Acting  Commissioner,  Held  not  to  give  any  additional  force  to  the  sug- 
gestion in  the  decision.  The  case  being  ex  parte,  the  jurisdiction  of  the  Ex- 
aminers-in-Chief  ceased  after  their  decision,  and  the  case  was  not  before  the 
Acting  Commissioner  by  petition  or  otherwise,    id. 

4.  Same— Appeal.— The  jurisdiction  to  pass  upon  amendments  in  suoh  cases  is  with 

the  Primary  Examiner,  subject  to  the  applicant's  right  of  appeal,  following 

ex  parte  Pearson  (40  O.  G.f  244)  and  other  cases  cited.    Id. 
RESERVATION  FOR  SUBSEQUENT  PATENT8.    See  Intention  Deeeribed  but  not 

Claimed,  1 ;    Snbeequent  Patente,  2,  3. 
RESIDENT  ATTORNEY.    See  Attorney,  5. 
RESTRAINING  ORDER.    See  Suite  for  Infringement,  10, 11. 
RIGHT  OF  ACTION.    See  Suite  for  Infringement,  12, 13,  14, 15. 
ROYALTY.    See  Uoeneee,  6. 
SALE  OF  PATENTED  ARTICLES.    See  Agrtemente ;  Contraete  ;  Damagee  and  Profile, 

3,  4;  Infringement,  2,  3,  5,  6, 7,29,  38;  Licenses , 5, 8, 9,*H> ;  State  ConrU;  Suite 

for  Infringement. 
SALE  OF  PATENTED  ARTICLES  BY  ORDER  OF  COURT.    See  AeeignmenU,  8. 
8CIRE  FACIAS.    See  Cancellation  of  Patente,  4. 
SCOPE  OF  PATENT.    See  Construction  of  Claime,  4, 5 ;  Construction  of  Specification* 

and  Patente,  10. 
SECOND  APPLICATION.    See  Claime,  4 ;  Subsequent  fdtente,  3. 
SEPARATE  APPLICATIONS.    See  Rejected  Claime,  1. 

SEPARATE  PATENTS  FOR  SEPARATE  INVENTIONS.    See  Construction  of  Speoi- 
JtoaUone  and  Patente,  22 ;  Division  of  Application,  i,b,  7, 8, 11, 12. 
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SERVICE  OF  PROCESS.    See  J»rl$dioHo*,4  ;  £fae»asf,3. 

1.  Writ  and  Process— Motion  to  Quash  8ervice.— Where  the  invalidity,  ir- 

regularity,  or  defect  in  the  service  o£4he  writ  appears  upon  the  lace  of  the 
return  a  motion  to  quash  the  service  or  abate  the  writ  is  the  proper  node  of 
bringing  the  matter  to  the  attention  of  the  court ;  but  where  the  objection  does 
not  appear  upon  the  face  of  the  papers  the  better  rule  of  practice,  where  it 
is  sought  to  question  or  dispute  the  facts  stated  therein,  ie  to  do  so  by  plea  in 
abatement,  on  which  an  issue  may  be  regularly  taken  and  tried.  *  Uttitod 
Statm  ▼.  America*  M!  TeUphon$  Coatpeua  et  *X,  297. 

2.  Partnership— Service  upon  Nok-Besideitt  Partkrr.— While  the  interest  of 

a  non-resident  partner  in  a  partnership  doing  business.in  Ohio  in  respect  to- 
such  business  may  be  subject  to  the  local  jurisdiction  if  the  partnership  ia 
properly  served  in  conformity  with  the  statutes  of  the  State,  it  is,  however,, 
well  settled  that  the  non-resident  partner  can  not  he  brought  personally  be- 
fore even  the  local  courts,  or  be  subjected  to  judgment  in  pertonmmhj  serv- 
ice upon  the  resident  partners.    •  Id. 

3.  Writ  and  Process— Equity  Practice— Service  or  Subpoena.— Ia  suits  in 

equity  the  Federal  conrts  are  regulated,  not  by  8tate  statutes,  but  by  the  ju- 
diciary acts  and  the  rules  of  equity  practice.    *Id. 

4.  Same— American  Bell  Telephone  Company.— The  return  of  a  eobpmna. 

which  recited  that  the  marshal  had  served  the  same  upon  the  "American  Bell 
Telephone  Company  (which  is  a  corporation  found  and  doing  business  in 
the  southern  district  of  Ohio)  by  reading  the  same  to  A.  D.  Bullock,  the 
president  of  the  City  and  Suburban  Telegraph  Company  (the  said  City  and 
Suburban  Telegraph  Company  being  an  agent  and  partner  of  the  said  the 
American  Bell  Telephone  Company  within  said  district)  "  foils  to  show  af- 
firmatively the  facts  required  to  constitute  a  valid  servioe,  either  under  the 
Judiciary  acts,  the  rules  of  practice  governing  the  court,  or  the  statute  of 
Ohio  providing  for  service  upon  a  foreign  corporation  having  a  "  managing; 
agent "  in  the  State.  No  presumptions  are  to  be  indulged  in  favor  of  each  s> 
return,  so  as  to  give  the  court  jurisdiction  over  a  non-resident  corporation. 
The  return  is  also  irregular  and  open  to  the  objection  that  the  marshal  did 
not  confine  himself  to  a  statement  of  what  he  did  in  executing  the  subpssnaa» 
but  states  conclusions  of  law  and  fact  apart  from  what  was  done.    *J<L 

5.  Same— Service  upon  Foreign  Corporations.— In  the  absence  of  a  voluntary 

appearance,  three  conditions  must  concur  or  coexist  in  order  to  give  the  Fed- 
eral courts  jurisdiction  ia  personam  over  a  corporation  created  without  the  ter- 
ritorial limits  of  the  State  in  which  the  court  is  held,  vis:  (1)  It  must  ap- 
pear, as  a  matter  of  fact,  that  the  corporation  is  carrying  on  its  business  in. 
such  foreign  8tate  or  district ;  (2)  that  such  business  is  transacted  or  man- 
aged by  some  agent  or  officer  appointed  by  and  representing  the  corporation 
in  such  State ;  and  (3)  the  existence  of  some  local  law  making  such  corpora- 
tion, or  foreign  corporations  generally,  amenable  to  suit  there  as  a  condition 
express  or  implied  of  doing  business  in  the  State.    *I<L 

6.  Same— Section  739  Revised  Statutes  United  States— Act  of  Cokgabbs,, 

March  3,  1875.— The  Judiciary  acts  (Rev.  fct.,  sec  730)  and  act  of  March  3, 
1875,  providing  that  no  civil  suit  or  action  shall  be  brought  against  any  per- 
son outside  of  the  district  in  which  he  resides  or  may  be  found  at  the  time 
of  the  service  of  process,  do  not  affect  the  general  jurisdiction  of  this  court, 
but  merely  confer  a  personal  privilege  or  exemption  upon  the  defendant, 
which  can  be  waived  and  is  waived  by  a  foreign  corporation  not  only  by  a 
voluntary  appearance  to  the  suit,  but  by  doing  business  in  a  State  imposing 
the  condition  of  liability  to  suit  there  by  service  of  process  on  its  agent.. 
*Id. 
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SERVICE  OF  PROCESS-Continued. 

7.  Same— Srrvicb  upoh  Foreign  Corporations.— It  la  not  sufficient  to  givo 

this  oonrt  jarisdiotion  in  permmam  oyer  a  foreign  corporation  that  it  has 
property  rights,  however  extensive,  within  the  district,  or  that  it  has  pecun- 
iary, interests,  however  valuable,  in  business  managed  and  conducted  by 
others.    mId. 

8.  Sakb— Service  oh  Agent.— An  agent  of  a  foreign  corporation  upon  whom  serv- 

ice can  be  made,  must  be  one  actually  appointed  by  or  representing  the 
corporation  as  a  matter  of  fact,  not  one  created  by  implication  or  construction 
contrary  to  the  intention  of  the  parties.    #  M. 

9.  Same— Managing  Agents.— The  term  "managing  agent"  implies  the  carrying 

on  of  the  corporate  business,  or  some  substantial  part  thereof,  by  moans  of 
an  agent  who  manages  and  conducts  the  same  within  the  limits  of  the  State- 
for  and  on  account  of  the  foreign  corporation.    mId. 

10.  Action— Entry  of  Appearance.— Allegations  in  a  plea  in  abatement,  showing; 

that  the  cause  of  action  and  the  subject-matter  of  the  suit  did  not  have  Its 
origin  in  Ohio,  suoh  plea  being  presented  solely  to  object  to  the  jarisdiotion 
of  the  court  and  to  quash  the  return  of  service,  do  not  amount  to  an  appear* 
ance  of  the  defendant.    *i& 

SIMILAR' DEVICES.  See  Anticipation  ;  Construction  of  Specification*  and  Patent*,  6 ; 
Infringement,  1, 8, 9, 10, 12, 13, 15, 17, 19, 25, 28, 31, 33, 36, 39. 

SPECIFICATIONS.  See  Application;  3;  Contraction  of  Claim;  6;  Construction  of 
/Specification*  and  PatenU,  12. 

SPECIFIC  CLAIMS.    See  Claim*,  1, 2, 7, 8. 

STATE  COUBTS. 

1.  Courts— Indiana  Circuits— Administration— Sals.— The  civil  circuit  courts 

of  Indiana  are  courts  of  general  Jarisdiotion,  and  may  authorise  the  sale  of 
property  of  decedents'  estates  whenever  it  is  deemed  for  the  interest  of  the 
parties  concerned  or  necessary  to  wind  up  the  administration.  *May  v. 
Logan  County,  651. 

2.  Ratification  or  8ale— Effect  of.— The  fact  that  the  original  order  of  the 

court  merely  authorized  a  sale  of  the  patent-rights  does  not  invalidate  the 
transfer  therewith  of  accrued  claims  and  demands  of  the  estate  arising 
thereunder  if  snch  transfer  and  sale  are  duly  approved,  ratified,  and  confirmed 
by  the  court.  The  ratification  and  confirmation  of  the  sale  is  equivalent  to, 
and  has  the  same  legal  effect  and  operation  in,  transferrin  a  the  claims  and 
demands  included  therein  as  if  the  court  had  previously  directed  their  sale. 
hId. 

3.  Collateral  Attack.— The  conrt  having  jurisdiction  to  authorize  the  sale,  and 

having  exercised  such  authority,  the  propriety  or  validity  of  the  sale  is  not 
open  to  examination  in  a  collateral  proceeding,  though  the  record  fail  to  dis- 
close a  strict  compliance  with  all  the  provisions  of  the  statute  in  making 
such  sale.    */o*. 

STATE  OF  THE  ART.  See  Conduction  of  Claim*,  1, 2 ;  Contraction  of  Specification* 
and  Patent*,  17;  DirUion  of  Application,  6,9;  Invention*,  6;  Particular  Pat- 
ent*,  2,33. 

STATE  STATUTES,  fiee  Service  of  Proce**,  3, 4 ;  Suit*  for  Infringement,  4. 
1«  State  Statute  of  Limitation's— Practice  in  thb  Courts.— Under  Revised 
Statutes  of  the  United  States,  section  721,  providing  that  "the  laws  of  the 
several  States,  except  where  the  Constitution,  treaties,  or  statutes  of  the 
United  States  otherwise  require  or  provide,  shall  be  regarded  as  rules  of  de- 
cision in  trials  at  common  law  in  the  conrts  of  the  United  States  in  cases 
where  they  apply,"  an  action  in  a  Federal  conrt  to  recover  damages  for  in- 
fringement of  a  patent  is  not  subject  to  a  State  statu  te  of  limitations.  *May  v. 
Bmekaman  Ce*»fy,273. 
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8TATE  STATUTES— Continued.  , 

2.  Sam*— Same.— Bat  each  action  is  subject  to  a  State  statute  requiring  *  i 

against  a  county  for  unliquidated  damages  to  be  presented  to  the  board  of 
supervisors  of  the  county  and  payment  demanded  before  bringing  action 
*     upon  it.    •Id. 

STATE  STATUTES  OF  LIMITATION.    See  Limitation,  1,3. 

STATUTORY  BAB.    See  Interferene**,**,**,  »,&,&. 

SUBSEQUENT  APPLICATIONS. 

Distinction  between  ex  parte  Derby  (C.  D.,  1684,21;  26  O.  G.,  1208),  as  illnstrat- 
ing  One  class  of  these  cases,  and  rx  part*  Baneom  (39  O.  G„  119)  and  expert* 
Holt(C.  D.,  1884, 43 ;  29  O.  G.,  171),  the  other  class,  pointed  out  and  explained. 
Ex  parte  Robert*,  CI. 

SUBSEQUENT  PATENT8.    See  Injunction,  8;  Intention  Deecribed  but  not  Claimed; 
Void  Patents,  3. 
1.  Should  hot  be  Issued  tor  Subject-Matter  Shown  in  Prior  Patent  to 
Sams  Party.— Decision  in  ex  parte  Halt,  April  26, 1884,  reiterated.    A  patent 
should  not  issae  upon  an  application  covering  subject-matter  shown  in  a 
prior  patent  to  the  same  party,  bat  not  constituting  a  proper  division  of  said 
patent.    Export*  Bantam,  22. 
.2.  Invention  Described  but  not  Claimed.— Bat  where  the  sabjecflnatter  of 
invention  is  one,  integral  and  indivisible,  the  issuance  of  the  first  patent 
bars  all  subsequent  applications,  whether  concurrent  with  the  first  or  filed 
snlisequently.    This  results  not  from  the  force  of  Bale  42,  but  because  the 
law  conclusively  infers  from  the  issuance  of  the  Hat  patent  that  the  inventor 
dedicated  to  the  public  the  unclaimed  features  of  his  invention.    It  is  against 
public  policy  to  permit  the  inventor  in  such  esse  to  prolong  the  monopoly  of 
his  invention  by  a  second  or  repeated  patents.    Ex  parte  Robert*,  61. 

3.  Reservation— Second  Application.— In  cases  of  inventions  capable  of  di- 

vision the  presumption  of  dedication  to  the  public  resulting  from  taking  out 
a  patent  for1  part  of  the  invention  may  be  rebutted  by  incorporating  in  the 
first  application  a  reservation  of  the  right  to  apply  for  the  unclaimed  feat- 
ures in  a  second  application,  or  by  filing  subsequently  a  second  application. 
Id. 

SUBSTITUTION  OF  MATERIAL.    See  Infringement,  3&. 

8UGGE8TION8  TO  AN  INVENTOR.    See  Joint  Inventory*. 

SUIT  AT  LAW.    See  Suite  for  Infringement,  2. 

SUIT  IN  EQUITY  FOB  A  PATENT  UNDER  SECTION  4916,  REVISED  STAT- 
UTES. 
1.  Pbovuions  or  Section  4894,  Revised  Statutes,  Apply  to  8uits  Under 
Section  4915,  Revised  Statutes.— The  objection  that  the  applicant  failed 
to  prosecute  his  application  for  a  patent  within  two  years  after  the  last  action 
thereon,  of  which  notice  was  given  (section  4fl94)  applies  to  a  suit  In  equity 
for  a  patent  under  section  4915.    *Qandy  v.  Marble,  413. 
ft.  Such  a  8uit  a  Pabt  of  t&b  Application  fob  the  Patent*— Such  a  suit  is 
in  fact  and  necessarily  a  part  of  the  application  for  the  patent,  and  is  to  be 
governed  by  the  rule  as  to  laches  and  delay  declared  by  section  4894  to  be 
attendant  upon  an  application.    *Id. 
3.  Alleoaiions  and  Proofs  Excusing  such   Delay  Permitted  in  such 
Suit.— In  such  a  suit  it  may  be  shown  to  the  satisfaction  of  the  court  that 
the  delay  in  the  prosecution  of  the  application  was* unavoidable  in  support 
of  an  allegation  to  that  effect  in  the  bill.    *I& 

SUITS  FOR  CANCELLATION  OF  PATENTS.    See  Bill  in  Equity,  2. 

SUITS  FOR  INFRINGEMENT.  See  Cancellation  of  Patent* ;  Contempt  of  Court; 
Corporations;  Damage*  and  Profit*;  Infringement,  38;  Judgment;  Juris** 
tion;  Limitation;  Mechanical  Skill ,3;  Partie*  to  Suit;  Pleading*;  Behearing; 
Service  of  Proce**;  Trade-Mark*,  C. 
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SUITS  FOR  INFRINGEMENT— Continued. 

1.  Action*— Questions  for  Jury.— Where  a  bill  wis  filed  for  infringement  of 
two  patents,  and  upon  the  Anal  hearing  the  following  questions  were  pre- 
sented; first,  whether  the  plaintiff  S.  or  the  defendant  H.  was  the  first  in- 
ventor of  the  -device  claimed  in  one  of  the  patents,  and,  second,  had  the 
invention  been  in  public  use  more  than  two  years  before  application  for  said 
patent  f  Aid  that  the  first  question  presented  a  simple  issue  of  fact,  proper 
for  the  determination  of  a  jury,  and  that  the  second  question,  which  de- 
pended upon  conflicting  testimony,  could  be  more  satisfactorily  determined 
by  hearing  of  the  witnesses  in  person.    *Oray  v.  Halkyard  et  aL,  198. 

&  Action  at  Law— Demurrer  to  Evidence.— Where,  in  the  trial  before  a  Jury 
of  a  suit  at  law  for  the  infringement  of  a  patent,  the  plaintiff  introduces- 
evidence  to  show  infringement,  and  closes  that  branch  of  his  case,  and  the  , 
defendant  demurs  to  the  evidence,  it  is  the  province  of  the  Judge  to  decide 
whether  or  not  the  plaintiff  has  made  out  *  prima  facie  case  of  infringement,, 
and  if  of  the  opinion  that  he  has  not,  lie  should  charge  the  jury  to  find  for 
the  defendant;    •  Bayer  v.  Schulto  Bdting  Company,  308. 

3.  Suit  fob  Infringement— Dbc&rb  not  Conclusive  against  Another: 
Defendant  Making  a  New  Claim.— After  the  validity  of  a  patent  has 
been  established  in  a  suit,  it  may  always  be  shown  in  another  suit  on  the 
patent  against  another  defendant,  and  even  in  answer  to  an  application  for 
a  preliminary  injunction,  that  the  right  claimed  by  the  plaintiff  in  the  new; 
edit  was  not  fairly  in  controversy  in  the  former  suit.  *  National  Sat  Pouno- 
img  Machine  Company  v.  Hodden  et  al.,  918. 

4*  Congress  Has  Exclusive  Control  over  the  Grant  of  Patents.— Con- 
gress has  the  exclusive  control  over  the  grant  of  patents,  and  may  authorise 
suits  to  be  brought  against  such  persons  and  corporations  as  it  deems  expe- 
dient, and  a  State  can  not  exempt  counties  from  liability  for  infringement  of 
letters  patent,  because  exclusive  jurisdiction  over  that  subject-matter  has 
been  vested  in  the  Federal  Government.    *May  v.  County  o/BalU,  466. 

&  Quasi  Corporations— Right  to  Sub.— A  suit  can  not  be  maintained  against 
a  sovereign  8tate  under  the  eleventh  amendment  of  the  Constitution ;  but* 
no  reason  is  seen  why  a  suit  can  not  be  maintained  against  a  quad  municipal 
corporation  like  a  county,  whioh  has  been  created  by  the  laws  of  the  State- 
(and  under  the  State  laws  may  be  sued  for  certain  purposes),  no  matter  what 
may  be  the  particular  policy  of  the  State  with  reference  to  relieving  counties) 
therein  from  liability  for  acts  of  non-feasance  of  county  officials.    *i& 

6.  Counties  not  Exempt  from  Liability  for  Wrongdoing.— No  exception! 

has  been  made  by  act  of  Congress  in  favor  of  any  wrongdoer.  The  provision 
is  general  in  its  terms,  and  may  as  well  include  counties  as  other  corporation* 
or  individuals.    *Id. 

7.  Patents  Personal  Propbrtt.— A  patent  is  personal  property,  and  if  a  county 

wrongfully  appropriates  such  property  it  should  not  be  exempt  from  liability 
any  more  than  an  individual.    *Id\ 

&  Obligations  of  those  Appropriating  Patents.— Obligations  to  do  Justice- 
rest  upon  all  persons,  natural  and  artificial,  and  if  a  county  obtains  the 
money  or  property  of  others  without  authority  of  law,  the  law,  independent 
of  any  statute,  will  compel  restitution  or  compensation.    *Id. 

9.  Action  for  Infringement— Pleading— Revised  Statutes  of  the  United- 
States,  Section  4919.— Under  Revised  Statutes  of  the  United  States,  sec- 
tion 4919,  providing  that "  damages  for  the  infringement  of  any  patent  may 
be  recovered  by  action  on  the  case,"" it  is  sufficient  that  the  plaintiff's  plead- 
ing in  an  action  to  recover  such  damages  contains  all  the  allegations  mate- 
rial to  make  an  action,  on  the  ease,  and  it  will  not  be  demurrable  because- 
ealled  a  M  petition,"  the  code  term,  instead  of  "  declaration,*1  the  common- 
law  term.    *May  tt  al,  v.  Mercer  Comnty,  595..  ^ 
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SUITS  FOR  INFRmGEMENT-Continued. 

10.  Id*— Steam-Engine  Governors— Motions  for  a  Restraining  Order.— 

The  complainant  haying  filed  his  bill  for  infringement  in  the  usnal  form,  one 
of  the  defendants— a  manufacturing  company— applied  for  an  order  restrain- 
ing the  complainant  from  suits  for  infringement  against  its  customers  during 
the  pendency  of  the  suit  against  it.  The  petition  for  the  restraining  order 
was  sworn  to,  and  set  out  the  defenses  which  would  be  made  in  the  answer, 
partionlarly  ita  own  patent,  under  which  it  manufactured  governors,  and 
was  supported  by  affidavits.  The  complainant  put  in  no  evidence  in  answer 
to  the  petition,  but  rested  npon  the  proposition  that,  as  a  matter  of  law%the 
grant  of  the  patent  gave  him  the  right  to  sue  all  infringers  of  it-  Held,  that 
the  petitiou  was  proper,  and  the  order  was  granted.  *Ide  v.  Ball  Engine 
Company  et  al.}  644. 

11.  €hancert  Power  of  the  Court.— The  court  has  authority  under  the  gen- 

eral chancery  powers  to  issue  such  an  order  before  the  filing  of  an  answer  or 
of  a  cross-bill.    The  form  of  such  restraining  order  stated.    *  Id. 

12.  Infringement— Administration.-— Rights  of  action  for  infringements  of  pat- 

ents surviVe  to  the  personal  representatives  of  the  patentee.  *  May  v.  Lo- 
gan County,  651. 

13.  Suit  and  assignment  bt  Administrator.— The  excutor  or  administrator  of 

the  patentee  may  not  only  sue  on  such  causes  of  action,  but  may  assign  and 
transfer  the  same  to  another.    *  Id. 

14.  Suit  by  Assignee.— The  assignee  may,  in  his  own  name,  maintain  an  action 

thereon  in  any  8tate  the  law  whereof  allows  an  assignee  of  a  Qhose  in  action 
to  sue  thereon  in  his  own  name.    *  Id. 

15.  Past  Infringement.— An  assignment  by  an  administrator  purporting  to  trans- 

fer to  the  assignee  "  all  the  right,  title,  interest,  claims,  and  demands  whatso- 
ever which  the  estate  has  in,  to,  by,  under,  and  through  "  specified  letters 
patent,  and  extensions  thereof,  covers  rights  of  action  theretofore  accrued  for 
infringements.    *  Id. 

TECHNICAL  TERMS.    See  Claims,  5,  6;   Construction  of  Claim*,  3;   Construct*** 
of  Specifications  and  Patents,  7;  15;  Infringement,  4 ;  Particular  Patents,  I,  43. 

TERM  OF  PATENT.    See  Limitation  of  United  Slates  Patents  by  Foreign  Patents  Pre- 
viously Granted,  1, 2,  3,  6 ;  Particular  Patents,  4,  77. 

Term  of  Patent.— The  "  term"  of  a  patent  is  the  period  of  duration  expressed  in 
the  grant.    *  PaiUard  et  dl.  v.  Bruno,  900. 

TESTIMONY.    See  DeposUions  ;  Interference,  5, 6, 7 ;  Rehearing,  3. 

TITLE  TO  PATENT.    See  Assignments,  1,  2, 7 ;  Parties  to  Unit,' A. 

TRADEMARKS. 

1.  Trade-Mark— Violation.— A  manufacturer  is  not  allowed  to  impose  his  goods 

upon  the  public  as  the  goods  of  another  manufacturer,  and  so  derive  a  profit 
from  the  reputation  of  the  latter.     \UcCann  et  al.  v.  Anthony,  669. 

2.  Same— Imitation.— The  imitation  need  not  be  exact.    It  is  sufficient  if  it  be  so 

close  as  to  deceive  the  incautious  and  unwary,    kid. 

3.  Same— Fraud. — It  is  not  necessary  to  prove  that  actual  fraud  was  intended  by 

the  infringer,    tie*. 

4.  Trade-Mark— What  is  not.— A  name  wbioh  has  been  applied  in  a  patent  to  a 

particular  article  manufactured  under  it  can  not  become  a  trade-mark  after 
the  patent  has  expired,    t  Green  et  al.  v.  Woodhouse  et  al.,  673. 
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TRADE-MARKS— Continued. 

6.  Trade-Mark— What  is.— The  marks,  designs,  symbols,  directions,  and  other 

indicia  pieced  upon  the  boxes  or  packages  containing  the  articles  npon  which 
the  patent  had  expired  may  be  treated  as  a  kind  of  trade-mark,  and  a  mani- 
fest imitation  be  enjoined,  tltf. 
4  Jurisdiction.— In  a  suit  for  infringement  of  a  trade-mark  when  both  parties  are 
citizens  of  the  same  State  a  United  States  circuit  court  can  only  entertain 
jurisdiction  on  the  theory  that  the  complainants  have  a  valid  trade -mark, 
registered  pursuant  to  the  act  of  March  3, 1881,  and  no  relief  can  be  granted 
because  of  unlawful  competition  in  trade.  The  question  for  the  court  is 
whether  the  complainants  have  an  exclusive  right  to  the  alleged  trade- 
mark.   *Lu0tim  ef  al.  v.  Mollender  et  ol.,  44ft 

7.  Geographical  Names.— The  word  "  Kaiser n  is  a  name  given  to  a  number  of 

mineral  springs  in  different  places  in  Europe  long  before  its  adoption  by  com- 
plainants. Their  selection  of  it  as  a  trade-mark  for  natural  mineral  waters 
is  open  to  the  objeotiou  that  it  was  already  descriptive  of  similar  products, 
which  others  had  a  prior  right  to  sell  }>y  the  same  name.    *I& 

&  Same.—As  against  the  complainants,  it  is  legitimate  for  the  owners  of  any  of 
the  "  Kaiserquelle"  waters  of  Europe  to  sell  them  in  this  country  by  the 
name  of  "  Kaiser  Spring  "  waters,  or  to  sell  them  anywhere  oy  a  name  which 
in  any  language  would  signify  to  a  purchaser  the  true  name  of  the  article 
and  its  origin  and  ownership.    *1<L 

9.  Lawfulness  or  Mares.— In  all  the  legislation  of  Congress  upon  this  subject 
there  is  contained  a  requirement  that  a  trade-mark  offered  for  registration 
in  the  Batent  Office  shall  be  lawful,  not  calculated  to  deceive  the  public 
"The  Commissioner  of  Patents  shall  decide  the  presumptive  lawfulness  or 
claim  to  the  alleged  trade-mark."    Rt parte  M.  Block  f  Co.,  64. 

K>.  Same— Common  Law.— There  is  no  legislation  defining  what  constitutes  a  law. 
ful  trade-mark,  and  to  determine  this  resort  must  be  had  to  the  common  law 
as  disclosed  in  commercial  usages  and  shown  by  the  commentators  and  the 
decisions  of  courts.    Id. 

11.  Office  of  a  Tradb-M ark.— The  office  of  a  trade-mark  is  to  point  out  dis- 
tinctively, either  by  itself  or  by  association,  the  origin  or  ownership  of  the 
article  to  whioh  it  is  affixed,  or,  in  other  words,  to  give  notice  who  was  the 
producer.  While  this  may  be  done  in  many  cases  by  a  name,  a  mark,  or  a  de- 
vice well  known,  but  not  previously  applied  to  the  same  article,  it  is  not  nec- 
essary that  the  word  or  devioe  should  be  a  new  creation  never  before  known 
or  used.    "Canal  Compaug  v.  Clark,  13  WalL,3S£.  Id. 

IS.  Fraudulent  Thadb-Mark.— A  trade-mark  which  contains  a  misrepresentation, 
clearly  and  distinctly  referring  the  origin  or  ownership  of  the  article  to  an- 
other person,  class  of  persons,  or  nationality  than  the  true  one,  and  thereby 
evidently  depriving  the  publie  from  freedom  of  choice  and  the  exercise  of 
discrimination  in  selection  and  purchase,  according  to  their  tastes  and  judg- 
ment, is  a  fraudulent  and  unlawful  trade-mark,  not  entitled  to  registry.  •  Jn\ 

13.  Same.— The  fraud  or  misrepresentation  whioh  renders  a  trade-mark  unlawful  is 
not  restricted  to  oases  where  the  trade-mark  so  nearly  resembles  that  of  an- 
other as  to  be  calculated  to  deceive,  but  embraces  those  that  mislead  or  de- 
ceive the  pnblio  in  any  of  the  particulars  by  whioh  they  would  mislead  or 
deprive  people  from  enjoying  and  realizing  their  ohoice  of  selection  as  to 
quality,  character,  etc.,  of  the  article  marked  or  as  to  its  origin,  ownership, 
etc.  It  is  not  essential  to  the  unlawfulness  of  such  trade-mark  that  the  arti- 
cles sought  to  be  purchased  by  the  public  do  not  actually  possess  the  superior 
qualities  attributed  to  them.  It  is  sufficient  that  they  are  believed  to  possess 
them.    */o\ 
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14.  Same.— A  trade-mark  adopted  by  a  manufacturer  or  dealer  in  distilled  spirit* 

at  Milwaukee,  Wisconsin,  in  commerce  with  Germany,  which  contains  the 
legends  "  Knights  of  Labor  Whiskey »  and  "  K.  of  L.  Distillery,  8our  Mash," 
and  which  dearly  and  distinctly  refers  the  origin  and  ownership  of  the  spirit* 
so  marked  to  the  Knights  of  Labor  of  the  United  States,  so  that  the  public 
would  be  induced  to  purchase  under  the  belief  that  they  were  manufactured 
by  or  under  the  auspices  of  that  association,  and  therefore  possessed  the  ex- 
cellence of  superior  qualities  usually  characterizing  the,  productions  or  work- 
manship of  artisans,  workmen,  etc.,  belonging  to  that  association,  and  also* 
from  sympathy  with  its  sentiments  and  principles,  is  fraudulent  and  unlaw- 
ful,  and  must  be  denied  registry.    */d. 

15.  Sams.— No  rule  can  be  adopted  by  which  to  determine  what  is  or  is  not  a  lawful 

trade-mark.  In  many  cases  the  misrepresentation  may  not  appear  upon  the> 
face  of  the  trade-mark  and  accompanying  application,  and  the  Office  may 
not  be  in  possession  of  the  facts  which  would  enable  it  to  guard  against  the 
registry  of  a  false  trade-mark ;  but  whenever  it  clearly  and  distinctly  ap- 
pears that  the  proposed  trade-mark  constitutes  a  misrepresentation  of  such  s> 
character  that  it  would  not  be  protected  in  a  court  of  equity,  it  is  the  duty 
of  the  Office  to  refuse  its  registration.  Probably  doubtful  eases  should  be 
resolved  favorably  to  applicants,  leaving  all  parties  affected  to  their  remedies 
in  the  courts.    *Id.  / 

16.  TRADE.MARK—DEdi6»ATiowo»  Patented  Article— Exfikatiok  of  Pat«nt. — 

A  patented  printing-press  was  called  by  the  patentee  the  "  Universal,"  and 
the  presses  were  stamped  with  that  name  and  the  names  ef  the  manufact- 
urers, who  made  them  for  the  patentee  or  his  licensees.  Meld  that,  after  the 
expiration  of  the  patent,  the  patentee  was  not  entitled  to  be  protected  in  the 
use  of  the  word  "  Universal "  as  a  trade-mark."  •  Gaily  v.  Cell's  Pais**  /Ire 
Arms  Manufacturing  Company  ei  ah,  570. 

17.  Trade  Mare— Injunction.— Equity  will  enjoin  the  fraudulent  use  of  bottle* 

having  complainant's  name  blown  in  them.  It  will  also  enjoin  the  fradulent 
use  of  a  bottle  having  the  same  general  appearance  as  that  employed  by  com- 
plainant.   *  Sawyer  Cryetal  Bias  Company  v.  Eabbard,  571. 

16.  Purpose  or  the  Law— Protection.— It  is  the  object  of  the  law  relating  to> 
trade-marks  to  prevent  one  man  from  unfairly  stealing  away  another's  busi- 
ness and  good  wilL  Fair  competition  in  business  is  legitimate  and  promoter 
the  public  good ;  but  unfair  appropriation  of  another's  business  by  using  hie 
name  or  trade-mark,  or  an  imitation  thereof  calculated  to  deceive  the  public, 
or  in  any  other  way,  is  Justly  punishable  by  damages,  and  will  be  enjoined 
by  a  court  of  equity.  *  Celluloid  Mannfaetmriay  Company  v.  CoUonUe  Manu- 
facturing Company,  693. 

19.  Business  Name  will  be  Protected.- A  court-  of  equity  will  prevent  the 
piracy  of  a  business  name,  and  the  fact  that  the  defendant's  name  is  a  cor- 
porate name  is  of  no  moment.  " Cellonite  Manufacturing  Company9'  ia  an 
infringement  of  "  Celluloid  Manufacturing  Company.19    *  Je\ 

90.  Right  to  Protection  in  the  Use  of  an  Adopted  Trade-Mask  not  Im- 

paired by  the  Subsequent  Use  op  the  Word  or  Name  by  the  Public  nr 
a  Descriptive  Sense.— The  exclusive  right  to  use  as  a  trade-mark  a  word 
coined  and  given  currenoy  by  a  manufacturer  is  not  affected  by  a  subsequent 
use  of  the  word  by  the  public  in  a  descriptive  sense.  Mctat  v.  Baker  (93  N. 
YM  60)  approved.    •  Id. 

91.  Trade-Mar*  "Celluloid/9  Infringed  by  the  Use  op  the  Word  "Cel. 

lonitb.''— The  word  "  Celluloid  "  is  a  lawful  trade-mark,  and  the  word  "  Cel- 
lonite" ie  sufficiently  like  it  to  produce  the  mischief  which  is  within  the 
purview  of  the  law.    •  Id. 
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TRUSTEES.    8ae  Xtotatat,  6. 

UNITED  STATES  COURTS.    866  JurUdlctiom,  1, 9,  3,  7. 

USE  OF  PATENTED  ARTICLES.    See  XfefrOty ;  £afe  o/  Parted  <4r«otoi. 

VALIDITY  OF  PATENTS.    BooDivUion  of  Application,  A,  6, 11 ;  Infringement,  38  f  U* 

oj*e»,7. 
VALID  PATENTS.    866  ^sJioijaffe*,  1;  Parfieslar  Patoafe,  9,  3,  5,  9, 10,  U,  16,<91, 

98,93,  94,  96\  30,  31,  3^  53, 34,  39,  46,  48,  51,  63, 64, 65/60,^6^70, 78, 73, 74 

88,  86,  88,  80,  90,  99,  94;  Practice  in  ike  Court*,  9. 
VIOLATION  OF  DECREE.    Soe  Deer*. 
VOIDPATENT8.    Be*  Anticipation,*;  Construction  of  Clai*$,&;  Construction  o/lpssp- 

cations mnd Patents,  6;  Invention,  1,  9,  4,  9,  U;  ParHemlar  Patent*,  8, 11, 19, 13, 

16,90,25,27,28,29,36,38,40,41,44,46,  49,60,68,57,59,61,64,66,  71,  75, 

76>  78,  *9,  80,  81,  83,  84,  85,  87,  91,  93;  PnbUe  Uee,  9,  10;  Reiosum,  1,  7. 
L,  Patent  Void  Because  or  False  Allegation  or  Joint  Invention.— If  a  patent 

to  issued  to  two  persons  as  inventors,  when  in  fact  it  was  invented  by  only 

one,  the  patent  is  void..    •  Boner  et  oX  v.  Coupe,  980. 
9»  Anticipation— D«hcrthei>  in  Previous  Patent.— The  invention  covered  by 

this  patent  was  disclosed  in  a  previous  patent  to  same  inventor  (No.  956^363), 

and  belonged  to  the  public  when  the  application  was  filed.    m8w{fl  v.  Jenka 

etui.,  914. 

WITNESSES.   See  Deposition*,  1,  5. 

22336  PAT  47 
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